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PREFACE. 


These  reports  and  notes  of  cases  on  letters  patent  for 
inventions  are  intended  to  comprise  the  authorities  from  which 
the  principles  and  practice  of  this  branch  of  the  law  are  derived, 
and  to  which  recourse  must  be  had  in  determining  the  various 
questions  which  arise  in  connexion  with  those  subjects. 

Such  questions  have  reference  to  the  general  principles  of 
the  law,  to  the  practical  application  of  those  principles  to  the 
subject  of  inventions,  and  to  matters  of  practice  in  soliciting 
letters  patent,  or  in  the  extension,  protection,  and  enjoyment, 
of  the  rights  and  property  thereby  created. 

These  general  principles  are  derived  from  that  part  of  the  old 
common  law  which  controlled  and  directed  the  prerogative  of  the 
crown  in  its  grants  of  exclusive  privileges.  The  exercise  of  that 
prerogative  in  granting  lands,  offices,  and  other  things  of  a 
similar  nature,  was  well  understood  and  defined,  but  the  peculiar 
nature  of  the  subject,  no  less  than  the  manner  in  which  the 
rights  and  privileges  so  created  were  to  be  enjoyed,  occasioned 
great  difficulties  in  the  application  of  the  principles  of  the  old 
common  law  to  new  inventions. 

It  has  not  been  unusual  to  refer  to  the  saving  clause  of  the 
Statute  of  Monopolies  as  the  origin,  and  to  the  decided  cases 
since  that  statute  as  the  only  authorities  in  illustration,  of  this 
branch  of  the  law.  But  the  statute  itself,  in  declaring  that  a 
particular  class  of  grants  and  certain  letters  patent,  excepted 
from  its  operation,  should  be  and  remain  of  like  force  and  effect 
as  if  that  act  had  never  been  made,  distinctly  recognises  the 
existence  of  an  old  common  law,  which,  as  modified  by  that  sta- 
tute, constitutes  the  present  law  of  letters  patent  for  inventions. 

The  principles  of  that  common  law  are  not  matter  of  doubt  or 
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uncertainty.  The  case  of  monopolies,  argued  and  determined  in 
the  Exchequer  Chamber,  in  the  time  of  Elizabeth,  exhibits  the 
common  law  of  the  realm  in  respect  of  monopolies  generally: 
the  early  letters  patent,  particularly  those  specially  excepted 
from  the  operation  of  the  Statute  of  Monopolies,  show  the  sug- 
gestions and  considerations  upon  which  the  crown  then  acted  in 
making  those  grants,  and  the  manner  in  which  the  privileges  so 
granted  were  to  be  enjoyed.  The  Reports  from  the  Committee 
of  Grievances,  as  recorded  in  the  Journals  of  the  House  of 
Commons,  show,  not  only  the  manner  in  which  the  prerogative 
was  abused,  and  the  necessity  which  existed  for  the  interference 
of  the  legislature,  but  explain  the  introduction  of  several  of  the 
special  clauses  contained  in  the  latest  of  the  excepted  patents, 
and  which  was  granted  while  the  bill  of  monopolies  was  under 
the  consideration  of  the  legislature — particularly  the  clauses  per- 
mitting the  importation  of  glass  from  the  realm  of  Scotland,  or 
foreign  parts  beyond  the  sea,  and  saving  any  objection  to  the  grant 
on  account  of  the  size  of  the  furnaces  or  the  kind  of  glass  not 
being  described — clauses  which  would  appear  to  have  been  in- 
troduced to  obviate  objections  raised  by  the  committee. 

These  early  letters  patent,  when  viewed  in  connexion  with 
each  other,  and  with  the  history  of  the  times,  distinctly  exhibit 
the  manner  in  which  the  prerogative  of  the  crown  could  by  law 
be  exercised,  before  the  passing  of  the  Statute  of  Mono- 
polies. They  show  that  in  many  cases  the  grantee,  or  some  at 
least  of  the  grantees,  had  no  share  as  an  author  of  the  invention, 
but  that  any  claim  which  could  be  made  rested  simply  on 
having  contributed  to  its  introduction — that  some  (in  the  words 
of  the  report  of  the  case  of  Monopolies)  by  their  wit  and  inven- 
tion, others  by  their  charge  and  industry,  had  so  contributed. 
It  appears  from  the  Journals  of  the  House  of  Commons,  that  the 
most  absurd  constructions  had  been  put  on  the  word  'invention ;' 
and  from  both  the  above  sources,  that  patents  were  granted  for 
twenty-one  years,  or  longer  periods. 

The  Statute  of  Monopolies  enacted  that  the  grantee  must  be 
the  true  and  first  inventor;  that  the  subject-matter  must  be 
some  manner  of  manufacture ;  that  the  term  must  not  be  for  a 
longer  period  than  fourteen  years ;  changing  and  declaring  the 
common  law  in  these  respects  only,  but  leaving  its  principles 
and  practice  in  other  respects  as  they  were  before. 

The  only  change  introduced  by  the  statute  in  the  principles  of 
the  law  was  in  respect  of  the  grantee ;  but  the  old  common 
law  has  been  restored  in  a  great  measure  by  the  construction 


PREFACE.  T 

which  has  been  put  upon  the  statute,  which  is  held  in  this 
respect  not  to  apply  to  inventions,  the  knowledge  of  which  is 
derived  from  abroad ;  so  that,  he  who  introduces  an  invention 
into  this  country  from  abroad  is  the  true  and  first  inventor 
within  the  meaning  of  the  statute,  and  may  still  be  the  grantee 
of  letters  patent  for  such  invention. 

But  whether  the  grantee  be  the  true  and  first  inventor  in  the 
literal  sense  of  the  terms,  or  in  the  constructive  sense,  as  the 
introducer  of  an  invention  from  abroad,  it  must  always  be 
remembered  that  the  principle  upon  which  he  rests  his  title  is 
the  introduction  of  the  invention ;  and  though  public  policy  may 
require  the  restriction  imposed  by  the  statute,  the  old  common 
law  of  the  realm,  and  the  uniform  tenour  of  the  acts  of  parlia- 
ment for  confirming  or  extending  patent  rights,  show  the  intro- 
duction of  the  invention  to  be  the  real  consideration  upon  which 
these  exclusive  privileges  are  founded. 

The  acts  of  Parliament  for  conferring  on  individuals  rights 
and  privileges  of  the  same  nature  as  those  granted  by  letters 
patent,  constitute  a  class  of  authorities  to  which  little  attention 
has  hitherto  been  directed.  These  appear  to  be  valuable,  not 
only  in  illustration  of  the  principle  just  adverted  to,  but  on 
account  of  the  variety  of  special  clauses  which  they  contain  for 
ensuring  to  the  party,  and  to  the  public,  under  the  peculiar  cir- 
cumstances of  each  case,  their  mutual  and  respective  rights. 

The  letters  patent,  prior  to  the  Statute  of  Monopolies,  set 
forth  in  great  detail  the  reasons  for  the  grant,  or  the  grounds 
and  conditions  upon  which  it  was  made ;  thus  the  general  prin- 
ciples of  the  common  law  as  to  avoiding  grants  from  the  crown, 
viz.  false  suggestion  and  failure  of  consideration,  of  which  the 
latter  in  general  involves  the  former,  would,  when  necessary, 
take  effect.  These  principles  are  in  no  respect  affected  by  the 
Statute  of  Monopolies ;  and  if  the  grantee  be  not  the  true  and 
first  inventor,  or  if  the  invention  be  not  new  within  the  mean- 
ing of  the  words  of  the  statute,  or  not  useful,  or  disadvantageous 
instead  of  beneficial  to  the  public,  the  grant,  having  been  made 
on  suggestions  that  are  false,  and  considerations  that  have  failed, 
may  be  avoided. 

The  early  letters  patent,  it  will  be  observed,  contain  no  provi- 
sion for  ensuring  to  the  public  the  knowledge  of  the  invention, 
and,  consequently,  if  the  grantee  kept  his  secret,  he  might,  in 
fact,  enjoy  his  monopoly  for  a  much  longer  period  than  the  term 
of  the  letters  patent.  The  inconvenience  of  this  state  of  things 
teems  to  have  been  felt,  since  an  act  of  the  Commonwealth  con- 
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tains  a  proviso,  that  the  inventor  should  take  apprentices  during 
the  last  seven  years  of  the  term,  and  teach  them  the  knowledge 
and  mystery  of  the  invention.  Further,  it  was  unjust  to  the 
public  to  confer  powers  excluding  them  from  participating  in  an 
invention  without  minutely  defining  and  explaining  what  the 
invention  was.  These  and  other  inconveniences  were  effectually 
obviated  by  a  proviso  introduced  into  all  letters  patent  since  the 
end  of  Anne's  reign,  requiring  the  grantee  particularly  to  describe 
and  ascertain  the  nature  of  his  invention,  and  in  what  man- 
ner the  same  is  to  be  performed.  This  proviso,  which  gave  rise 
to  the  specification,  not  only  imports  two  conditions,  the  non- 
compliance with  either  of  which  will  be  ground  for  avoiding  the 
letters  patent;  but  if  both  be  properly  complied  with,  effect  is 
given  to  the  conditions  of  validity  at  common  law,  and  under 
the  statute,  since  the  invention  really  claimed  being  known,  it 
may  be  further  ascertained  whether  it  is  new  and  useful,  and 
whether  die  grantee  is  the  true  and  first  inventor. 

The  specification  may  fail  to  satisfy  the  proviso  in  either  of 
the  two  following  respects:  first,  it  may  not  particularly  describe 
and  ascertain  the  nature  of  the  invention;  that  is,  what  is  in- 
tended to  be  claimed  may  be  left  in  uncertainty;  or,  secondly, 
it  may  not  describe  and  ascertain  in  what  manner  the  invention 
is  to  be  performed,  with  sufficient  particularity  to  enable  persons 
properly  qualified,  to  practise  the  invention.  In  an  advanced 
state  of  the  arts  and  manufactures,  inventors  are  peculiarly  liable 
to  fall  into  both  these  errors;  the  changes  marking  the  progress 
of  invention  at  such  periods,  will  generally  be  small,  but  the  re- 
quisites of  the  proviso  will,  nevertheless,  frequently  not  be  com- 
plied with,  unless  a  comprehensive  view  of  the  whole  manufacture 
be  given  and  many  parts  or  processes  described,  in  respect 
of  which  no  claim  is  intended  to  be  made;  but  if  such  expla- 
natory matter  be  not  disclaimed,  or  if  the  claim  be  not  confined 
to  the  change,  however  minute,  which  is  the  essence  of  the  in- 
vention, the  nature  thereof  will  not  be  ascertained  with  the 
requisite  certainty.  Again,  inasmuch  as  ordinary  and  well- 
known  processes  or  parts  need  not  be  described,  an  inventor,  or 
a  person  well  acquainted  with  the  subject,  is  apt  to  presume  too 
much  on  the  knowledge  of  others,  and  so  fail  in  the  second 
respect  to  satisfy  the  proviso. 

A  review  of  the  cases  will  show  that  whatever  the  form  of 
the  objection  to  a  patent,  the  real  defect  has  generally  been  in 
the  specification,  since  it  has  very  rarely  happened  that  an 
invention  has  not,  in  fact,  existed,  in  respect  of  which,  if  pro- 
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perly  described  and  claimed,  a  patent  might  not  have  been 
sustained. 

The  specifications  in  the  following  pages,  present  instances  of 
both  the  defects  just  alluded  to;  and  the  practical  operation  of 
Lord  Brougham's  act,  Whereby  iome  defects  may  be  amended, 
shows  the  truth  of  the  preceding  statement  as  to  their  character, 
for,  in  a  great  many  cases  since  that  statute,  in  which  the 
patentee  has  failed  in  the  first  instance  on  a  trial  at  law,  he 
has,  nevertheless,  succeeded  in  amending  the  specification,  so  as 
to  secure  the  enjoyment  of  the  substantial  part  of  his  invention. 

The  particular  subject-matter  or  object  of  the  application  of 
these  general  principles  is  defined  and  pointed  out  by  the  sta- 
tute. It  is  not  for  every  invention  that  letters  patent  can  be 
granted,  other  means  of  protection  being  provided  for  some,  as 
for  instance,  for  designs  for  articles  of  manufacture;  but  the  in- 
ventions must  satisfy  the  words  "  any  manner  of  new  manufac- 
tures" as  defined  and  explained  by  the  subsequent  cases.  And 
in  determining  what  species  of  invention  is  within  the  intent  and 
meaning  of  the  statute,  it  will  not  be  necessary  to  rely  on  those 
patents  only  which  have  occupied  the  attention  of  the  courts  of 
law,  but  regard  should  also  be  had  to  those  which  have  been 
confirmed  or  extended  by  special  acts  of  parliament,  or  on  the 
recommendation  of  the  Judicial  Committee  of  the  Privy  Coun- 
cil, and  to  those  also  which  have  benefitted  the  trade  of  the 
country,  which  have  been  acquiesced  in  by  the  public,  or  have 
been  enjoyed  by  the  grantees  without  effective  resistance  through- 
out their  whole  term,  and  in  respect  of  which  considerable  sums 
of  money  have  been  paid  by  licensees. 

The  specifications  contained  in  the  following  pages  will  afford 
the  means,  not  only  of  ascertaining  the  subject-matter  of  those 
letters  patent  which  have  occupied  the  attention  of  the  courts 
of  law,  of  the  legislature,  and  of  the  committee  of  the  privy 
council,  but  will  show  to  inventors  the  nature  and  requisites  of 
those  instruments  upon  which,  as  experience  shows,  the  validity 
of  their  patent  will  most  frequently  depend. 

It  would  be  foreign  to  the  present  occasion  to  dwell  in  any 
detail  on  the  mixed  questions  of  fact  and  of  law  which  occur  in 
the  application  of  the  preceding  principles,  or  on  those  which 
relate  to  the  granting  of  letters  patent — to  the  remedies  for 
infringement — to  the  pleadings,  and  notice  of  objections  under 
the  statute — to  amendment  by  disclaimer  and  memorandum  of 
alteration — to  the  confirmation  of  existing,  or  the  granting  of 
new  letters  patent,  on  the  recommendation  of  the  judicial  com- 
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mittee  of  the  Privy  Council — to,  the  forms  and  effect  of  deeds 
of  license,  the  assignment  of  shares  in  a  patent,  and  the  part- 
nerships to  which  they  give  rise ;  the  cases  on  these  and  other 
subjects  may  be  readily  referred  to  by  means  of  the  index; 
the  practical  proceedings  connected  with  these  matters,  together 
with  the  requisite  and  usual  forms  and  instruments,  will  be 
found  under  their  proper  titles  in  my  work  on  the  Law  and 
Practice  of  Letters  Patent  for  Inventions. 

The  increased  protection  now  afforded  to  patentees  in  the  en- 
joyment of  their  exclusive  privileges,  has  given  additional  security 
and  value  to  property  in  patents,  and  the  consequence  is,  that 
questions  of  a  novel  nature,  or  to  which  attention  has  hitherto 
been  but  little  directed,  are  occurring — for  instance,  as  to  the 
authority  of  letters  patent  in  many  of  the  colonies  and  posses- 
sions abroad,  as  to  the  import  of  the  words  'within  this  realm' 
in  the  statute  of  monopolies,  and  as  to  the  validity  of  letters 
patent  for  England,  Scotland,  Ireland,  the  colonies,  plantations 
and  possessions  abroad,  in  respect  of  inventions  known  and  in 
use  at  the  time  of  the  grant  in  some  place  to  which  the 
authority  of  the  crown  extends — the  determination  of  which 
interesting  and  curious  questions  must  depend  on  the  principles 
to  be  derived  from  the  general  tenour  of  authorities,  and  on 
considerations  of  public  policy. 

The  earlier  cases  and  statutes  are  arranged  in  the  following 
pages  in  chronological  order,  and  this  arrangement  will  be  found 
materially  to  elucidate  the  origin  and  progress  of  the  law  of 
patents  when  in  its  infancy  and  until  the  close  of  the  last  and 
the  commencement  of  the  present  century,  since  which  period 
the  principles  applicable  to  that  subject  have  been  well  defined. 
With  respect  to  the  more  recent  cases  contained  in  the  follow- 
ing pages,  the  same  plan  of  arrangement  could  not  be  pursued ; 
the  various  proceedings  on  each  patent  follow  immediately  after 
the  specification  in  the  order  in  which  they  actually  occurred. 

The  recent  statute  has  given  rise  to  proceedings  of  great  im- 
portance to  the  public  as  well  as  to  inventors,  for  the  con- 
firmation and  prolongation  of  patent  rights ;  and  the  following 
pages  contain  a  report  of  all  the  cases  on  those  subjects  which 
have  been  heard  before  the  Judicial  Committee  of  the  Privy 
Council. 

T.W. 

April,  1844. 
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THE  CASE  OF  MONOPOLIES. 

Darct  v.  Allin. 
[An.  44  EL  11  Co.  R.  84  :  Noy  178.] 

This  was  an  action  for  the  infringement  of  letters  patent  for  the 
sole  making  and  selling  of  cards,  and  the  declaration  stated,  that 
the  queen,  perceiving  that  divers  subjects  of  able  bodies,  which 
might  go  to  plough,  did  employ  themselves  in  the  art  of  making 
of  cards,  she  did,  by  her  letters  patent,  (13  Jun.  30  El.)  grant 
to  Ralph  Bowes,  that  he,  by  himself,  his  factors,  and  assigns,  as 
well  denizens  as  strangers,  might  buy  and  provide  beyond  the 
seas  playing  caids,  and  cause  them  to  be  brought  into  England, 
or  into  her  dominions,  by  whatsoever  means,  and  utter,  sell, 
or  distribute  the  same,  in  gross  or  by  retail ;  and  that  he  should 
have  the  whole  trade  of  making  and  selling  of  cards  in  England, 
&c.,  and  that  none  should  have  the  making  and  selling  of  cards 
within  her  dominions  but  he,  for  12  years,  straitly  restrain- 
ing all  her  subjects,  other  than  the  said  Ralph  Bowes,  his 
factors  and  assigns,  from  the  making  and  selling  thereof:  that 
by  other  letters  patent,  of  11  Aug.*  40  EL,  reciting  those  above 
recited,  the  same  exclusive  privilege  was  granted  to  the  plaintiff 
for  21  years,  to  begin  after  the  expiration  of  the  former  term  of 
12  years ;  and  that  plaintiff  was  possessed  of  that  interest ;  and 
that  the  former  term  expired  13  Jim.  42  El. ;  and  that  plaintiff 
after  the  expiration  of  the  said  term,  to  wit,  on  the,  &c,  caused 
4,000  gross  of  cards  to  be  made  in  London  at  his  charges, 
amounting  to,  &c.,  for  the  necessary  use  of  the  subjects. 

That  the  defendant,  knowing  the  premises,  15  May,  44  EL 
caused  80  gross  of  cards  to  be  made,  he  being  a  subject,  and  no 
assignee  or  factor  to  the  plaintiff;  and  16  May,  44  El.,  did  sell 
half  a  gross  of  playing  cards  to,  &c.,  for  &c,  which  were  not 
made  in  England,  or  brought  into  England,  by  the  plaintiff  or 
his  factor,  without  license  of  the  queen,  or  consent  of  the  plain- 
tiff, he  being  a  subject,  whereby  the  plaintiff  was  defrauded  of 
die  benefit  which  he  was  to  enjoy  by  his  charter,  to  his  damage 
of  £200. 
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and  cannot  be  suppressed  but  by  parliament,  nor  a  man  re- 
strained from  exercising  any  trade  but  by  parliament. 
Charter  against  Also  such  charter,  of  a  monopoly  against  the  freedom  of  trade 
void  by  statute*  an(^  traffic,  is  against  divers  acts  of  parliament,  as  9  E.  3,  c.  1 
and  2,  which,  for  the  advancement  of  freedom  of  trade  and  traffic, 
extends  to  all  things  vendible,  notwithstanding  any  charter  of 
franchise  granted  to  the  contrary,  or  usage  or  custom,  or  judg- 
ment given  upon  such  charters,  which  charters  are  adjudged  by 
the  same  parliament  to  be  of  no  force  or  effect. 

As  to  the  second  question,  it  was  resolved,  that  the  dispen- 
sation, or  license,  to  have  the  sole  importation  and  merchan- 
dizing of  cards,  without  any  limitation  or  stint,  notwithstanding 
the  act  of  3  E.  4,  is  utterly  against  law.  For  it  is  true 
that,  forasmuch  as  an  act  of  parliament  which  generally  pro- 
hibits a  thing,  upon  a  penalty  which  is  popular,  or  only  given 
to  the  king,  may  be  inconvenient  to  divers  particular  persons, 
in  respect  of  person,  place,  time,  &c.,  for  this  reason,  the  law  has 
given  power  to  the  king  to  dispense  with  particular  persons;  but 
when  the  wisdom  of  the  parliament  has  made  an  act  to  restrain, 
pro  bono  publico,  the  importation  of  many  foreign  manufactures, 
to  the  intent  that  the  subjects  of  the  realm  might  apply  them- 
selves to  the  making  of  the  said  manufactures,  &c,  and  thereby 
maintain  themselves  and  their  family  with  the  labour  of  their 
hands ;  now  for  a  private  gain  to  grant  the  sole  importation  of 
them  to  one  or  divers,  without  any  limitation,  notwithstanding 
the  said  act,  is  a  monopoly  against  the  common  law,  and  against 
the  end  and  scope  of  the  act  itself;  for  this  is  not  to  maintain 
and  increase  the  labours  of  the  poor  card  makers  within  the 
realm,  at  whose  petition  the  act  was  made,  but  merely  to  take 
away  and  destroy  their  trade  and  labours,  and  that  without  any 
reason  of  necessity  or  inconvenience,  in  respect  of  person, 
place,  or  time ;  and  the  more  so,  because  it  was  granted  in  re- 
version for  years,  as  hath  been  said';  but  only  the  benefit  of  a 
private  man,  his  executors  and  administrators,  for  his  particular 
commodity,  and  in  prejudice  of  the  commonwealth.  And  Ed- 
Pcctyi  Case,  ward  the  3d,  by  his  letters  patent,  granted  to  one  John  Pechey 
the  sole  importation  of  sweet  wine  into  London ;  and  at  a  par- 
liament held  50  E.  3,  this  grant  was  adjudged  void.  Also, 
admitting  that  such  grant  or  dispensation  was  good,  yet  the 
plaintiff  cannot  maintain  an  action  on  the  case  against  those 
who  import  any  foreign  cards,  but  the  remedy  which  the  act  of 
3  E.  4.  in  such  case  gives  ought  to  be  pursued  And  judg- 
ment was  given  and  entered,  quod  querens  nihil  caperet  per 
billam. 


The  above  abridgement  of  the  case  of  mo-  realm  in  respect  of  this  kind  of  monopolies.   The 

nopolies  from  Coke's  reports,  presents  the  prin-  exclusive  privileges  or  monopolies  to  which  the 

cipal  points  of  argument  which  were  raised  in  that  preceding  case  especially  refers,  are  of  a  very  dif- 

importaut  case,  and  the  old  common  law  of  the  fcrcnt  kind  from  those  which  are  the  subject  of 
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the  following  pages;  and  in  tracing  down  the  law 
of  letters  patent  for  inventions  from  the  old 
sources,  it  is  of  great  importance  to  point  out  dis- 
tinctly the  consideration,  suggestion,  or  motive  of 
the  grant,  as  expressed  on  the  face  of  the  let- 
ters patent,  since  this  will  in  general  be  sufficient 
to  decide  their  validity  or  invalidity  at  common 
law.  In  the  preceding  case,  the  consideration 
or  motive  is  the  restraining  people  in  one  known 
occupation,  in  order  that  they  might  employ  them- 
stives  in  another  (ante,  1);  and  this  was  to  he 
effected  by  giving  the  exclusive  privilege  of  ma- 
nufacture and  sale  to  certain  persons.  Such  a 
grant  is  declared  to  be  a  monopoly,  and  against 
the  common  law.  The  principles  of  the  above 
decision  have  been  recognised  in  many  subsequent 
cases  of  grants  or  restraints  connected  with  some 
known  manufacture  or  trade. 

In  the  early  glass  patent  (12Jac.  l,gMC  17)  the 
consideration  was  the  diminishing  the  consump- 
tion of  wood  in  the  manufacture  of  glass,  by  grant- 
ing an  exclusive  privilege  of  making  glass  from 
wood.  This  and  other  grants  of  the  same  nature 
having  become  hurtful,  were  in  the  subsequent 
glass  patent  (21  Jac.  1)  declared  to  be  thereby 
toid  in  law ;  and  they  were  also  declared  griev- 
ances by  the  committee  of  the  House  of  Com- 
mons (pott  26).  This  was  obviously  a  restraint 
on  a  known  trade,  and  some  of  the  tests  stated 
ibove  (p.  3.)  as  incidents  of  a  monopoly  are  appli- 
cable to  this  case ;  for  the  article  appears  to  have 
become  deteriorated  in  quality  ana  increased  in 
price,  and  such  must  in  general  be  the  result  of 
all  grants  of  this  nature.  See  also  the  smalt 
patents  (post  11).  As  to  in  voluntary  restraints 
on  trade,  see  Mitchell  v.  Reynold*.  1  P.  Williams, 
183. 

Definition  of  Monopoly.  It  is  important  to  as- 
certain the  sense  in  which  the  term  monopoly  is 
used,  because  it  must  not  be  inferred  from  the 
preceding  case  that  all  monopolies,  in  the  sense 
in  which  the  term  is  usually  understood,  are 
against  law. 

SirE.  Coke's  definition  of  a  monopoly  (3  Inst. 
181,  c.  85)  would  appear  to  include  such  mono- 
polies only  as  are  on  the  authority  of  the  preced- 


ing case,  against  the  common  law  and  the  com- 
monwealth. "  A  monopoly  is  an  institution  or 
allowance  by  the  king,  by  his  grant,  commission, 
or  otherwise,  to  any  person  or  persons,  bodies 
politic  or  corporate,  of  or  for  the  sole  buying, 
selling,  making,  working,  or  using  of  any  thing, 
whereby  any  person  or  persons,  bodies  politic  or 
corporate,  are  sought  to  be  restrained  of  any  free- 
dom or  liberty  that  they  had  before,  or  hindered 
in  their  lawful  trade. 

"  For  the  word  monopoly  dicitur  a*i  r$v  potou, 
i.e.  solo,  xai  wttkiefutt  vendere,  quod  est  cum  unus 
iolut  aliquod  genus  mercatunt  in  universum  emit, 
ut  solus  vendat  pretium  ad  suum  libitum  statuens.'* 

The  latter  part  of  the  preceding  applied  also 
to  the  cases  of  ingrossing,  which  is  the  act  of  the 
subject  between  party  and  party,  whereas  mono- 
poly is  by  a  patent  from  the  king  (2  Hawk.  P.  C. 
293). 

The  former  part  of  the  definition  of  the  term 
is  less  comprehensive  than  the  original  derivation 
of  the  word,  as  subsequently  expressed,  warrants, 
and  seems  framed  as  expressing  the  general  re- 
sult of  the  preceding  case,  without  reference  to 
the  simple  meaning  of  the  term,  namely,  exclu- 
sive sale,  or  to  those  cases  in  which  exclusive 
sale  may  be  granted  as  incident  to  certain  other 
exclusive  privileges  of  making,  working,  and 
using. 

It  should  also  be  mentioned,  that  any  other  pa- 
tents than  those  of  exclusive  sale,  and  relating  to 
some  known  trade,  were  so  rare  that  they  all 
came  to  be  considered  of  this  nature,  and  the 
terms  '  patent  of  monopoly'  and  '  patent  of  privi- 
lege' came  into  use ;  the  latter  being  applied  to 
a  grant  of  something  besides  mere  sale,  as  a  grant 
•f  privilege  for  a  new  invention.  Thus  Bircot's 
patent  (post  31,  n.  p.)  is  called  by  Sir  E.  Coke  a 
privilege  concerning  lead  ore,  and  the  same  dis- 
tinction may  be  traced  in  the  debates  in  the 
House  of  Commons  on  the  bill  of  monopolies. 
Vest  27. 

The  following  extract  from  the  report  in  Noy 
of  the  preceding  case  serves  at  the  same  time  to 
point  out  the  true  meaning  of  the  term,  and  as  a 
report  of  some  early  cases  of  legitimate  grants. 


Darcy  v.  Allin. 

[Noy  178.] 

"  That  this  is  a  monopoly  patent  appeareth  by  the  description  Monopoly 
or  definition  set  forth  by  Mr.  Solicitor,  which  is  thus  ;  it  is  a«*PlalD€d- 
monopoly,  cum  penes  vestrUm  potestas  vendendi  sit.  But  when 
there  be  many  sellers,  although  they  be  all  free  of  one  company, 
as  goldsmiths,  clothiers,  merchants,  drapers,  tailors,  shoemakers, 
tanners,  and  such  like,  who  have  settled  governments,  and  war- 
dens and  governors,  to  keep  them  in  order,  they  were  never 
accounted  a  monopoly ;  which  the  statute  of  5  El.  in  some  sort 
proveth,  because  in  many  of  these  trades  all  persons  are  pro- 
hibited to  use  the  same,  but  only  such  as  have  served  in  the 
same  trade  seven  years  as  an  apprentice.  But  if  they,  or  any 
other  like  society,  should  conspire  together  to  enhance  the  prices 
of  their  wares  or  of  their  labours,  it  is  a  thing  punishable  by  the 
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What 
monopoly 
patent  lawful. 


Hastings' 
patent. 


Matthey's 
patent. 


common  laws,  presentable  in  every  court,  and  to  be  censured 
severely  in  the  star  chamber.  But  in  this  patent  the  sole  and 
whole  traffic  for  the  making,  buying,  and  selling  of  cards 
throughout  the  realm,  is  given  to  Mr.  Darcy  and  his  assigns 
only,  for  21  years ;  which  is  a  plain  monopoly  patent. 

"  Now  therefore  I  will  show  you  how  the  judges  have  hereto- 
fore allowed  of  monopoly  patents ;  which  is,  that  where  any 
man,  by  his  own  charge  and  industry,  or  by  his  own  wit  or  in- 
vention, doth  bring  any  new  trade  into  the  realm,  or  any  engine 
tending  to  the  furtherance  of  a  trade  that  never  was  used  before, 
and  that  for  the  good  of  the  realm,  that  in  such  cases  the  king 
may  grant  to  him  a  monopoly  patent,  for  some  reasonable  time, 
until  the  subjects  may  learn  the  s&me,  in  consideration  of  the 
good  that  he  doth  bring  by  his  invention  to  the  commonwealth, 
otherwise  not. 

"  In  the  9th  Eliz.  there  was  a  patent  granted  to  Mr.  Hastings 
of  the  court :  that  in  consideration  that  he  brought  in  the  skill 
of  making  frisadoes,  as  they  were  made  in  Harlem  and  Amster- 
dam, beyond  the  seas,  being  not  used  in  England,  that  therefore 
he  should  have  the  sole  trade  of  the  making  and  selling  thereof 
for  clivers  years,  charging  all  other  subjects  not  to  make  any 
frisadoes  in  England  during  that  time,  by  pain  to  forfeit  the 
same  frisadoes  by  them  made,  and  to  forfeit  also  100/.,  the  one 
moiety  thereof  to  the  Queen's  Majesty,  the  other  to  Mr.  Has- 
tings. Upon  which  patent  Mr.  Hastings,  about  20  years  past, 
exhibited  an  information  in  the  Exchequer  against  certain 
clothiers  of  Coxsall,  for  making  of  frisadoes,  contrary  to  the 
intent  of  this  patent.  To  which  information,  for  that  it  was 
against  law  to  have  such  penalties  of  the  goods  and  100/.  to  be 
forfeited  by  force  of  a  letter  patent ;  therefore  they  did  demur 
upon  the  information,  and  moved  the  court ;  and  the  opinion  of 
the  court  being  clear  against  him,  he  never  went  further  in  his 
information,  but  exhibited  his  English  bill  in  the  Exchequer 
chamber  against  them ;  where,  upon  the  examination  of  the 
cause,  it  appeared  that  the  same  clothiers  did  make  baies  very 
like  to  Mr.  Hastings'  frisadoes,  and  that  they  used  to  make 
them  before  Mr.  Hastings'  patent ;  for  which  cause  they  were 
neither  punished,  nor  restrained  from  making  their  baies  like  to 
his  frisadoes. 

"  Another  monopoly  patent  was  granted  to  Mr.  Matthey, 
a  cutler  at  Fleetbridge,  in  the  beginning  of  this  queen's  time, 
which  I  have  here  in  court  to  show ;  by  which  patent  it  was 
granted  unto  him  the  sole  making  of  knives  with  bone  hafts  and 
plates  of  lattin,  because,  as  the  patent  suggested,  he  brought 
the  first  use  thereof  from  beyond  seas.  Yet  nevertheless,  when 
the  wardens  of  the  company  of  cutlers  did  show  before  some  of 
the  council  and  some  learned  in  the  law,  that  they  did  use  to 
make  knives  before,  though  not  with  such  hafts,  that  such  a 
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light  difference  or  invention  should  be  no  cause  to  restrain  them, 
▼hereupon  he  could  never  have  benefit  of  this  patent,  although 
he  laboured  very  greatly  therein. 

a  Lastly,  the  monopoly  patent  granted  to  one  Humphrey,  of  Humphrey's 
the  Tower,  for  the  sole  and  only  use  of  a  sieve  or  instrument  ^teni- 
for  melting  of  lead,  supposing  that  it  was  of  his  own  invention, 
and  therefore  prohibited  all  others  to  use  the  same  for  a  time. 
And  because  others  used  the  like  instrument  in  Derbyshire, 
contrary  to  the  intent  of  his  patent,  therefore  he  did  sue  them 
in  the  Exchequer  Chamber,  by  English  bill.  In  which  court 
the  question  was,  whether  it  was  newly  invented  by  him, 
whereby  he  might  have  the  sole  privilege,  or  else  used  before 
at  Mendiff,  in  the  west  country,  which  if  it  were  there  before 
used,  then  the  court  were  of  opinion  that  he  should  not  have 
the  sole  use  thereof." 


The  definition  of  the  term  monopoly  in  the 
preceding  extract,  is  strictly  consistent  with  its 
original  meaning;  and  the  above  exposition  of 
the  law,  and  the  cases  cited,  point  out  the  dis- 
tinction between  a  monopoly  which  is  void,  and  a 
aonopoly  which  is  valid.  Bircot's  case,  of  a  pri- 
vilege concerning  the  preparing  and  melting  of 
lead  ore  (part  31,  n.  p.),  farther  illustrates  this 
ushaction. 

Exetnih*  mle.  These  early  cases  show  that 
other  exclusive  privileges  were  associated  with 
that  of  sale,  and  it  may  be  suggested  whether  a 
grant  in  which  such  other  privileges  are  not  so 
associated,  would  not,  on  the  face  of  it,  be  bad  in 
law;  as,  for  instance,  the  exclusive  privilege  of 
ule  of  an  imported  article  not  known  in  this 
country  as  an  article  of  manufacture.  The  per- 
son  introducing  the  manufacture  of  such  article 
would  be  entitled  to  the  exclusive  privilege  of 
sale  of  the  article  so  made,  on  the  principle  above 
**t*d  (p-  5) ;  and  if  he  supplied  the  demand  as 
veil  as  it  had  been  previously  supplied  by  im- 
portation from  abroad,  that  is,  with  an  article  as 
good  in  quality  and  as  cheap  in  price,  it  would 
appear  on  the  authority  of  the  subsequent  cases 
of  the  smalt  and  glass  patents,  and  on  the  general 
policy  of  the  law,  that  he  would  be  protected  in 
sarh  exclusive  sale  during  a  limited  period. 

The  exercise  of  this  privilege  is  the  practical 
iw«ns  by  which  the  grant  becomes  oppressive 
sad  prejudicial  to  the  public  It  is  important, 
therefore,  in  tracing  down  this  branch  of  the  com- 
noft  law,  to  show  how  cautiously  this  privilege 
»as  guarded  in  the  early  grants,  and  to  compare 
the  terms  of  the  earlier  letters  patent  with  those 
of  the  present  day,  since  much  is  to  be  learned 
from  precedents  of  such  long-continued  use. 

The  letters  patent  consist  of  a  granting  and  a 
prohibitory  part,  and  an  important  distinction  is 
to  be  observed  in  the  words  employed.  The 
amah  patents,  in  the  granting  part,  grant  to 
soke,  work,  and  compound  the  said  stuff  called 
saah,'  and  the  same  so  made,  wrought,  and  com- 
poaaded,  to  otter,  tell,  and  put  to  sale ;  and  in 
tat  prohibitory  part,  prohibit  the  practising, 
t*W  tad  exercising  the  said  invention,  omitting 
*t  words  relating  to  the  sale,  which  is  not  there- 
fat  expressly  prohibited,  except  as  impliedly  a 
P«  ofthe  using,  exercising,  and  putting  in  prac- 
fee,  the  invention-     The  same  is  to  be  observed 


in  Dudley's,  or  the  iron  patent  (pott,  14,  15,) 
and  in  ManseU's,  or  the  glass  patent  (pott,  21, 
22,  23). 

In  the  letters  patent  as  at  present  granted,  the 
words  utter,  sell,  and  put  to  sale,  are  replaced  by 
the  word  vend,  and  the  letters  patent  give  and 
grant  to  make,  use,  exercise,  and  vend,  in  the  con- 
junctive, and  prohibit  to  use,  exercise,  or  put  in 
practice,  in  the  disjunctive.  See  Law  and  Prac- 
tice, Pr.  F.  XIII. 

In  a  case  before  Lord  Eldon  (pott,  48,  n.),  the 
question  was  raised,  whether  an  article  for  which 
there  was  a  patent  in  this  country,  if  brought  from 
abroad,  as  part  of  the  private  effects  of  a  person, 
could  be  sold  with  such  effects.  Such  a  sale 
cannot,  it  is  submitted,  be  considered  as  a  viola- 
tion of  the  exclusive  privilege  given  by  the  letters 
patent,  any  more  than  the  successive  sale  by  dif- 
ferent persons  of  an  article  originally  purchased 
of  the  patentee,  or  the  user  of  such  patent  article 
when  purchased  from  the  patentee. 

The  meaning  of  the  word  vend  was  considered 
in  a  recent  case  (Minter  v.  Williams,  4  A.  &  E. 
231,  post),  the  question  being  whether  to  expose 
to  sale  was  identical  with  it,  so  as  to  make  such 
an  exposure  a  breach  of  the  letters  patent — and 
they  were  held  not  to  be  necessarily  identical. 
It  was  suggested  by  Coleridge,  J.,  whether  vend 
did  not  rather  mean  the  habit  of  selling  and  offer- 
ing for  sale,  and  this  suggestion  is  supported  if 
we  view  the  word  as  substituted  for  the  words 
utter,  sell,  or  put  to  sale.  | 

Conditions  of  Validity. — The  questions  which 
arise  in  considering  the  validity  of  letters  patent 
are  in  respect  of,  1.  the  grantee  ;  2.  the  term  ; 
3.  the  subject-matter ;  4.  the  incidents  of  the 
subject-matter. 

1.  The  grantee  must  be  the  introducer  of  the 
invention  within  the  realm. 

2.  The  term  must  be  for  some  limited  period, 
such  as  may  be  sufficient  for  the  instruction  of 
others. 

3.  The  subject-matter  must  be  such  as  in  the 
result  leads  to  a  new  trade  or  manufacture. 

4.  The  subject-matter  must  also  possess  the 
incidents  of  novelty  and  utility.  Collateral  and 
connected  with  the  incident  of  utility  is  the  con- 
dition that  the  grant  be  not  prejudicial ;  which 
must  be  judged  of  by  the  consequences,  according 
to  the  circumstances  of  the  case. 
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The  smalt,  iron,  and  glass  patents  (pott)  show 
very  distinctly  the  nature  of  these  conditions,  the 
manner  in  which  they  were  to  be  complied  with, 
and  the  consequences  of  a  failure. 

The  first  smalt  patent  was  granted  to  three,  for 
a  teim  of  21  years,  in  consideration  of  their  having 
undertaken  to  make  smalt  within  England,  as  good 
and  cheap  as  that  theretofore  imported.  This 
grant  having  become  prejudicial,  was  vacated,  and 
two  successive  grants  made  to  one  of  the  original 
grantees,  under  certain  conditions  and  covenants, 
to  supply  the  kingdom  as  well  as  it  was  before  sup- 
plied by  importation. 

The  incident  of  novelty  was  in  this  case  satis- 
fied by  the  introduction  and  establishment,  within 
the  country,  of  a  manufacture  of  an  article  pre- 
viously made  only  abroad.  Smalt  was  well  known, 
and  in  constant  use  within  the  kingdom,  but  its 
manufacture  was  unknown,  or  at  least  not  practised 
therein.  The  grantees  were,  therefore,  the  intro- 
ducers of  a  new  trade  into  the  realm. 

In  the  case  of  the  iron  patent,  the  grantee  ap- 
pears on  the  face  of  the  patent  to  have  been  the 
inventor  or  discoverer  of  the  mode  of  manufacture, 
as  well  as  the  introducer  of  a  new  trade,  namely, 
the  manufacture  of  iron  with  pit  coal.    Post  16,  n. 

The  grantee  of  the  glass  patent  was  one  of  the 
original  introducers  of  the  new  manufacture  of 
glass  with  sea  or  pit  coal ;  and  it  is  recited,  that 
the  invention  was  brought  to  perfection  at  his  sole 
expense. 

These  early  patents  exhibit  distinctly  the  appli- 
cation to  grants  of  this  nature  of  the  well-known 
principles  of  the  common  law,  that  false  sugges- 
tion and  failure  of  consideration  render  a  grant 
absolutely  void,  in  whatever  manner,  or  to  what- 
ever extent,  such  suggestion  may  be  false,  or  the 
consideration  may  fail. 

The  utility  of  the  invention  is  distinctly  recog- 
nised in  all  of  them,  as  part  of  the  motive  or  con- 
sideration ;  but  this  condition  would  appear  to  dif- 
fer from  the  others,  in  admitting  of  degrees.  If  an 
invention  be  totally  useless,  the  purposes  and  ob- 
ject of  the  grant  would  fail,  and  such  grant  would 
consequently  be  void,  not  only  on  the  ground  of 
false  suggestion  and  failure  of  consideration,  but 
also  on  the  ground  of  its  being  prejudicial,  as 
having  a  tendency  to  stop  improvement. 

It  is  important  to  observe,  that  the  smalt  and 
glass  patents  recite  the  previous  grants:  this  would 
appear  to  be  in  pursuance  of  the  statute,  6  H.  8, 
c.  15,  which  provides  that  the  previous  grant,  and 
its  determination,  should  be  recited  in  any  subse- 
quent grant  of  the  same  thing.  It  should  also  be 
observed,  that  the  grantee  of  the  2d  and  3d  smalt 
patents,  was  one  of  the  grantees  of  the  1st. 

The  Statute  of  Monopolies,  21  Jac.  I,  c.  3. — The 
preceding  conditious  for  the  validity  of  letters  pa- 
tent at  common  law,  are  materially  affected  by  the 
statute  of  monopolies.  The  grantee  must  be  the 
true  and  first  inventor,  and  not  the  introducer  only; 
the  term  is  limited  to  14  years,  and  the  incident  of 
novelty  is  defined  by  the  words,  "  which  others  at 
the  time  of  the  grant  shall  not  use."  So  that  the 
subsequent  grants  in  the  case  of  the  smalt  and 
glass  patents,  would  probably  have  been  void 
under  the  words  of  the  statute ;  the  other  grantees 
having  used  the  invention.  The  other  conditions 
of  validity  would  appear  to  remain  precisely  as  at 
common  law. 

The  statute  has  received  a  construction  which 
leaves  the  grantee  of  letters  patent  for  an  inven- 
tion introduced  from  abroad  in  the  same  position, 
in  this  respect,  as  before  the  statute ;  since  it  has 


been  held,  that  the  introducer  into  this  country  of 
an  invention  known  only  in  foreign  parts,  may  be 
the  grantee  of  letters  patent,  and  a  large  number 
of  patents  are  now  granted  for  communicatious 
from  abroad.     See  Edgebury  v.  Stephens,  post  35. 

The  legislature  also  has  repeatedly  recognised 
the  same  principle,  and  granted  exclusive  privileges 
and  rewards  for  inventions  so  introduced,  on  the 
ground  of  the  benefit  thence  accruing  to  the  king- 
dom. The  earliest  patents  set  forth  as  a  principle, 
the  reasonableness  of  granting  such  privileges, 
as  a  recom pence  and  reward  to  the  authors  of  use- 
ful inventions ;  and  the  same  principle  has  been 
adopted  by  the  legislature,  and  the  Judicial  Com- 
mittee of  the  Privy  Council,  in  cases  of  applica- 
tions for  the  extension  of  the  terms  of  such  pri- 
vileges, when  the  question  generally  is,  as  to 
the  amount  of  the  reward  already  received. 

Origin  of  the  Specification. — The  most  impor- 
tant change  made  since  the  earliest  times  and  the 
statute  of  monopolies,  is  the  insertion  of  the  clause 
into  the  letters  patent,  requiring  the  party  particu- 
larly to  describe  and  ascertain  the  nature  of  his 
invention,  and  in  what  manner  the  same  was  to  be 
performed.  The  earliest  patent  into  which  this 
clause  appears  to  have  been  introduced,  was  one 
granted  1st  Apnl,  1 1th  Anne :  its  introduction  was 
not  on  the  authority  of  parliament,  but  on  that  of 
the  law  officer  of  the  crown.  A  fundamental 
principle  of  these  grants  is  the  instruction  of  the 
public ;  and  Sir  £.  Coke  was  of  opinion,  that  the 
term  of  14  years  was  too  long,  since  those  who 
served  privileged  persons,  as  apprentices,  to  learn 
the  inventions,  must  continue  apprentices  or  ser- 
vants to  the  end  of  the  term.  In  an  act  of  1651, 
c.  2  (post),  granting  exclusive  privileges  to  one 
Buck  for  14  years,  it  is  enacted,  that  Buck  and  his 
assigns  shall  take  apprentices  after  the  first  7  years 
of  the  term,  and  teach  them  the  knowledge  and 
mystery  of  the  new  invention.  The  object  of  that 
provision,  the  instruction  of  the  public,  is  now  an- 
swered by  the  enrolment  of  a   specification. 

But  it  must  be  remembered  that,  though  at  com- 
mon law  no  such  instrument  was  required  to  be 
enrolled,  it  was,  nevertheless,  an  essential  requisite 
that  the  party  should  be  in  possession  of  a  mode  of 
putting  his  invention  into  practice ;  for  otherwise 
the  patent  would  be  void  tor  false  suggestion  and 
failure  of  consideration.    See  post  16,  n. 

Amendment  and  Extension  Acts,  6  &  6  W.  4,  c. 
83  ;  2  &  3  Vict.,  c.  67.— At  common  law  there 
was  no  power  of  amendment,  except  in  the  case 
of  mere  clerical  errors.  This  was  productive  of 
great  hardship  to  inventors,  since  it  followed  from  . 
the  principle  of  avoiding  a  patent  on  the  ground  of 
false  suggestion,  that  a  most  immaterial  matter 
might  render  the  letters  patent  for  a  most  impor- 
tant invention  altogether  void.  This  state  of 
things  has  been  altered  by  an  act  introduced  by 
Lord  Brougham,  under  the  provisions  of  which  the 
letters  patent  and  specification,  which  is  con- 
sidered as  part  of  the  letters  patent,  may  be 
amended,  provided  no  extension  of  the  exclusive 
right  be  thereby  conferred. 

The  same  act  also  provides  for  another  case  of 
great  hardship,  namely,  where  the  patentee,  who  is 
a  bond  fide  independent  inventor,  turns  out  not  to 
be  the  true  and  first  inventor  of  something  claimed, 
by  reason  of  its  having  been  used  or  published 
before  the  date  of  his  patent. 

The  power  of  extending  the  term  of  letters  pa- 
tent, previously  exercised  only  by  the  legislature,  is 
by  the  same  act  delegated  to  the  Judicial  Com- 
mittee of  the  Privy  Council. 


bakbr's  smalt  patent. 


THE    SMALT    PATENTS*. 

Letters  Patent,  17 th  July,  3  Jac.  I.  to  William  Twynyhoe, 
Abraham  Baker,  and  John  Artegh. 

James,  &c.,  King  of  England,  Scotland,  France,  and    Ire-  Letters  Patent. 
land,  Defender  of  the  Faith,  &c,  to  all  to  whom  these  presents 
shall  come,  greeting.    Whereas  our  trusty  and  well-beloved  sub*  Recitals. 
jects  William  Twynyhoe,  Abraham  Baker,  and  John  Artegh,  ™at  |?  con; 

J  /    J         *  t  >  ©   7  81deration  of 

gentlemen,  have  undertaken,  by  their  own  proper  labour  and  in-  Baker  and 

dustry,  and  at  their  own  great  charges  and  expenses,  to  make,  work  JJ^crtakeTto 

and  compound,  within  this  our  realm  of  England,  a  certain  blue  make  smalt, 

stuff  called   smalt,  commonly  used  by  painters   and  limners,  before  mwieTn' 

which  hath  not  at  any  time  heretofore  been  made,  wrought  or  England, 

compounded,  within  our  said  realm  of  England,  or  any  other 

our  dominions,  and  which  shall  be  as  good,  perfect,  and  mer-  and  as  good 

chantable,  as  the  same  or  like  stuff  called  smalt  made,  wrought  as  l|la1t  Im;  . 

and  compounded  in  the  parts  beyond  the  seas,  and   brought  sufficient  quan- 

into  this  realm,  are  or  usually  have  been,  and  in  such  quantity  Ulle*; 

and  proportion  as  shall  be  sufficient  for  the  use  and  employment 

of  our  loving  subjects,  and  as  hath  been  yearly,  from  time  to 

time,  brought  into  this  realm  from  the  parts  beyond  the  seas ; 

and  further  to  utter  and  sell  the  same  at  such  reasonable  rates  an(j  t0  ^n  the 

and  prices  as  hath  been  usually  paid  for  the  like  stuff,  brought same  at  »uch 

•  •  reasonable  rates 

into  this  realm  from  the  parts  beyond  the  seas,  for  the  most  as  have  been 
part  of  seven   years  now  last  past;  whereby  not  only  great p*»d therefor 
profit  and  commodity  is  very  likely  to  ensue  to  many  our  loving  seven  years; 
subjects,  but  also  divers  of  our  poor  people,  for  their  relief  and  whereb> '  KTeat 
comfort,  shall  be  continually  set  on  work  and  employed  in  and  accrue  to  many, 
about  the  making,  working  and  compounding  of  the  said  blue  ™?  |j^e£ oh" 
stuff ;  and  fit  it  is  that  they,  the  said  William  Twynyhoe,  Abra-  ment. 
ham  Baker,  and  John  Artegh,  should  receive  some  convenient  And  that  it  is 
recompense  and  reward,  as  well  for  their  great  labour,  charges  fi.t,hl^t,theyi 
and  expenses,  in  attaining  to  the  skill  and  art  of  making,  working  warded  for  their 
and  compounding  of  the  said  blue  stuff,  as  for  the  common  good,  ,abour»  &c- 
which  by  their  good  endeavours  shall  thereby  ensue  to  the  whole 
realm :  Know  ye  therefore,  that  we,  greatly  tendering  and  affect-  Granting  ;»«rr. 
ing  the  public  and  general  good  and  profit  of  all  our  loving 
subjects,  and  intending  to  advance  the  said  William  Twynyhoe, 
Abraham  Baker,  and  John  Artegh,  with  some  convenient  profit 
and  benefit,  according  to  their  just  merit,  of  our  especial  grace, 
certain  knowledge,  and  mere  motion,  have  given  and  granted, 
and  by  these  presents,  for  us,  our  heirs  and  successors,  do  give  Grant  to  them 
and  grant,  full,  free  and  lawful  power,  license  and  authority  tormakeCthe 
unto  the  said  William  Twynyhoe,  Abraham  Baker,  and  John  «"*!*. 

9  The  three  following  cases  are  printed  from      inaccuracies  appear  in  them,  but  what  is  intended 
copies  of  the  patent  rolls  at  the  Rolls*  Chapel,      or  omitted  will  readily  suggest  itself, 
with  no  alteration  but  in  the  spelling.     Some  few 
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Artetjh,  and  every  of  them,  their  and  every  of  their  executors, 
administrators  and  assigns,  that  they  and  every  of  them,  their 
and  every  of  their  executors,  administrators  and  assigns,  by 
themselves  or  any  of  them,  or  by  their  or  any  of  their  deputies, 
factors,  assigns  or  servants,  and  none  other,  shall  or  may  at  all 
times,  and  from  time  to  time,  during  the  term  of  one-and-twenty 
years,  next  and  immediately  coming  after  the  date  hereof,  in  all 
and  every  county,  city,  town  corporate,  and  other  towns,  villages, 
hamlets,  and  other  places,  exempt  as  not  exempt,  make,  work 
and  compound  the  said  stuff  called  smalt;  and  the  same  so 
made,  wrought  and  compounded,  as  aforesaid,  by  themselves  or 
any  of  them,  their  or  any  of  their  executors,  administrators  or 
assigns,  or  any  of  them,  or  their  or  any  of  their  deputies,  factors 
and  servants,  and  every  of  them,  during  the  term  aforesaid,  to 
and  to  utter  and  utter,  sell  and  put  to  sale  the  said  stuff  called  smalt,  or  any  part 
•cii  tbe  Mme.  thereof,  to  any  painters,  limners,  or  other  persons  whatsoever, 
within  this  our  realm,  or  any  part  thereof,  being  subjects  to  us, 
our  heirs  and  successors,  within  this  realm,  or  any  the  domi- 
nions thereof,  and  living  under  the  obedience  of  us,  our  heirs 
and  successors,  at  convenient  and  reasonable  prices  and  rates ; 
and  that  the  said  painters,  limners,  and  other  the  persons 
aforesaid,  which  so  shall  buy  the  same  stuff  called  smalt,  shall 
That  person*  and  may  lawfully  use,  occupy  and  employ  the  same  within  this 
buying  tbe  Mme  our  realm,  or  any  the  dominions  thereof,  in  and  about  painting, 
limning,  or  other  work  or  matter  whatsoever,  any  law,  statute, 
act  of  parliament,  proclamation,  restraint,  or  any  other  matter, 
cause  or  thing  whatsoever,  to  the  contrary  notwithstanding. 
*****  (a} 

Proviso,  that  Provided  always  (b)  nevertheless,  that  if  at  any  time  hereafter 

Unjudicial,    it  shall  appear  unto  us,  our  heirs  and  successors,  that  this  our 
on  declaration    present  grant  shall  be  any  wavs  prejudicial  to  our  commonwealth 

thereof,  under     v  &  .  u  "  in  •        *u 

privy  or  great    or  otherwise,  that  we,  our  heirs  or  successors,  shall  conceive  the 

•eii,  or  ty  nx     same  to  be  used  to  the  prejudice  of  us,  our  heirs  or  successors, 
of  the  pnvy  .  ,     .  r 

council,  in-       or  to  the  subjects  of  us,  our  heirs  or  successors,  or  any  of 

eluding  the        them,  that  then,  and  immediately  after  that  declaration  thereof 

Lord  I  reasurer,  '  >  ' 

by  writing  en-    shall  be  made,  by  us,  our  heirs  or  successors,  under  the  pnvy 

•hilf  bebvofdant  8ea^  or  BreB'^  seai  °f  us>  our  heirs  or  successors,  or  by  any 
six  or  more  of  the  privy  council  of  us,  our  heirs  or  suc- 
cessors, whereof  the  Lord  Treasurer  of  England  for  the  time 
being  to  be  one,  in  writing  to  be  enrolled  in  our  Court  of  Chan- 

(a)  The  following  is  an  abstract  of  the  other  place  to  search  for  all  smalt  imported,  uttered, 

clauses: — Power  to  the  grantees,  and  all  other  sold  or  put  to  sale,  contrary  to  the  true  meaning 

persons,  to  import  saffer,  or  any  other  stuff,  ne-  of  said  letters  patent ;  all  mayors  ordered  to  assist 

cessiry  for  making  the  smalt;  Habendum  for  21  in  every  way  for  the  full  enjoyment  of  the  right 

years,  yielding  20/.  per  annum  ;  all  other  persons  thereby  granted. 

prohibited  during  the  term  from  making  the  same ;  (b)  This  proviso,  in  pursuance  of  which  the 

offenders  to  be  subject  to  fine  and  imprisonment ;  letters  patent  were  repealed  (past  1 1),  is  preserved 

the  importation  of  all  smalt  from  any  the  parts  in  nearly  the  same  words  in  the  letters  patent  of 

beyond  tbe  seas  during  the  said  term  prohibited  ;  the  present  day.     See  Law  and  Practice,  Pr.  F. 

power,  with  a  constable,  to  enter  any  shop  or  XIII.  n.  i. 
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eery,  signifying  the  same,  these  our  letters  patent,  and  every 
thing  therein  contained,  shall  from  thenceforth  cease,  and  be 
utterly  made  void  and  frustrate,  any  thing  before  in  these  pre- 
sents contained  to  the  contrary  notwithstanding.  In  witness 
whereof,  &c. 


Letters  Patent,  4  Feb.  6  Jac.  I.  to  Abraham  Baker. 

After  reciting  the  preceding  letters  patent,  recited  as  follows : 
And  whereas,  since  the  making  of  the  said  letters  patent,  we 
have  conceived  that  the  same  our  grant  hath  been  used  to  our 
prejudice :  Know  ye,  therefore,  that  we,  according  to  the  tenor 
and  effect  of  the  said  proviso  before  mentioned,  and  according 
to  the  power  given  unto  us  in  and  by  the  same,  being  fully  pur- 
posed and  resolved  to  determine  and  make  void  and  frustrate 
the  said  letters  patent,  of  our  certain  knowledge  and  mere  motion 
do  hereby,  under  our  great  seal  of  England,  declare,  signify,  and  Determination 
publish  our  will  and  pleasure,  that  the  said  mentioned  letters  j!ft^^{*d 
patent,  and  every  grant,  article,  clause,  and  charge  therein  con- 
tained, shall  from  henceforth  cease   and  be  utterly  void  and 
frustrate,  and  that  the  same,  nor  any  part  thereof,  shall  any 
longer  be  put  in  execution :    And  whereas  the  said  Abraham 
Baker  hath  already,  at  his  own  costs,  charges,  and  expenses,  for 
some  years  past,  made  good  quantity  of  the  said  smalt  within 
this  realm;  and  hath  also  promised  and  undertaken  from  time  Promise  to  sup- 
to  time,  during  the  term  hereafter  mentioned,  to  make  sufficient  Jom^as  weSa* 
quantity  of  the  said  smalt  to  serve  for  the  use  of  this  our  king-  before. 
dom,  and  to  serve  the  same  with  smalt  as  good  and  as  cheap  as 
the  like  brought  from  beyond  the  seas,  within  the  space  of  seven 
years  next  before  the  date  of  the  said  former  letters  patent,  was 
usually  sold  for;  Know  ye  now,  that,  as  well  as  in  considera- 
tion thereof,  as  also  in  consideration  of  the  yearly  rent  and 
sums  of  money,  hereby  in  these  presents  reserved,  and  hereafter 
to  be  paid  to  us,  our  heirs  and  successors,  for  our  customs  and 
subsidies  herein  demised  and  otherwise;  and  also,  to  the  end  that 
the  said  Abraham  Baker  may  have  and  receive  convenient  re-  The  patent  a 
compense    and   reward,  in  consideration  of  the  great  labour,  ^co,mpe"s®t  rc~ 
charges,  and  expenses,  in  attaining  the  said  art,  mystery  and  encouragement 
skill  of  making  and  compounding  the  said  stuff,  called  smalt, to  others« 
and  for  the  better  encouragement  of  him  the  said  Abraham 
Baker,  as  of  others,  in  the  like  endeavours;  of  our  especial 
grace,  certain  knowledge,  and   mere  motion,  we   have  given, 
granted,  and  confirmed,  and  by  these  presents  for  us,  our  heirs 
and  successors,  do  give,  grant  and  confirm  full,  free,  lawful  and 
absolute  power,  license  and  authority,  unto  the  said  Abraham 
Baker,  that  he  and  his  executors,   administrators,   deputies, 
factors,  assigns  and  servants,  and  every  or  any  of  them,  and 
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none  other,  shall  and  may,  from  time  to  time,  and  at  all  times, 
during  the  term  of  one-and-thirty  years  next  and  immediately 
following  and  ensuing  after  the  date  hereof,  in  all  and  every 
county,  &c.  (c) 


btereit  of  Sir 
George  Hay, 
Knight,  in  said 
grant. 

Surrender  of 
former  grant, 
and  renewal 
thereof. 
Grunting  part* 


Covenant  by 
Baker  to  make 
sufficient  smalt. 


Letters  Patent,  16  Feb.  16  Joe.    .  to  Abraham  Baker. 

(BXCKFTBD   ISC    TBS  STATUTE    Or    MONOFOL1ES.) 

After  reciting  the  grant  of  thirty-one  years  by  the  preceding, 
recited  as  follows: 

Which  said  letters  patent,  and  licenses,  powers,  privileges  and 
authorities,  thereby  granted,  the  said  Abraham  Baker,  together 
with  Sir  George  Hay,  Knight,  who  had  some  power  and  interest, 
the  same  have  surrendered  and  given  up  into  our  hands,  to  be 
cancelled  and  made  void,  which  we  have  and  do  hereby  accept : 
Know  ye,  that  we,  as  well  in  consideration  of  the  faithful  and 
acceptable  service  to  us  done  and  performed  by  our  trusty  and 
well-beloved  servant,  the  said  Sir  George  Hay,  Knight,  one  of 
the  gentlemen  of  our  privy  chamber,  and  in  consideration  of 
his  great  costs,  charges  and  expenses,  bestowed  in  assisting  the 
said  Abraham  Baker  in  the  discovery,  finding  out  and  perfecting 
of  the  said  art  and  invention,  of  making,  working,  and  com- 
pounding of  the  said  smalt,  by  these  presents  for  us,  our  heirs 
and  successors,  at  the  humble  request  and  nomination  of  the  said 
Sir  George  Hay,  do  give,  grant,  and  confirm  unto  the  said  Abra- 
ham Baker,  full,  free,  lawful  and  absolute  power,  license  and 
authority,  that  he,  the  said  Abraham  Baker,  his  executors, 
administrators,  deputies,  factors,  assigns  and  servants,  and  every 
or  any  of  them,  only,  and  none  other,  shall  and  may,  from  time 
to  time,  and  at  all  times  hereafter,  during  the  term  of  thirty  and 
one  years  next  and  immediately  following  after  the  date  hereof, 
in  all,  &c.  *  *  *  *(rf) 

And  the  said  Abraham  Baker,  for  him,  his  executors,  and  ad- 
ministrators, doth  covenant,  promise  and  grant,  to  and  with  us, 
our  heirs  and  successors,  by  these  presents,  that  he,  the  said 
Abraham  Baker,  his  executors,  administrators  and  assigns,  shall 


(r)  The  other  clauses  in  the  letters  patent  are 
very  nearly  the  same  as  in  the  preceding.  The 
particular  manner  in  which  the  former  grant 
hereby  repealed  had  become  prejudicial  is  not 
stated  on  the  face  of  the  letters  patent,  but  it  is 
important  to  observe  in  this  case  of  an  imported 
invention,  that  the  consideration  of  the  grant  is 
the  supplying  the  kingdom  with  smalt  in  sufficient 
quantities,  as  good  and  as  cheap  as  during  the 
seven  years  preceding  the  grant. 

(d)  The  following  is  an  abstract  of  the  omitted 
clauses : — Power  to  all  persons  to  import  the  raw 
materials — all  forfeited  smalt  to  belong  to  Baker 
*— Habendum  for  twenty-ono  years,  reserving  20/. 
a-year  to  the  crown — all  others  prohibited  from 
miking  smalt — importation  of  smalt  "  from  any 


parts  beyond  the  seas  or  from  or  out  of  our  realm 
of  Scotland"  into  the  realm  of  England,  or  do- 
minions thereof,  prohibited — grant  of  a  seal  with 
a  half  lion  holding  a  sceptre,  and  the  words 
sceptrafovent  artes — no  smalt  to  be  sold  without 
this  device,  and  persons  dealing  in  imported  smalt 
to  enter  into  bonds  not  to  sell  the  same  in  Eng- 
land—all smalt  not  marked  with  said  device  to 
be  forfeited  to  Baker — power  to  Baker  to  sue, 
and  the  letters  patent  or  enrolment  of  them  should 
be  sufficient  warrant  to  officers,  &tc — Any  mills, 
engines,  or  other  instruments,  for  making  the 
smalt  in  violation  of  the  preceding,  to  be  pre- 
sented to  the  privy  council,  and,  on  good  cause 
found,  demolished,  or  their  unlawful  use  re- 
pressed. 
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and  will,  yearly  and  every  year,  and  from  time  to  time,  during 

the  said  term  of  years  hereby  granted,  make  and  cause  to  be 

made  within  this  our  realm,  sufficient  quantities  and  store  of 

smalt  to  serve  for  the  use  of  this  our  kingdom  of  England,  and 

the  dominions  thereof,  and  shall  also  make  the  same  smalt  as 

good,  perfect,  and  merchantable,  as  the  smalt  heretofore  brought  and  at  good 

from  beyond  the  seas  hath  usually  been,  and  shall  also  utter  and  Jhat\eretofore 

sell  the  same  smalt  so  by  him  or  them  made,  at  as  easy  and  brought  from 

reasonable  rates  and  prices  as  the  like  smalt  heretofore  brought  ^^      e 

unto  this  our  realm  from  the  parts  beyond  the  seas  hath  been 

usually  uttered  and  sold  for  in  this  our  realm,  within  the  space 

of  seven  years,  before  the  fourth  day  of  February,  in  the  sixth 

year  of  our  reign  of  England,  &c. 

*  *  *  *  *(e) 

Provided  likewise,  that  when  and  as  often  as  complaint  and  On  complaint 
proof  shall  be  made  to  the  Lord  Treasurer  of  England  for  the  Jori  t^^ 
time  being,  by  any  person  or  persons  whatsoever,  that  the  smalt  of  the  badness 
made  by  the  same  Abraham  Baker,  his  executors  or  assigns,  ^smSrorto 
shall  not  be  fit  for  use,  or  shall  be  uttered  or  sold  at  greater  or  shall  be  made 
higher  rates  than  the  like  smalt  hath  been  usually  sold  for, re,pecUng  lU 
within  the  space  of  seven  years  last  past,  before  the  seven-and- 
twentieth  day  of  July,  in  the  third  year  of  our  reign  of  England, 
that  then  and  so  often,  upon  every  such  complaint,  the  said  Abra- 
ham Baker,  his  executors  and  administrators,  shall  be  ordered  and 
shall  stand  to  abide  and  perform  such  order  and  direction  therein 
is  the  Lord  Mayor  of  London  for  the  time  being,  and  any  such 
four  of  the  aldermen  of  the  said  city  for  the  time  being  as  by  the 
said  Lord  Treasurer  of  England  for  the  time  being  shall  be  in 
that  behalf  thereunto  nominated  and  appointed,  shall,  upon 
deliberate  hearing  and  examination  of  the  matters  contained  in 
any  such  complaint,  in  their  judgment  and  discretion  set  down 
b  writing,  under  their  hands  and  seals,  to  be  observed,  per- 
formed and  kept,  by  the  said  Abraham  Baker,  his  executors, 
administrators  or  assigns,  in  that  behalf,  although  express  men- 
tion of  the  true  yearly  value  or  certainty  of  the  premises,  or  of 
any  of  them,  or  of  any  other  gifts  or  grants  by  us,  or  any  our 
progenitors  or  predecessors,  to  the  said  Abraham  Baker  before 
this  time  made  in  these  presents  be  not  made,  or  any  statute, 
act,  ordinance,  provision,  proclamation  or  restraint,  to  the  con- 
trary thereof,  heretofore  had,  published,  ordained  or  provided,  or 
any  other  defect,  uncertainty,  imperfection,   cause   or  matter 
whatsoever  any  wise  notwithstanding.     In  witness,  &c.  (/) 


(r)  The  following  if  an  abstract  of  the  omitted      demand    by    importation  —  all  mayors,  &c.  di 
clauses; Power  of  search  and  seizure,  and  the      rected  to  aid  in  the  execution  of  the  grant,  and 


of  customs  to  atop  the  introduction  of  any  no  assignment  to  take  place  without  the  consent 

masters  of  ▼easels  to  swear  that  they  are  of  Sir  G.  Hay. 

act  bringing  in  smalt — proviso  in  case  of  failure  (/)  Sec  ante  8,  as  to  the  validity  of  the  pro- 
of the  raw   materials  that    Baker    may  pcti-  ceding  patents  at  common  law. 
tiea  the  crown  for  leave  to  supply  the  immediate 
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DUDLEY'S  PATENT. 

[(SXCECTED    iTf    THE    STATUTE  OF    MONOPOLIES.) 

Letters  Patent,  22nd  February,  19  Jac.  I.  a.  d.  1622,  to 
Edward  Lard  Dudley. 

Recital  of  the        James,  &c.,  to,  &c.  Whereas  our  right  trusty  and  well-beloved 
naUog'mm       Edward  Lord  Dudley  hath,  at  his  great  travail  and  industry,  and 
whh  sea  or  pit    after  many  chargeable  experiments,  found  out  the  mystery,  art, 
tl^'inad^with9  way,  and  means,  of  melting  of  iron  ewre  [ore],  and  of  making 
charcoal;  a       the  same  into  cast  works  or  bars,  with  sea  coals  or  pit  coals,  in 
merly  performed  furnaces  with  bellows,  of  as  good  condition  as  hath  been  hereto- 
in  the  kingdom,  fore  made  of  charcoal;  a  work  and  invention  not  formerly  per- 
formed by  any  within  this  our  kingdom  of  England;  we  gra- 
ciously favouring  and  willing  to  cherish  such  ingenious   and 
profitable  inventions,  and  finding  that  the  working  and  making 
of  the  said  iron,  by  the  means  aforesaid,  within  this  kingdom, 
Soch  invention  will  not  only  in  itself  tend  to  the  public  good  thereof,  but  also 
£odt  pu  IC     thereby  the  great  expense  and  waste  of  timber  and  wood  con- 
verted into  charcoal  and  consumed  upon  iron  works  will  be 
much  abated,  and  the  remnant  of  wood  and  timber  within  this 
land  will  be  much  preserved  and  increased;  of  the  want  whereof 
not  only  ourself,  in  respect  of  provision  for  our  shipping  and 
otherwise,  but  also  our  subjects,  for  many  necessary  uses,  are 
That  author*  of  very  sensible;  and  holding   it  agreeable   to  justice,  that  the 
UoM^hould'be  autnors  °*"  80  laudable  and  useful  inventions  should,  in  some 
rewarded.         good  measure,  reap  the  fruits  of  their  studies,   labours,   and 
Or  anting  part,  charges;  Know  ye,  that  we,  for  the  causes  aforesaid,  and  other 
good  considerations  us  hereunto  moving,  of  our  especial  grace, 
certain  knowledge,  and  mere  motion,  have  given  and  granted, 
and  by  these  presents,  for  us,  our  heirs  and  successors,  do  give 
and  grant  unto  the  said  Edward  Lord  Dudley,  his  executors, 
administrators,  and  assigns,  full  and  free  liberty,  license,  power, 
and  authority,  that  they  and  every  of  them,  by  him  or  them- 
selves, or  his  or  their  deputies,  factors,  servants,  or  workmen, 
at  his  and  their  charges,  shall  and  may,  at  all  and  every  time 
and  times,  and  from  time  to  time,  during  the  term  of  fourteen 
Grantof  exclu-  years  next  ensuing  the  date  hereof,  use,  exercise,  practise,  and 

invenSnfor"1  Pu*  *n  U8e>  ¥f^t^n  ^s  our  TeB^m  °f  England,  and  the  dominion 
fourteen  yean,  of  Wales,  at  his  and  their  liberty  and  pleasure,  the  said 
mystery,  art,  way,  and  means,  of  melting  of  iron  ore,  and  of 
making  the  same  into  cast  works  or  bars,  with  sea  coals  or  pit 
coals  in  furnaces,  with  bellows ;  and  also  to  make,  erect,  and  set 
up,  in  any  place  or  places,  within  the  said  realm  and  dominion, 
or  either  of  them,  any  furnace  or  furnaces,  engine  or  engines 
whatsoever,  concerning  the  said  mystery,  way,  art,  and  means,  of 
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melting  of  iron  ore  with  sea  coals  or  pit  coals,  and  of  making 
the  same  into  cast  works  or  bars,  as  aforesaid,  and  the  same 
iron  so  cast  and  made  to  utter  and  sell  in  gross  or  by  retail,  And  to  utter  and 
or  otherwise  to  do  away,  at  his  and  their  free  will  and  pleasure, 9el1  lhe  same# 
and  to  bis  and  their  best  commodity  and  profit.     And  further,  prohibitory  part 
to  the  end  this  our  pleasure  may  be  the  better  effected,  and  that 
the  said  Lord  Dudley,  his  executors,  administrators,  and  assigns, 
may  the  more  fully  enjoy  the  benefit  of  this  our  grant,  we  will, 
and  for  us  our  heirs  and  successors  do  straitly  charge,  inhibit 
and  command,  and  do  also  of  our  more  especial  grace,  certain 
knowledge,  and  mere  motion,  for  us  our  heirs  and  successors, 
grant  to  the  said  Edward  Lord  Dudley,  his  executors,  adminis- 
trators and  assigns,  that  no  person  or  persons  whatsoever,  born 
within  any  our  realms  and  dominions,  nor  any  other  person  or 
persons',  either  denizens  or  strangers  born  in  any  foreign  realm 
or  country  whatsoever,  of  what  estate,  degree,  or  condition  he 
or  they  be,  or  shall  be,  other  than  the  said  Edward  Lord  Dud- 
ley, his  executors,  administrators,  and  assigns,  or  such  as  shall 
be  by  him  or  them  set  on  work  or  authorized,  shall  or  may  at  All  others  pro- 
any  time  or  times  during  the  said  term  of  fourteen  years  hereby  1^*^^™ 
granted  or  mentioned,  or  intended  to  be  granted,  practise,  exer-  using  the  said 
rise,  or  put  in  use,  or  in  any  way  counterfeit,  the  said  mystery, inTcntlon- 
art,  way,  or  means,  of  melting  of  iron  ore,  and  of  making  the 
same  into  cast  works  or  bars  with  sea  coals  in  furnaces  with 
bellows,  or  any  furnace  or  furnaces,  engine  or  engines  concern- 
ing the  same,  within  this  our  realm  of  England,  or  the  dominion 
of  Wales,  or  any  place  or  places  in  them  or  either  of  them, 
upon  pain  of  forfeiture  to  us,  our  heirs  and  successors,  of  the 
ore  and  iron  so  to  be  melted  or  made  contrary  to  the  true 
intent  and  meaning  of  these  presents,  and  to  have  the  said  fur-  Furnaces  of  in- 
naces,  engines,  and  devices,  utterly  pulled  down  and  defaced ;  and  ^^Uned!* 
also  upon  pain  of  our  high  indignation  and  displeasure,  and  such 
further  penalties,  punishments,  and  imprisonments,  as  by  any 
laws  or  statutes  of  this  our  realm  can  or  may  be  inflicted  or 
imposed  upon  the  offenders,  for  their  disobedience  in  contemn- 
ing our  royal  command. 

*  *  #  #  #  (g) 

Provided  always,  and  our  will  and  pleasure  is,  that  this  our  This  ^rant  not 
present  grant  and  privilege,  or  anything  therein  contained,  shall  m  force,    (h) 
not  in  any  wise  extend  or  be  construed  to  extend  to  the  preju- 
dice of  any  other  person  or  persons  concerning  any  other  grant 

(g)  With  a  constable  to  enter  places  where  in-  had  been  surrendered,  yost  16,  n. ;  these  are  not 

rringcroent  is  suspected. — In  case  of  resistance,  recited  in  the  present  grant,  as  in  the  smalt  and 

Court  of  Exchequer  to  punish  offenders. — All  glass  patents,  in  conformity  it  would  appear  with 

mayors,  fitc.  to  assist  patentees  in  the  enjoyment  the  statute,  6  H.  8.  c.  15.     This  proviso  would 

of  their  right.  probably  obviate  all  objections  to  Dudley's  grant 

(a)  At  common  law  former  grants  were  avoided  under  that  statute,  as  well  as  save  any  prior  pa- 
ir? subsequent  letters  patent  for  the  same  thine ;  tents  still  in  force.  A  proviso  to  the  same  effect 
there  had  been  several  previous  patents  for  the  is  contained  in  letters  patent  as  at  present  grant- 
manufacture  of  iron  with  pit  coal,  some  of  which  ed.    Law  and  Practice,  Pr.  F.  XI1L  n.  ft*. 
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or  privilege  heretofore  made  by  us,  or  any  of  our  progenitors  or 
predecessors,  kings  or  queens  of  England,  now  in  force,   for 
melting  of  iron  ore  or  making  of  iron  or  any  iron  works  ;  pro- 
vided also,  that  if  it  shall  appear  unto  us,  our  heirs  or  succes- 
Proriso  for       sors,  or  the  privy  council  of  us,  our  heirs  or  successors,  at  any 
armm?nncon-  t*me  nerea^ter>  tnat  ^Is  our  present  grant  and  privilege  is  or 
venienu  shall  be  inconvenient  to   the  commonwealth,  that  then  upon 

signification  of  the  pleasure  of  us,  our  heirs  or  successors,  under 
our  or  their  sign  manual,  signet  or  privy  seal,  or  upon  significa- 
tion under  the  hands  of  any  six  or  more  of  the  privy  council  of 
us,  our  heirs  or  successors  for  the  time  being,  these  presents, 
and  every  grant,  clause,  article,  and  thing,  therein  contained, 
shall  cease,  determine,  and  be  utterly  void  and  of  none  effect, 
any  thing  before  in  these  presents  contained  to  the  contrary  not- 
withstanding, although  express  mention,  &c.     In  witness,  &c. 


The  history  of  the  manufacture  of  iron  with 
pit  coal  may  be  briefly  traced. 

In  1612,  Simon  Sturtevant  had  a  patent  for 
thirty  yean,  for  the  exclusive  manufacture  of 
iron  with  pit  coal,  in  all  its  branches ;  and  he  was 
bound  in  return  to  publish  an  account  of  his  dis- 
coveries, which  afterwards  appeared  in  his  "  Me- 
tallic*;" but  failing  in  the  execution  of  his  dis- 
coveries on  a  large  scale,  in  the  next  year  he 
surrendered  his  letters  patent. 

Soon  afterwards  John  Rovenson  had  a  patent 
on  the  terms  of  publishing  an  account,  which  he 
did,  a.  d.  1613,  m  his  Metallic*;  he  also  failing, 
surrendered  his  patent.  Several  other  persons 
had  patents,  but  failing,  were  compelled  to  sur- 
render them. 

In  1622,  Lord  Dudley  had  the  above  patent,  of 
which  the  following  account  is  given  by  his  son 
Dud  Dudley,  in  the  Me  tall  urn  Martis.  "  Imme- 
diately after  my  second  trial  I  wrote  unto  my 
father  what  I  had  done,  and  withal  desired  him 
to  obtain  a  patent  for  it  from  King  James,  of 
blessed  memory;  the  answer  to  which  letter  I 
shall  insert  only  to  show  the  forwardness  of  King 
James  to  animate  the  inventor,  as  he  did  both 
Simon  Sturtevant,  John  Rovenson,  Dr.  Jorda- 
nie,  and  others."     lb.  p.  6. 

Dudley's  success  was  very  limited  in  the  first 
instance,  about  three  tons  per  week  ;  the  combi- 
nation against  him  of  parties  interested  in  the 
charcoal  iron  trade,  and  others  wishing  to  share 
in  his  new  discovery,  was  very  great. 

In  1651,  an  act  of  parliament  was  passed, 
granting  to  Jeremiah  Buck  the  use  of  his  inven- 
tion of  melting  iron  and  other  metals  with  coal, 
without  charking.     But  his  plan  failed.   Post  34. 

From  the  time  of  the  invention  by  Dudley,  for 
a  period  of  one  hundred  and  twenty  years,  little 
progress  was  made  in  the  manufacture  of  iron. 
The  epochs  in  the  history  of  the  manufacture  of 
iron  are  distinguished  by  Mr.  David  Mushet,  in 
his  work,  entitled  "  Papers  on  Iron  and  Steel,'1 
into  the  five  following. 

1.  The  invention  of  the  blast  furnace. 

2.  The  use  of  pit  coal  and  pit-coal  coke  in  the 
smelting  and  manufacture  of  iron. 

3.  Tne  invention  of  puddling  and  rolling  bar 
iron  by  Mr.  Cork 


4.  The  introduction  of  Mr.  Watt's  double 
blast  engine. 

5.  The  application  of  heated  air  to  blast  fur- 
naces. 

The  inventions  .constituting  this  last  epoch  are 
the  subject  of  the  two  following  patents. 

1.  To  James  B.  Neilson,  11  September,  1828, 
for  "  the  improved  application  of  air  to  produce 
heat  in  fires,  forges,  and  furnaces,  where  bellows 
or  other  blowing  apparatus  are  required.*'  The 
invention  consists  in  supplying  the  air  heated 
in  a  vessel  intermediate  to  the  furnace  and  the 
blowing  apparatus.  Neilson  v.  Harford  and  others. 

2.  To  George  Crane,  28th  September,  1836,  for 
"  an  improvement  in  the  manufacture  of  iron." 
The  invention  consists  in  the  combined  use  of 
the  hot  blast  and  anthracite.  Cran*  v.  Price  and 
others. 

Conditions  of  validity. 

1.  The  Grantee.  Lord  Dudley,  according  to 
the  preceding  account,  was  the  first  person  who 
succeeded  in  making  iron  from  pit  coal ;  he 
brought,  therefore,  a  new  trade  into  the  realm. 
Ante  5,  8. 

2.  The  term.  Fourteen  years  would  hardly  be 
considered  other  than  a  reasonable  time.  lb. 

3.  The  Subject-matter.  The  result  was  iron 
made  from  pit  coal,  either  in  its  natural  state  or 
coked,  and  the  other  substances  in  use  before ;  so 
far  as  appears  in  the  letters  patent,  the  invention 
was  simply  the  substitution  of  pit  coal  for  wood  or 
charcoal.  It  may  be  conjectured,  from  a  variety 
of  circumstances,  that  the  success  was  due  to  an 
improved  furnace,  bellows  and  blast.  The  substi- 
tution, however,  of  coal  as  the  fuel  was  the 
general  feature  of  the  invention,  the  means  being 
subsidiary,  admitting  of  continued  improvement, 
and  not  necessary  to  be  described  ;  the  com- 
mon law  only  requiring  the  inventor  to  be  in 
possession  of  such  means,  or  the  grant  would  be 
void  for  false  suggestion. 

Other  patents  were  granted  subsequently  for 
the  same  object,  the  means  being  different.  As 
to  Buck,  post  34. 

4.  Novelty  and  utility.  The  preceding  account 
shows  that  little  doubt  can  be  entertained  as  to 
the  validity  of  the  patents  on  both  the  above 
grounds. 
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MANSELL'S  GLASS  PATENT. 

(kxckftko  in  thb  statute  or  MONOPOLIES.) 

Letters  Patent  22  May,  21  Jac.  I.  to  Sir  Robert  ManselL 

James,  &c,  to  all,  &c.,  Whereas  in  and  by  our  letters  pa- 
tent,  sealed  with  our  great  seal  of  England,   bearing  date  at 
Westminster,  the  nineteenth  day  of  January,  in  the  twelfth  ne<it«u. 
year  of  our  reign  of  England,  France,  and  Ireland,  and  of  Scot-  t^ereaat8ej1nt  ^ 
land  the  eight-and-fortieth,  it  is  (amongst  other  things)  men- Jac.  l  it  is  men- 
tioned, that  we,  taking  into  our  consideration  the  daily  waste  consideration*  °f 
and  decay  of  timber  and  wood  within  our  realm  of  England  and  the  consumption 
Wales,  and  the  dominions  of  the  same,  insomuch  and  where  °  lim  cr' an 
thentofore  this  our  kingdom  was  furnished  and  adorned  with 
goodly  quantities  of  the  same,  not  only  for  the  navies  and  inha- 
bitants thereof  for  their  continual  use  and  comfort,  and  for 
store  and  provision  against  all  occasions  and  accidents,  but  also 
to  serve  and  supply  foreign  parts  with  the  same  in  great  plenty, 
and  that  then  of  late  contrariwise  the  continual  consumption 
of  the  same,  and  that  many  times  in  superfluous  and  unneces- 
sary things,  did  both  increase  intolerably  the  rates  and  prices 
of  timber,  wood,  and  fuel,  in  an  excessive  and  unreasonable 
manner,  and  also  threaten  an  utter  want  and  scarcity  thereof,  0f  lne  gcarcjty 
so  much  that  then  our  subjects  of  this  kingdom  of  late  years  of  wood  for  "e* 
had  been  forced  to  use  timber,  firewood,  and  fuel,  brought  from  "c^n^nlenrre- 
foreign  parts,  whereby  great  damage  in  time  to  come  would  me(ty,  ™eTe  not 
grow  to  our  realm  and  subjects  of  this  kingdom,  for  want  of 
necessary  provision,  as  well  for  making  and  preparing  of  ships 
(being  the  principal  defence  of  this  our  kingdom),  as  also  for 
convenient  buildings  and  firewood  in  all  places,  if  convenient 
remedy  according  to  the  good  policy  of  state  were  not  in  time 
provided,  and  that  we  were  therefore  moved,  out  of  our  especial 
care  of  the  future  good  of  this  our  kingdom,  not  only  to  make  In  orJer    that 
provision  for  the  preservation  and  increase  of  timber  and  wood  wood  should  be 
by  good  laws  and  ordinances,  but  also  to  embrace  all  profitable  aiTdeTices  and 
and  beneficial  devices,  projects,  and  inventions,  that  might  tend  inventions  tend- 
to  the  furthering  thereof;  so  that  perceiving  glass  works  and  ^,ragen^°  ami 
working  of  glasses  with  timber  and  wood  to  be  one  of  the  because  glass 
greatest  and  tbiefest  means  to  consume  and  destroy  timber  and  great  thief  of 
wood,  whereas,  theretofore,  we  had  given  and  granted  license  wood»  licen*e 
onto  Sir  Jerome  Bowes,  Knight,  within  our  realms  of  England  Bote^rmak- 
and  Ireland,  to  use  the  art  and  feat  of  making  drinking  glasses,  j||f  JtJ^'  "Jjl 
and  other  glasses,  for  a  certain  time  and  term  in  the  said  recited  bited ; 

D 


18  REPORTS   ON    PATENTS. 

letters  patent  expressed,  and  thereby  had  prohibited  all  others 
to  make  the  said  glasses,  upon  express  proviso  and  condition 
that  we,  our  heirs  and  successors,  might  frustrate,  determine, 
and  make  void,  the  said  recited  letters  patent  of  license,  in 
And  afterwards  such  case  as  in  the  same  letters  patent  is  expressed ;  and  that 
gnn£d  tT  ^  afterwards,  by   our  letters    patent    under  the   great   seal    of 
others  after  the  England,  we  did  also  give  and  grant  the  like  license  to  make 
pricing  21      drinking  glasses,   and   other  glasses,  unto  Sir  Percival  Hart, 
yea**;  Knight,  and  Edward  Fawcett,  Esquire,  from  the  expiration  or 

determination  of  the  said  Sir  Jerome  Bowes  his  patent,  for  and 
during  the  term  and  space  of  one-and-twenty  years  thence  next 
ensuing ;    and  that  also  by  the  like  letters  patent,  under  our 
And  license  was  great  seal  of  England,  we  did  grant  license  unto  Edward  Sal- 
s*ite  r^fer  mal>  ter>  Esquire,  to  use  the  art  of  making  all  manner  of  drinking 
»ng  ail  glasses    glasses,  and  other  glasses,  and  glass  works,  not  prohibited  by 
b^Keding;     tne  former  letters  patent;    as  by  the  said  several  letters  pa- 
tent appeared :   And  it  is  also  in  and  by  our  said  letters   pa- 
tent, bearing  date  the  said  nineteenth  day  of  January,  in  the 
And  it  was  men-  said  twelfth  year  of  our  reign  of  England,  mentioned,  that  we, 

turned  in  tbe«aid    ,         ,   A   ,     ,       .  °    .  r  \   ,  ,    ,         ,  , 

letters  patent  then  lately  having  certain  notice  or  perfect  knowledge  that  the 
tbat  the  licences  said  several  recited  letters  patent  of  licenses  were  grown  very 

had  become  pre- ,         -  .  ,  .....  r     .  .  .  .  ,     .  _     ' 

jodirial,  there  hurtful  and  prejudicial  unto  this  our  realm ;  there  being  then 
a^ro/t**?"1^ ktely  presented  unto  us  by  Thomas  Percivall,  Esquire,  a  pro- 
new  invention    ject  of  new  invention,  for  the  making  of  all  manner  of  glasses 

frith*!!1  cofi,a,i  w*tn  P*fc  coa^  an(*  otner  ^ue^  not  b«ing  timber  or  wood,  which 

and  other  fuel    we  had  then  been  slow  to  believe,  until  at  the  great  charge  of 

besides  timber;  ^  ^jj  Thomas  Percivall  the  same  was  brought  to  perfection, 

as  plainly  appeared  by  manifest  and  demonstrative  experience, 

in  and  by  the  several  furnaces  then  lately  erected  and  built  by 

the   said   first  inventor  Thomas  Percivall  and  his   partners: 

And  also  that     And  it  is  further  mentioned  in  and  by  the  said  letters  patent, 

halin^Jeto68     Dearmg  date  tne  8a^  nineteenth  day  of  January,  forasmuch  as 

hurtful,  the  said  the  use  and  exercise  of  the  liberty  and  authority  by  the  said 

wereto^din law  tnree  former  recited  letters    patent   mentioned  to  be  granted 

and  u>  be  over-  were  grown  hurtful  and  prejudicial  to  the  common  weal,  and 

course1  o/  law*  tne  prejudice  of  them  was  likely  daily  to  increase,  unless  some 

and  that  the      provision  thereof  were  made,  whereupon  the  said  letters  patent 

mrtTnTertake    were  become  void  in  law,  and  to  be  overthrown  by  ordinary 

their  defence;    course  of  law,  in  such  cases  used,  we  did  by  the  same  letters 

patent,  bearing  date  the  nineteenth  day  of  January,  express  and 

declare  that  we  did  not  purpose  to  take  upon  us  the  defence  or 

protection  of  any  the  said  letters  patent,  or  of  any  thing   in 

any  of  them  mentioned  to  be  granted,  and  that  course  should 

from  time  to  time  be  had  and  used  against  all  persons  that 

should  take  upon  them  to  use  or  exercise  any  power,  privilege, 

or  liberty,  by  pretext  or  colour  of  any  of  the  said  letters  patent, 

as  our  laws  in  such  case  should  permit  and  require ;  with  this, 

And  that  for  the  that,  for  the  preservation  of  wood  and  timber,  we  did  purpose 
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to  take  such  course  for  the  general  restraint  of  our  people  from  preservation  of 
the  making  of  glass  with  wood  or  timber  as  should  be  agreeable  course  would  be 
to  the  good  of  our  people,  and  the  state  of  the  commonwealth:  *fkeat?  re8,r.aia 

.  .  .  *ts  use  in  mak- 

And  it  is  also  mentioned  in  and  by  our  said  letters  patent,  ing  glass,  and 
bearing  date  the  said  nineteenth  day  of  January,  in  the  said  ^{^"divers 
twelfth  year  of  our  reign  of  England,  that  we  (for  the  conside-  persons  to  use 
rations  therein  expressed)  did  give  and  grant  unto  our  right  ^5  mating8" 
trusty  and  right  well-beloved  cousin  Philip,  Earl  of  Montgomery,  glass  of  any  me- 
and  to  our  right  trusty  and  right  well-beloved  cousin,  Thomas  o^y^ther00*1 
Viscount  Andover,  by  the  name  of  our  trusty  and  well-beloved  fa«l. not  being 
subject  and  servant  Sir  Thomas  Howard,  Knight,  and  to  our  ^nc  ylRn. 
trusty  and  well-beloved  subjects  and  servants  Sir  Robert  Man- 
sell,  Knight,  Sir  Edward  Zouch,  Knight,  Sir  Thomas  Tracy, 
Knight,  Thomas  Hayes,  Esquire,  Bevis  Theloall,  Thomas  Per- 
rivall,  and  Robert  Kellaway,  their  deputies  and  assigns,  full  and 
free  license,  power,  privilege,  and  authority,  that  they,  and  every 
of  them,  and  every  of  their  executors,  administrators,  assigns, 
deputies,  servants,  workmen,  factors,  and  agents,  should  and 
might,  from  time  to  time,  and  at  all  times  thereafter,  during  the 
term  and  space  of  one-and-twenty  years  next  and  immediately 
ensuing  the  date  of  the  said  letters  patent,  at  their  and  every 
of  their  wills  and  pleasures,  use,  exercise,  practise,  set  up,  and 
put  in  use,  the  art,  mystery  and  feat,  of  melting  and  making  of 
all  manner  of  drinking  glasses,  broad  glasses,  window  glasses, 
looking  glasses,  and  all  other  kind  of  glass,  glasses,  bugles, 
bottles,  vials,  or  vessels  whatsoever  made  of  glass,  of  any  fashion, 
stuff,  matter,  or  metal  whatsoever,  thentofore  used,  and  then- 
after  to  be  devised  or  used,  in  this  our  realm  of  England  and 
Wales,  and  the  dominions  thereof,  or  elsewhere,  with  sea  coal, 
pit  coal,  or  any  other  fuel  whatsoever,  not  being  timber  or 
wood,  nor  made  of  timber  or  wood,  in  and  throughout  this  our 
realm  of  England  and  Wales  and  the  dominions  thereof,  and 
within  every  or  any  part  of  the  same  elsewhere  within  any  of 
our  kingdoms   and  dominions,  yielding  and  paying  therefore  Yieldmgiooo/. 
yearly,  during  the  said  term  and  time  of  one-and-twenty  years,  **T  annum* 
unto  us,  our  heirs  and  successors,  the  annual  or  yearly  rent, 
farm,  or  sum,  of  one  thousand  pounds  of  lawful  money  of  Eng-  And  also  that  no 
land  :   And  it  is  also  mentioned  in  our  letters  patent,  bearing ^-j^^ns1116 
date  the  said  nineteenth  day  of  January,  that  we  did  thereby  should,  during 
grant,  that  no  person  or  persons  whatsoever,  other  than  the  Jme**[J^gj'asg 
said  Philip  Earl  of  Montgomery,  Sir  Thomas  Howard,  Sir  Ro-  into  the  realm. 
bert  Mansell,  Sir  Edward  Zouch,  Sir  Thomas  Tracy,  Thomas 
Hayes,  Bevis  Theloall,  Thomas  Percivall,  and  Robert  Kellaway, 
their  executors,  administrators,  deputies,  assigns,  agents,  factors 
and  servants,  should  at  any  time  thereafter,  during  the   said 
term  of  one-and-twenty  years,  import  or  bring  into  our  said 
realm  of  England  and  Wales,  or  the  dominions  thereof,  or  to 
any  part  or  parcel  thereof,  out  of  or  from  any  realm  or  foreign 
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part,  any  manner  or  kind  of  glass  or  glasses  whatsoever,  before 
in  the  said  letters  patent  mentioned,  of  what  metal,  staff,  or 
fashion  soever  they,  nor  directly  or  indirectly  bay  or  contract 
for  any  kind  or  sort  of  glass  made  beyond  the  sea,  or  in  any 
place  oat  of  this  realm  of  England,  Wales,  or  the  dominions 
thereof,  nor  sell  or  otter  any  such;  as  by  the  said  letters  patent, 
amongst  divers  grants,  powers,  privileges,  and  other  things 
A^»ter*a*t t*  therein  contained,  more  at  large  appeareth:  Now  forasmuch  as 
fludMac-tt.i.tythe  said  Sir  Robert  ManselL  bv  agreement  and  contract  with 

fOSt/Ml  with  *        ° 

iwotiMtr  piles-  the  rest  of  the  said  patentees  taking  upon  himself  the  exercise 
iu»'b*l«ifelf  an^  execution  of  the  said  letters  patent  of  privilege,  was 
thet**ir*&:afid  charged  and  burthened  with  the  payment,  not  only  of  the  said 
«E^teltxtd  TCar*y  rent  °^  one  ^ousand  pounds,  but  with  sundry  other 
■a  tk*  u/i  f*>  great  yearly  payments  unto  divers  others  that  were  interested 
L^fte're^"*"  *n  tnc  *****  J******  privilege,  all  which  payments  did  amount 
couli  not  *e!i  unto  in  the  whole  the  sum  of  two  thousand  and  eight  hundred 
dTni:  y:™*T  pounds  by  the  year  at  the  least,  and  in  respect  thereof  could  not 
and  all  import*-  utter  and  sell  the  glasses  made  by  virtue  of  the  said  patent  of 
mad*  in  any  privilege  for  such  moderate  prices  as  was  fitting  for  our  sub- 
otber  dominions  jects;  and  in  respect  thereof,  and  because  all  importation  of 
of  any  foreign  gk»*»  made  as  well  in  any  other  of  our  own  dominions  as  in  the 
P^^D?  dominions  of  any  foreign  princes  or  states,  was  by  the  said 
•aid  letter*  pa-  letters  patent  of  privilege  prohibited  and  restrained,  the  said 
le°t  'hortfT  'etters  paten*  °f  privilege,  bearing  date  the  said  nineteenth  day 
and  complained  of  January,  did  grow  hurtful  and  prejudicial  to  the  common 
of »  parliament  weal  and  accordingly  the  same  were  complained  of  in  the  last 

as  a  grievance,  •  ^  t*     i-  *  •  ••   i 

and  in  respect  convention  of  Parliament  as  a  grievance,  so  as  the  said  letters 
^enwaccrainge,  Patent>  bearing  date  the  said  nineteenth  day  of  January,  in 
»oid  in  law.  '  respect  of  the  prejudice  thereby  accruing  to  the  commonwealth, 
are  become  void  in  law,  and  to  be  overthrown  by  the  ordinary 
That  the  crown  course  of  law  in  such  cases  used :  Know  ye,  that  we,  taking  the 
will  not  take  op  premises  into  our  gracious  and  princely  consideration,  do  hereby 
the  said  letters  declare,  that,  insomuch  as  the  said  letters  patent,  bearing  date 
patent,  but        tne  gajj   nineteenth   day   of  January,    and  other  the  letters 

leave  any  per-  .  \  .     J  7  .  .  . 

son*  claiming     patent  before-mentioned   and   recited,  did  become  prejudicial 

Pnvl,*J? under  to  the   public,   and   the   execution   of  them  grievous  to  our 

dealt  with  by     loving  subjects,  that  we  will  not   hereafter  take  upon  us  the 

Iaw*  defence  or  protection    of   any    the    said    letters    patent,  or 

of  any   thing    in    any   of   them    mentioned    to   be  granted, 

and  that  such  course  shall  and  may  from  time  to   time  be 

had  and  used  against  all  persons  that  shall  hereafter  take  upon 

them  to  use  or  exercise  any  power,  privilege,  or  liberty,  by 

pretext  or  colour  of  any  of  the  said  letters  patent,  as  our  laws 

in  such  case  shall  permit  or  require.    And  yet  nevertheless, 

upon  deliberate  advice  with  the  Lords  and  others  of  our  Privy 

Council,  and  at  the  humble  petition  of  the  said  Sir  Robert 

Mansell,  setting  forth  that  the  making  of  glass  of  all  kinds  within 

this  kingdom  with  sea  coal  and  pit  coal  was  brought  to  a  full  and 
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exact  perfection,  for  the  use  and  good  of  our  kingdom,  with  the  And  in  conn- 
expense  of  his  whole  fortunes,  upon  due  consideration  of  the  j£j^f Jjj, 
many  and  faithful  services  of  the  said  Sir  Robert  Man  sell,  and  by  pit  coal 
finding  by  the  petitions  and  certificates  of  the  glass   sellers,  Jjrougnuo  per- 
looking-glass  makers,  glaziers,  and  spectacle  makers,  in  and  near  fection  at  the 
oar  City  of  London,  made  and  certified,  some  of  them  to  the  Manse?l° 
Commons  in  the  last  convention  of  Parliament,  and  the  rest 
unto  the  Lords  Commissioners  by  us  appointed,  to  take  consi- 
deration of  the  business  of  glass  works,  that  the  glass  made  by 
the  said   Sir  Robert  Mansell  was  perfectly  good,  clear,  and 
merchantable,  or  rather  better  glass  than  formerly  was  made  And  the  glass 
with  wood,  and  that  there  was  sufficient  store  made  not  only  to  ofingasiner- 

■niiii  ,  .»^i  cnantaole,  or 

serve  England,  but  also  to  serve  other  countnes  if  need  were,  rather  better 
we  are  pleased  and  resolved,  and  do  hold  it  most  requisite  and  Jjjjj  ^made 
necessary  for  the  good  and  benefit  of  this  realm,  that  the  making 
of  glass  with  sea  coal  and  pit  coal  be  continued,  and  that  all 
making  of  glass  with  wood  for  ever  hereafter  shall  cease,  and  the 
privilege  for  sole  making  thereof  with  sea  coal  and  pit  coal  shall 
be  renewed  to  the  said  Sir  Robert  Mansell,  not  only  as  a  token 
of  our  grace  and  favour  towards  him  by  his  many  and  well-  The  grant  to  be 
deserving  services,  but  as  a  recompense  for  the  great  charge  and  renewed  to  him 
expense,  which,  for  upholding  and  bringing  of  that  work  to  full  for  his  great 
perfection,  he  hath  disbursed,  to  the  weakening  of  his  estate,  J^u  a ^fwith- 
but  yet  without  any  restraint  of  the  importation  of  foreign  glass,  out  any  restraint 
and  without  burthen,  of  rent  or  otherwise,  which  might  occasion  ™tion%7ioreten 
the  enhancing  of  prices  to  our  subjects,  whereby  all  just  griev-  glass,  and  with- 
ance  shall  be  taken  away,  by  our  own  loss  of  the  annual  rent,  J^**10* any 
which  upon  the  said  former  letters  patent  was  reserved  unto 
us :  Know  ye  further,  that  we,  as  well  for  and  in  consideration  Granting  part. 
of  the  good  and  faithful  service  done  unto  us  by  the  said  Sir 
Robert  Mansell,  our  Vice  Admiral  of  England,  as  also  of  the 
great  pains,  charges,  hazards,  disbursements,  and  expense  of 
great  sums  of  money  and  other  detriments,  which  the  said  Sir 
Robert  Mansell  hath  undergone  and  been  at,  in  and  about  the 
said  work  of  making  glass  with  sea  coal,  and  for  other  good 
causes  and  considerations  us  hereunto  moving,  of  our  especial 
grace,  certain  knowledge,  and  mere   motion,  have  given  and 
granted,  and  by  these  presents  for  us,  our  heirs  and  successors, 
do  give  and  grant,  unto  the  said  Sir  Robert  Mansell,  his  exe- 
cutors, administrators  and  assigns,  full  and  free  liberty,  license, 
power,  and  authority,  that  he,  the  said  Sir  Robert  Mansell,  his 
executors,  administrators,  assigns,  deputies,  servants,  workmen, 
factors,  and  agents,  shall  and  may,  from  time  to  time,  and  at  all 
times  hereafter,  during  the  term  of  years  hereafter  in  these 
presents  mentioned,  at  his  and  their  and  every  of  their  wills  and  To  use,  exer- 
pleasures,  use,  exercise,  practise,  setup,  and  put  in  use,  the  art,  ^?^JljLt 
feat,  and  mystery,  of  melting  and  making  of  all  manner  of  drink-  in  use!  the  art, 
ing  glasses,  broad  glasses,  window  glasses,  looking  glasses,  and feat>  *°d  myi* 
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And  to  erect 
and  set  up  fur- 
naces, and  to 
utter  and  sell 
the  glass  so 


toy,  of  melting  all  other  kind  of  glass,  glasses,  bugles,  bottles,  vials,  or  vessels 
glass  of  any  whatsoever  made  of  glass,  of  any  fashion,  stuff,  matter,  or  metal 
Sto  °Vcoa|l  w^atsoever>  heretofore  used,  or  hereafter  to  be  devised  or  used, 
any  fuel  not '  in  this  our  realm  of  England  and  Wales,  and  the  dominions 
whh?nfEn*,[and  thereof,  or  elsewhere,  with  sea  coal,  pit  coal,  or  any  other  fuel 
and  Wales  -,  whatsoever,  not  being  timber  or  wood,  nor  being  made  of  timber 
or  wood,  and  throughout  this  our  realm  of  England  and  Wales, 
and  the  dominions  thereof,  and  within  every  or  any  part  of 
them,  or  any  of  them,  and  to  make,  erect,  and  set  up,  as  many 
furnaces,  engines,  structures,  and  devices,  for  that  intent  and 
purpose,  and  in  as  many  places  of  our  said  realm  and  dominions, 
as  he  or  they  shall  think  fit,  agreeing  with  the  owners  of  the 
soil  for  the  same ;  and  the  glass  and  glasses,  bugles,  bottles,  vials, 
and  vessels,  so  made,  to  utter  or  sell,  in  gross  or  by  retail,  or 
otherwise  to  do  away,  at  his  and  their,  or  any  of  their  free  will 
and  pleasure,  to  his  and  their  profit  and  commodity,  during  all 
the  said  term  hereinafter  mentioned ;  and  that  he,  the  said  Sir 
Robert  Mansell,  his  executors,  administrators,  and  assigns,  and 
his  or  their  deputies,  servants,  workmen,  and  agents,  having 
license  from  the  said  Sir  Robert  Mansell,  his  executors,  admi- 
nistrators, or  assigns,  shall  and  may,  from  time  to  time  during 
the  said  term,  have  and  enjoy  the  sole  trade  of  making  and 
melting  of  all  manner  of  drinking  glasses,  broad  glasses,  window 
glasses,  looking  glasses,  and  all  other  kind  of  glass,  glasses, 
bugles,  bottles,  vials,  or  vessels,  in  form  aforesaid ;  and  that  no 
other,  during  the  said  term,  shall  or  may  use  or  practise  the  art 
or  feat  of  making  or  melting  of  any  glass  with  timber  or  wood, 
nor  with  pit  coal  or  sea  coal,  or  other  fuel,  not  being  timber  or 
wood,  nor  made  of  timber  or  wood :  To  have,  hold,  use,  exercise, 
practise,  and  put  in  use  the  said  license,  liberty,  privilege,  autho- 
rity, immunity,  of  and  for  melting  and  making  of  all  and  all 
manner  of  drinking  glasses,  broad  glasses,  window  glasses, 
looking  glasses,  and  all  other  kind  of  glass,  glasses,  bugles, 
bottles,  vials,  and  vessels  whatsoever,  with  sea  coal,  pit  coal,  and 
other  fuel,  not  being  timber  or  wood,  or  made  of  timber  or  wood, 
in  all  parts  and  places  within  our  said  kingdom  and  dominions, 
unto  the  said  Sir  Robert  Mansell,  his  executors,  administrators, 
deputies,  and  assigns,  and  their  and  every  of  their  servants, 
workmen,  factors,  and  agents,  for  and  during  the  whole  term, 
and  to  the  full  end  and  determination  of  fifteen  years  next  ensuing 
the  date  of  these  our  letters  patent,  fully  to  be  complete  and 
ended;  freely  and  absolutely,  without  any  rent,  account,  sum 
or  sums  of  money,  reckoning,  allowance,  or  any  other  thing 
whatsoever,  to  us,  our  heirs  or  successors,  to  be  therefore  paid, 
made,  given,  answered,  or  done,  in  any  manner  of  wise.  And  to 
the  end  the  said  Sir  Robert  Mansell,  his  executors  and  assigns, 
may  receive,  perceive,  and  have  such  benefit,  profit,  and  commo- 
dity, as  we  intend  unto  him  and  them  by  this  our  grant,  and  as 


To  have  said 
privileges  for 
fifteen  years, 
and  free  from 
all  rent 


Prohibitory 
part. 
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the  perfecting  of  so  great  a  work  with  such  care  and  hazard 
deserveth,  and  for  the  better  encouraging  of  him  and  them  to 
reduce  the  said  business  to  a  further  perfection,  we  do  hereby 
expressly  declare  and  signify  our  royal  pleasure  to  be,  and  we  do  No  persons  to 
strictly  charge,  inhibit,  and  command  all  and  every  other  our  a|tcmP!  *°  make 

_._.  __.  firloBo  WltD  SCSI 

loving  subjects,  and  all  and  every  other  person  and  persons,  of  coal,  or  fuel 
what  estate,  degree,  or  condition,  they,  or  any  of  them,  be,  that  ^ouuL^- 
they  presume  not  nor  attempt  by  any  art,  act,  or  device  whatso-  sent  of  Mansell; 
ever,  directly  or  indirectly,  to  make  any  manner  or  kind  of 
drinking  glasses,  broad  glasses,  window  glasses,  looking  glasses, 
or  any  other  kind  of  glass,  glasses,  bugles,  bottles,  vials,  or  ves- 
sels whatsoever  made  of  glass,  as  aforesaid,  with  sea  coal,  pit  coal, 
or  any  other  fuel,  not  being  timber  or  wood,  nor  made  of  timber 
or  wood,  at  any  time  during  the  said  term,  without  the  especial 
consent  and  license  in  writing  of  the  said  Sir  Robert  Mansell, 
his  executors,  administrators,  or  assigns ;  but  that  the  full  and 
whole  benefit  and  profit  of  making  of  all  and  all  kinds  of  glass 
and  glasses  whatsoever,  as  aforesaid,  with  pit  coal,  sea  coal,  and 
other  fuel,  not  being  timber  or  wood,  nor  made  of  timber  or 
wood,  within  every  part  of  our  said  kingdom  and  dominions, 
shall  be  and  remain,  during  all  the  said  time  and  term,  to  the 
sole  and  only  behoof,  disposition,  and  use,  of  the  said  Sir  Robert 
Mansell,  his  executors,  administrators,  deputies,  and  assigns,  and 
to  none  other  person  or  persons  whatsoever;  and  we  do  further 
by  these  presents  straitly  charge,  command,  and  prohibit,  and 
do  signify  our  royal  will  and  pleasure  to  be,  that  no  person  or 
persons  whatsoever,  of  what  estate,  degree  or  condition  soever 
they  or  any  of  them  be,  other  than  the  said  Sir  Robert  Mansell, 
his  executors,  administrators,  deputies,  and  assigns,  and  such  as 
shall  be  licensed,  authorised,  and  set  on  work,  by  him  or  them, 
or  any  of  them,  do,  shall,  or  may,  at  any  time  hereafter,  during 
the  term  of  years  before  mentioned,  practise,  erect,  or  set  up,  by  Or  practise, 
any  ways  or  means,  the  said  art  and  feat  of  making  of  any  kind  ^saicTart! UP* 
of  glass  or  glasses,  bugles,  bottles,  vials,  or  vessels  whatsoever, 
or  any  furnace  or  furnaces  for  making  thereof,  within  our  said 
kingdom  and  dominions,  upon  pain  of  our  heavy  displeasure, 
and  due  punishment  for  the  contempt  of  our  royal  command- 
ment in  that  behalf.     And  we  do  by  these  presents  give  and  Power  to  search 
grant  unto  the  said  Sir  Robert  Mansell,  his  executors,  adminis-  out  offence** 
trators  and  assigns,  deputies,  factors  and  agents,  and  every  of 
them,  full  power,  liberty  and  authority,  from  time  to  time,  and 
at  all  times,  during  the  said  term,  by  all  lawful  ways  and  means, 
to  search,  try,  and  find  out,  all  offences  and  acts  committed  and 
done  contrary  to  the  true  intent  and  meaning  of  these  our  let- 
ters patent.     And  likewise  for  us,  our  heirs  and  successors,  we  Authority  to  sell 
do  hereby  of  our  especial  grace,  certain  knowledge,  and  mere  ^port^'ha"  is* 
motion,  give  and  grant  unto  the  said  Sir  Robert  Mansell,  his  not  required  at 
executors,  administrators,  deputies,  assigns,  factors,  agents  and  2S, 
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servants,  free  power,  liberty,  license,  and  authority,  to  utter  and 
sell,  in  gross  or  by  retail,  such  kind  of  glass  or  glasses  before 
mentioned,  as  shall  be  made  by  virtue  of  these  our  letters  pa^ 
tent;  and  if  he  or  they  shall  have  more  than  will  serve  us,  and 
the  subjects  of  us,  our  heirs  and  successors,  that  then  he  and 
they,  and  such  others  as  shall  buy  the  glass,  made  as  aforesaid, 
of  him  or  them,  or  any  of  them,  to  transport  and  carry  over  unto 
foreign  parts,  so  many  and  so  much  thereof  as  they  shall  think 
fit,  paying  unto  us,  our  heirs  and  successors,  the  customs  due 
to  be  paid  for  the  same,  and  leaving  sufficient  quantity  for  us, 
our  heirs  and  successors,  and  our  or  their  subjects  at  reasonable 
Exchequer  writs  prices.    And  we  do  further,  for  us,  our  heirs  and  successors, 
ma™!T&c!,  to  ^  ^  F*11*  by  these  presents,  that  our  Treasurer,  Chancellor, 
search  after  per-  and  Barons  of  the  Exchequer,  for  the  time  being,  or  any  of 
Wolatioiio? these  *em>  by  force  of  this  our  grant,  or  the  enrolment  thereof  in  our 
present*.  Court  of  Exchequer,  from  time  to  time,  and  at  all  times  here- 

after, during  the  said  term,  upon  the  request  of  the  said  Sir 
Robert  Mansell,  his  executors,  administrators,  assigns  or  agents, 
shall  grant,  make  and  direct,  under  the  seal  of  our  said  Court 
of  Exchequer,  such  and  so  many  writ  and  writs,  close  or  patent, 
unto  such  Mayors,  Bailiffs,  Sheriffs,  Customers,  Comptrollers, 
Searchers,  and  other  officers  of  us,  our  heirs  and  successors,in  such 
shires,  counties,  cities,  towns,  boroughs,  and  other  places  what- 
soever, within  our  said  realm  of  England  and  Wales,  and  the  do- 
minions thereof,  as  the  said  Sir  Robert  Mansell,  his  executors 
or  assigns,  shall  at  any  time,  and  from  time  to  time,  require, 
thereby  charging  and  commanding  the  said  officers,  and  every  of 
them,  diligently  and  carefully  to  inquire,  try,  search,  and  find  out, 
all  and  every  person  and  persons,  as,  contrary  to  the  true  intent 
and  meaning  of  these  our  letters  patent,  shall  at  any  time  during 
the  said  term,  make,  utter,  or  sell,  any  such  kind  of  glass  or 
glasses  whatsoever,  hereinbefore  mentioned,  or  build,  make, 
erect,  use,  or  set  up,  or  cause  to  be  builded,  made,  erected,  or 
set  up,  any  such  furnace  or  furnaces,  structures,  engines,  or 
devices,  for  the  melting  or  making  of  any  the  sorts  or  kinds  of 
glass  or  glasses  before  mentioned,  until  they  understand  the 
pleasure  of  our  said  Treasurer,  Chancellor,  and  Barons  of  our 
said  Court  of  Exchequer,  in  that  behalf,  and  further  order  by 
The  officers  of  them  taken  therein.  And  we  do  hereby,  for  us,  our  heirs  and 
to  de^oHsh^ur-  successors,  will  and  command  the  Treasurer,  Chancellor,  and 
paces  and  pun-  Barons  of  the  Exchequer,  for  the  time  being,  and  every  of  them, 
is  o  en   rs.     tkat  ^^  ojp  ftny  Q£  ^^  Up0n  complaint  made  by  the  said  Sir 

Robert  Mansell,  his  executors,  administrators,  or  assigns,  in  that 
behalf,  do  all  that  in  justice  they  may,  as  well  for  the  demolish- 
ing of  the  said  furnaces,  structures,  engines,  and  devices,  set  up 
or  devised  contrary  to  the  true  intent  of  these  presents,  as  for 
the  apprehension  and  lawful  punishment  of  such  as  shall  offend 
against  any  part  of  these   our  letters  patent    And,  for  the 
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better  execution  of  this  our  grant,  we  do  hereby,  for  us,  our  Authority  to 
heirs  and  successors,  give  and  grant  full  power,  license,  and  peacrofficer  to 
authority,  unto  the  said  Sir  Robert  Mansell,  his  executors,  depu-  eDter  in,°  s1** 
ties,  and  assigns,  by  himself  or  themselves,  or  his  or  their  agents,  ou***' 
ftctors,  or  servants,  with  the  assistance  of  some  officer  appointed 
for  preservation  of  the  peace,  to  enter  into  any  glass  house  or 
glass  houses,  and  other  place  or  places  whatsoever,  within  any 
part  of  any  of  our  kingdoms  and  dominions,  as  well  within  liber- 
ties as  without,  where  any  such  furnaces,  structures,  engines,  or 
devices,  shall  be  made  or  set  up,  contrary  to  the  true  intent  of 
these  presents;  or  where  any  glass  is  made  contrary  to  the  pri- 
vilege hereby  granted  shall  probably  and  reasonably  be  sus- 
pected to  be,  and  there,  by  all  lawful  ways  and  convenient 
means,  to  try  and  search  for  all  and  all  manner  and  kind  of  any 
the  glass  or  glasses  before  in  these  our  letters  patent  mentioned, 
md  glass  works  erected  or  made  in  any  part  of  our  said  kingdom 
or  dominions,  to  be  bought  or  sold  contrary  to  the  true  intent 
md  meaning  of  these  our  letters  patent,  or  to  any  law,  pro- 
clamation, ordinance,  statute,  in  that  behalf  made  or  ordained, 
or  to  be  made  or  ordained;  and  if  upon  search  they  shall  find 
any  such  glass  or  glasses  made,  or  any  glass  work  or  furnace 
built  or  erected,  contrary  to  the  true  intent  and  meaning  of 
these  presents,  that  then,  with  all  convenient  speed,  he  or  they 
do  signify  the  same  to  us,  our  heirs  or  successors,  or  to  the 
Treasurer,  Chancellor,  and  Barons  of  our  Exchequer,  or  any  of 
them,  for  further  order  to  be  taken  therein,  as  shall  appertain ; 
and  further,  that  he  and  they,  and  every  of  them,  do  carefully 
and  diligently  labour  and  endeavour  that  the  true  intent  and 
meaning  of  these  our  letters  patent  may  be  truly  observed;  and 
if,  in  execution  thereof,  he  or  they,  or  any  of  them,  shall  find 
any  resistance,  then  to  certify  the  same  unto  our  said  Court  of 
Exchequer,  to  the  end  the  offenders  therein  may  receive  condign 
and  deserved  punishment  for  their  several  offences.     And  we  Alt  mayors,  &c 
do  further  hereby  straitly  charge   and  command  all  Mayors,  l^^^he"* 
Sheriffs,   Justices  of  Peace,  Bailiffs,   Constables,  officers,  and  accomplishment 
ministers,  and  all  other  the  subjects  of  us,  our  heirs  and  succes-  °     e  Pren,1*€t- 
sors,  to  the  aiding  and  assisting  unto  the  said  Sir  Robert  Man- 
sell, his  executors,  administrators,  deputies,  assigns,  factors,  and 
workmen,  in  all  reasonable  things  concerning  the  accomplish- 
ment of  these  our  letters  patent;  and  they  or  any  of  them  do 
not,  at  any  time  or  times,  hinder,  molest,  interrupt  or  disturb 
the  execution  thereof,  as  they  tender  our  heavy  displeasure,  and 
will  avoid  our  indignation.     And  we  do  likewise  charge  the  The  Attorney 
Attorney  General  of  us,  our  heirs  and  successors,  for  the  time  £Xe7am°e!tnd 
being,  to  be  aiding  and  assisting  to  the  said  Sir  Robert  Mansell,  the  enrolment 
his  executors,  administrators,  and  assigns,  in  the  maintaining  ^^t  ^"be* 
and  upholding  of  this  our  grant  and  privilege,  and  in  complain-  their  warrant, 
ing  against  such  as  shall  withstand  or  impugn  the  same,  whereby 
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they  may  be  censured  and  punished  according  to  justice,  and 
these  our  letters  patent,  or  the  enrolment  of  them,  shall  be  their 
Nothing  herein  sufficient  warrant  and  discharge  in  that  behalf.  Provided  always, 
Mader0ethe°iin- an(*  our  ^^  an(*  pleasure  is,  that  this  our  present  grant,  or  any 
portation  from    thing  therein  contained,  shall  not  extend  or  be  construed  to 
foreign1  parts^of  exten(^>  *°  debar,  hinder,  or  let,  any  person  or  persons  whatso- 
any  glass  cast    ever  to  import  or  bring,  or  cause  to  be  imported  or  brought,  into 
this  our  realm  of  England  and  the  dominion  of  Wales,  and  there 
to  utter,  sell  and  dispose  of  any  glass  or  glasses,  of  what  kind  or 
sort  soever,  made  within  our  realm  of  Scotland,  or  in  any  foreign 
parts  beyond  the  seas;  but  that  it  shall  be  lawful  for  all  person 
and  persons  to  import  into,  and  utter  and  sell  within,  the  said 
realm  of  England  and  dominion  of  Wales,  or  any  of  them,  or  any 
part  of  them,  any  glass  or  glasses  whatsoever  made  within  the 
said  realm  of  Scotland,  or  any  foreign  parts,  as  aforesaid,  any 
thing  in  these  presents  contained  to  the  contrary  in  any  wise 
notwithstanding,  paying,  nevertheless,  unto  us,  our  heirs  and  suc- 
cessors, such  customs,  subsidies,  impositions,  and  other  duties, 
as  shall  be  due  and  payable  for  the  said  glass  and  glasses  so  to 
The  letters  pa- be  imported,  at  the  time  of  the  importation  of  the  same.    And 
stnied  roosHa"  k^y, we  do  ^7  these  presents,  for  us,  our  heirs  and  successors, 
vourabiv  for      of  our  further  especial  grace  and  favour,  grant  unto  the  said  Sir 
wifhsundmg  the  Robert  Mansell,  his  executors,  administrators  and  assigns,  that 
not  describing    these  our  letters  patent,  or  the  enrolment  of  them,  shall  b** 
fu^/aces  or  en-  taken,  construed  and  adjudged,  in  all  and  every  our  Courts  of 
gines  to  be  used,  justice,  and  elsewhere,  to  be  most  available  for  the  said  Sir 
theTind^of  giLs  Robert   Man  sell,    his   executors,   administrators   and   assigns, 
to  be  made.      against  us,  our  heirs  and  successors,  notwithstanding  the  not 
describing  certainty  of  the  form  of  the  furnaces,  structures,  en- 
gines and  devices,  to  be  used  for  the  melting  and  making  of  all 
manner  of  drinking  glasses,  broad  glasses,  window  glasses,  look- 
ing glasses,  or  any  other  kind  of  glass,  glasses,  bugles,  bottles, 
vials  or  vessels  whatsoever;  and  notwithstanding  the  not  parti- 
cular naming,  or  misnaming,  of  the  kind  or  manner  of  glasses  to 
be  made  by  virtue  of  this  our  grant,  or  the  sizes  or  scantling  of 
the  same;  and  notwithstanding  any  other  defects  and  uncer- 
tainties in  the  same;  any  statute,  law,  provision,  proclamation, 
or  restraint  to  the  contrary,  and  although  express  mention,  &c. 
In  witness,  &c. 

By  writ  of  Privy  Seal. 


In  the  Journals  of  the  House  of  Commons  (p.  "  Mr.  Fuller. — Ruled  in  the    King's   Bench 

469)  20th  April,  a.d.  1614,  12  Jac.  is  the  fol-  against  a  monopoly  of  cards,  which  unnecessary; 

lowing : "  Sir  Edwin  Sands — Reporteththe  mono-  where  glass  necessary — this  as  dangerous  as  the 

poly  for  glass,  ice.    A  pregnant  monopoly,  show-  impositions.     Now  to  glass,  after  to  iron,  after 

ing  a  present  likelihood  of  a  new  for  making  iron  to  all  other  trades.     This  like  taking  away  the 

— that  the  new  patent  a  strong  monopoly,  a  sur-  mill-stone  from  the  poor, 

reptitious  patent.  "  Ordered  upon  the  question  without  one  nega- 

"  The  potent  read  by  the  clerk,  and  the  names  tive,  that  the  patentees  shall  bring  in  their  patent 

of  the  petitioners.  to  the  committees  for  petitions  upon  Monday  after 
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Easter  week ;  and  the y  to  have  warning  given 
them  by  the  Serjeant,  then  to  attend  and  bring  in 
their  patent ;  and  the  committee  for  petitions  to 
st  then  for  that  matter  specially,  and  after  for 
all  other  of  like  nature,  as  the  time  will  serve. 

"  May  4  (p.  472).  Sir  Edwin  Sands  report- 
eft  the  business  of  the  patent  of  glass. 

M  The  question  only  whether  this  a  patent  of 
Monopoly,  or  a  patent  of  privilege. 

"That  resolved  by  the  committee,  that  the 
ant/s  calling  in  the  patent  of  J.  Bowes  and 
Salter  just. 

"That  offered  by  the  merchants  tbat  if  all 

these  patents  might  be  called   in  which  now 

we  for  making  classes,  that  should  be  sold  here 

*    (by  importation  for  3d.o6.)  which  now  costeth  16d. 

M  Mr.  Francis    Moore — Leather,  stockings, 

braines,  glasses. 

u  That  all  their  pretences  public  good,  their  ends 
pirate  gain.  Not  to  be  new  inventors  of  the 
Mtns,  but  of  the  thing.  The  time  for  privilege  not 
afoite ;  that  to  him  and  his  heirs ;  so  no  appren- 
tict  or  servants  to  take  fruit  of  it ;  but  first  rogues 
aadthen  whipped. 

"  Ordered,  upon  the  question,  that  this  a  patent 
ofswaopoly. 

M2.  That  this  patent  be  brought  in  upon  Friday 
Kit,  safaris  eurid. 

"  Friday,  Mav  6  (p.  475).  The  patent  of  glass 
brought  in  by  Mr.  Kellaway,  and  delivered ;  but 
■ith  protestation,  that  they  have  done  it  in  obe- 
4eaee  to  the  order  of  the  house,  and  to  be  left 
stress  belonging  in  right  to  the  said  patentees." 
No  further  proceedings  connected  with  this 
patent  are  reported  for  seven  years,  when  the  fol- 
wring  occurs : — 

1  « 16m  May,  a.d.  1621, 19  Jac.l  (p.622).  Sir 
Edward  Coke  reporteth  the  patent  for  glasses. 
1.  The  consideration  faileth;  for  no  new  in- 
wanon,  as  proved  by  certificates  from  divers 
countries,  and  by  three  witnesses  vivd  voce  in  the 
afrmative ;  so  as  exprmio  falsi  and  suppressio 
nri.  2dly.  That  the  new  invention  only  of 
■aking  new  furnaces;  not  power  thereby  for  the 
•ale  making  of  glass ;  therefore  this  invention  not 
to  exclude  making  of  glass  by  wood,  but  only  by 
sm  coal.  3dly.  That  restraint  of  importation 
aiadereth  trade,  shipping,  merchants,  &c.  4thly, 
Ike  time  of  twenty- one  years  too  long. 

•  For  the  execution ;  doubtful  whether  the  glass 
■ow  as  good  as  before.  That  Inigo  Jones,  the 
■rveyor,  said  the  glass  not  now  so  good  as  in 
aacieat  times.  The  price  also  doubtful,  whether 
sow  dearer  than  before  the  patent. 

M  This  also  condemned  as  a  grievance  last  con- 
vention in  parliament ;  yet  Sir  Robert  Mansell 
presently  after  procured  this  new  patent.  Tbat 
1,0001  per  annum  reserved  to  the  King,  yet  none 
paid. 

"  Upon  question,  this  patent  a  grievance,  both 
in  the  creation  and  execution/' 
The  preceding  extracts,  and  the  recitals  and 


clauses  of  the  letters  patent,  illustrate  each  other. 
'  Several  of  the  objections  recorded  in  the  journals 
to  the  letters  patent  of  the  19th  of  January,  12 
Jac.,  are  removed  in  the  present  grant ;  the  period 
is  shortened,  the  importation  of  foreign  glass  is 
not  prohibited,  and  no  rent  is  reserved  to  the 
Crown.  This  patent  was  before  the  House  of 
Commons  during  their  deliberation  on  the  bill  of 
monopolies,  and  the  journals  record  as  follows 
(p.  696): 

"  1  May,  22  Jac.  1,  a.d.  1624.  Sir  Edward  Coke 
reporteth  about  the  monopoly  bills-^some  provi- 
soes— that  they  have  affirmed  none  of  them  to  be 
food,  nor  condemned  any  of  them  to  be  ill. 
ubpecna  office ;  patent  of  glasses ;  writings  of  the 
King's  grants  to  the  great  seal.  Though  the 
present  patentees  be  excepted,  yet  in  future  none 
can  have  them.  Resolved,  if  the  Lords  shall  add 
a  proviso,  to  exempt  them  out  of  the  act,  and 
leave  them  as  they  be,  the  committee  thinketh  it 
fit  to  consent,  not  in  love  to  these  patents,  but  to 
the  passage  of  the  bill. 

"  The  glass  patent  to  he  heard  on  Monday, 
whether  it  be  a  grievance  or  not. 

"  13  May,  22  Jac.  I,  a.  d.  1624  (p.  708).  Sir 
Edward  Coke    reporteth  from  the  conference 
about  the  bill  of  monopolies ;  for  the  exemption  of 
the  subpoena  office,  writing  to  the  great  seal,  and 
glasses ;  to  leave  these  as  before  at  common  law." 
"  24  Mav  (p.  710).  The  amendments  and  pro- 
visoes in  the  bill  of  monopolies  twice  read,  and 
committed. 
"  25  May  (p.  711).  Bill  passed." 
Objections  at  Common   Law. — The  preceding 
extracts  show  the  various  objections  which  may 
be  raised  to  grants  of  this  nature,  and  the  princi- 
ples by  which  their  validity  is  to  be  tried. 

The  objection  to  the  subject-matter,  that  it 
must  not  be  for  the  means,  but  for  the  thing,  has 
not  succeeded  in  any  reported  cases,  with  the  ex- 
ception of  Bircot's(as  to  which,  post  31,  n. p.) ;  and 
it  may  reasonably  be  suggested,  that  glass  made 
in  a  different  manner,  or  iron  made  with  a  new 
fuel,  ante  16,  n.  is  substantially  and  really  a  new 
thing ;  that  each  of  these  is  a  new  manufacture. 

The  failure  of  the  consideration  clearly  renders 
the  grant  void;  this  was  acted  on  both  in  the 
smalt  and  glass  patents,  and  the  principle  has 
been  recognised  in  many  subsequent  cases.  Post  4 1 . 
The  objection  on  the  ground  of  the  length  of 
the  term,  applies  to  the  smalt  as  well  as  to  the 
glass  patent,  and  would  probably  be  a  valid  ob- 
jection at  common  law. 

The  utility  of  the  invention  in  respect  of  the 
quality  of  the  article  made,  and  the  price  at  which 
it  was  sold,  appears  both  from  the  recital  of  the 
several  letters  patent,  and  the  preceding  extracts, 
to  have  been  a  practical  test  of  the  validity  of 
the  grant :  the  failure  of  the  execution,  as  it  is 
termed  above,  is  clearly  such  a  failure  of  consi- 
deration as  would  avoid  the  grant.  See  post 
42,  n. 
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STATUTES  ON  LETTERS  PATENT. 

•  18  H.  6,  c  1. 

18  H.  6,  e.  l.  For  regulating  Patents  by  the  King  (a). 

[Enacts  that  letters  patent  should  bear  the  date    of    the 
King's  warrant  delivered  into  Chancery.] 


6  H.  8,  c.  15. 
6  H.s,  c  is.     An  act  avoiding  second  Letters  Patent  granted  by  the  King  fbj. 


27  H.  8,  c.  11. 

a?  H.  e,  e.  11.        An  act  concerning  Clerks  of  the  Signet  and  Privy  Seal  fc). 

[The  King's  grants  to  be  brought  to  the  secretary  or  to  a 
clerk  of  the  signet.  A  warrant  by  a  clerk  of  the  signet  to  the 
lord  keeper  of  the  privy  seal.  A  warrant  from  the  privy  seal  to 
the  great  seal,  &c«  But  the  lord  chancellor  may  dispense  with 
the  fees.] 


3  and  4  Ed.  6,  c.  4. 

Sfc4Ed.6,c4,  An  act  concerning  Grants  and  Gifts,  made  by  Patentees  out  of 
•spUinrf  *         Letters  Patent  (f). 


13  El.  c.  6. 

is  El.  c  6.       An  act  that   the  exemplification  or  constat  of  Letters  Patent, 
shall  be  as  good  and  available  as  the  Letters  Patent  themselves. 


43  El.  c.  11. 

43  £1.  c.  u.     An  act  for  the  Confirmation  of  Grants  made  to  the  Queen's  Ma- 
jesty, and  of  Letters  Patent  made  by  her  Highness  to  others. 


(a)  This  tnd  the  subsequent  statutes  here  (c)  Further  regulated  (57  G.  3,  c.  63),  and 
cited,  are  printed  in  my  Law  and  Practice,  with  the  office  to  be  abolished  (2  W.  4,  c.  49). 
notes  and  observations  on  their  applicability  to  (/)  Some  doubt  being  entertained  whether 
letters  patent  for  inventions  as  at  present  granted.  this  statute  applied  to  patentees  themselves,  as 

(b)  The  practice  of  granting  successive  let-  well  as  those  claiming  under  them,  it  was  ex- 
ten  patent  for  the  same  subject-matter,  appears  plained  and  amended  by  13  Eli*,  c  6. 

from  Baker's  and  ManseU's  patents.    Ante. 


8TATUTES.  25) 


21  Jac.  1,  c.  3. 

THE  STATUTE  OF  MONOPOLIES. 

Passed  25  May,  22  Jac.  1,  a.d.  1624  (g). 

Am  act  concerning  Monopolies  and  Dispensations  with  Penal  2\J*c.  i,c.3. 
Laws,  and  the  Forfeitures  thereof. 

"  Forasmuch  as  your  Most  Excellent  Majesty,  in  your  royal  All  monopolies 
judgment,  and  of  your  blessed  disposition  to  the  weal  and  quiet  &c-» gha11  *• 
of  your  subjects,  did,  in  the  year  of  our  Lord  God  one  thousand 
nx  hundred  and  ten,  publish  in  print  (h)  to  the  whole  realm, 
and  to  all  posterity,  that  all  grants  of  monopolies  and  of  the  be- 
nefit of  any  penal  laws,  or  of  power  to  dispense  with  the  law,  or 
to  compound  for  the  forfeiture  fij,   are  contrary  to  your  Ma- 
jesty's laws,  which  your  Majesty's  declaration  is  truly  consonant 
and  agreeable  to  the  ancient  and  fundamental   laws  of  this 
realm  (k)  :     And  whereas  your  Majesty  was  further  graciously 
pleased  expressly  to  command  that  no  suitor  should  presume 
to  move  your  Majesty  for  matters  of  that  nature ;  yet  neverthe- 
less upon  misinformations  and  untrue  pretences  of  public  good, 
many  such  grants  have  been  unduly  obtained,  and  unlawfully 
put  in  execution,  to  the  great  grievance  and  inconvenience  of 
your  Majesty's  subjects,  contrary  to  the  laws  of  this  your  realm, 
and  contrary  to  your  Majesty's  most  royal  and  blessed  intention 
so  published  as  aforesaid."    For  avoiding  whereof,  and  prevent- 
ing the  like  in  time  to  come,  may  it  please  your  Excellent  Ma- 
jesty, at  the  humble  suit  of  the  Lords  Spiritual  and  Temporal, 
and  the  Commons,  in  this  present  parliament  assembled,  that  it 
may  be  declared  (I)  and  enacted  by  authority  of  this  present  par- 
liament, that  all  monopolies  and  all   commissions,  grants,  li- 
censes, charters,  and  letters  patent,  heretofore  made  or  granted, 
or  hereafter  to  be  made  or  granted,  to  any  person  or  persons, 
bodies  politic  or  corporate  whatsoever,  of  or  for  the  sole  (m) 


(fr)  Every  act  of  parliament  previous  to  the  33  motive  of  obtaining  the  royal  assent  to  this  statute . 

G.  3,  c.  13,  was  considered  as  passed,  and  relates  3  Inst.  182.  For  the  definition  of  monopoly,  ante  6. 

back  to  the  first  day  of  the  session,  unless  other-  (i)  As  to  these,  see  notes  to  the  Statutes  in 

wise  provided  for  by  the  act.    4  Inst.  25.  Law  and  Practice. 

This  must  be  borne  in  mind,  otherwise  Man-  (k)  Sec  case  of  monopolies,  ante, 

sell's  patent  (mUe)  excepted  in  the  act  (pott)  (I)  This  act  is  simply  declaratory  of  the  com- 

woold  appear  to  bear  date  subsequent  to  the  date  mon  law. 

of  the  act  21  Jac  1.  (m)  The  word  sole,  according  to  the  observa- 

(k)  This  publication  was  entitled,  "  A  decla-  tion  of  Sir  E.  Coke,  is  here  applied  to  five  seve- 
ranon  of  his  Majesty's  pleasure,  &c."  It  was  ral  things,  whereof  four  are  special,  and  the  fifth 
published  a.  ».  1610,  out  of  the  king's  seal  to  'sole  using,'  is  so  general,  that  no  monopoly  can 
law  and  justice,  and  states,  that  monopolies  are  be  raised  but  will  be  within  the  reach  of  this  sta- 
cking* against  the  laws  of  this  realm,  and  there-  tute,  and  yet  for  more  caution  the  words  M  or  of 
fare  expressly  commands  that  no  suitor  presume  any  other  monopolies,"  are  added,  and  by  reason 
Is  mow  the  king  to  grant  any  of  them.  1 1  Rep.  of  these  words  "  sole  using,"  divers  provisions  are 
U  k  The  judgment  in  the  case  of  monopolies  made  by  this  act.  The  words  also  "  of  any 
(Dtrey's  caw*,  amtt)  was  the  principal  motive  for  thing  "  are  of  so  lam  an  extent,  as  to  cause  some 
fHrfkferf;  this  book,  and  that  book  was  a  great  exceptions  in  the  subsequent  clauses.  3  Inst.  187. 
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21  Jacl,c.3.  buying,  selling,  making,  working,  or  using  of  any  thing  within 
this  realm  or  the  dominion  of  Wales,  or  of  any  other  monopo- 
lies, or  of  power,  liberty,  or  faculty  to  dispense  with  any  others, 
or  to  give  license  or  toleration  to  do,  use,  or  exercise  any  thing 
against  the  tenor  or  purport  of  any  law  or  statute,  or  to  give  or 
make  any  warrant  for  any  such  dispensation,  license,  or  tolera- 
tion to  be  had  or  made  ;  or  to  agree  or  compound  with  any 
others  for  any  penalty  or  forfeitures  limited  by  any  statute ;  <jf 
of  any  grant  or  promise  of  the  benefit,  profit,  or  commodity  of 
any  forfeiture,  penalty,  or  sum  of  money,  that  is  or  shall  be  due 
by  any  statute,  before  judgment  thereupon  had ;  and  whatso- 
ever any  way  tending  to  the  instituting,  erecting,  strengthening, 
furthering,  or  countenancing  of  the  same,  or  any  of  them,  are 
altogether  contrary  to  the  laws  of  this  realm,  and  so  are  and" 
shall  be  utterly  void  and  of  none  effect,  and  in  nowise  to  be  put 
in  use  or  execution. 

II.  And  be  it  further  declared  and  enacted  by  the  authority 
aforesaid,  that  all  monopolies,  and  all  such  commissions,  grants, 
common Taws  of  licenses,  charters,  letters  patent,  proclamations,  inhibitions,  re- 
th»  realm.  straints,  warrants  of  assistance,  and  all  other  matters  and  things 
tending  as  aforesaid,  and  the  force  and  validity  of  them  and  of 
every  of  them,  ought  to  be  and  shall  be  for  ever  hereafter  ex- 
amined, heard,  tried  and  determined,  by  and  according  to  the 
common  laws  of  this  realm,  and  not  otherwise  fnj. 

***** 


Monopolies, 
&c,  •hall  be 
tried  by  the 


Letters  patent 
heretofore 
granted  for 
twenty-one 
years,  to  use 
new  manufac- 
tures, saved. 


V.  Provided  nevertheless,  and  be  it  declared  and  enacted, 
that  any  declaration  before-mentioned  shall  not  extend  to  any 
letters  patent  and  grants  of  privilege  for  the  term  of  one-and- 
twenty  years  or  under,  heretofore  made,  of  the  sole  working  or 
making  of  any  manner  of  new  manufacture,  within  this  realm, 
to  the  first  and  true  inventor  or  inventors  of  such  manufactures, 
which  others  at  the  time  of  the  making  of  such  letters  patent 
and  grants,  did  not  use,  so  they  be  not  contrary  to  the  law,  nor 
mischievous  to  the  state,  by  raising  of  the  prices  of  commodi- 
ties at  home,  or  hurt  to  trade,  or  generally  inconvenient,  but 
that  the  same  shall  be  of  such  force  as  they  were  or  should  be 
if  this  act  had  not  been  made,  and  of  none  other:  and  if  the 
same  were  made  for  more  than  one-and-twenty  years,  that  then 
the  same,   for  the  term  of  one-and-twenty  years  only,  to  be 


(ft)  This  act  having  in  the  preceding  section 
declared  all  monopolies,  &c,  to  be  void  by  the 
common  law,  has  provided  by  this  that  they  shall 
be  examined,  heard,  tried,  and  determined,  in 
the  courts  of  common  law,  according  to  the  com- 
mon  law,  and  not  at  the  council  table,  star  cham- 
ber, chancery  exchequer  chamber,  or  any  other 
court  of  like  nature,  but  only  according  to  the 
common  laws  of  the  realm,  and  not  otherwise. 
For  (according  to  Sir  EL  Coke)  such  boldness 
the  monopolists  took,  that  often  at  the  council 


table,  star  chamber,  chancery  and  exchequer 
chamber,  petitions,  informations,  and  bills,  were 
preferred,  pretending  a  contempt  for  not  obey- 
ing the  commandments  and  clauses  of  the  said 
grant  of  monopolies  and  of  the  proclamations 
concerning  the  same.    3  Inst.  182,  183. 

The  court  of  the  star  chamber  considered  all 
infringements  of  patents  and  grants  of  the  crown 
as  contempt  of  royal  authority,  and  on  that  prin- 
ciple supported  any  patent  the  crown  thought  fit 
to  grant. 
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accounted  from  the  date  of  the  first  letters  patent  and  grants  21  Jac.  i,c.3. 
thereof  made,  shall  be  of  such  force  as  they  were  or  should  have 
been  if  the  same  had  been  made  but  for  the  term  of  one-and- 
tweifty  years  only,  and  as  if  this  act  had  never  been  had  or 
made,  and  of  none  other  (0). 
VI.  Provided  also,  and  be  it  declared  and  enacted,  that  any  Letters  patent 
,  declaration,  before-mentioned,  shall  not  extend  to  any  letters  bJ2JJ^l£  * 
jktent  and  grants  of  privilege  for  the  term  of  fourteen  years,  or  fourteen  yean, 
under,  hereafter  to  be  made,  of  the  sole  working  or  making  of  ^^"ived. 
my  manner  of  new  manufactures  within  this  realm,  to  the  true 
and  first  inventor  and  inventors  of  such  manufactures,  which 
Others  at  the  time  of  making  such  letters  patent  and  grants 
thall  not  use,  so  as  also  they  be  not  contrary  to  the  law,  nor 
iuachievous  to  the  state,  by  raising  prices  of  commodities  at 
home,  or  hurt  of  trade,  or  generally  inconvenient.     The  said 
fourteen  years  to  be  accounted  from  the  date  of  the  first  letters 
patent  or  grants  of  such  privilege  hereafter  to  be  made,  but  that 
the  tame  shall  be  of  such  force  as  they  should  be,  if  this  act  had 
never  been  made,  and  of  none  other  (p). 


(•)  See  post,  note  p. 

if)  The  following  commentary  on  these  sec- 
tion is  given  by  Sir  E.  Coke,  3  Inst.  181. 

M  There  be  in  this  act  concerning  monopolies, 
or  sole  baying,  &&,  many  provisoes.     The  first 
a,  that  this  act  shall  not  extend  to  any  letters 
potest  or  grants  of  privilege,  heretofore  made, 
of  the  sole  working  or  making  of  any  manner  of 
new  manufacture.     But  that  new  manufacture 
■oft  have  seven  properties.    First,  it  must  be  for 
twenty-one  years  or  under.     Secondly,  it  must 
be  granted  to  the  first  and  true  inventor.  Thirdly, 
it  sunt  be  of  such  manufactures,  which  any  other 
it  the '  making  of  such  letters  patent  did  not 
we;  for  albeit  it  were  newly  invented,  yet  if  any 
other  did  use  it  at  the  making  of  the  letters  pa- 
teat,  or  grant  of  the  privilege,  it  is  declared  and 
enacted  to  be  void  by  this  act.     Fourthly,  the 
privilege  must  not  be  contrary  to  law.     Such  a 
privilege  as  is  consonant  to  law,  must  be  substan- 
tially and  essentially  newly  invented;  but  if  the 
substance  was  m  esse  before,  and  a  new  addition 
thereunto,  though  that  addition  made  the  former 
more  profitable,  yet  is  it  not  a  new  manufacture 
in  law.  And  so  it  was  resolved  in  the  Exchequer 
Chamber  (E.  T.  15,  E.  4),  in  Bircot's  case,  for 
a  privilege  concerning  the  preparing  and  melting 
Ate  of  lead  ore ;  for  there  it  was  said,  that  that 
was  to  put  but  a  new  button  to  an  old  coat,  and 
it  is  much  easier  to  add  than  to  invent.    And 
there  it  was  also  resolved,  that  if  the  new  manu- 
facture be   substantially  invented  according  to 
law,  yet  no  old  manufacture  in  use  before  can  be 
prohibited.  Fifthly,  nor  mischievous  to  the  state, 
by  raising  the  prices  of  commodities  at  home. 
n  every  such  new  manufacture  that  deserves  a 
privilege,  there  most  be  urgent  necessitat  et  eiu 
iem  utiliieu.     Sixthly,  nor  to  the  hurt  of  trade. 
This  is  verr  material  and  evident.     Seventhly, 
aor  generally  inconvenient.    There  was  a  new 


invention  found  out  heretofore,  that  bonnets  and 
caps  might  be  thickened  in  a  fulling  mill,  by 
which  means  more  might  be  thickened  and  fulled 
in  one  day,  than  by  the  labour  of  fourscore  men 
who  got  their  livings  by  it :  it  was  ordained,  that 
bonnets  and  caps  should  be  thickened  and  Allied 
by  the  strength  of  men,  and  not  in  a  fulling  mill ; 
for  it  was  holden  inconvenient  to  turn  so  many 
labouring  men  to  idleness.  If  any  of  these  seven 
qualities  fail,  the  privilege  is  declared  and  enacted 
to  be  void,  by  this  act ;  and  yet  this  act,  if  they 
have  all  these  properties,  set  them  in  no  better 
case  than  they  were  before  this  act. 

"  The  second  proviso  concerneth  the  privilege 
of  new  manufactures,  hereafter  to  be  granted. 
And  this  also  must  have  seven  properties.  First, 
it  must  be  for  the  term  of  fourteen  years,  or  un- 
der. The  other  six  properties  must  be  such  as 
are  aforesaid,  and  yet  this  act  maketh  them  no 
better  than  they  should  have  been  if  this  act  had 
never  been  made,  but  only  exempts  them  out  of 
the  purview  and  penalty  of  this  law. 

"  The  cause  wherefore  the  privileges  of  new 
manufactures,  either  before  this  act  granted,  or 
which  after  this  act  should  be  granted,  having 
these  seven  properties,  were  not  declared  to  be 
good,  was,  for  that  the  reason  wherefore  sucji  a 
privilege  is  good  in  law  is,  because  the  inventor 
bringeth  to  and  for  the  commonwealth  a  new 
manufacture,  by  his  invention,  costs  and  charges, 
and,  therefore,  it  is  reason  that  he  should  have  a 
privilege  for  his  reward  (and  the  encouragement 
of  others  in  the  like)  for  a  convenient  time ;  but 
it  was  thought  that  the  times  limited  by  this  act 
were  too  long  for  the  private,  before  the  common- 
wealth should  be  partaker  thereof;  and  such  as 
served  such  privileged  persons  by  the  space  of 
seven  years,  in  making  or  working  of  the  new 
manufacture  (which  is  the  time  limited  by  law  of 
apprenticeh ood),  must  be  apprentices  or  servants 
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Act  not  to  ex-  XIII.  Provided  also,  and  be  it  enacted,  that  this  act,  or  any 
w^n^rMted  declaration,  provision,  penalty,  forfeiture,  or  other  thing  before- 
to  Mantell  for  mentioned,  shall  not  extend  or  be  prejudicial  to  a  grant  or  pri- 
*,Mfc  vilege,  for  or  concerning  the  making  of  glass,  by  his  Majefty'a 

letters  patent  under  the  great  seal  of  England,  bearing  date  the 
two-and-twentieth  day  of  May,  in  the  one-and-twentieth  year  of 
his  Majesty's  reign  of  England,  made  and  granted  to  Sir  Robert 
Mansell  (9),  Knight,  vice-admiral  of  England:  nor  to  a  grant  or 
letters  patent,  bearing  date  the  twelfth  of  June,  in  the  thir- 
teenth year  of  his  Majesty's  reign  of  England,  made  to  James 
MaxeweU,  Esquire,  concerning   the    transportation   of  calves' 
skins:  but  that  the  said  several  letters  patent,  last  mentioned, 
shall  be  and  remain  of  the  like  force  and  effect,  and  as  free  from 
the  declarations,  provisions,  penalties,  and  forfeitures  before, 
mentioned,  as  if  this  act  had  never  been  had  nor  made,  and  not 
otherwise. 
Nor  to  thoit         XIV.  Provided  also,  and  be  it  declared  and  enacted,  that  this 
Srteritasinalt  ^^  or  any  declaration,  provision,  penalty,  forfeiture,  or  other 
or  Dudley  for  '  thing  before- mentioned,  shall  not  extend  or  be  prejudicial  to  a 
lr0n'  grant  or  privilege  for  or  concerning  the  making  of  smalt,  by  his 

Majesty's  letters  patent,  under  the  great  seal  of  England,  bear- 
ing date  the  sixteenth  day  of  February,  in  the  sixteenth  year 
of  his  Majesty's  reign  of  England,  made  or  granted  to  Abraham 
Baker  (r);  nor  to  a  grant  or  privilege  for  or  concerning  the  melt- 
ing of  iron  ewer,  and  of  making  the  same  into  cast-works  or  bars 
with  sea  coals  or  pit  coals,  by  his  Majesty's  letters  patent; 
under  the  great  seal  of  England,  bearing  date  the  twentieth  day 
of  February,  in  the  nineteenth  year  of  his  Majesty's  reign  of 


•till  during  the  residue  of  the  privilege,  by  meant  (q)  These  letters  patent  are  not  within  the 

whereof  such  numbers  of  men  would  not  apply  5th  section.     The  grantee,  Mansell,  was  not  the 

themselves  thereunto,  as  should  be  requisite  for  true  and  first  inventor  of  the  manufacture  which 

the   commonwealth,  after  the  privilege  ended.  was  the  subject  of  the  grant,  vis.  the  making  of 

And  this  was  the  true  cause  wherefore,  both  for  glass  with  coal  instead  of  wood ;  the  letters  pa- 

the  time  passed  and  for  the  time  to  come,  they  tent  themselves  showing,  ante  18,  that  Perdvall 

were  left  of  such  force  as  they  were  before  the  was  the  true  and  first  inventor ;  also,  that  the 

making  of  this  act."  manufacture  was  not  new  at  the  time  of  the 

The  above  observation  of  Sir  E.  Coke,  or  grant,  others  having  practised  the  invention  be- 
rather  the  doctrine  founded  upon  it,  that  a  patent  fore.  But  for  this  exception,  the  term  of  the 
for  an  addition  would  not  be  good,  has  been  de-  letters  patent  would  have  been  reduced  to 
dared,  in  many  cases,  to  be  incorrect.  See  per  twenty-one  years,  which,  as  Mansell  probably 
Lord  Loughborough,  in  Arkwright  v.  Nightingale,  had  interest  had  court,  would  have  endangered 
po$t,  and  per  Buller,  J.,  and  Grose,  J.,  in  Boulton  $  the  passing  of  the  bill.  See  ante  27,  and  Journal 
Watt  v.  Bull,  2  H.  Bl.  of  Commons.     The  committee  of  grievances  do 

In  the  absence  of  all  information  respecting  not  appear  to  have  come  to  any  decision  on  these 

Bircot's  invention,  it  may  be  questioned,  if  neces-  letters  patent,   but  those  recited  as    repealed 

sary,  whether  the  words '  substantially  and  essen-  were  declared  a  grievance. 
tiaUynewly  invented,' do  not  show  the  real  mean-  (r)  These  letters  patent  are  not  within  the 

ing  of  Sir  Ed.  Coke,  and  lead  to  the  presump-  5th  section.    The  first  smalt  patent,  ante  9,  shows 

tion  that  the  privilege  granted  included  the  whole  that  other  persons  were  associated  with  Baker 

manufacture,  old  as  well  as  new.     It  must  also  in  the  introduction  of  the  invention;  nor  was  the 

be  remembered,  at  how  low  an  ebb  were  the  arts  manufacture  new  within  the  realm  at  the  time  of 

and  manufactures  of  the  country  at  that  time;  as  the  grant  of  the  excepted  patent     On  these 

the  instance  of  a  general  inconvenience  from  the  grounds,  therefore,  the  letters  patent  would  have 

of  the  railing  mill  shows.    As  to  the  been  void  unless  specially  excepted. 


real  consequences  of  such  inventions,  see  Barnes 
oathe  Cotton  Manufacture,  361. 
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England,  made  or  granted  to  Edward,  Lord  Dudley  (r) ;  but  that 
the  same  several  letters  patent  and  grants  shall  be  and  remain 
of  the  like  force  and  effect,  and  as  free  from  the  declarations, 
provisions,  penalties,  and  forfeitures  before  mentioned,  as  if  this 
act  had  never  been  had  nor  made,  and  not  otherwise  (#). 


5  &  6  W.  4,  c.  83.  5  &  6  w.  4, 

c.83. 

An  act  to  amend  the  law  touching  Letters  Patent  for  Irwen- 
tm$(t). 

2  &  3  Vict.  c.  67.  2&3  Vict. c. 67. 

An  act  to  amend  an  act  of  the  fifth  and  sixth  years  of  the 
reign  of  King  William  the  Fourth,  intituled  "  An  act  to  amend 
the  law  touching  Letters  Patent  for  Inventions"  (a). 


ACTS  OF  CHARLES  I.  a.d.  1641.     SCOTLAND. 

Act  discharging  Monopolies. 

Out  sovereign  Lord  and  estates  of  Parliament,  considering  Scotch  Act  of 
the  great  hurt  and  prejudice  sustained  by  sundry  his  Majesty's  MonoP°lies- 
lieges  by  the  monopolies  used  and  exacted  within  this  kingdom, 
and  which  have  been  conferred  to  the  use  of  any  particular  per- 
son or  persons,  to  the  great  hurt  and  prejudice  of  others  his 
Majesty's  lieges,  and  especially  the  gifts  for  selling  tobacco, 
granted  to  Sir  Samuel  Leslie  and  Thomas  Dalmahoy ;  the  pa- 
tent of  the  leather,  granted  to  the  Earl  of  Mar;  the  patent  of 

the  pearling,  granted  to Bannatyne ;  the  patent  of  pearl, 

granted  to  Robert  Buchan ;  the  patent  of  armoury,  granted  to 
Henry  Mauld;  therefore  our  said  sovereign  lord  and  estates  of 
parliament,  by  the  tenor  hereof,  annul,  rescind,  and  simply  dis- 
charge, the  gifts  aforesaid,  granted  to  the  persons  above  men- . 


(r)  These  letters  patent,  for  all  that  appears  on  though  partaking  in  some  measure  of  the  charac- 
the  lace  of  them,  are  within  the  fifth  section,  and  ter  of  monopolies,  were  not  really  grants  of  mo- 
would,  consequently,  have  been  preserved  to  the  nopolies  within  the  meaning  of  the  use  of  that  term 
fraatee  without  this  special  exception.     But,  in-  in  the  preamble ;  and,  secondly,  that  the  condi- 
aependeutly  of  the  importance  to  the  patentee  of  tions  of  validity  under  the  statute  and  at  common 
«aca  an  exception  as  a  sort  of  judgment  of  par-  law  are  different.    At  common  law  the  introducer 
Hf  cut  in  favour  of  a  grant,  at  a  time  when,  from  as  well  as  the  inventor  could  be  the  grantee,  and 
the  abate  of  the  royal  prerogative,  all  patents  the  term  was  frequently  more  than  fourteen  years ; 
vera  looked  upon  with  the  greatest  suspicion,  whereas,  by  the  statute,  the  true  and  first  mven- 
md  as  grievances,  it  is  very  doubtful  whether  this  tor  alone  can  be  the  grantee.     See  ante  8. 
patent  would  have  been  saved  under  that  section,  (f)  This  act,  commonly  called  Lord  Brougham's 
«a«e  it  appears  that  Dud  Dudley,  the  son  of  the  Act,  does  not  affect  the  subject-matter  of  letters 
frtntee,  was  the  true  and  first  inventor.     See  his  patent,  as  defined  by  the  statute  of  monopolies, 
MetaUum  Mortis,  or  iron  made  with  pit  coal,  sea  but  relates  to  matters  of  practice  of  the  greatest 
coal,  &c  Loud.  1065,  and  ante  16.  importance  to  inventors.    See  Law  6)  Practice,  tit. 
(f)  The  conclusion  of  this  and  the  preceding  Statutes. 

when  taken  in  connexion  with  the  pream-  (u)  This  act,  like  the  preceding,  relates  merely 


Ue  of  the  act,  suggests  the  two  following  consider-      to  matters  of  practice.     See  law  e)  Practice,  tit 
;  first,  thattkere  were  certain  grants  which,       Statutes. 
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tioned,  and  all  that  may  follow  or  has  followed  thereupon, 
and  ordains  the  same,  and  all  other  patents  of  that  nature,  pur- 
chased or  to  be  purchased  for  the  benefit  of  particular  persons, 
in  prejudice  of  the  public,  to  cease  and  be  ineffectual  in  all 
times  coming. 
% -———-■————————— 

The  preceding  act  is  merely  declaratory  of  the  and  as  declaratory  of  the  old  common  law  of  that 

law  in  respect  of  certain  grants  of  monopolies,  realm. 

which,  on  the  ground  of  public  policy,  were  Term  tf  Scotch  Patent*. — It  appears  from  the 
clearly  illegal.  The  granting  of  exclusive  privi-  register  of  the  great  seal,  the  record  of  such 
leges  to  the  authors  of  new  inventions,  derives  its  grants  for  Scotland,  that  the  term  of  the  grants 
origin  in  Scotland,  as  in  this  country,  from  the  varied  from  13  to  21  years.  A  patent  was 
old  common  law  of  the  realm,  the  crown  having  granted,  23d  April,  1614,  by  James  VI.  to  Sir 
exercised  its  prerogative  from  time  immemorial  George  Bruce,  for  a  new  invention  in  the  mann- 
as to  grants  of  this  nature,  in  the  same  manner  facture  of  iron,  for  thirteen  years,  and  one  in 
and  upon  the  same  conditions  and  same  authority  1616  to  James  Shevis,  for  a  machine  to  raise 
in  both  countries.  The  same  abuses  seem  also  water  from  coal  pits,  for  twenty -one  years ;  and 
to  have  prevailed,  and  the  similarity  between  the  one  22d  November,  1660,  to  John  Brown,  for  a 
above  enactment  and  the  statute  of  monopolies,  similar  term,  for  a  mode  not  before  practised  in 
ante  29,  is  very  striking.  The  above,  together  Scotland,  of  refining  sugar, 
with  all  other  acts  passed  by  the  Scotch  parlia-  Since  the  passing  of  the  English  Statute  of 
ment  daring  the  troubles  of  Charles  the  First,  Monopolies,  tne  term  of  fourteen  years  has  been 
was,  in  effect,  repealed  by  the  general  recissory  adopted  as  the  term  of  the  Scotch  patents,  and 
act,  1661,  c  15 ;  and,  in  Mc Andrews  v.  The  Soli-  they  now,  in  pursuance  of  the  24th  article  of  the 
eitort  of  Edinburgh  (11  S.  D.  and  B.  812).  Lord  treaty  of  Union,  pass  under  the  seal  appointed  to 
Glenlee  says,  M  the  act  of  1641  is  no  part  of  the  be  kept  and  used  in  Scotland,  in  all  things  relat- 
statute  law,  though  no  doubt,  in  common  sense.  ing  to  private  rights  or  grants  which  usually 
an  objection  exists  to  the  granting  of  monopo-  passed  under  the  great  seal  of  Scotland,  and 
lies."  The  above  act  is,  however,  frequently  re-  which  only  concerned  offices,  grants,  commis- 
ferred  to  as  exhibiting  the  Scotch  law  of  patents,  sions,  and  private  rights,  within  that  kingdom. 


EDISBURTTS  PATENT. 

3W.&M. 

William  and  Mary,  by,  &c. :  Whereas  Kendrick  Edisbury  hath 
by  his  humble  petition  represented  unto  us,  that  with  great 
charges  and  much  time  spent,  he  hath  invented  and  found  out 
a  new  art  or  invention  of  certain  rollers  to  be  used  under  the 
bodies  of  carriages,  carts  and  waggons,  instead  of  wheels,  which 
will  be  far  more  useful  than  wheels,  by  amending  and  preserv- 
ing as  well  the  highways  as  private  grounds,  which  said  inven- 
.ln^t?"J **"  tion  *-as  never  used  in  England  before,  and  prayed  us  to  grant 
him  our  letters  patent  for  the  sole  use  thereof,  for  the  term  of 
fourteen  years :  Know  ye,  therefore,  that  we,  being  willing  to 
cherish  and  encourage  all  laudable  endeavours  and  designs  of 
such  our  subjects  as  have  by  their  industry  found  out  useful 
and  profitable  arts,  mysteries,  and  inventions,  and  that  the  said 
Kendrick  Edisbury  may  accordingly  reap  some  fruit  and  bene- 
fit of  his  labour  and  charge,  in  and  concerning  the  premises, 
of  our  especial  grace,  certain  knowledge,  and  mere  motion,  have 
given  and  granted,  and  by  these  presents,  &c.  (a) 

(a)  These  letters  patent  being   prior  to  the       no  account  of  the  manner  in  which  the  invention 
clause  requiring  the  enrolment  of  a  specification,       was  to  be  carried  into  effect  exists;  so  that  they 
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EDGEBURY  (h)  v.  STEPHENS. 

A  pant  of  a  monopoly  may  be  to  the  first  inventor,  by  the  The  introducer 

21  Jac.  1,  and  if  the  invention  be  new  in  England,  a  patent  may  pf  an  invention 

be  granted  though  the  thing  was  practised  beyond  sea  before;  for  the  inventor 

the  statute  speaks  of  new  manufactures  within  this  realm ;  so  within  ^e  tta- 
al  *  -^  •-.  i_  1  ...,.,  -         ,  .       tute  of  James. 

that  if  it  be  new  here,  it  is  within  the  statute ;  for  the  act  in- 
tended to  encourage  new  devices  useful  to  the  kingdom,  and 
whether  learned  by  travel  or  by  study  it  is  the  same  thing. 
Agreed  by  Holt  and  Pollexfen,    in  the  case  of  Edgebury  v. 


Stephens  (i). 


PRIVATE  ACTS   FOR    PATENTS. 

BUCK'S  INVENTION  (a). 

a.d.  1651,  c.  2. 

Melting  down  Iron  and  other  Metals  with  Stone  Coal  and  other 
Coals  without  Charking  (A). 

Whereas  Jeremy  Buck,  of  Minchinhampton,  in  the  county  New  invention 
of  Gloucester,  Esq.*  by  a  new  invention,  doth  undertake  to  ^^"Tb111^^*00* 
melt  or  cause  to  be  melted  down  iron,  lead,  tin,  copper,  brass,  without  chark- 
and  other  metals,  with  stone  coal,  pit  coal,  or  sea  coal,  without lng  lt# 
charking  thereof:  Be  it  therefore  enacted  by  this  present  par- 
liament and  by  the  authority  thereof,  that  the  said  Jeremy  Buck, 
his  executors,  administrators  and  assigns,  and  such  as  he,  or  they, 
or  any  of  them,  by  writing  under  his,  their,  or  any  of  their  hands 
and  seals,  shall  from  time  to  time  appoint  (and  none  other), 
shall  and  may  use,  exercise  and  enjoy  the  art,  skill  and  mystery 
of  melting  down  iron  ore  and  cinders  into  raw  iron,  and  of  other 
ore  and  metal,  with  stone  coal,  pit  coal,  or  sea  coal,  without  To  use  the  said 
charking  thereof,  and  the  sole  and  only  benefit  of  his  new  inven-  »nventl0n  for 

#.  .  »    i.  i*.         1  r  r  r  *      fourteen  yeara. 

turn  aforesaid,  for  and  dunng  the  term  of  fourteen  years  from  the 


confer  on  the  grantee  the  exclusive  use  of  rollers  is  in  accordance  with  the  old  common  law ;  and 

ttder  carriages,  instead  of  wheels,  in  whatever  it  has  been  the  uniform  practice  to  the  present 

owner  the  rollers  are  applied.  time  to  grant  letters  patent  for  such  inventions, 

The  substitution  of  rollers  for  wheels  might  and  the  legislature  have  repeatedly  recognised 

save  been  a  useful  invention  at  the  time,  regard  the  principle  by  granting  rewards  and  exclusive 

being  bad  to  the  greater  difficulty  of  making  privileges  to  such  authors  or  introducers.     See 

wheels,  and  to  the  state  of  the  roads  at  that  pe-  pott  37,  n.  and  Lombe's  Patent,  and  the  recitals 

nod.     The  patent,  as  it  would  appear  from  the  in  various  acts,  pott  38-40,  and  notes, 
following  case,  was  supported.  (a)  This  invention,  as  the  act  shows,  related  to 

(a)  There  is  no  patent  on  the  rolls  about  this  the  manufacture  of  iron,  which  had  been  the  sub- 
line of  this  name,  bat  the  it  as  written  is  ex-  ject  of  so  many  early  patents,  ante  16.  The  act 
treaelyHkeg,  and  I  have  no  doubt  that  the  follow-  contains  no  account  of  the  manner  in  which  the 
isg  ease  relates  to  the  preceding  grant.  invention  was  to  be  performed,  but  the  proposed 

(0  The  decision  in  this  case  that  the  importer  plan  is  said  to  have  failed  entirely. 
*r  introducer  of  an  invention,  not  used  beforo  (b)  See  Scobell's  collections  of  Acts  and  Or- 


tne  realm*  is  the  true  and  first  inventor      dinances,  daring  the  Commonwealth, 
within  the  miraniTig  of  the  Statute  of  Monopolies, 
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ACT    OP  THE    COMMONWEALTH. 


Methods  now  in 
i  not  prohi- 


Offenders  to  for- 
feit 10/.  as  a  pe- 
nalty. 


The  inventor  to 
take  apprentices 
during  the  last 
•even  years  of 
the  term. 


first  day  of  March,  in  the  year  of  our  Lord  God,  1650 ;  anc 
no  person  or  persons,  bodies  politic  or  corporate,  whatsc 
shall  make  use  of  the  said  new  invention  within  the  com 
wealth  of  England,  or  any  the  dominions  thereof,  during  th< 
time  of  fourteen  years  (c). 

Provided  always,  and  it  is  hereby  declared  and  enacted, 
all  and  every  person  and  persons  may  use  such  ways  and  i 
for  melting  down  any  iron  ore,  cinder,  or  other  metals,  as 
now  use  or  have  heretofore  lawfully  used  to  do,  or  any 
way  or  works  hereafter  by  them  newly  to  be  invented, 
they  make  not  use  of  the  said  new  invention  of  him  the 
Jeremy  Buck  (rf). 

And  it  is  further  enacted,  by  the  authority  aforesaid, 
every  person  offending  against  this  act  for  every  day  wl 
such  offence  shall  be  committed,  shall  forfeit  and  lose  t 
said  Jeremy  Buck,  his  executors,  administrators  and  as 
respectively,  the  sum  of  10/.  in  the  name  of  a  pain  or  pi 
to  be  recovered  by  the  said  Jeremy  Buck,  his  executors,  adi 
trators  and  assigns,  by  action  of  debt  to  be  grounded  upoi 
act,  in  any  court  of  record  within  this  commonwealth, ' 
any  action  of  debt  now  doth  or  shall  hereafter  be  tryable, 
ther  with  damages  for  non-payment  thereof*  and  costs  of 
in  which  action  of  debt,  or  for  the  staying  whereof,  no  es 
wager  of  law,  protection  or  injunction,  or  any  other  mea 
delay,  shall  or  may  be  granted,  admitted,  or  allowed. 

Provided  also,  that  the  said  Jeremy  Buck,  and  his  as 
after  seven  years  of  the  term  hereby  granted,  do  and  shal 
apprentices,  and  teach  them  the  knowledge  and  mystery  < 
said  new  invention (e). 


(c)  It  may  be  observed,  that  this  act  contains  a 
distinct  announcement  of  the  use  of  raw  coal  and 
cinders  in  the  manufacture  of  iron.  The  plan 
failed  entirely  ;  but  the  application  of  these  sub- 
stances to  that  purpose,  has  been  the  subject  of 
many  subsequent  patents,  and  is  now  in  successful 
and  constant  operation. 

These  facts  are  important,  in  connexion  with 
the  question  of  how  far  the  publication  of  an  in- 
vention is  a  user  in  law,  so  as  to  destroy  the  pa- 
tent of  a  subsequent  independent  inventor,  who 
introduces  what  is  apparently  the  same  invention 
into  general  and  successful  operation. 

(H)  A  proviso  to  the  same  or  very  similar 
effect,  is  inserted  in  many  acts  for  extending  the 
terms  granted  by  letters  patent.  Post  38-40.  Before 
a  specification  was  required  to  be  enrolled,  and 
subsequently  to  the  introduction  of  the  clause  into 
the  letters  patent  requiring  that  instrument,  unless 
the  act  of  extension  saved  all  objections  in  law, 
competent  against  such  letters  patent,  the  protec- 
tion of  the  public  required  some  such  declaration 
and  express  reservation. 

(«)  This  proviso  is  a  distinct  recognition  of  the 
principle,  that  the  instruction  of  the  public  in  the 
invention,  is  part  of  the  motive  or  policy  of  the 


grant.  It  is  said  (ante  6),  that  a  patent 
granted  for  some  reasonable  time,  until  t 
jects  may  learn  the  invention ;  and  Sir  I 
seems  to  have  thought  (ante  31,  n.  p.)  tb 
teen  years  is  too  long  a  period,  since  tb< 
had  served  the  ordinary  term,  namely,  seve 
of  apprenticehood,  must  continue  servant 
prentices  to  the  end  of  the  term  of  the 
It  is  obvious,  that  unless  a  party  be  compi 
teach  others,  by  taking  apprentices,  or  to 
the  invention  in  some  manner,  he  might  k 
secret  of  his  invention  to  himself,  and  th< 
would  be  in  no  respect  benefitted.  A 
inconveniences  are  entirely  obviated  by  j 
in  the  letters  patent,  as  granted  since  V 
requiring  the  enrolment  of  a  specificatk 
fundamental  principle  of  which  is,  that 
shall  describe  his  invention  in  the  fullest  a 
distinct  manner  which  the  subject  admit) 
that  other  persons  may  be  enabled  to  pn 
in  as  full  and  beneficial  a  manner  as  the  i 
himself.  The  earliest  patent  I  have  met 
which  the  clause  requiring  the  specificat 
pears,  is  that  granted  1st  April,  1712, 
Nasmyth.  See  Law  6)  Practice,  Ikd.  tit, 
cation. 
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9  &  10  W.  3,  c.  43. 

An  act  for  the  better  encouragement  of  the  Royal  Lustring  Act,  1698. 
Company,  $c.  (f) 

After  reciting  that  the  manufacture  of  black  lustrings  and 
alamonds  set  up  by  the  said  Company,  had  been  very  advanta- 
geous and  beneficial  to  the  kingdom  by  employing  great  num- 
bers of  the  poor(^),  &c.  prohibits  the  importation  of  foreign 
alamonds,  except  under  certain  conditions;  and  gives  exclusive 
privileges  for  fourteen  years,  with  various  other  enactments  as 
to  the  trade. 


(/)  Letters  patent  had  been  granted,  4  Jac.  2, 
far  a  new  mention  of  making,  dressing,  and  lus- 
tratmg,  silks,  Ace  ;  and  a  company  bad  been  in- 
corporated bj  letters  patent,  4  W.  fie  M.,  for 
working  the  said  invention,  which  was  further 
incorporated  by  this  act. 


(g)  These  recitals  are  of  great  importance,  as 
showing  the  consequences  of  the  importation  and 
introduction  of  new  inventions,  and  the  principles 
by  which  the  crown  and  legislature  were  influ- 
enced in  granting  the  privileges  in  question. 


Other  Acts. — A  variety  of  patents  were  granted, 
and  acts  passed,  conferring  exclusive  privileges  du- 
ring the  time  of  Charles  I.,  IT.,  and  the  Common- 
wealth. Many  of  these  were  monopolies,  in  the 
most  obnoxious  sense  of  the  term,  but  the  follow- 
ing appear  deserving  of  notice ;  they  are  also  im- 
portant, as  showing  the  progress  of  invention. 

Letters  patent  were  granted,  6  C.  1  (a.o. 
1630 J,  for  the  realm  of  England  and  Ireland, 
to  David  Ramsaye,  and  three  others,  "  for 
an  engine,  instrument,  or  device,  not  hereto- 
fore in  use,  or  put  in  practice  by  any,  within  our 
realms  or  dominions,  by  way  of  a  barrel  engine, 
and  otherwise,  most  fit  and  necessary  for  the 
raising  of  water  out  of  mines,  coal  pits,  or  any 
other  place,  how  deep  soever,  to  any  high  place, 
and  other  uses  tending  to  the  public  good,  ease, 
and  benefit,  of  our  kingdoms,  and  subjects  thereof." 

Various  other  patents,  one  including  nine  dif- 
ferent projects,  and  some  with  extraordinary  and 
illegal  powers,  were  granted  by  Charles,  sec.  19. 
Rymtr',  Fadtra,  239. 

The  following  acts  should  be  noticed  :— 

15  C.  XU  c  12  (Private  Acts),  a.d.  1663— 
M  An  act  to  enable  the  Marquis  of  Worcester  to 
receive  the  benefit  and  profit  of  a  water-command- 
ing engine,  by  him  invented."  This  engine  has 
been  supposed  to  be  the  steam  engine ;  but  it  was 
probably  a  different  engine  from  that  described  as 
°  a  fire  water  work,"  at  No.  68  of  his  Century  of 
Inventions,  Per  Mr.  Farey,  Pari.  Rep.  on  Pa- 
tents, p.  169. 

22  Ac  23  C.  11.  (Private  Acts),  a.d.  1670.— 
An  act  for  granting  to  Sir  Philip  Howard  and 
Francis  Watson  the  sole  use  of  a  manufacture, 
art,  or  invention,  for  the  benefit  of  the  shipping. 
The  subject-matter  of  the  preceding  was  the 
sheathing  or  covering  vessels  with  thin  sheets  of 
lead  instead  of  copper.  See  8  Phil.  Trans.,  No. 
100,  p.  61,  92. 

10*  11.  W.  3,  c  31  (Private  Acts),  a.n.  1699. 
— "  Aa  act  for  the  encouragement  of  a  new  in- 


vention by  Thomas  Savery,  for  raising  water  and 
occasioning  motion  to  all  sorts  of  mill-work,  by 
the  impellent  force  of  fire."  Letters  patent  were 
granted  25th  July,  1698,  to  Thomas  Savery,  for 
his  invention,  "  which  will  be  of  great  use  and 
advantage  for  draining  mines,  serving  towns  with 
water,  and  for  the  working  of  all  sorts  of  mills 
where  they  have  not  the  benefit  of  water,  nor  con- 
stant winds." 

This  was  an  important  invention  in  its  time, 
being  the  first  steam  engine  which  was  actually 
applied  to  do  work ;  it  was  soon  superseded  by 
Mr.  Newcomen's  fire  engine,  invented  in  1710. 
It  docs  not  appear  that  Newcomen  obtained  any 
such  act,  but  it  has  been  said  that  he  was  obliged 
to  come  to  an  agreement  with  Savery,  and  work 
under  his  patent  and  this  act. 

Newcomen's  engine  was  found  of  great  use, 
being  that  commonly  known  by  the  term  atmo- 
spheric engine,  and  the  type  of  the  engine  so 
much  improved  by  Watt. 

11  &  12  Anne,  s.  2,  c.  15. — "  An  act  for  pro- 
viding a  public  reward  for  such  person  or  persons 
as  shall  discover  the  longitude  at  sea.*  Various 
large  sums  of  money  were  paid  to  inventors  under 
this  act. 

12  G.  2,  c.  23. — An  act  for  providing  a  reward 
to  Joanna  Stephens,  for  the  discovery  of  a  medi- 
cine. 

16  G.  2,  c.  25  (Private),  A.n.  1743.— An  act 
vesting  in  Elwick  the  sole  property  of  an  engine, 
for  an  additional  term  of  a  patent. 

23  G.  2,  c.  63  (Private). — An  act  for  vesting 
in  Pownoll's  children  an  invention  which  their 
father  did  not  live  to  complete,  and  by  which  he 
had  impaired  their  fortunes ;  and  granting  addi- 
tional term. 

24  G.  2,  c.  28  (Private).— An  act  Testing  in 
Michael  Menzies  the  sole  property  in  a  certain 
machine  for  conveying  coals,  otc  ;  and  granting 
additional  1 
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5  G.  2,  c.  8. 

LOMBE'S  PATENT,  9  Sept.  5Q.1.  a.d.  1719. 

A.D.  1732.  ^n  act  for  providing  a  recompense  to  Sir  Thomas  Lombe,  for 

discovering  and  introducing  the  arts  of  making  and  working  the 
three  capital  Italian  engines  /Or  making  Organzine  silky  and  for 
preserving  the  invention  for  the  benefit  of  this  kingdom. 

The  increase  of  After  reciting  as  follows,  "  Whereas  the  riches,  strength, 
payment  of™"  anc*  prosperity,  of  this  kingdom  depend  on  the  trade  thereof: 
p°of«  And  whereas   the  introducing  and  improving  such   new  arts 

and  inventions,  as  will  employ  great  numbers  of  our  poor, 
keep  our  money  at  home,  and  increase  the  profitable  trade  car- 
ried on  by  the  exportation  of  our  own  manufactures,  tend  greatly 
to  the  securing  and  enlarging  the  general  trade  and  commerce 
of  Great  Britain,  and  ought,  by  all  proper  ways  and  means,  to  be 
encouraged:  And  whereas  Thomas  Lombe,  of,  &c.  did  with  the 
The  iotroduc-  utmost  difficulty  and  hazard,  and  at  a  very  great  expense,  dis- 
tjon  of  engines  coyer  the  arts  of  making  and  working  the  three  capital  engines 

for  silk  manu-  °       ^  1 °  .  .  .,,  ,  ,.  , 

factur©  from  made  use  of  by  the  Italians  to  make  their  organzine  silk,  and  did 
abroad.  introduce  those  arts  and  inventions  into  this  kingdom:  And 

whereas  his  late  Majesty  king  George  was  graciously  pleased, 
by  his  letters  patent,  bearing  date  the  ninth  day  of  September, 
in  the  fifth  year  of  his  reign,  under  the  great  seal  of  Great  Bri- 
tain, to  give  and  grant  unto  the  said  Thomas  Lombe,  now  Sir 
Thomas  Lombe,  his  especial  license,  full  power,  sole  privilege 
and  authority,  to  exercise,  work,  use,  and  enjoy  his  new  inven- 
tion of  three  sorts  of  engines  by  him  the  said  Thomas  Lombe 
found  out,  never  before  made  or  used  in  Great  Britain,  one  to 
wind  the  finest  raw  silk,  another  to  spin,  and  the  other  to  twist 
the  finest  Italian  raw  silk  into  organzine,  within,  &c.  &c.  the 
whole  profit,  &c.    And  whereas  the  said  Sir  Thomas  Lombe, 
Great  expense   since  the  granting  the  said  letters  patent,  hath  at  a  further  great 
builaTn^and     expense  erected  large  buildings,  and  therein   set  up  the  said 
difficulties      *  engines  or  machines,  and  put  the  said  invention  in  use  and  prac- 
encountered.     ^  Qn  the  rivef  Derwent,  at  the  town  of  Derby,  for  making 

organzine  silk,  and  applied  himself  with  the  utmost  care  and 
diligence  to  improve  the  same,  in  order  to  render  it  of  greater 
use  and  benefit  to  this  kingdom:  but  by  reason  of  the  long  time 
required  to  finish  and  complete  the  said  buildings  and  engines, 
and  the  great  obstruction  this  undertaking  received  by  the  king 
of  Sardinia's  prohibiting  the  exportation  of  raw  silk,  which  the 
said  engines  were  made  to  work ;  and  afterwards  by  reason  of  the 
great  difficulty  of  bringing  the  manufacture  to  full  perfection, 
which  could  not  be  effected  by  the  most  diligent  application 
until  about  a  year  ago,  the  said  Sir  Thomas  Lombe  has  been  de- 
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prived  of  the  benefit  intended  by  the  said  letters  patent;  there- 
fore for  providing  a  proper  recompense  to  the  said  Sir  Thomas 
Lombe,  and  preserving  the  said  invention  for  the  benefit  of 
the  trade  of  this  nation,"  it  is  enacted,  that  there  should  be 
applied  and  paid  to  the  said  Sir  Thomas  Lombe,  his,  &c.  the 
sum  of  14,000/.  as  a  reward  and  recompense  to  him  for  the 
eminent  service  he  has  done  this  nation,  in  discovering,  intro- 
ducing, and  bringing  to  full  perfection,  at  his  own  great  expense 
as  aforesaid,  a  work  so  useful  and  beneficial  to  this  kingdom. 

Proviso,  that  his  Majesty,  under  sign  manual,  may  appoint  two  Model  to  be 
persons  to  inspect  said  three  engines,  and  to  take  a  perfect  and  Pre9erYed' 
exact  model  thereof,  and  to  deposit  the  same  in  such  place  as 
shall  be  appointed,  to  secure  and  perpetuate  the  art  of  making 
the  like  engines  for  the  advantage  of  the  kingdom.  Sir  Thomas 
Lombe  on  refusal  to  permit  such  model  to  be  taken  to  refund 
the  reward  (rf). 


15  G.  3,  c.  52. 

An  act  for  enlarging  the  term  of  Letters  Patent  (17  March,  Act  A.  D.  1775. 
8  G.  3)  to  William  Cookworthy,  of  Plymouth,  chymist,  for  the 
sole  use  and  exercise  of  a  discovery  of  certain  materials  for 
making  Porcelain,  in  order  to  enable  Richard  Champion,  of 
Bristol,  merchant  (to  whom  the  said  Letters  Patent  have  been 
assigned),  to  carry  the  said  discovery  into  effectual  execution  for 
the  benefit  of  the  public. 

After  reciting  the  grant  of  the  letters  patent  (a),  and  further  Recitals,  &c. 
reciting,  "  whereas  the  said  Richard  Champion  hath  been  at  a 
Yery  considerable  expense,  and  at  great  pains  and  labour,  in  pro- 
secuting the  said  invention,  and  by  reason  of  the  great  difficulty  The  great 
attending:  a  manufacture  upon  a  new  principle,  hath  not  beendifficultJof 

, ,  ,    .         .  .i-*.-  .•!      -^  •     ,i  •    i     ,  *  manufacture 

able  to  bring  the  same  to  perfection  until  within  this  last  year;  0n  a  new 
and  it  will  require  further  pains,  labour,  and  expense,  to  render  PrinciP1*' 
the  said  invention  of  public  utility;  for  all  which  trouble  and 
expense  the  said  Richard  Champion  will  not  be  able  to  receive 
an  adequate  compensation,  unless  the  term  granted  by  the  said 
letters  patent  be  prolonged;"  enacts,  that  all  and  every  the 
powers,  &c.  which  in  and  by  the  said  letters  patent  were  originally 
given  and  granted  to  him,  the  said  William  Cookworthy,  his,  &c. 
and  no  further  or  greater  than  he  or  the  said  Richard  Champion 
would  have  been  entitled  to  if  this  act  had  not  been  made, 


(d)  The  model  so  taken  was  deposited  in  the  that  the  invention  might  be  preserved  to  the 

Tower  of  London.     The  same  principle  which  realm, 
led  to  tb«  introduction  of  the  clause  respecting  (a)  See  note  6,  post. 

the  enrolment  of  the  specification,  led  to  this,  vis. 
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should  be  and  the  same  were  thereby  given  and  granted  to  the 
said  Richard  Champion,  his,  &c.  and  should  be  held,  exercised, 
and  enjoyed  by  him,  &c.  for  the  remainder  of  the  original  term, 
and  for  fourteen  years  more,  in  as  ample  a  manner  as  if  the  said 
letters  patent  had  been  granted  to  the  said  Richard  Champion. 

Proviso,  That  the  said  Richard  Champion  should  enrol  a  spe- 
cification of  the  mixture  and  proportions  of  the  raw  materials 
composing  the  porcelain  and  the  glaze  of  the  same. 

Proviso,  That  nothing  in  this  act  should  hinder  any  person 
from  using  the  raw  materials  in  different  proportions  (fi). 


(6)  The  effect  of  this  proviso  is  to  confine  the 
exclusive  privilege  to  the  particular  proportions 
of  the  materials  stated  in  the  specification.  The 
recital  in  the  letters  patent  would  embrace  the 
general  application  of  the  materials  therein  spe- 
cified to  the  purposes  of  pottery.  The  sugges- 
tions in  the  petition  are  as  follow  •.  "  That  the 
said  Cookworthy  had,  by  a  series  of  experiments, 
discovered  that  materials  of  the  same  nature  with 
those  of  which  the  Asiatic  porcelain  is  made,  are 
to  be  found  in  immense  quantities  in  our  island 
of  Great  Britain,  which  ingredients  are  distin- 
guished in  our  two  counties  of  Devon  and  Corn- 
wall by  the  name  of  moorstone  and  growan  and 
growan  clay :  that  the  ware  which  he  hath  pre- 
pared from  these  materials  hath  all  the  characters 


of  the  true  porcelain,  in  regard  to  grain,  trans- 
parency, colour,  and  infusibility,  in  a  degree  equal 
to  the  best  Chinese  or  Dresden  ware,  whereas  all 
the  manufactures  of  porcelain  hitherto  carried  on 
in  Great  Britain  have  been  only  imitations  of  the 
genuine  kind,  wanting  the  beauty  of  colour,  the 
smoothness  and  lustre  of  grain,  and  the  great 
characteristic  of  genuine  porcelain,  sustaining  the 
most  extreme  degree  of  fire  without  melting: 
That  this  discovery  had  been  attended  with  great 
labour  and  expense,  and,  to  the  best  of  his  know- 
ledge and  belief,  in  regard  to  this  kingdom,  is 
new,  and  his  own,  the  materials  being,  even  at 
this  time,  applied  to  none  of  the  uses  of  pottery 
but  by  him,  and  those  under  his  direction." 


Other  Acts. — Many  acts  subsequent  to  the  pre- 
ceding have  been  passed,  conferring  similar  pri- 
vileges, the  more  important  of  which  will  be  no- 
ticed hereafter.  The  following  are  some  of  the 
acts  alluded  to. 

Watt's  act,  15  G.  3,  c  61,  a.d.  1775,  whereby 
Watt's  patent,  5th  January,  1769,  for  England 
and  the  Colonies,  was  extended  to  Scotland,  with 
a  term  of  twenty-five  years  from  the  passing  of 
the  act.     See  Boulton  and  Watt  v.  Bull. 

Taylor's  act,  16  G.  3,  c.18,  a.d.  1776.— Ex- 
tension of  term  and  clause  for  granting  licenses 
at  certain  rates. 

Liardet's  act,  16  G.  3,  c.  29,  a.d.  1776,  ex- 
tending the  patent  to  Scotland,  and  prolonging 
the  term  seven  years.     See  Liardet  v.  Johnum. 

Hartley's  act,  17  G.  3,  c.  6,  a.d.  1777,  ex- 
tending the  patent  to  Scotland,  and  prolonging 
the  term  for  twenty-eight  years. 

Bancroft's  act,  25  G.  3,  c.  38,  a.d.  1785. 

Turner's  act,  32  G.  3,  c  72,  a.d.  1792.  See 
Turner  v.  Winter. 

Booth's  act,  32  G.  3,  c.  73.  a.d.  1792,  dispens- 
ing with  the  enrolment  of  the  specification. 

Ashton's  acts,  34  G.  3,  c.  63,  a.d.  1794,  and 
35  G.  3,  c.  97,  removing  doubts  as  to  legality  of 
certain  processes  in  tanning  hides,  and  prolong- 
ing term. 

Conway's  act,  35  G.  3,  c.  68,  a.d.  1795. 

Hoop's  act,  41  G.  3,  c.  125  (L.  &  P.)  a.d. 


1801,  enabling  transfer  of  patent  right  to  sixty 
persons. 

Cartwright's  act,  41  G.  3,  c.133  (L.&P.), 
a.d.  1801,  vesting  certain  patent  rights,  and  ex- 
tending term. 

Fourdrinier's  act,  47  G.  3,  s.  2,  c.  131  (L.  & 
P.),  a.d.  1807,  vesting  certain  patents. 

Lee's  act,  53  G.  3,  c.  179  (L.  6c  P.)  a.d. 
1813,  dispensing  with  the  enrolment  of  the  spe- 
cification. 

Langton's  act,  10  G.  4,  c.  135,  and  1  &  2  W. 
4,  c.  6  (L.  &  P.),  extending  term,  and  con- 
firming privileges  throughout  His  Majesty's  domi- 
nions, except  Ireland,  and  giving  many  unusual 
powers. 

Hollingrake's  act,  10  G.  4,  &  1  W.  4,  c.  80 
(L.&  P),  a.d.  1830,  extending  terms  of  patents 
of  1818  and  1819,  for  nine  years  from  the  passing 
of  the  act. 

The  above  acts  show  the  principles  which  the 
legislature  have  adopted,  in  confirming  and  ex- 
tending the  privileges  granted  by  letters  patent. 
The  same  principles  have  been  pursued  by  the 
Judicial  Committee  of  the  Privy  Council,  in  con- 
firming and  granting  letters  patent  under  Lord 
Brougham's  act. 

Many  other  acts  have  been  recently  passed,  but 
they  relate  principally  to  the  formation  of  compa- 
nies for  working  letters  patent  under  special  cir- 
cumstances. 


mussary's  PATENT.  4| 


R.  v.  MUSSARY. 

[Bull,  N.  P.  76  a.] 

Respecting  patents,  the  following  general  rules  were  laid 
down  by  Lee,  C.  J.  (M.  T.  12  G.  2,  a.d.  1738): 

1st.  Every  false  recital  in  a  thing  not  material  will  not  vitiate  False  recitals  or 
the  grant  if  the  king's  intention  is  manifest  and  apparent.  suggestions  will 

2d.  If  the  king  is  not  deceived  in  his  grant  by  the  false  sug-  Vl "  e  a  gran  * 
gestion  of  the  party,  but  from  his  own  mistake  upon  the  surmise 
and  information  of  the  party,  it  shall  not  vitiate  or  avoid  the 
grant. 

3d.  Although  the  king  is  mistaken  in  point  of  law  or  matter 
of  fact,  if  that  is  not  part  of  the  consideration  of  the  grant  it 
will  not  avoid  it. 

4th.  Where  the  king  grants  ex  certd  scieniid  ei  mero  motu, 
those  words  occasion  the  grant  to  be  taken  in  the  most  liberal 
and  beneficial  sense,  according  to  the  king's  intent  and  meaning 
expressed  in  his  grant. 

5th.  Although  in  some  cases  the  general  words  of  a  grant 
may  be  qualified  by  the  recital,  yet  if  the  king's  intent  is 
plainly  expressed  in  the  body  of  the  grant  the  intent  shall 
prevail  and  take  place. 

A  writ  of  scire  facias  to  repeal  letters  patent  lies  in  three  Cases  in  which 
cases:  1st  When  the  king  doth  grant  by  several  letters  patent  1^'^"' 
one  and  the  self-same  thing  to  several  persons,  the  first  patentee 
shall  have  a  set.  fa.  to  repeal  the  second:  2d.  When  the  king 
doth  grant  a  tiling  upon  a  false  suggestion,  he  prarogativd  regis 
may  by  sci .  fa.  repeal  his  own  grant :  3d.  When  the  king  doth 
grant  any  thing  which  by  law  he  cannot  grant.     4  Inst.  88. 

Where  a  patent  is  granted  to  the  prejudice  of  a  subject,  the 
king  of  right  is  to  permit  him  upon  his  petition  to  use  his 
name  for  the  repeal  of  it.  Butler's  case,  H.  31  &  32  Car.  2, 
2  Vent.  344. 


The  preceding  most  probably  did  not  relate  to  for  propelling  vessels,"  and  one  of  the  inventions 

fetters  patent  for  an  invention ;  but  I  have  not  as  described  in  the  specification  hot  being  an  im- 

found  any  record  in  the  name  of  the  defendant  provement,  the  grant  was  held  bad  for  falsity  of 

on  the  patent  rolls  of  this  period.  suggestion. 

The  rales  here  laid  down  apply  generally  to  Parke,  B.,  in  delivering  the  judgment  of  the 

royal  grants,  and  have  been  recognised  in  many  Court  of  Exchequer,  said,  "  The  question  is  whe- 

cases  of  letters  patent  for  inventions.  "  ther  this  patent,  which  suggests  that  certain  in- 

Tbe  authorities  upon  which  the  above  rules  ventions  arc  improvements,  is  avoided,  if  there  be 

rest  are  numerous,  as  the  case  of  the  Alton  Woods,  one  which  is  not  so.     And  upon  the  authorities 

I  Co.    Rep.  27 ;  Arthur   Legato  case,  10  Co.  we  feel  obliged  to  hold  that  ttfe  patent  is  void. 

Rep.  109 ;  and  Earl  of  Devonshire* t  case,  11  Co.  upon  the  ground  of  fraud  on  the  crown,  without 

Rep.  894.      See   Law  and   Practice,  Ind.   Tit.  entering  into  the  question  whether  the  utility  of 

Saggestton,  the  iron  patents,  ante  16,  n.  and  the  each  and  every  part  of  the  invention  is  essential 

following.  to  a  patent,  where  such  utility  is  not  suggested  in 

Letters  patent  were  granted  for  "  certain  im-  the  patent  itself,   as  jthe  ground  of  the  grant. 

proveaeuts  in  steam  engines,  and  in  machinery  That  a  false  suggestion  of  the  grantee  avoids  an 
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ordinary  grant  of  lands  or  tenements  from  the 
crown,  is  a  maxim  of  the  common  law,  and  such 
a  grant  is  void,  not  against  the  crown  merely,  but 
in  a  suit  against  a  third  person.  (  Travell  v.  Car- 
teret,  3  Lev.  135.  Aicock  v.  Cooke,  5  Bing.  340.) 
It  is  on  the  same  principle  that  a  patent  for  two 
or  more  inventions,  when  one  is  not  new,  is  void 
altogether,  as  was  held  in  Hill  v.  Thompson,  and 
Brunton  v.  Hawkes ;  for  although  the  statute  in- 
validates a  patent  for  want  of  novelty,  and  con- 
sequently by  force  of  the  statute  the  patent  would 
be  void,  so  far  as  related  to  that  which  was  old, 
vet  the  principle  on  which  the  patent  has  been 
held  to  be  void  altogether  is,  that  the  considera- 
tion for  the  grant  is  the  novelty  of  all,  and  the 
consideration  Tailing,  or  in  other  words,  the  crown 
being  deceived  in  its  grant,  the  patent  is  void, 
and  no  action  maintainable  upon  it.  We  cannot 
help  seeing,  on  the  face  of  this  patent,  as  set  out 
in  the  record,  that  an  improvement  in  steam 
engines  is  suggested  by  the  patentee,  and  is  part 
of  the  consideration  for  the  grant,  and  we  must 
reluctantly  hold,  that  it  is  void  for  the  falsity  of 
that  suggestion.  In  the  case  of  Lewis  v.  Marling, 
this  view  of  the  case,  that  the  patent  was  void  for 
a  false  suggestion,  does  not  appear  by  the  report 
to  have  been  pressed  on  the  attention  of  the  court, 
or  been  considered  by  it.  The  decision  went 
upon  the  ground  that  the  brush  was  not  an  essen- 
tial part  of  the  machine,  and  that  want  of  utility 
.  did  not  vitiate  the  patent,  and  besides,  the  im- 
provement by  the  introduction  of  the  brush  is  not 
recited  in  the  patent  itself  as  one  of  the  subjects 
of  it,  which  may  make  a  difference."  Morgan  v. 
Seaward,  2  M.  6c  W.  544,  and  post. 

The  distinction  pointed  out  by  the  learned 
judge  between  the  case  of  a  false  recital  in  the 
letters  patent,  and  a  false  statement  not  recited 
in  the  patent  by  way  of  suggestion,  as  an  error  in 
the  specification,  is  of  the  greatest  importance. 
It  would  appear  that  a  distinction  is  to  be  drawn 
between  such  an  error  in  the  specification  as  will 
render  a  suggestion  in  the  letters  patent  false, 


and  such  an  error,  in  a  matter  of  direction  or 
otherwise,  as  affects  the  suggestion  in  some  degree 
short  of  the  preceding,  as,  for  instance,  to  dimi- 
nish the  extent  of  utility.  Other  defects  in  a 
specification,  as  insufficiency  of  description,  vitiate 
by  reason  of  non-compliance  with  the  proviso  in 
the  letters  patent. 

The  two  classes  of  defects  above  specified  may 
be  distinguished,  1st.  as  false  suggestion :  2d.  as 
insufficient  description ;  the  former  may  be 
considered  as  on  the  record  and  for  the  .court, 
the  latter  for  the  jury. 

Of  the  former  class  are  those  of  Hill  v.  Thompson, 
8  Taun.  375,  and  Brunton  v.  Hawkes,  4  B.  and 
Aid.  541,  already  mentioned,  and  the  following: 

Letters  patent  for  a  watch,  the  invention,  as 
disclosed  by  the  specification,  being  of  a  particular 
movement.    Jestop's  case,  2  H.  Bl.  489. 

Letters  patent  for  "  a  new  and  improved  me- 
thod of  drying  and  preparing  malt,"  the  specifi- 
cation describing  an  invention  which  consisted  in 
submitting  malt,  prepared  by  the  ordinary  pro- 
cess, to  a  high  degree  of  temperature,  and  thus 
producing  a  colouring  material  for  beer,  and  not 
the  known  substance  from  which  beer  was  to  be 
made,  were  repealed  by  scire  facias.  R.  v.  Wheeler, 

2  B.  &  Aid.  349. 

Letters  patent  being  for  "  a  machine  for  sharp- 
ening knives,  scissors,  and  razors/'  and  the  spe- 
cification disclosing  a  method  applicable  to  knives 
only,  the  plaintiff  was  nonsuited.  Felton  v.  Greaves, 

3  C.  &P.61. 

Of  the  second  class  are  that  of  Lewis  v.  Marling, 
10  B.  &  C.  22,  mentioned  above,  and  the  following : 

The  jury  found  that  the  invention  was  new  and 
useful  on  the  whole,  but  that  the  machine  was 
not  useful  in  some  cases.  Held  sufficient,  Ha- 
uoiih  v.  Hardcastle,  I  Bing.  N.  C.  189. 

The  court  does  not  mean  to  intimate  any  doubt 
as  to  the  validity  of  a  patent  for  an  entire  machine 
or  subject  which  is,  taken  altogether,  useful, 
though  a  part  or  parts  may  be  useless.  Morgan 
v.  Seaward,  2  M.  &  W.  544,  and  post. 


Dollond's  Case. 

Tab.  Letters  patent  to  John  Dollond,  19  April,  31  G.  2  (a.  d.  1758) 

for  "  a  new  method  of  making  the  object  glasses  of  refracting 
telescopes  by  compounding  mediums  of  different  refractive 
qualities,  whereby  the  errors  arising  from  the  different  refran- 
gibility  of  light,  as  well  as  those  which  are  produced  by  the 
spherical  surfaces  of  the  glasses,  are  perfectly  corrected." 

Specification.  '*  ^e  sa*d  John  Dollond,  do  hereby  declare,  that  my  said  new 
method  of  making  the  object  glasses  of  refracting  telescopes  is 
to  be  performed  in  the  manner  following  (that  is  to  say),  the 
principal  glass  of  a  refracting  telescope  is  that  which  is  farthest 
from  the  eye,  and  is  commonly  called  the  object  glass,  because 
it  is  at  that  end  of  the  telescope  which  is  directed  towards  the 
object.  This  glass  refracts  the  rays  which  proceed  from  the 
object  in  such  a  manner  as  to  form  an  image  of  the  aforesaid 
object  in  the  focus,  which  image  is  magnified  by  the  eye  glasses ; 
but  as"  every  ray  of  light  consists  of  parts  that  differ  in  their 
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degrees  of  refrangibility,  an  image  formed  by  refraction  is  there- 
by rendered  very  defective,  as  all  opticians  very  well  know.  Now 
in  these  new  telescopes  the  images  of  objects  are  formed  by  the 
difference  between  two  contrary  refractions,  the  object  glass 
being  a  compound  of  two  or  more  glasses  put  close  together, 
whereof  one  is  concave  and  the  other  convex.  The  excess  of 
refraction  by  which  the  image  is  formed  is  in  the  convex  glass, 
which  is  made  of  a  medium  or  substance  in  which  the  difference 
of  refrangibility  is  not  so  great  as  in  the  substance  which  the 
concave  is  made  of,  therefore  their  refractions  being  proportional 
to  their  difference  of  refrangibility,  there  remains  a  difference 
of  refraction  by  which  the  image  is  formed,  without  any  differ- 
ence of  refrangibility  to  disturb  the  vision.  The  radii  of  the 
surfaces  of  each  of  these  glasses  are  likewise  so  proportioned 
as  to  make  the  aberrations  or  errors  which  proceed  from  the 
spherical  surfaces  of  these  glasses  respectively  equal,  and  being 
contrary,  they  destroy  each  other.  In  witness,  &c. 

Hie  invention  described  and  claimed  in  the  not  for  mere  principles ;  the  specification  dc- 

preceding,  is  the  general  ^method  of  making  the  scribes  the  manner  in  which  the  invention  is  to 

object  glass  of  telescopes,  by  combining  a  convex  be  carried  into  effect,  with  all  the  perspicuity  of 

tod  a  concave  glass  of  media  having  different  which  the  thing  is  capable."    2  H.  B1.472. 
refractive  powers,  and  the  media  used  in  practice  And  Buller,  J. :  «•  Dollond's  patent  was  for  ob- 

are  crown  glass  for  the  convex  glass,  and  flint  ject  glasses,  and  the  specification  properly  stated 

glass  for  the  concave  glass ;  but  these  particular  the  method  of  making  those  glasses."     Ibid.  487. 
substances  are   not  specified,   and  whether  any  And  Heath,  J.:  "1  consider  that  as  substantially 

other  substances  could  be  used,  or  whether  the  an  improved  machine/'    Ibid.  482. 
investor  knew  that  these  alone  would  succeed,  is  The  rules  with  respect  to  the  curvature  of  the 

a  question  which,  on  an  objection  being  raised  to  surfaces,  are  matters  of  theory,  known  to  opticians 

the  specification  on  that  ground,  would  have  been  and  persons  accustomed  to  grind  lenses. 
for  the  jury.  It  was  suggested  by  Eyre,  C.  J. ,  (2  H.  Bl.  493.) 

With  respect  to  this  patent,  it  was  said  in  that  the  above  was  perhaps  exceptionable,  as  being 
argument,  "  Dollond's  telescopes  are  certainly  for  the  "  method  of  producing  a  new  object  glass, 
a  manufacture  within  the  statute ;  they  consist  instead  of  being  for  the  new  object  glass  pro- 
of principles  reduced  into  form  and  practice ;  duced,"  but  the  manufacture  is  the  same,  whai- 
tad  the  patent  is  for  glasses  completely  formed,  ever  the  terms  in  the  title  of  the  patent. 


DOLLOND   V. 


This  was  an  action  for  the  infringement  of  the  preceding 
patent,  and  the  plaintiff  succeeded ;  the  case  is  not  reported  (a), 
bat  it  was  frequently  alluded  to  in  the  subsequent  case  of 
Boulton  and  Watt  v.  Bull,  both  in  the  argument  and  judgments 
of  the  court. 

Buller,  J.  (b):  The  objection  to  Dollond's  patent  was,  that  he  Thf  Pub,isncr. 
was  not  the  inventor  of  the  new  method  of  making  object  glasses,  first  inventor 
but  that  Dr.  Hall  had  made  the  same  discovery  before  him.  ^m  the  8ta" 
But  it  was  holden,  that  as  Dr.  Hall  had  confined  it  to  his  closet, 

(•)  The  following  notice  is  contained  in  the  Gen-       fendant ;   the   cause  of  action  was,   the  latter 
*s  Magazine,  vol.  36,  p.  102, 1766.  ••  Tues-       making  a  telescope  in  imitation   of  the  patent 


(lay,  Feb.  18.     A  cause  was  tried  in  the  Court  of      telescopes  of  the  former.  The  fact  being  proved,  the 
Pleat,  wherein  Mr.  Dollond,  optician      plaintiff  obtained  a  verdict,  with  £260  damages* 


ia  the  Strand,  was  plaintiff,  and  Mr.  Champness,  (b)  2  H.  Bl.  470,  and  487 

instrument  maker  in  Cornhill,  dc 
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and  the  public  were  not  acquainted  with  it,  Dollond  was  to  be 
considered  as  the  inventor. 


The  preceding  would  appear  to  be  the  first 
decision  on  the  meaning  of  the  statute  in  the 
case  of  two  rival  inventors  within  the  realm]; 
the  case  of  Edgebury  v.  Stephens,  ants,  35, 
had  decided,  that  the  introducer  from  foreign 
parts  of  an  invention  within  the  realm,  is  the 
true  and  first  inventor  within  the  meaning  of  the 
statute,  and  this  case  decides  that  publication 
is  essential  to  the  acquiring  that  character ;  that 
user  in  private,  without  some  publication,  will 
not  defeat  the  claim  of  a  subsequent  independent 
inventor  and  publisher  of  his  invention  under 
letters  patent  for  the  benefit  of  the  public ;  the 
question  then  arises,  what  user  is  such  a  publi- 
cation as  will  defeat  a  patent,  and  two  cases  of 
user  present  themselves;  1st.  By  the  patentee; 
2d.  By  a  stranger. 

The  words  of  the  statute  are,  '*  the  working  or 
making  of  any  manner  of  new  manufactures, 
which  others,  at  the  time  of  making  such  letters 
patent  and  grant,  shall  not  use  ;*  the  words  of 
the  letters  patent  are,  "  new  invention  as  to  the 
public  use  and  exercise  thereof."  See  po$t  53,  n.  a. 

In  Bramah  v.  Hardcastle  it  appeared  that  the 
plaintiff  had  made  two  or  three  of  his  patent  ma- 
chines before  his  patent,  but  it  was  admitted,  that 
circumstance^  would  not  of  itself  avoid  the  grant. 
Holroyd,  81. 

In  Wood  5f  others  v.  Zimmer  %  others,  1  Holt,  N. 
P.C.,  post  82,  the  patentee  had  sold  the  article 
in  the  public  market  four  months  before  the  date 
of  the  patent.  Such  sale  was  evidence  of  the 
invention  having  been  used  and  exercised  for  the 
purposes  of  commerce,  and  not  simply  for  the 
purpose  of  experiment,  before  the  date  of  the  let- 
ters patent ;  such  use  and  exercise,  and  the  sub- 
sequent obtaining  a  patent,  aro  contrary  to  the 
whole  spirit  of  the  patent  laws,  which  require  a 
disclosure  for  the  benefit  of  the  public,  whereas 
the  secret  might  be  lost  to  the  public  by  such  a 
course  of  proceeding ;  and  further,  the  patentee 
might  thus  have  a  monopoly  for  a  much  longer 
period  than  14  years,  were  he  allowed  to  practise 
the  invention  in  secret  until  there  was  danger  of 
its  being  discovered,  or  some  other  circumstances 
induced  him  to  take  out  a  patent.    Pott  45,  n.  b. 

In  Morgan  v.  Seaward,  one  pair  of  wheels  had 
been  made  in  secret  in  this  country,  sold  and  sent 
abroad  prior  to  the  date  of  the  patent ;  held,  that 
this  was  not  such  a  publication  as  would  defeat  the 
patent.     2  M.  &  W.  559,  and  post. 

The  true  construction  to  be  placed  on  the 
above  words  of  the  statute  and  of  the  letters  pa- 
tent, in  respect  of  the  question,  what  is  such  a 
user  as  will  vitiate  the  letters  patent  of  a  subse- 
quent and  independent  inventor,  is  involved  in 
great  difficulty.  It  has  been  said  that  a  use  in 
any  sense  which  could  be  called  public,  as  con- 
trasted with  a  use  in  private,  will  vitiate  the 
grant ;  but  such  a  use  may  be  the  result  of  acci- 
dent, and  in  perfect  ignorance  of  the  character 
or  construction  of  the  thing  so  used.  Such  user 
may  co-exist  with  total  ignorance  of  the  working 
or  making  of  the  said  manufacture. 

One  true  test  it  is  conceived  is,  whether  the 


manufacture  for  the  purposes  of  commerce  has 
been  used  by  others,  suppose  the  country  to 
have  been  entirely  supplied  with  any  particular 
article  from  abroad,  and  a  person  introduces 
the  manufacture  of  that  article  as  a  branch 
of  trade  and  commerce  into  the  realm,  under 
letters  patent.  Would  these  be  rendered  void 
by  reason  of  such  previous  use  of  the  same  ar- 
ticle imported  from  abroad  ?  See  the  smalt  pa- 
tents, ante,  9 — 14,  and  acts  for  patents,  ante. 

This  difficult  question  was  thus  left  to  the  jury 
by  Sir  N.  Tindal,  C.  J. :  "  It  will  be  for  the  jury 
to  say,  whether  the  invention  was  or  was  not  in 
public  use  and  operation  at  the  time  the  patent 
was  granted.  There  are  certain  limits  to  this 
question.  A  man  may  make  experiments  in  his 
own  closet ;  if  he  never  communicates  these  expe- 
riments to  the  world,  and  lays  them  bv,  and 
another  person  has  made  the  same  experiments, 
and,  being  satisfied,  takes  a  patent,  it  would  be 
no  answer  to  say  that  another  person  had  made 
the  same  experiments:  there  may  be  several 
rivals  starting  at  the  same  time ;  the  first  who 
comes  and  takes  a  patent,  it  not  being  generally 
known  to  the  public,  that  man  has  a  right  to 
clothe  himself  with  the  authority  of  the  patent, 
and  enjoys  the  benefit  of  it.  If  the  evidence, 
when  properly  considered,  classes  itself  under  the 
description  of  experiment  only,  that  would  be  no 
answer.  On  the  other  hand,  the  use  of  an  article 
might  be  so  general  as  to  be  almost  universal ; 
then  you  can  hardly  suppose  any  body  would  take 
a  patent.  Between  these  two  limits  most  cases 
will  range  themselves,  and  it  must  be  for  the  jury 
to  say,  whether  the  evidence  convinces  their  un- 
derstanding that  the  subject  of  the  patent  was  in 
public  use  and  operation  at  the  time  when  the 
patent  was  granted."    Comish  v.  Keene. 

And  again,  in  delivering  the  judgment  of  the 
court  on  the  point  of  the  verdict  being  against 
evidence.  "  The  question  whether  the  va- 
rious instances  brought  forward  amounted  to 
proof  that  before  or  at  the  time  of  taking  out  the 
patent  the  manufacture  was  in  public  use  in  Eng- 
land, or  whether  it  fell  short  of  that  point,  and 
proved  only  that  experiments  had  been  made  in 
various  quarters  ana  had  been  afterwards  aban- 
doned, being  a  question  from  its  nature  of  consi- 
derable delicacy,  and  in  which  a  slight  alteration 
in  the  effect  of  the  evidence  will  establish  either 
the  one  proposition  or  the  other,  the  only  proper 
way  of  deciding  it  is  by  leaving  it  to  the  jury. 
And  if  a  jury  hear  the  evidence  patiently,  and  ap- 
pear to  apply  it  with  intelligence,  the  verdict  will 
not  be  disturbed/'  Cornish  v.  Keene,  2  Hodg.294; 
and  3  Bing.  N.  C.  588. 

If  an  account  of  an  invention  be  contained  in 
any  published  book  in  general  circulation,  the 
presumption  is  that  the  patentee  learnt  it  from 
such  source,  and  in  that  case  he  would  not  be 
the  true  and  first  inventor.  On  the  subject  of 
this  note,  see  the  following  cases;  Liardetf. 
Johnson,  post  53;  Jones  v.  Pearse;  GmUoway  v. 
Bleaden ;  Bick/ord  v.  Skewes ;  Mistier  v.  Mover; 
and  Carpenter  v.  Smith. 


ROEBUCK    AND   GARBETT's    CASE.  45 


Roebuck  and  Garbett  (Appellants). 
William  Stirling  &  Son  (Respondents). 
[In  the  House  of  Lords,  27  May,  1774  (a).] 

Letters  patent  under  the  great  seal  of  Scotland,  11  June  1771*  Titu. 
to  John  Roebuck  and  S.  E.  Garbett,  for  "  the  means  of  obtain- 
ing an  acid  spirit  from  sulphur  and  saltpetre  in  vessels  of  lead, 
and  likewise  of  purifying  the  same  also  in  vessels  of  lead." 

The  specification  enrolled  by  Roebuck  [described  the  method  Specification. 
of  making  acid  spirit  by  burning  sulphur  and  saltpetre,  and  col- 
lecting the  condensed  fumes,  and  stated  the  "  material  discovery 
to  be  the  use  of  leaden  vessels  instead  of  vessels  of  glass,  in  all 
or  any  part  of  the  process." 

The  appellants,  in  their  rase,  stated  the  uses  of  the  article 
and  the  usual  methods  of  preparing  it ;  first,  by  burning  sulphur 
and  collecting  the  fumes  by  a  bell  glass  held  over,  by  which  the 
fumes  were  condensed ;  secondly,  by  distillation,  in  strong  glass 
retorts,  over  a  strong  fire ;  thirdly,  by  burning  sulphur  and  salt- 
petre in  close  glass  vessels;  fourthly,  by  burning  these  materials, 
and  collecting,  rectifying  and  purifying  the  spirit  in  vessels  of 
lead,  which  was  the  subject  of  the  above  patent ;  that  by  this 
invention  the  price  of  the  articles  was  reduced  30  per  cent,  im- 
mediately. That  they  carried  on  the  manufacture  in  secret,  but 
on  discovering  that  others  were  learning  the  art  by  decoying 
their  servants,  they  applied  for  and  obtained  the  above  patent  (A). 

In  January  1772,  after  the  respondents  had  made  considerable 
progress  in  erecting  buildings,  the  appellants  applied,  by  bill  of 
suspension,  to  the  court  of  session,  praying  an  injunction  to 
stop  the  respondents  from  proceeding  with  the  building.  After 
sundry  proceedings,  the  bill  was  passed  for  stopping  the  works ; 
and  the  case  being  remitted  to  the  Lord  Justice  Clerk  to  be 
discussed,  the  respondents  stated  the  following  objections  : 

1.  That  the  substitution  of  lead  in  place  of  glass  vessels  was  Objections  to 
no  new  discovery,  being  only  a  small  variation  in  the  method  of  P**"1*- 
conducting  the  manufacture.  2.  That  it  could  be  no  new  dis- 
covery at  the  time  of  granting  the  patent,  because  the  appellants 
had  carried  on  the  manufacture  in  that  method  for  20  years 
preceding  the  date  of  the  patent.  3.  That  at  the  time  the 
patent  was  granted,  this  method  of  manufacturing  oil  or  spirit 
of  vitriol  in  vessels  of  lead  was  known,  and  practised  by  various 
other  persons  both  in  England  and  Scotland.  4.  That  the  ap- 
pellants had  not  given  such  a  description  of  their  invention  as 


(•)  See  appeal  ease.  House  of  Lords,  folio ;  (6)  The  user  by  the  patentee  under  the  cir- 

aUn,  short  account  of  the  case,  5  Brown's  dupp.  to      cumstances  here  stated,  is  clear  ground  of  invali- 
Diet,  of  Decisions,  522.  dity.     See  ante  44,  n. 
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was  required  by  the  patent,  and  that  it  was  signed  by  Roebuck 
only,  and  not  by  both  the  appellants. 
Answers.  The  appellants  answered ;  1 .  That  a  new  mode  of  manufacture, 

beneficial  to  the  public,  entitled  the  inventor  to  an  exclusive  pri- 
vilege for  the  mode,  leaving  the  other  known  modes  free  to 
every  person.    2.  That  they  were  the  original  and  first  inventors 
of  the#use  of  lead  vessels  in  the  place  of  glass,  and  had  made  the 
discovery  by  degrees,  after  many  tedious  experiments,  and  were 
in  possession  of  the  same  for  many  years  before  the  date  of  the 
letters  patent.     3.  That  before  the  date  of  the  patent  the  inven- 
tion was  not  publicly  practised,  either  in  England  or  Scotland, 
and  that  a  public  exercise  must  be  proved  to  vitiate  the  patent 
That  it  is  not  sufficient  to  say  private  experiments  have  been 
made,  or  that  persons,  by  corrupting  appellants5  servants,  were 
attempting  to  practise'  it.     4.  That  the  description  was  as  ex- 
plicit as  the  nature  of  the  subject  admitted,  and  that  Roebuck 
had  full  authority  to  sign  it  for  himself  and  Garbett. 
Interlocutor.         The  Lord  Ordinary,  after  various  proceedings,  reported  the 
Evidence  of      cause  to  the  court,  and  thereafter,  before  answer,  allowed  the 
user  in  England  respondents  to  prove  pro  ut  de  jure,  that  the  making  the  oil  of 
vitriol  from  a  mixture  of  sulphur  and  saltpetre  in  vessels  of 
lead  was,  at  the  time  and  before  the  date  of  the  letters  patent 
in  favour  of  the  appellants,  known  to  and  actually  practised  by 
others  than  the  appellants  themselves,  and  granted  a  commission 
to  examine  witnesses  in  England  and  Scotland. 
Appellants  At-      '^ne  proofs  being  concluded,  the  parties  were  ordered  to  give 
guments.  in  memorials  on  the  import  thereof.  The  appellants,  in  their  me- 

morial, observed,  that  by  the  treaty  of  union,  England  and  Scot- 
land are  to  have  the  same  allowances,  encouragements  and  draw- 
backs, and  to  be  under  the  same  prohibitions,  regulations,  and  re- 
strictions of  trade.  That  by  this  law  the  statute  (21  Jac.  l,c.3)  of 
monopolies  is  extended  to  Scotland,  and  it  has  consequently 
been  customary  since  the  union  to  grant  patents  in  Scotland 
in  the  same  form  and  to  the  same  effect  as  in  England.  That 
these  patents,  to  be  effectual  in  both  parts  of  the  United  King- 
dom, must  pass  the  seals  of  each ;  for  a  patent  under  the  great 
seal  of  England  does  not  extend  to  Scotland,  nor  under  the 
great  seal  of  Scotland  to  England ;  these  countries  being  in  the 
eye  of  the  law  foreign  countries  in  this  particular.  Whence  it 
appears  that  the  Scotch  law  relative  to  patents  is  the  same  with 
the  law  of  England,  and  must  be  interpreted  by  the  practice  and 
judgments  of  the  courts  there.  That  the  rule  adopted  in  Eng- 
land is,  that  the  person  who  first  used  the  invention  within  the 
realm,  whether  he  is  the  original  inventor  or  brings  the  invention 
from  foreign  parts,  is  entitled  to  a  patent,  as  is  decided  by  the 
adjudged  cases,  and  by  the  legislature  recognising  Lombe's 
patent  (ante  38).  The  law  of  Scotland  considers  every  place  not 
subject  to  the  jurisdiction  of  its  own  courts  a  foreign  country, 
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and  though  the  law  relative  to  patents  be  the  same  in  both  parts 
of  the  United  Kingdom,  yet  in  applying  it  England  is  considered 
a  foreign  country  to  Scotland.  In  conformity  with  the  preceding 
the  clause  in  the  letters  patent  is,  that  they  shall  be  void, 
if  it  shall  be  found  that  the  subject-matter  of  them  "  quoad 
ejus  publicum  in  Hid  parte  diet,  regni  nostrie  Magna  Brit. 
Scotid  vocat.  usum  et  exercitum  non  esse  novum  inventionem"  and 
that  they  were  consequently  entitled  to  their  patent,  unless  the 
respondents  proved,  that  before  the  date  of  the  patent  the 
manufacture  was  publicly  practised  by  others  in  Scotland ;  that 
a  private  or  clandestine  manufacture  in  small  quantities  would 
not  answer  the  purpose,  because  that  invention  which  is  kept 
secret  from  the  public,  or  is  locked  up  in  the  breast  of  the  in- 
ventor, is,  so  far  as  respects  the  public,  no  invention  at  all,  and 
the  man  who  first  makes  the  art  or  invention  public,  is  alone 
entitled  from  the  state  to  the  advantages  accruing  from  it. 

The  appellants  also  insisted  that  they  were  the  original  and 
first  inventors  of  the  manufacture,  in  the  most  strict  and  literal 
sense  of  the  term,  but  that  even  though  the  invention  had  been 
practised  before  their  patent,  in  any  other  country  considered 
a  foreign  one  in  the  law  of  Scotland,  yet,  that  if  such  practice 
bad  not  extended  to  Scotland,  it  could  make  no  alteration  in  the 
question. 

The  questions  were,  therefore,  first,  whether  the  respondents 
had  proved  their  knowledge  and  user  of  the  invention  before  the 
patent ;  secondly,  whether  the  modes  were  known  and  practised 
by  any  other  person  in  Scotland  before  the  patent ;  or,  thirdly, 
by  any  person  in  England. 

The  respondents,  in  their  memorial,  maintained  that  the  whole  Respondents 
United  Kingdom  being  subject  to  the  same  rules,  regulations,  Ariumentt' 
and  restrictions  in  matters  of  trade,  if  the  trade  of  making  oil  of 
vitriol  in  vessels  of  lead  was  free  to  all  men  in  England,  it  must 
in  like  manner  be  free  to  all  men  in  Scotland,  notwithstanding 
the  patent  granted  to  the  appellants.  The  respondents  also 
maintained,  that  the  patent  was  void  on  the  following  grounds ; 
first,  that  the  invention  was  not  a  subject-matter ;  secondly, 
that  the  appellants  had  known  and  practised  the  invention  14 
years  before  they  applied  for  the  patent ;  thirdly,  that  the  inven- 
tion was  practised  by  others  both  in  England  and  Scotland,  and 
was  not  within  the  proviso  of  21  Jac.  1,  c.  3,  being  no  new  in- 
vention or  discovery  of  any  art  or  manufacture,  but  only  a  trifling 
improvement,  without  the  least  variation  in  the  manufacture 
itself,  the  spirit  or  oil  of  vitriol  being  the  same  as  before.  That 
if  the  substance  was  in  esse  before,  a  new  addition,  though 
making  the  former  more  profitable,  yet  is  not  a  new  manufacture 
in  law  (ante  31,  n.  p).  That  this  was  no  new  discovery  at  the 
date  of  the  patent,  the  grant  whereof  is  meant  as  a  recompense  to 
the  patentee  for  his  invention  by  giving  him  an  exclusive  right 
for  14  years ;  consequently,  when  a  person  has  enjoyed  his  inven- 
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tion  for  a  longer  term  than  that  for  which  patents  are  granted, 
he  has  no  title  to  demand  one.  That  the  patent  was  void,  the 
invention  having  been  practised  both  in  England  and  Scotland 
before  the  date  of  the  patent. 

In  answer  to  the  pretence  of  the  appellants,  that  however 
invalid  the  patent  might  be  in  England  it  must  be  good  in  Scot* 
land,  the  respondents  relied  on  the  6th  article  of  the  treaty  of 
Union ;  that  the  whole  United  Kingdom  being  subject  to  the 
same  prohibitions,  restrictions,  and  regulations,  as  to  trade,  and 
it  being  indisputable  that  the  making  the  oil  of  vitriol  is  free  to 
i  all  men  in  England,  that  trade  could  not  be  the  subject  of  a 

monopoly  in  Scotland. 
interlocutor.         The  cause  was  then  reported  by  the  Lord  Ordinary  to  the 
whole  court,  and  the  following  interlocutor  pronounced: — In 
respect  it  appears  from  the  proofs  adduced  that  the  art  of  mak- 
ing oil  of  vitriol,  from  a  mixture  of  sulphur  and  saltpetre,  in 
vessels  of  lead,  was,  at  the  time  and  before  the  date  of  the 
letters  patent  of  the  appellants,  known  to  and  actually  practised 
by  different  persons  in  England — therefore  the  Lords  find  the 
letters  orderly  proceeded  and  decern. 
Judgment  of  the     May  27, 177*«  On  appeal  to  the  House  of  Lords  from  the  pre- 
Houte  of  Lords,  ce^\ng9  ft  WBa  ordered  and  adjudged, That  the  appeal  be  dismissed, 
and  that  the  interlocutors  therein  complained  of  be  affirmed, 
for  other  reasons  as  well  as  the  reasons   specified   therein. 


The  first  interlocutor,  ante  46,  allowed  the 
proof  of  the  respective  averments  before  an- 
swer; that  is,  before  determining  the  relevancy 
and  legal  effect  of  the  averments ;  the  judgment 
affirming  this,  and  the  subsequent  interlocutor, 
must  therefore  be  considered  as  an  authority,  that 
t'ie  averment  of  the  Stirlings,  as  to  the  prior 
public  use  in  England,  being  proved,  was  a  fact 
of  itself  relevant  and  sufficient  in  law  to  find  the 
letters  orderly  proceeded,  that  is,  in  effect,  to  dis- 
solve the  injunction,  and  that  the  Stirlings  were 
entitled  to  carry  on  the  operations  referred  to. 

The  meaning  of  the  sixth  article  of  Union, 
and  the  authority  of  the  great  seal  of  the  two 
countries,  were  under  consideration  in  the  case  of 
the  Universities  of  Oxfitrd  and  Cambridge  v.  Ri- 
chardson, 6  Ves.  689. 

The  plaintiffs  were  entitled,  under  letters  pa- 
tent, to  print  and  sell  Bibles,  &c.  within  England, 
and  other  persons  were  entitled  to  like  privileges 
within  Scotland,  under  the  seal  of  Scotland,  and 
the  defendant  contended  that  by  virtue  of  the 
act  of  Union,  persons  authorized  to  print  and  sell 
the  said  books  in  Scotland  have  a  right  to  send 
the  same  into  England  and  sell  them  there,  and 
vice  versa  ;  that  the  printing  and  publishing  being 
legal,  the  sale  at  any  place  could  not  be  restrained  ; 
thd  the  consequence  of  such  restriction  would 
be,  that  books  of  the  kind,  purchased  in  Scotland, 
even  as  a  part  of  the  library  of  a  person  coming 
into  this  country,  could  not  be  sold  here. 

On  the  part  of  the  plaintiffs  it  was  contended, 
that  tne  argument  founded  on  the  6th  article  of 
Union  was  fallacious,  since  on  the  same  principle 
it  might  be  contended,  that  since  the  Union  a 
citizen  of  London  might  exercise  the  privileges  of 


a  citizen  of  Edinburgh,  and  vice  versd.  That  the 
true  meaning  of  the  article  is,  that  the  subjects  of 
Scotland  shall  have  the  same  privileges  in  Eng- 
land as  the  subjects  of  England  have,  and  not 
that  they  may  do  that  in  England  which  the  sub- 
jects of  England  cannot  do.  That  the  patents  in 
both  countries  are  confined  to  each  respectively, 
as  was  clearly  established  by  the  House  of  Lords 
in  the  case  of  Bashett  v.  Watson.  That  notwith- 
standing the  Union,  for  all  the  municipal  jurisdic- 
tion of  the  great  seal,  and  for  all  the  purposes  of 
acquiring  rights  under  the  great  seal,  the  coun- 
tries are  distinct  as  ever.  The  right  to  print 
would  be  fruitless  if  the  sale  cannot  be  restrained. 
The  whole  exercise  of  the  grant  is  by  way  of 
trade.  Exportation  to  foreign  countries  is  not 
prohibited,  the  object  being  only  the  sale  in  Eng- 
land. The  instance  of  the  sale  of  books  from  a 
private  library  does  not  come  within  the  descrip- 
tion of  trading,  unless  it  be  made  use  of  as  a 
cover. 

Lord  Eldon,  L.  C,  was  clearly  of  opinion, u  that 
the  defendant  was  acting  contrary  to  law,  and 
must  be  enjoined ;  that  the  license  given  by  the  let- 
ters patent  confines  the  printing  to  the  limits  of  the 
Universities,  and  the  purpose  of  the  power  is  the 
sale  out  of  the  Universities  any  where  in  the 
King's  dominions ;  but  the  prior  patent  to  the 
Scotch  printer  excludes  them,  and  upon  the  true 
construction  of  all  the  patents  it  was  not  intended 
that  the  books  they  should  print  within  the  Uni- 
versities should  be  sold  in  Scotland.  The  argu- 
ment of  reciprocity,  that  Scotch  books  may  be 
sold  here  and  English  books  in  Scotland,  assumes 
the  question ;  for  those  who  contend  that  books 
printed  in  Scotland  cannot  be  sent  to  England, 
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adnut  that  books  printed  In  England  cannot  be 
tent  to  Scotland. 

M  If  the  right  of  the  defendant  can  be  sustained, 
it  most  go  to  this ;  that  the  king's  subjects  in 
Ireland  have,  notwithstanding  any  patent  like  this 
granted  to  the  king's  printer  in  Ireland,  a  right 
to  introduce  into  that  country  books  printed  by 
the  king's  printer  in  Scotland;  and  that  the 
king's  subjects  in  Scotland  hare  a  similar  right 
to  bring  into  Scotland  books  printed  in  England 
or  Ireland  by  the  king's  printer.  Independent 
therefore  of  authority,  the  proposition  asserts  a 
right  in  the  king's  subjects  to  control  his  grant 
in  a  most  material  and  efficacious  way.  It  is 
familiar,  that  if  a  patent  for  an  invention  is  con- 
fined to  England,  it  would  not  extend  to  Ireland. 
If  a  distinct  patent  is  granted  for  Ireland,  the 
Terr  circumstance  of  taking  them  under  the  dis- 
tinct great  seals,  which  are  still  distinct  for  that 
purpose,  among  others,  shows  the  reason ;  and 
time  is  always  required  with  regard  to  the  day 
at  which  the  enrolment  of  one  patent  is  to  be 
sude,  on  account  of  the  purpose  to  get  a  patent 
elsewhere  ;  and  it  is  always  understood,  that  the 
right  in  a  patent  for  one  country  is  confined  to 
that,  and  would  not  enable  the  party  to  bring  the 
article  for  sale  into  the  other ;  yet  upon  all  those 
cases  the  .argument  is  perplexing,  but  that  is  in 
the  nature  of  the  thing.  It  might  be  asked, 
whether  the  king's  subjects  could  not  buy  that 
article  in  Ireland,  and  bring  it  here  ;  and  if  any 
ooe  did,  whether  it  might  not  be  sold  as  part  of 
ha  effects.  To  that  I  do  not  know  an  answer. 
It  is  enough  to  say,  if  it  is  legal,  that  circumstance 
has  not  stood  in  the  way  of  this  proposition ;  that 
you  cannot  bring  those  articles  here  for  the  pur- 
pose of  trading.  That  circumstance  belongs 
ruber  to  the  necessity  of  the  habits  of  life,  and 
has  never  prevailed  against  the  law,  protecting 
the  sole  right  of  the  party."     6  Ves.  709. 

The  points  stated  in  the  principal  case  suggest 
the  following  questions : 

1.  Whether  the  act  of  Union  makes  Scotland 
part  of  the  realm  of  England,  within  the  scope 
and  meaning  of  the  statute,  21  Jac.  1,  c.  3,  as  re- 
gards patents. 

2.  Whether  it  does  not  appear  from  the  act 
of  Charles,  ante  33,  that  the  old  common  law 
of  the  two  ancient  kingdoms  of  England  and 
Scotland  was  the  same  in  respect  of  monopolies. 

3.  Whether  the  6th  article  of  the  act  of  Union 
has  any  other  meaning  than  that  the  people  of 
Scotland  shall  have  the  same  privileges  in  Eng- 
land a*  the  people  of  England  have. 

4.  In  what  respect  the  common  law  preroga- 
tive of  the  crown  is  limited  or  affected  by  the  act 
of  onion,  as  to  granting  patent  rights* 

5.  What  is  the  prerogative  of  the  crown  in 
respect  of  Scotland,  which  is  said  in  the  old 
cases  to  be  a  dominion  belonging  not  to  the  crown 
hot  to  the  king  of  England.  See  Craw  v.  Ram- 
*y.  Vaugh.  279. 

Practice. — With  respect  to  the  practice  in  ac- 
tions of  infringement  since  the  Union,  the  follow- 
ing case  is  of  importance  : — 

Morton  v.  Barclay. 

In  the  Junr  Court  of  Edinburgh,  15  March, 
1824,  before  the  Lord  Chief  Commissioner,  Lord 
Gillies,  and  Lord  Pitmillv. 

In  this  case  Thomas  Morton,  the  pursuer,  had 
letters  patent  for  Scotland,  dated  18  August,  1818, 
Cor  ha  machine  for  hauling  vessels  out  of  the 
water  for  repairs  and  other  purposes ;  he  subse- 


quently had  patents  for  the  other  parts  of  the 
United  Kingdom  and  the  colonies. 

The  defenders  erected  a  similar  machine  near 
Glasgow,  and  an  action  being  raised  in  the  court 
of  session,  denied  that  the  pursuer's  machine  was 
an  original  invention,  and  also  alleged  their  ma- 
chine to  be  different  from  that  of  the  pursuer. 
The  question  was  remitted  to  the  Jury  Court,  but 
the  defendants  failed  to  appear  at  the  trial, 
which  proceeded  in  their  absence,  notice  of  trial 
having  been  proved. 

The  Lord  Chief  Commissioner  made  some 
observations  as  to  the  law  of  Scotland  relative  to 
cases  of  this  nature,  remarking  that  the  law  of 
England,  in  similar  questions,  was  perfectly  under- 
stood. He  thought  it  would  be  a  desideratum  in 
the  law  of  Scotland  if  the  point  was  finally  set- 
tled. 

Mr.  Jeffrey  said,  that  since  the  Union  the  same 
practice  in  regard  to  patents  had  been  followed 
in  Scotland  as  in  England,  and  the  necessary  pre- 
liminary steps  to  give  effect  to  them  were  similar 
in  both.  The  law,  therefore,  appeared  to  be  as 
well  understood  as  if  provided  for  by  statute. 

A  model  of  the  defender's  machine  (admitted 
to  be  correct)  was  put  in,  and  the  letters  patent 
and  enrolment  of  specification  were  admitted,  and 
the  issues  raised  were,  whether  the  said  machinery 
described  in  the  said  specification,  for  the  purpose 
of  drawing  ships  out  of  the  water  on  dry  land,  was 
an  original  invention  of  the  pursuer. 

Whether  the  defenders  after  the  date  of  the 
letters  patent,  and  of  the  said  enrolment  of  the 
specification,  by  themselves  or  others  did,  with- 
out the  consent  or  permission  of  the  pursuer, 
and  in  contravention  of  the  privilege  granted  and 
protected  by  the  said  letters  patent,  erect  ma- 
chinery at,  &c,  in  imitation  of,  and  which  was 
substantially  and  in  effect  the  same  with  the  ma- 
chinery described  in  the  specification,  to  the  loss 
and  damage  of  the  said  pursuer. 

The  evidence  having  been  gone  through,  the 
Lord  Chief  Commissioner  in  addressing  the  jury 
said,  "  The  defenders  having  made  no  appearance, 
seemed  to  consider  their  case  indefensible,  and 
no  case  could  be  more  clearly  made  out.  In  a 
question  such  as  this,  the  practice  in  England 
rendered  it  necessary  for  the  pursuer,  first,  to 
make  out  that  the  invention  was  original,  and  that 
the  invention  was  his  own ;  and,  secondly,  that 
his  patent  had  been  invaded.  Upon  these  points 
it  would  be  a  waste  of  time  to  say  a  word  after 
the  evidence  which  had  been  adduced.  It  had 
been  proved  that  the  invention  was  original ;  that 
it  was  useful ;  that  it  was  preferable  to  dry  docks ; 
and  that  it  would  be  of  the  utmost  utility  in  those 
places  where  there  was  not  a  rise  and  fall  of  the 
tide.  Its  superior  advantages  as  to  the  length  of 
time  which  it  allowed  to  the  artisans  to  carry  on 
their  labour,  the  dryness  of  the  bottom  of  the 
vessel,  and  also  the  facility  of  getting  in  large 
planks,  had  been  sworn  to.  The  model  of  the 
machinery  itself  was  before  their  eyes ;  it  was 
new,  and  the  invention  altogether  original  and  of 
great  utility.  The  evidence  had  been  met  with 
no  answer,  and  it  was  indeed  unanswerable.  With 
regard  to  the  law  in  questions  of  this  nature,  he 
would  say  nothing  :  he  believed  that  this  was  the 
first  case  which  had  been  brought  to  trial  upon 
similar  issues.  As  no  proof  of  actual  damage 
had  been  led,  or  of  loss  sustained  by  the  pursuer 
in  consequence  of  the  infringement,  and  as  his 
object  was  principally  to  establish  the  originality 
of  his  invention,  which  would  be  effectually  done 
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by  the  jury  giving  small  damages,  as  was  the  role 
in  England  in  similar  cases,  and  it  was  the  rale 
be  understood  which  had  guided  the  court  of 
session  in  like  questions,  he  would  therefore  sug- 
gest, if  the  jury  found  a  verdict  for  the  pursuer, 
with  one  shilling  damages,  that  the  object  which 
Mr.  Morton  bad  in  bringing  this  case  to  trial 
would  be  attained,  vis.  the  establishment  of  the 
originality  of  his  invention,  and  the  violation  of 
his  right  in  the  patent.  A  verdict  also  for  the 
plaintiff,  with  one  shilling  damages,  would,  as  a 
matter  of  course,  carry  costs,  when  that  point 
came  under  consideration." 


Verdict  for  the  pursuer,  damages  one 
See  Printed  Cote,  and  3  Murray's  Jurj 
398. 

There  have  been  several  other  cases  oi 
recently  before  the  courts  in  Scotland, 
questions  raised  in  the  principal  case 
appear  to  have  been  raised  till  the  case  c 
v.  A  nnandale  &  others,  before  Lord  Macken 
and  15th  of  May,  1841,  in  which  the  aut 
the  principal  case  was  recognised,  and 
of  user  in  England,  prior  to  the  date  of  th 
held  admissible.     Post. 


Stidings  v.  Roebuck  &  G.— Roebuck  &  G.  v.  Stir  lings. 
[5  Brown's  Supp.  to  Diet,  of  Decisions,  523.] 


"  This  writ  (i.  «.  the  proceedings  in  the  principal 
case,  ante,  48)  being  ended  in  this  manner,  the 
Messrs.  Stirling*,  on  the  one  part,  brought  an 
action  of  damages  against  Messrs.  Roebuck  Ax 
Garbett,  on  account  of  the  loss  they  had  sustained 
by  having  their  manufacture  stopped  for  the  space 
of  28  months,  by  the  above  illegal  and  ill-founded 
opposition ;  and  also  for  a  certain  sum  as  the 
expenses  of  that  litigation.  (In  the  first  process 
no  expenses  had  been  given  in  the  Court  of  Ses- 
sion, nor  costs  in  the  House  of  Lords.)  And  to 
meet  this  process,  Messrs.  Roebuck  &  Garbett 
brought  a  counter  process  of  damages  against  the 
Stirlings,  founded  on  an  allegeance  [allegation], 
that  Messrs.  Stirlings  had,  by  corrupting  their 
servants,  and  other  unjustifiable  and  hidden  means, 
stolen  their  secret  from  them,  and  rendered  their 
patent  of  no  effect.  Lord  Stonefield  assoilzied 
[discharged]  the  parties  mutually  from  both  ac- 
tions ;  but,  on  a  reclaiming  petition  to  the  Lords 
[the  full  court]  by  Messrs.  Stirlings,  the  Lords 
at  first,  1st  February  1776,  adhered  to  the  Ordi- 
nary's interlocutor ;  but,  on  a  second  bill,  13th 
June  1776,  they  altered,  and  found  damages  due. 

"For,  although  it  be  true  that  suspensions  and 
interdicts  are  established  modes  of  trying  contro- 
verted questions,  and  it  does  not  follow,  as  matter 
of  course,  that  every  person  who  applies  for  an 
interdict,  and  afterwards  fails  in  supporting  the 
grounds  of  that  application,  is  liable  to  an  action 
of  reparation  and  damages  ;  yet  at  the  same  time 
such  action  is  competent,  and,  upon  special  cause 
shown,  damages  will  be  given ;  especially  as  in 
this  case,  where  the  Lords  seemed  to  be  of  opinion 
that  the  patent  was  obtained  by  obreption  and 
subreption,  and  that  the  suspenders  ought  to  have 
allowed  the  buildings  to  have  proceeded,  and 
trusted  to  the  caution  which  was  offered  at  pass- 
ing the  bill  by  Lord  Kaimes,  for  an  after  indem- 
nification. 

•*  The  conclusion  for  the  costs  of  the  former  suit, 
eud  costs,  was  held  clearly  to  be  incompetent." 
5  Br.  Supp.  Diet.  Dec.  523. 


The  Messrs.  Stirlings  could  not  haver 
any  damages  for  the  suspension  in  the 
this  country,  and  the  English  Court  of  ( 
is  consequently  very  cautious  of  stoppin 
sive  works  by  injunction  when  irreparable 
may  be  the  result.  In  the  recent  case  of  ! 
patent.  Lord  Cottenham,  L.  C,  recogn 
principle  in  the  following  terms.  "  If  the 
is  entitled,  it  would  be  extremely  hard 
court  to  do  any  thing  to  prevent  his  i 
that  which  he  is  entitled  to  receive,  and  i 
tation  of  which  he  permitted  the  defend* 
on  with  their  works.  But  on  the  other 
would  be  extremely  hard  indeed  to  tell 
fendants,  that  they  shall  not  use  the  worl 
with  the  plaintiff's  knowledge  they  have  ; 
at  a  very  considerable  cost ;  and  as  to  tell! 
that  they  may  go  on  with  the  cold  blast  ii 
the  hot  blast,  when  I  am  told  that  the  d 
between  the  use  of  the  one  and  of  the  ot 
expense  of  nearly  double,  even  if  it  were 
that  they  may  sustain  that  loss  in  the  into 
til  the  loss  is  tried — it  seems  to  me  that 
the  works  by  injunction  under  these  circui 
is  just  inverting  the  purpose  for  which  ai 
tion  is  used,  namely,  of  preventing  misch 
would  be  using  an  injunction  for  the  pt 
creating  mischief;  because  the  plaintif 
possibly  be  injured ;  all  he  asks  is  one 
per  ton;  but  the  prejudice  to  the  d« 
must  be  very  great  indeed,  if  they  are  p 
from  using  at  their  furnaces  that  apparati 
with  the  consent  of  the  plaintiff,  they  have 
The  object  of  the  court  is  to  preserve 
party  the  benefits  he  is  entitled  to,  until  t 
tion  of  right  is  tried,  and  that  may  be 
secured  by  the  defendants  keeping  an  ac< 
only  for  the  time  to  come  but  from  the  til 
the  connexion  commenced,  and  undert 
deal  with  it  in  such  way  as  the  court  ma; 
Neilson  v.  Thompson  6c  others. 

See  per  Sir  L.  Shaduell,  V.  C,  to  the  sa 
in  Bickford  v.  Skswes.     Post. 


MORRIS'S     PATENT, 

THU.  Letters  patent  to  John  Morris  and  others,  28  Marcl 

1764,  for  the  invention  of  "  an  engine  or  machine  on  w 
fixed  a  set  of  working  needles,  which  engine  or  macl 
fixed  to  a  stocking  frame,  for  the  making  oilet  holes 
work  in  silk,  thread,  cotton,  or  worsted,  as  mits,  gloves, 
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tprons,  handkerchiefs,  and  other  goods  usually  manufactured 
upon  stocking  frames,  by  a  method  entirely  new." 

The  specification  referred  to  a  drawing  which  represented  and  Specification. 
described  a  set  of  working  needles. 


This  imrention  led,  about  the  year  1770,  to 
a  considerable  and  increasing  trade  at  Notting- 
ham, in  weaving  mits,  handkerchiefs,  occ,  in  open 
knitted  work,  by  stocking  frames,  with  additional 
■actuntry,  and  several  other  patents  were  taken 
within  15  years  after  the  preceding,  and  the  courts 


were  often  occupied  with  trials  for  infringements 
of  them,  but  they  are  not  reported. 

The  immediate  consequence  of  this  invention 
was  therefore  the  introduction  of  a  manufacture, 
new  both  in  the  result  attained  and  in  the  manner 
of  obtaining  known  results. 


Morris  v.  Bransom. 

H.  Vac.  a.  d.  177^,  Car.  Lord  Mansfield. 

[Bull  N.  P.  76  c.] 

The  question  was,  whether  an  addition  to  an  old  stocking  An  addition  or 
frime  was  the  subject  of  a  patent ;  Lord  Mansfield  said,  If  the  a^o^lmbject- 
general  question  of  law,  viz.  that  there  can  be  no  patent  for  an  "natter, 
addition,  be  with  defendant,  that  is  open  upon  the  record,  he 
may  move  in  arrest  of  judgment,  but  that  objection  would  go 
to  repeal  almost  every  patent  that  was  ever  granted.    There  was 
i  rerdict  for  plaintiff,  and  £500  damages,  which  was  acquiesced 
ia. 


Tab  Terdict  being  acquiesced  in,  the  autho- 
rity of  Btrcot*s  case,  and  the  dictum  of  Sir  E.  Coke, 
*fr  31,  n.  p.,  were  entirely  overruled,  and  an 
addition  to  an  existing  thing,  or  improvement  in 
*  known  trade,  has  been  recognised  as  the  subject- 
•atter  of  letters  patent  See  per  BulUr,  J.,  2  H. 
Bl  489,  and  per  Greet,  J.,  8  T.  R.  104. 

Ike  only  question  in  recent  cases  has  been, 
•inker  the  specification  confines  the  claim  to 
sack  addition  or  improvement,  so  that  nothing 
Uown  before  is  included. 

Kor  does  it  make  any  difference  if  the  subject- 
natter  is  an  addition  to  or  an  improvement  on  an 
existing  patent.  Lord  Eldon,  L.  C. :  "  If  the 
petitioners  have  invented  certain  improvements 
tfoa  an  engine  for  which  a  patent  has  been 
piated,  and  their  improvements  could  not  be 
■Md  without  the  original  engine,  at  the  end  of  14 
jean  the  petitioners  could  make  use  of  a  patent 
taken  out  upon  their  improvements ;  though  be- 
fore that  period  expired,  they  would  have  no  right 
to  make  use  of  the  other's  substratum.  At  the 
ead  of  that  time  the  public  has  a  choice  between 
tat  patents.  My  present  opinion  is,  that  the 
patent  most  go."  Fox,  esparto,  1  Ves.  6c  Bet,  67. 
The  subject-matter  of  the  preceding  was  a 


separate  and  distinct  engine  or  instrument  to  be 
applied  to  the  old  stocking  frame,  and  to  be  used 
in  a  certain  manner,  so  as  to  produce  a  new  ma- 
nufacture ;  but  many  cases  occur  in  which  the 
invention  is  more  conveniently  described  by  con- 
sidering  the  old  and  the  new  as  constituting  a 
new  combination  of  matter,  or  known  elements  and 
instruments.  Thus  in  this  particular  case  the  old 
stocking  frame,  with  its  addition,  was  a  new  com- 
bination and  arrangement  of  parts ;  similarly,  the 
omission  of  any  part  of  the  old  stocking  frame 
would  have  constituted  a  new  combination,  and 
been  a  good  subject-matter,  if  it  had  led  to  any 
improvement  of  the  trade. 

In  Russell's  case  the  invention  consisted  in 
manufacturing  iron  tubes  for  gas  and  other  pur- 
poses, by  the  omission  of  a  maundril,  an  instru- 
ment in  use  under  the  preceding  patent  for  this 
manufacture.  Ruucll  v.  Cowley,  1  Cr.  M.  &  R. 
864. 

The  test  applicable  to  this  and  all  cases  is,  in 
the  words  of  BuUer,  J.,  as  follows  :  "  If  there  be 
any  thing  material  and  new,  which  is  an  improve- 
ment of  the  trade,  that  will  be  sufficient  to  support 
a  patent."    R.  v.  Arkwright.    Pott  71,  n.«. 
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LIARDET'S  PATENT. 


Title.  Letters  patent,  3  April,  13  G.  3,  a.  d.  1773,  to  John  Liardet, 

for  "  a  certain  composition  or  cement.' 


. » 


16  G.  3,  c.  29. 

Act  A.  D.  1776.  j£n  Act  for  vesting  in  John  Liardet,  his,  %c,  the  sole  use  and 
property  of  a  certain  composition  or  cement  of  his  invention 
througliout  his  Majesty *s  kingdom  of  Great  Britain  for  a  limited 
time. 

After  reciting  the  grant  of  the  letters  patent,  and  further 
reciting,  "  unless  the  term  granted  by  the  said  letters  patent  be 
prolonged,  and  the  property  of  the  said  John  Liardet  in  the 
said  invention  better  secured,  not  only  within  that  part  of  Great 
Britain  called  England,  the  dominion  of  Wales,  the  town  of 
Berwick  upon  Tweed,  and  in  his  Majesty's  colonies  and  planta- 
tions abroad,  but  also  within  that  part  of  Great  Britain  called 
Scotland,  it  will  neither  be  possible  for  the  said  John  Liardet 
Recompense  to  to  receive  an  adequate  recompense  for  his  labour,  expense  and 
aoVtJranuge  time>  nor  f°r  tne  public  at  large  to  reap  the  various  advantages 
to  the  public,  in  point  of  utility  and  economy,  as  well  as  ornament  in  building, 
which  would  arise  from  this  invention  were  its  use  universally 
diffused,  and  its  price  lowered,  upon  which  the  demand,  and 
consequently  the  profits  of  the  proprietor,  must  depend :  And 
whereas  the  cement  from  its  nature  grows  too  hard  for  use  if 
not  used  soon  after  it  is  made,  and  therefore  must  be  made 
where  used,  or  near  it,  from  which  circumstance  the  use  thereof 
has  hitherto  been  confined  to  the  metropolis  and  a  few  miles 
about  it,  as  training  workmen  and  erecting  works  is  difficult  and 
expensive :  And  whereas,  if  the  term  is  not  enlarged,  the  same 
narrow  plan  must  be  continued,  a  general  plan  of  erecting  works 
and  training  men  all  over  the  kingdom,  which  is  necessary  if  the 
use  of  the  cement  is  to  be  universal,  cannot  upon  so  short  a 
prospect  be  undertaken,  the  circle  cannot  be  enlarged,  and  the 
price  must  continue  such  as  may  indemnify  the  proprietor  for 
his  expense,  out  of  the  profits  arising  from  a  very  small  con- 
sumption only  during  his  present  term ;  to  the  end  therefore 
that  the  said  John  Liardet  may  be  enabled  and  encouraged  to 
prosecute  and  complete  his  said  invention,  so  that  the  public 
may  reap  all  the  advantages  to  be  derived  therefrom  in  their 
fullest  extent/'  it  is  enacted,  that  the  said  letters  patent  should 
be  vested  in  the  said  Liardet,  his,  &c,  for  .18  years  from  the 
passing  of  the  act. 
That  price  shall  S.  2.  And  whereas  the  said  John  Liardet  has  hitherto  fur- 
uiAmount.   "  nished  the  said  cement  at  the  rate  of  sixpence  per  foot  square  on 
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the  surfaces  of  all  plain  buildings,  and  twopence  per  foot  run- 
ning measure  for  arrises ;  to  the  end  therefore  that  the  public 
maybe  assured  of  the  advantage  of  this  invention  at  the  same 
price,  be  it  further  enacted,  by  the  authority  aforesaid,  that  it 
shall  not  be  lawful  for  the  said  John  Liardet,  his,  &c.,  during 
the  continuance  of  this  act,  to  ask,  demand,  or  take  any  greater 
price  than  sixpence  by  the  foot  square,  and  twopence  per  foot 
as  aforesaid  for  arrises,  so  covering  any  plain  work  with  the 
aforesaid  cement  or  composition. 

3.  Proviso,  that  the  act  shall  not  hinder  the  making  any  com-  The  use  of  the 
position  or  cement  not  the  invention  or  application  of  the  said  ^  be^bderwl0. 
liardet,  or  which  has  been  publicly  used  or  exercised  before  the 

date  of  the  letters  patent ;  but  that  all  such  not  the  invention  of 
the  said  Liardet,  or  not  particularly  ascertained  and  described  in 
the  specification  thereinafter  mentioned,  should  remain  to  the 
public  or  inventor  as  if  the  said  act  had  not  been  made. 

4.  That  every  objection  which  might  have  been  made  to  the  Objections  to 
said  cement,  not  being  a  new  invention  within  the  true  intent patent8a 
and  meaning  of  an  act  of  the  21st  of  James  the  First,  may  be 

made  in  bar  to  any  action  brought  by  virtue  or  in  consequence 
of  this  act.     - 

5.  Proviso  against  transfer  to  more  than  five  persons. 

6.  Proviso  that  Liardet  shall  enrol  a  specification  within  four 
months  after  the  passing  of  the  act. 


Liardet  v.  Johnson. 
Hil.  V.  1778,  Car.  Lord  Mansfield. 

[Bull  N.  P.  76.] 

The  general  questions  on  patents  are,  1st.  Whether  the  in- The  questions 
ration  were  known  and  in  use  before  the  patent  (a) :  2d.  Whe-  I2i0iiB"®w,edgf 
ther  the  specification  is  sufficient  to  enable  others  to  make  it  up ;  and  sufficiency 
the  meaning  of  the  specification  is,  that  others  may  be  taught  to  |jon  to'teach*" 
do  the  thing  for  which  the  patent  is  granted,  and  if  the  specifi-  **»«  public. 
cation  is  false  the  patent  is  void,  for  the  meaning  of  the  specifi- 
cation is,  that  after  the  term  the  public  shall  have  the  benefit  of 
the  discovery  (A).  . 

In  a  patent  for  trusses  for  ruptures,  the  patentee  omitted  any  material 
what  was  very  material  for  tempering  steel,  which  was  rubbing  P*rt  of  *"• 
it  with  tallow,  and  for  want  of  that  Lord  Mansfield  held  it  void(c).  defect. 

(«)  Here,  at  in  Dollond's  case,  antt  43,  the  user  the  true  and  first  inventor,  the  other,  whether  the 

of  the  invention  before  the  date  of  the  patent  is  invention  is  new.    See  pott,  Jones  v.  Pearce,  and 

recognised  as  a  necessary  part  of  the  ground  for  notes. 

avoiding  m  patent  for  want  of  novelty.    There  are  (b)  See  further  as  to  this  on  next  page,  note  e. 

two  distinct  questions  to  be  considered  in  most  (c)  See  this  case  cited  and  much  relied  on, 

e*ts  of  this  kind,  the  one  whether  the  grantee  is  pott,  by  Alderson,  B.,  in  Morgan  v.  Seaward. 
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hartley's  patent. 


Invention  may  Inventions  are  of  various  kinds ;  some  depend  on  the 
accident  or  de-  °f  figuring*  others  on  mechanism,  &c. ;  others  depend 
■i*11-  reason,  no  theory,  but  a  lucky  discovery;  water  tabbi< 

discovered  by  a  man's  spitting  on  the  floor  (rf).  This  n 
the  nature  of  the  thing,  depend  on  experiments,  and  thos 
depend  on  the  proportions  of  the  things  used  in  the  co 
tion.  (e) 


(d)  See  this  cited  and  referred  to  by  Buller,  J. 
in  Boulton  &  Watt  v.  Bull,  2  H.  Bl.  487. 

Also  in  argument  by  J.  Bell,  Q.  C.  It  was  not 
necessary  to  show  that  an  invention  was  the  result 
of  long  application  or  deep  skill.  He  remembered 
that,  many  years  ago,  ladies  wore  flowered  tab- 
bies. The  method  of  working  the  flower  was 
discovered  by  mere  accident ;  a  man  having  spat 
upon  the  floor,  placed  his  hot  iron  on  it,  and 
observed  that  it  spread  out  into  a  kind  of  flower. 
He  afterwards  tried  the  experiment  upon  linen, 
and  found  it  produced  the  same  effect.  He  then 
obtained  a  patent,  and  lived  to  make  a  considera- 
ble fortune.    29  Rep.  Arts,  2d  Ser.  311. 

(e)  The  following  account  of  this  case  is  given 
by  Mr.  Bramah  in  his  letter  to  Chief  Justice  Eyre 
(p.  70) :  Lord  Mansfield  said.  "  The  law  relative 
to  patents  requires,  as  a  price  the  individual  should 
pay  the  people  for  his  monopoly,  that  he  should 
enrol,  to  the  very  best  of  his  knowledge  and  judg- 
ment, the  fullest  and  most  sufficient  description 
of  all  the  particulars  on  which  the  effect  depended, 
that  he  was  at  the  time  able  to  do.  And  it  was 
further  remarked  by  the  defendant's  advocate,  and 
to  which  his  lordship  assented,  that  even  more 
was  required  in  some  instances ;  for  as  the  patent 
was  secured  to  the  patentee  four  months  before  he 
was  obliged  to  enrol  his  specification,  this  allow- 
ance was  purely  for  the  purpose  of  giving  the 
inventor  the  full  opportunity  of  making  experi- 
ments for  his  information ;  and  also,  that  he  might 
have  an  opportunity  of  calling  in  to  his  assistance 
the  knowledge  of  others,  on  points  where  either 
his  learning  or  his  practice  fell  short,  in  enabling 
him  to  complete  his  specification  in  a  style  and 


manner  the  most  explanatory  and  comp 
possible.  And  he  further  agreed,  as  nea 
recollect,  that  no  omission  or  defect  in  th 
ment  could  admit  of  an  apology,  while 
the  power  of  the  patentee  to  have  avoi 
the  means  above  mentioned,  no  more  thai 
be  sufficient  for  the  author  of  an  ungra 
publication  to  attribute  it  to  a  want  of  sd 
while  surrounded  with  scholastic  abilkie 
of  such  a  job.  My  Lord  Mansfield  ajr 
this  was  what  he  understood  to  be  the  d< 
patents,  and  cited  an  instance  where  t 
in  the  specification  such  an  omission  as  i 
been  fatal  to  the  patent  had  it  ever  been  c 
in  a  court  of  law. 

"  This  instance  was  the  patent  grant 
James  for  fever  powders,  in  the  specif! 
which  he  has  mentioned  the  articles  only 
these  powders  are  composed,  and  om 
proportion  or  quantity.  This  being  the  c 
tinued  his  lordship,  Dr.  James  never  do 
any  action  for  infringement,  and  it  was 
wise  in  him  not  to  do  so,  as -no  patent  co 
on  such  a  specification.  For,  said  his 
I  think  more  depends  in  the  composi 
medicine  on  the  proportion  of  the  drug: 
their  quality ;  as  we  find  it  a  fact  too  l 
that  what  even  preserves  life,  taken  in 
quantity  will  in  some  cases  instantly  d 
Mercury,  for  instance,  though  used  wit 
general  good  effect,  perhaps,  than  any 
tide  in  the  materia  medica,  would  pit 
most  baleful  consequences,  applied  witho 
to  proportion."    Ibid.  72. 


HARTLEY'S  PATENT. 


TitU. 


SptcificatU 


Letters  patent  to  David  Hartley,  1  April,  13  G.  3,  a.i 
for  a  "  particular  method  of  securing  buildings  and  ships 
the  calamities  of  fire." 

My  invention  of  a  particular  method  of  securing  bi 
and  ships  against  the  calamities  of  fire,  is  described  in  th 
ner  following:  that  is  to  say,  By  the  application  of  pi 
metal  and  wire,  varnished  and  unvarnished,  to  the  seven 
of  buildings  and  ships,  so  as  to  prevent  the  access  of  i 
the  current  of  air,  securing  the  several  joints  by  doubl 
overlapping,  soldering,  rivetting,  or  in  any  other  manner 
them  up,  nailing,  screwing,  sewing,  or  in  any  other  ; 
fastening,  the  said  plates  of  metal,  into  and  about  the 
parts  of  buildings  and  ships,  as  the  case  may  require. 
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17  G.8,  C.  6. 

An  Act  for  vesting  in  David  Hartley,  his,  fyc.  the  sole  use  and  j** 
property  of  a  certain  method  by  him  invented  of  securing  buildings 
against  the  calamities  of  fire,  throughout  his  Majesty's  dominions, 
far  a  limited  time* 

After  reciting  the  grant  of  the  letters  patent,  and  the  enrol- 
ment of  and  setting  forth  the  specification,  it  further  recited, 
And  whereas  the  said  David  Hartley  hath,  with  great  atten- 
tion and  labour,  prosecuted,  and  is  still  prosecuting,  a  variety  of 
experiments  in  order  to  perfect  the  said  invention:  And  whereas  The  great  ex. 
the  said  David  Hartley  hath  employed  great  sums  of  money  out  J*1^  v^t\ 
of  his  own  private  fortune,  and  must  necessarily  advance  still  vention. 
larger  sums  before  the  said  invention  can  be  completed,  and 
Tendered  of  general  public  utility,  as  well  by  sea  as  land :  And 
whereas  it  will  not  be  in  the  power  of  the  said  David  Hartley  to 
carry  his  invention  into  complete  execution,  so  as  to  render  the 
tame  of  the  highest  utility  to  the  public  of  which  it  is  capable, 
nor  will  there  be  any  reasonable  prospect  to  the  said  David 
Hartley  of  being  reimbursed  the  sums  of  money  already  by  him 
expended  and  advanced,  and  the  further  sums  necessarily  to  be 
by  him  expended  and  advanced,  or  of  obtaining  a  proper  return 
and  recompense  for  so  important  an  invention,  unless  the  term 
granted  by  the  said  letters  patent  be  prolonged,  and  his  pro- 
perty in  the  said  invention  secured,  not  only  within  that  part  of 
Great  Britain  called  England,  the  dominion  of  Wales,  the  town 
of  Berwick  upon  Tweed,  and  his  Majesty's  colonies  and  planta- 
tions abroad,  but  also  within  that  part  of  Great  Britain  called 
Scotland,  for  such  time  as  may  enable  him  to  obtain  an  adequate 
recompense  for  his  labour,  time,  and  expense.  To  the  end  That  the  pub- 
thereof  that  the  said  David  Hartley  may  be  enabled  and  encou-  Jncefoai{  benefit 
raged  to  prosecute  and  complete  his  said  invention,  so  that  the 
public  may  reap  all  the  advantages  to  be  derived  therefrom  in 
their  fullest  extent,  it  is  enacted  that  the  sole  privilege  of  mak- 
ing and  vending  the  said  invention  be  vested  in  David  Hartley, 
&c  for  thirty-one  years  from  the  passing  of  the  act,  prohibiting 
all  persons  imitating  the  same  without  license  in  the  usual 
terms  of  the  letters  patent. 

S.  4.  That  any  objection  which  might  have  been  made  to  the  Objection  to  no- 
said  invention  not  being  a  new  invention,  within  the  true  intent  foj?  £&?***' 
and  meaning  of  an  act  of  the  twenty-first  of  James  the  First,  suf- 
ficient to  invalidate  letters  patent,  may  be  made  in  bar  to  any 
action  brought  by  virtue  or  in  consequence  of  this  act. 

The  other  tactions  of  the  act  were  to  the  fol-  S.  3.  privileges  not  to  be  transferred  to  more 
lowing  effect : — S.  2.  That  the  invention  might  than  five ;  S.  6.  that  the  price  of  the  fire  plates  of 
be  Med  in  the  royal  dock-yards  without  license ;      iron  should  not  exceed  sixpence  per  square  foot. 


56 


ARKWRIGHT  S    PATENT. 


The  swbject-matter  of  tbis  invention  was  tbe 
application  of  plates  of  snetal  for  the  prevention 
of  ire,  and  the  4th  section  saves  any  objection 
which  may  be  made  to  tins  patent  ia  respect  of 
hs  not  being  a  new  invention  within  the  statate 
of  /asses.  Doubts  have  been  entertained  as  to 
the  validity  of  this  patent,  in  respect  of  the  sub- 
ject-matter; whether  the*  invention  can  be  con- 
sidered any  maimer  of  mannfactnrc;  whether  it 
is  not  a  mere  abstract  principle,  an  vnembodied 
method,  or  something  which  does  not  satisfy  the 
words  or  spirit  of  the  statute.  Bat  the  words 
of  the  statute, "  any  manner  of  manufacture."  are 
to  be  taken  in  connexion  with  the  preceding 
words  •*  working  or  making,**  and  mean  either 
the  result  attained,  or  the  method  of  obtaining  the 
result.     See  asm  43,  n. 

The  subject-matter  of  this  patent  was  maturely 


I  by  Ears,  C.  J„  in  bis  judgment  in 
Bemttem  &  Wat  r.Bmil,  1  rL  Bl.  493,  and  placed 
in  the  general  dam  of  patents  lor  methods  of 
,  producing  no  new 


esapioying  no  new  machinery. 
That  this  patent  was  rabd  ia  respect  of  its  sub- 


ject-matter may  perhaps  be  rendered  clear  by  the 
consideration  that  houses  or  ships,  or  parts  of 
houses  and  ships,  were  nerer  constructed  in  this 
way  before ;  the  method  published  to  the  world 
by  this  patent  was,  therefore,  in  the  strictest  sense, 
anew  manufacture,  since  it  was  a  new  method  of 
arranging  matter  for  that  particular  purpose  of 
constructing  houses  and  ships.  See  Forsyth's 
patent,  part  97,  n. 

Hartley  had  a  grant  of  .£2500  from  parliament 
to  enable  him  to  ascertain  the  practicability  and 
utility  of  his  i 
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Tale. 


Specification, 


For  bruiting  the 
Jiax  to  render  the 
fibre*  susceptible 
of  division. 


For  heckling  the 
bruised  hemp. 


The  preterit  feed, 
ing  apparatus. 

The  crank  fin- 
stripping  off  the 
adton  in  a  stiver. 


Letters  patent  to  Richard  Arkwright,  16  December,  a.  d.  1775, 
"for  certain  machines  for  preparing  silk,  cotton,  flax,  and  wool, 
for  spinning." 

I,  the  said  Richard  Arkwright,  do  hereby  describe  and  ascer- 
tain the  nature  of  my  said  invention,  and  declare  that  the  plan 
thereof,  drawn  in  the  margin  of  these  presents,  is  composed  of 
the  following  particulars ;  that  is  to  say : — 

No.  1,  a  beater  or  breaker  of  seeds,  husks,  &c.,  and  a  finer 
of  the  flax,  hemp,  and  other  articles  which  are  to  be  pre- 
pared for  dressing,  in  which  (a)  is  a  wheel  with  teeth,  which, 
by  acting  upon  a  lever,  raises  the  hammer  (c),  the  lever  being 
moveable  upon  the  centre  (d). 

No.  2,  an  iron  frame  with  teeth  at  (a),  working  against  a 
lower  frame  with  like  teeth  at  (b) ;  this  lower  frame  is  firmly 
connected  to  a  wooden  frame  by  means  of  the  screws  (c,  c) ; 
the  upper  teeth  are  made  to  act  against  the  lower  by  means  of 
the  joints  (d,  d,  d,  d)  (b). 

No.  3  is  a  piece  of  cloth  with  wool,  flax,  hemp,,  or  any 
other  such  materials  spread  thereon,  as  at  (a). 

No.  4  is  a  crank  and  a  frame  of  iron  with  teeth  at  (a),  being 
moveable  at  the  joints  (b,  b,  b,  b,)  by  means  of  a  crank,  and  by 


(a)  This  is  Arkwright's  second  patent;  his  first 
patent,  July  3,  1769,  for  the  spinning  machinery, 
was  comparatively  of  small  service  until  the  sub- 
sea  as  ot  invention  of  the  preparing  machinery,  the 
subject  of  the  present  patent.  See  per  Mr. 
Farsy,  App.  to  Pari.  Hep.  on  Patents  ;  also, 
Haas's  Cyclopssdia,  Arts.  Cotton  and  Manufac- 
tures; also  the  works  of  Dr.  Ure  and  Mr.  Baines, 
on  the  Cotton  Manufacture. 


For  a  p  late  of  the  drawings  referred  to  in  the 
specification,  see  the  folio  report  of  the  trial  R.  v. 
Arkwright,  and  Collier  on  Patents. 

(Jo)  No.  1  is  for  beating  and  bruising  hemp, 
to  split  the  fibres,  and  render  them  susceptible  of 
divisions;  No.  2  is  for  heckling  the  bruised 
hemp ;  they  relate  only  to  the  preparation  of 
hemp  and  flax. 
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1  cord  turning  the  pulley  or  wheel  (c) ;  this  motion  of  the 
teeth  (a)  works  them  backwards  and  forwards  upon  the  cylinder 
No.  5,  and  dischargeth  the  cotton,  wool,  &c.,  from  it  at  (d). 

No.  5  is  the  last-mentioned  cylinder,  which  hath  fillet  cards:  Tk$  differ  eyiin- 
behind  this  cylinder,  No.  3  delivers  its  contents  upon  another ** 
cylinder  (c). 

No.  6  consists  of  rollers  fixed  to  a  wooden  frame,  the  contents  The  roller* /,*■ 
of  No.  5  being  brought  to  it  at  (a),  and  going  through  at  Q>),f^f  and 
produceth  it  a  proper  size  (f) ;  (c,  c)  are  brushes  for  cleaning  the 
machine. 

No.  7>  a  cylindrical  box  for  twisting  the  contents  of  No.  6  The  receiving 
at  (b) ;  (a,  a)  are  two  rollers,  one  moving  the  other,  between  *""  machinery* 
which  the  contents  of  No.  6  passeth  into  the  cylinder  (b) ; 
(c)  is  a  dead  pulley  fixed  to  the  frame ;  (d)  a  cord  which,  pass- 
ing from  the  pulley  (c),  moves  the  rollers  (a,  a) ;  (F)  a  wheel, 
the  movement  of  which  is  brought  from  (Fc)  No.  10,  and 
b  fixed  to  No.  6  (d). 

No.  8,  a  machine   for  twisting  the  contents   of  No.  6,  in  The  twisting  ma- 
which  (d,  d)  is  a  frame  of  iron ;   (b)  a  roller,  on  which  a  bobbin,  cAw£ry- 
(c)  is  fixed ;  this  is  turned  the  same  as  No.  7?  that  is,  by  a 
dead  pulley,  or  wheel  fixed  to  a  wooden  frame,  at  (g)  (e). 

No.  9,  a  spindle  and  flyer,  being  fixed  to  No.  6,  for  twist-  TheboWmtftht 
ing  the   contents  from  (b)  in  No.  6;    (d)    is   a  pulley  under rm>ingmachmet' 
the  bobbin,  which  hath  a  communication  by  a  band  to  No.  10 
at  (d,  d),  it  being  a  conical  or  regulating  wheel,  which  moves 
the  bobbin  quicker  or  slower  as  required  (f). 

No.  10,  a  spindle,  which  being  fixed  to  No.  6  at  (a)  worketh  The  pulley  work 
No.  7,  No.  8,  or  No.  9,  at  (F,  F,  F),  by  the  pulley  (F,  c) ;  (d),  a  §^1°***'**' 
regulator  for  No.  9;  (b),  a  socket,  having  a  bolt  going  through 
(d,  d)  and  (F,  c)  to  (G),  stops  or  sets  the  whole  going  by  means 
of  a  catch  (a),  for  the  pulley  (G,  G)  being  loose  upon  the  spindle, 
(0)  a  lever,  moveable  about  (k),  raiseth  or  falleth  the  bolt  (b)  ($). 

In  witness,  &c. 


(c)  No.  3   it  for  feeding  cotton  to  the  first  (e)  This  is  a  substitute  for  No.  7,  the  twisting 

cylinder  of  a  carding  machine;  No.  2  is  the  comb      part  of  a  roving  machine.     It  is  another  mode  of 


I  by  cranks  for  stripping  off  the  cotton  from  doing  the  same  as  the  revolving  can,  and  was 

the  last  or  doffier  cylinder  of  a  carding  machine  called  *  Jack  in  a  box.'    It  was  adopted  by  some, 

in  continuous  or  perpetual  slivers;  No.  5  is  the  and  improved  forms  of  it  have  been  the  subject  of 

bat  or  doftar  cylinder  of  the  carding  machine,  several  subsequent  patents,  but  without  coming 

adapted  to  deliver  the  cotton  (by  aid  of  the  comb)  into  use ;  the  improved  forms  of  Nos.  9  and  10 

ia  perpetual  comb.      These  three  elements  are  being  preferable. 

parte  ot  the  carding  machine  in  present  and  gene-  (J)  This  is  the  origin  of  the  modern  bobbin  and 

ral  use.  fly,  or  cone  roving  machine,  the  improved  forms  of 

(«*)    No.  6  and  No.  10  constitute  the  roving  which  are  principally  due  to  Mr.  Houldsworth,  and 
can  machinery ;  the  former  are  the  drawing  rollers   -  have  superseded  all  other  rovinjr  machines. 
of  a  roving  frame  in  general  use  as  well  for  draw-  (g)  This  is  pulley  work,  which  was  used  with 

ing  as  for  roving ;  the  latter  is  the  revolving  can  No.  7  for  the  can  roving  machine,  and  it  also,  in 

eta  roving  frame,  and  also  came  into  general  use,  reference  to  No.  9,  contains  an  imperfect  sugges- 

bvt  without  the  rollers  (a  a) ;  it  is  now,  however,  tion  of  the  cone  frame. 
superseded  by  improved  forms  of  Not.  9  and  10. 
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History  of  the  Manufacture. — All  yarn  was  ori- 
ginally *pun  by  hand  ;  and  cotton  was  spun  twice 
over ;  first  the  roving  or  thick  thread,  with  a  very 
•light  twist,  was  formed ;  then  the  yarn  was  formed 
by  spinning  the  roving  over  again,  by  an  operation 
similar  to  the  former,  but  the  thread  was  drawn 
out  longer  and  finer,  and  received  more  twist.  The 
earliest  spinning  machines  were  confined  to  the 
latter  operation  of  actual  spinning. 

In  1738,  Louis  Paul,  a  foreigner,  had  a  patent, 
for  "  a  new  invented  machine  for  the  spinning  of 
wool  and  cotton."  The  specification  stated  briefly 
(and  rather  obscurely),  that  the  sliver  of  wool  or 
cotton  is  to  be  put  between  a  pair  of  rollers,  which 
being  turned  round,  draws  in  the  sliver ;  and  as  it 
passes  regularly  through,  a  succession  of  other  rol- 
lers, moving  proportionably  faster  than  the  first, 
draw  the  sliver  into  any  degree  of  fineness  which 
may  be  required. 

In  1758,  Paul  had  another  patent  for  a  spinning 
machine,  which  was  substantially  the  same  as  part 
of  that  described  in  his  former  specification,  hav- 
ing only  one  pair  of  rollers,  but  no  succession  of 
pairs  of  rollers. 

In  1769  Richard  Arkwright  had  bis  first  patent 
for  spinning  machines,  wherein  the  principle  of  a 
succession  of  pairs  of  rollers  was  applied  with  such 
completeness  of  mechanical  detail,  as  rendered  it 
perfectly  successful,  and  he  was  enabled  to  make 
the  machinery  self-acting,  so  as  to  be  worked  by 
the  power  of  a  water  mill  without  manual  labour. 

The  invention  of  spinning  by  rollers,  and  its 
successful  introduction,  furnishes  an  illustration  of 
the  manner  in  which  the  same  principle  may  be 
the  subject  of  successive  patents. 

In  1738,  the  mere  principle  of  spinning  by  rol- 
lers was  stated  by  Paul,  but  no  practical  method 
of  making  yarn  was  described ;  and  the  method  he 
afterwards  described  in  1758  was  not  a  good  one. 
Thirty  years  afterwards  Arkwright  hit  on  the  same 
idea,  and  described  a  complete  mode,  which  suc- 
ceeded, and  has  become  of  the  greatest  national 
importance.  The  principle  is  the  same  as  was 
announced  at  the  beginning  of  Paul's  specification 
of  1738,  but  which  he  never  practised,  and  he  ap- 
pears to  have  lost  sight  of  it  in  his  patent  of  1758. 
Arkwright's  invention  led  to  great  improvement 
in  the  manufacture ;  his  was  an  engine  tending  to 
the  furtherance  of  trade.     Ant*  6. 

Cases  of  this  kind,  in  which  the  idea  or  principle 
of  a  valuable  invention  has  been  announced,  and 
after  some  ineffectual  attempt  to  carry  it  into  effect 
has  failed,  and  been  abandoned,  are  of  frequent 
occurrence,  and  when  no  beneficial  effect  is  pro- 
duced on  the  arts  and  manufactures  of  the  country 
by  such  patent,  it  may  for  all  practical  purposes 
be  considered  as  a  barren  suggestion. 

In  1748,  Paul  had  a  patent  for  carding  ma- 
chines ;  he  described  a  cylindrical  arrangement  of 
cards,  bearing  some  resemblance  to  the  present 
carding  machine,  except  that  it  had  no  feeder,  the 
wool  being  put  on  the  cylinder  by  hand,  and  the 
cardings  were  taken  off  in  short  leugths  by  hand, 
with  a  comb,  which  required  the  machine  to  stop, 
and  the  short  lengths  to  be  joined  by  hand. 

Arkwright  appears  to  have  enjoyed  the  exclu- 
sive benefit  of  his  patent  of  1769 ;  he  established 
large  mills  at  Cromford ,  in  Derbyshire,  for  spin- 
ning, with  bis  machinery,  cotton  twist  for  making 
stockings;  also  warp  for  calico,  and  made  great 
profit.  It  is  stated  in  Dr.  Rees's  Cyclopaedia, 
Art.  Cotton,  that  his  patent  right  was  contested 
about  1772,  and  that  he  obtained  a  verdict.  Other 
mills  were  established  by  licence  under  his  patent. 


Although  the  greatest  inventor,  Arkwi 
not  the  only  useful  inventor  in  the  sai 
about  1767  James  Hargreaves  had  inv< 
spinning  ienny,  which  was  a  machine  to  1 
by  hand  labour,  for  spinning  several  yarn, 
by  a  very  similar  process  to  that  whereby 
at  a  time  had  been  previously  spun  t 
Hargreaves'  invention  was  the  multiplii 
the  number  of  spindles  which  one  pers 
manage  at  the  same  time.  Although  i 
which  was  spun  was  a  continuous  thread 
ration  of  the  spinning  was  interrupted  ei 
that  about  a  yard  in  length  of  each  ; 
completed,  in  order  to  wind  up  that  yari 

The  ienny  came  into  common  use  for 
weft  about  the  same  time  that  Arkwi 
bringing  his  spinning  machinery  into  use 
ning  warp,  and  the  two  soon  superseded 
mode  of  spinning  by  hand.  Arkwrig 
chinery  was  worked  by  a  water  wheel 
manual  labour;  and  each  spinning  fra 
tained  several  spindles,  which  were  all 
with  cotton  by  the  same  rollers,  and  f< 
many  threads  at  once,  but  without  any 
tion,  as  in  the  old  mode  and  in  the  jenny 
up  the  yarn,  for  the  spinning  and  winding 
going  on  continually. 

Hargreaves  took  a  patent  for  his  jenny 
but  as  such  machines  had  been  commo 
by  many  during  two  or  three  years  be 
date,  the  patent  was  considered  as  invalid, 
never  attempted  to  be  sustained. 

The  jenny  as  well  as  Arkwright's  orig 
chinery,  was  confined  to  the  spinning  of) 
ravings,  which  were  previously  prepared 
one  roving  at  a  time,  from  short  lengths  < 
cardings  joined  together,  and  loosely  twi 
extended  in  length  by  hand  to  form  a  loo 
thread  called  a  roving,  in  the  same  mani 
ready  mentioned  to  have  been  originally 
for  preparing  ravings  for  spinning  by  han 

During  the  period  of  the  term 
wright's  patent  of  1769,  after  he  bad  in 
bis  machinery  extensively,  he  turned  his 
to  invent  new  machinery  for  the  preparin 
ton  wool,  and  forming  it  into  more  perfiec 
than  could  be  made  by  hand,  and  more  | 
spinning  by  bis  original  machinery  ;  he 
ployed  several  workmen  during  a  long 
making  new  machinery  for  carding  and  ; 
his  mills,  before  he  took  out  his  second 
1775,  he  used  that  machinery  extensive! 
before  the  patent,  and  parts  became  k 
others  who  were  his  imitators  in  the  spinni 
and  were  adopted  by  them,  and  some  idei 
to  have  been  suggested  to  him  by  his  i 
He  delayed  his  patent  for  carding  and  ] 
until  after  his  patent  for  spinning. 

Carding  machines  with  cylinders  had  < 
use,  by  slow  degrees,  from  Paul's  unsucc 
tempts :    but  although  improved,  such 
remained  very  imperfect. 

In  1772,  John  Lees  applied  to  the  car 
chine  an  endless  revolving  cloth,  callei 
petual  feeder,  upon  which  the  cotton  i 
spread  ;  Arkwright  made  a  further  impr 
by  rolling  up  the  feeder  cloth  with  tl 
spread  upon  it,  in  a  spiral  roll,  which  | 
unrols  as  the  machine  is  fed.  See  No. 
specification. 

About  1773,  a  plate  of  metal,  finely  t 
the  edge  like  a  comb,  and  worked  up  a 
by  a  crank,  with  slight  but  frequent  stn 
applied  for  stripping  off  the  cotton  front 
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*  doner  cylinder  of  the  carding  machine,  in  a 
cMbBoons  filmy  fleece,  which,  as  it  came  off, 
vis  contracted  and  drawn  through  a  funnel,  and 
wat  thus  gathered  into  a  sliver,  which  by  passing 
between  two  rollers,  was  compressed  into  a  firm 
flat  riband,  and  fell  into  a  deep  can,  where  it 
coiled  «p  in  a  continuous  length  till  the  can  was 

The  crank  and  comb  ts  No.  4  in  Arkwright's 
ipecificatioB,  but  to  render  this  available,  it  was 
seceasary  to  cover  the  Jast,  or  doffer  cv  Under,  all 
roasd  its  circumference  with  narrow  fillet  cards, 
beaded  round  it  circularly  like  belts,  so  that  the 
cotton  could  be  brought  off  in  an  unbroken  fleece. 
Arkwright  actually  used  a  narrow  fillet  card 
uoaad  circularly  around  the  cylinder  in  spiral 
coils,  which  mode  has  been  continued  to  the  pre- 
test tune ;  it  appears  to  have  been  practised  by 
Weed  and  Pilkiogtoo,  a  year  before  the  date  of 
Arkwright's  patent :  but  it  is  doubtful  on  the  evi- 
dence whether  be  or  they  first  invented  it. 

The  cards  had  been  previously  fixed  on  the  dof- 
fe  cylinder  in  detached  portions,  which  did  not 
oia  together  around  its  circumference,  but  left 
■nervals  between  them;  the  cardings,  therefore, 
cane  off  in  detached  portions,  or  short  lengths,  as 
■sea  as  the  width  across  the  cylinder,  and  these 
lengths  required  joining  by  band,  a  mode  which 
isstill  so  general  use  for  carding  wool  for  making 
woollen  cloth. 

By  these  improvements,  the  carding  machine 
vas  perfected.  The  cotton  wool  as  fed  to  it  is  an 
estaagled  knotted  mass,  with  the  fibres  lying  in 
tftry  direction  ;  but  comes  out  compressed  into  a 
inform  and  continuous  carding  or  sliver.  The 
introduction  of  these  improvements  into  prac- 
tical operation  is  to  be  ascribed  to  Arkwright,  and 
at  shewed  his  usual  talent  and  judgment  in  com- 
bsttnen,  by  patting  all  the  improvements  together 
tad  producing  a  complete  machine,  so  admirably 
ctlcalated  for  the  purpose,  that  it  has  scarcely 
baa  improved  upon  to  the  present  day. 

Arkwright's  specification  describes  the  various 
dnamts,  Nos.  3,  4,  and  5,  of  this  carding  ma- 
Cftae,  bet  furnishes  no  information  as  to  the 
Btaacr  in  which  the  pans  are  to  be  pot  together. 
1st  •pecification  does  not  mention  the  drawing 
pace*  to  which  the  perpetual  carding  or  sliver 
af  cotton  is  subjected  after  the  carding,  for  the 
pwpose  of  straightening  the  fibres.  And  the  neat 
f*xm  of  roving  is  not  clearly  explained. 


The  rollers  of  the  drawing  and  roving  frames 
are  No.  6  in  the  specification,  and  are  successive 
pairs  of  rollers,  the  same  as  those  of  the  spinning 
frame  in  his  patent  of  1769;  by  the  action  of 
such  rollers,  the  perpetual  carding  or  sliver  which 
comes  from  the  carding  machine  is  drawn  out  in 
length,  and  consequently  reduced  in  size,  at  suc- 
cessive repetitions  of  the  drawing  operation,  until 
the  sliver  becomes  so  small  that  it  would  not  hold 
together  without  some  twist ;  a  slight  twist  is  there- 
fore given  in  the  roving  machine,  which  may  be 
considered  as  the  last  of  the  series  of  drawing  ma- 
chines, and  so  forms  the  cotton  into  the  coarse 
soft  threads  called  rovings. 

Arkwright  invented  three  modes  of  giving  the 
requisite  twist,  and  gathering  up  the  roving  as  fast 
as  it  is  twisted ;  Nos.  7, 8,  and  9. 

After  Arkwright,  about  1775,  Samuel  C romp- 
ton  combined  the  rollers  of  Arkwright's  spinning 
machinery  with  the  spindles  of  Hargreaves  jenny, 
and  the  combination  produced  a  new  machine 
called  the  mule,  which  was  at  first  worked  by 
band;  it  soon  came  into  use,  particularly  for  spin- 
ning finer  yarn  for  muslin,  the  rovings  for  it  being 
prepared  by  Arkwright's  carding,  drawing,  and 
roving  machinery. 

In  1790,  Kelly  adapted  the  mule  to  be  worked 
partly  by  power  of  a  mill,  but  still  requiring  some 
manual  labour ;  in  that  state  it  was  made  to  spin 
very  fine  yarn  for  making  lace,  such  as  had  never 
before  been  produced  from  cotton.  The  mule  be- 
came most  extensively  used  for  spinning  coarser 
yarn  for  weft,  such  as  had  been  spun  by  the  jenny. 
That  spinning  by  the  jenny  was  expedited  by  hav- 
ing the  rovings  prepared  for  it,  by  aid  of  another 
machine  called  the  billy,  which  was  derived  from 
the  mule  and  the  jenny,  soon  after  the  introduction 
of  the  mule. 

In  modern  times  the  mule  has  wholly  superseded 
the  jenny  and  billy,  except  that  they  are  still  com- 
monly used  for  spinning  wool  for  making  woollen 
cloth.  In  1812,  Mr.  Crompton  was  rewarded  by 
parliament  with  .£5000.  for  his  invention  of  the 
mule.  In  1818,  Mr.  Eaton  had  a  patent  for  a 
self-acting  mule,  so  as  to  be  worked  entirely  by 
power  of  a  mill,  without  any  manual  labour,  and 
in  1825  and  1830,  Richard  Roberts  had  patents 
for  the  self-acting  mule  now  in  general  use,  of 
which  an  extension  has  been  granted  by  the  Privy 
Council.  Pott.  In  1834,  Mr.  James  Smith  had  a 
patent  for  aself-acting  mule  on  another  construction. 


Arkwright  v.  Mordaunt. 

T.  V.  a.d.  1781. 

In  this  action  for  the  infringement  of  the  plaintiff's  patent, 
the  defendant  objected  that  the  specification  was  obscure,  unin- 
telligible, and  generally  defective  and  insufficient,  and  the  fol- 
lowing specific  objections  were  made:  That  the  specification 
does  not  describe  in  what  manner  the  cotton  is  to  be  taken  off 
the  feeding  cloth  No.  3,  and  how  it  delivers  its  contents  to  the 
ends  of  another  cylinder ;  that  the  cylinder  represented  at  No. 
5  was  abandoned,  and  a  different  one  used  by  Mr.  Arkwright; 
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that  the  velocity  of  the  different  pairs  of  drawing  rollers  No.  6 
is  not  specified;  that  in  the  model  produced  in  court  these  rollers 
were  pressed  down  by  weights,  whereas  the  specification  gives 
no  directions  respecting  weights;  and  also  that  the  said  rollers 
were  fluted,  whereas  those  shown  in  the  drawings  were  plain. 

This  case  is  not  reported,  but  see  as  to  it  per  than  the  others,  the  velocity  of  the  larger  would 

Adair,  Serju  in  bis  opening  speech  of  the  subse-  be  greater,   and  mechanics  would  thereby  know 

quent  case,  as  reported  in  Davies's  Patent  Cases,  that  one  pair  of  the  rollers,  No.  6,  is  to  draw  the 

41-4.  cotton  faster  than  the  other  pair  will  pass  the 

The  plaintiff  failed  in  this  action,  and  eight  other  cotton  through  them.    That  it  is  obvious  to  any 

actions  were  abandoned.  mechanic  that  the  upper  rollers  of  No.  6  must  be 

The  above  objections  to  the  specification  would  pressed  down  on  the  lower  ones,  and  this  may 

hardly  be  sufficient  to  invalidate  the  patent,  if  the  be  done  in  various  ways.     That  the  fluting  of 

following  answers*  suggested  by  the  learned  coun-  those  rollers,  or  making  them  rough,  were  ways 

sel  in  the  subsequent  trial,  had  been  established  in  known  to  every  mechanic  for  making  the  rollers 

fact.    That  the  manner  of  taking  off  the  cotton  draw  more  than  the  plain  ones.   Dav.  Pat.  C.  41. 
from  the  feeder  No.  3,  by  means  of  the  feeding  In  1782,  Mr.  Arkwright  printed  a  case  in  rela- 

rollers  of  the  carding  machine  in  order  to  give  it  tion  to  the  preceding,  with  his  reasons  in  applying 

to  the  cards  being  well  known,  and  these  feeding  to  parliament  for  an  act  to  secure  his  right,  in 

rollers  being  old,  and  well  known  to  mechanics  which   he  stated  that  be  bad  purposely  omitted 

who  had  seen  the  former  carding  machine,  need  giving  so  full  a  description  in  his  specification  as 

not  be  described.    That  the  doffer  cylinder  shown  he  otherwise  would,  lest  his  invention  should  be 

by  No.  5  with  belts  of  fillet  card  would  do,  but  carried  into  foreign  countries.     See  folio  report  of 

that  the  one  at  present  used  with  a  fillet  wound  King  v.  Arkwright,  p.  97. 
spirally  around  the  cylinder  was  a  better  mode  The  application  to  parliament  was  not  perse- 

subsequently  discovered.     That  the  drawing.  No.  vered  in. 
6,  showing  one  pair  of  the  drawing  rollers  larger  j 


Arkwright  v.  Nightingale. 

Hil.  V.  a.d.  1785.     Cor.  Ld.  Loughborough. 

[Dav.  Pat.  C.  37-60.] 

Adair,  Serjt.  stated  the  case  for  the  plaintiff; — Bear  croft  for 
the  defendant,  after  some  of  the  plaintiff's  witnesses  had  been 
examined,  objected  that  this  appeared  to  be  a  new  invention,  the 
application  of  which  to  an  old  machine  was  not  described;  but 
the  patent  was  for  the  invention  of  €€  certain  machines  for  pre- 
paring the  substance  for  spinning.'9  That  the  evidence  did  not 
apply  either  to  the  patent  or  the  declaration,  for  the  new  inven- 
tion would  not  work  alone,  but  must  be  applied  to  the  old  ma- 
chine.   That  this  objection  was  ground  of  nonsuit. 

Lord  Loughborough:  I  have  known  it  overruled.     In  all  the 
oylet-hole  work  patents  they  are  additions  to  the  old  stocking 
frame,  and  they  are  not  so  described.    I  tried  one  of  those 
causes  last  term;  the  objection  made  at  the  trial  was,  that  the 
The  description  description  was  to  be  taken  from  the  terms  of  the  patent,  which 
to  be  taken  from  were  loose  and  inaccurate.     I  was  of  opinion,  then,  that  the 
the  specification  description  was  to  be  looked  for  in  the  specification,  the  descrip- 
tion of  what  was  invented;  but  upon  that  I  am  very  confident 
there  was  no  reference  to  the  old  machine. 

Some  witnesses  were  then  examined,  who  had  made  models 
to  produce  the  intended  effect  from  the  specification  alone, 
without  any  other  knowledge  of  the  machine. 
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Lord  Loughborough*.  Will  any  number  of  witnesses  prove  Lord  Loughbo- 
that  this  machine  cannot  be  made  from  the  specification  (a)?       rough  to  the  jury 

Lord  Loughborough,  before  he  stated  the  evidence,  took  no- 
tice of  some  things  that  had  occurred  in  the  course  of  the  trial, 
merely  for  the  purpose  of  laying  them  aside  as  foreign  to  the 
purpose  of  the  inquiry.  There  is  no  matter  of  favour  can  enter  Letters  patent 
into  consideration  in  a  question  of  this  nature.  The  law  has j^*™*"6' of 
established  the  right  of  patents  for  new  inventions;  that  law  is 
extremely  wise  and  just.  One  of  the  requirements  is,  that  a 
specification  shall  be  enrolled,  stating  the  nature  of  the  inven- 
tion; the  object  of  which  is,  that  after  the  term  is  expired  the 
public  shall  have  the  benefit  of  the  invention;  but  without  that 
condition  is  complied  with,  the  patentee  forfeits  all  the  benefit 
he  derives  from  the  great  seal. 

It  has  been  said,  that  many  persons  have  acted  upon  an  idea 
that  Mr.  Arkwright  had  no  right,  he  having  failed  to  establish 
it  when  this  cause  underwent  an  examination  in  another  place, 
in  which  the  event  was  unfavourable  to  him.     If  the  question 
at  present  were  what  damages    Mr.  Arkwright  should  have 
received  for  the  invading  that  right,  I  would  have  allowed  the 
parties  to  have  gone  into  evidence  to  show  to  what  extent  per- 
sons have  acted  upon  the  faith  of  the  former  verdict;  but  the  Act*  done  in  re- 
question  now  is  upon  the  mere  right,  and  if  the  result  of  this  iwnce  on  farmer 
cause  is  in  favour  of  the  plaintiff,  the  verdict  will  be  with  one  in  redaction  of 
shilling  damages.     A  future  invasion  of  this  right  would  entitle  dunH^* 
Mr.  Arkwright  to  an  action  for  damages,  but  in  the  present  case 
they  are  not  asked. 

It  is  said  to  be  highly  expedient  for  the  public  that  this  patent, 
having  been  so  long  in  public  use  after  Mr.  Arkwright  had  failed 
in  that  trial,  should  continue  to  be  open ;  but  nothing  could  be 
more  essentially  mischievous  than  that  questions  of  property 
between  A.  and  B.  should  ever  be  permitted  to  be  decided  upon 
considerations  of  public  convenience  or  expediency.  The  only 
Question  that  can  be  agitated  here  is,  which  of  the  two  parties  in 
law  or  justice  ought  to  recover  ? 

There  are  many  objections  that  may  be  taken  to  patents ;  but 
the  only  objection  in  this  case  is,  that  the  specification  is  not  so 
intelligible  that   those  who  are  conversant  in  the  subject  are 
capable  of  understanding  it,  and  of  perpetuating  the  invention 
when  the  term  of  the  patent  is  expired.    The  clearness  of  the  The  specifics 
specification  must  be  according  to  the  subject-matter  of  it;  it  is  Jj°n  ^jJ^JJ11 
addressed  to  persons  in  the  profession  having  skill  in  the  sub-  skiij  in  the 
ject,  not  to  men  of  ignorance ;  and  if  it  is  understood  by  those  •ubicc|-|Mtter- 

(«)  For  a  report  of  the  speech*  of  counsel,  &c.      ceding  trial,  as  raising  a  strong  presumption  against 

Be  Da*.  Pat.  C.  37-54.  ^ J  '' •«---■-: *-  *- 

Bowcie/t,  m  aridu-ing  the  jury  for  the  defence, 


the  patent ;  and  also  on  the  admission  made  by 
Arkwright  in  his  case  (onto  60,  n.)>  of  his  intention 


sd  on  thy  Act  of  Arkwright's  acquiescence      partially  to  conceal  the  invention 
than  thtoe  yeare  hi  the  resoh  of  the  pre- 
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Lord  Loughbo-  whose  business  leads  them  to  be  conversant  in  such  subjects,  it 
r^ghtotiujunf  ig  inteUigible, 

The  first  witness  described  the  machine  in  use  before  plain- 
tiff's patent  was  obtained,  which  was  simply  applied  to  the 
purpose  of  carding ;  all  beyond  that  purpose,  that  is  contained 
in  Mr.  Arkwrightfs  invention,  I  take  to  be  perfectly  new. 

The  next  witness  was  the  person  applied  to  by  Mr.  Arkwright, 
to  draw  up  for  him  a  description  of  his  machines  to  be  inserted 
in  his  specification.  He  says  positively,  that  the  instructions 
given  to  him  were  not  to  conceal,  but  to  make  the  description 
plain ;  and  Mr.  Arkwright  relied  upon  his  skill  and  capacity  for 
making  that  plain  which  Mr.  Arkwright  had  communicated  to 
him  in  the  best  manner  he  could. 

The  learned  judge  then  stated  the  evidence  of  four  witnesses  who 
had  given  their  opinions  upon  theory,  upon  observation,  and  as 
men  of  skill  and  mechanical  knowledge ;  that  the  specification 
was  sufficient  to  convey  clear  ideas  to  their  minds,  from  whence 
they  could  direct  the  making  of  the  machine. 

Mr.  Wise  says,  he  did  actually  make  a  machine  from  the  spe- 
cification, without  any  previous  knowledge  of  the  old  machine, 
except  a  cursory  view. 

Thomas  Wood  says,  he  never  saw  the  plaintiff's  works  till 
last  September.  That  about  the  time  the  patent  came  out  he 
got  a  copy  of  the  specification  from  the  office,  and  from  that 
copy  actually  made  the  machine;  and  from  the  specification 
only  applied  the  parts  to  the  old  carding  frame ;  and  that  for 
three  or  four  years  they  have  been  constantly  in  use.  He  says, 
#  fluted  rollers  were  not  new,  they  had  been  used  by  him  years 
ago. 

William  Allen  made  a  model  of  the  machine  from  the  specifi- 
cation. He  had  never  seen  a  carding  machine,  but  it  was  de- 
scribed to  him  by  the  person  who  brought  him  the  specification. 

William  Whitford,  after  considering  the  specification  about  an 
hour,  undertook  to  make  the  machine.  The  old  carding  machine 
was  described  to  him,  and  he  also  made  the  machine. 

Both  these  witnesses  said  the  conversation  was  perfectly  fair, 
and  that  they  were  not  led  by  any  thing  said  to  them. 

This  is  the  evidence  on  the  part  of  the  plaintiff,  and  that 
evidence,  to  be  sure,  affords  a  very  strong  body  of  proof;  for 
the  question  being,  whether  the  specification  is  intelligible  or 
not,  the  man  who  drew  the  specification  says,  he  was  desired  to 
make  it  as  plain  as  he  could ;  and  he  swears  that,  to  the  best  of 
his  judgment,  he  did  endeavour  to  make  it  plain ;  that  is  so  far 
as  to  the  fairness  of  the  instruction.  Then  he  and  three  other 
persons  of  skill  swear,  that  it  is  so  intelligible  to  their  appre- 
hensions, as  to  convey  to  them  a  clear  idea  of  the  manner  of 
making  the  machine.  Then  five  persons  swear  that  they  con- 
structed this  machine  from  the  specification  alone ;  and  one  of 
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them,  divers  years  ago,  clearly  from  the  specification  alone,  made  Lord  Loughbo- 
the  yery  machine  to  produce  the  very  effect,  and  had  it  in  work,  rw**to**v,l*y 
producing  the  very  effect  produced  by  Mr.  Arkwright. 

The  comment  upon  this  by  the  defendant's  counsel  is,  that 
these  were  trials  made  by  the  plaintiff's  desire,  which  should 
have  been  made  with  more  caution;  the  persons  should  have 
been  talked  to  before  witnesses,  but  I  cannot  conceive  that  any 
evidence  would  have  added  force  to  the  testimony  that  is  given. 
Supposing  Mr.  Arkwright,  in  making  these  trials,  to  have  made 
them  in  such  a  manner  as  to  evade  all  suspicion,  with  the  best 
precautions  that  the  ingenuity  of  man  could  suggest,  still  nothing 
more  could  be  attended  to  than  the  positive  testimony  of  the 
persons  who  gave  the  description,  and  who  received  it.  Now 
they  swear  that  no  other  person  gave  them  information,  and  the 
person  who  gave  the  information  swears  he  gave  them  none  but 
lair  information ;  and  one  witness  swears  he  had  no  information 
at  all,  but  took  it  upon  himself,  taking  a  copy  of  the  specifica- 
tion and  using  it* 

Mr.  Bearcroft,  for  the  defendant,  has  called  witnesses,  many 
of  them  of  undoubted  character  and  skill,  who  say,  that  from 
the  specification  they  should  not  be  able  to  make  the  machine ; 
and  most  of  them  have  said,  that  they  think  it  not  probable 
that  the  person  who  drew  the  specification  meant  to  describe 
the  invention.  Now  that  is  nothing  more  than  a  corollary  from 
their  own  opinion,  because  it  is  not  intelligible  to  them. 

The  last  witness  is  the  attorney's  clerk,  who  prepared  the 
formal  part  of  the  specification,  and  engrossed  the  whole  of  it, 
and  I  think  his  evidence  does  not  amount  to  a  great  deal.  He 
says,  that  when  he  observed  to  Mr.  Arkwright  that  the  specifi- 
cation was  not  so  clearly  drawn  as  he  thought  it  might  be,  Mr. 
Arkwright's  answer  was,  that  it  was  not  lately  usual  to  make 
the  specification  too  plain,  lest  the  invention  should  be  carried 
abroad,  and  seemed  to  regret  that  the  specification  was  not 
locked  up  for  fourteen  years,  as  a  matter  of  public  convenience; 
but  he  added,  he  believed  it  would  be  sufficient  for  the  security 
of  his  patent. 

A  good  deal  was  said  in  the  opening  of  the  defendant's  case, 
that  Mr.  Arkwright  meant  to  understate  his  description,  so  as 
to  keep  the  world  in  ignorance  of  his  invention;  and  that, 
though  he  might  do  it  to  keep  it  from  the  French,  yet  that  he 
had  overshot  himself,  and  had  kept  it  from  the  subjects  of  this 
country;  that  he  had  not  complied  with  the  grant,  and  must 
stand  to  the  consequence.  Now,  unless  a  great  degree  of  folly 
indeed  is  ascribed  to  Mr.  Arkwright,  you  cannot  apply  that  idea 
to  his  mind.  He  must  necessarily  put  people  in  possession 
of  it;  and  it  is  plain,  by  the  conversation  he  held  with  the 
attorney's  clerk,  that  he  thought  the  specification  was  sufficient, 
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Lord  Lmgkbo-  according  to  the  terms  of  bis  patent,  that  he  should  make  hit 
nmgkt9tk*jury  *mYen^on  sufficiently  known. 

Having  stated  the  whole  of  the  evidence,  I  cannot  conclude 
without  saying,  that  this  case  turns  upon  a  very  short  point; 
there  is  no  matter  of  argument  in  it;  it  is  simply,  whether  you 
believe  five  witnesses  who  have  sworn  to  a  positive  fact;  for  if 
their  testimony  does  not  obtain  effect  with  you,  it  can  only  be 
on  supposition  that  they  are  every  one  of  them  perjured ;  because 
the  reasoning  is  only  this — that  that  which  five  men  have  done 
is  possible  to  be  done.  Therefore,  the  only  question  for  your 
consideration  is,  whether  these  five  men  have  made  the  machine} 
Each  of  them  come  and  positively  swear  they  have  done  it ;  and 
if  they  have  not  done  it  from  such  information  as  they  state 
themselves  to  have  received,  they  are  each  of  them  perjured. 

Therefore  the  single  question  is,  whether  you  believe  these 
five  persons  are  perjured,  or  that  they  speak  the  truth?  Accord- 
ing as  you  are  of  opinion,  one  way  or  the  other,  you  will  find 
your  verdict  for  the  plaintiff  or  for  the  defendant. 

Verdict  for  the  plaintiff. 


The  Kino  v.  Arkwright. 

Cor.  Buller,  C.  J.    25  June,  1785. 

[Printed  case.— Fol.  Lon.  1785.] 

Procmdmgi  by  This  was  a  scire  facias  (a)  to  repeal  the  patent,  and  the  writ^ 
tetre/acuu.  ^^r  ^^g  tne  g^^  Qf  fae  letters  patent,  farther  recites, 
among  other  things  (ft) :  "And  whereas  we  are  given  to  under- 
stand, that  our  said  grant  is  prejudicial  and  inconvenient  to  our 
subjects  in  general  (c),  and  that  the  said  invention,  at  the  time  of 
granting  our  said  letters  patent,  was  not  a  new  invention,  as  to 
the  public  use  and  exercise  thereof,  within,  &c. ;  and  that  the 
same  was  not  invented  and  found  out  by  the  said  Richard 
Arkwright.  And  that  although  the  said  Richard  Arkwright  did 
cause  a  certain  instrument  in  writing,  under  his  hand  and  seal, 
together  with  a  plan  thereof  (a  copy  of  which  is  hereunto 
annexed),  to  be  enrolled  in  our  High  Court  of  Chancery  within 
four  calendar  months  next  and  immediately  after  the  date  of  our 
said  letters  patent,  pretending  particularly  to  describe  and  ascer- 
tain the  nature  of  his  said  invention,  and  in  what  manner  the 

(a)  These  proceedings  originate  in   the  Petty  should  be  entitled  to  them  under  the  statute  (5  & 

Bag  Office,  and  the  first  step  is  to  give  instruc-  6  W.  4,  c.  83,  a.  3),  if  a  verdict  be  given  against 

tions  for  the  draft  of  the  writ,  which,  having  been  the  crown.     See  Law  £r  Practice,  Ino.  tif.  Scire 

settled  by  the  counsel  for  the  prosecution,  is  to  be  Facias. 

taken  to  the  Attorney  General,  who   thereupon  (6)  The  record  is  given  verbatim  in  the  printed 

grants  his  fiat,  upon  the  prosecutor  and  two  sureties  report  of  the  trial. 

entering  into  a  bond  of  £1000,  conditioned  to  pay  (e)  The  learned  judge  held,  that  the  particular 

the  defendant  bis  costs,  Used  as  between  attorney  facts  should  have  been  stated,  and  refused  to  receive 

and  client,  and  treble  costs  in  case  the  defendant  any  evidence  under  this  issue.     Printed  cat  90. 
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same  was  to  be  performed,  in  the  words  following,  that  is  to  say 
(setting  forth  the  specification).  Yet  that  the  said  Richard 
Arkwright  hath  not,  in  and  by  the  said  instrument  in  writing  so 
by  him  enrolled  in  our  High  Court  of  Chancery,  or  by  any  other 
instrument  in  writing  under  his  hand  and  seal,  enrolled  in  our 
High  Court  of  Chancery,  particularly  described  and  ascertained 
the  nature  of  his  said  invention,  and  in  what  manner  the  same  is 
to  be  performed ;  but  hath  wholly  neglected  so  to  do,  contrary 
to  the  form  and  effect  of  the  said  letters  patent ;  by  means  of 
which  premises  the  said  letters  patent,  so  as  aforesaid  granted  to 
the  said  Richard  Arkwright,  are  and  ought  to  be  void  and  of  no 
force  or  effect  in  law.  The  writ  then  calls  on  the  said  Richard 
Arkwright  to  show  cause  why  the  said  letters  patent,  and  the 
enrolment  of  the  same,  for  the  reasons  aforesaid,  ought  not  to 
be  cancelled,  vacated,  and  disallowed,  and  restored  into  Chan- 
cery to  be  cancelled. 

The  defendant  pleaded,  1st,  That  the  said  letters  patent,  and  Pleat. 
the  enrolment  of  the  same,  by  reason  of  any  thing  in  the  said 
writ  of  scire  facias  alleged,  ought  not  to  be  cancelled,  vacated, 
and  disallowed,  and  the  said  letters  patent  restored  unto  his  said 
Majesty's  Chancery,  there  to  be  cancelled;  for  that  the  said 
grant  is  not  prejudicial  and  inconvenient  to  the  subjects  of  our 
said  lord  the  king  in  general,  as  by  the  said  writ  of  scire  facias 
is  supposed.  2.  That  the  said  invention  at  the  time  of  the 
granting  of  the  said  letters  patent,  was  a  new  invention  as  to 
the  public  use  and  exercise  thereof.  3.  That  the  said  invention 
was  invented  and  found  out  by  him,  the  said  Richard  Arkwright. 
4.  That  he  hath,  in  and  by  the  said  instrument  in  writing,  par- 
ticularly described  and  ascertained  the  nature  of  his  said  inven- 
tion, and  in  what  manner  the  same  is  to  be  performed.  Issue 
hating  been  joined  on  these  traverses,  Bearcroft  appeared  for 
the  crown,  and  Adair,  Serjt.,  for  the  defendant.  The  following 
arc  the  most  important  portions  of  the  learned  judge's  sum- 
ming up. 

Bulleb,  J.:  Gentlemen  of  the  jury,  this  is  a  scire  facias,  [Printed  Caie, 
brought  to  repeal  a  patent  granted  to  the  defendant  for  the  sole  use 
of  instruments  or  machines  which  he  represented  to  his  majesty 
that  he  had  invented,  and  which  would  be  of  great  utility  to  the 
public  in  preparing  silk,  cotton,  flax  and  wool  for  spinning;  and 
that  these  machines  are  constructed  on  easy  and  simple  princi- 
ples, very  different  from  any  that  had  ever  yet  been  contrived: 
that  he  was  the  first  and  sole  inventor  thereof,  and  that  the 
Brae  had  never  been  practised  by  any  other  person  whatsoever. 
It  was  upon  this  representation  made  by  the  defendant,  that  he 
obtained  the  patent  now  in  question.  The  questions  for  your 
lecision  are  three:  First,  whether  this  invention  is  new?  Se- 
xmdly,  if  it  be  new,  whether  it  was  invented  by  the  defendant? 

K 
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And,  thirdly,  whether  the  invention  is  sufficiently  described  by 
the  specification  ? 

It  seems  to  me  the  last  is  the  question  of  the  greatest  import- 
ance: because,  if  you  should  be  of  opinion  upon  that  question 
that  the  specification  is  not  certain  enough,  it  may  have  the 
effect  of  inducing  people  who  apply  for  patents  in  future  times 
to  be  more  explicit  in  their  specifications,  and,  consequently, 
the  public  will  derive  a  great  benefit  from  it:  and,  therefore,  I 
will  state  to  you  the  evidence  upon  that  point  first,  and  will  en- 
deavour to  state  it  separately  from  all  the  evidence  which  is 
applicable  to  the  other  points  of  the  cause.  Upon  this  point  it 
is  clearly  settled  at  law,  that  a  man  to  entitle  himself  to  the 
benefit  of  a  patent  for  a  monopoly,  must  disclose  his  secret  and 
The  specifica-  specify  his  invention  in  such  a  way  that  others  may  be  taught 

teach1  uide  u£  by  ifc  t0  do  the  thinS  for  which  the  Patent  is  granted,  for  the  end 
lie ;  must  fully  and  meaning  of  the  specification  is,  to  teach  the  public,  after  the 

cretIOancihcon- term  *or  w^cn  tne  Patent  *s  granted,  what  the  art  is,  and  it 

tain  nothing     must  put  the  public  in  possession  of  the  secret  in  as  ample  and 

wadefecdve? ^  beneficial  a  way  *»  th*  patentee  himself  uses  it.    This  I  take  to 

be  clear  law,  as  far  as  it  respects  the  specification;  for  the  patent 

is  the  reward,  which,  under  the  act  of  parliament,  is  held  out  for 

a  discovery;  and,  therefore,  unless  the  discovery  be  true  and 

fair,  the  patent  is  void.     If  the  specification,  in  any  part  of  it, 

be  materially  false  or  defective,  the  patent  is  against  law,  and 

cannot  be  supported. 

General  test  of     It  has  been  truly  said  by  the  counsel,  that  if  the  specification 

sufficiency  for  ^e  sucjj  ^^  mechanical  men  of  common  understanding  can 

mechanics  or  *         i  .  ,.,...  ~   .  ., 

persons  ac-      comprehend  it,  to  make  a  machine  by  it,  it  is  sufficient;  but  then 
thesubfecT111  lt  must  be  such  that  the  mechanics  may  be  able  to  make  the 
how  limited,     machine  by  following  the  directions  of  the  specification,  without 
any  new  inventions  or  additions  of  their  own.     The  question  is, 
whether,  upon  the  evidence,  this  specification  comes  within  what 
I  have  stated  to  you  to  be  necessary  by  law,  in  order  to  sup- 
port it  (d). 
Fvidence  for        The  prosecutors  have  attacked  it  in  almost  every  part.    First, 
the  Crown.       the  witness  says  the  feeder  No.  3  cannot  be  made  from  the  spe- 
cification.    Another  says,  rollers  were  made  in  1767;  in  1769 


(d)  The  principle  and  limitation  here  laid  down  vention  and  correction  by  a  scientific  person,  and 

were  acted  on  by  the  Court  of  Exchequer  in  the  no  authority  can  be  found  that  in  such  a  case  a 

recent  case  of  A  eilsonv.  Harfor d.     The  specifica-  specification  would  be  good.     To  be  valid,  we 

tion  of  the  plaintiffs  patent  contained  a  particular  think  it  should  be  such  as,  if  fairly  followed  out  by 

passage,  which  the  jury  found  to  be  untrue;  but  a  competent  workman,  without  invention  oraddu 

they  also  found  that  any  workman  of  competent  tion,  would  produce  the  machine  for   which  the 

knowledge  of  the  subject  would  correct  the  state-  patent  is  taken  out;  and  that  such  machine,  so 

ment.     Harke,  B. :  "  Nor  do  we  think  the  point  constructed,  must  be  one  beneficial  to  the  public, 

contended  for,  that  if  a  man  acquainted  well  with  If,  therefore,  we  had  thought,  on  consideration, 

the  process  of  heating  air  were  employed,  this  mis-  that  the  construction  which  I  put  on  this  clause  of 

statement  would  not  mislead  him,  would  at  all  the  specification  was  the  true  one,  we  should  baft 

relieve  the  plaintiff  from  the  difficulty,  for  this  concluded  that  the  patent  was  bad."     Pott. 
would  be  to  support  the  specification  by  a  fresh  in- 
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they  were  the  same  as  this,  and  those  used  by  the  defendant; 
the  one  was  fluted,  and  the  other  covered  with  leather;  first  they 
were  fluted  wood  upon  an  iron  axis;  the  other  was  the  same, 
only  covered  with  calves'  leather;  that  he  originally  made  them 
of  a  different  proportion,  and  one  to  move  faster  than  the  other. 

If  there  was  any  alteration  that  the  defendant  made  that  was  An.v  material 
material,  it  ought  to  be  stated,  but  in  speaking  of  that  article,  be  stated. 
the  specification  is  perfectly  silent  as  to  the  material  or  the  form 
in  which  it  should  be  made. 

A  witness,  Kay,  says,  one  roller  turned  faster  than  the  other; 
and  there  was  a  use  in  this,  because  it  was  to  draw  the  cotton 
finer.  In  this  also  the  specification  is  perfectly  silent.  In  the 
plan  one  appears  to  be  something  smaller  than  the  other,  but 
how  much,  or  what  were  to  be  the  relative  dimensions,  or  upon 
what  scale  they  were  to  be  made,  the  specification  says  nothing. 
Crofts,  who  was  employed  by  the  defendant  to  draw  up  the  spe- 
cification, told  the  defendant  it  was  imperfectly  done,  and  would 
not  answer  the  purpose;  defendant  said  he  meant  it  should 
operate  as  a  specification,  but  to  be  as  obscure  as  the  nature  of 
the  case  would  admit. 

I  begin  with  this  evidence,  because  it  is  very  material  to  be 
considered  whether  the  specification,  in  any  part  of  it,  bears  a 
doubt;  because  the  obscurity  of  it  was  pointed  out  to  the  de- 
fendant before  he  made  it,  and  he  then  professed  to  make  it  as 
obscure  as  he  could ;  his  object  was  to  get  the  benefit  from  the 
patent  so  far  as  putting  money  in  his  own  pocket,  but  as  to  the 
benefit  the  public  were  to  receive,  it  was  to  be  kept  back  as  far 
as  it  could.  Immison  says,  that  from  the  specification  he  should 
have  made  a  parallel  cylinder,  and  not  a  spiral  one,  but  this  is 
the  one  used  by  the  defendant.  As  to  the  rollers,  it  does  not 
appear  from  the  specification  some  were  to  go  faster  than  others ; 
from  the  specification,  without  other  sources,  it  is  impossible  to 
aay  how  they  should  be  made,  as  there  is  no  scale  or  plan  to 
work  by.  A  roller  is  necessary  to  the  feeder  to  give  regular  di- 
rection to  the  work ;  it  will  not  answer  without  it.  From  the 
knowledge  he  has  now,  he  should  add  a  roller  if  he  was  directed 
to  make  the  machine.  But  that  does  not  prove  the  specification  Specification  in- 
to  be  sufficient,  because  if  a  man  from  the  knowledge  he  has  got  J^aJion'mait 
from  three  trials,  and  seeing  people  immediately  employed  about  be  derived  from 
k,  is  able  to  make  use  of  it,  it  is  his  ideas  improve  the  plan,  and  ot  er  80urcc8# 
not  the  merit  of  the  specification ;  if  he  makes  it  complete,  it  is 
his  ingenuity,  and  not  the  specification  of  the  inventor.  He 
lays  as  to  No.  5,  it  will  not  work  five  minutes  together  before  it 
will  be  entirely  full  of  cotton ;  he  is  asked,  supposing  the  cotton 
was  to  be  spread  upon  the  feeder  only  the  breadth  of  the  fillers, 
would  it  have  that  effect  ?    He  says  it  would  not  do  even  then. 

(The  learned  judge  commented  on  the  evidence  of  several 
other  witnesses  to  the  imperfection  of  the  specification.) 
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Mr.  Pilkington   says,  that  Mr.  Arkwright  gave  him  some 
cases  which  he  wasjx>  present  to  the  House  of  Commons,  and 
desired  the  witness  would  read  them,  and  promised  to  send  him 
more  by  his  servant,  which  he  did.   Those  which  were  delivered 
by  the  defendant  seem  to  me  to  be  material,  because  they  show 
what  the  defendant's  sense  of  this  business  was  immediately 
after  the  first  trial.     It  has  appeared  from  what  has  been  said 
upon  both  sides,  and  it  was  so  stated  in  this  case,  that  he  was 
beat  upon  the  first  trial  upon  the  subject  I  am  now  stating  to 
you,  that  is,  the  specification.     He  admits  in  that  he  has  not 
properly  specified  how  the  machine  was  made,  and  he  says  he 
purposely  (in  prevention  of  an  evil,  that  foreigners  might  not 
get  them)  omitted  to  give  so  full  a  description  of  his  inventions 
in  the  specification  attending  the  last  patent  as  he  otherwise 
would  have  done.     This  he  admits,  and  he  goes  on  and  states  a 
trial  in  Westminster  Hall  in  July  last,  at  a  large  expense,  when 
solely  by  not  describing  so  fully  and  accurately  the  nature  of  his 
last  complexed  machines,  as  was  strictly  required  by  law,  a  ver- 
dict was  found  against  him:  he  bows  with  the  greatest  submis- 
sion to  the  court  and  the  verdict  against  him,  and  he  deprecates 
the  favour  of  parliament. 
The  defendant's     Now  in  a  case  where  an  invention  is  lucrative  to  so  enormous 
acquiescHice  in  a  degree  as  you  have  heard,  and  where  the  verdict  was  given 
din  rai*e«»  a  pre-  against  him  upon  a  particular  point,  had  he  not  been  most  tho- 
ramption  against  roughly  convinced  that  the  verdict  was  right,  or  if  he  could  by  any 
explanation  have  supported  his  specification,  is  it  to  be  conceived 
for  three  years  and  a  half  he  would  lie  by  and  totally  lose  the 
benefit  of  his  patent  ?     But  excepting  this  application  to  parlia- 
ment, which  does  not  go  upon  the  grounds  of  his  patent  being 
good,  but  abandoning  it  on  account  of  his  own  fault,  and  de- 
siring favour  and  bounty  there,  he  relinquishes  the  patent  for 
three  years  and  a  half. 
Evidence  far  de-     This  is  the  evidence  upon  the  part  of  the  prosecutor  against 
fprfnted  a       t'ie  specifica**011?  anc*  lt  l3  material  to  see  a  little  how  the  de- 
177.]  '    fendant's  counsel  endeavour  to  support  it.  Here  is  a  specification 

that  states  ten  different  instruments;  it  is  admitted  by  them 
that  as  to  No.  8,  it  is  of  no  use,  and  never  was  made  use  of  by 
the  defendant  in  his  machine.  It  is  also  admitted,  No.  9  stands 
exactly  in  the  same  situation,  as  these  could  not  be  put  into  the 
machine.  This  is  a  little  extraordinary,  for  if  he  meant  to  make 
a  fair  discovery,  why  load  it  thus  with  things  that  they  make 
no  use  of,  and  which  are  totally  unnecessary?  That  could 
answer  no  purpose  but  to  perplex.  But,  say  the  counsel,  we 
will  show  you  that  there  were  two  machines,  and  they  were  two 
distinct  things,  for,  say  they,  No.  3,  4,  and  5,  are  the  material 
parts  of  one  machine,  and  those  alone  afford  all  the  information 
necessary.  Then,  besides  that,  there  is  the  roving  machine, 
which  consists  of  No.  6, 7  and  10,  joined  together.  If  that  be  the 
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troth  of  the  case,  and  there  are  to  be  two  distinct  machines  to 
be  made  up  by  parts  only  of  the  instrument  specified  in  this 
plan,  let  us  see  whether  it  is  so  said  in  the  specification ; — there 
is  not  a  word  of  it.  It  begins  with  the  first,  or  No.  1,  which  is 
a  breaker  or  beater  of  seeds  and  husks,  and  a  finer  of  the  flax, 
hemp,  and  other  articles  which  are  to  be  prepared  for  dressing. 
Then,  says  the  counsel,  there  was  a  difference  as  to  those  things, 
because  the  hammer  was  proper  for  the  hemp,  and  not  proper 
for  irool ;  if  there  be  that  difference,  it  was  necessary  for  the  de- 
fendant to  state  it  in  his  specification;  but  he  has  made  no  dis- 
tinction ;  he  has  left  to  those  who  are  to  learn  his  art  and  secret 
to  use  the  same  machine  for  every  part  of  it.  He  has  not  dis- 
tinguished between  the  cotton  and  the  flax ;  the  specification 
states  that  it  is  proper  for  every  thing.  Is  it  so  ?  It  is  admitted 
it  is  not.  Is  there  any  thing  which  states  that  these  parts  are 
for  two  machines,  and  how  they  are  composed  ?  That  the  spe- 
cification is  totally  silent  about.  What  is  there  in  the  specifica- 
tion that  can  lead  you  to  say  that  you  must  make  use  of  three 
things  for  one  of  the  machines  and  three  for  the  other,  and 
which  three  for  one  or  the  other  ?  and  even  if  it  were  so,  what  is 
to  become  of  the  other  four  ?  If  those  are  of  no  use  but  to  be 
thrown  in  merely  to  puzzle,  I  have  no  difficulty  to  say  upon  that 
ground  alone  the  patent  is  void,  for  it  is  not  that  fair,  full,  true 
discovery  which  the  public  have  a  right  to  demand  from  an  indi- 
vidual, who,  under  the  sanction  of  parliament,  gets  so  great  a 
reward  as  a  monopoly  for  fourteen  years  together. 

However,  upon  the  part  of  the  defendant,  they  have  called 
several  witnesses  to  show  you  it  is  perfectly  intelligible,  and 
that  they  can  make  the  machines  from  this  specification.  Wil- 
kinson took  his  information,  or  a  great  deal  of  it,  from  the  de- 
fendant himself,  and  supposing  it  true  that  he  or  any  other  per- 
son instructed  by  the  defendant,  and  having  seen  what  he  does, 
can  make  a  machine  from  the  specification,  yet  that  will  never 
support  it,  unless  other  people  from  the  specification  itself,  who 
have  any  knowledge  in  the  business,  can  also  do  it.  That  is  not 
the  case  with  this  man ;  but  the  last  thing  he  says  is  also  a  ma- 
terial thing  against  the  patent,  for  he  says,  for  different  purposes 
different  proportions  of  the  rollers  are  necessary.  How  is  any 
man  to  find  that  out  ?  It  is  not  said  in  the  specification  it  must 
be  different  in  the  one  case  from  the  other,  and  that  you  are  to 
have  different  rollers  for  hemp  or  for  cotton.  All  this  remains 
to  be  the  subject  of  a  future  discovery.  Moore  says,  with  due 
attention  to  the  old  machine,  and  an  accurate  attention  to  the 
specification,  I  could  direct  a  skilful  artificer  to  make  the  ma- 
chine. This  is  all  that  a  very  ingenious  sensible  man  can  say  of 
this  specification.  He  has  examined  the  instruments  and  ma- 
chine and  seen  a  great  deal  of  it  between  the  trials,  and  at  last 
he  believes,  with  all  the  extreme  caution  that  I  have  mentioned 
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to  you,  that  he  could  direct  a  skilful  artificer  to  make  the  ma- 
chine. He  says,  that  as  to  No.  3.  a  piece  of  cloth  with  cotton 
or  any  other  material  that  was  to  be  carded,  rolled  up  in  it, 
would  certainly  move  much  better  and  more  steady  with  a 
roller  within  side,  but  it  would  do  without  it.  If  wanted,  he 
thinks  it  would  easily  occur  to  a  mechanic  to  put  it  in,  that  is, 
that  a  sensible  man  would  have  understanding  enough  to  supply 
any  defect  in  this  specification;  but  in  this  case  it  proves  the 
specification  is  insufficient.  It  will  not  do  of  itself,  but  wants 
something  to  be  added,  it  is  deficient,  and  there  is  nothing  hi 
the  specification  that  imports  there  should  be  a  roller  in  it. 

Now  it  is  admitted  by  the  former  witnesses,  if  there  are  sec- 
tions of  rollers,  there  ought  to  be  a  scale,  and  there  is  no  scale, 
there  is  nothing  in  the  plan  to  show  the  different  comparative 
velocity  of  the  rollers,  but  there  will  be  a  difference,  because  the 
one  is  larger  than  the  other  in  diameter. 

You  see  how  that  applies  to  this  part  of  the  evidence.  There 
is  nothing,  says  he,  that  shows  what  the  difference  of  velocity 
should  be,  that  remains  for  experiment  hereafter.  Is  that  the 
case  with  the  defendant  ?  No,  he  knew  to  a  certainty  what  it 
was.  The  man  that  comes  to  give  an  account  of  the  invention, 
'  says,  I  had  calculated  it,  and  the  difference  of  the  velocity  was 
to  be  as  five  to  one ;  this  is  the  way  I  made  my  rollers;  now  the 
defendant  has  not  said  a  word  of  that  in  his  specification.  In 
that  he  has  kept  back  the  knowledge  he  had  as  to  the  size  of 
the  rollers,  and  velocity,  and  it  is  left  to  people  to  find  it  out  as 
chance  may  direct. 

Wood  put  No.  4,  5, 6,  and  7>  together,  and  that  machine  he 
has  worked  ever  since j  he  don't  recollect  that  the  defendant  used 
any  thing  else.  If.  that  be  true,  it  will  blow  up  the  patent  at 
once ;  he  says  he  believes  nobody  that  ever  practised  would  find 
any  thing  necessary  upon  this  paper  but  the  No.  4,  5,  6,  and 
The  insertion  of  7  >  he  should  look  after  no  others.  Now  if  four  things  only 
requlrite^fatal0  were  necessary  instead  of  ten,  the  specification  does  not  contain 
a  good  account  of  the  invention.  As  to  the  can,  he  made  use 
of  it  without  rollers  at  the  mouth ;  he  thinks  it  answers  just  the 
same  without  it. 

This  is  the  evidence  that  relates  to  the  specification  upon  the 
one  side  and  the  other.  You  see  upon  the  part  of  the  prosecu- 
tion they  have  called  to  you  very  ingenious  men,  that  seem  to 
be  much  beyond  what  are  called  common  mechanics  in  life ;  they 
have  all  told  you  it  is  impossible  for  them  to  make  the  machine 
according  to  die  specification. 

Upon  the  other  hand,  several  respectable  people  are  called 
upon  the  part  of  the  defendant,  who  say  they  could  do  it,  but 
there  is  this  difference  in  their  description ;  most,  if  not  every 
one  of  them,  have  looked  at  and  seen  how  the  machines  were 
worked  by  the  defendant,  and  have  got  their  knowledge  by  other 
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means,  and  not  from  the  specification  and  plan  alone ;  besides, 
they  admit  the  manner  the  defendant  works  it  is  not  consistent 
with  the  plan  laid  down,  particularly  as  to  the  cylinder,  a  parti- 
cular part  of  the  business,  for  Moore  says,  this  upon  the  face  of 
it  must  be  taken  to  be  a  parallel,  whereas  that  which  plainly  ap- 
pears to  be  used  is  a  spiral ;  besides,  after  all  this,  they  have 
ipoken  most  of  them  in  a  very  doubtful  way,  particularly  Mr. 
Moore,  who  qualified  his  expression  in  the  way  which  I  have 
stated  to  you,  and  the  others  qualifying  their  expressions,  saying 
they  think  upon  the  whole  they  could  do  it.  Suppose  it  per- 
fectly clear  they  could  with  the  subsequent  knowledge  they  had 
acquired,  yet  if  it  be  true  that  sensible  men  that  know  some- 
thing of  this  particular  business,  and  mechanics  in  general,  can- 
not do  it,  it  is  not  so  described  as  is  sufficient  to  support  this 
patent.  It  will  be  for  you  to  say  upon  this  part  of  the  case  whe- 
ther you  are  satisfied  this  specification  is  such,  as,  with  the  plan, 
it  may  be  made  from  it  or  not,  taking  the  old  machine  into 
its  assistance,  which  by  the  bye  the  specification  has  not  taken 
notice  of  as  known.  If  you  think  it  is  not  sufficiently  described, 
that  alone  puts  a  complete  end  to  this  cause,  and  then  it  will  be 
unnecessary  to  trouble  you  with  any  other. 

As  to  the  other  points,  there  are  two ;  first,  whether  it  is  a  [Printed  case, 
new  invention ;  and,  in  the  next  place,  whether  it  was  an  inven-  182,J 
tion  made  by  the  defendant.   Now  if,  in  your  opinions,  it  is  ma- 
terial to  go  into  these  points,  I  think  the  law  in  general  is  very 
different  on  them  from  what  I  have  stated  in  the  specification, 
because  in  the  case  of  an  invention  many  parts  of  a  machine 
may  have  been  known  before,  yet  if  there  be  any  thing  material  Any  thing  ma- 
and  new  which  is  an  improvement  of  the  trade,  that  will  be  anTanLprove- 
sufficient  to  support  a  patent  (e);  but  whether  it  must  be  for  meot  in  the 
the  new  addition  only,  or  for  the  whole  machine,  would  beportei  patent!*" 
another  question.      It  seems  to  me  not  to  be  necessary  now  to 
state  precisely  how  that  would  be,  because  this  patent  is  at- 


(e)  This  dictum  of  the  learned  judge  seems  to  the  same  test  is  indirectly  applicable.  This  view 
present  an  admirable  test  of  the  sufficiency  of  an  is  suggested  by  the  Court  of  Exchequer  in  their 
invention  to  support  letters  patent.  The  improve-  elaborate  judgment  in  the  case  of  Morgan  v.  Sea- 
ment  of  the  particular  trade  is  the  principle  upon  ward.  Parke,  B. :  "  On  a  review  of  the  cases,  it 
which  the  policy  of  such  limited  monopolies  rested,  may  be  doubted  whether  the  question  of  utility  is 
and  in  many  cases  the  materiality  and  importance  any  thing  more  than  a  compendious  mode  in t ro- 
of the  change  can  only  be  judged  of  by  the  efiect  duced  in  comparatively  modern  times  of  deciding 
on  the  result,  which  effect  is  tested  by  the  improve-  the  question  whether  the  patent  be  void  under  the 
tneot  in  the  trade  in  the  commercial  sense  of  the  statute  of  monopolies."  2  M.  &  VV.  563.  So  that 
term,  that  is,  by  the  production  of  the  article  as  whenever  utility  is  proved  to  exist  in  any  great 
good  in  quality  at  a  cheaper  rate,  or  of  a  better  degree,  sufficiency  of  invention  to  support  a  patent 
quality  at  the  same  rate,  or  both  these  partially  may  be  presumed ;  and  if  such  invention  be  any 
combined.  Thus  the  latter  words,  "  improvement  manner  of  manufacture,  and  new,  and  the  specifi- 
of  the  trade/'  define  and  explain  the  preceding,  cation  be  sufficient,  the  letters  patent  for  such  in- 
and  the  utility  of  the  invention  as  ascertained  by  vention  will  be  valid  in  law. 
this  result  becomes,  in  cases  of  this  kind,  the  real  Upon  this  test  the  decision  in  B  run  ton's  case 
test  Io  other  cases,  as  when  some  particular  in-  was  correct,  his  anchors  not  being  to  good  as  those 
strutaent  or  machine  it  the  subject  of  the  patent,  made  in  the  old  way. 
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tacked  upon  the  ground  that  there  is  nothing  new ;  therefore 
will  go  over  the  articles  one  by  one,  and  see  what  is  stated  upo 
the  different  articles  which  are  here  mentioned. 

No.  1  it  is  said  is  not  stated  by  the  specification  to  be  joine 
to  any  thing  else,  and  therefore  it  must  be  taken  to  be  a  distin< 
thing.  It  is  admitted  that  is  not  a  new  discovery,  for  Emmei 
son's  book  was  produced,  which  was  printed  a  third  time  in  th 
year  1773,  and  that  is  precisely  the  same  as  this.  Lees  says  b 
is  the  inventor  of  the  old  feeder ;  that  he  made  it  in  1772,  an 
in  August,  1772,  he  worked  with  it,  and  that  it  is  now  commonl 
used  in  his  country.  He  has  never  seen  the  defendant's  usee 
but  the  description  of  the  defendant's  is  the  same  as  his. 

This  also  shows,  first  of  all,  that  it  is  no  new  invention 

secondly,  it  is  not  invented  by  the  defendant,  for  this  inventio: 

is  spoken  of  as  used  before  the  time  of  the  patent;  and  in  th 

next  place,  it  is  proved  to  you  not  to  be  the  invention  of  th 

defendant,  by  the  person  who  actually  invented  it.     It  is  prove 

that  the  crank  (No.  4)  was  invented  between  thirteen  and  four 

teen  years  ago  by  Hargreave,  and  used  publicly  in  two  factorie 

where  men  came  to  work.     If  that  be  so,  that  will  put  an  em 

to  this  article  of  the  crank.   Some  of  the  witnesses  have  prove* 

them  made  in  great  numbers,  and  used  in  different  factorie 

publicly,  and  they  have  proved  it  by  the  persons  who  mad 

them.     Upon  the  part  of  the  defendant,  the  witnesses  neve 

having  heard  of  it  may  be  perfectly  true,  and  yet  no  contradic 

tion  to  the  evidence  for  the  prosecution.    As  to  No.  5,  the  fil 

letted  cylinder,  Wood  proves  it  used  long  before  the  defendant* 

patent;  he  confirms  what  was  said  by  the  other  witnesses ;  an< 

what  the  other  witnesses  have  said  against  it  is  nothing  at  all  U 

this  article;  for  here  it  is  proved  to  be  used  in  both  ways, in  thi 

manner  the  defendant  has  used  it  now,  and  likewise  being  cardec 

quite  through. 

The  alteration       Now  if  it  was  in  use  both  ways,  that  alone  is  an  answer  to  it 

leadl^ama t£  **  n0^  *ere  **  anotlier  question,  whether  the  stripe  in  it  make* 

rial  improve-     a  material  alteration?  for  if  it  appears,  as  some  of  the  witnesses 

ment#  say,  to  do  as  well  without  stripes  and  to  answer  the  same  pur 

pose,  if  you  suppose  the  stripes  never  to  have  been  used  before 

that  is  not  such  an  invention  as  will  support  the  patent ;  upor 

that  ground  it  is  fully  answered. 

As  to  No.  6,  there  is  no  contradiction  to  the  evidence  ol 
Hayes  and  Kay,  that  the  rollers  were  made  before,  and  used  in 
the  different  ways  I  have  stated  to  you,  and  that  the  defendant 
got  the  secret  from  them.  Then  the  7th  article  is  what  they 
call  the  can.  Holt  says,  the  only  difference  between  the  two, 
the  spinning  machine  and  the  present  roving  machine,  is,  that 
the  latter  has  a  can — and  indeed  that  at  one  time  was  admitted 
by  the  counsel  for  the  defendant. 

If  it  be  so,  it  brings  the  case  to  a  short  point  indeed,  for  ii 
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nothing  else  is  new,  the  question  is,  whether  it  is  material  or  If  new,  the 
useful  ?  The  witnesses  upon  the  part  of  the  prosecution  say  it  ^Jff onof dma" 
is  of  no  use  at  all.  In  the  first  place,  they  had  that  before  which  utility  arises. 
answered  the  same  purpose,  though  not  made  exactly  in  the 
same  form;  it  was  open  at  top,  it  twisted  round  and  laid  the 
thread  precisely  in  the  same  form,  and  had  the  same  effect  this 
has.  So  if  it  was  new  it  is  of  no  use,  but  they  say  it  is  not  new, 
for  though  it  was  not  precisely  the  same  shape,  in  substance  it 
was  the  same  "thing;  that  is  not  contradicted.  That  part  also 
stands  without  any  contradiction  upon  the  part  of  the  defendant, 
for  the  defendant's  witnesses  satisfy  themselves  with  telling  you 
they  think  k  intelligible,  and  it  might  do  without  the  roller, 
though  it  might  not  be  so  effectual  as  with  the  roller.  It  is  ad- 
mitted by  several  it  could  do  without,  that  appeared  from  the 
experiment  made;  they  showed  you  by  one  of  the  engines,  how 
it  did  with  the  roller  and  how  without;  and  that  it  was  done 
without  just  the  same  as  with  it  As  to  8  and  9,  it  is  admitted 
those  are  entirely  out  of  the  cause,  and  may  be  used,  says  the 
counsel  for  the  defendant,  instead  of  No.  7« 

But  it  is  a  question  whether  this  is  the  fair  construction  of 
the  specification.  Suppose  it  was  so,  it  is  perfectly  clear  the 
defendant  has  never  used  either  of  them,  and  some  of  the  wit- 
nesses tell  you  they  cannot  use  diem  at  all.  One  tells  you  they 
cannot  be  used,  and,  therefore,  it  is  a  little  unfortunate  they  got 
into  this  specification,  if  nothing  more  was  meant  than  to  make 
a  fair  discovery  of  what  was  useful;  but  in  this  manner  the  de- 
scription is  given.  As  to  No.  10,  nothing  is  said  about  it  for 
the  defendant.  First,  Mr.  Moore  said  it  was  not  difficult  to  con- 
ceive it;  but  there  is  no  witness  that  says  at  all  what  the  use  of 
it  is:  so  this  seems  to  stand  without  any  evidence  at  all. 

Gentlemen,  thus  the  case  stands  as  to  the  several  component 
parts  of  this  machine;  and  if  upon  them  you  are  satisfied  none 
of  them  were  inventions  unknown  at  the  time  this  patent  was 
granted,  or,  that  they  were  not  invented  by  the  defendant;  upon 
either  of  these  points  the  prosecutor  is  entitled  to  your  verdict. 

If  upon  any  point  you  are  of  opinion  with  the  prosecutor,  you 
will  find  a  verdict  for  him. 

If  upon  all  the  points  you  are  of  opinion  for  the  defendant, 
you  will  find  a  verdict  for  him.  Verdict  for  the  Crown. 


10th  Nov.  1785. — Adair,  Serjt.  applied  for  a  rule  to  show 
cause  why  there  should  not  be  a  new  trial,  on  the  following 
grounds,  set  forth  in  the  affidavit  of  the  defendant  and  another 
person. 

That  he  was  led  to  suppose,  that  upon  two  trials  on  a  ques- 
tion of  such  importance,  no  evidence  that  appeared  material  to 
the  party  would  have  been  suppressed  and  kept  back,  and  that 
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they  bad  gone  into  all  the  cases  that  could  be  made  against  the 
patent;  that  under  these  apprehensions  he  did  not  expect  them 
to  adduce,  in  the  next  stage  of  the  business,  and  after  so  many 
trials,  evidence  to  attack  that  which  he  was  conscious  could  not 
be  justly  attacked,  the  originality  of  the  invention.  He  went, 
therefore,  into  the  defence,  and  instructed  his  counsel,  with  a 
view  to  the  question  merely  of  specification,  and  came  to  the 
trial  on  the  scire  facias  altogether  unprepared  with  respect  to 
the  evidence  that  appeared  as  to  the  novelty  of  the  invention, 
except  so  far  as  the  witnesses  that  were  accidentally  called  to 
explain  the  specification  could  speak  upon  the  subject:  That 
he,  consequently,  was  not  prepared  with  that  evidence  which  he 
would  have  adduced  to  contradict  and  explain  the  evidence  to 
deprive  him  of  the  originality  of  the  invention.  Also,  that  he 
could  adduce  evidence  to  explain  the  use  of  several  articles  in 
the  specification,  said  to  have  been  introduced  only  for  the  pur- 
pose of  puzzling  and  perplexing. 

That  the  evidence  respecting  the  want  of  novelty  of  the  crank 
could  be  contradicted  most  positively  by  fresh  evidence. 

Lord  Mansfield,  C.  J. :  It  is  very  clear  to  me,  upon  your  own 
showing,  there  is  no  colour  for  the  rule ;  the  ground  of  it  is,  if 
there  is  another  trial,  you  may  have  more  evidence.  There  is 
no  surprise  stated,  no  new  discovery,  but,  upon  the  material 
points  in  question,  you  can  give  more  evidence.  There  were 
two  questions  to  be  tried,  that  is,  the  specification  and  the  ori- 
ginality of  the  invention ;  there  has  been  one  trial  in  this  court, 
another  trial  in  the  Common  Pleas,  where  this  patent  has  been 
questioned,  and  this  proceeding  is  brought  finally  to  conclude 
the  matter,  for  it  is  a  scire  facias  to  repeal  the  letters  patent. 
The  questions  to  be  tried  are  stated  upon  record ;  there  is  not  a 
child  but  must  know  they  were  to  try  the  questions  there 
stated ;  they  come  prepared  to  try  them,  they  have  tried  them, 
and  a  verdict  has  been  found  which  is  satisfactory  to  the  judge, 
and  now  you  desire  to  try  the  cause  again  only  that  you  may 
bring  more  evidence.     Rule  refused. 

On  the  14th  November,  1785,  the  Court  of  King's  Bench 
gave  judgment  to  cancel  the  patent. 

The  summing  up  of  the  learned  judge  in  the  Arkwright  would  have  succeeded  in  maintaining 

preceding  case,  and  the  proceedings  on  the  former  his  patent,  notwithstanding  the  formidable  combi- 

triala,  t>how  the  real  question  to  have  been,  not  as  nation  against  him.     The  principles  laid  down  in 

to  whether  something  of  great  importance  had  not  the  preceding  case  as  to  the  requisites  of  the  spe- 

been  done,  but  as  to  the  sufficiency  of  the  spet  ifi-  cificatioo,  have  been  recognised  in  many  subse- 

cation  (see  also  ante  59,  n.);    the  invention  of  quent  cases. 

Arkwright,  the  subject-matter  of  this  patent,  was  ,f    f    .     ,      p. 

of  immense  value  to  the  nation,  since  the  spinning  Macjariana  ?.  met. 

machinery,  the  subject  of  the  patent  of  1769,  was  This  was  an  action   for  the  infringement  of 

very  imperfect  without  the  preparing  machinery;  plaintiff's  patent  "  for  certain  improvements  in  the 

and  there  can  be  little  doubt  that  had  the  specifi-  making  of  umbrellas  and  parasols."  The  specifica- 

cation  described  the  particular  uses  and  objects  of  tion  and  accompanying  drawings  contain  a  minute 

the  several  parts,  and  shown  which  were  to  be  detail  of  the  mode  of  constructing  the  improved 

combined,  and  how  they  were  to  be  combined,  umbrellas  and  parasols  ;    but   no  distinction  it 

the  letters  patent  would  have   been   valid,   and  made  between  what  is  new  and  what  is  old.    One 
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of  ike  annexed  drawiuga  showed  the  particular 
pan  which  had  been  pirated,  and  which  was  the 
substance  of  the  invention - 

Lord  ElUnborough,  C.J.:"  The  patentee  in  his 
specification  ought  to  inform  the  person  who  con- 
ultiit,  what  is  new,  and  what  is  old.  He  should 
mt,  my  improvement  consists  in  this,  describing 
it  by  words  if  he  can,  or  if  not,  by  reference  to 
figures.  But  here  the  improvement  is  neither  de- 
scribed in  word*  nor  by  figures,  and  it  would  not 
be  in  the  wit  of  man,  unless  he  were  previously 
acquainted  with  the  construction  of  the  instrument, 
to  say  what  was  new  and  what  was  old.  The  spe- 
cification states,  that  the  improved  instrument  is 
made  in  manner  following :  this  is  not  true,  since 
the  description  comprises  that  which  is  old,  as 
veil  as  that  which  is  new.  Then  it  is  said  that 
the  patentee  may  put  in  aid  the  figures ;  but  how 
an  it  be  collected  from  the  whole  of  these  in 
what  the  improvement  consists?  A  person  ought 
to  be  warned  by  the  specification  against  the  use 
of  the  particular  invention,  but  it  would  exceed 
the  wit  of  man  to  discover  from  what  he  is  warned 
in  a  rase  like  this."  Plaintiff  nonsuited.  1  Star- 
ve, 199. 

The  preceding  case  has  been  occasionally  cited 
as  an  authority  against  a  drawing  accompanying 
the  specification  being  considered  as  part  of  the 
specification ;  but  it  is  no  authority  for  such  a  doc- 
trine, and  Lord  Lyndhurst,  C.  B.,  on  one  occasion 
remarked,  **  that  the  above  was  a  complicated  case, 
and  that  the  rule  was  to  be  applied  with  certain 
limits,  not  where  the  thing  is  quite  obvious  and 
apparent."  It  is  now  perfectly  settled  that  a 
drawing  alone  may  be  a  sufficient  specification. 
See  Lam  and  Practice,  Ind.  tit.  Drawings. 

Tbe  case  of  Harmar  v.  Ptayne  should  be  con- 
sidered in  connexion  with  the  preceding,  since 
it  was  there  held  that  a  specification  describing 
a  whole  machine,  the  subject  of  two '  patents, 


but  not  referring  to  the  former  &|>erification, 
or  pointing  out  the  particular  improvement,  the 
subject  of  the  latter  patent,  was  a  sufficient  com- 
pliaoce  with  the  proviso  of  the  second  letters  pa- 
tent, which  recited  the  former  letters  patent.  11 
East,  101. 

Saunders  v.  Aston. 

In  this  case  the  plaintiff  failed  on  account  of  a 
similar  defect  in  his  specification.  The  invention 
was  an  improved  button,  in  which  the  flexible 
shank  was  substituted  for  the  metal  shank  by  the 
special  aid  of  a  collet 

Lit  tie  dale  ,5.\  "Neither  the  button  nor  the 
flexible  shank  was  new,  and  they  did  not  by  merely 
being  put  together  constitute  such  an  invention  as 
could  support  the  patent.  It  is  contended  that 
the  operation  of  the  collet  under  the  present  pa- 
tent is  new,  but  that  is  not  stated  in  the  specifica- 
tion as  the  object  of  his  invention,  and  it  is,  in 
fact,  only  one  mode  of  carrying  it  into  effect."  3 
B.  &  Ad.  881. 

Williams  v.  Brodie. 

Plaintiff's  invention,  which  was  admitted  to  be 
ingenious  and  useful,  consisted  in  the  insertion  of 
a  pipe  into  an  old  stove,  for  conveying  the  air  into 
it  i  but  the  letters  patent  and  the  specification  em- 
braced the  whole  apparatus,  and  did  not  confine 
the  invention  to  the  application  or  addition  of  the 
pipe  to  an  old  stove.  Cited  in  R.  v.  Arkwright, 
Printed  Case,  162. 

Kay  v.  Marshall. 

A  similar  defect  was  destructive  of  Kay's  pa  • 
tent  for  improvements  in  the  preparation  and  spin- 
ning of  flax  ;  by  which  invention  the  manufacture 
of  Sax  has  become  an  object  of  national  import- 
ance ;  Kay  having  thereby  placed  that  manufacture 
in  the  same  rank  as  Arkwright  placed  the  manu- 
facture of  cotton.     See  cases  cited  pott  76,  n. 


ELSE'S  PATENT. 

Letters  patent  to  Arthur  Else,  29th  October,  20  Geo.  3,  for  Tuu. 
u  a  certain  new  invented  manufacture  of  lace,  called  French,  or 
wire   ground  lace,  which   is  much  stronger  than  any  hitherto 
invented  or  found  out,  and  also  of  an  entire  new  construction." 

By  these  presents  the  said  A.  E.  hath  described  and  ascer-  Specification. 
tained,  and  doth  fully  and  particularly  describe  and  ascertain, 
the  nature  of  his  said  new  invented  manufacture  of  lace,  called 
French,  or  wire  ground  lace,  and  also  the  manner  of  working 
the  same,  that  is  to  say,  by  mingling,  twisting,  or  weaving  a 
fine  thread  of  silk,  or  such  other  material  that  may  answer  the 
purpose  of  silk,  to  and  with  thread,  flax,  hemp,  cotton,  or  any 
o^her  manufacture,  which  usually  hath  been  or  may  be  worked 
on  a  stocking  frame,  which  addition  of  silk  to  thread,  flax,  hemp, 
cotton,  or  other  manufacture,  gives  strength,  firmness,  and  du- 
rability to  the  work,  binding  the  other  materials,  and  preventing 
the  same  being  or  appearing  so  rowdy  and  uneven,  as  works  of 
that  sort  are,  and  hitherto  have  been,  without  such  addition. 
The  manner  of  working  the  same  is  as  is  common  in  the  making 
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or  working  open  work,  oylet  hole,  net  work,  lace  work,  &c.  and 
on  the  stocking  frame  with  the  addition  thereto  commonly  used, 
or  by  such  other  engines  and  machine  by  which  any  such  work 
can  or  may  be  made  to  any  particular  stitch  that  the  workman 
may  think  proper. 


The  Kino  v.  Else. 
Car.  Buller,  J.     M.  V.     a.d.  1785. 

This  was  a  scire  facia*  to  repeal  the  preceding  letters  patent, 
and  the  prosecutor  having  shown  that,  prior  to  the  patent,  silk 
and  cotton  thread  had  been  used  together  and  intermixed  upon 
the  same  frame,  the  defendant's  counsel  admitted  the  fact,  but 
offered  to  prove  that  the  former  method  of  using  the  silk  and 
cotton  thread  was  quite  inadequate  to  the  purpose  of  making 
lace  on  account  of  its  coarseness,  and  that  the  defendant  alone 
had  invented  the  method  of  intermingling  them,  so  as  to  unite 
strength  with  firmness. 

Buller,  J. :  It  will  be  to  no  purpose.  The  patent  claims 
the  exclusive  liberty  of  making  lace,  composed  of  silk  and  cotton 
thread  mixed;  not  of  any  particular  mode  of  mixing  it;  and 
therefore,  as  it  has  been  clearly  proved  and  admitted,  that  silk 
and  cotton  thread  were  before  mixed  on  the  same  frame  for 
lace,  in  some  mode  or  other,  the  patent  is  clearly  void,  and  the 
jury  must  find  for  the  crown.    Verdict  for  the  Crown. 


Had  the  specification  properly  limited  the  in-  ing  the  fire  shall  be  introduced  at  the  lower  part 

▼en t ion,  and  claimed  only  a  particular  mode  of  of  the  grate  in  a  perpendicular  or  oblique  direc- 

mixing  the  silk  and  cotton  thread,  and  explained  tion ;  as  to  the  manner  of  performing  it,  that  is  set 

and  reduced  the  title  to  certainty,  the  preceding  forth  in  the  description  and  drawings." 
letters  patent  would,  for  all  that  appears,   hare  hor&  EllcnboroughhC.  J.  was  of  opinion,  that  the 

been  valid.  evidence  showed  grates  to  have  been  constructed 

The  following  cases  will  further  illustrate  the  prior  to  the  patent,  on  a  principle  identical  with 

nature  of  an  imperfect  or  erroneous  claim  in  the  the  concluding  terms  of  the  specification ;  that 

specification.  the  patentee  by  his  claim  had  confined  himself  to 

n~     l      u    j    -*i  tnat  principle  which  was  not  new,  and  that,  there- 

Bramah  v.  Hardcatils.  f()re>  ^  patent  could  not  ^  Mpportedf  although 

The  merit  and  utility  of  the  plaintiff's  patent  the  application  of  the  principle,  as  described  in  the 

for  an  improved  water  closet,  were  admitted.  specification,  was  new.     1  Stark.  354. 

Lord  Kenyan,  C.  J.:  "The  stress  of  the  cause  «.  „, 
mainly  depends  on  this,  whether  the  thing  granted  m  MinUr  ¥'  Mower' 
by  the  patent  be  entirely  new.  The  conducting  The  plaintiff's  patent  was  for  an  improvement 
of  the  wire  through  the  hollow  tube  to  prevent  the  in  the  construction  of  chairs;  the  specification 
obstruction  of  frost,  I  admit,  is  very  ingenious,  and  concludes  as  follows:  "  What  I  claim  as  my  in- 
perfectly  new,  but  is  not  claimed  by  the  patent.  vention  is  the  application  of  a  self-adjusting  lever- 
Unlearned  men  look  at  the  specification,  and  sup-  age  to  the  back  and  seat  of  a  chair,  whereby  the 
pose  every  thing  new  that  is  there.  If  the  whole  weight  on  the  seat  acts  as  a  counterbalance  to  the 
be  not  new,  it  is  hanging  terrors  over  them.1'  Hot-  pressure  against  the  back  of  such  chair  as  above 
*oyd,Q\.  described.  It  appeared  that  this  description 
H.  v  Culler  would  apply  to  a  chair  made  before  the  patent, 
*  though  that  chair  was  encumbered  with  machinery 

This  was  a  $ci.fa.  to  repeal  defendant's  patent  which  prevented  its  action.     The  verdict  having 

for  «« improvements  in  fire-grates  or  stoves;"  the  been  entered  for  the  plaintiff,  a  rule  for  a  nonsuit 

specification,  after  describing  the  stove,  claims  as  was  made  absolute.    Pott. 
the  invention  "  that  the  fuel  necessary  for  supply- 
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Letters  patent,  26th  February,  21  G.  3,  a.  d.  1780,  for  "  a  Title. 
method  of  producing  a  yellow  colour  for  painting  in  oil  or  water, 
making  white  lead,  and  separating  the  mineral  alkali  from  com- 
mon salt,  all  to  be  performed  in  one  single  process." 


roid 


Turnbr  v.  Winter. 

Hil.  Vac.  a.  d.  1787.      Car.  Buller,  J. 

This  was  an  action  for  infringing  the  above  patent.    At  the  A  patent  U  tok 

trial  before   Buller,  J.,  a  verdict  was  found  for  the  plaintiff,  lioo^samb u* 

and  on  a  motion  to  set  aside  that  verdict  and  grant  a  new  trial,  K?0U8» or  PT?» 

i  <*  %       wm         i   ■•/«••  i  •         i  ia'         directions  which 

these  facts  were  reported.    The  plaintiff  within  the  usual  time  tend  to  mislead 
had  enrolled  the  following  specification;  "  Take  any  quantity  of the  Publ|c- 
lead  and  calcine  it,  or  minium,  or  red  lead,  litharge,  lead  ash,  t*cxJ*ca 
or  any  calx,  or  preparation  of  lead  fit  for  the  purpose ;  to  any 
gi?en  quantity  of  the  above-mentioned  materials,  add  half  the 
weight  of  sea  salt,  with  a  sufficient  quantity  of  water  to  dissolve 
it,  or  rock  salt,  or  sal  gem,  or  fossil  salt,  or  any  marine  salt,  or 
salt  water,  proper  for  the  purpose;  mix  them  together  by  tritu- 
ration till  the  lead  becomes  impalpable,  or  sufficiently  commi- 
nuted.    When  the  materials  have  been  ground,  let  them  stand 
for  twenty-four  hours,  in  which  time  the  lead  will  be  changed 
to  a  good  white,  and  the  salt  decompounded :  if  not,  the  tritura- 
tion must  be  repeated  with  the  further  addition  of  salt,  till  the 
white  colour  be  obtained ;  the  decomposition  of  the  salt  may 
also  be  brought  about  by  digestion  or  by  calcination.   The  ma- 
terials may  be  suffered  to  remain  together  before  the  alkali  is 
separated  by  the  addition  of  water,  for  a  longer  time  than  is  spe- 
cified above,  according  to  the  discretion  of  the  operator,  and 
the  end  he  wishes  to  obtain.     The  yellow  colour  is  produced  by 
calcinating  the  lead  after  the  alkali  has  been  separated  from  it, 
fill  it  shall  acquire  the  colour  wanted ;  this  will  be  of  different 
tints,  according  to  the  continuance  of  the  calcination,  or  the 
degree  of  heat  employed.     The  white  lead  must  be  finished  by 
repeated  ablutions,  and  by  bleaching  it  till  the  white  be  made 
perfect." 

On  the  part  of  the  plaintiff  it  was  proved,  that  the  first  effect 
of  the  process  was  the  separating  of  the  mineral  alkali  from 
common  salt;  that  that  produced  white  lead,  and  that  by  con- 
tinuing the  process  to  a  certain  degree,  and  afterwards  exposing 
the  matter,  the  yellow  colour  was  produced.  That  as  the  spe- 
cification required  the  heat  to  be  continued  till  the  colour  was 
obtained,  any  person  trying  the  experiment  would  necessarily  be 
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led  to  fusion.  That  a  chemist  would  see  by  the  specification, 
that  if  less  heat  would  not  answer  the  purpose,  he  must  go  on 
to  fusion.  The  difference  between  fusion  and  calcination,  both 
of  which  proceed  from  different  degrees  of  heat  operating  upon 
the  subject-matter,  was,  that  the  substance  to  be  calcined  con- 
tinued in  a  solid  form,  whereas  fusion  is  a  liquid  state  to  which 
the  substance  may  be  reduced  by  continuing  the  heat.  Instances 
were  produced  of  persons  who  had  made  the  colour  by  the  help 
of  the  specification,  after  trying  some  experiments.  In  trying 
those  experiments,  minium  had  been  fused  in  the  first  in- 
stance. The  white  lead  produced  by  the  following  directions  in 
the  specification  was  not  what  was  sold  as  such,  but  a  white 
substance,  the  basis  of  which  was  lead. 

For  the  defendant  it  was  proved,  that  the  patent  colour  could 
not  be  made  by  following  the  directions  of  the  specification. 
For  calcination  was  not  sufficient  to  produce  the  effect  intended; 
it  was  necessary  to  go  on  to  fusion.  That  as  it  appeared  upon 
the  specification  minium,  or  red  lead,  might  be  considered  most 
convenient  for  the  purpose,  because  a  previous  process  was  ne- 
cessary to  reduce  lead  to  minium,  or  litharge,  before  the  other 
parts  of  the  process  were  to  be  begun,  minium  and  litharge  dif- 
fering only  in  having  undergone  different  degrees  of  calcination. 
But  that  minium  would  not  produce  the  effect  unless  first  fused. 
And  that  if  red  lead  were  calcined,  the  experiment  would  not 
succeed  without  fusion ;  whereas,  according  to  the  terms  of  the 
specification,  fusion  should  be  cautiously  avoided.  That  the 
specification  was  calculated  to  mislead  also  with  respect  to  the 
salts.  For  fossil  salt  is  a  generic  term,  including  all  mineral 
salts ;  but  only  one  species  of  fossil  salt,  namely,  sal  gem,  has 
marine  acid,  without  which  the  colour  could  not  be  produced. 
That  several  persons  had  tried  to  make  white  lead  by  the  speci- 
fication, but  had  not  succeeded.  They  could  only  produce  a 
greyish  white  powder,  quite  unfit  for  painting,  and  not  mer- 
chantable. 

Buller,  J.  after  reporting  these  facts,  observed,  that  at  the 
trial  three  objections  had  been  taken  to  the  specification.  1st 
That,  after  directing  that  lead  should  be  calcined,  it  directed 
another  ingredient  to  be  taken,  which  would  not  answer  the 
purpose,  viz.  minium.  Neither  was  it  said  that  the  minium 
should  be  calcined  or  fused ;  but  if  it  had  any  reference  to  the 
preceding  words,  then  it  should  be  calcined,  which  would  not 
produce  the  effect,  fusion  being  necessary.  2d,  That  "  fossil 
salt"  was  improperly  mentioned.  There  were  many  kinds  of 
fossil  salt,  only  one  of  which,  viz.  sal  gem,  would  answer  the 
purpose,  because  it  must  be  a  marine  salt.  3rd.  That  all  these 
things  put  together  did  not  produce  the  thing  intended.  And 
that  the  patent  was  for  an  invention  to  do  three  things  in  one 
process,  whereas  one  of  them,  viz.  white  lead,  could  not  be  pro- 
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duced  at  all;  for  that  a  white  substance  like  white  lead  remained, 
applicable  only  to  some  of  the  purposes  of  common  white  lead. 
The  learned  judge  then  said  that  at  the  trial  he  had  told  the 
jury  that  if  any  of  these  objections  were  well  founded,  it  would 
avoid  the  patent. 

Erskine  and  Piggot  showed  cause  against  the  rule  for  granting 
a  new  trial,  and  contended  that  in  actions  for  infringing  patents, 
it  is  not  necessary  for  the  plaintiff  to  give  any  evidence  to  show 
what  the  invention  is,  but  that  it  is  incumbent  on  the  defendant, 
if  he  objects  to  the  specification,  to  show  that  it  is  defective, 
and  that  persons  acquainted  with  the  subject  could  not,  by  the 
assistance  of  the  specification,  effect  the  thing  intended.  The 
consideration  which  the  patentee  gives  for  his  monopoly  is  the 
benefit  which  the  public  are  to  derive  from  his  invention  after 
his  patent  is  expired ;  and  that  benefit  is  secured  to  them  by 
means  of  a  specification  of  the  invention.  But  it  is  not  neces- 
sary that  that  specification  should  be  such  as  that  persons  unac- 
quainted with  the  terms  of  art,  which  must  necessarily  be  used 
in  writing  it,  should  be  able  to  understand  it.  It  is  sufficient  if 
persons  of  skill  can  understand  the  process  by  means  of  the 
specification,  so  as  to  keep  alive  the  discovery  after  the  paten- 
tee's exclusive  title  is  expired. 

The  first  objection  which  has  been  raised  against  the  suffi- 
ciency of  the  specification  has  no  weight ;  for  though  the  direc- 
tion to  calcine  is  applicable  to  all  the  ingredients  in  the  first  part 
of  the  description,  yet  scientific  persons  would  instantly  discover 
what  degree  of  heat  was  necessary  to  be  used  to  each  of  those 
ingredients,  and  that  minium,  being  already  a  calx,  must  be 
fused  (a).  Secondly.  The  heat  is  ordered  to  be  continued  till  the 
experiment  succeeds,  and  the  colour  is  produced.  Fusion  is  a 
necessary  consequence  of  continuing  the  heat,  and  this  direction 
would  be  sufficiently  understood  by  all  persons  acquainted  with 
the  subject. 

As  to  the  second  objection,  with  respect  to  the  "  fossil  salt." 
The  specification  begins  with  "  sea  salt,"  which  is  the  genus ; 
then  it  afterwards  states  not  "  any  fossil  salt,"  but  •*  fossil  salt," 
or  "  any  marine  salt ;"  the  marine  salt  is  therefore  the  basis  of  the 
experiment.  So  that  no  fossil  salt  but  what  is  likewise  a  marine 
salt,  can  be  taken  under  this  description. 

The  answer  to  the  third  objection  is,  that  a  species  of  white 
lead  is  produced,  though  not  the  common  ceruse ;  and  the  pa- 
tent does  not  profess  to  make  the  common  white  lead.  Besides, 
the  making  of  white  lead  was  not  the  subject  of  the  present  ac- 

(«)  The  argument  that  a  defect  or  misstatement  ion  v.  Harford,  but  the  Court  of  Exchequer  were 

in  a  specification,  by  which  a  scientific  person  or  unanimously  of  opinion,  that  a  statement  untrue  in 

eten  a  common  workman  would  not  be  misled,  is  fact  could  not  be  corrected  by  Mich  knowledge  or 

not  such  a  defect  as  will  ritiate  a  specification,  was  experience,  and  that  such  an  error  or  misstatement 

urged  with  great  force  in  the  recent  case  of  Neil-  would  bo  a  fatal  defect.    Ante  66,  n. 
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tion,  which  was  for  making  the  yellow  colour ;  which  accounts 
for  the  plaintiff  *s  not  being  prepared  to  prove  this  part  of  the 
specification  (6).  Upon  the  whole,  this  was  a  mere  matter  of  evi- 
dence, as  to  the  sufficiency  of  the  specification,  upon  which  the 
jury  have  exercised  a  sound  discretion  (c). 

Bearcroft,  in  support  of  the  rule,  was  stopped  by  the  court 
A  patent  being  As  hurst,  J.:  I  think  that,  as  every  patent  is  calculated  to 
agaTnsUawfbut  8*ve  a  monoP°ly  *°  *e  patentee,  it  is  so  far  against  the  princi- 
for  the  subse-  pies  of  law,  and  would  be  a  reason  against  it,  were  it  not  for  the 
tap  to^pb-  advantages  which  the  public  derive  from  the  communication  of 
lie,  the  invention  after  the  expiration  of  the  time  for  which  the  par 

tent  is  granted.    It  is,  therefore,  incumbent  on  the  patentee  to 
give  a  specification  of  the  invention  in  the  clearest  and  most 
Any  ambiguity  unequivocal  terms  of  which  the  subject  is  capable.    And  if  it 

intentionally  in-  Ai     .    .1  •  i_-      •*__    ir     *  ji     •    *- 

traduced,  fatal,  appear  that  there  is  any  unnecessary  ambiguity  affectedly  intro- 
duced into  the  specification,  or  any  thing  which  tends  to  mislead 
the  public,  in  that  case  the  patent  is  void.  Here  it  does  appear 
to  me  that  there  is  at  least  such  a  doubt  on  the  evidence  that  I 
cannot  say  this  matter  has  been  so  fully  and  fairly  examined  as 
to  preclude  any  farther  investigation  of  the  subject.  Three 
objections  have  been  made  to  this  specification.  The  first  is, 
that  in  the  specification  the  public  are  directed  "  to  take  any 
quantity  of  lead  and  calcine  it,  or  minium,  or  red  lead;"  from 
whence  it  is  inferred  that  calcining  is  only  to  be  applied  to  lead. 
I  confess,  if  the  objection  had  rested  here,  I  should  have  enter- 
tained some  doubt. 

The  next  objection  is,  that  in  the  subsequent  materials  to  be 
added,  the  public  are  directed  to  add  "  half  the  weight  of  sea 
salt,  or  sal  gem,  or  fossil  salt,  or  any  marine  salt."  Now  "  fossil 
salt "  is  a  generic  term,  including  "  sal  gem"  as  well  as  other 
species  of  fossil  salt.  And  I  understand  that  sal  gem  is  the  only 
one  which  can  be  applied  to  this  purpose;  so  that  throwing  in 
fossil  salt  can  only  be  calculated  to  raise  doubts  and  mislead  the 
public.  That  word  could  not  have  been  added  with  any  good 
view;  it  must  produce  many  unnecessary  experiments;  therefore, 
in  that  respect,  the  specification  is  not  so  accurate  as  it  ought  to 
have  been. 

Another  objection  was  taken  as  to  the  white  lead;  to  which  it 


(6)  The  terms  white  lead  being  introduced  in  would  appear  alao  to  be  the  province  of  the  jury  to 
the  title,  the  real  objection  would  be  that  the  let-  find  the  meaning  of  words,  and  what  persona  of 
ten  patent  were  void  for  false  suggestion.  The  ordinary  knowledge  of  the  subject  would  under- 
production of  white  lead,  a  known  article  of  com-  stand  by  them.  It  is  then  for  the  court  to  say 
merce,  and  the  production  of  a  white  substance,  whether  the  letters  patent  and  specification,  viewed 
however  resembling,  are  very  different  suggestions  as  one  instrument,  are  sufficient  in  law. 
and  considerations.    See  ante  41,  n.  In  this  case  the  plaintiff  gave  no  evidence  of 

(e)  The  sufficiency  of  the  specification  in  re-  the  sufficiency  of  the  specification,  or  that  the  sob- 

spect  of  its  enabling  a  competent  person  to  prac-  stances  mentioned  would  answer,  or  that  the  yel- 

tise  the  invention  and  work  by  it,  is  a  question  for  low  could  be  produced  in  the  manner  described, 

the  jury,  and  the  plaintiff  is  bound  to  give  evidence  Pctt  81. 
establishing  its  sufficiency  in  this  respect.      It 
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wis  answered,  that  the  invention  did  not  profess  to  make  com- 
mon white  lead.  Bat  that  is  no  answer;  for  if  the  patentee  had 
intended  to  produce  something  only  like  white  lead,  or  answer- 
ing some  of  the  purposes  of  common  white  lead,  it  should  have 
been  so  expressed  in  the  specification.  But  in  truth,  the  patent 
is  for  making  white  lead  and  two  other  things  by  one  process. 
Therefore,  if  the  process,  as  directed  by  the  specification,  does 
not  produce  that  which  the  patent  professes  to  do,  the  patent 
itself  is  void.  It  is  certainly  of  consequence  that  the  terms  of  a 
specification  should  express  the  invention  in  the  clearest  and 
most  explicit  manner;  so  that  a  man  of  science  may  be  able  to 
produce  the  thing  intended,  without  the  necessity  of  trying  ex- 
periments. 

Bullsb,  J.:  Many  cases  upon  patents  have  arisen  within  our 
memory,  most  of  which  have  been  decided  against  the  patentees, 
upon  the  ground  of  their  not  having  made  a  full  and  fair  disco- 
ray  of  their  inventions.  Whenever  it  appears  that  the  patentee 
has  made  a  fair  disclosure,  I  have  always  had  a  strong  bias  in  his 
favour,  because,  in  that  case,  he  is  entitled  to  the  protection 
which  the  law  gives  him.  How  far  that  law  which  authorises 
die  king  to  grant  patents  is  politic,  is  not  for  us  to  determine* 
When  attempts  are  made  to  evade  a  fair  patent  I  am  strongly 
inclined  in  favour  of  the  patentee;  but  where  the  discovery  is 
not  fully  made,  the  court  ought  to  look  with  a  very  watchful  eye 
to  prevent  any  imposition  on  the  public.  Then  the  question  is,  The  question  on 
whether  the  present  plaintiff  has  made  a  fair  discovery?     I  do  the  specification 

*  r  is,  has  the  pltin- 

not  agree  with  the  counsel  who  have  argued  against  the  rule  in  tiff  made  a  fair 
saying  that  it  was  not  necessary  for  the  plaintiff  to  give  any  evi-  d»«*«yt 
deuce  to  show  what  the  invention  was,  and  that  the  proof  that 
the  specification  was  improper,  lay  on  the  defendant;  for  I  hold 
that  a  plaintiff  must  give  some  evidence  to  show  what  his  inven-  A  plaintiff  must 
tion  was;  unless  the  other  side  admit  that  it  has  been  tried  and  ^e^fthesuf- 
succeeds.     But  wherever  the  patentee  brings  an  action  on  his  ficiency  of  the 
patent,  if  the  novelty  or  effect  of  the  invention  be  disputed,  he  J^^c*uted!n" 
must  show  in  what  his  invention  consists,  and  that  he  produced 
the  effect  proposed  by  the  patent  in  the  manner  specified. 
Slight  evidence  of  this  on  his  part  is  sufficient,  and  it  is  then 
incumbent  on  the  defendant  to  falsify  the  specification.     Now 
m  this  case,  no  evidence  was  offered  by  the  plaintiff  to  show 
that  he  had  ever  made  use  of  the  several  different  ingredients 
mentioned  in  the  specification;  as,  for  instance,  minium,  which 
he  had  nevertheless  inserted  in  the  patent,  nor  did  he  give  any 
cridence  to  show  how  the  yellow  colour  was  produced.     If  he 
could  only  make  it  with  two  or  three  of  the  ingredients  speci- 
fied, and  he  has  inserted  others  which  will  not  answer  the  pur-  The  insertion  or 
pose,  that  will  avoid  the  patent.     So  if  he  make  the  article  for  ,I**?I,C"1     . 

i.  •  »       •  i       i  a     •  i     Ai         **  which  wUl   not 

which  the  patent  is  granted  with  cheaper  materials  than  those  succeed,  a  fatal 
which  he  has  enumerated,  although  the  latter  will  answer  the defoct- 
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purpose  equally  well,  the  patent  is  void,  because  he  does  not  put 
the  public  in  possession  of  his  invention,  or  enable  them  to  de- 
rive the  same  benefit  which  he  himself  does. 

As  to  the  first  objection  which  has  been  taken  with  respect  to 
the  minium,  it  was  not  pretended  by  any  of  the  plaintiff's  wit- 
nesses that  he  ever  made  use  of  minium.  And  it  was  proved  by 
the  defendant's  witnesses,  that  from  the  specification  they  should 
be  led  to  use  minium,  because  minium  is  lead  already  calcined, 
which  is  what  the  specification  directs  in  the  first  instance.  But 
minium  will  not  answer  the  purpose.  Then  as  to  fusion:  it  is 
said  that  the  public  are  directed  by  the  words  of  the  specifica- 
tion, to  continue  the  heat  till  the  effect  is  produced,  which  must 
necessarily  lead  to  fusion,  though  fusion  is  not  expressly  men- 
tioned. But  that  is  no  answer  to  the  objection;  for  the  specifi- 
cation should  have  shown  by  what  degree  of  heat  the  effect  was 
to  be  produced.  Now  it  does  not  mention  fusion,  and  as  one  of 
the  witnesses  said,  in  order  to  produce  the  effect  "  you  must  go 
out  of  the  patent;"  for  fusion  is  beyond  calcination,  and,  in  some 
sense,  contrary  to  it;  and  by  mentioning  calcination,  it  should 
seem  that  fusion  was  to  be  avoided. 

The  next  objection  was  as  to  the  salts:  "  fossil  salt"  is  men- 
tioned as  a  distinct  species  of  salt,  and  many  other  salts  are  also 
mentioned,  as  indifferent  whether  one  or  the  other  be  used.  But 
it  was  proved  that  fossil  salt  was  a  generic  term,  including  seve- 
ral species;  and  that  "  sal  gem"  was  the  only  species  of  it  which 
would  answer  the  purpose,  because  none  of  the  others  contained 
a  marine  acid,  which  was  essential. 

There  was  no  contradiction  by  the  witnesses  on  the  third  ob- 
jection; for  the  most  that  the  plaintiff's  witnesses  said  was  that, 
following  the  specification,  the  experiment  only  produced  a 
white  substance  like  lead. 
The  falie  sug-     Now  on  either  of  these  grounds  the  patent  is  void.     Because, 
^consideration!  ^  tne  patentee  says  that  by  one  process  he  can  produce  three 
» the  ground  of  things,  and  he  fails  in  any  one,  the  consideration  of  his  merit, 
grant!"*  l  *      an(*  *or  which  the  patent  was  granted,  fails,  and  the  crown  has 
been  deceived  in  the  grant.     Slight  defects  in  the  specification 
will  be  sufficient  to  vacate  the  patent.     In  a  case  before  Lord 
Mansfield  (ante  53)  for  infringing  a  patent  for  steel  trusses,  it 
appeared  that  the  patentee,  in  tempering  the  steel,  rubbed  it 
with  tallow,  which  was  of  some  use  in  the  operation;   and 
because  this  was  omitted,  the  specification  was  held  to  be  insuf- 
ficient, and  the  patent  was  avoided. 

Rule  absolute  for  a  new  trial. 


It  appears  from  the  preamble  of  the  act  for  the  Wood  v.  Zimmer. 

extension  of  the  term  of  the  patent  (po$t  84),  that  In  this  action  to  try  the  validity  of  Zinck*s  pa- 

the  plaintiff  succeeded  on  the  second  trial.    The  tent  for  "  a  method  of  making  verdigris,"  it  ap- 

principles  laid  down  in  the  preceding  have  been  peared  that  the  method  described  in  the  specifici- 

recognised  in  many  subsequent  cases.  tion  was  sufficient  to  make  the  verdigris;  but  that 
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&Kk  bad  been  accustomed  clandestinely  to  put 
ipi/fitts  into  the  boiler,  whereby  one  of  the  in- 
mdieBt*,  copper,  was  dissolved  more  rapidly;  but 
She  verdigris  so  produced  was  neither  better  nor 
cheaper  than  that  made  according  to  the  specifica- 
tion. 

GikkyCJ.:  It  is  said  that  the  method  described 
siket  verdigris,  and  that  the  specification  is, 
therefore,  sufficient.  The  law  is  not  so:  a  man 
•so  applies  for  a  patent  and  possesses  a  mode  of 
curving  on  that  invention  in  the  most  beneficial 
■user,  must  disclose  the  means  of  producing  it 
a  equal  perfection,  and  with  as  little  ezpense  and 
hboar,  as  it  costs  the  inventor  himself.  The  price 
last  as  pays  for  his  patent  is,  that  he  will  enable 
lit  pablic,  at  the  expiration  of  his  privilege,  to 
aake  it  in  the  same  way,  and  with  the  same  ad- 
vantages. If  any  thing  that  gives  an  advantageous 
operation  to  the  thing  invented  be  concealed,  the 
yea  ft  cation  is  void.  Now,  though  the  specifics- 
tea  should  enable  a  person  to  make  verdigris  sub- 
stantially as  good  without  aqua  fortit  as  with  it,, 
sill,  inasmuch  as  it  would  be  made  with  more  la- 
boar  by  the  omission  of  aqua  fortit,  it  is  a  prejudi- 
cial concealment,  and  a  breach  of  the  terms  which 
tas  patentee  makes  with  the  public.  Holt  N.P.  60. 

Savory  v.  Price, 

The  plaintiff  had  a  patent  "for  a  method  of 
making  a  neutral  salt  or  powder  possessing  all  the 
properties  of  the  medicinal  spring  at  Seidlitz,  under 
Ike  same  of  Seidlitz  Powder.1*  The  specification 
gives  three  distinct  recipes  for  preparing  the  ingre- 
dients, and  then  directs  two  scruples  of  each  of  the 
three  ingredients,  resulting  from  those  recipes,  to 
be  dissolved  in  half  a  pint  of  water,  in  order  to 
produce  the  imitation  of  Seidlitz  water.  It  was 
proved  that  by  following  the  directions  given  in  the 
speaficanoo,  the  result  was  obtained,  and  that  it 
was  new  and  useful.  It  appears  that  the  three 
recipes  were  only  common  processes  for  preparing 
three  well-known  substances,  viz.  Roc  he  lie  salts, 
carbonate  of  soda,  and  tartaric  acid,  which  were 
sold  in  shops  before  the  date  of  the  patent ;  and 
those  three  substances  being  used  as  directed,  coo- 
ttitated  the  patent  Seidlitz  powder;  the  specifica- 
tion did  not  give  any  name  to  the  ingredients  re- 
sulting from  the  three  recipes ;  but  gave  those  re- 
cipes without  comment,  as  if  they  were  part  of  the 
method  of  making  the  Seidlitz  powder. 

Abbott,  C.J.:  It  is  the  duty  of  a  patentee  to 
specify  the  plainest  and  most  easy  way  of  produc- 
ing that  for  which  the  patent  is  granted,  and  to 
make  the  pablic  acquainted  with  the  mode  which 
be  himself  adopts.  By  reading  this  specification, 
wt  are  led  to  suppose  a  laborious  process  necessary 
to  the  production  of  the  ingredients,  when  in  fact 
»e  might  go  to  any  chemist's  shop  and  buy  the 
•ame  things  ready-made.  The  public  are  misled 
by  this  specification,  which  tends  to  make  people 
believe  that  an  elaborate  process  is  essential  to  the 
invention  ;  it  cannot  be  supported.  —  Plaintiff 
nonsuited.     Ry.  fie  M.  1. 

Crompton  v.  Ibbotion. 

The  plaintiff's  patent  was  for  "  an  improved 
method  of  dying  and  finishing  paper,"  and  the  spe- 
cification described  the  invention  to  consist  in  con- 
dieting  paper  bv  means  of  cloth  or  cloths  against 
a  heated  cylinder,  and  contained  the  following 
words,  "  which  cloth  may  be  made  of  any  suitable 
material ;  but  I  prefer  it  to  be  made  of  linen  warp 


and  woollen  weft."    The  patentee  knowing  from 
repeated  trials  that  no  other  substance  would  do. 

Lord  Tenter  den,  C.  J. :  Other  persons,  muled  by 
the  terms  of  this  specification,  may  be  induced  to 
make  experiments  which  the  patentee  knows  must 
fail;  and  the  public,  therefore,  has  not  the  full  and 
certain  benefit  of  the  invention. — Rule  for  nonsuit 
absolute.    Dan.  fie  L.  33. 

Sturtt  v.  De  la  Rue. 

Lord  Lyndhurtt,  L.  C. :  It  is  a  principle  of 
patent  law,  that  there  must  be  the  utmost  good 
faith  in  the  specification.  It  must  describe  the  in- 
vention in  such  a  way,  that  a  person  of  ordinary 
skill  in  the  trade  shall  be  able  to  carry  on  the 
process.  Here  the  specification  says,  that  there  is 
to  be  added  to  the  size  certain  proportions  of  "  the 
finest  and  purest  chemical  white  lead."  A  work- 
man would  naturally  go  to  a  chemist's  shop,  and 
ask  for  "the  finest  and  purest  chemical  white 
lead  ;"  the  answer  which  he  would  receive  would 
be,  that  there  was  no  substance  known  in  the  trade 
by  that  name.  He  would  be  compelled  to  ask  for 
the  purest  and  finest  white  lead;  and,  according 
to  the  evidence,  the  purest  and  finest  white  lead 
that  can  be  procured  in  London  will  not  answer 
the  purpose. 

It  is  said  that  there  is  a  substance  prepared  on 
the  continent,  which  is  white  lead,  or  some  prepa- 
ration of  white  lead;  and  that,  by  using  it  in  the 
manner  described  in  the  specification,  the  desired 
effect  is  produced.  If  that  be  so,  the  patentee 
ought  to  have  directed  the  attention  of  the  public 
to  that  circumstance.  He  ought  to  have  said, 
"  the  purest  while  lead  which  can  be  obtained  in 
the  shops  in  London  will  not  do ;  but  there  is  a 
purer  white  lead,  prepared  on  the  continent,  and 
imported  into  this  country,  which  alone  must  be 
used.*'  ••  The  purest  and  finest  chemical  white 
lead,"  must  mean  the  finest  and  purest  white  lead 
usually  gotten  in  the  general  market  for  that  com- 
modity, unless  the  public  be  put  on  their  guard  by 
a  statement,  that  what  would  be  called  very  fine 
and  pure  white  lead,  in  the  ordinary  sense  of  the 
trade,  will  not  answer,  but  that  the  white  lead  used 
must  be  of  a  superlatively  pure  and  fine  quality, 
prepared  in  a  particular  way,  and  to  be  gotten 
only  in  a  particular  place.  If  the  article  is  not 
made  in  this  country,  but  may  be  imported,  it 
would  be  necessary  to  mention  that  circumstance. 
It  is  said  that  the  description  in  the  specification 
will  be  sufficient,  if  the  substance  is  known  in  the 
trade  by  the  name  of  "  the  purest  and  finest  white 
lead,"  or  "  the  purest  and  finest  chemical  white 
lead."  But  it  does  not  appear  that  there  is  any 
substance  generally  known  in  the  trade  by  that  de- 
nomination. 

It  is  alleged  that  the  substance  can  be  purchased 
at  the  shops  in  London,  and  two  are  specified.  In 
point  of  fact,  it  has  been  purchased  only  at  one  of 
those  shops,  and  they  are  not  chemist's  shops,  but 
colour  shops. 

It  appears  to  me  that  this  specification  does  not 
give  that  degree  of  full  and  precise  information 
which  the  public  have  a  right  to  require.  In  this 
state  of  the  evidence,  therefore,  the  injunction 
cannot  be  sustained.     5  Russ.  327. 

The  patentee  must  not  only  give  the  best  infor- 
mation acrording  to  his  knowledge  at  the  time  of 
his  patent,  but  communicate  any  thing  which  he 
may  have  acquired  in  the  interim  allowed  for  spe- 
cifying. Crotslett  v.  Beverley. 
See  further  Keilton  v.  Hairjord. 
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32  G.  3,  c.  73- 

Aett  An  Act  for  vesting  in  James  Turner,  his,  if c.  the  sole  use  and 

A.  D.  1792.     property  of  a  certain  yellow  colour  of  his  invention. 

After  reciting  the  grant  of  the  letters  patent,  and  further  reci- 
ting, €€  And  whereas  the  yellow  colour  used  in  this  country  for 
painting  coaches  and  various  other  things,  was  before  that  period 
imported  from  abroad;  but  the  yellow  colour  invented  by  the  said 
James  Turner,  and  which  is  composed  of  British  materials  only, 
has  been  found  to  be  far  superior  to  the  foreign,  and  it  is  also 
less  expensive,  and  has  not  only  in  a  great  measure  superseded 
the  necessity  of  importing  that  article,  but  is  now  exported  in 
considerable  quantities  to  most  parts  of  Europe,  the  East  and 
West  Indies,  and  America,  by  which  it  has  become  an  object  of 
importance  to  the  trade  and  commerce  of  this  kingdom,  and  by 
the  great  consumption  of  common  salt  necessarily  used  in  pre- 
paring the  same,  the  said  invention  will  afford  an  increase  to  the 
public  revenue ;  the  said  invention  has  also  rendered  unneces- 
sary the  use  of  those  noxious  colours,  king's  yellow  and  orpi- 
ment,  by  which  the  health  of  the  workmen  has  been  frequently 
much  injured.  And  whereas,  notwithstanding  the  benefit  this 
country  will  derive  from  the  said  invention,  the  said  James 
Turner  has  been  hitherto  deprived  of  the  benefit  he  expected  to 
have  received  from  his  said  invention,  by  the  artifices  of  certain 
chemists  and  colourmen,  who,  taking  advantage  of  his  specifica- 
tion for  preparing  the  said  yellow  colour,  which  he  had  caused 
to  be  enrolled  in  the  High  Court  of  Chancery,  agreeable  to  the 
conditions  of  the  said  letters  patent,  and  being  in  possession  of 
the  channels  of  the  trade,  have  secretly  invaded  his  patent,  and 
have  supplied  the  consumers  with  an  inferior  sort,  or  an  imita- 
tion of  the  said  yellow  colour,  without  the  consent  of  the  said 
James  Turner,  by  which  means  the  sale  of  the  yellow  colour  in- 
vented by  him  hath  been  almost  totally  taken  away  from  him, 
particularly  in  the  years  1787*  1788,  and  1789,  the  whole  of  his 
receipts  at  those  periods  not  amounting  to  the  unavoidable 
expenses  incurred  in  the  preparation  of  the  said  yellow  colour. 
And  the  said  James  Turner  having  instituted  various  actions 
and  suits  in  law  and  equity  against  several  of  the  persons  who 
invaded  his  patent,  one  of  such  actions  came  to  trial,  and  he 
obtained  two  verdicts  therein  (a  new  trial  having  been  granted), 
and  he  also  obtained  an  injunction  in  the  court  of  Exchequer  in 
consequence  thereof;  but  the  prosecuting  such  actions  and  suits 
was  attended  with  much  expense  and  loss  of  time  to  the  said 
James  Turner,  and  the  damages  awarded  upon  the  said  verdict 
were  only  nominal;  so  that  unless  the  term  granted  by  the  said 
letters  patent  be  prolonged,  and  the  property  in  the  said  inven- 
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tion  secured  to  him  for  an  additional  term,  he  cannot  receive  an 
adequate  recompense  for  his  labour,  expense,  and  time,  in  bring- 
ing his  said  invention  to  perfection;"  vests  the  sole  privilege  of 
making  and  vending  the  said  invention  in  Turner,  his,  &c,  for 
eleven  years. 

The  other  sections  of  the  act  were  to  the  follow-  See  similar  provisoes  ante  34,  40,  53. 

isg  effect :  S.  2.  That  Turner  having  for  some  S.  4.  Objection  that  said  colour  was  not  a  new 

tine  past  furnished  the  said  colour  wholesale  at  invention  saved. 

five  guineas  per  cwt.,  to  the  end  that  the  public  This  proviso  is  the  same  as  in  the  acts  ante  53, 

nay  be  assured  of  the  advantage  of  the  invention  55 ;  but  in  the  act  (15  G.  3,  c.  61)  for  the  exten- 

at  the  same  price,  should  not  take  any  greater  sion  of  Watt's  patent,  the  proviso  saves  any  objec- 

prie*.  tion  competent  against  the  patent,  except  as  to  the 

The  smalt  patents,  ante  12,  and  Hartley's  act,  extended  term;  so  that  an  objection  to  the  suffi- 

tnttSS,  contain  similar  restrictions.  ciency  of  the  specification  would  have  been  com- 

5.3.  This  act  not  to  hinder  the  making  or  using  petent  in  Watts  case,  notwithstanding  the  act. 

my  colour,  fee.  not  at  present  of  the  invention  of  See  ante  8. 

Tamer,  or  which  has  been  publicly   used   and  S.  5.  Privileges  not  to  be  vested  in  more  than 

exercised  before  the  date  of  the  patent.  five.    S.  6.  A  public  act. 
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Letters  patent  to  Captain  Huddart,  25th  April,  33  G.  3,  a.d.  Tali. 
1793^  for  "a  new  mode  of  making  great  cables  and  other  cordage, 
so  as  to  attain  a  greater  degree  of  strength  therein,  by  a  more 
equal  distribution  of  the  strain  upon  the  yarns." 

The  substance  of  this  invention  is  the  making  strands  in  Specification. 
which  all  the  yarns  shall  be  disposed  in  concentric  cylindrical 
layers  about  a  centre  yarn.  The  yarns  to  form  the  strand  are 
wound  on  separate  bobbins;  each  yarn  is  then  passed  through 
holes  in  a  register  plate,  these  holes  being  on  the  circumferences 
of  concentric  circles  around  a  central  hole,  and  all  the  yarns  are 
then  passed  through  a  cylindrical  tube.  The  strand  thus  formed 
is  drawn  forward  with  a  screwing  motion  through  the  tube,  the 
effect  of  which  is  to  compress  the  strand  into  a  compact  form, 
in  which  each  yarn  will  occupy  its  proper  place,  at  the  same  dis- 
tance from  the  centre  of  the  strand.  The  bobbins  being  at 
liberty,  each  allows  the  requisite  quantity  of  yarn  to  be  un- 
wound from  it,  according  to  the  place  the  particular  yarn  occu- 
pies in  the  strand,  whether  at  the  outside  or  inner  part;  the 
centre  yarn  being  the  shortest  and  the  exact  length  of  the  rope. 

HUDDART   V.  GRIMSHAW. 

Mich.  Vac.  a.  d.  1803.     Cor.  Ld.  Ellenborough,  C.  J. 

This  was  an  action  for  the  infringement  of  the  above  patent; 
the  circumstances  of  this  case  are  stated  in  great  detail  in  the 
summing  up  of  the  learned  judge  (a). 

(•)  For  speeches  of  counsel,  Erskine  for  the  plaintiff,  and  Gibbs  for  the  defendant,  see 

Dav.  Pat.  Ca.  265. 
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Lord  Ellenborough,  C.  J.:  This  is  an  action  to  recover 
damages  for  the  violation  of  a  patent  entitling  the  plaintiff,  for  a 
limited  period  of  time,  to  the  monopoly  of  an  invention,  which 
he  states  to  be  new,  and  beneficial  to  the  public.    This  is  a  spe- 
Highly  impor-  cies  of  property  highly  important,  as  it  respects  the  interests  of 
tion  •houlcMw  ^e  individual,  and  with  him  also  the  interests  of  the  public;  on 
protected.        the  one  hand,  persons  who  are  really  the  means  of  promoting 
any  beneficial  object  should  be  protected  for  the  period  the  law 
allows,  and  that  they  should  have  the  benefit  of  the  article  so 
invented;  and,  on  the  other  hand,  in  case  they  are  not  the  in- 
ventors, that  they  should  not  lock  up  from  the  public,  for  that 
limited  period  of  time,  that  invention,  which,  if  they  are  not  the 
inventors,  they  have  no  priority  to,  and  which  ought  to  be  open 
to  the  public.     In  inventions  of  this  sort,  and   every  other 
through  the  medium  of  mechanism,  there  are  some  materials 
which  are  common,  and  cannot  be  supposed  to  be  appropriated 
Intention  con-  in  the  terms  of  any  patent.    There  are  common  elementary  ma- 
adoption  of      terials  to  work  with  in  machinery,  but  it  is  the  adoption  of  those 
common  ele-  materials  to  the  execution  of  any  particular  purpose  that  consti- 
execution  of  a  tutes  the  invention  (b);  and  if  the  application  of  them  be  new,  if 
particular  pur-  the  combination  in  its  nature  be  essentially  new,  if  it  be  pro- 
ductive  of  a  new  end,  and  beneficial  to  the  public,  it  is  that  spe- 
cies of  invention  which,  protected  by  the  King's  patent,  ought  to 
continue  to  the  person  the  sole  right  of  vending;  but  if,  prior  to 
the  time  of  his  obtaining  a  patent,  any  part  of  that  which  is  of 
Publication  in  the  substance  of  the  invention  has  been  communicated  to  the 
e  speci  ca-    pU^jjc  jn  ^ne  snape  0f  a  specification  (c)  of  any  other  patent,  or 

(6)  The  attaining  a  particular  purpose  by  the  every  person  who  solicits  letters-  patent  must  be 
application  of  known  things,  is,  in  the  opinion  of  presumed  to  have  consulted  these  documents,  and 
the  learned  judge,  that  which  constitutes  an  in-  to  have  made  himself  acquainted  with  their  coo* 
▼ention;  and  if  the  end,  effect,  or  result,  attained  tents.  This  may  be  a  good  legal  presumption, 
thereby  be  new  and  useful,  the  invention  is  such  but  it  is  one  not  founded  on  fact,  and  daily  expe- 
as  will  entitle  the  inventor  to  the  sole  right  of  rience  shows,  that  inventions  are  reproduced  by 
vending  it  for  a  limited  time.  In  the  present  in-  successive  inventors.  It  frequently  happens,  that 
stance,  a  principal  part  of  the  invention  was  the  an  invention  is  in  advance  of  the  age  in  which  it 
application  of  the  tube  in  the  particular  manner  is  made,  and  consequently  does  not  then  come 
described  in  the  manufacture  of  ropes,  and  the  re-  into  general  use,  but  is  wholly  lost  sight  of.  Sub- 
suit  was  a  rope  of  greatly  improved  properties.  It  sequently ,  a  fresh  demand  having  sprung  up,  or 
is  important  in  this  and  similar  cases,  that  the  end  some  trifling  and  adventitious  circumstance  hav- 
or  result,  and  the  means  by  which  such  end  or  re-  ing  occurred,  the  same  thing  is  reinvented  by  an 
stilt  is  attained,  should  be  carefully  distinguished  independent  inventor,  without  any  previous  know- 
from  each  other;  these  means  may,  to  all  appear-  ledge  of  what  had  been  done  before,  and  then 
ance,  be  trifling  and  insignificant,  such  as  it  would  becomes  an  important  addition  to  the  manufac- 
appear  might  have  suggested  themselves  to  any  tures  of  the  country.  Is  not  such  an  invention 
person.  The  history  of  invention  presents  many  new  within  the  words  both  of  the  statute  and  of 
instances  of  very  important  results  produced  by  the  letters  patent  (ante,  44,  n. )  ? 
changes  apparently  trifling  and  insignificant  The  Such  subsequent  inventor  is  the  true  and 
steam  printing  machine  was  on  the  point  of  being  first  inventor  for  all  practical  purposes.  It 
abandoned,  from  a  defect  which  was  entirely  ob-  would  appear  from  the  early  cases  (ante,  8),  that 
viated  by  setting  the  inking  rollers  in  a  slightly  these  words  import,  that  the  invention  is  not  to  be 
oblique  position ;  the  immersing  cloth  in  hot  water,  obtained  from  another  person ;  and  on  the  same 
and  the  shearing  it  in  one  direction,  as  from  list  principle,  if  the  invention  be  taken  from  a  book  or 
to  list  instead  of  from  end  to  end,  increased  very  a  specification,  the  party  so  taking  it  would  not  be 
greatly  the  value  of  the  cloth  so  dealt  with.  See  the  true  and  first  inventor;  and  if  the  invention 
pott,  notes  to  Hall's  patent.  could  have  been  derived  from  such  a  source,  a 

(c)  The  principle  of  this  would  appear  to  be,  presumption  is  raised  that  it  has  been  so  obtained, 

that  as  specifications  are  enrolled  for  the  benefit  of  See  Law  and  Practice,  Statutes  6  &  6  W.  4,  c.  83, 

the  public,  and  are  of  the  nature  of  public  records,  s.  2,  n.  n. 
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is  a  part  of  the  service  of  the  country  so  as  to  be  a  known  thing,  tion  of  a  prior 

in  that  case  he  cannot  claim  the  benefit  of  his  patent;  and  in  P5?6?1  of  !rh? 
i«ii/**  ..  •!!,,,  substance  of  the 

claiming  the  benefit  of  a  patent,  it  is  required  that  there  shall  invention,  win 
be  enrolled  a  specification,  which  shall  convey  to  the  public  a  yidate* 
corresponding  advantage  with  that  of  the  individual  whose  sole 
right  is  protected  for  that  time,  so  that  any  person  looking  at  a  Specification 
specification,  who  is  skilled  in  the  subject,  may  be  able  to  accom-  ™"*lt  ^r8U®" 
plish  the  end;  and  if  in  stating  the  means  necessary  to  the  pro-  sons  skilled  in 
(taction  of  that  end,  he  oversteps  the  right,  and  appropriates  the  iubJect- 
more  than  is  his  own,  he  cannot  avail  himself  of  the  benefit  of 
it  I  don't  mean  if  he  states  a  bobbin  which  was  in  common  use 
before,  but  if  he  states  any  particular  thing  before  in  common 
use,  applied  in  a  new  manner  to  the  production,  and  effecting  a 
Dew  end,  that  is  part  of  the  substance  of  the  invention.    And  if  The  insertion 
he  states  that  which  of  itself  is  not  new,  but  old  and  known  to  ^^^r7 
the  world,  though  it  was  unnecessary  for  him  to  do  so,  having  vitiate  a  speci- 
done  so,  he  has  overstepped  his  right,  and  has  included  in  his   cat,on# 
invention  that  which  is  not  his  invention;  in  that  respect  his 
patent  would  be  void.    It  is  for  you,  applying  these  observations 
to  the  present  patent,  of  Mr.  BeLfour  and  of  Mr.  Huddart,  to  say 
whether  this  is  a  new  invention,  whether  the  springs  are  sub- 
stantially a  part  of  the  invention,  and  if  they  be,  whether  they 
are  new.     It  is  likewise  to  be  considered  whether  the  tube  is  a 
Dew  invention:   and  the    next  consideration,   supposing  you 
should  be  of  opinion  that  it  is  a  new  invention,  and  old  means 
adapted  to  the  production  of  a  new  effect,  whether  the  defendant 
has  been  guilty  of  an  infraction  of  the  patent;  and  I  premise 
these  observations  for  your  better  understanding  the  evidence. 

The  first  piece  of  evidence  is  a  letter,  dated  "  Patent  Ropery,  Evidence  fir 
near  Sunderland,  21st  August,  1779.  Our  Mr.  Grimshaw  hasPWntl^ 
just  got  home,  and  has  informed  us  of  your  friendship  to  him, 
for  which  please  to  accept  our  thanks.  He  also  informed  us, 
that  you  have  a  patent  for  improvements  in  rope-making,  and 
that  you  were  so  obliging  as  to  say,  that  we  might  use  your 
methods  (at  our  ropery  only)  without  premium,  provided  that 
the  gentlemen  concerned  with  you  had  no  objections.  As  we 
are  anxious  to  forward  any  improvements  in  the  manufacturing 
of  an  article  of  so  much  importance  to  this  maritime  country, 
we  take  the  liberty  of  requesting  you  will  please  to  inform  us, 
whether  we  may  consider  ourselves  at  liberty  to  proceed  in  the 
adoption  of  your  inventions."  Now,  to  be  sure,  no  argument 
arises  upon  the  face  of  this  letter,  that  they  knew  and  admitted 
that  the  invention  of  Mr.  Huddart  was  a  new  invention,  unless 
they  were  perfectly  cognizant  of  all  its  parts  at  that  time.  But 
that  does  not  appear  from  this  letter;  it  does  appear,  that  this 
man  had  visited  their  manufactory,  and  after  he  had  got  home, 
he  wished  to  have  the  liberty  of  using  their  invention;  that 
liberty  is  refused  by  a  letter  of  the  29th:  "  Gentlemen,  your 
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letter  of  the  21st  has  been  communicated  by  Captain  Huddart 
(who  is  now  on  a  survey)  to  the  other  gentlemen  in  the  concern. 
Apprehensive  a  grant  to  you  might  lead  to  an  invasion  of  our 
patent  from  other  quarters,  in  justice  to  ourselves,  after  the  con- 
siderable expense  that  has  been  incurred,  we  feel  ourselves  under 
the  necessity  of  refusing  your  request."  These  letters  are  in 
1799.  Now,  there  is  a  letter  since,  so  late  as  15th  July,  1800: 
"Gentlemen,  after  your  application  to  Captain  Huddart,  for 
liberty  to  use  his  patent  methods  of  making  ropes,  and  our 
refusal  to  permit  the  same,  it  has  greatly  surprised  us  to  receive 
information  (as  we  have  lately  done),  that  you  have  introduced 
those  methods  of  making  ropes  into  your  manufactory  without 
our  license,  and  even  against  our  consent;  and  that  you  use  and 
vend  ropes  so  manufactured  in  considerable  quantities,  in  viola- 
tion of  the  exclusive  privileges  granted  by  the  said  patent,  and 
consequently  to  our  great  loss  and  injury.  We  should  be  sorry 
to  be  engaged  in  a  litigation  on  this  subject,  especially  with  your 
house.  It  would  give  us  great  pleasure,  if  you  could  satisfy  us 
that  we  were  misinformed:  but  fearing  that  is  not  the  case,  and 
being  resolved  to  protect  our  property  in  the  most  effectual  and 
decisive  manner,  and  to  suffer  no  encroachment  on,  or  violation 
of,  those  rights  which  we  constantly  respect  in  others,  we  think 
it  proper  to  give  you  notice,  that  unless  you  henceforth  desist 
from  the  use  of  Captain  Huddart* s  patent  above  mentioned,  and 
make  us  proper  acknowledgments  for  what  is  past,  we  shall 
immediately  cause  the  necessary  proceedings  to  be  instituted 
against  you  for  our  protection  in  future;  and  to  obtain  a  com- 
pensation in  damages  for  the  injuries  we  have  already  sustained." 
This  is  a  letter  giving  them  notice,  that  necessary  measures  would 
be  taken  against  them,  to  obtain  a  compensation  in  damages. 
In  answer  to  this,  there  is  a  letter  of  the  23d  July,  in  the  same 
year:  "  Sir,  we  have  received  your  letter  of  the  15th  instant, 
and  as  we  believe  that  we  have  not  introduced  into  our  manu- 
factory any  methods  for  making  ropes,  in  which  you  are  entitled 
to  an  exclusive  privilege,  we  conclude  you  are  misinformed  on 
that  point;  but,  being  equally  with  yourselves  desirous  of  avoid- 
ing litigation,  if  you  will  inform  us  the  instances,  or  in  what 
parts  you  suppose  us  to  have  infringed  on  your  patent  rights,  we 
may,  perhaps,  be  able  to  convince  you,  that  there  is  no  founda- 
tion for  the  charge.  At  the  same  time,  to  show  you  how  little 
we  are  disposed  to  be  litigious,  we  have  for  some  time  past 
remarked,  that  there  are  parts  of  Captain  Huddart's  specification 
strictly  within  our  prior  patents,  which  we  have  refrained  from 
noticing,  because  we  would  avoid  contention  as  much  as  pos- 
sible." Then  there  is  another  letter  of  the  14th  July,  1801: 
"  Gentlemen,  being  informed  that  you  carry  on  your  manufac- 
tory of  ropes  in  a  secret  manner,  and  as  you  refused  me  admis- 
sion when  I  called  upon  you  at  the  ropery,  and  having  seen 
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some  ropes  that  were  made  by  you,  I  am  convinced,  by  the  A-D- 1803* 
inspection  of  those  ropes,  as  well  as  by  your  secret  manner  of 
conducting  your  business,  that  you  are  making  use  of  my  patent 
method  of  registering  the  strands  of  cordage,  as  described  in  the 
specification  of  my  patent  of  the  year  1793,  and  am  therefore 
desirous  that  your  manufactory  should  be  inspected  on  my 
behalf  by  my  friend  Mr.  John  Rennie,  engineer,  whom  I  intro- 
duce for  that  purpose.  Your  answer  and  conduct  on  this  occa- 
sion will  enable  me  to  determine  in  what  light  to  consider  you 
and  your  proceedings  in  this  matter;  and  unless  I  shall  hereafter 
be  better  satisfied  with  the  fairness  and  rectitude  of  your  trans- 
actions than  I  am  at  this  time,  I  shall  commence  and  carry  on 
against  you  such  proceedings  in  law  or  equity,  or  both,  as  counsel 
shall  advise/'  That  letter  is  no  further  material,  than  as  it 
contains  this  complaint  against  them,  and  desiring  to  see  their 
manufactory,  which  was  refused. 

The  first  witness  called  on  the  part  of  the  plaintiff  is  Mr. 
Btodday,  book-keeper  to  the  defendants,  who  has  been  in  that 
situation  better  than  six  years.  He  says,  "From  1797  to  1800, 
he  was  acquainted  with  their  manner  of  making  ropes;  they  then 
made  ropes  in  the  common  way,  in  an  open  rope-walk;  he  is 
not  acquainted  with  the  manner  in  which  they  now  make  their 
first  strand ;  a  rope  is  composed  of  three  strands;  I  was  advised 
with  before  in  the  common  way;  although  I  live  with  them  as 
before,  I  do  not  know  in  what  mode  their  ropes  are  now  made ; 
I  am  not  acquainted  with  the  manner  of  making  Mr.  Huddart's 
ropes."  Upon  cross-examination  he  says,  up  to  1800,  the 
defendants  made  their  strands  in  the  common  way,  in  a  rope- 
walk.  To  be  sure,  no  imputation  lies  upon  them  for  not  com- 
municating to  their  own  workmen  so  important  a  discovery,  as 
that  the  business  of  a  rope-walk  should  be  carried  on  in  so  small 
a  space  as  is  represented.  "  A  common  rope-walk/'  he  says, 
"must  be  the  full  length  of  the  yarn;  they  make  it  now  in  an 
enclosed  place  not  the  twentieth  part  of  a  rope-walk."  Upon 
being  re-examined,  he  says,  he  saw  the  strands  after  they  were 
made,  and  in  opening  out  the  strands,  he  observed  a  difference 
between  the  ropes  made  by  them  and  the  common  ropes.  In 
those,  he  says,  made  by  his  masters,  the  yarns  all  bear  an  equal 
proportion  of  strain,  which  is  not  the  case  with  common  ropes. 

Mr.  John  Rennie  is  then  called:  he  says,  he  is  an  engineer  Mr.  formal 
by  profession ;  that  he  is  acquainted  with  the  subject  of  rope-  wideneg- 
making;  that,  by  the  old  mode,  the  yarns  for  the  strands  are 
cut  of  the  same  length ;  they  are  stretched  on  the  ground,  pre- 
vious to  being  twisted.  When  the  twisting  took  place,  some  of 
the  yarns  took  one  station  in  the  strand,  and  some  another ; 
those  nearest  the  outside,  passing  over  a  large  space  in  the  ope- 
ration of  twisting,  were  necessarily  brought  to  a  considerable 
degree  of  tension,  while  the  yarns  towards  the  centre  of  the 
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strand  become  puckered  up.  The  effect  was,  that  when  a  strain 
was  put  upon  the  rope,  the  external  yarns  sustained  the  weight, 
and  those  towards  the  centre  sustained  no  part  of  the  weight; 
when  the  strain,  therefore,  was  put  upon  the  rope,  the  outside 
yarns  having  been  brought  to  a  great  degree  of  tension,  naturally 
gave  way  first ;  those  in  the  next  degree  of  tension  gave  way 
next,  and  so  on,  till  the  centre  yarns,  which  were  originally 
puckered,  came  to  bear  the  weight.  The  number  of  yarns  being 
diminished,  of  course  those  in  the  centre  were  unable  to  sustain 
the  weight.  He  says,  the  common  rope  gave  way  in  the  manner 
I  have  stated;  in  the  wearing  of  a  rope  the  outside  yarns  wear 
first,  then  the  second  set  of  yarns,  and  so  on;  a  much  less  weight 
would  break  them  in  this  state  than  would  otherwise  break  them; 
and  this  continued,  that  is  the  unequal  strain  continued,  down  to 
Mr.  Huddart's  patent.  He  says,  "  I  have  examined  the  patent 
and  specification  with  attention;  it  appears  to  me  to  have  pro- 
vided a  perfect  remedy  for  this  defect  by  a  new  method.  The 
specification  and  drawing  annexed  to  it  will  enable  a  man  of 
science  to  understand  the  method,  and  how  it  should  be  car- 
ried into  effect."  He  says,  "  I  have  attended  to  the  manner  of 
constructing  strands  upon  Mr.  Huddart's  plan."  He  assumes 
that  the  yarns  to  be  manufactured  have  been  usually  put  on 
bobbins ;  they  are  then  passed  singly  through  a  plate,  which  is 
called  a  register  plate,  composed  of  holes  formed  in  concentric 
circles;  they  are  then  passed  through  a  cylindrical  tube,  which 
may  be  either  solid  or  composed  of  two  semicircular  pieces;  the 
tube  is  the  most  essential  part  of  the  invention;  the  yarns  pass- 
ing through  the  register  plate  are  formed  into  one  strand  by  this 
tube;  being  disposed  in  concentric  circles,  they  take  the  same 
relative  position  in  the  tube  which  they  had  before  in  passing 
through  the  holes,  and  in  that  state  of  relative  position  die 
strand  is  composed  of  concentric  circles  or  shells  of  yarns,  the 
outside  shell  being  of  a  larger  diameter;  the  second  shell  or  layer 
being  of  less  diameter  than  the  outside  layer,  the  yarns  are  so 
much  shorter;  each  layer  diminishes  gradually  till  they  come  to 
the  centre,  which  consists  of  a  single  yarn  the  length  of  the 
strand.  I  have  examined  some  that  have  been  so  manufactured, 
and  the  strand  being  composed  of  compressible  materials,  if  it 
were  broke  in  the  state  in  which  it  came  from  the  registering 
machine,  the  centre  yarn  would  break  first,  that  next  to  the  cen- 
tre would  break  second,  and  the  outside  yarn  would  break  last; 
the  outside  shell  of  yarns  surrounding  a  considerable  body  of 
hemp  when  it  is  brought  to  a  degree  of  tension,  the  outside  yams 
compress  the  body  of  them  within,  and  by  this  compression  the 
angle  is  diminished,  and  they  become  longer;  the  centre  yarn 
being  at  its  full  length  snaps  first,  then  the  next,  and  so  on.  In 
order  to  prevent  this  difficulty,  Mr.  Huddart  has  contrived  a  mode 
of  what  he  calls  setting  up  or  hardening;  after  the  strand  comes 
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from  the  register  he  gives  it  an  additional  twist,  and  by  this  *•*>•  1803. 
means  the  centre  yarn  becomes  one-eighteenth  part  shorter,  the 
outer  yarns  from  the  centre  are  set  up  proportionally  to  the 
centre,  and  by  that  means  compressing  the  whole  mass,  each  yarn 
is  brought  to  a  greater  degree  of  tension  than  when  it  came  from 
the  registering  machine,  so  that  a  weight  being  put  upon  the 
strand  before  it  breaks,  it  lengthens  as  much  as  it  had  contracted 
before,  and  when  it  breaks  the  whole  snaps  together."     He  says 
the  patent  rope,  upon  an  experiment  he  tried,  bore  a  weight  of 
17  tons,  5  cwt.  and  1  qr.,  and  that  a  rope  made  in  the  common 
way,  of  the  same  materials,  bore  only  8  tons,  13  cwt.  1  qr.  and 
4  lb;  and  he  says  the  patent  rope  broke  all  at  once,  and  the  old- 
feshioned  rope  snapped  on  the  outside  first,  then  the  next  yarn, 
and  so  on  to  the  centre.     He  says  this  is  a  most  important  im- 
provement.    He  says  he  should  have  no  difficulty  in  construct- 
ing the  necessary  machinery  for  making  a  rope  upon  Mr.  Hud- 
dart's  plan,  by  looking  at  the  patent  and  the  specification.    That 
is  material  to  show  that  the  specification  is  sufficiently  explicit 
to  enable  a  person  of  skill  in  the  subject,  upon  reading  it,  to 
accomplish  the  purpose  it  professes  to  execute.     Some  rope  of 
the  defendant's  manufacture  being  put  into  his  hands,  he  says, 
if  this  is  made  upon  Mr.  Huddart's  construction,  the  yarn  that 
is  on  the  outside  at  first  will  be  the  outside  throughout   the 
whole  length  of  the  strand,  and  will  be  the  longest  yarn;  the  se- 
cond shell  will  be  the  next  longest,  and  so  on  to  the  centre, 
which  will  be  the  shortest.      He  says,  I  know  of  no  other  mode 
but  Mr.  Huddart's  for  producing  this  effect,  and  in  proportion 
as  that  is  deviated  from,  the  strands  will  be  worse;  this  exhibits 
to  the  eye  that  regular  gradation  of  length  in  the  different  shells 
which  he  should  expect  to  find  in  Mr.  Huddart's  invention. 
The  external  yarn  is  two  inches  longer  than  the  piece  of  strand; 
the  second  is  somewhat  shorter  than  the  first,  and  taking  a  yarn 
out  of  the  third,  he  says  that  is  half  an  inch  shorter  than  the 
second;  and  taking  a  yarn  out  of  the  centre,  he  says  it  is  a  little 
longer  than  the  strand,  owing  to  the  setting  up;  and  the  result 
he  draws  is,  that  he  believes  this  to  be  made  upon  Mr.  Hud- 
dart's method.     And  I  should  state  that  this  is  certainly  what  is  The  similarity  of 
called  primd  facie  evidence  of  its  having  been  made  by  that  £™ctu£  l^° 
method,  when  one  sees  it  agree  in  all  its  qualities;  when  it  issumptive  evi- 
produced  with  a  rope  actually  made  upon  Mr.  Huddart's  plan,  ^°nc*  °^^x-m 
it  is  primd  facie  evidence  till  the  contrary  is  shown  that  it  was  the  same  way. 
made  upon  his  method,  and,  therefore,  as  against  him  it  should 
seem,  supposing  this  patent  in  full  force  and  a  valid  one,  it  is 
reasonable  fair  evidence,  in  the  absence  of  contrary  evidence,  to 
presume  that  it  was  made  in  that  way.     There  is  certainly  great 
weight  in  the  observation  of  the  counsel, "  am  I  to  come  forward 
and  divulge  my  mode  of  making  rope,  from  which  I  reap  a  great 
advantage?"  Whether  it  was  necessary  to  have  gone  that  length 
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in  proof,  does  not  appear;  persons  might  have  been  called  upon 
who  might  not  be  privy  to  the  making  of  the  strands  in  the 
small  room;  however,  whether  it  puts  him  to  inconvenience  or 
not,  the  question  is,  whether  it  is  primd  facie,  probable,  pre- 
sumptive evidence,  in  the  absence  of  evidence  on  the  other  side, 
and  it  is  a  competent  ground  for  you,  if  you  think  the  facts  bear 
you  out,  to  form  that  conclusion  upon  (dj. 

Then  a  letter  is  read,  threatening  to  bring  an  action,  and  in- 
sisting upon  seeing  the  manner  in  which  the  manufacture  was 
carried  on.  The  answer  to  that  letter  is  received  verbally.  Mr. 
Rennie  put  it  down  in  writing:  he  says, "  after  delivering  the  let- 
ter to  Mr.  Grimshaw,  I  asked  him  to  show  me  those  parts  that 
he  did  not  generally  show.  He  refused,  because  he  did  not  show 
them  to  others,  and  because  there  were  several  partners  to  be 
consulted."  He  says, "  I  am  certain,  according  to  my  judgment, 
that  the  specimen  of  the  rope  sold  to  Mr.  Walker  is  made  upon 
Mr.  Huddart's  principle.  I  know  of  no  other  mode  but  that 
mentioned  in  his  specification  in  which  it  can  be  done  in  the 
perfect  manner  that  this  is  done;  there  might  be  another  mode 
without  the  perforated  plate,  by  which  it  might  by  chance  be 
done;  but  with  it,  it  will  be  done  with  certainty." 

Upon  his  cross-examination,  he  says  it  would  be  a  lucky  hit 
if  such  a  rope  was  made  without  the  perforated  plate;  it  could 
not  be  done  otherwise  than  by  chance.     He  says  he  thinks  this 
has  been  set  up,  or  hardened  up,  according  to  Mr.  Huddart's 
method,  described  in  the  specification.    He  says  he  has  not  seen 
a  model  of  the  machine  of  1793  that  he  recollects;  and  no  model 
has  been  shown  us  of  the  patent  obtained  in  that  year.     The 
object  of  the  patent  is  a  more  equal  distribution  of  the  strain 
upon  the  yarns;  each  yarn  is  wound  round  a  separate  bobbin. 
Now  the  object  of  this  patent,  and  to  be  sure  the  objects  of  the 
two  patents  are  substantially  the  same,  both  of  Mr.  Belfour  and 
Mr.  Huddart;  but  it  does  not  follow,  that  because  the  ends  are 
There  may  be    materially  the  same,  it  is  thereon  open  to  the  public.     It  has 
foMiulsameob-  naPPened  to  m^  in  the  same  morning  to  give,  as  far  as  I  was 
ject,  the  means  concerned,  my  consent  to  the  granting  of  three  different  patents 
being  i  erent.  jor  ^e  same  thing;  but  the  modes  of  attaining  it  were  all  differ- 
ent, and  I  thought  I  was  entitled  to  receive  them.     He  says  the 
object  of  the  patent  was  a  more  equal  distribution  of  the  strain 
upon  the  yarns;  the  bobbins  are  ranged  in  a  frame  at  one  end  of 
the  rope  yard,  and  at  the  other  end  is  the  winch  that  turns  the 


(</)  It  not  unfrequently  happens  that  this  is  the  ing  an  infringement;  but  a  party  is  not  to  be  coin- 
only  kind  of  evidence  of  infringement  which  can  pel  led  to  disclose  any  secret  which  he  may  pos- 
be  adduced ;   a  court  of  equity  will  sometimes  scs«. 

order  an  inspection  of  the  premises  and  method  of  In  the  subsequent  case  of  Hall  v.  Janris  and 
manufacture,  for  the  purpose  of  ascertaining  the  Francis  Boot,  the  plaintiff  had  a  verdict  on  pre- 
processes  actually  pursued.     But  this  will  not  be  sumpUve  evidence  of  a  different  kind.     Port. 
grauted,  unless  good  cause  be  shown  for  suspect- 
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bobbins;  the  rope-walk  is  longer  than  the  strand.  The  desider-  A.D.  1803. 
atom  in  rope-making  was  to  keep  the  yarns  separate,  and  in  a 
certain  state  of  tension  before  they  were  taken  up  into  the  rope; 
the  twist  in  the  rope-walk  commences  at  the  winch ;  if  the  yarns 
were  all  kept  in  a  state  of  tension,  none  of  the  bobbins  would 
render  more  than  is  wanted  at  the  twist;  at  the  superfices  more 
of  the  yarn  will  be  rendered  than  at  the  inner  part. 

Mr.  Rennie  dissects  a  piece  of  rope  made  on  Mr.  Belfour's 
method;  he  takes  an  outside  strand,  and  opens  it;  the  yarn  is 
sometimes  inside  and  sometimes  outside;  he  says  that  never 
would  happen  by  Mr.  Huddart's  mode.  He  says, €€  I  consider  the 
bobbin  as  a  matter  of  course;  it  is  of  universal  use  in  all  manu- 
factures that  consist  of  threads;  the  mere  bobbin  is  like  lead  or 
iron,  but  the  application  of  the  bobbin  with  a  spring  to  it  appears  The  application 
to  me  to  be  a  material  part  of  an  invention  for  making  ropes."  ^ *  ^°^m  to 
He  then  dissects  a  strand  of  Mr.  Huddart's;  the  outside  yarn  the  making  of 
keeps  its  place  throughout,  and  is  longer  by  six  inches  than  the  U^Jj^iSSn" 
strand;  the  second  shell  is  not  so  long  as  the  other  by  about  an 
inch  and  a  half,  and  so  on  to  the  centre  yam,  which  is  the  same 
length  with  the  strand. 

The  evidence  that  has  been  adduced  as  to  the  value  and  utility 
of  Captain  Huddart's  mode  of  making  ropes,  leaves  no  doubt 
that,  by  whomsoever  it  was  effected,  this  improvement  is  a  most 
important  one  in  the  manufacture  of  cordage;  but  it  is  material 
for  your  consideration,  whether  it  be  a  new  invention,  and  if  it 
be  a  new  invention,  whether  this  person,  in  taking  his  patent, 
has  embraced  within  it,  as  essential  parts,  any  thing  which  was 
a  part  of  a  prior  invention  communicated  to  the  public  before, 
and  to  which,  therefore,  he  had  no  right  to  any  benefit. 

On  the  part  of  the  defendant,  no  witnesses  are  called,  but  it  is  Dtfendanft 
said  that  this  is  not  an  original  invention,  and  if  it  is,  there  is  no 
proof  that  we  have  violated  it.  It  is  no  matter  that  the  two  pa- 
tents profess  the  same  object;  the  end  proposed  in  Mr.  Belfour*s 
invention  is  to  improve  the  manufacture  of  ropes  and  cordage, 
by  making  every  yarn  employed  in  the  composition  thereof  bear 
its  proper  and  equal  proportion  of  the  stress.  The  description 
of  the  invention  of  Mr.  Huddart  is  a  new  mode  or  art  of  making 
great  cables  and  other  cordage,  so  as  to  attain  a  greater  degree  of 
strength  therein,  by  a  more  equal  distribution  of  the  strain  upon 
the  yarns;  the  one  is  a  more  equal  proportion  of  the  stress,  the 
other  a  more  equal  distribution  of  the  strain. 

As  to  the  bobbins,  they  are  not  worth  mentioning;  the  springs 
and  the  tube  are  the  things  in  which  it  should  seem  the  princi- 
pal originality  of  the  invention  consists.     It  is  contended  that 
the  springs  are  not  an  essential  part  of  the  invention:  if  they  are  The  insertion  of 
enrolled  as  an  essential  part,  whether  they  are  so  or  not,  it  would  ^^  which" 
certainly  go  to  his  patent,  because  no  deceptive  things  are  to  be  »*<*.■?  » ftct» 
held  out  to  the  public;  those  that  are  material  are  to  be  held  out  ^eciBcation. 
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as  material;  according  to  the  evidence  of  Mr.  Rennie,  they  are 
material.  He  considers  that  they  are  material  to  regulate  the 
tension.  Mr.  Huddart  points  out  that  his  mode  would  be  de- 
fective without  springs.  I  will  read  to  you  first  Mr.  Belfour's, 
and  then  Mr.  Huddart's.  Mr.  Belfour  states  how  the  end  is  pro- 
posed to  be  answered:  he  says,  "  I  have  introduced  four  springs 
into  each  reel,  which  springs  are  marked  L,  and  should  be  made 
of  iron  or  steel,  about  two  inches  and  a  half  in  length,  one-fourth 
of  an  inch  in  breadth,  and  one-eighth  of  an  inch  thick  in  the 
middle,  and  smaller  towards  each  end;  two  of  these  springs  are 
fixed  into  each  end  of  the  barrel  of  the  said  reel  in  the  inside; 
one  end  of  each  spring  is  fixed  fast  to  the  barrel  of  the  reel,  the 
other  end  is  moveable,  and  is  governed  by  a  screw  marked  M, 
which,  by  being  turned  towards  the  right,  closes  the  two  ends, 
and  thereby  fixes  the  reel  faster  to  the  spindle;  or  being  turned 
the  other  way,  opens  the  two  ends,  thereby  allowing  the  reel  to 
move  more  freely ."  According  to  the  greater  freedom  of  the  mo- 
tion of  the  wheel,  or  the  retardation  of  the  wheel,  the  greater  or 
less  tension  is  produced.  Now  Mr.  Huddarf  s  specification  is 
this:  "at  K  a  spring  is  fixed  to  the  wooden  arm,  by  means  of  a 
screw  and  nails,  or  otherwise;  the  screw  works  in  the  square 
.part  of  the  spindle,  by  means  of  which  the  spring  may  be  made 
stronger  or  weaker,  as  requisite;  the  other  end  of  which  rests 
upon  the  globular  part  of  the  head  of  the  bobbin,  formed  for 
that  purpose  to  regulate  the  tension  of  the  yarn  in  drawing  it 
from  the  bobbin,  whilst  the  spindle  is  turning  in  registering  the 
strand."  Here  for  a  moment  let  us  take  our  stand:  the  same  end 
appears  to  be  produced,  according  to  my  understanding,  by  the 
one  and  the  other,  to  regulate  the  tension;  now  if  it  is  a  spring 
to  regulate  the  tension  of  the  yam,  which  is  essential  to  be  regu- 
lated, it  does  seem  to  me,  but  it  is  for  your  judgment  to  say, 
whether,  it  is  a  material  part  of  the  invention :  if  it  be  a  material 
part  of  the  invention,  and  relied  upon  as  such,  as  it  should  seem 
it  is  by  both,  and  if  it  is  the  same,  then  that  which  has  been 
communicated  by  Mr.  Belfour,  Mr.  Huddart  cannot  take  the 
benefit  of. 

Then  there  is  another  matter,  with  respect  to  the  tube.  Mr. 
Belfour  says  various  other  methods  may  be  substituted  for  the 
purpose  of  preventing  the  strand  from  twisting  until  it  has  re- 
ceived that  position  the  workman  wishes,  such  as  pieces  of  wood 
with  holes  bored  in  them;  small  machines,  divided  in  a  similar 
manner,  or  something  like  to  the  separating  machine  before  de- 
scribed; or  by  the  external  application  of  a  ring  or  other  circular 
instrument;  or  any  other  shape  so  as  to  press  upon  the  strand, 
and  prevent  its  receiving  an  improper  twist,  to  serve  the  pur- 
pose or  intention  of  the  top  minor;  for  unless  the  strand  is 
regulated  in  the  twist,  and  kept  exactly  in  the  position  in  which 
it  is  to  remain,  the  good  effects  proposed  by  this  invention  will 
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be  in  a  great  degree  defeated;  therefore,  it  is  not  of  any  conse-  A.D.  1803. 
quence  in  what  manner  it  is  so  regulated,  so  long  as  that  point 
is  accomplished.  Now  what  Mr.  Huddart  says  upon  it,  is  this: 
"This  disposition  of  the  yarns  is  necessary  previous  to  their  pass- 
ing through  the  cylindrical  tube  of  metal  in  which  the  strand  is 
compressed  and  formed."  He  says  the  tube  compressing  the 
yarns,  and  confining  the  outer  shell  to  its  proper  figure,  which 
outer  shell  compresses  the  next,  and  so  on  to  the  centre,  there 
cannot  be  any  crossing  of  yarns,  or  change  in  situation;  but  the 
whole  strand  formed  close  and  compact,  and  no  more  yarn  re- 
quired from  the  bobbins  than  is  necessary,  according  to  the  situa- 
tions of  the  shells,  or  their  distance  from  the  centre.  Now  the 
tube  does  seem  to  me,  with  submission  to  you,  an  important  The  substitution 
difference  from  the  mere  circle  through  which  it  passes,  because  ^fna  ^  J^r  * 
it  keeps  it  in  a  degree  of  confinement  for  a  greater  time,  and  most  material 
more  certainly  obtains  the  end  pointed  out  in  Mr.Belfour's  spe-  3™ ^ent'for 
cification;  the  same  end  is  to  be  obtained;  and  had  the  patent  such  subsutu- 
been  taken  for  that  to  be  done  by  a  tube,  which  was  before  done tlon  g  " 
by  a  ring  or  circle,  I  should  have  thought  the  patent  good,  for 
that  is  a  distinct  substantive  invention.  It  will  be  for  you  to 
consider,  whether  that  which  is  pointed  out  in  Mr.  Belfour's 
specification  will  be  broken  in  upon  by  a  tube,  which  keeps  it  in 
a  state  of  confinement  for  a  longer  time,  and  attains  the  end 
with  more  certainty.  It  is  for  you  to  say,  for  that  is  the  sub- 
stance of  the  case,  as  to  the  invasion  of  the  patent,  whether  any 
essential  part  of  it  was  disclosed  to  the  public  before.  If  you 
think  the  same  effect  in  substance  is  produced,  and  that  the 
springs  in  Mr.  Belfour's,  by  producing  tension,  obtain  a  mate- 
rial end  in  the  making  of  ropes  in  the  way  proposed,  and  that  it 
is  in  substance  the  same  as  in  the  other,  this  patent  certainly 
must,  upon  principles  of  law,  fall  to  the  ground.  If  you  think 
it  is  not  the  same,  or  if  you  think  it  is  not  material,  though  we 
have  had  the  evidence  of  Mr.Rennie  upon  its  materiality — if  you 
think  this  patent  has  been  obtained  for  a  new  invention,  carried 
into  effect  by  methods  new,  and  not  too  large  beyond  the  actual 
invention  of  the  party, in  that  case  the  patent  maybe  sustained; 
but  if  you  think  otherwise,  in  point  of  law  or  expediency,  the 
patent  cannot  be  sustained. 

Verdict  for  the  plaintiff.   Damages,  one  shilling. 


FORSYTH'S  PATENT. 

Letters  patent,  11th  April,  a.d.  1807.,  to  A.  J.  Forsyth,  €€  for  a  Titu. 
method  of  discharging  or  giving  fire  to  artillery,  and  all  other 
fire-arms,  mines,  chambers,  cavities,  and  places  in  which  gun- 
powder, or  other  combustible  matter  is,  or  may  be  put,  for  the 
purpose  of  explosion," 
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Specification.  I,  the  said  A.  J.  Forsyth,  do  hereby  declare  that  the  nature  of 
my  said  invention  of  an  advantageous  method  of  discharging,  or 
giving  fire  to  artillery  and  all  other  fire-arms,  mines,  chambers, 
cavities,  and  places  in  which  gunpowder,  or  other  combustible 
matter  is,  or  may  be  put  for  the  purpose  of  explosion,  is  ex- 
pressed in  the  foregoing  general  description  thereof;  and  the 
manner  in  which  the  same  is  to  be  performed  is  as  follows, 
that  is  to  say:  First,  as  to  the  chemical  plan  and  principles 
thereof.  Instead  of  permitting  the  touch-hole  or  vent  of  the 
pieces  of  artillery,  fire-arms,  mines,  chambers,  cavities,  or  places, 
to  communicate  with  the  open  air ;  and  instead  of  giving  fire  to 
the  charge  by  a  lighted  match,  or  by  flint  and  steel,  or  by  any 
other  matter  in  a  state  of  actual  combustion,  applied  to  a 
priming  in  an  open  pan,  I  do  close  the  touch-hole  or  vent,  by 
means  of  a  plug  or  sliding  piece,  or  other  fit  piece  of  metal,  or 
suitable  material,  or  materials,  so  as  to  exclude  the  open  air, 
and  to  prevent  any  sensible  escape  of  the  blast,  or  explosive  gas 
or  vapour  outwards,  or  from  the  priming  or  charge,  and  as 
much  as  possible  to  force  the  said  priming  to  go  in  the  direc- 
tion of  the  charge,  and  to  set  fire  to  the  same,  and  not  to  be 
wasted  in  the  open  air.  And  as  a  priming,  I  do  make  use  of 
some  or  one  of  those  chemical  compounds  which  are  so  easily 
inflammable  as  to  be  capable  of  taking  fire  and  exploding 
without  any  actual  fire  being  applied  thereto,  and  merely  by  a 
blow,  or  by  any  sudden  or  strong  pressure,  or  friction,  given  or 
applied  thereto,  without  extraordinary  violence;  that  is  to  say,  I 
do  make  use  of  some  or  one  of  the  compounds  of  combustible 
matter,  such  as  sulphur,  or  sulphur  and  charcoal,  with  an  oxy- 
muriatic  salt ;  for  example,  the  salt  formed  of  dephlogisticated 
marine  acid  and  potash  (or  potasse),  which  salt  is  otherwise 
called  oxymuriate  of  potash ;  or  I  do  make  use  of  such  of  the 
fulminating  metallic  compounds  as  may  be  used  with  safety;  for 
example,  fulminating  mercury;  or  of  common  gunpowder,  mixed 
in  due  quantity  with  any  of  the  before-mentioned  substances,  or 
with  an  oxymuriatic  salt,  as  aforesaid,  or  of  suitable  mixtures  of 
any  of  the  before-mentioned  compounds ;  and  these  compounds, 
or  mixtures  of  compounds,  I  find  to  be  much  better  for  priming 
than  gunpowder  used  alone,  which  cannot  be  made  to  explode 
without  some  sparks  or  actual  fire  applied  thereto,  or  else  with- 
out such  a  degree  of  extraordinary  and  violent  percussion,  as 
cannot  conveniently  be  made  use  of  in  gunnery,  or  with  any  of 
the  fire-arms  or  artillery  that  are  in  most  general  use.     But  it  is 

Claim.  to  be  observed  that  I  do  not  lay  claim  to  the  invention  of  any 

of  the  said  compounds,  or  matters  to  be  used  for  priming;  my 
invention  in  regard  thereto  being  confined  to  the  use  and  appli- 
cation thereof  to  the  purposes  of  artillery  and  fire-arms,  as 
aforesaid.  And  the  manner  of  priming  and  exploding  which  I 
use  is,  to  introduce  into  the  touch-hole,  or  vent,  or  into  a  small 
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and  strong  chamber,  or  place  between  the  said  touch-hole  and  A.D.  1807. 
rent,  and  the  plug  or  sliding  piece,  or  other  piece  by  which  the 
communication  with  the  external  air  is  cut  off,  a  small  portion  of 
some  or  one  of  the  chemical  compounds  herein  before  men- 
tioned (for  example,  as  for  priming  to  a  musket  about  the 
eighth  part  of  a  grain) ;  and  when  the  required  discharge  is  to  be 
made,  I  do  cause  the  said  chemical  compound  or  priming  to  take 
fire  and  explode,  by  giving  a  stroke,  or  sudden  and  strong  pres- 
sure to  the  same,  communicated  by  and  through  the  said  plug 
or  sliding  piece,  or  other  piece  before  mentioned  or  described,  in 
consequence  of  which  the  fire  of  the  priming  is  immediately 
communicated  to  the  contents  or  charge  placed  within  the  said 
piece  of  artillery,  fire-arm,  mine,  chamber,  cavity  or  place,  and 
the  discharge  accordingly  follows. 

And,  secondly,  I  do  hereby  further  declare,  for  the  better  Mechanical 
illustration  of  my  said  invention,  and  as  auxiliary  to  the  use meflW,, 
thereof  in  relation  to  the  mechanical  parts  thereof,  that  I  have 
hereunto  annexed  drawings  or  sketches  exhibiting  several  con- 
structions which  may  be  made  and  adopted,  in  conformity  to  the 
foregoing  plan  and  principles,  out  of  an  endless  variety  which 
the  subject  admits  of. 

***** 

In  witness,  &c» 

The  invention  claimed  by  this  specification  is,  established,  whatever  the  construction  of  the  lock 
the  appBcarion  of  these  chemical  compounds  to  be  by  which  it  was  discharged.  This  is  founded  on 
ipited  by  percussion  to  the  purposes  expressed  by  the  following  important  principle,  which  has  been 
me  title  of  the  patent.  The  subject-matter  of  this  recognised  in  several  subsequent  cases,  that  a  per- 
iod Hartley's  patent  (ante  54)  may  be  classed  to-  son  who  discovers  a  principle,  and  also  some  mode 
gether,  each  being  for  the  application  of  a  known  of  carrying  that  principle  out  in  practice,  so  as 


of  carryu  _ 

thing  to  produce  a  particular  effect.     The  pre-  to  produce  or  attain  a'  useful  effect  or  result,  is 

ceding  specification  appears  to  be  framed  in  strict  entitled  to  protection  against  all  other  modes  of 

accordance  with  the  terms  of  the  proviso  of  the  carrying  the  same  principle  into  practice  for  ob- 

letters  patent ;  that  proviso  requiring  the  grantee  taimng  the  same  effect  or  result.  See  post,  Crouley 

particularly  to  describe  and  ascertain  the  nature  of  v.  Beverley,  per  Alderson,  B.  in  Jupe  v.  Pratt,  and 

to  said  invention,  and  in  what  manner  the  same  NetUon  v.  Harford. 
is  to  be  performed.  Law  and  Practice,  Ft.  T.  XIII. 

n.  a.    The  portion  of  the  specification   printed  Fortytk  v.  Riviere. 
above  is  in  accordance  with  the  former  part  of  the  In  this  action  for  the  infringement  of  the  above 
proviso,  while  the  annexed  drawings  are  in  com-  patent,  tried  before  Abbott,  C.  J.  &c,  the  plaintiff 
pbance  with  the  latter  part  of  the  proviso.    The  had  a  verdict.     On  the  question  of  priority  of  in- 
having  succeeded  in  an  action  for  the  in-  vention,  Abbott,  C.  J.  held,  that  if  several  persons 

w jit  of  this  patent  (Forsuth  v.  Riviere,  infra),  simultaneously  discover  the  same  thing,  the  party 

tfainst  a  party  using  a  lock  of  a  different  construe-  first  communicating  it  to  the  public  under  the  pro- 

tisa  to  any  shown  in  the  anneied  drawing,  the  tection  of  letters  patent  becomes  the  legal  inventor, 

tight  of  the  patentee  to  the  exclusive  use  and  appli-  and  is  entitled  to  the  benefit  of  it.     See  Chitty'$ 

<**»  of  the  detonating  mixture  as  priming  was  Prervg.  Crown,  182. 


HALL'S  PATENT. 


Letters  patent,  3d  Nov.  58  G.  3,  a.d.  1817,  to  J.  S.  Hall,  of  ft*. 
Basford,  &c.,  for  a  «  method  of  improving  every  kind  of  lace  or 
net,  or  any  description  of  manufactured  goods  whose  fabric  is 
composed  of  holes  or  interstices  made  from  thread  or  yam,  as 
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usually  manufactured,  of  every  description,  whether  fabricated 
from  flax,  cotton,  wool,  silk,  or  any  other  vegetable,  animal,  or 
other  substance  whatsoever." 
Specification.  The  object  of  my  invention  is  to  remove  from  every  kind  of 
lace  or  net,  or  other  goods  of  the  description  above  mentioned, 
all  superfluous  and  loose  fibres,  or  ends  of  fibres,  which  are  not 
so  bound  and  twisted  into  the  thread  or  yarn  of  which  the  lace 
or  net  or  such  other  goods  is  composed,  as  to  form  a  part  of  the 
solid  body  thereof.  These  superfluous  fibres  do  not  contribute  to 
the  strength  of  the  thread  or  of  the  lace  or  net  or  such  other 
goods  as  aforesaid,  but  form  a  kind  of  fur  or  wool  around  the 
threads,  which  makes  them  appear  thicker  than  they  really  are, 
and  also  fills  up  the  meshes,  holes,  or  interstices,  of  the  lace  or 
net,  or  such  other  goods  as  aforesaid,  and  makes  them  appear 
indistinct  and  woolly.  My  method  of  improving  lace  or  net,  or 
such  other  goods  as  aforesaid,  is  by  passing  them  through,  or  at 
a  very  small  distance  over,  a  body  of  flame  or  fire,  produced  by 
the  combustion  of  inflammable  gas,  while  the  said  flame,  or  the 
intense  heat  thereof,  is  urged  upwards,  so  as  to  pass  through  the 
holes  or  meshes  of  the  lace  or  net,  or  such  other  goods  as  afore- 
said, by  means  of  a  current  of  air  which  is  produced  by  a  chim- 
ney fixed  over  a  flame  immediately  above  the  lace  or  net,  or  such 
other  goods  as  aforesaid.  The  action  of  the  flame  is  to  burn, 
singe  and  destroy  as  much  of  the  said  superfluous  fibres  or  far 
as  may  be  removed  without  injury  to  the  lace  or  net,  or  such 
other  goods  as  aforesaid. 

A  long  piece  of  lace  or  net,  or  such  other  goods  as  aforesaid, 
or  several  pieces  united  together  so  as  to  form  a  large  sheet,  it 
made  to  pass  between  two  rollers  mounted  one  over  the  other, 
like  the  rollers  of  a  flatting  mill,  and  the  lace  or  net,  or  such  other 
goods  as  aforesaid,  are  further  to  be  extended  over  other  rollers 
so  as  to  spread  part  of  the  lace  or  net,  or  such  other  goods  as 
aforesaid,  in  a  horizontal  position ;  beneath  this  part  the  flame 
is  applied,  and  the  rollers  being  turned  round  will  cause  the  lace 
or  net,  or  such  other  goods  as  aforesaid,  to  pass  through  or  at  a 
very  small  distance  above  the  flame,  so  that  every  part  of  the 
piece  shall  in  succession  be  subjected  to  the  action  thereof,  and 
the  velocity  of  the  movement  must  be  so  regulated  that  the  su- 
perfluous fibres  of  the  lace  or  net,  or  other  goods  as  aforesaid, 
will  be  acted  upon  in  its  passage  through  or  over  the  flame, 
without  having  time  to  injure  the  lace  itself. 

It  must  be  obvious  that  the  rapidity  of  the  motion  must  de- 
pend upon  the  nature  of  the  lace  or  net,  or  such  other  goods  as 
aforesaid,  and  the  intensity  of  the  flame.  It  is  of  course  impos- 
sible to  give  any  general  description  of  the  motion  that  will  be 
applicable  to  different  cases ;  a  slight  trial,  however,  will  be  suf- 
ficient in  each  instance  to  ascertain  and  regulate  the  velocity.  A 
regular  and  uniform  motion  will  of  course  be  most  convenient 
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and  advantageous.     The  operation  may  be  repeated  as  often  as  A.  D.  1817. 
is  found  necessary  to  effect  the  required  improvement  of  the  lace 
or  net,  or  such  other  goods  as  aforesaid,  and  the  operation  will 
be  most  readily  effected  if  the  two  ends  of  the  piece  are  united 
together,  so  as  to  form  an  endless  band,  which  being  extended 
over  a  system  of  rollers,  will  circulate  about  the  said  rollers  when 
they  are  turned  round,  and  so  every  part  of  the  endless  band  will 
pass  and  repass  continually  through  or  over  the  flame.     The 
apparatus  for  the  production  of  the  inflammable  gas  may  be  the 
same  which  is  well  known,  and  in  use  for  the  purpose  of  illumi- 
nation.   The  gas  is  to  be  conducted  in  pipes  to  the  machine,  and 
to  enter  into  a  tube  which  is  placed  horizontally  beneath  the  lace 
or  net,  or  such  other  goods  as  aforesaid;  when  the  lace  or  net, 
or  such  other  goods  as  aforesaid,  has  been  sufficiently  operated 
upon  by  the  flame  acting  on  one  side,  the  piece  is  reversed,  and 
the  other  side  is  subjected  to  the  action  of  the  flame. 

The  drawing  hereunto  annexed  represents  a  system  of  rollers 
to  operate  upon  lace  or  net,  or  such  other  goods  as  aforesaid,  by 
the  flame  of  inflammable  gas.     (Description  of  the  drawing.) 

As  the  lace  or  net,  or  such  other  goods  as  aforesaid,  will  be 
somewhat  discoloured  by  the  operation,  it  may  afterwards  be 
bleached  by  any  of  the  processes  in  common  use.  The  opera- 
tion is  generally  performed  once  before  the  goods  are  bleached; 
they  are  then  half-bleached,  and  the  operation  repeated;  the 
bleaching  is  afterwards  finished.  The  above  apparatus,  or  com- 
bination of  machinery,  is  conveniently  adapted  for  the  purposes 
of  the  said  invention;  but  I  do  not  claim  the  exclusive  use  of 
any  apparatus  or  combination  of  machinery,  except  in  connexion  Claim. 
with  and  in  aid  of  the  application  of  the  flame  of  inflammable  gas 
to  the  purposes  above  described  in  this  specification. 

In  witness,  &c. 

The  subject-matter  of  the  preceding  patent  is  The  manufacture  of  cloth  has  been  the  subject 

the  improved  manufacture  of  lace,  resulting  from  of  many    improvements.      The    shearing    cloth 

singeing  off,  by  the  flame  of  gas,  the  suoerfluous  from  list  to  list  by  a  rotary  cutter,  the  cloth  hav- 

£bres  which  bang  about  the  thread,  which  process  ing   been    previously  shorn   from   list  to  list  by 

■  called  gassing  the  lace;  and  the  specification  de-  shears,    and   aNo  from   end   to  end  by  a  rotary 

•cribes  the  means  by  which  the  invention  is  to  be  cutter,  was   held  a  separate  and  distinct  inven- 

perfonned.      No  objection  was  taken  at  the  sub*e-  lion.     See   per  Lord    Tenterden,  C.  J.,   Lewis  v. 

quent  trial  to  the  sufficiency  of  the  specification,  Davis,  3  Car.  &  P.  502. 
but  only  to  the  subject-matter  of  the  patent.  The  immersion  of  cloth  manufactured  in  the 

Improvements  in  existing  manufactures  const i-  usual  manner  in  hot  water,  according  to  Daniell's 

tote  a  very  large  proportion  of  the  patents  which  patent,   improved  the   value  of   the  cloth  very 

are  granted,  and  it  may  be  useful  to  point  out  greatly. 

some  of  the  instances  in  which  such  improvements  In  the  manufacture  of  paper,  tbe  conducting 

have  been  effected,  by  the  application  of  some  the   paper  against  a  hot  cylinder,  according   to 

known  substance  or  thing  to  the  particular  pur-  Oompton's  patent,  constituted  a  great  improve- 

pose  of  the  improvement  of  the  existing  article.  ment  in  the  drying  and  finishing  the  paper. 

Tbe  manufacture  of  cotton  velvets  was  the  sub-  it  is  important  to  consider  these  and  similar  in- 

iect  of  several  successive  improvements.      The  vent  ions  in  respect  of  their  final  effect  or  result 

loose  and  uneven  fibres  were  first  removed  by  the  on  the  manufacture,  since  by  this  alone  can  the 

use  of  razors ;  next  they  were  singed  off  by  spirits  utility  and  importance   of   the  invention  be  as- 

of  wine;  next  by  the  application  of  a  hot  iron  re-  certain eH.     See  ante  71,  n.t,  and  Derosne's  pa- 

sembling  a  weaver's  drying  iron,  and  finally  by  tent,  post. 
drawing  tbe  goods  rapidly  over  an  iron  cylinder 
heated  to  redness. 
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Hall  r.  Jabvis  and  Francis  Boot. 
In  the  K.  B.  Dec.  17,  1822.     Cor.  Abbott,  C.  J. 

Sir  /.  Copley,  S.  G.  (Scarlett,  Denman,  and  Reader),  for  the 
plaintiff. 

The  object  of  the  patent  for  an  infringement  of  which  the 
present  action  is  brought,  is  to  improve  the  texture  of  lace  and 
other  articles  of  a  similar  description ;  till  within  the  last  twenty 
years,  a  great  part  of  the  lace  used  in  this  country  was  im- 
ported from  abroad,  but  within  that  period  such  improvements 
have  been  made  in  the  manufacture  in  this  country,  owing  to 
the  inventions  of  Mr.  Heathcoat  for  making  lace  by  machinery 
instead  of  by  hand,  that  a  large  quantity  of  the  lace  now  made 
in  this  country  is  exported.  There  still,  however,  remained  one 
great  desideratum  in  our  manufacture  of  lace.  The  material 
used  in  this  country  was  principally  cotton,  that  used  on  the 
continent  principally  flax.  The  cotton  was  cheaper,  and  could 
be  spun  to  a  finer  thread ;  but  the  cotton  thread  had  the  disad- 
vantage of  being  covered  with  a  species  of  wool,  from  which 
that  spun  from  flax  was  free.  The  lace  from  flax  was  thus 
much  clearer  than  that  from  cotton,  which  had  a  sort  of  white- 
ness, or  fogginess,  in  its  general  appearance,  to  the  great  dimi- 
nution of  its  value.  It  occurred  to  some,  that  this  defect  might 
be  removed  by  the  action  of  heat,  which  had  been  already 
applied  to  removing  the  same  kind  of  unevenness  from  muslin, 
by  passing  it  over  rollers  of  hot  iron,  and  from  mits  and  stock- 
ings by  singeing.  It  occurred  to  the  plaintiff,  Mr.  Hall,  that  the 
flame  of  gas  might  be  applied  to  this  purpose,  and  he  tried  a 
pipe  with  a  great  number  of  perforations,  so  as  to  give  a  con- 
tinued line  of  flame,  over  which  the  lace  was  passed,  with  a 
motion  just  rapid  enough  to  singe  the  little  fibres  composing 
the  wool,  without  injuring  the  texture  of  the  lace.  This  first 
attempt,  however,  failed ;  although  the  texture  of  the  lace  was 
open,  the  flame  would  not  pass  through  it;  it  was  impeded  by 
the  law  of  nature,  first  discovered  by  Sir  H.  Davy,  and  since 
applied  so  admirably  in  his  safety  lamp,  viz,  that  flame  will  not 
pass  through  wire  gauze  so  as  to  communicate  with  the  outward 
air.    The  wire  gauze  steals  away  the  heat  of  the  flame  (a),  and 


(a)  It  should  be  observed,  that  this  is  strictly  in  the  destruction  or  communication  of  i 

true  only  when  the  gauie  and  flame  are  steadily  turn,  Le.  motion  to  matter,  time  must  be  coo- 
in  contact,  or  brought  slowly  together.  If  a  piece  sumed.  The  upward  current  which  constitutes  a 
of  wire  gauze  be  brought  down  slowly,  steadily,  flame,  can  only  be  diverted  gradually,  and  if  tb« 
and  horizontally,  over  a  jet  of  flame,  the  flame  will  gauze  be  brought  into  contact  with  it  sufficiently 
not  pass  through  it ;  but  if  the  gauze  be  brought  rapidly,  some  of  the  flame  will  be  forced  through, 
down  suddenly,  so  as  to  impinge  as  it  were  upon  The  additional  current  upon  which  the  success  of 
the  flame,  the  flame  will  pass  through.  This  is  in  Mr.  Hall's  invention  depended,  farther  illustrate* 
strict  accordance  with  another  law  of  nature— that  the  same  law. 
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accordingly,  in  the  safety  lamp,  the  fire  damp  will  pass  through  A.  D.  1822. 
the  wire  gauze  into  the  lamp,  and  there  burn  with  a  bright 
flame,  but  the  flame  will  not  pass  out  of  the  wire  gauze  so  as  to 
communicate  with  the  outward  air.  So  Mr.  Hall  found  that  the 
flame,  though  increased  to  a  greater  degree,  would  not  pass 
through.  This  he  obviated  by  the  production  of  a  current  of 
air,  by  means  of  a  narrow  chimney  above  the  line  of  flame, 
between  which  and  the  flame  the  lace  was  passed;  the  flame 
was  thus  forced  through  the  interstices  of  the  lace,  burning  away 
the  fibres  on  their  sides.  The  appearance  of  the  lace  is  thus 
improved,  its  fabric  is  not  injured,  but  rather  hardened  and  im- 
proved ;  the  greater  part  of  the  lace  now  used  in  this  country  is 
improved  in  this  manner,  and  the  exportation  of  it  has  in  con- 
sequence increased  to  a  very  great  degree  (4). 

The  witnesses  proved,  that  no  means  of  effectually  destroying  Evidence  <tf 
the  furs  and  fibres  of  the  lace  were  known  previous  to  the  plain-  JJJJJjf y  and 
tifFs  invention ;  that  the  method  of  singeing  by  means  of  hot 
rollers,  as  applied  to  the  dressing  of  muslin,  would  not  have 
answered  for  lace ;  that  the  improvement  was  so  great,  that  it 
was  quite  impossible  that  if  any  effectual  means  of  doing  the 
same  thing  had  been  discovered  before,  it  should  not  have  come 
into  general  use;  that  since  that  invention  the  lace  manufac- 
tured in  England  was  greatly  improved,  both  in  beauty  and 
value ;  that  the  trade  in  the  article  had  greatly  increased,  both 
at  home  and  abroad ;  that  a  large  proportion  of  the  lace  made, 
and  all  the  better  sort,  was  gassed ;  that,  with  the  exception  of 
an  inferior  description  of  lace,  called  warped  lace,  the  lace  ex- 
ported was  such  as  had  been  subjected  to  the  patent  process ; 
that  various  experiments,  made  by  men  of  science,  for  doing 
the  same  thing  in  other  ways,  had  all  failed. 

As  to  the  infringement: — That  J.  Boot  had,  some  time  back,  Infringement. 
proposed  to  a  bleacher  to  enter  into  partnership  with  him,  stat- 
ing that  he  had  a  gassing  machine,  but  could  not  use  it  for  fear 
of  being  discovered,  but  that  if  he  had  a  bleaching  establish- 
ment, he  could,  under  cover  of  that,  use  it,  sending  a  little  lace 
to  be  gassed  by  the  patentee,  with  whom  he  had  an  account;  that 
his  machine  was  exactly  like  the  patentee's;  that  he  had  got 
one  of  Mr.  Hall's  men,  that  worked  in  the  gas  room,  to  intro- 
duce him  into  the  room,  and  had  then  taken  a  plan  of  the 
machine,  and  had  one  made  exactly  on  the  same  plan ;  that 
different  parts  of  the  machine  had  been  made  by  different  per- 
sons, and  at  a  distance ;  that  J.  Boot  had  pointed  out  to  the 
witness  where  the  machine  spoken  of  was ;  the  situation  of  it, 
and  the  precautions  taken  for  preventing  its  being  seen;  and 

(•)  The  learned  counsel  then   proceeded  to      of  the  invention.    There  was  no  doubt  as  to  iU 
state  the  nature  of  the  evidence  which  he  should      utility.  ^ 

adduce,  to  Drove  the  infringement,  and  the  novelty 
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explained  the  manner  in  which  he  proposed  to  procure  a  supply 
of  gas  for  his  machine,  without  its  being  known  to  what  purpose 
that  gas  was  applied. 

It  was  likewise  proved,  that  both  in  the  premises  spoken  of 
by  the  last  witness,  and  in  others  occupied  by  the  two  defen- 
dants at  a  subsequent  period,  alterations  had  been  made  in  the 
position  of  the  gas  burners  quite  inconsistent  with  the  purpose 
of  lighting  the  premises;  that  the  gas  fittings  had  been  tampered 
with;  and  that,  on  the  last-mentioned  premises  at  least,  a  quan- 
tity of  gas  had  been  consumed  quite  beyond  what  could  be 
accounted  for  by  any  consumption  for  the  purpose  of  lighting; 
and  that  on  J.  Boot's  being  spoken  to  on  this  last  head,  he  had 
either  refused  to  give  any  explanation  at  all,  saying  it  was  no- 
thing to  the  company  how  much  he  burned  so  long  as  he  paid 
for  it,  or  had  given  one  that  was  quite  insufficient  and  unsatis- 
factory. It  was  also  proved,  that  on  this  defendant's  premises, 
both  those  occupied  by  him  at  first,  and  those  in  which  he  was 
afterwards,  part  of  the  room  had  been  partitioned  off,  and  its 
windows  blocked  up,  so  as  to  exclude  the  view.  The  gas  fit- 
tings were  altered  so  as  to  introduce  the  gas  into  this  apartment 
A  witness  had  looked  through  the  key-hole,  and  others  through 
an  opening  in  the  roof,  made  for  that  purpose,  and  had  seen 
machinery  precisely  similar  to  that  of  the  plaintiff. 

It  was  proved,  that  lace  left  with  the  defendants  to  be  dressed 
had  been  returned  in  the  state  to  which  it  would  have  been 
brought  by  the  application  of  the  plaintiff's  process;  and  that 
similar  lace  had  been  offered  for  sale  by  F.Boot,  and  that  he  had 
paid  for  the  gas  consumed. 

The  lease  of  the  premises,  to  which  the  principal  part  of  the 
above  evidence  of  infringement  applied,  was  executed  by  him, 
and  he  paid  the  rates  and  taxes.     Some  of  the  alterations  in  the 
position  of  the  gas  fittings  had  been  made  by  his  direction. 
Defendants  Gnrney  (Gaselee  and  F.  Pollock),  for  the  defendants :  The  pro- 

ctu*-  cess  is  not  new — fire,  and  even  flame,  having  been  applied  to 

similar  purposes  before  the  plaintiff's  invention;  the  mere  doing 
that  with  the  flame  of  gas,  which  had  long  before  been  done  by 
means  of  other  kinds  of  flame,  cannot  be  the  subject-matter  of  a 
patent.  It  will  be  proved  that  the  fibres  can  be  destroyed  as 
well  by  spermaceti  oil  and  alcohol,  without  a  chimney,  as  by  gas 
with  a  chimney.  It  had  also  (as  appears  from  the  evidence) 
been  attempted  to  force  the  flame  of  charcoal  through  the  inter- 
stices of  the  lace  by  a  pair  of  bellows;  but  it  must  be  admitted 
that  flame  has  not  been  used  in  combination  with  a  chimney 
above,  so  as  to  produce  a  current  of  air.  [Abbott,  C.  J.  The 
proving  that  will  not  affect  the  question.]  If  flame  has  been 
employed  before  and  has  effected  the  purpose,  Mr.  Hall  cannot 
be  entitled  to  this  patent,  because  he  is  employing  an  agent  not 
invented  by  him;  the  gas  he  employs  has  been  in  common  use, 
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it  has  been  known  a  considerable  time.  He  cannot  be  entitled  A.  D.  1822. 
to  the  monopoly  of  the  use  of  flame  gas  (c),  because  any  man  who 
has  the  use  of  that  may  use  it  as  he  pleases,  nor  can  the  plaintiff 
be  entitled  to  the  patent  for  having  produced  a  current  of  air 
which  is  not  new,  because  that  is  the  principle  by  which  the  Ar- 
gand  lamp  is  constructed,  by  means  of  which  the  smoke  is  con- 
sumed (d). 

Further,  there  is  no  evidence  to  connect  the  defendants  in  any 
joint  act,  or  to  show  that  the  lace  sold  was  gassed  in  conjunc- 
tion. 

The  witnesses  for  the  defendants  proved  that  the  flame  of  Evidence  for  He- 
charcoal,  of  waste  paper,  wood,  shavings,  or  common  pit  coal,  fence' 
had  been  used  for  many  years  to  singe  the  fibres  from  silk,  cot- 
ton or  lace  sleeves,  but  the  articles  for  this  purpose  had  been 
placed  on  a  wooden  leg  or  a  sleeve  board.  That  bellows  had 
been  used  to  force  the  flame  against  the  article,  which  it  was  said 
would  produce  the  effect  of  burning  the  interstices. 

The  jury  intimated  that  they  did  not  require  any  observations 
in  reply. 

Abbott,  C.  J. :  There  can  be  no  doubt,  gentlemen,  your  ver- 
dict must  pass  against  both  the  defendants;  one  of  them  has  the 
pipe  laid  into  the  house. 

Verdict  for  the  plaintiff  (e). 


CLEGGS  PATENT 

Letters  Patent  to  Samuel  Clegg,  9th  Dec,  56  G.  3,  a.  d.  1815,  Title. 
for  "  An  improved  Gas  Apparatus." 

I,  the  said  Samuel  Clegg,  do  hereby  declare,  that  my  said  Specification. 
invention  of  "  An  improved  Gas  Apparatus"  is  ascertained  and 
described  by  these  presents,  and  the  drawings  hereunto  annexed, 
and  herein  referred  to  by  way  of  illustration  and  example.  My 
improved  gas  apparatus  is  for  the  purposes  of  extracting  inflam- 
mable gas  by  heat,  from  pit  coal,  or  tar,  or  any  other  substance 
from  which  gas  or  gases  capable  of  being  employed  for  illumina- 
tion can  be  extracted  by  heat;  for  purifying  the  gas  so  obtained; 

(c)  It  is  oot  the  monopoly  of  the  flame  of  gat  (e)  The  court  refused  to  disturb  the  verdict, 
which  the  patentee  claims,  but  the  monopoly  of  and  the  patentee  enjoyed  the  benefit  of  his  patent 
using  that  flame  to  clear  lace  ;  that  is,  in  sub-       during  the  whole  of  the  term. 

stance,  be  claims  the  sole  working  or  making  of  The  fact  of  a  patentee  maintaining  his  patent 

the  new  manufacture  of  lace  called  gassed  lace.  against  so  large  and  extensive  a  combination  as 

(d)  Tbe  specification  does  not  claim  this ;  it  the  lace  trade,  whose  interest  it  would  be  to  unset 
describes  it  as  part  of  the  means  by  which  the  it,  is  the  best  evidence  which  can  be  afforded  of 
flame  of  gas  may  be  applied  so  as  to  produce  the  its  validity. 

intended  result.    The  concluding  part  of  the  spe- 
ciicatkm  is  very  important    Ante,  99. 
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and  for  measuring  out  and  distributing  it  to  lamps,  lights,  or 
burners,  where  light  or  heat  is  to  be  produced  byjhe  combus- 
tion of  the  said  gas. 

One  part  of  my  invention  is,  a  horizontal  flat  retort,  in 
which  coals  or  other  materials  capable  of  producing  inflammable 
gas  are  heated,  and  the  gas  extracted  by  distillation.     *    *     (a) 

Another  part  of  my  invention  is  an  improvement  in  the  puri- 
fying apparatus  to  be  placed  in  the  vessels  into  which  the  gas 
from  the  retort  is  conveyed  for  the  purpose  of  being  purified  by 
exposing  it  to  the  action  of  lime-water.    *    *    *    (a) 

Another  part  of  my  invention  is  a  Gauge  or  rotative  Gas- 
meter,  for  measuring  out  and  registering  the  quantity  of  gas 
which  passes  through  a  pipe  or  opening,  so  as  to  ascertain  the 
quantity  consumed  by  any  certain  number  of  lights  or  burners. 
This  gauge  consists  of  a  hollow  wheel  or  drum,  capable  of 
revolving  vertically  upon  pivots,  in  the  manner  of  a  water 
wheel:  the  hollow  rim  of  the  wheel  is  made  close  on  all  sides, 
to  form  a  circular  channel,  which  is  divided  by  partitions  into 
certain  compartments  or  chambers  to  contain  the  gas,  which  is 
introduced  into  the  wheel  through  one  end  of  its  axis,  and  car- 
ried off  from  the  wheel  through  the  other  end.  By  certain 
contrivances,  it  is  so  arranged,  that  each  of  these  boxes  or  cham- 
bers will  be  filled  with  gas  from  the  entrance  pipe,  and  emptied 
of  the  same  into  the  exit  pipe,  every  time  the  wheel  makes  a 
revolution  (&),  by  which  means  the  number  of  turns  the  wheel 
makes  (when  registered  by  suitable  wheel  work)  becomes  a  record 
of  the  quantity  or  number  of  boxes  full  of  gas  which  has  passed 
through  the  gauge.  The  gas  is  conducted  from  the  place  whence 
it  is  supplied,  and  enters  into  the  gauge  through  one  of  its  axes, 
and  is  conveyed  into  the  chambers  of  the  rim  by  certain  hollow 
arms.  The  gas  returns  from  the  said  chambers  by  certain  other 
hollow  arms,  and  is  conveyed  away  through  the  opposite  end  of 
the  axis  of  the  wheel  by  the  pipe  which  leads  to  the  burners  or 
place  where  the  gas  is  consumed.  No  gas  can  pass  from  the 
pipe  of  entrance,  at  one  end  of  the  axis,  and  get  to  the  pipe  of 
exit  at  the  other  end  of  the  axis,  without  entering  into  and  filling 
the  said  chambers.  A  sufficient  quantity  of  water  is  put  into 
the  hollow  rim  of  the  wheel,  to  fill  a  segment  of  the  rim,  rather 
larger  in  its  capacity  than  one  of  the  compartments  into  which 
it  is  divided ;  and  there  are  passages  of  communication  between 
the  chambers  through  which  this  water  can  pass  from  one  cham- 
ber into  the  next,  but  the  gas  cannot  pass.  It  is  evident,  that 
the  water  from  its  gravity  will  always  fill  a  segment  in  the  lowest 

(a)  Here  follows  a  general  description  of  this  a  subsequent  part  of  the  specification,  is  occasioned 

part  of  the  invention,  and  of  the  method  of  using  by  the  elastic  force  of  the  gas  acting  between  a 

it ;  a  more  detailed  account  being  contained  in  partition  of  the  wheel  and  the  surface  of  the  water, 

the  subsequent  explanation  of  the  drawings.  Various  other  particulars  are  fully  explained  in 

(6)  The  motion  of  the  wheel,  as  is  explained  in  the  detailed  explanation  of  the  annexed  drawings. 
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ptrt  of  the  wheel;  and  when  the  same  turns  round,  the  water  A.  D,  V8U. 
will  occupy  each  of  the  chambers  in  succession,  as  they  arrive 
at,  and  during  the  time  each  one  continues  at  the  lowest  part  of 
the  wheel;  the  pipes  or  hollow  arms  which  convey  the  gas  to 
the  chambers  are  so  contrived,  that  when  the  entrance  pipe  to 
wy  one  chamber  is  open  to  admit  the  gas,  the  exit  pipe  from 
the  same  chamber  will  be  shut  or  sealed  up,  and  vice  versd;  and 
this  opening  and  shutting  of  the  passages  into  and  out  of  any 
one  chamber,  takes  place  at  that  period  of  the  revolution  of  the 
wheel  when  the  water  in  the  lower  part  thereof  is  on  the  point 
of  entering  into  or  going  out  from  the  said  chambers:  that  is  to 
•y,  when  the  water  at  the  lower  part  of  the  wheel  is  on  the 
point  of  quitting  any  chamber,  the  pipe  of  entry  shall  be  open 
to  admit  gas  into  the  said  chamber,  which  gas  expels  the  water 
from  it  through  the  passage  of  communication  into  the  adjacent 
chamber,  until  the  first  mentioned  chamber  becomes  filled  with 
gas,  and  the  second  mentioned  chamber  becomes  filled  with 
water;  at  the  same  time  the  pipe  of  exit  from  the  second  men- 
tioned chamber  is  opened,  and  the  water  which  enters  from  the 
first  mentioned  chamber  displaces  the  gas,  and  it  passes  off 
through  the  exit  pipe. 

The  machinery  for  counting  and  registering  the  number  of 
revolutions  made  by  the  wheel,  may  be  constructed  in  any  of 
the  ways  usually  employed  for  similar  purposes. 

It  is  not  essential  to  this  gauge,  that  the  exit  pipe  from  the 
chambers  be  conveyed  through  the  axis,  the  same  effects  may 
be  obtained  by  enclosing  the  whole  wheel  within  a  close  vessel 
or  case,  in  which  it  can  revolve  freely,  and  allowing  the  gas  to 
escape  into  the  case  from  the  chambers,  when  the  same  are  to 
be  discharged ;  from  this  case  the  gas  can  be  carried  off  by  the 
ait  pipe.  The  means  of  opening  or  shutting  the  passages  of 
communication  may  be  varied ;  it  may  be  done  either  by  valves, 
or  by  sealing  the  pipes  with  water  or  other  fluid  (c). 

Another  part  of  my  invention  is  "  a  self-acting  Governor,"  for 
regulating  the  efflux  or  discharge  of  gas  through  any  opening  or 
openings,  or  burners,  with  an  uniform  velocity,  or  nearly  so, 
notwithstanding  any  variations  which  may  take  place  in  the 
pressure  which  urges  the  gas  to  pass  through  the  pipes  of 
supply.    *    *    •     (rf) 

Having  now  ascertained  my  invention  of  an  improved  gas 
apparatus,  and  defined  in  what  it  consists,  I  shall  proceed  to 
describe  the  same,  and  to  show,  by  the  assistance  of  the  draw- 
ings, in  what  manner  it  is  to  be  performed;  first  observing,  that 
the  said  drawings  represent  the  apparatus  in  its  most  complete 
state,  but  that  the  arrangements  of  the  parts,  and  the  construc- 

(c)  8**  a  farther  and  general  description  of         (<*)  Here  follows  t  general  description  of  the 
this  pert  of  the  invention,  bj  Brougham,  on  mov-      method  of  using  this  part  of  the  invention. 
Mf  6r  a  aooserit,  pert,  112. 

P 
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tion  of  many  of  the  minor  parts,  may  be  varied  and  modified 
according  to  the  situation  in  which  the  apparatus  is  placed,  and 
the  circumstances  governing  the  same,  without  at  all  deviating 
from  my  invention  as  I  have  defined  the  same.      ***(«) 

In  witness,  &c. 


Crossley(/)  v.  Beverley. 

In  the  K.  B.,  Mich.  Vac.  a.d.  1829.     Cor.  Ld.  Tenterden,  C.  J. 

Sir  J.  Scarlett  (F.  Pollock,  AUerson,  and  Godson,  were  with 
him),  for  the  plaintiff,  described  generally  the  introduction  of 
gas,  and  the  nature  of  the  invention  which  was  the  subject  of 
the  preceding  patent,  and  particularly  the  progress  of  invention 
in  respect  of  the  gas-meter,  of  which  alone  an  infringement  was 
complained.     Soon  after  the  patent  was  taken  out,  Mr.  Clegg 
made  a  considerable  improvement  on  the  original  invention,  by 
contriving  the  chambers  at  the  centre,  whereby  a  valve,  pre- 
viously necessary,  was   dispensed  with;   the  gas-meters  made 
according  to  this  improvement  entirely  superseded  the  others, 
and  the  infringement  complained  of  is  the  making  of  these  by 
the  defendant.     The  question  will  be,  whether  this  is  an  in- 
fringement of  the  patent     Now,  if  the  invention  consists  in  the 
serpentine  tubes,  or  the  particular  modes  described  in  the  speci- 
fication of  supplying  the  gas  through  the  axis,  there  is  no 
infringement,  but  these  are  only  the  mechanical  means,  and  the 
plaintiff  claims  any  mode  in  which  the  hollow  drum  or  enclosed 
cylinder  may  revolve  round  its  own  axis,  such  motion  being 
produced  by  the  filling  the  chambers  alternately  with  gas  and 
with  water.    The  idea  of  measuring  gas  by  causing  the  wheel  to 
revolve,  is  entirely  Mr.  Clegg's  own ;  that  is  stated  in  the  patent; 
the  contrivance  may  assume  various  shapes,  and  the  patent,  in 
fact,  is  for  the  discovery  of  the  application  of  this  method  to 
practice,  by  whatever  mode  the  result  is  produced. 
Evidence  for         The  following  facts  appeared  in  evidence: — The  gas  must  be 
paimiff.  made  from  the  coal,  purified,  measured,  and-  regulated  in  its 

supply  to  the  burners.  The  apparatus  is  correctly  called  a  gas 
apparatus,  since  it  attains  the  four  preceding  objects,  and  was  a 
complete  apparatus  at  the  time.  The  lime-water,  under  the  old 
system,  was  extremely  offensive,  and  difficult  to  be  got  rid  of. 
The  improvement  in  respect  of  that  consists  in  using  the  lime 
in  a  more  concentrated  state,  with  less  water,  and  therefore  it 

(«)  Hera  follow  the  references  to  the  annexed        .    (/)  Crowley  wai  the  assignee  of  the  preceding 
drawings,  wkh  the  various  detail*  of  description        patent, 
incident  to  complete  working  drawings. 
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occasions  less  smell.    The  retort  and  purifier  have  been  super-  A.  D.  18>9. 
leded  by  other  improvements,  but  they  were  useful  at  the  time. 
The  specification  describes  two  kinds  of  gas-meters,  either  of 
which  may  be  used.    The  principle  of  the  machine  is  the  alter- 
nate filling  of  the  chamber  with  gas  and  water,  causing  the 
machine  to  revolve;  the  passage  which  admits  the  gas  being 
dosed,  while  the  passage  which  lets  out  the  gas  is  open ;  one 
chamber  is  filling  while  the  other  is  emptying,  otherwise  the 
wheel  would  not  go  round.   That  is  the  principle  of  the  machine, 
without  reference  to  the   mechanical   means  of  attaining  the 
result — that  each  chamber  shall  be  perfectly  filled,  and  that  no 
gas  shall  pass  without  causing  the  wheel  to  revolve.     The  spe- 
cification shows  a  meter  with  two  or  three  chambers;  according 
to  Mr.  Clegg's  subsequent  improvements  there  are  four  cham- 
bers; the  water  is  raised  above  the   axis,  and   thus   answers 
the  purpose  of  cutting  off  the  communication  to  the  chambers 
below.     The  valve  may  be  dispensed  with,  the  water  acting  to 
prevent  the  passage  of  the  gas  from  one  chamber  to  another. 
In  the  improved  machine,  the  rotary  motion  is  produced  by  dis- 
turbing the  equilibrium,  and  filling  the  chambers  with  gas  and 
water  successively,  as  in  the  old  mode.     The  infringement  com- 
plained of,  is  a  close  imitation  of  this  improved  machine.     The 
principle  of  Mr.  Clegg's  invention  is,  the  expansion  of  gas  into 
chambers  in  which  water  is  contained,  so  as  to  disturb  the  equi- 
librium, and  thereby  force  the  machine  to  revolve.     That  is  to 
be  effected  as  described  in  the  specification,  by  sealing  the  exit 
while  the  entrance  is  open  for   the  gas,  and  by  sealing  the 
entrance  while  the  exit  is  open ;  and  that  the  disturbance  of  the 
equilibrium  may  be  perpetual,  the  introduction  of  the  gas  into 
one  chamber  should  commence  before  its  escape  from  another. 
These  principles  are  applied  in  the  improved  machine,  and  in 
that  made  by  the  defendant. 

It  was  known,  before  the  date  of  the  patent,  as  a  philosophical 
fact,  that  other  substances  would  yield  inflammable  gas,  but  it 
was  a  general  opinion  that  nothing  but  coal  would  be  cheap 
enough ;  it  was  never  proposed,  as  of  general  application,  to  use 
any  other  substance  than  coal.  The  retort  could  not  be  used 
advantageously,  if  at  all,  for  the  making  of  gas  from  oil. 

Lord  Tenter  den,  C.  J.:  I  think  it  quite  clear,  in  this  specifi- The  terms  of  a 
cation,  when  he  speaks  of  coal  and  other  matters,  he  means  J^J  winter- 
matters  ejusdem  generis.  The  patentee  must  be  understood  to  preted  accord- 
mean  things  that  were  in  use,  and  not  things  which  would  pro-  oTknowled'ge* 
duce  gas,  as  every  thing  inflammable  would,  but,  from  being  so  at  the  time' 
expensive,  was  never  expected  to  be  in  use. 

Brougham:  But  he  puts  people  to  great  trouble  and  expense 
by  that. 

Lord  Tenterden,  C.  J.:  No,  he  does  not;  for  he  never  sup- 
poses that  they  will  apply  oil  for  the  purpose  of  lighting  towns 
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and  rooms,  because  it  was  too  expensive.  A  man  must  hare 
the  spirit  of  prophecy  if  he  knows  that  people  will  apply  those 
things  to  the  purpose  for  which  they  were  not  considered  appli- 
cable at  that  time. 

Brougham:  The  principle  upon  which  these  cases  had  beea 
decided  is,  although  it  was  not  known  that  oil  could  be  employed 
advantageously  to  the  lighting  of  towns  or  rooms,  yet  still,  if  it 
was  known  to  be  practicable,  there  is  nothing  to  prevent  per- 
sons from  employing  their  time  and  money  on  it. 

Lord  Tenterden,  C.  J.:  I  suppose  this  would  be  applicable  to 
extracting  gas  from  spirits  of  wine  or  brandy,  or  spirits  of  tur- 
pentine. 

Brougham:  You  must  understand  him  to  refer  to  those 
things. 

Lord  Tenterden,  C.  J.:  No.  I  think  he  must  be  understood  to 
refer  to  those  things  which  practical  men  would  employ.  There 
may  be  a  patent  in  existence  with  respect  to  oil,  but  it  is  quite 
clear  that  was  not  thought  of  at  the  time  these  drawings  were 
made  by  this  patentee.  Going  on  contemporaneously,  some- 
body might  be  doing  it,  and  he  might  be  evolving  it  in  a  manner 
perfectly  distinct  from  the  use  of  coal.  It  is  a  hard  case  to  set 
aside  the  whole  patent  because  there  is  some  little  matter  in 
it  which  is  not  quite  right.  It  is  a  hard  case,  and  therefore  one 
ought  to  see  that  the  objection  is  applicable  (g). 
Ikfintanft  Brougham  for  the  defendant  (Botch  and  Patteson  with  him). 
***'  The  law  of  patents,  as  it  stands,  is  very  hard  against  patentees, 

and  inventors  have  great  difficulty  in  securing  their  reward,  for  • 
skill,  industry,  and  good  fortune,  must  concur;  but  the  law 
must  be  administered  as  it  is. 

The  objection  to  the  patent  on  the  ground,  that  between  the 
date  of  the  letters  patent  and  of  the  specification  Mr.  Clegg  in- 
vented the  hollow  axle  and  the  bent  or  serpentine  tubes  to  be 
sealed  with  the  buckets  and  the  hoods,  which  are  most  material 
parts  of  the  invention,  must  be  disposed  of  elsewhere  (A). 

The  specification  must  set  forth  the  invention  in  all  its  parti- 
cularity, in  such  a  way  that,  without  any  further  assistance  or 
explanation,  without  any  experiments  to  be  tried,  a  party  read- 
ing the  specification,  and  bringing  to  that  perusal  competent 
skill,  and  an  attention  and  deliberation  proportioned  to  the 
complication  of  the  subject-matter,  may  be  able  distinctly  to 
understand  it,  and,  if  a  workman,  to  carry  it  himself  into  execu- 
tion. Such  a  party  must  not  either  be  at  a  loss  for  want  of 
further  explanation,  or  puzzled  or  perplexed  by  the  obscurity  of 

(g)  The  above  ruling  of  the  learned  judge  quently  happens,  that  the  terms  of  a  prior  patent 

was  not  even  adverted  to  in  the  motion  subse-  may  be  sufficiently  comprehensive  to  include  mat- 

quently  made  to  the  court  for  a  nonsuit,  and  must  ten  to  which  it  was   never  intended  to  apply, 

consequently  be  considered  as  having  established  Po$t,  n.  m. 
a  principle  of  great  importance  in  the  protection  (h)  See  post,  112. 

•f  the  privileges  of  patentee?,  since  it  not  unfre- 
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the  specification,  and  so  reduced  to  inaction,  nor  must  he  be  at  A.  D.  1829. 
fault  for  want  of  new  experiments;  the  whole  of  the  experi- 
ments ought  to  be  performed  by  the  inventor  himself,  and  all 
the  circumstances  ought  to  have  been  so  described,  that  without 
anymore  being  written,  a  person  of  competent  skill  may  be  able 
to  make  the  machine.  The  evidence  for  the  plaintiff  on  this 
point,  of  such  witnesses  as  Mr.  Farey  and  Mr.  Faraday,  is  not 
sufficient ;  the  question  is,  whether  an  ordinary  person,  without 
their  powers,  could  make  the  machine. 

Farther,  it  is  essential,  not  only  that  the  invention  should  be 
intelligibly  described,  but  the  process  in  all  its  parts  must  be 
successful;  the  patentee  undertakes  to  guarantee  to  the  commu- 
nity the  use  of  all  that  he  claims  as  his  invention*     If  he  sets 
forth  five  different  things,  and  four  of  them  be  such  as  merit  the 
highest  panegyric,  and  are  of  the  greatest  benefit  to  society,  and 
if  the  fifth  be  ever  so  trifling  a  part  of  the  invention,  but  fail  in 
either  of  the  following  ways,  though  the  invention  be  truly  de- 
scribed as  to  the  other  four,  the  patent  is  void  as  to  these  four, 
just  as  much  as  it  is  to  the  fifth  (i). 

Now,  an  invention  may  fail  in  two  ways.  A  man  may  de- 
scribe a  machine,  and  say  it  does  so  much,  the  machine  produces 
snch  a  movement,  and,  however  probable  it  may  be  on  paper, 
whatever  probability  it  has  of  succeeding  in  practice,  nay,  how- 
ever it  may  do  upon  a  working  model  before  the  specification  is 
drawn,  still,  if  when  it  comes  into  actual  practice  it  is  found  not 
to  produce  that  effect,  there  is  an  end  of  the  patent.  It  may 
fail  in  another  way,  it  may  produce  a  movement,  but  a  move- 
ment, like  gold,  may  be  bought  too  dear.  It  may  be  no  advan- 
tage whatever  when  it  comes  to  be  used ;  a  part  of  it  may  be 
found  to  be  such,  that  though  possibly  the  effect  may  be  pro- 
duced, which  the  inventor  pretends  to  produce  by  it,  yet  it  may 
be  produced  at  such  cost,  with  such  loss  of  time  and  interrup- 
tion of  business,  and  other  inconveniences,  not  taken  into 
account  when  he  originally  stated  this  to  be  a  new  and  valuable 
invention,  that  these  are  not  sufficiently  counterbalanced  by  the 
actual  good  which  is  obtained  from  it ;  and  if  upon  the  trial  it  is 
found  the  old  way  is  better  with  all  its  disadvantages,  then  he 
foils,  because  it  is  not  useful  as  regards  that  portion  of  the 
invention  (k). 


(•)  The  hardship  of  the  law  in  this  respect  is  a  partial  failure  under  certain  circumstances  will 

in  a  great  measure  obviated  by  the  statute  5  &  6  not  vitiate.     See  ante,  42,  n. ;  and  pott,  n.  k. 
W.  4,  c.  83,  introduced  by  the  learned  counsel,  (k)  The  two  kinds  of  failures  here  stated  would 

and  providing  for  the  disclaiming  or  amending  appear  to  have  reference  to  different  parts  of  the 

parts  of  the  title  and  specification  under  certain  suggestion  or  consideration  of  the  grant.     The 

cireomstances.    See  Law  and  Practice,  Statutes  letters  patent  are  granted  on  the  suggestion  or 

5&6  W.4,c83,i.  1,  and  notes.  representation  of  the  party,  that  he  is  in  possession 

The  above  exposition  of  the  law  by  the  learned  of  an  invention  which  will  be  of  great  public 

counsel,  mutt  be  limited  to  those  cases  in  which  utility.    If  the  invention  fail   altogether,  in  the 

the  failure  is  such  as  leads  to  a  false  suggestion.  manner  first  above  mentioned,  then  the  former 

It  has  been  held  in  several  subsequent  cases,  that  part  of  the  suggestion  or  representation  is  false. 
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Now,  if  any  integral  or  material  part  of  Mr.  Clegg/s  invention 
be  in  either  of  these  predicaments,  either  of  not  doing  at  all  in 
the  way  described,  or  of  doing  inconveniently  and  disadvan- 
tageonsly  upon  the  whole,  and  in  such  a  way  aa  no  person  in 
his  senses,  or  with  ordinary  regard  to  his  interest,  would  think 
of  using  it  in;  or  still  more  if  it  should  appear  to  be  in  both 
predicaments,  there  is  an  end  of  the  patent. 

I  now  purposely  abstain  from  alluding  to  one  part  to  which 
reference  was  made  in  my  cross-examination,  namely,  with  re- 
spect to  the  oil.  His  lordship  has  expressed  a  strong  opinion 
that  the  specification  must  be  taken  secundum  olycctam  materiam, 
and  that  it  must  be  taken  gusdem  gencru,  and  that  the  use  of 
the  word  "tar"(0  does  not  control  the  subsequent  particulars 
under  the  head  of  the  retort,  and  therefore  my  showing  that  it 
was  incapable  of  being  applied  to  oil,  would  not  avail  (m). 

The  want  of  a  condenser  is  a  material  flaw  in  the  specifica- 
tion. It  is  quite  well  known  that  the  ammoniacal  liquid  which  is 
distilled  off  from  the  coal  or  other  materials  from  which  gas  is 
produced  in  the  course  of  the  distillation,  that  is,  when  it  gets  to 
the  cooler  part  of  the  pipe,  naturally  condenses  and  impedes  the 
operation  for  a  certain  time,  and  in  order  that  the  operation 
should  go  on  at  all  with  ordinary  convenience,  a  vessel  must  be 
provided  to  contain  the  tar  which  is  thrown  off,  and  which,  if  not 
condensed,  tends  still  more  to  choke  the  pipe.  This  can  be  con- 
densed in  a  separate  vessel  by  means  of  the  pipes,  or  by  means 
of  a  tar  cistern,  or  by  means  which  have  been  more  generally 
and  more  correctly  called  the  condenser,  as  applied  to  the 
ammoniacal  liquor,  as  well  as  the  tar,  otherwise  in  the  course  of 
a  very  short  time  the  tubes  will  be  choked  up,  and  the  operation 
cannot  be  continued  at  all  (*). 


tbe  party  being  in  possession  of  no  inch  inven-  qnent  discovery,  it  would  appear  to  follow  tbat  a 
tion.  If  the  invention  fail  in  tbe  manner  secondly  patent  may  include  matters  of  subsequent  disco- 
above  mentioned,  tbe  latter  part  of  tbe  suggestion  Terr,  if  its  terms  be  sufficiently  general  and  corn- 
is  false,  since  tbat  which  he  has  done  is  not  of  prehensile.  It  would  appear  to  follow  also  tbat 
public  utility.  tbe  omitting  or  changing  a  particular  process  or 
The  Court  of  Exchequer,  in  tbe  subsequent  case  operation,  as  effecting  by  two  processes  tbat  which 
of  Morgan  v.  Seaward,  intimated,  that  an  inven-  had  been  previously  done  by  three,  or  tbe  obtain- 
tion  which  was  useless  might  be  considered  as  ing  an  improved  result  by  one  particular  order  or 
mischievous  to  the  state,  to  the  hurt  of  trade,  and  sequence  of  processes  instead  of  another,  would 
generally  inconvenient,  since  all  improvements  not  be  the  subject-matter  of  letters  patent,  all 
thereon  would  be  in  abeyance  until  the  expiration  these  having  in  fact  been  done  before, 
of  tbe  patent  for  such  useless  invention,  unless  by  (n)  The  evidence  to  this  was  as  follows:  "The 
arrangement  with  the  patentee.  gas  apparatus  described  in  tbe  specification  is  not 

SI)  See  specification,  ante,  103.  a  complete  apparatus,  for  want  of  a  vessel  to  re- 
nt) This  point  was  not  alluded  to  in  tbe  sub-  ceive  tbe  tar  and  ammoniacal  liquor  which  rise  an 
sequent  motion  for  a  nonsuit,  so  that  the  ruling  of  to  the  mouth  of  the  retort,  and  must  be  condensed 
the  Chief  Justice  in  this  respect  may  be  considered  and  conveyed  away.  The  usual  apparatus  for 
as  the  established  law  on  this  point.  this  purpose  can  be  applied  without  modification 

The  true  principle  would  appear  to  be  the  in-  to  Clegg's  patent." 

tention  of  the  party  at  the  time,  first  as  expressed  Lord  Tenterden,  C.  J. :  "  The  patentee  does  est 

distinctly  on  the  face  of  tbe  specification ;  and  se-  claim  to  leave  tbat  out." 

condly,  as  maybe  inferred  therefrom,  according  Btougham:  "He  claims  the  process  from  tbe 

to  the  state  ot  knowledge  at  the  time,  and  other  putting  in  of  the  coal." 

attendant  circumstances.    If  a  patent  be  vitiated  Lord  Tenterden,  C.  J. :  "  I  do  not  know  that  be 

by  reason  of  its  not  applying  to  matters  of  subse-  does;  there  is  a  certain  mode  pointed  out,  but  be 
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The  principal  objection  is  the  mechanism  of  the  retort  itself;  A.  D.  1829. 
there  can  be  no  doubt  that  this  would  succeed  in  a  model,  but 
when  it  came  to  be  attempted  on  the  larger  scale  in  practice, 
defects  which  were  not  anticipated  showed  themselves,  and  these 
retorts  were  abandoned  after  great  expense  had  been  incurred. 
These  were  disused  not  in  consequence  of  improvements  subse- 
quent to  their  invention,  but  from  their  own  demerits  (o). 

The  gas-meter,  as  described  in  the  specification,  did  not  come 
into  general  use,  but  was  so  cumbersome  and  inconvenient  that 
it  was  not  profitably  employed  until  the  subsequent  improve- 
ments by  Mr.  Clegg,  and  one  of  which  is  admitted  to  have  been 
suggested  to  him  by  another  person.  Now  though  it  was  made 
by  the.  patentee  for  his  own  use,  yet  if  it  was  made  at  so  great  an 
expense,  and  of  so  complicated  a  nature,  that  it  was  found  not  to 
be  worth  the  trouble  and  cost  attending  it,  until  altered  by  these 
subsequent  improvements,  the  plaintiff's  patent  cannot  be  sus- 
tained in  respect  of  this  part  of  the  invention. 

Sir  J.  Scarlett  in  reply:   The  defendant  has  failed  entirely  to  TUpiy. 
show  that  the  specification  is  not  sufficiently  plain  for  a  work- 
man to  make  a  machine;  all  the  witnesses  state  or  admit  its 
sufficiency. 

With  respect  to  the  objection  to  the  retort,  no  evidence  is 
given  to  show  how  often  the  old  retorts  burnt  out,  or  to  contra- 
dict the  evidence  that  they  frequently  burnt  out  in  a  fortnight, 
and  on  an  average  did  not  last  six  months:  that  one  of  Mr. 
Qegg's  lasted  thirty-six  months  without  being  renewed,  and  it 
is  admitted  that  the  retort  on  a  small  scale  is  of  great  utility. 
The  subsequent  improvement  of  Mr.  Clegg  is  only  another  mode 
of  applying  the  same  principle;  had  this  not  been  described  it 
would  have  been  a  fraud  on  the  public,  since  the  patentee  is 
bound  to  communicate  the  best  and  simplest  mode  of  practising 
the  invention.  It  is  no  objection  that  the  gas-meter  was  not 
brought  immediately  into  general  use;  it  was  many  years  before 
the  public  could  be  prevailed  upon  to  adopt  gas,  and  the  meter 
was  invented  two  or  three  years  after  gas  works  were  set  up(p). 

dees  not  say  that  you  are  to  dispense  with  the  use  and  lasted  longer,  than  the  other  retorts;  they  were 
of  that  which  was  previously  known,  the  tar  cis-  adopted  at  several  places,  but  superseded  in  con- 
tern,  to  condense  the  tar  and  ammoniacal  liquor;  sequence  of  an  improved  mode  of  setting  the  old 
he  does  not  amy  you  are  to  dispense  with  that."  retort;  from  which  and  other  causes  they  could  be 

A  witness  for  the  plaintiff  stated  that  the  appa-  erected  at  one-third  of  the  expense  at  which  they 
rata*  described  was  a  complete  and  perfect  gas  were  erected  at  the  time  of  the  plaintiff's  inven- 
apparatns  at  the  time :  that  condensers  have  since  tion.  Their  manufacture  was  also  improved,  so 
been  applied  between  the  retort  and  the  purifier,  that  they  became  more  durable.  That  the  old  re- 
bet  they  were  not  then  known.  The  principle  torts,  according  to  the  old  mode  of  setting,  fre- 
laid  down  by  the  learned  judge  is  not  affected  by  *  auently  burnt  out  in  a  fortnight,  and  on  an  average 
this  fact.  The  thing  might  have  been  so  well  did  not  last  more  than  six  months,  whereas  one  of 
known  to  all  persona  of  practical  experience  in  the  plaintiff's  lasted  thirty-six  months,  with  occa- 
■Mking  gas,  that  it  need  not  be  mentioned.    This  atonal  small  repairs. 

point  was  not  adverted  to  in  the  subsequent  mo-  It  appears  to  have  been  admitted  that  plaintiff's 

tion  for  the  nonsuit  retort  on  the  small  scale  was  of  great  utility. 

(•)  According  to  the  evidence,  these  retorts  pro-  (p)  It  was  in  evidence,  that  the  first  gas  works 

were  erected  in  London  in  1813,  on  the  model  of 
the  works  in  Lancashire* 


doced  a  larger  Quantity  of  gas  and  of  better  quality 
from  list  expenditure-  of  the  same  quantity  of  fuel, 
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Now  it  is  admitted  to  be  an  invention  of  great  genius,  skill, 
and  knowledge,  and  that  the  defendant  has  imitated  it;  no  objec- 
tion is  made  to  the  governor  or  to  the  purifier;  the  only  ques- 
tion is  as  to  the  retort,  and  the  defendant  must  prove  this  to  be 
of  no  utility  to  entitle  him  to  the  verdict. 

The  jury,  with  the  concurrence  of  the  learned  judge,  without 
hearing  the  summing  up,  found  a       Verdict  for  the  plaintiff. 


Crossley  v.  Beverley. 

Hil.  T.  a.d.  1830,  Cor.  Lord  Tenterden,  C.  J.,  Bailey,  J. , 
IAttledale,  J.,  and  Parke,  J. 

Motio*  for  a        Brougham  moved  for  a  rule  to  show  cause  why  a  nonsuit 
momuit.  should  not  be  entered.    The  improved  gas  apparatus,  the  sub- 

ject of  the  patent,  consists  of  four  several  parts;  a  retort  upon  a 
new  construction,  a  purifying  apparatus,  a  gauge,  or  rotative  gas- 
meter,  and  a  self-acting  governor.  No  question  at  all  material 
to  the  present  motion  arises  upon  any  of  them  except  the  third, 
the  gas-meter.  It  appeared  that  the  object  being  to  measure 
successively  the  portions  of  gas  which  should  be  introduced  into 
any  burners  or  lamps  from  the  reservoir  where  the  gas  was  kept, 
or  from  the  furnace  where  the  gas  was  originally  evolved,  that 
purpose  was  accomplished  in  this  way:  a  drum  or  hollow  wheel, 
or  hollow  cylindrical  vessel,  was  filled  successively  with  gas, 
and,  by  a  contrivance,  the  gas  was  let  out  in  portions  equal  of 
course  to  the  solid  contents  of  that  cylinder,  and  then  by  a 
clock  work  movement  of  some  sort,  which  is  no  part  of  the  in- 
vention, the  number  of  the  revolutions  of  the  cylinder  was  regis- 
tered, so  that  at  any  interval  of  time  (very  long  intervals  as  well 
as  very  short)  the  number  of  revolutions  the  cylinder  had  per- 
formed could  be  told ;  it  is  so  contrived  that  at  each  revolution 
it  should  be  completely  emptied  of  the  gas.  If  the  number  of 
the  revolutions  of  the  cylinder  be  registered,  it  follows  of  course 
the  quantity  of  gas  which  had  been  consumed  in  the  time  would 
be  known.  Every  thing,  therefore,  depended  upon  giving  a  ro- 
tary motion  upon  its  axis  to  that  cylinder,  and  upon  expelling 
the  gas  fully  each  time  that  a  revolution  of  the  cylinder  was  per- 
formed. This  is  stated  in  great  detail  in  the  specification,  and 
illustrated  by  figures ;  and  the  means  upon  which  every  thing 
depended,  the  means  in  the  first  place  of  giving  the  rotation, 
and  in  the  next  place,  of  completely  expelling  the  gas  at  each 
revolution,  are  laid  down  in  the  specification.  The  contrivances 
for  that  are  certainly  of  considerable  ingenuity.  At  the  proper 
periods  of  the  revolution,  the  hollow  arms  conveying  the  gas  are 
to  be  sealed,  as  it  is  called,  that  is,  filled  by  water  carried  in 
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buckets,  which  at  a  particular  period  of  the  revolution  become  Motion  for  non-, 
inverted,  and  pour  the  water  into  the  hollow  arms  so  as  to  seal tulL 
them,  and  thus  cut  off  the  communication  at  the  proper  part  of 
the  revolution.  There  are  also  hoods  to  cover  the  opening  in 
the  outer  rim  at  proper  places  and  proper  times  of  the  revolu- 
tion, so  that  the  effect  is  produced  of  completely  expelling  the 
gas,  and  always  securing  that  at  each  revolution  the  gas  which 
had  been  taken  in  to  fill  the  partition  should  be  expelled,  and 
that  the  water  should  only  come  in  at  the  proper  time,  and  that 
the  water  should  be  expelled  at  the  proper  time. 

The  objection  to  be  taken  to  the  validity  of  this  patent 
depends  entirely  upon  this  part  of  the  invention.  That  which 
does  not  often  occur  in  patent  cases  occurs  on  this  occasion, 
and  from  its  so  seldom  happening  arises  the  fact,  which  is  unde- 
niable, that  the  objection  now  made  has  hardly  ever  been  made 
before.  As  the  action  was  brought  not  by  the  patentee,  but  by 
the  assignee  of  the  patent,  the  patentee  himself  was  examined. 
Here  was  a  difficulty  as  to  a  release  under  the  assignment,  bttt 
that  was  effected,  and  he  became  a  competent  witness.  It 
appeared  in  his  examination,  that  though  he  had  in  his  mind  the 
general  idea  of  a  rotary  motion,  of  the  measuring  of  gas  by  a 
dram  or  hollow  cylinder,  and  of  conveying  a  rotary  motion  to 
the  hollow  cylinder  by  introducing  the  gas  inside,  and  disturbing 
die  water  in  which  the  cylinder  was  placed,  so  as  to  alter  its 
centre  of  gravity,  and  occasion  and  give  a  beginning  to  the  mo- 
tion which  was  afterwards  kept  up;  that  though  he  had  that  in 
his  mind  at  the  time  when  he  applied  for  and  obtained  his  patent, 
yet  that  between  the  date  of  his  patent  and  the  enrolling  of  the 
specification,  he  had  made  three  material  inventions,  of  all  which, 
taken  together,  the  gas  apparatus  consisted.  He  invented  the 
buckets,  and  the  sealing  by  means  of  those  buckets;  he  also  in- 
vented the  hoods  at  the  same  time  that  he  invented  the  buckets, 
and  the  sealing  by  means  of  the  buckets;  and  though  it  did  not 
appear  so  distinctly,  it  rather  appeared,  upon  the  whole  of  his 
examination  taken  together,  that  the  hollow  axle  was  invented 
nearly  about  the  same  time,  and  subsequent  to  the  grant  of  the 
patent. 

Great  reliance  in  the  whole  cause  was  placed  upon  the  hoods, 
and  for  this  most  obvious  reason — that  it  was  therein  the  imita- 
tion had  taken  place. 

Now  though  it  is  not  necessary  that  an  inventor,  when  he 
applies  to  the  crown  for  a  patent,  should  have  stated  in  writing, 
or,  according  to  the  language  of  the  grant,  "  ascertained  in  writ- 
ing/' the  whole  of  his  process,  or  have  reduced  it  to  writing,  or 
put  it  into  words,  he  must  have  had  in  his  mind  the  idea  of 
the  whole  of  the  process,  of  the  whole  of  the  machine — 
if  it  is  a  machine,  which  in  the  present  case  it  clearly  is — so 
that  he  can  state  to  the  crown  in  his  petition  with  truth  and 
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Motion  far  «<m-  correctness,  and  upon  which  statement  the  patent  is  granted  to 
""  '  him,  that  he  has  invented  that  of  which  he  claims  the  sole  and 

exclusive  use  during  the  time.  It  is  needless  to  point  out  the 
consequences  that  would  follow  if  a  man  were  only  to  go  with  a 
rough  idea  in  his  mind,  and  say  he  had  formed  an  idea  in  his 
mind,  and  it  is  very  probable  he  might  have  invented  the  main 
part,  it  is  very  probable  the  whole  of  the  principle  might  be  in 
his  mind  and  familiar  to  his  thoughts,  when  he  stated  he  formed 
the  invention;  but  he  must  have  invented  the  manner  in  which 
that  purpose  is  executed;  he  must,  to  use  the  words  of  the  spe- 
cification, have  invented  the  contrivances  by  which  it  was  so 
arranged  that  each  of  these  boxes  or.  chambers  will  be  filled  with 
gas  from  the  entrance  pipe,  and  emptied  of  the  same  into  the 
exit  pipe,  every  time  the  wheel  makes  a  revolution.  There  are  two 
figures;  the  one  called  figure  10  was  the  one  which  alone  ap- 
peared ever  to  have  been  usefully  employed,  the  figure  12  having 
been  one  of  great  complexity.  [Lord  Tenterden,  C.  J.:  It  was 
upon  the  same  principle,  but  more  complex.]  He  says  in  his 
examination,  he  had  invented  the  scrolls,  the  complex  one  before 
the  patent,  but  the  other  one,  which  was  a  very  great  improve- 
ment upon  the  other  (that  there  was  not  the  least  doubt  of), 
which  alone  has  ever  been  used,  the  other  being  found  useless  from 
its  complexity;  the  simple  and  ingenious  contrivance  for  accom- 
plishing its  purpose  of  successively  filling  and  emptying,  by 
means  of  sealing  and  opening  the  tubes  at  the  several  times  of 
the  revolution;  that  was  figure  10,  and  it  was  quite  clear  that 
had  occurred  to  him  after  the  patent  was  obtained,  and  between 
that  and  the  enrolment.  [Bailey,  J.:  He  knew  at  the  time  he 
took  out  the  patent  he  had  discovered  a  new  method;  but  be- 
tween the  time  when  the  patent  was  taken  out,  and  the  time  he 
made  out  his  specification,  he  discovered  certain  improvements.] 
Certain  improvements  which  he  added  to  it,  and  which  he  makes 
a  part  of  the  specification.  Now  if  any  thing  is  added  to  a  spe- 
cification which  is  at  all  different  from,  or  an  addition  to,  the 
patent,  of  course  the  specification  is  void  as  to  that,  and  is  void 
as  to  all;  but  it  is  also  perfectly  clear,  and  it  has  been  so  held, 
that  if,  for  any  thing  in  the  specification  the  patent  would  be 
void,  the  patent  would  be  void  for  the  whole  (a). 

Now  it  signifies  not  whether  any  thing  is  void  in  the  specifi- 
cation, on  account  of  its  not  being  new,  or  on  account  of  its  not 
being  useful,  or  on  account  of  its  not  answering  the  description; 
these  are  all  grounds  upon  which  its  invalidity  would  be  clear, 
but  it  signifies  not  whether  those  be  the  grounds  of  the  invali- 


(a)  The  learned  counsel  referred  to  Hill  v.  tion  in  this  case,  provided  the  patentee  had  in- 

'Pumpson,  3  Mer.  622 ;  ft.  v.  Wheeler,  2  B.  &  Aid.  vented  a  gas  apparatus  which  would  have  acted, 

349 ;  and  Brunton  v.  Hawkes,  4  B.  &  Aid.  541.  however  greatly  improved  an  application  of  tbe 

The«e  patents  were  void  on  the  ground  of  false  same  principle  tbe   one  subeeaoently  invented 

mi»'M"»;'.om  ;  hut  there  wnnld  he  no  false  su<rzes«  might  be.  See  an  te  42,  n.  and  per  LittletUle,  J.  put. 
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dity  of  any  part  comprised  in  the  specification,  or  whether  it  is  Motion  for  *<m- 
Toid  upon  any  other  ground.     Now  I  submit  it  would  clearly  iuU' 
be  roid  equally  if  it  is  in  the  specification  and  had  not  been 
invented  at  the  time  the  patent  was  granted,  because  the  patent 
is  only  granted  for  that  which  is  invented  at  the  time  the  appli- 
cation is  made.    The  inventor  petitions  the  crown  in  the  words 
that  are  always  used,  and  which  are  set  forth  in  the  declaration: 
"he  represented  that  he  had,  after  considerable  application  and 
expense,  invented  an  improved  gas  apparatus,  which  invention 
he  believed  would  be  of  general  benefit;"  and  upon  that  the 
crown  granted  him  the  exclusive  use  of  that  invention  for  a  cer- 
tain time,  but  it  was  upon  the  condition  that  he  should  specify 
what  it  is  he  had  invented.     He  can  only  specify  that  which  he 
had  invented,  but  he  specifies  beyond  what  he  had  invented — for 
instance,  the  buckets  and  the  hoods;  if  he  specifies  the  buckets 
and  the  hoods  beyond  what  he  has  invented, pro  tanto  it  is  void. 
He  has  no  machinery  of  the  buckets  or  the  hoods;  the  specifi- 
cation, therefore,  quoad  hoc  is  void,  and,  therefore,  according  to 
the  principle  in  Hill  v.  Thompson,  the  whole  is  consequently  void. 
Indeed  it  would  appear  in  this  case  that  the  whole  consisted  in 
die  contrivances.    The  way  in  which  the  purpose  was  executed 
was  here  every  thing,  for  the  whole  is  a  gas  apparatus,  and, 
although  one  mode  of  accomplishing  his  purpose  might  have 
been  known  at  the  time  he  applied  to  the  crown,  and,  therefore, 
with  regard  to  that,  he  may  be  said  not  to  have  deceived  the 
crown  in  his  statement,  because  he  had  invented  that  at  the 
time;  but  when  he  afterwards  adds  another,  as  if  it  was  part  of 
his  original  invention,  it  is  a  deception  which,  if  practised,  it 
signifies  not  either  upon  the  public  subsequently,  or  upon  the 
crown  in  the  application,  is  equally  a  deception,  because  the  per- 
son is  only  to  specify  that  which  he  had  invented  before.     [Bai- 
ley ,3. i  Tou  say  this — that  if  a  man  improves  upon  the  thing  for 
which  the  patent  is  taken  out,  between  the  period  of  time  when 
the  patent  is  granted  and  the  specification,  he  must  either  take 
out  a  new  patent,  or  he  must  keep  to  himself  that  improvement.] 
Certainly,  because,  in  fact,  the  specification  is  the  description — 
that  is,  he  describes  and  specifies  the  whole  of  the  invention  for 
which  he  obtained  the  patent.     He  might  be  called  upon  at  the 
time  for  a  specification,  and  may,  in  certain  cases,  in  conse- 
quence of  a  caveat,  be  called  upon  to  give  every  one  figure  of 
his  patent.     I  am  quite  aware  that  is  not  what  is  constantly 
done — on  the  contrary,  I  may  say,  the  opposite  practice  is  more 
frequent  (b).     [Bailey,  J.:  Would  it  not  be  an  objection  to  the 


(•)  The  object  of  the  law  officers  of  the  crown,      the  detailed  account  here  stated.    The  first  qoes> 
in  cases  of  this  kind,  namely,  the  ascertaining  whe-      tion  in  this  case  would  have  been,  whether  the 


ther  the  inTentioos  of  two  rival  applicants  are  the  invention  of  the  opposing  party  possessed  the  pecu- 
saese,  or  sufficiently  distinct  to  support  separate  let-  liar  feature  of  measuring  the  gas  by  the  rotation  of 
tors  patent,  would,  it  is  conceived,  rarely  require      a  vessel,  and  the  alternate  filling  of  its  chambers 
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Motion/or  n<m-  patent,  that  you,  having  taken  out  your  patent  for  a  new  appa- 
mit%  ratus  for  making  gas,  had,  before  you  came  to  your  specification, 

discovered  some  important  improvements  in  that  apparatus; 
would  it  not  be  bad  if  you  did  not  specify  those  improvements 
in  your  apparatus,  but  were  merely  confining  your  specification 
to  what  was  your  knowledge  at  the  period  of  time  at  which  the 
patent  was  taken  out?]  I  do  not  see  how  that  could  be  a  fatal 
objection,  and  for  this  reason — I  take  it,  that,  strictly  speaking, 
the  whole  must  be  considered  one  exposition,  and  at  the  time 
the  party  applies  to  the  crown,  he  may  be  called  upon  to  spe- 
cify the  whole;  for,  suppose  a  caveat  is  entered,  he  would  have  to 
go  before  the  Attorney  General,  and  the  Attorney  General  may 
call  upon  him  then  and  there  to  state  every  part  of  his  inven- 
tion, and  to  give  very  minute  information  of  it.  Time  is  given 
to  him  in  order  to  prepare  it  by  reducing  it  to  writing.  [Little- 
dale,  J.:  That  general  statement  of  his  invention  upon  which  he 
first  applies  to  the  crown,  is  equally  applicable  to  the  present 
specification,  and  to  what  the  specification  would  have  been  if 
he  had  merely  put  down  what  was  passing  in  his  own  mind  at 
the  time  of  the  specification;  the  description  of  the  patent  is  the 
same.]  It  is  applicable  to  it  as  far  as  it  goes.  [Littledale,  J.: 
The  description  of  the  invention  upon  which  he  first  applied 
would  not  have  been  varied.]  No,  because  the  description  is  so 
general — it  is  "  a  Gas  Apparatus."  [Littledale,  J.:  And,  there- 
fore, it  is  something  which  is  passing  in  his  mind,  and  which  he 
never  discloses  to  any  one  until  he  exhibits  a  machine  of  the 
power  of  ten,  and  when  he  applied  for  a  patent  it  had  only  a 
power  of  five.]  He  applies  for  a  patent  for  one  thing,  and  he 
specifies  that,  and  one  or  two  other  things,  which  other  things  I 
admit  will  come  under  the  same  general  principle.  [Lord 
Tenter  den,  C.  J.:  And  all  founded  upon  the  same  principle.] 
Founded  upon  the  same  principle,  but  different  contrivances  for 
carrying  the  principle  into  execution.  [Lord  Tenter  den,  Cl.\ 
Different  mechanical  contrivances  for  carrying  it  into  effect] 
And  some  of  those  contrivances  he  had  invented  between  the 
grant  and  the  specification.  They  are  new  inventions,  and  they 
might  have  been  the  subject-matter  of  a  new  application  for  a 
new  grant. 

Lord  Tenterden,  C.  J.:  That  would  have  been  less  benefi- 
cial to  the  public,  because  it  would  have  prolonged  the  time  of 
the  monopoly.  The  objection  really  would  come  to  this.  If  at 
the  time  a  person  applies  for  the  patent,  he  has  in  his  mind  an 
invention  capable  of  producing  the  effect  which  he  represents  it 


with  gas  and  water;  such  rotation  being  due  to  or  hoods  might  have  arisen,  for  neither  party  could 

produced  by  that  alternate  filline.    The  next  ques-  have  had  a  patent  under  these  last-mentioned  dr- 

tton,  supposing  both  parties  to  have  hit  upon  this  cumstances,  except  for  the  particular  mode  of  ap- 

pnnciple,  would   have  been  as  to  the  particular  plying  the  principle.     See  Law  ft  Vractic*,  Ind. 

modes,  and  then  the  particular  question  of  the  tit.  Opposition. 
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to  be  capable  of  producing^  and  has  brought  that  inventiQn  to  a 
great  degree  of  perfection,  and  within  the  time  allowed  by  the 
patent  for  exhibiting  the  specification,  and  before  the  arrival  of 
tint  time,  he  perfects  his  invention,  and  renders  it  more  com* 
piete  by  the  introduction  of  a  different  species  of  machinery, 
by  the  application  of  that  to  different  mechanical  parts  of  the 
machine,  if  so,  whether  that  will  make  his  patent  void.      No 
cue  has  ever  decided  that,  and  I  think  it  would  be  extremely 
dangerous  to  lay  down  any  such  doctrine.     I  do  not  see  myself 
why  time  is  allowed  to  prepare  the  specification,  except  upon  rime  »  allowed 
the  idea  that  the  person,  at  the  time  he  took  out  his  patent,  ^bQe  J^jjjj^ 
has  not  brought  his  machine,  or  whatever  he  has  invented,  to  that  the  inven- 
that  degree  of  perfection  which  it  may  be  supposed  he  is  capable  broughuothe 
of  bringing  it  to,  and,  therefore,  he  is  allowed  further  time  to  do  greatest  degree 
it    If  in  the  interval  another  person  should  have  hit  upon  that of  P"****00- 
which  he  has  hit  upon,  that  patent  will  not  be  for  what  in  the 
mean  time  has  been  discovered  by  another  person.    He  runs  all 
those  hazards  by  the  delay,  but  if  during  that  delay  the  inven- 
tion was  perfected,  and  approaches  to  a  perfect  accomplishment 
of  the  object  which  he  had  originally  in  view,  I  own  I  do  not  see 
that  can  be  any  objection  to  the  patent. 

Bailky,  J.:  I  think  the  specification  and  the  patent  are  to  The  letters  pa- 
be  taken  as  one  muniment  in  enforcing  this  claim  on  the  part  of  JS^^be 
the  patentee,  and  they  only.    The  specification,  with  new  im-  taken  as  one 
provements,  would  still  be  the  thing  for  which  the  patent  was instrument- 
obtained,  and  I  think  it  is  most  beneficial  to  the  public  to  say,  that 
it  is  the  duty  of  the  inventor,  if  between  the  period  of  taking  out 
the  patent  and  enrolling  the  specification  he  makes  discoveries 
which  will  enable  it  better  to  effectuate  the  thing  for  which  the 
patent  was  obtained,  not  only  that  he  is  at  liberty  to  introduce 
them  into  his  patent,  but  that  it  is  his  bounden  duty  so  to  do, 
and  that  it  is  not  sufficient  for  him  to  communicate  to  the  public 
the  knowledge  which  he  had  at  the  time  he  obtained  the  patent, 
bat  he  ought  to  communicate  to  the  public  the  knowledge  he  Improvements 
has  obtained  before  the  specification;  and,  therefore,  I  am  of  PJ^J»gJ«JJjJ| 
opinion,  in  this  case,  the  objection  which  has  been  taken  to  this  cifying  should  , 
patent  is  not  to  be  supported.  *  de8Cribed- 

Littlbd ale,  J. :  I  am  also  of  the  same  opinion.  This  patent 
was  taken  out  for  an  improved  gas  apparatus,  and  at  that  time 
the  inventor  has  something  in  his  mind  which  he  considers  will 
be  a  benefit  to  the  public,  and  he  applies  to  the  crown  upon  that 
prospect  which  he  has  of  doing  something  from  which  the  public 
are  to  derive  a  benefit.  He  is  allowed  a  certain  time  to  make 
oat  his  specification.  He  may  be  called  upon  by  the  crown  to 
do  it  immediately,  but,  however,  time  is  given.  In  the  mean 
time,  something  contributing  very  materially  to  the  improvement 
of  that  comes  into  his  mind,  and  before  his  specification  is 
made  oat,  he  finds  that  will  answer,  and  he  introduces  it  into 
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his  specification.    Now,  it  can  only  be  upon  a  very  strict  tech 
nical  rule,  that  the  addition  in  the  specification  to  what  wa 
passing  in  his  own  mind  when  he  applied  for  the  patent,  woulc 
render  that  specification,  and  the  patent  which  was  obtainec 
upon  that,  entirely  void.   It  has  been  held,  that  if  a  man  applie 
for  a  patent  for  two  things,  and  he  is  not  the  inventor  of  one,  o 
there  is  some  objection  to  one  of  them,  the  whole  is  void,  because 
it  is  considered  he  is  making  an  unfair  representation  to  tin 
crown,  and  the  crown  grants  him  that  patent  upon  that  repre 
sentation;  that  is  unfair,  and  if  any  one  part  fails,  the  whole  is  U 
fail  also.    That,  however,  appears  to  me  to  be  only  a  technica 
rule,  which  has  been  intended  to  prevent  frauds  in  obtaining  pa 
tents,  or  for  some  other  reason,  but  it  is  merely  a  technical  rale 
and  there  is  no  reason  why  it  should  be  carried  further  than  ii 
has  been.    For  the  same  reason,  if  he  takes  out  a  patent,  it  maj 
be,  if  the  specification  is  bad  in  part,  that  part  of  the  specifica- 
tion which  is  bad  for  any  reason,  may  vitiate  the  whole,  and 
The  insertion  of  render  the  whole  void.     But  in  this  case  there  is  no  deception 
mtStedarin^the  practised  on  the  crown,  because  he  intended  really  and  bondjuk 
interval  for  spe-  to  give  a  gas  apparatus.    There  is  no  deception  practised  upon 
eitnergon1<theaU  the  public,  for  the  public,  until  the  specification  was  enrolled, 
crown  or  the     are  unacquainted  with  the  mode  in  which  that  is  to  be  carried 
pu  **  into  effect.    It  is  merely  floating  in  his  own  mind;  his  mind  has 

got  into  an  improving  state,  and  his  mind  is  able  to  give  an 
improvement  that  I  will  call  five,  and  from  day  to  day,  as  he 
puts  this  machine  up  to  see  if  it  will  answer,  and  see  that  the 
specification  is  right,  he  finds  from  day  to  day  that  five  will 
increase  to  seven,  or  eight,  or  ten.  Surely  it  would  be  a  hard 
thing  upon  him,  if  when  he  has  made  this  improvement  of 
double  value,  or  if  having  given  a  double  mode  to  the  public, 
that  the  whole  should  be  rendered  void,  and  he  should  be  de- 
prived of  the  benefit,  because  he  had  not  communicated  the 
whole  of  what  was  passing  in  his  mind  at  the  time  the  patent 
was  taken  out.  I  must  own  I  think  it  would  be  an  extremely 
unjust  thing  if  it  were  so,  and  I  know  of  no  principle  of  law 
upon  which  it  should  be  so  decided. 

Parke,  J.:  I  was  concerned  in  this  cause  when  at  the  bar, 
and  therefore  I  will  give  no  opinion  upon  it. 

Rule  refused. 


The  principle  of  the  above  decision  is,  that  there  the  above  is  one,  the  nature  of  the  invention  ma? 

was  no  false  suggestion -,  but  the  form  of  the  pro-  be  the  application  of  some  general  principle  ad> 

viso,  and  the  necessity  under  which  the  patentee  is  mitting  of  an  infinite  variety  of  mechanical  or 

placed  to  forego  experiments  requiring  the  assist-  other  means  in  the  carrying  it  out  into  practice, 

ance  of  others  until  the  patent  is  sealed,  may  be  It  should  also  be  remembered  that  the  proviso 

referred  to.    The  proviso  requires  that  the  party  is  of  recent  introduction  (Law  $  Practice,  Pr.  F. 

should  describe  and  ascertain  the  nature  of  the  XIII.  n.  q.)t  the  common  law   only  requiring 

said  invention,  and  in  what  manner  the  same  is  to  that  the  party  should  be  able  to  practise  his  inven- 

be  performed.     In  a  large  class  of  cases,  of  which  tion  beneficially  for  the  public.    Ante  8. 
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Crossley  v.  Beverley. 
Cor.  Lord  Lyndhurst,  L.  C. 

The  bill  having  stated  the  plaintiff's  title,  and  the  result  of  In  Chancery, 
the  proceedings  at  law   in  the  preceding  action,  alleged,  that  Ath  Dec; 1829' 
communications  had  taken  place  between  the  parties  respecting  g^ted  *>  re- 
coming  to  an  account  as  to  the  gas  meters  made  and  sold,  and  "train  the  »aieof 
now  on  hand  in  a  finished  or  unfinished  state,  but  that  no  satis-  ™\y  made  'dur- 
bctory  account  had  been  received,  and  that  defendant  still  had  mz lhe  P*1*01- 
in  his  possession  or  power  a  large  quantity  of  gas  meters  finished 
or  unfinished,  and  which  he  intended  to  sell  for  his  own  profit, 
and  prayed  an  injunction. 

It  was  suggested  that  the  defendant  had  a  large  stock  of  gas 
meters,  which,  on  the  expiration  of  the  patent  in  a  few  days, 
would  be  thrown  on  the  market.  Injunction  granted. 


Crossley  v.  Derby  Gas  Light  Company. 

Cor.  Lord  Lyndhurst,  L.  C. 

This  was   an   application  for  an  injunction   to   restrain   the  in  Chancery, 
Company  and  another  defendant  from  infringing  the  plaintiff's  4th  D'c-  ltt29# 
patent.  Injunction  granted. 


Cor.  Sir  L.  Shadwell,  V.  C. 

Ordered,  that  the  injunction  granted  in  this  cause  be  conti-  lOe*  March, 
nued.  and  that  the  same  do  extend  to  restrain  the  defendants, 1834# 

t~L  -  .«  j     j      •        *.i-     j.  Account  ordcr- 

tbe  Company,  from  using  the  gas  meters  made  during  the  term  e<i  0f  profiU 
of  the  letters  patent,  which  expired  on  the  9th  day  of  December,  ™fa^^mm^e 
1829 ;  and  that  it  be  referred  to  the  Master  to  take  an  account  during  the  pa- 
of  what  profits  have  been  received,  and  what  benefit  derived, tcnl- 
from  the  use  of  such  gas  meters  as  were  made  or  manufactured 
during  the  existence  of  such  letters  patent,  for  six  years  previous 
to  the  filing  the  plaintiff's  bill  down  to  this  time ;  and  that  the 
defendants,  the  Company,  pay  to  the  plaintiff  what  the  said  Mas- 
ter shall  certify  to  be  due  on  taking  such  account,  together  with 
costs,  &c 


Cor.  Lord  Brougham,  L.  C. 

The  defendants  appealed  against  so  much  of  the  decree  of  the  I4tfc  Now.  1834. 
Vice  Chancellor  as  required  an  account  and  payment,  without 
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first  requiring  die  plaintiff  to  establish  his  title  at  law  against  the 
petitioners,  and  also  against  the  nature  and  extent  of  the  account 
thereby  directed. 

Lord  Brougham,  L.  C:  The  validity  of  the  patent  must  be 
taken  as  fully  established;  but  whether  the  account  should  be 
had  as  directed,  was  another  question. 
A  party  hiving      it  was  a  principle  of  equity,  that  a  party  who  claimed  a  right 
not  ^ie  by,  and  should  not  lie  by,  and,  by  his  silence  or  acquiescence,  induce 
**?"*"»■       another  to  go  on  expending  his  money  and  incurring  risk,  and 
in  the  profit,    afterwards,  if  profit  has  been  made,  come  and  claim  a  share  in 
that  profit,  without  ever  having  been  exposed  to  share  in  the 
losses  which  might  have  been  sustained.    Upon  this  the  defend- 
ants rely:   but  it  was  to  be  considered,  on  the  other  hand, 
Delay  may  be  whether  the  plaintiff  did  not  explain  the  delay  which  has  taken 
czp  u        •    place,  and  whether  the  conduct  of  the  defendants  has  not  been 
such  as  to  lull  the  plaintiff's  suspicions  to  sleep.     It  appeara 
that  in  1821  the  defendants  bought  two  gas  meters,  and  after- 
wards paid  for  a  license  to  use  another  gas  meter,  and  applied 
for  a  badge  to  put  on  the  meter.    They  had  prevented  any  per- 
son from  having  access  to  their  manufactory,  and  all  along  denied 
that  they  were  guilty  of  any  infringement  on  the  plaintiff's  pa- 
tent.   The  invention  was  not  profitable  till   1824,  and  from 
that  period  till  the  filing  of  the  bill,  the  plaintiff  had  frequently 
conferred  with  his  solicitor;  but  it  was  not  till  1829  that  he  had 
been  able  to  obtain  sufficient  evidence  of  infringement  of  his 
patent  by  the  defendants.     Under  these  circumstances  the  delay 
is  explained,  and  the  decree  of  the  Vice  Chancellor  must  be 

Affirmed,  with  costs. 

The  Master  having,  by  his  report,  proved  and  upon  which  he  came  to  the  conclusion  which  he 

certified  certain  facts,  and  that  the  benefit,  inclod-  Bug)1*  *rrive  ••• 

ing  profit  received,  derived  by  the  defendants  from  The  plaintiff  having  appealed  against  that  order, 
the  use  of  such  gas  meters  as  were  made  and  ma-  Lord  Cottenham,  L.  C.  dismissed  the  appeal  with 
nufactured  during  the  existence  of  the  letters  pa-  costs.  The  judgment  on  the  appeal  is  fully  la- 
tent, from  six  years  previous  to  filing  the  plaintiff's  ported  in  3  Myl.  6x  C.  428}  it  relates  entmlj 
bill  down  to  the  date  of  the  decree,  amounted  to  to  the  method  of  taking  an  account  of  profits  ra- 
the sum  of  6000/. ;  several  exceptions  were  taken  der  circumstances  of  the  peculiar  nature  of  tat 
to  it,  and  being  heard  before  the  Master  of  the  present  case,  the  question  being  simply,  whether 
Rolls  (6th  May,  1837),  his  lordship  made  an  order  the  Master  had  properly  taken  the  account  referred 
referring  it  back  to  the  Master  to  review  his  report,  to  him  by  the  decree* 
with  a  direction  that  he  should  state  the  grounds 


JONES'S  PATENT. 

Titls.  Letters  patent,  10th  Oct  a.d.  1826.  to  Theodore  Jones,  for 

"  a  certain  improvement  or  improvements  on  wheels  for  car- 
riages." 

Sjxcificatum.  I  do  hereby  declare  the  nature  of  my  said  invention  to  con- 
sist in  an  improved  construction  of  carriage  wheels,  of  such 
nature,  that  the  weight  which  they  have  to  cany  is  suspended 
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part  of  the  wheel  which  happens  to  be  uppermost, 
being  supported  as  is  usual  by  the  spokes  which 
be  under  the  axletree ;  and  I  do  hereby  describe  the 
which  my  said  invention  is  to  be  performed  by  the 
escription  thereof,  reference  being  had  to  the  drawing 
id  to  the  figures  and  letters  marked  thereon* 
*  *  *  *  (a) 

lereaa  the  wheels  in  general  use  for  carriages  are 
nstructed  wit h  spokes,  in  such  manner  that  the  spoke 
hat  happen  to  be  under  the  axletree  contribute  to  the 
the  weight  or  load. 

reaa  I  hereby  claim  as  my  invention,  and  declare  that 
ement  or  improvements  on  wheels  for  carriages  con- 
tituting  suspending  rods  made  of  iron  or  other  suit- 
in  lieu  of  spokes,  by  which  suspending  rods  I  hang 
the  weight  or  load  from  that  part  of  the  wheel  which 
be  uppermost,  and  prevent  any  support  being  given 
1  weight  or  load  by  the  rods  which  happen  to  be 
f  under  the  axletree.  In  witness,  &c. 


Jones  v.  Pearce. 

Sir  L.  ShadweUj  V.  C.  10th  Aug.  a.d.  1831. 

on  for  injunction,  and  after  hearing  counsel  on  both  in  Chancery. 
the  defendant  undertaking  to  accept  a  declaration, 
is  of  the  last  Trinity  Term,  and  to  keep  an  account  of 
i  received  by  him  in  respect  of  his  having  made  or 
>laintifPs  improvements,  it  was  ordered,  €€  that  the 
at  liberty  to  bring  such  action  as  he  shall  be  advised, 
d  defendant  is  according  to  his  undertaking  to  accept 
an  and  to  plead  as  of  last  Term,  and  keep  such  ac- 
foresaid ;  and  that  this  motion  stand  over  until  after 
if  such  action,  and  either  of  the  said  parties  to  be 
o  apply  to  this  court  as  there  shall  be  occasion." 


cificatkra  proceeds  to  describe  the  partments  as  rods),  and  a  nut  being  screwed  on 

•attraction  of  wheels  with  one  and  the  end  of  the  rod  in  each  compartment,  the  rod 

okas  or  suspending  rods;  and  the  was  fixed  in  its  place.    These  nuts  were  prerented 

a  of  arranging  the  suspending  rods.  from  unscrewing   by  a  plate  called  the  shield, 

wheel  was  pierced  by  conical  boles,  which  was  placed  in  front  of  the  nave,  in  contact 

t  end  of  the  suspending  rod  fitted  with  their  edges.     These  suspending  rods  could 

B  other  end  of  the  suspending  rod  recede  slightly  in  the  nave  on  a  pressure  being  ap- 

i  a  cylindrical  bole  in  the  nave  plied  at  the  end  in  the  rim. 
rided  into  as  many  separate  com- 
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Jones  v.  Pearce. 
Cor.  Patteson,  J.    Trin.  Vac.  1832. 

The  declaration  assigned  as  breaches — That  the  defendant 
made  and  sold  divers  wheels  for  carriages  in  imitation  of  the 
said  invention ;  made  divers,  &c.  on  the  said  improved  plan,  and 
in  imitation  of  the  said  invention;  used  and  put  in  practice 
divers,  &c.  on  the  said  improved  plan,  and  in  imitation  of  tbe 
said  invention ;  counterfeited  the  said  invention,  and  used  and 
put  in  practice  divers,  &c.  on  the  said  improved  plan,  and  in 
imitation  of  the  said  invention ;  imitated  the  said  invention,  and 
used  and  put  in  practice  divers,  &c.  on  the  said  improved  plan, 
and  in  imitation  of  the  said  invention ;  imitated  in  part  the  said 
invention,  and  used  and  put  in  practice  divers,  &c.  on  the  said 
improved  plan,  and  in  imitation  of  the  said  invention;  made 
divers  wheels  for  carriages  with  certain  improvements  on  the 
construction  thereof  respectively,  intended  to  imitate  and  re- 
semble, and  which  did  imitate  and  resemble,  the  said  improve- 
ments so  invented  by  the  said  plaintiff  as  aforesaid. 
Plea — Not  guilty. 
Fia*ntiff*s  can.  gjy  james  Scarlett  stated  the  plaintiff's  case,  and  described 
his  wheels  as  made  entirely  of  iron,  and  on  the  principle  of 
suspension,  that  is,  the  weight  (in  consequence  of  the  spokes  or 
rods,  being  made  without  shoulders  or  mortisings  at  the  parts 
where  they  entered  the  box  or  nave,  which  allowed  them  on  the 
least  pressure  from  the  revolution  of  the  wheels  to  slip  upwards 
into  the  nave)  was  suspended  from  the  upper  parts  of  the  wheel 
The  witnesses  for  the  plaintiff  stated,  that  the  plaintiff's  wheel 
was  constructed  on  the  suspension  principle,  by  relieving  the 
lower  rods  or  spokes  from  pressure,  and  bringing  tension  on  the 
Novelty  and  upper  ones ;  and  that  they  had  never  known  the  principle  use- 
"tftffy.  fully  employed,  or  heard  of  any  invention  of  the  sort  in  use, 

except  for  water  wheels,  previous  to  the  plaintiff's  patent.  That 
the  conical  heads  and  the  nuts  were  important  features  of  the 
invention,  and  a  well-contrived  nicety;  that  fellies  of  wood  would 
be  destroyed  in  a  very  short  time ;  that  the  wheels  possessed 
great  lightness  and  durability,  and  were  getting  into  very  gene- 
ral use ;  that  one  firm,  by  a  contract  with  the  plaintiff  for  the 
supply  of  wheels,  would  save  as  much  as  £187  a  year.  On 
cross-examination  a  model  wheel  was  produced,  which  witnesses 
admitted  to  be  on  the  same  principle  as  the  plaintiff's,  which 
principle  (in  the  words  of  the  specification)  consisted  in  the  use 
of  iron  or  other  metal  rods  in  lieu  of  spokes,  by  which  is  hung 
or  suspended  the  weight  or  load  from  that  part  of  the  wheel 
which  happens  to  be  uppermost,  and  prevents  any  support  being 
given  to  the  weight  by  the  rods  which  happen  to  be  immediately 
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under  the  axletree ;  but  stated  that  a  wheel  constructed  accord-  A* D- 1832- 
ing  to  that  model  could  never  be  used ;  that  it  would  break  to 
pieces ;  if  it  could  be  used  it  would  be  an  infringement  of  the 
plaintiff's  patent;  also,  that  the  plaintiff's  specification  was 
applicable  to  both  wheels,  but  that  the  plaintiff's  would  be  more 
secure;  that  the  only  difference  appeared  to  be,  that  in  the 
plaintiff's  the  nuts  have  separate  cells,  and  the  rods  go  quite 
through  the  fellie. 

The  plaintiff's  foreman  stated  that  he  saw  at  the  defendant's  Infringmmt. 
premises  a  pair. of  gig  wheels  like  the  plaintiff's,  made  on  the 
suspension  principle;  the  fellie,  however,  was  of  wood,  bound 
round  with  an  iron  tire  or  rim.  The  nave  was  of  wood,  bound 
with  wrought  iron.  The  spokes  or  rods  were  without  shoulders 
it  the  outside  of  the  nave,  but  within  they  were  fastened  with 
auts.  The  suspension  principle  was  the  same  as  the  plaintiff's, 
but  the  nuts  were  not  divided  into  cells  like  his;  nor  could  he 
tell  how  the  rods  were  inserted  into  the  wooden  fellie,  because  of 
the  iron  tire  which  was  on  its  outside;  their  heads  did  not  come 
through  the  tire — they  were  hid.  He  only  saw  two  wheels,  one 
was  on  the  gig,  the  other  against  the  wall;  it  had  no  shield,  but 
k  appeared  as  if  there  was  going  to  be  one.  He  did  not  notice 
the  screws  to  fasten  the  shield. 

Campbell,  for  the  defendant,  contended,  first,  that  the  inven-  Defendant* 
tkm  was  not  new,  wheels  according  to  the  model  which  was  pro-  Ctt9*' 
duced  having  been  invented  by  Mr.  Strutt  in  1814,  made  under 
bis  orders,  and  publicly  used  near  Derby  for  two  years ;  se- 
condly, that  there  was  no  infringement,  the  defendant's  wheel* 
according  to  the  evidence,  being  differently  constructed;  thirdly, 
that  the  specification  did  not  confine  the  claim  to  any  particu- 
lar mode  of  constructing  wheels  on  the  suspension  principle,  but 
expressly  claimed  the  invention  of  the  principle  itself. 

The  learned  judge  overruled  the  latter  objection,   being  of 
opinion  that,  on  the  specification  taken  as  a  whole,  the  claim  was 
for  the  invention  of  a  method  of  making  wheels  on  the  principle 
of  suspension,  which  method  was  described  in  the  specification. 
Witnesses  for  the  defendant  stated  that  they  had  made  in  1814* 
for  Mr.  Strutt,  a  pair  of  wheels  of  which  the  model  put  in  was  a 
rough  model;  that  the  wheel  had  been  put  to  a  cart  and  used  for 
carrying  heavy  loads  of  stones  (30  cwt.)  on  the  public  roads  for 
upwards  of  a  year.    The  spokes  occasionally  got  bent,  and  the 
box,  or  nave,  becoming  broken,  the  cart  was  laid  by.     A  pair  of 
these  wheels,  three  feet  high,  were  used  on  a  milk  cart  for  carry- 
ing the  milk,  every  morning,  of  from  thirty  to  fifty  cows,  from 
one  of  Mr.  S.'s  farms  to  his  factory,  where  the  milk  was  sold  to 
the  work-people.    The  wheels  of  this  milk  cart  were  on  the  sus- 
pension principle,  and  the  spokes  were  braced  together  like  the 
strings  of  a  drum.    The  rods  of  the  cart  wheels  were  thicker  at 
the  heads,  where  they  were  put  in  through  the  outer  edge  of  the 
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wooden  fellie,  and  counter-sunk  into  iron  plates  in  the  fdlie« 
Over  the  fellie  was  the  iron  rim,  or  tire.  The  spokes,  or  rods, 
were  frequently  straightened,  and  the  wheel  was  worked  until  the 
iron  tire  was  wore  thin  on  the  edges.  Counter-sinking  and  coni- 
cal heads  are  the  same  thing  in  different  terms. 

Sir  James  Scarlett,  in  reply,  contended,  on  the  authority  of 
Dollond's  case  (ante  43),  and  of  Lewis  v.  Marling  (4  C.  &  P. 
52),  that  the  defendant's  evidence  did  not  show  such  a  use  of 
Mr.  Strutt's  wheel,  or  publication  of  the  principle  of  suspension 
as  applied  to  carriage  wheels,  as  would  impeach  the  plaintifPi 
right  to  a  patent  (4). 

Patteson,  J.,  having  summed  up  the  evidence,  proceeded  as 
follows:  "  If  on  the  whole  of  this  evidence,  either  on  the  one 
side  or  the  other,  it  appeared  this  wheel  constructed  by  Mr. 
Strutt's  order  in  1814,  was  a  wheel  on  the  same  principles,  and 
in  substance  the  same  wheel  as  the  other  for  which  the  plaintiff 
has  taken  out  his  patent,  and  that  was  used  openly  in  public,  so 
that  every  body  might  see  it,  and  had  continued  to  use  the  same 
thing  up  to  the  time  of  taking  out  the  patent,  undoubtedly  then 
that  would  be  a  ground  to  say  that  the  plaintiff's  invention  is 
not  new,  and  if  it  is  not  new,  of  course  his  patent  is  bad,  and  he 
cannot  recover  in  this  action;  but  if,  on  the  other  hand,  you  are 
Ap  experiment,  of  opinion  that  Mr.  Strutt's  was  an  experiment,  and  that  he  found 
touseTanda^ban- lt  ^  not  answer,  and  ceased  to  use  it  altogether, and  abandoned 
doDment,  will    it  as  useless,  and  nobody  else  followed  it  up,  and  that  the  plain- 
se^JenHnde1. "  tn^  s  invention,  which  came  afterwards,  was  his  own  invention, 
pendent  inven-  and  remedied  the  defects,  if  I  may  so  say,  although  he  knew 
nothing  of  Mr.  Strutt's  wheel  he  remedied  the  defects  of  Mr. 
Strutt's  wheel,  then  there  is  no  reason  for  saying  the  plaintiff's 
patent  is  not  good:   it  depends  entirely  upon  what  is  your 
opinion  upon  the  evidence  with  respect  to  that,  because,  suppos- 
ing you  are  of  opinion  that  it  is  a  new  invention  of  the  plaintiff's, 
the  patent  is  then  good;  then  the  only  remaining  question  would 
be,  whether  the  defendant  has  or  not  infringed  the  patent. 

"  Now  as  I  have  told  you  before,  it  seems  the  defendant  has 
constructed  a  wheel  whose  construction  is  on  the  suspension 
principle;  that  alone  would  not  make  it  an  infringement  of  the 
plaintiff's  patent,  because  the  suspension  principle  might  be  ap- 
plied in  various  ways;  but  if  you  think  it  is  applied  in  the  same 
way  as  according  to  the  plaintiff's  patent  it  is  applied,  then  the 
The  defendant's  want  of  two  or  three  circumstances  in  the  defendant's  wheel, 
nouHthsunding  which  are  contained  in  the  plaintiff's  specification,  would  not  pre 
the  absence  of    vent  the  plaintiff's  recovering  in  this  action  for  an  infringement 
certam  parts.     Q^  nis  patent.     It  would  be  quite  a  different  thing  if  it  was 
shown  that  the  defendant  had  his  communication  long  before 


(/>)  As  to  the  words  of  the  statute  and  letters  patent,  see  ante  44,  n. 
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with  Mr.  Strutt,  and  had  taken  up  Mr.  Strutt's  invention  in  A.  D.  1832. 
Derbyshire,  and  had  constructed  something  like  Mr.  Strutt's 
without  any  knowledge  of  the  plaintiff's  patent,  and  had  actually 
borrowed  it  from  Mr.  Strutt's,  which  was  good  for  nothing ;  it 
would  be  the  hardest  possible  thing  to  say  that  this  was  an  in- 
fringement of  the  plaintiff's  patent;  but  it  merely  comes  to  this 
by  reason  of  the  variance  between  the  defendant's  and  the  plain* 
tiffs,  it  is  only  less  useful  and  less  durable,  but  is  in  effect  the 
same  thing.  Then  the  two  points  for  your  consideration  clearly 
are  these :  whether  the  plaintiff's  invention  is  new,  and,  if  new, 
whether  the  defendant  has  so  constructed  his  wheel  that  it  is  an 
imitation  of  the  plaintiff's  patent;  if  you  are  of  opinion  for  the 
plaintiff  on  both  these  points,  your  verdict  will  be  for  the  plain- 
tiff; but  if  you  are  of  opinion  on  either  of  those  two  points 
against  the  plaintiff,  then  your  verdict  will  be  for  the  defendant; 
but  you  will  be  so  good  as  to  tell  me  upon  what  ground  it  is — 
whether  it  is  upon  the  ground  that  the  plaintiff's  invention  is 
not  new,  or  upon  the  ground  that  the  defendant's  is  not  an  in- 
fringement, because  it  may  make  a  material  difference  hereafter." 

In  reply  to  a  question  from  the  jury,  whether  there  was  any 
evidence  of  the  defendant  having  used  or  sold  the  wheels — 

Patteson,  J.,  said,  the  terms  of  the  patent  are,  "  without  leave 
or  license,  make,"  &c.;  now  if  he  did  actually  make  these  wheels, 
his  making  them  would  be  a  sufficient  infringement  of  the  pa- 
tent, unless  he  merely  made  them  for  his  own  amusement,  or  as 
a  model.  Verdict  for  the  plaintiff  (c). 

(c)  The  court  granted  a  rule  niti  for  a  new  using  certain   calcareous  earths  instead  of  alka- 

trial;  but  the  parties  having  come  to  an  arrange-  line   substances,  by  neutralizing  the  oxygenated 

pent,  the  rule  was  discharged,  and  a  perpetual  muriatic  acid  used  in  bleaching/'  &c.  and  the 

Jajeoction  granted  by  consent.  specification  states  the  spirit  of  that  part  of  the 

The  preceding  is  of  importance  in  illustration  of  invention  to  be,  that  the  said  earths  by  being 
the  eases  which  arise  on  the  words  of  the  statute,  kept  in  a  state  of  mechanical  suspense  in  wa- 
asd  of  the  letters  patent,  as  to  what  in  law  consti-  ter,  are  capable  of  uniting  with  the  said  gas,  and 
tales  such  a  user  as  will  vitiate  a  grant,  ante  44,  n.  j  forming  a  compound  of  great  efficacy  in  bleach- 
it  is  also  applicable  to  the  question,  whether  the  ing. 

plaintiff  was  in  law  the  true  and  first  inventor.  The  great  utility  of  the  invention,  and  the  gene- 

there  was  no  user  at  the  time  of  the  grant,  the  ral  ignorance  of  bleachers  with   respect  to  such 

endence  being,  that  Mr.  Strutt's  wheel  was  aban-  bleachiog  liquor,  until  after  the  date  of  the  plain- 


but  it  was  clearly  established,  that  Mr.  S.  tiff's  patent,  was  proved.  On  the  part  of  the  de- 
had  applied  the  same  principle  before ;  then  arises  fendant  it  was  proved,  that  a  bleacher  had  used 
ike  question,  whether  the  construction  put  by  the  the  same  means  of  preparing  bis  bleaching  liquor 
learned  judge  on  the  specification  was  tne  correct  for  five  or  six  years  anterior  to  the  date  of  the 
kgal  construction.  Ante,  123.  plaintiff's  patent ;  but  that  he  had  kept  his  me- 
Ihe  material  question,  however,  is,  whether,  thod  a  secret  from  all  but  his  two  partners,  and 
'og  the  true  construction  of  the  specification  two  servants  connected  in  preparing  it;  and  a  che- 
oggested  by  the  counsel  tor  the  de-  mist  deposed,  that  having  had  frequent  conversa- 
,  ___  plaintiff  was  in  law  the  true  and  first  tions  with  the  plaintiff  on  the  means  of  improving 
r  within  the  meaning  of  the  statute  and  the  bleaching  liquor,  he  had  in  one  of  them  suggested 
patent.  An  invention  may  be  new  as  to  that  he  would  probably  attain  his  end  by  keeping 
Mbltc  use  and  exercise,  but  the  grantee  may  not  the  lime-water  constantly  agitated ;  that  the  plain- 
It  the  true  and  first  inventor.  There  is  a  mate-  tiff  afterwards  informed  him  that  the  method  had 
nal  distinction  between  these  two  questions.  succeeded ;   that  these  conversations  took  place  in 

1796. 

Tennant  v  k°r<*  ^enbanngh,  C.J.  nonsuited  the  plaintiff 

on  two  grounds— 1st.  That  the  process  had  been 
This  was  an  action  for  an  infringement  of  the  used  five  or  six  years  prior  to  the  date  of  the  pa- 
plaintiff's  patent  (a.d.  1708),  for  "  a  method  of  tent;  and,  2dly,  That  the  plaintiff  was  not  the 
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inventor  of  the  agitation  of  the  lime-water,  an  in* 
dispensable  part  of  the  process. 

Lewis  and  another  v.  Marling. 

In  this  case  it  appeared  with  respect  to  a  mate- 
rial part  of  the  invention  claimed,  that  a  similar 
machine  had  been  in  use  at  New  York  twenty 
years  before,  and  that  a  specification  of  it  was  sent 
over  in  1811  (the  date  of  the  plaintiff 's  patent 
being  1818),  to  a  person  named  Thompson,  resid- 
ing at  Leeds,  and  snown  to  several  persons.  It  far- 
ther appeared  that  in  1816,  a  model  of  a  machine 
to  shear  from  list  to  list  by  means  of  a  rotary  cut- 
ter (the  subject  of  the  plaintiff's  patent),  wss 
brought  over  from  America  by  a  person  named 
Smith,  and  shown  to  three  or  four  persons  in  his 
manufactory,  but  no  machine  was  ever  made  from 
it,  nor  was  it  publicly  known  to  exist,  and  Smith 
always  used  machines  made  by  the  plaintiffs.  It 
further  appeared,  that  many  years  before  a  person 
named  Coxon  bad  made  a  machine  to  shear  from 
list  to  list,  which  was  tried  by  a  person  on  behalf 
of  the  defendant,  but  he  did  not  think  it  answered, 
and  soon  discontinued  the  use  of  it.  Upon  this 
evidence  it  was  contended  for  the  defendant  that 
the  patent  was  bad ;  but, 

Lord  Tenterden,  C.  J.,  held,  that  if  it  could  be 
shown  that  the  plaintiffs  had  seen  the  model  or 
specification,  that  might  answer  the  claim  of  the 
invention ;  but  that  as  there  was  no  evidence  of 
that  kind,  the  plaintiffs  might  be  considered  the 
inventors  within  the  meaning  of  the  statute  (21 
Jac.  I.  c.  3.),  notwithstanding  the  model  and  the 


specification  brought  over  from  America,  and  the 
making  of  a  machine  to  work  in  thai  manner  by 
Coxon ;  and  he  left  it  to  the  jury  to  amy  whether 
the  invention  bad  been  in  public  use  mad  opera- 
tion before  the  patent. 

There  was  a  verdict  for  the  plaintift,  and  the 
court  refused  a  rule  nits  for  a  new  trial* 

Bailey,  J.:  "  If  the  model  brought  from  Ame- 
rica had  been  seen  by  the  plaintiffs,  they  could  not 
afterwards  claim  to  be  the  inventors-  But  if  1  dis- 
cover a  certain  thing  for  myself,  it  is  no  objection 
to  my  claim  to  a  patent  that  another  also  has  mads 
the  discovery,  provided  I  first  introduced  it  into 
public  use."  10  B.  &C.27. 

Parke,  J. :  "  There  was  no  evidence  in  this  cats 
to  show  that  the  plaintiffs  were  not  the  inventors  of 
this  machine,  in  this  country  at  least."    Ibid,  28. 

Barker  and  Harris  v.  Show. 

This  was  an  action  for  an  infringement  of  a  pa- 
tent for  an  improvement  in  making  hats,  and  one 
of  the  plaintiffs  witnesses  proved,  that  he  had  made 
the  improvement  which  was  the  subject  of  the  pa- 
tent, whilst  employed  in  their  workshop;  upon 
which  Holroyd,  J.,  nonsuited  the  plaintiffs. 

But  if  a  person  be  employed  to  perfect  the  de- 
tails of  or  carry  out  into  execution  the  original 
idea  of  the  patentee,  that  which  he  suggests  or 
invents  while  so  employed,  and  subsidiary  to  such 
idea,  is  in  law  the  invention  of  the  patentee.  See 
per  Aldenon,  B.,  in  Af inter  v.  WelU  and  Hart, 
past  132.  See  also  Makepeace  v.  Jackeon,  4  Tann. 
770. 


MINTER'S  PATENT. 


TUU. 


Specification, 


Letters  patent,  9th  November,  1  W.  4,  a.d.  1830,  to  George 
Minter,  for  "  an  improvement  in  the  constructing,  making  and 
manufacturing  of  chairs,  to  be  called  Minter's  patent  reclining 
chair." 

I,  the  said  George  Minter,  do  hereby  declare  that  the  nature  of 
my  said  invention,  and  the  manner  in  which  the  same  is  to  be 
performed,  are  particularly  described  and  ascertained  by  the  fol- 
lowing description  thereof,  reference  being  had  to  the  drawing 
hereunto  annexed,  and  to  the  figures  and  letters  marked  there- 
on; that  is  to  say:  my  invention  of  an  improvement  in  the  con- 
structing making  or  manufacturing  of  chairs  consists  in  the  ap- 
plication of  a  self-adjusting  leverage  to  the  back  and  seat  of  a 
chair,  whereby  the  weight  on  the  seat  acts  as  a  counterbalance 
to  the  pressure  against  the  back  of  such  chair,  and  whereby  a 
person  sitting  or  reclining  in  such  chair  may,  by  pressing  against 
the  back,  cause  it  to  take  any  inclination,  and  yet,  at  the  same 
time,  the  back  of  such  chair  shall,  in  whatever  position  it  is 
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placed,  offer  sufficient  resistance  and  give  proper  support  to  the 
person  so  sitting  or  reclining.  *  *  *  (a) 

Having  now  described  the  various  parts  represented  in  the  Claim. 
drawing,  and  the  manner  of  their  action,  I  would  have  it  under- 
itood  that  I  lay  no  claim  to  the  separate  parts  of  a  chair  which 
ire  already  known  and  in  use,  neither  do  I  confine  myself  to 
making  them  in  the  precise  shapes  or  forms  represented.  But 
what  I  claim  as  my  invention  is  the  application  of  a  self-adjust- 
ing leverage  to  the  back  and  seat  of  a  chair,  whereby  the  weight 
on  the  seat  acts  as  a  counterbalance  to  the  pressure  against  the 
bade  of  such  chair,  as  above  described.  In  witness,  &c. 


Minter  v.  Wells  and  Hart. 
Trin.  Vac.  1834.     Cor.  Alderson,  B. 

F.  Pollock  stated  the  case  for  the  plaintiff.  The  question  in  a.  D.  1834. 
this  case  is  simply  whether  the  chair  made  by  the  defendant  is 
in  infringement  of  the  plaintiff's  patent,  or  the  construction  of 
a  new  and  different  invention.  The  object  of  the  invention  is 
to  obtain  a  mode  of  connecting  the  seat  and  back  of  the  chair  so 
as  to  enable  a  person,  by  a  simple  effort  of  the  body,  to  incline 
the  back  and  have  a  reclining  couch,  and  which  may,  by  very 
little  pressure,  be  restored  to  the  original  position,  or  may  be 
kept  in  any  intermediate  position.  On  throwing  the  slightest 
weight  on  the  back  of  the  chair,  the  seat  rises.  The  back  of  the 
chair  plays  on  axles  or  points,  and  as  it  turns  there  is  a  part 
underneath  which  lifts  up  the  seat,  and  on  giving  the  slightest 
additional  pressure  the  other  way  the  back  rises  again;  so  that 
the  whole  is  in  a  constant  state  of  equilibrium  wherever  you 
pat  it,  and  the  slightest  pressure  either  way  makes  it  move  in 
that  direction. 

The  plaintiff  sold  many  hundred  of  these  chairs ;  the  defend- 
ants looked  at  it,  and  liked  it  very  much;  they  appear  to  have 
laid,  here  is  a  seat  fixed  at  one  end  and  made  to  rise  up  by  the 
taming  of  the  back;  suppose  we  were  to  fix  it  at  that  end  and 
make  it  rise  up  at  this,  by  having  an  inclined  plane  in  front  in- 
atead  of  at  the  back.  The  defendants'  chair  is  the  seat  taken 
and  turned.  This  is  not  half  so  good,  but  a  person  has  no  right 
to  say,  my  invention  is  not  so  good  as  yours,  and  therefore  I 
cannot  very  much  hurt  you.     The  foisting  upon  the  public  of  a 


(«)  Tl*  specification  proceeds  to  give  a  detailed  the  law  proceedings  on  the  patent.    The  specifi- 

limiiphf  of  the  drawings,  and  then  describes  cation  at  full  length,  with  a  plate  of  the  draw- 

mj  (ally  the  method  of  using  the  chair.    This  is  ings(  is  published  in  the  Repertory  of  Arts,  for 

MftciroUy  explained  in  the  subsequent  report  of  July,  1831. 
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F-  v£?tk./or  spurious  imitation  of  a  reclining  chair  which  a  party  has  invent- 
e  piamtijf.  ^  ^^  obtained  a  patent  for,  and  introduced  into  public  use, 
may  injure  the  patent  altogether,  not  by  what  is  sold  merely, 
but  by  what,  by  reason  of  such  bad  and  spurious  imitation,  is 
prevented  from  being  sold.  Now  the  question  is  this;  whether 
the  defendants  would  ever  have  invented  the  chair  which  they 
profess  to  be  theirs,  unless  they  had  seen  this,  had  observed  its 
success  and  the  demand  of  the  public  for  it.  The  identity  of  die 
two  is  ascertained  without  any  difficulty— each  of  them  has  a 
back  playing  in  that  manner,  each  of  them  has  a  seat  rising  in  an 
inclined  plane,  each  has  a  seat  with  a  hinge  and  capable  of  mov- 
ing. As  well  might  a  person  who  had  made  an  invention  of 
great  merit,  in  which  one  form  of  mechanical  device  was  used, 
be  deprived  of  the  benefit  of  his  invention  by  the  use  of  another 
mechanical  device,  there  being  certain  matters  known  among 
mechanics  which  are  termed  mechanical  equivalents  (4). 

There  is  a  case  which  will  be  in  the  recollection  of  the  learned 
judge  who  presides  on  this  occasion.  Forsyth's  patent  (c)  was 
taken  out  for  the  use  of  detonating  powder  in  the  discharge  of 
fire-arms;  there  was  a  hammer  that  came  down  and  struck  the 
pan,  containing  a  small  portion  of  detonating  powder,  that  of 
course  by  the  percussion  exploded,  and  die  piece  fired.  A  gun- 
maker  who  perceived  the  great  value  of  the  discovery,  and  the 
application  of  it  to  fire-arms,  invented  what  he  called  another 
mode  of  applying  the  detonating  powder,  saying,  justly  enough, 
you  cannot  have  a  patent  for  a  principle.  He  put  the  detonat- 
ing powder  in  the  pan,  so  that  when  the  pan  came  down  it 
knocked  the  hammer  and  fired  the  piece.  I  remember  when 
that  was  produced,  Lord  Tenterden  said,  "  Why,  really,  what  ii 
this?  It  is  nothing  but,  instead  of  bringing  the  hammer  to  the 
anvil,  bringing,  very  clumsily,  the  anvil  to  the  hammer/9  I 
make  a  similar  remark  about  this;  it  is  nothing  but  applying 
precisely  the  same  things,  but  it  is  doing  it  more  clumsily;  in- 
stead of  having  the  seat  turn  upon  a  hinge  where  it  ought,  and 
raised  by  the  inclined  plane  where  it  ought  to  be  raised,  the  thing 
is  reversed;  it  turns  upon  a  hinge  here  and  is  raised  by  the 
inclined  plane  there,  completely  carrying  the  principle  of  the 
invention,  embodying  its  parts,  but  deteriorating  it  at  the  same 
time,  clearly  showing,  as  I  apprehend,  to  the  eye  of  any  person 
who  will  take  the  trouble  to  consider  the  effect  of  this,  that  the 
one  is  a  servile  copy  of  the  other,  with  that  degree  of  non-resem- 


(6)  This  observation  must  be  confined  to  those  Webtier  v.  Uther,  a  spring  in  a  bolt  was  held,  on 

cases  in  which  the  particular  mechanical  device  is  the  evidence  of  mechanics,  the  same  thing  at  t 

not  of  the  substance  of  the  invention.   The  various  bolt  sliding  in  a  groove.    Godson,  232. 

elements  of  machinery  have,  as  a  general  object.  In  Morgan  v.  Seaward,  pott,  the  infringement 

the  modification  and  transmission  of  force ;  and  the  consisted  in  substituting  an  eccentric  axis  with  s 

real  question  will  be,  for  what  purpose  or  to  what  collar  for  a  crank  carrying  a  disk, 

end  is  the  oarticular  change  made.    In  the  case  of  (c)  See  Forsyth's  patent,  ante  97. 
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bat  shall  operate  to  cast  a  blind  over  the  attempt  to  A.  p.  1834. 
he  public,  and  to  deprive  the  patentee  of  his  just  rights. 
been  suggested  that  the  defendant  is  to  say  the  plaintiff 
he  inventor.  The  only  other  person  who  had  any  thing 
h  it  was  a  workman  of  the  plaintiff's,  who  had  a  reward, 
ler  the  hand  and  seal  of  both  parties,  for  his  secrecy  dur- 
ingingthe  invention  to  perfection.  His  lordship  will  tell 
'  *ny  suggestion  by  a  workman  employed  in  perfecting 
tion  is  no  objection  to  a  patent (d).  If  that  which  in 
s  of  the  supposed  individual  himself  would  be  perfectly 
s  (for  if  he  came  with  his  action  I  should  at  once  plead 
deed  as  an  estoppel  against  him),  I  should  think  that 
man  by  his  own  solemn  instrument  is  estopped  with 

himself,  it  is  too  much  somewhat  for  him  to  come  and 
he  rights  to  which  he  has  given  that  sanction,  in  order 
sonance  the  piratical  attempts  of  third  parties  to  share  in 
to  which  they  have  no  claim. 

mon,  B.:  The  plaintiff,  in  order  to  establish  his  right, 
m  that  the  invention  is  new,  and  that  it  is  useful,  and 

specification  is  such  that  an  ordinary  workman  could 
e  machine  which  would  answer  the  purpose  which  the 
as  intended  to  accomplish.     The  patent  is  primd  facie  The  patent 

on  the  part  of  the  person  who  claims  the  right  that  he  JJjJ^* 
itled,  and  it  is  for  the  person  who  seeks  to  infringe  that 

0  show  some  circumstances  whereby  that  right,  which 
e  would  be  presumed  to  exist,  is  defeated,  to  show  that 
ra's  grant  has  been  improperly  obtained  by  the  present 

Now,  he  claims  under  the  patent,  stating  it  in  his 
to  the  crown,  that  he  is  the  true  inventor  of  the  machine 
ion ;  and  if  it  could  be  shown  that  he  was  not  the  true 
',  but  that  some  one  else  had  invented  it,  the  crown  is 

1  in  that  suggestion,  which  was  the  foundation  on  which  The  false  sug- 
m1  the  patent,  and  then  the  law  is,  that  a  patent  obtained  f^™  Ihe  * 
ach  circumstances  would  be  void,  and  no  action  could  be  ground  of  avoid- 
ted  against  a  party  for  the  infringement  of  the  patent,  by Ing  *  e  graD  * 
f  the  suggestion  to  the  crown  not  being  true. 

in  this  case,  in  order  to  show  that,  they  put  in  first  the 
then  you  see  what  it  is  the  plaintiff  claims  by  the  speci- 
— what  he  says  is  the  basis  of  his  invention;  and  he  says 
specification,  that  his  invention  consists  in  this — in  the 
ion  of  a  self-adjusting  leverage  to  the  back  and  seat  of  a 
hereby  the  person  sitting  or  reclining  in  such  chair  may, 
ling  against  the  back,  cause  it  to  take  any  inclination, 
at  the  same  time  the  back  of  such  chair  may  in  whatever 
it  is  placed  offer  sufficient  resistance  to  give  perfect  sup- 
tbe  person  so  sitting  or  reclining  in  such  chair.    Then 

4)  Af  to  this  important  doctrine,  see  the  caae»  cited,  ante,  126,  n.  &  jntt,  132,  o.  e. 

s 
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Aiderum,  B.  he  goes  on  to  describe  the  maimer  m  which  that  is  ^o  be  carried 
into  effect,  and  he  ultimately  claims  pretty  nearly  in  the  same 
words  at  the  end:  "  My  invention  is  the  application  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby  the 
weight  on  the  seat  acts  as  a  counterbalance  to  the  pressure 
against  the  back  of  such  chair  as  above  described/'  So  that  the 
essence  of  the  invention  consists  in  the  chair  having  what  he 
calls  a  self-adjusting  leverage,  that  is  to  say,  one  which  by  the 
pressure  on  the  seat  raises  the  back,  and  by  the  pressure  against 
the  back  raises  the  seat,  and  that  whatever  force  of  the  muscles 
is  applied  to  disturb  the  equilibrium,  the  moment  that  is  taken 
off,  the  body  remains  in  the  position  in  which  it  was  left.  Tie 
essence  of  the  claim  to  invention,  and  undoubtedly  his  claim,  ii 
the  application  of  a  self-adjusting  leverage  to  the  chair,  and  if  it 
could  be  shown  that  any  self-adjusting  leverage  had  been  before 
the  plaintiff's  patent  applied  to  a  chair,  the  patent  would  be 
void,  because  the  priority  of  the  specification  given  by  him  would 
claim  every  species  of  the  application  of  a  self-adjusting  leverage 
to  the  back  and  seat  of  a  chair;  he  would  have  claimed  not  the 
particular  way  of  accomplishing  the  particular  purpose  by  the 
particular  engine,  but  he  would  have  claimed  too  much,  because 
he  would  have  claimed  the  application  of  such  self-adjusting 
leverage  to  the  back  and  seat  of  a  chair. 

Now  it  is  for  you  to  say,  whether  you  are  satisfied  that  the 
species  of  self-adjusting  leverage  has  ever  been  applied  to  the 
back  and  seat  of  a  chair  before.  That  would  be  material  in  this 
way,  because  it  would  naturally  affect  the  second  question  which 
you  would  have  to  consider,  which  would  be,  whether  the  de- 
fendants have  infringed  the  patent.  For  if  there  had  been  a 
self-adjusting  leverage  applied  before,  and  the  patent  had  been 
taken  out  for  the  particular  mode  of  accomplishing  it  in  the 
patent  chair,  any  one  else  might  have  applied  the  same  principle 
in  any  other  way,  and  that  would  have  been  no  infringement; 
but  if  the  plaintiff's  patent  is  for  the  adjustment  of  a  self-acting 
leverage  to  the  back  and  seat  of  a  chair,  then  it  would  become  a 
very  different  question,  when  you  come  to  consider  whether  the 
defendant's  is  an  infringement  or  not. 

The  first  question,  therefore,  you  will  have  to  consider  is, 

whether  the  invention  itself  is  new ;  that  is,  whether  that  which 

is  claimed  as  the  invention  of  the  application  of  a  self-adjusting 

leverage  to  the  back  and  seat  of  a  chair,  ever  existed  at  all  before. 

If  you  are  satisfied  that  it  had  not  at  any  time  existed  before, 

then  you  will  inquire  whether  it  is  a  useful  invention;  but  about 

The  novelty  and  that  there  seems  to  be  no  reasonable  dispute.     But  if  it  be 

veition  fand  the  new>  &  lt  be  useftd>  an(*  if  tne  specification  be  such  as  that  an 

efficiency  of     ordinary  workman  could  make  the  machine  from  the  directions 

t^n,8beingC*sta-  g*ven  in  tne  specification,  it  would  be  a  primd  facie  case  on 

Wished,  the       the  part  of  the  plaintiff.    That  may  be  answered  by  either  one 
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"two  ways,  and  that  is  the  way  in  which  they  seek  to  answer  plaintiff  has  a 

,  either  by  showing  the  invention  was  not  new,  which  turns  Pr"ni./flC"ca8e- 

Km  the  question,  whether  this  chair  was  made  upon  the  same 

inciple.     Secondly,  whether  you  think,  that,  even  though  the 

rention  was  not  known,  the  defendants  have  shown  the  plain- 

F  was  not  the  true  and  first  inventor,  and  the  question  is, 

tether  Sutton  was  the  true  and  first  inventor;  if  he  was,  the 

untiff  is  not  entitled.     [A  Juror:  I  think,  my  lord,  we  are 

lerably  weU  satisfied  that  it  has  not  been  proved,  that  Sutton 

s  the  first  inventor.]     No,  I  think  so  too.    The  circumstance 

the  plaintiff  being  the  first  to  introduce  it,  is  so  far  primd  The  «»wlw» 

ie  evidence  that  he  was  the  true  and  first  inventor.  Then  the  the  inventor. 

estion  is,  is  that  negatived  by  the  evidence  produced  on  the 

rt  of  the  defendants?  That  evidence  comes  to  this: — Frederick 

unkinson  says, "  that  he  saw  twelve  chairs  of  a  similar  descrip- 

ii  to  those  for  which  the  plaintiff  is  proved  afterwards  to  have 

sen  out  a  patent,  in  Dean-street,  four  years  ago  last  March ;" 

it  would  be  in  1830,  and  the  patent  was  taken  out  in  No  vein* 

r  1830.     If,  therefore,  he  is  correct,  the  defendants  are  enti- 

d  to  your  verdict    The  question  will  be,  however,  for  you  to 

r,  whether  you  are  satisfied  that  Tomkinson  is  right:  first,  as 

the  period  of  time  when  he  saw  the  chairs  in  question ;  and, 

ondly,  if  he  be  right  in  that,  whether  he  is  right  in  saying 

it  the  chairs  were  of  a  particular  description  mentioned,  the 

Be  as  the  plaintiff's  chairs.  The  way  he  describes  that  is  this: 

be  chairs  were  similar  to  Mr.  Minter's — they  had  a  fulcrum 

rind,  and  were,  in  fact,  his  chair.     1  saw  one  or  two  of  these 

ished ;  they  were  not  stuffed ;  they  were  not  in  a  condition  to 

sold.     I  have  been  acquainted  with  Sutton  for  several  years. 

lo  not  know  who  Sutton  was  working  for ;  he  did  not  keep  a 

>p;  he  worked  for  the  trade;  all  were  recumbent  chairs  that 

aw."    There  is  no  doubt  he  might  have  seen  twelve  recum- 

it  chairs  in  the  state  he  describes  the  twelve  chairs  to  have 

sn  seen,  and  yet  it  is  also  extremely  probable  that  those  re- 

nbent  chairs,  the  same  in  number  and  description,  were  chairs 

a  different  principle;  because  we  have  the  testimony  of  a 
rson  of  a  different  description  of  the  name  of  Langdon,  who 
r*  he  remembers  the  chairs  at  this  place;  that  there  were 
elve  chairs;  that  they  were  finished,  but  not  stuffed;  but  when 

is  examined  as  to  the  principle  on  which  these  chairs  were 
ide,  he  says  they  were  not  on  the  same  principle  with  the 
lira  in  question ;  but  that  they  were  hinged ;  that  they  were 
a  rack  behind,  which  undoubtedly  was  the  state  which  all  the 
itkmen  of  science  state  was  the  condition  to  which  chairs  had 
ived  previously  to  the  plaintifFs  invention,  I  think,  there- 
e,  it  is  probable,  when  you  weigh  the  evidence,  that  Tomkin- 
i  saw  the  twelve  chairs  prior  to  the  time  of  the  patent,  but 
i  teeing  them  would  not  prove  that  there  were  any  chairs  lik* 
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Mdtrum,  b.  Mr.  Minter's  in  Sutton's  possession.  He  says,  John  Chapman 
was  working  for  Sutton;  neither  is  here.  Sutton  would  be  a 
most  important  witness,  for  this  reason,  that  Mr.  Minter  and 
Sutton  were  together  about  the  time  the  invention  took  place; 
The  pcr»on  who  which  of  the  two  suggested  the  invention,  and  which  carried  it 
pifudpiVi^the  *nto  effect,  is  a  question  for  you  to  decide.  If  Sutton  suggested 
true  and  first  the  principle  to  Mr.  Minter,  then  he  would  be  the  inventor.  If 
on  the  other  hand  Mr.  Minter  suggested  the  principle  to  Sutton, 
and  Sutton  was  assisting  him,  then  Mr.  Minter  would  be  the 
first  and  true  inventor,  and  Sutton  would  be  a  machine,  so  to 
speak,  which  Mr.  Minter  uses  for  the  purpose  of  enabling  him 
to  carry  his  original  conception  into  effect  (e).  You  will  judge 
which  is  the  more  probable  of  the  two.  Mr.  Minter  makes  out 
his primd  facie  case;  he  is  the  person  who  takes  out  the  patent 
If  Sutton  has  received  a  compensation,  nothing  would  have  been 
more  simple  and  easy,  that  he  should  have  taken  out  the  patent, 
and  still  Mr.  Minter  might  have  the  same  benefit  to-day;  and 
there  is  no  apparent  reason  why  Sutton  should  not  have  taken 
out  the  patent  which  Mr.  Minter  has  taken  out,  unless  they  were 
both  desirous  to  ruin  the  invention:  for,  suppose  two  persons 
are  engaged  on  an  invention  of  this  description,  they  know  per- 
fectly well  between  themselves  who  is  the  real  inventor  of  it, 
and  who  is  the  workman  to  carry  into  effect  the  conception,  but 
they  would  destroy  the  value  of  it  to  both  if  they  did  not  take  it 
out  in  the  name  of  the  right  person.  Whatever  the  probabilities 
of  the  case,  therefore,  are,  you  will  not  leave  that  entirely  out  of 
the  question. 

Highley's  evidence,  the  smith,  is  perfectly  ambiguous ;  he  says 
he  knows  Sutton;  he  was  employed  by  him  to  manufacture 
some  iron  plates;  he  was  employed  in  September  1830.  It  is 
probable,  that  in  1830,  whether  you  take  Mr.  Minter  to  be  the 
inventor,  and  Sutton  the  mechanic,  whom  Mr.  Minter  was  em- 
ploying to  carry  his  conceptions  into  effect,  it  is  very  likely,  in 
either  view  of  the  case,  that  Mr.  Minter  might  have  given  the 
shape  of  these  plates,  and  sent  Sutton  to  order  them  of  the 
smith;  and  we  find,  that  about  September  1830,  must  have 
been  the  period  of  time  at  which  Mr.  Minter  would  have  been 
engaged  upon  the  invention.  The  patent  is  taken  out  in  the 
November  following.  One  pair  of  plates  only  is  ordered  in  Sep- 
tember; that  looks  like  an  experiment;  then  the  patent  is  taken 

(e)  As  to  this,  see  ante  126.  In  the  case  o(Bloxam  pulp  on  an  endless  wire  web,  passing  round  cylin- 

t.  Eltee,  I  C.  &  P.  567,  it  was  objected,?that  se-  ders  and  revolving  with  the  same  uniform  velocity, 

veral  of  the  parts  of  the  machine  had  been  sug-  The  general  idea  of  a  machine  on  this  prrndpis 

gested  by  Mr.  Donkin ;  and  the  circumstances  of  having  been  conceived,  the  mechanical  details  and 

that  invention  furnish  a  good  illustration  of  the  arrangements  requisite  for  carrying  the  principle 

kind  of  assistance  which  an  inventor  may  receive  into  practice,  so  as  to  realize  the  idea,  were  ex- 

from   another  person.     The  invention  was  of  a  tremely   numerous    and    complicated,  and  Mr. 

machine  to  make  paper  in  continuous  sheets  of  an  Donkin  wm  employed  professionally  to  assist  in 

indefinite    length ;  and  the  peculiar  feature  or  those  arrangements, 
principle  of  the  invention  was  the  receiving  tKe 
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vember,  and  then  a  dozen  pairs  are  ordered — that  looks  a.  d.  1834. 
ing  into  effect  the  plan  when  the  invention  is  corn- 
Be  does  not  see  any  chairs  with  these  plates  upon 
Eli  two  or  three  months  after,  and  it  is  quite  clear  that 
t  had  been  taken  out  by  that  time.  He  says, "  he  saw 
in  at  Dean-street;"  that  was  after  the  patent  was  taken 
says,  "  he  made  a  dozen  plates  in  November,  he  cannot 
ay  precisely,  it  was  after  the  date  of  the  patent.  Mr. 
oved  into  Dean-street  in  September;  he  had  employed 
•e;  1  think  Mr.  M  inter's  name  was  on  the  door." 
i  was  the  place  where  Sutton  was  working,  and,  therefore, 
re  have  no  direct  evidence  between  them,  one  way  or 
•,  he  might  not  be  his  servant,  he  might  be  assisting 
my  into  effect  this  invention;  Mr.  Minter  wanting  an 
rid  to  carry  into  effect  the  conceptions  of  his  own  ori- 
1.  Then  the  baker,  Charles  Willson,  says,  "  that  some 
*30,  Sutton  showed  him,  in  the  back  shop,  a  chair  which 
like  this  chair,  and  upon  which  he  was  working  at  the 
acted  by  balances,  and  the  action  was  according  to  the 
"There  was  a  person  called  Minter;"  the  probability  is, 
was  the  plaintiff;  "  he  used  to  come  with  Sutton  on  a 
lto  the  back  shop;"  at  that  time,  of  course,  the  workmen 
away,  and  he  would  be  left  alone.  If  Mr.  Minter  was 
>n  making  the  invention,  and  was  probably  consulting 
ton  for  the  purpose  of  getting  this  conception  carried 
it,  is  it  not  probable  he  would  come  at  those  times  when 
b  no  other  workmen  about,  that  the  invention  might 
ut  to  the  trade,  and  some  one  precede  him  in  claiming 
it,  that  the  idea  might  not  creep  out?  Because,  it  very 
least  not  unfrequently,  occurs,  that  some  workman  turns 
ives  out  the  conception,  which  is  the  original  or  true 
i;  some  other  adroit  workman  carries  on  his  proceedings 
■e  rapid  way,  and  procures  a  patent  before  the  person 
le  the  first  conception. 

s  the  question.  If  you  are  of  opinion  that  the  plaintiff 
rst  and  true  inventor,  that  the  invention  is  useful,  and 
plaintiff  has  given  such  a  description  of  it  in  his  speci- 
&s  would  enable  an  experienced  workman  to  make  the 
m  it,  there  seems  no  doubt  that  the  defendants'  chair 
fringement  of  that  patent,  because,  undoubtedly,  it  is  a 
le  variation  only.  There  is  a  celebrated  case,  which  Mr. 
Julie r  mentions,  where  a  party  produced  a  machine  which 
ight  appeared  totally  different  from  the  machine  which 
subject  of  the  patent,  but  when  you  came  to  consider  it, 
ifference  was  that  the  head  was  where  the  tail  should  be, 
tail  where  the  head  should  be,  but  they  operated  on 
&  principle;  and  so  it  is  precisely  here — the  parts  are 


PATENT* 

The  whole  case  is  now  before  you.  You  will  consider,  whether 
you  are  satisfied  that  the  plaintiff  has  made  out  his  case,  that  he 
is  the  inventor  of  the  machine,  that  the  machine  is  new,  that  it 
is  a  useful  one,  and  that  he  has  delivered  such  a  specification  as 
would  enable  a  workman  to  make  it,  and  that  that  which  the  de- 
fendants have  brought  out  is  an  imitation  of  it. 

Verdict  for  the  plaintiff. 


I*  the Exchequer,        Cor.  Lord  Lyndhurst,  C.  B.,  J.  A.  Parke,  Alder  son*  B.> 
Mic-T-1834'  2nidGurney9B. 

Motumfor  wm-  Godson,  in  pursuance  of  leave  reserved,  moved  for  a  nonsuit, 
a  i  im  "  m  on  ^e  S1"01111^  ^at  ^e  specification  is  for  a  principle,  the  plain- 
invention  b  the  tiff  having  summed  up  the  whole  of  his  patent  in  his  claim  to 

»lf!id*wtin0f  * the  PrinciPle>  and  not  to   any  particular  means.    Either  the 

leverage  to  the  plaintiff  claims  a  principle,  or  he  does  not;  to  the  former  he  is 

a*chakd^re-  not  entitled ;  and  as  to  the  latter,  the  defendant  has  not  used 

by  the'  weight  the  mechanical  means  of  the  plaintiff.     [Lord  Lyndhurst,  C.  B.: 

as  ahco!Tnterb£  He  says,  "  what  I  claim  as  my  invention  is  the  application  of  a 

lance  te  the     self-adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby 

the^ack  ofsuch  tne  weight  on  the  seat  acts  as  a  counterbalance  to  the  pressure 

chair,  as  above  against  the  back  of  such  chair,  as  above  described.'*  That  is  what 

noTacfaim  to  a  he  claims,  a  self-adjusting  leverage  acting  in  that  way.    Then  he 

principle,  but  to  points  out  the  particular  mode  in  which  that  is  effected.     The 

to  a  certain  pur-  question,  therefore,  is,  whether  you  have  infringed  that  particu- 

pose,  and  by     fej.  method.]  [Alderson,  B.:  All  the  witnesses  proved  that  there 

never  had  been  a  self-adjusting  leverage  in  a  chair  before.]   That 

I  admit,  and  contend  that  this  case  is  nearly  the  same  as  K.  v. 

Cutler  (f).     [Lord  Lyndhurst,  C.  B.:  He  says,  "I  claim  the 

application  of  a  self-adjusting  leverage  to  the  back  and  seat  of  a 

chair,"  so  as  to  produce  such  an  effect.]     Yes,  my  Lord,  that 

effect  being  nothing  more  than  the  motion  of  a  lever  backwards 

and  forwards,  producing  such  an  effect.  [Lord  Lyndhurst,  C.B.: 

It  is  the  application  of  a  self-adjusting  leverage  to  the  back  and 

seat  of  a  chair,  he  having  described  what  that  self-adjusting 

leverage  was  before.  Any  application  of  a  self-adjusting  leverage 

to  the  back  and  seat  of  a  chair  producing  this  effect,  that  the  one 

acts  as  a  counterbalance  to  the  pressure  against  the  other,  would 

be  an  infringement  of  this  patent,  but  nothing  short  of  that] 

[Alderson,  B. :  The  difference  between  this  chair  and  all  others, 

as  it  appeared  in  evidence,  was  very  well  described  by  Mr.  Brun- 

ton;  he  says,  this  chair  acts  (looking  at  the  one  you  produced), 

this  chair  acts,  but  not  by  a  self-adjusting  leverage.  By  pressing 

(/)  1  Stark.  354,  and  ante,  76,  n. 
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on  the  back  the  seat  rises,  and,  vice  versd,  by  pressing  on  the 
seat  the  back  rises;  that  is  what  he  calls  a  self-adjusting  lever- 
age.   In  the  other  case  you  might  sit  for  ever,  and  the  back 
would  never  rise.]    The  plaintiff,  by  his  specification,  has  appro- 
priated to  himself  a  first  principle  in  mechanics,  viz.  the  lever, 
and  therefore  nobody  else  may  use  it.     [Lord  Lyndhurst,  C.  B.; 
It  is  not  a  leverage  only,  but  the  application  of  a  self-adjusting 
leverage;  and  it  is  not  a  self-adjusting  leverage  only,  but  it  is  a 
self-adjusting  leverage  producing  a  particular  effect,  by  the  means 
of  which  the  weight  on  the  seat  counterbalances  the  pressure 
against  the  back.]     This  is  nothing  more  than  one  of  the  first 
principles  of  mechanics.    [Parke,  B. :  But  that  not  being  in  com- 
bination before,  can  that  not  be  patented?     It  is  only  for  the 
application  of  a  self-adjusting  leverage  to  a  chair — cannot  he  pa- 
tent that  ?     He  claims  the  combination  of  the  two,  no  matter  in 
what  shapes  or  way  you  combine  them;  but  if  you  combine  the 
self-adjusting  leverage,  which  he  thus  applies  to  the  subject  of  a 
chair,  that  is  an  infringement  of  his  patent.]    What  is  the  com- 
bination?    [Lord  Lyndhurst,  C.  B.:  Why  the  application  of  a 
self-adjusting  leverage  producing  the  effect  constitutes  the  ma- 
chine, and  he  claims  that  machine,  and  the  right  to  make  that 
machine,  by  the  application  of  a  self-adjusting  leverage  produc- 
ing a  particular  effect.     He  says,  I  do  not  confine  myself  to  the 
particular  shape  of  this  lever.]     If  your  lordships  translate  this 
to  mean  machine,  of  course  I  have  no  further  argument  to  urge. 
[Lord  Lyndhurst,  C.  B. :  It  is  every  machine  consisting  of  a 
self-adjusting  leverage  producing  that  particular  effect  in  a  chair.} 
That  is  the  extent  to  which  I  am  putting  it.     If  your  lordships 
say  you  can,  in  favour  of  the  patentee,  so  read  it,  that  it  is  the 
machine  and  the  combination  only  that  the  plaintiff  has  claimed, 
then  I  should  be  wasting  your  lordships'  time  if  I  argued  the 
matter  further.  [Lord  Lyndhurst,  C.  B. :  Substantially  that  com- 
bination.]   [Parke,  B. :  Therefore  a  chair  made  upon  that  prin- 
ciple which  you  have  directed  to  be  constructed  here,  would  be 
an  infringement  of  his  patent,  that  is,  the  application  of  a  self- 
adjusting  leverage  to  a  chair,  such  a  one  as  you  have  produced 
here  to-day.]       [Lord  Lyndhurst,  C.  B. :  It  has  the  particular 
effect.]  Rule  refused. 


MINTER  v.  WILLIAMS  (a). 

The  fourth  count  in  the  declaration  in  this  action  assigned  as  Letters  patent 
a  breach  that  the  defendant,  without  the  consent  of  the  plain-  graDtcd  t0  the 


(a)  This  case  b  reported  5  Ner.  &  M.  647;  4  Ad.  &  £1.  251 ;  1  Har.  &  W.  585. 
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plaintiff  to  tiff,  &c.,  did  wrongfully  and  unjustly  expose  to  sale,  divers,  &c., 
exercise  and'  chairs  which  were  intended  to  imitate  and  resemble,  and  did 
▼end"  bU  said  imitate  and  resemble,  the  said  invention  of  the  plaintiff.  To  this 

invention,  and     -  ,    ,  ,  .   .     , 

prohibited  that  there  was  a  general  demurrer  and  joinder, 
any  others  Channel,  in  support  of  the  demurrer.     The  mere  exposure  to 

use,  or  put  in  sale  of  chairs  resembling  those  invented  by  the  plaintiff,  is  not  a 
practice"  the  breach  of  the  privilege  granted  to  him.  The  fourth  count  does 
a  count  fo'r  ex-  not  charge  that  the  defendant  made  the  chairs  which  he  exposed 
Kdnon° ^eral  to  Sd^e>  an(^  **  ls  (lu^te  consistent  with  the  allegations  in  that 
demurrer.  count,  that  the  chairs  may  have  been  placed  in  the  defendant's 
shop  by  a  person  duly  authorised.  Certainly  it  is  consistent 
with  these  allegations  that  the  defendant'  may  never  have  com- 
pleted the  sale  of  any  chair;  that  he  may  have  withdrawn  them 
immediately  upon  discovering  that  by  selling  them  he  should 
infringe  the  plaintiff's  patent.  Construing  this  patent  with  re- 
ference to  the  statute  of  monopolies,  (21  Jac.  I.  c.  3,)  and  it 
cannot  be  carried  further  than  that  statute  warrants,  there  is  no 
ground  for  saying  that  a  mere  exposure  to  sale  can  be  an  in- 
fringement of  the  patent  (b).  By  the  patent,  the  plaintiff  is  to 
have  the  exclusive  right  to  "  make,  use,  exercise  and  vend,"  his 
invention.  An  exposing  to  sale  does  not  come  within  any  of 
these  terms.  It  is  not  a  vending,  for  to  "  vend"  signifies  to 
"  sell,"  and  is  so  treated  in  many  statutes  of  this  sort,  in  which 
the  expression  "  expose  to  sale"  is  commonly  superadded  to  the 
word  "  sale/  Thus  in  the  Game  act  (1  &  2  Will.  4,  c.  32),  by 
which  it  was  intended  to  prohibit  an  exposing  to  sale,  as  well  as 
a  vending,  without  a  license,  the  words  "  sell  or  offer  for  sale" 
are  used.  So  in  the  statute  of  8  Anne,  c.  19,  (the  first  Copy- 
right act,)  the  words  "  sell,  publish,  or  expose  to  sale,"  are 
used  (c).  Nothing  can  be  deemed  an  infringement  of  a  patent, 
or  a  copyright,  which  does  not  come  aptly  within  the  meaning  of 
the  words  of  the  statute  (rf). 

J.  Evans,  contra.  The  word  "  sell"  is  not  found  in  the  patent, 
but  vend;  and  vend  means  to  sell  or  expose  for  sale.  In  John- 
son's Dictionary,  vend  is  rendered  to  sell,  to  offer  for  sale.  In 
Ainsworth's  Dictionary,  vendo  is  derived  from  venum  and  do,  and 
is  explained  to  "  sell  or  set  to  sale,  to  offer  or  proffer  for  sale." 
In  the  Dictionary  of  the  French  Academy,  some  of  the  inter- 
pretations of  vendeur  apply  to  an  offering  for  sale.  The  ques- 
tion, therefore,  cannot  receive  any  illustrations  from  statutes  in 
which  the  word  vend  is  not  used.    The  act  of  exposing  to  sale 

(6)  The  statute  having  declared  all  grants  of  order  to  ascertain  the  legal  effect  of  the  privileges 
monopolies  void,  as  contrary  to  common  law,  pro-  conferred  thereby.  Ante  7-8,  n. 
vides  that  such  declaration  shall  not  extend  to  (c)  Similar  words  are  found  in  the  subsequent 
"  any  letters  patent  and  grants  of  privilege  of  the  acts,  for  giving  copyright  in  various  things,  as  casts, 
sole  working  or  making  of  any  manner  of  new  engravings,  patterns,  and  designs, 
manufacture  within  the  realm,"  (ante  29,  30);  it  (d)  See  Coleman  v.  Wathen,  5T.R.  245;  Mar- 
is important  to  observe  the  particular  terms  of  the  ray  v.  F.Uuton,  1  Dow.  &  Ry  1.299 ;  S.  C«  5  B.  & 
letters  patent,  both  before  and  since  the  statute,  in  Aid.  667 ;  and  ante  7-8,  n. 
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is  in  this  case  clearly  within  the  mischief  intended  to  be  pro* 
vided  against  by  this  patent,  and  is  also  within  the  words.  [Pat* 
toon,  J. :  If  vend  means  "expose  to  sale,"  why  did  you  not  use 
the  word  "vend*  in  your  count?  You  should  use  the  very  words 
of  the  instrument.  Why  use  words  which  you  suppose  to  be  an 
equivalent?]  The  exposing  to  sale  is  also  comprehended  within 
the  terms  <c  use  and  exercise,  use  and  put  in  practice."  A  great 
part  of  the  advantage  derived  by  a  tradesman  from  any  ingenious 
inrention  that  he  has  made,  arises  from  the  reputation  acquired 
by  exposing  to  sale;  a  person,  therefore,  who  exposes  to  sale 
without  a  license,  may  be  said  to  use  the  invention*  A  liberal 
construction  must  be  put  on  the  letters  patent,  in  order  to  carry 
their  intention  completely  into  effect.  According  to  the  argu- 
ment of  the  defendant,  the  article  in  question  might  be  exhibited 
for  sale  with  impunity,  if  it  be  only  done  by  the  agency  of  some 
other  person,  at  least  so  long  as  no  actual  sale  could  be  proved. 

Patte80n,  J.:  In  drawing  declarations  for  the  infringement 
of  a  patent,  pleaders  have  always  used  the  words  of  the  patent, 
either  those  in  the  granting  or  prohibiting  part  of  it.     I  cannot 
doubt  for  a  moment  that  there  is  a  clear  distinction  between 
leading  and  exposing  to  sale,  notwithstanding  the  authority  of 
the  dictionaries  referred  to.     The  plaintiff  should,  in  his  decla-  The  worcfc  of 
ration,  use  the  words  either  of  the  granting  or  prohibiting  part  {^/•hmilJ'be 
of  the  patent.    This  is  quite  a  new  course  of  pleading,  to  put  in  used. 
a  word  which  does  not  occur  in  the  patent.  If  the  word  "  vend," 
really  does  mean  "  to  expose  to  sale,"  as  well  as  to  "  sell,"  the 
count  should  have  charged  the  defendant  with  vending;  and  the 
act  of  exposing  to  sale  might  have  been  proved  in  support  of  it. 

Williams,  J.:  I  am  of  the  same  opinion.  The  granting 
part,  and  the  prohibitory  part,  differ  from  each  other.  We  are 
told,  that  grammatical  authorities  show,  that  "  vend"  and  "  ex- 
pose to  sale"  necessarily  mean  the  same  thing ;  I  cannot  agree 
that  it  is  so.  There  is  a  manifest  distinction  between  them. 
Why  was  not  the  word  "  vend"  introduced  into  the  declaration? 
The  reason  was,  that  they  could  not  prove  a  sale  outright,  and  so 
they  would  not  have  the  word  "  vend,"  which  the  pleader  was 
of  opinion  meant  to  sell.  If  we  are  required  to  abide  by  gram- 
matical authorities,  I  am  ready  to  do  so ;  but  I  am  certain  that 
there  are  no  authorities  in  English  or  Latin,  which  represent 
"to  rend,"  and  €€  expose  to  sale,"  as  meaning  the  same  thing. 

Coleridge,  J.:  In  the  granting  part  of  this  patent,  the  words 
ve,"make,  use,  exercise,  and  vend;"  and  then  in  the  prohibiting 
part  the  words  are  rather  different,  for  an  obvious  purpose;  they 
•re  u  make,  use,  or  put  in  practice."  Now  we  are  to  see  whether 
this  count,  either  referring  to  the  granting  or  the  prohibiting 
part,  necessarily  imports  an  offence.  The  words  of  the  count 
are,  that  the  defendant  did  "  wrongfully  and  unjustly  expose  to 
ale,*  &c. ;  and  it  is  said  that  these  words  necessarily  import  a 
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vending,  within  the  granting  part  of  the  patent.  It  is  argued, 
that  an  exposing  to  sale  is  included  within  die  meaning  of  the 
word  "vending;"  but  even  upon  that  construction  the  count 
would  be  defective,  inasmuch  as  the  evidence,  instead  of  die 
words  of  the  patent,  is  put  upon  the  record.  It  seems  to  me, 
that  "  vending"  imports  the  habit  of  selling,  and  "  selling"  the 
act  of  sale.  If  we  read  the  word  "  vend"  as  expressly  inserted 
in  the  prohibitory  part  of  the  patent,  we  ought  only  to  give  it 
there  the  meaning  which  would  effectuate  the  purpose  of  the 
patent — the  prevention  of  acts  injurious  to  the  patentee,  with  m 
little  restraint  on  the  public  as  possible.  It  must  be  taken  here, 
that  the  defendant  has  only  exposed  to  sale;  that  whatever  mty 
have  been  hi3  original  purpose  in  so  doing,  or  whatever  motifs 
The  exposing  to  has  supervened,  he  has  abstained  from  selling.     Now,  I  cannot 

tale  is  not  neces-  ^i     -  v  *.         i     •  •!•••*_ 

sarily  prejudi-  **Y  that  such  a  mere  exposure  to  sale  is  necessarily  injurious  to 
ciai.  A  using  ffoe  patentee ;  it  may,  on  the  contrary,  be  very  beneficial;  it  b 
whichTnot"^  not,  therefore,  necessarily  the  vending,  which  is  exclusively 
granted  to  him.  As  to  "  using  and  exercising/'  those  worib 
cannot  be  fairly  resorted  to,  when  we  find  with  them  the  word 
"  vending/9  and  that  is  passed  by.  But,  if  they  could,  the  aigo- 
ment  would  be  the  same ;  this  might  be  an  innocent  using  and 
exercising,  and  so  not  prohibited. 

Judgment  for  the  defendant 


prejudicial  it 
not  prohibited, 


Minter  v.  Mower. 
Cor.  Lord  Denman,  C.J.    Trin. Vac.  1835. 


A.  D.  1835.  In  this  action  the  defendant  pleaded — 1.  Not  guilty.    2.  That 

the  plaintiff  was  not  the  true  and  first  inventor  of  the  said 
invention,  and  that  the  said  invention  was  not  a  new  invention. 
3.  Setting  out  the  specification,  and  averring  that  plaintiff  did 
not  enrol  any  other  instrument,  &c.,  and  that  the  said  instru- 
ment did  not  particularly  describe  and  ascertain  the  nature  of 
the  said  invention,  and  in  what  manner  the  same  was  to  be 
performed. 

Sir  J.  Campbell,  A.  6.,  Sir  F.  Pollock,  and  Evans,  were  for  the 
plaintiff.  Damages  were  asked  for  the  second  infringement 
Tajfourd,  Serj.,  and  Godson,  for  the  defendant 

The  plaintiff  is     Lord  Denman,  C.  J. :    I  hardly  think  any  damages  can  be 

not  entitled   to    .  ,  A,  .  .  .      J  „       *  ° 

damages  in  a  se- Pvcn*  because  there  is  no  evidence  at  all  of  any  extent  of  loss 
^haction  "sustained,  not  even  to  speculate  on.  It  does  not  appear 
whether  Mr.  Mower  has  made  more  than  a  single  chair,  the 
subject  of  this  action,  or  that  he  has  gained  any  profit  by  it  I 
must  own  I  think,  although  the  patent  has  been  established 
against  other  parties,  probably  you  would  not  consider  that  this 
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ma  case  in  which,  if  you  find  a  verdict  for  the  plaintiff,  you  A.D.  1835. 
raid  consider  him  entitled  to  more  than  nominal  damages 
ataMishing  his  right. 
The  question  is,  whether  you  are  satisfied  the  defendant  has 
aide  out  his  defence,  because,  in  the  first  place,  the  plaintiff 
rotes  his  patent.  And  then  he  gives,  certainly,  important 
fidenee  of  its  being  a  new  invention;  the  evidence  of  Mr. 
'irey,  who  happens  to  have  made  use  of  the  chair  himself,  and 
ho  probably  may  be  known  to  you  as  a  person  very  likely 
i  kave  heard  of  any  invention  of  this  sort  if  it  ever  had  been 
■covered  before.  The  defendant's  plea  is,  that  the  plaintiff 
m  not  the  true  and  first  inventor.  Mr.  Farey  and  some  other 
satlemen  having  given  the  same  evidence  on  the  part  of  the 
sintxffT  that  there  has  been  no  such  thing  known  before  as 
as  chair  with  self-adjusting  leverage,  the  witnesses  who  are 
fled  on  the  part  of  the  defendant  all  go  to  the  same  point  to 
at  extent,  with  the  exception  of  this  particular  chair  that  was 
ade  by  Mr.  Brown  for  the  defendant  in  the  year  1829,  and 
ey  say,  although  these  chairs  have  not  been  in  use,  and 
though  the  principle  has  not  generally  been  known,  yet  they 
idertake  to  satisfy  you  by  direct  evidence  that  this  person 
rown,  in  1829,  did  make  a  chair  so  as  to  show  the  plaintiff 
bs  not  the  real  inventor  of  the  chair,  the  piracy  of  which  is 
xnplained  of;  and  if  the  defendant  proves  that  to  your  satis- 
ction,  although  the  plaintiff  may  actually  have  been  the  inven- 
w,  he  would  not  in  the  sense  of  this  patent  be  the  first  and 
Tie  inventor,  because  another  person  in  that  case  would  have 
it  upon  the  same  invention.  You  should  be  satisfied  that  the 
lairs  which  were  made  by  Brown  for  Mower  in  1829,  were  sub- 
antially  the  same  as  those  for  which  the  patent  is  claimed. 
:  they  were,  then  the  patent  has  been  taken  out  without 
toper  foundation,  because  the  discovery  has  been  made  before, 
st  the  defendant  is  to  prove  that,  and  the  question  is,  has  he 
raved  it? 

Now  the  person  who  made  these  chairs,  Brown,  is  not  here  as 
witness ;  that  should  produce  no  prejudice  either  on  one  side 
the  other.     I  do  not  see  any  great  addition  he  could  have 
sde  to  the  defendant's  case  if  he  had  been  here,  because  that 
\  made  a  chair  of  that  description  is  perfectly  clear.     I  cannot  if  an  alleged 
nceive  it  would  be  very  strong,  even  if  he  had  said  he  had  p^^tf*001 
•covered  this  principle  of  the  self-adjusting  leverage,  when  it  presumption  is 
es  not  appear  he  claimed  it,  took  out  any  patent  for  it,  or  x^*™££m 
at  his  master  did,  or  that  there  was  any  production  of  the  fuJ  form. 
tide  that  could  be  beneficial  to  himself  or  Mr.  Mower.     It 
enas  that  is  a  very  strong  argument  to  show  that  in  point  of 
5t  they  had  not  made  the  discovery,  at  least  how  to  make  this 
tnciple  available  for  general  use,  but  the  fact  that  he  had 
■de  chairs  of  this  description  seems  quite  undoubted.     There 
a  chair  laid  before  you  of  Mr.  Clark's,  connected  as  it  appears 
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Lord  Denmon,    with  a  model  that  has  been  produced  before  you,  which  to  a 

c  J.,  to  th$      eertain  degree  adopts  some  of  the  machinery  that  is  necessary 

for  a  self-adjusting  leverage  to  a  chair.     But  then  the  question 

is,  whether  the  chair  is  the  same  as  the  chair  that  the  plaintiff's 

patent  protects* 

Now  I  thought  it  would  turn  very  much  on  this,  whether,  in 
the  first  place,  you  are  satisfied,  that  supposing  that  machinery 
was  away  which  the  witness  described, — the  pad,  the  stop,  and 
the  spring,  which  the  witnesses  for  the  defendant  say,  made  it 
necessary  that  the  hand  should  be  applied  to  give  some  assist- 
ance to  the  body;  whether,  supposing  that  that  machinery  had 
been  away  from  Mr.  Clark's  chair,  you  are  satisfied  that  would 
have  been  a  chair  with  a  self-adjusting  leverage.  I  confess  it 
appears  to  me,  that  is  a  little  left  in  doubt,  because  I  do  not 
find  that  it  ever  was  put  into  operation  so  as  to  test  that  bet 
But  supposing,  in  the  second  place,  it  would  have  been  a  chair 
with  a  self-adjusting  leverage,  if  that  encumbering  additional  part 
had  been  away,  then  the  question  is,  whether  the  principle  of 
self-adjustment  was  at  all  discovered  or  thought  of  at  that  time. 
Because,  it  seems  to  me,  if  that  principle  might  have  been  de- 
duced from  the  machinery  of  the  chair  that  was  made,  but 
that  it  was  so  encumbered  and  connected  with  other  machinery 
that  nobody  did  make  that  discovery,  or  ever  found  out  that 
The  user  of  a  they  could  have  a  chair  with  a  self-adjusting  leverage,  by  reason 
method  or  prio-  of  that  or  any  other  <jefect  in  tue  ^^  actually  made ;  I  confess 

ranee,  will  not  it  seems  to  me,  that  does  not  prevent  this  from  being  a  new 
quent  patent!  invcntion,  when  the  plaintiff  says,  1  have  discovered,  throwing 
aside  every  thing  but  this  self-adjusting  leverage  itself,  that 
will  produce  an  effect,  which  I  think  a  very  beneficial  one;  and 
I  cannot  help  thinking  that  must  be  a  beneficial  effect,  because 
there  are  certain  persons  who  are  deprived  of  all  strength,  and 
who  cannot  help  themselves  at  all,  and  who  should  not  be 
called  on  to  use  a  stop  or  spring,  or  to  make  any  exertion 
whatever,  who  have,  it  seems,  found  very  great  comfort  from  the 
chair  which  applied  this  principle  of  self-adjusting  leverage  so 
as  to  make  any  exertion  of  their  own  unnecessary. 

The  evidence  runs  into  considerable  length,  but  the  facts 
are  pretty  simple  on  the  whole,  and  I  will  recapitulate  their 
general  nature.  A  chair  is  made  by  Mr.  Mowert  workman  in 
1829;  that  chair  has  the  principle  of  the  reclining  back  to  a 
certain  extent  raising  the  seat  in  front;  it  is  connected  with 
what  is  called  a  rack  below,  which  makes  it  necessary  that  a 
spring  should  be  touched  in  front  to  detach  it  from  the  catch  of 
the  rack;  that  is  the  first  thing  necessary  to  its  going  back; 
and  in  order  to  its  coming  forward,  it  is  necessary  the  party 
should  extend  his  hand  and  take  hold  of  the  pad,  and  should 
draw  himself  to  a  certain  degree  forward.  All  the  witnesses 
concur  in  that  to  a  certain  degree :  Mr.  Newton  says,  without 
that  pad,  the  self-adjusting  leverage  would  have  operated  in 
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iir,  but  it  certainly  does  not  appear  that  that  leverage  A.  D.  1835. 
applied  to  it,  or  that  any  chair  was  ever  made  without 
dditional  matter  which  prevented  the  self-adjusting  lever- 
si  having  that  operation.     So  that  you  will  have  to  say 
general  description  of  the  case,  whether  you  are  satisfied 
5  self-adjusting  leverage  was  in  that  chair  at  all,  and  if  it 
lether  you  are  satisfied  that  it  could  not  act  by  reason 
t  was   otherwise   connected  with  it,  and  then,  whether 
ink  that  any  person  discovered  that  self-adjusting  prin- 
om  the  chair  that  was  formed  at  that  time.     It  is  quite  The  inaccurate 
cnt  whether  the  word  €  self-adjusting'  is  the  correct  de-  X^^ed 
>n  of  the  thing.     It  seems  to  describe  it  so  that  no  man  be  clear,  is  im- 
rabt  what  it  is,  namely,  that  one  part  of  the  body  is  to  mttcna  • 
rbalance  the  effect  of  the  other  part  on  the  two  different 
>f  the  chair  (a). 

*  *  *  *  *     (A) 

r,  the  questions  that  I  have  to  leave  to  you  are : — Would 
been  a  chair  with  a  self-adjusting  leverage  if  those  en- 
inces  had  been  away? — did  those  encumbrances  prevent 
ng  so,  and  was  this  principle  of  self-adjusting  leverage 
sred  at  the  time  that  chair  was  made,  or  is  it  entirely  a 
scovery  made  by  the  plaintiff? 

jury  found  as  follows: — That  the  chair  made  by  Brown  Special  verdku 
have  acted  so  as  to  produce  the  equilibrium  by  a  self- 
ng  leverage,  if  the  spring  and  the  other  things  had  not 
ttached  to  the  chair,  that  is,  if  it  had  not  been  for  the 
bering  of  bad  machinery.  That  Mr.  Brown  was  the  in- 
,  but  that  Mr.  Brown  was  ignorant  of  the  practical  use  it 
be  turned  to,  and  that  Mr.  Minter  was  the  author  of  the 
al  purposes  of  the  thing,  although  Mr.  Brown  was  the 
i  inventor,  but  was  ignorant  of  the  principle  of  the  ma- 
in fact,  that  the  other  machinery  attached  to  Brown's 
prevented  the  self-adjusting  leverage  from  producing 
•num. 

learned  judge  directed  a  verdict  for  the  plaintiff;  with 
for  the  defendant  to  move  to  enter  a  nonsuit. 


be  test  here  proposed,  tnd  the  recognition  which  the  description  assumes.  If  the  word  taper- 
one  principle  in  Derome  v.  Fairie,  pott  157,  ing  be  used  in  its  general  sense,  the  description  » 
ibe  doctrine  as  laid  down  and  upheld  by  defective,  there  is  no  conrerging  to  a  point.  If  the 
t,  in  term  has  had  a  different  meaning  annexed  to  it  by 

n       irj    ..  the  usage  of  the  trade,  it  may  be  received  in  its 

R.v.Metealf.  perverted  sense." 

it  case  the  letters  patent  were  for  a  "  taper-  The  defendant  being  unable  to  supply  any  such 

a,"  and  it  appeared  from  the  specification,  evidence,   there  was  a  verdict    for    the   crown, 

brash  differed  from  the  common  brush  2  Stark.  249. 

having  the  bristles  left  of  an  unequal  It  is,  however,  material  to  observe,  that  in  this 
ostead  of  being  cut  down  so  that  the  sur-  case,  the  inaccurate  term  being  recited  in  the  let- 
be  brash  should  be  level,  all  the  bristles  ters  patent,  might  be  considered  as  leading  directly 
•early  as  possible  of  the  same  length.  to  a  false  suggestion.  See  ante,  42,  n. 
EUcmborough,  C.J. :  Tapering  means  gra-  (6)  The  learned  judge  commented  at  considera- 
Ddverging  to  a  point.  According  to  the  ble  length  on  the  evidence  with  respect  to  Brown's 
tioB,  the  bristles  would  be  of  unequal  chair. 
wt  there  would  be  no  tapering  to  a  point, 
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MsHmfirmm^       In  the  ensuing  term  Talftmrd,  Say,  obtained  a  rule  fori 
mU'  nonsuit,  on  the  ground  that  the  finding  of  the  jury  showed  the 

plaintiff's  invention  to  be  an  improvement  on  the  application  of 
the  principle  of  the  self-adjusting  leverage;  whereas  the  specifi- 
cation claims  every  application  of  the  self-adjusting  leverage  (c). 
Mm9  5, 1837.         LordDBNMAX,  C.J. :  (d)  An  action  between  the  same  parties 
AckuB.th*ttlK  h&M  alnaidy  be^  decided  by  theCourt  of  Exchequer,  in  which  the 


«u"b  the  ap-  patent  claimed  by  the  plaintiff  was  deemed  good  and  valid. 
SiSSjLtaif  But  on  the  trial  in  this  court  an  entirely  new  met  was  given  in 
2«™'*Pt0  ***  evidence,  and  affirmed  by  die  verdict  of  the  jury,  namely,  that  a 
actuur,  whereby  chair  very  closely  resembling  that  made  by  the  plaintiff's  patent 
the  weight  oo  \1£u±  been  made  and  sold  before  that  patent  was  taken  out 
couoterbeiaBce  The  words  of  the  jury  were  these :  "  We  are  of  opinion  tint 
to  dM1!!*?™  Brown  was  the  inventor  of  the  machine,  and  found  out  the  ^ 
bad,  if  it  appear  principle,  but  not  the  practical  purpose  to  which  it  is  now 

the1«Ue^™aPPUed;   we  *"*  that  Minter  (the  Pontiff)  made  that  dis- 
ciple bad  been  coveiy."    This  statement  might  not  be  fatal  to  the  plaintiff's 

bdbrefd?  "**  tide  tf  hiB  invention  were  tody  «*  forth  m thc  specification, bat 
tboofh  the  ope-  the  issue  in  this  cause  being  simply*  whether  the  plaintiff  rM 
mcambered^  thereby  particularly  describe  and  ascertain  the  nature  of  the 
additional  ma-  said  invention,  we  find  it  needful  to  examine  the  terms  of  it. 
&Jww£\hita  Now  the  patent  is  taken  out  for  "an  improvement  in  the 
claim  for  an  ia-  construction,  making,  or  manufacturing  of  chairs;*9  the  method 
fJXa^licatfon  °'  m*kmg  the  machine,  and  the  way  in  which  it  acta,  are  then 
would  hare  been  folly  described,  without  any  mention  of  any  of  the  means  en*- 
*<MK^'  ployed  in  Brown's  chair.    The  specification  thus  concludes: 

"what  I  claim  as  my  invention  is,  the  application  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby  the 
weight  on  the  seat  acts  as  a  counterbalance  to  the  pressure 
against  the  back  of  such  chair  as  above  described."  Now  it  was 
perfectly  clear  upon  the  evidence  that  this  description  applies 
to  Brown's  chair,  though  that  was  encumbered  with  some 
additional  machinery.  The  specification,  therefore,  claimed 
more  than  the  plaintiff  had  invented,  and  would  have  actually 
precluded  Brown  from  continuing  to  make  the  same  chair  that 
he  had  made  before  the  patentee's  discovery.  We  are  far  from 
thinking  that  the  patentee  might  not  have  established  his  title 
by  showing  that  a  part  of  Brown's  chair  could  have  effected 
that  for  which  the  whole  was  designed.  But  his  claim  is  not 
for  an  improvement  upon  Brown's  leverage,  but  for  a  leverage 
so  described  that  the  description  comprehended  Brown's.  We 
are,  therefore,  of  opinion  that  the  patent  cannot  be  sustained, 
and  a  nonsuit  must  be  entered. 

Rule  for  nonsuit  absolute. 


(c)  See  ante,  134,  in  Minter  r.  Wells  and  Hart,  v.  Pearse,  ante  126,  were  cited  in  support  of  the 
at  to  tbe  invention  claimed.  argument,  that  it  is  oot  the  making  a  discovery, 

(d)  Tbe  case  was  argued  in  Hilary  Term,  1837,  but  the  successful  introduction  of  it,  which  coasu- 
before  Lord  Dennum,  C.J. ,  Pattern  %  Williams,  Js.  tutes  such  a  user  at  will  vitiate  a  subsequent  pa- 

The  cases  of  Dollood's  patent,  ante  43,  and  Jones  tent.    6  Ad.  &  E.  741. 
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Letters  patent  to  Robert  Jupe,  11th  March,  5  W.  4,  for  "An  tuu. 
improved  expanding  table." 

The  object  of  my  invention  or  improvement  is,  so  to  construct  Specification. 
an  expanding  table,  that  the  sections  which  compose  the  surface 
of  the  original  or  unexpanded  table  may  be  caused  to  diverge 
from  a  common  centre,  so  that  the  table  may  be  enlarged  or 
expanded  by  inserting  leaves  or  pieces  in  the  openings  or  spaces 
caused  by  the  divergence  of  the  sections  from  the  common  cen- 
tre. Having  thus  generally  stated  the  nature  of  the  invention, 
and  the  object  to  be  obtained,  I  would  remark,  that  there  are 
various  mechanical  arrangements  by  which  the  invention  may  be 
performed,  depending  partly  on  the  taste  of  the  individual  for 
whom  a  table  is  to  be  constructed.  I  therefore  propose  to  de- 
scribe the  different  arrangements  of  parts  which  I  have  made, 
and  find  to  answer,  and  which  from  experience  I  can  state  will 
give  full  effect  to  my  invention  or  improvement.  But  my  im- 
provement is  applicable  not  only  to  the  precise  arrangements 
hereinafter  shown  and  described,  but  to  various  other  forms  of 
the  same  table,  provided  the  property  of  expanding  the  surface 
of  the  original  table,  by  causing  the  sections  to  diverge  from  a 
common  centre,  be  retained,  and  the  table  be  enlarged  or  ex- 
panded by  inserting  leaves  or  filling  pieces  in  the  spaces  caused 
by  such  divergence,  in  the  manner  hereinafter  mentioned.  These 
different  forms  or  shapes  must  depend  on  taste,  and  so  must 
also  the  details  of  the  mechanical  arrangements  which  govern 
tad  retain  the  sections  of  the  surface  of  the  table  securely  to  the 
desired  positions,  and  carry  my  improvement  into  effect.  *  *  (a) 

Having  thus  described  the  nature  of  my  invention,  and  the  Claim. 
manner  of  carrying  the  same  into  effect,  I  would  remark,  that  I 
do  not  claim  the  various  parts  separately  of  which  the  same  is 
composed;  nor  do  I  confine  myself  to  the  precise  manner  of 
moving  the  sections  (a  a)  of  the  surface  of  the  table.  But  I  do 
declare  that  my  invention  of  an  improved  expanding  table  con- 
lists  in  constructing  the  same,  so  that  the  sections  (a  a)  of 
which  the  original  or  unexpanded  table  is  composed,  may  di- 
rerge  from  a  common  centre,  and  the  table  be  enlarged  or  ex- 
panded by  inserting  leaves  or  pieces  in  the  openings  or  spaces 
caused  by  the  divergence  as  hereinbefore  described. 

In  witness,  &6. 


(•)  Here  followed  a  description  of  the  draw-      The  speeifrcetton,  with  a  plate  of  the  drawings 
tap,  which  showed,  bjr  twenty-two  figures,  various      is  published  m  the  Repertory  of  Patent  Inremiens 


kieds  el  expanded  and  nnexpanded  tables,  and  the      for  Feb.  1837 
separates  by  which  the  expansion  was  to  be  effected. 
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Jupe  v.  Pratt  and  another. 

Cor.  Lord  Abinger,  C.  B.     Mich.  Vac.  1836. 

This  was  an  action  for  the  infringement  of  the  preceding  pa- 
tent, and  the  declaration  assigned  the  following  breaches: — Made 
and  sold  tables  in  which  they  the  defendants  did  use  and  put  in 
practice  the  said  invention  of  the  plaintiff;  and  tables  in  which 
they  the  defendants  did  use  and  put  in  practice  a  part  of  the 
said  invention  of  the  plaintiff;  and  tables  imitating  and  resem- 
bling the  said  invention  of  the  plaintiff;  and  tables  with  certain 
subtractions  from,  and  additions  to,  the  said  invention  of  the 
plaintiff,  whereby  to  pretend  themselves  the  inventors  and  de- 
visors thereof. 
PUat.  The  defendants  pleaded,  1st.  Not  guilty.    2d.  That  the  plain- 

tiff  was  not  the  true  and  first  inventor  of  the  said  improved 
expanding  table.  3d.  Setting  forth  the  specification,  and  aver- 
ring, that  the  plaintiff  did  not  by  the  said  instrument  particu- 
larly describe  and  ascertain  the  nature  of  the  said  invention,  and 
in  what  manner  the  same  was  to  be  performed  according  to  the 
true  intent  and  meaning  of  the  said  letters  patent  and  proviso. 
4th.  That  the  said  invention  was  not  a  new  invention  as  to  the 
public  use  and  exercise  thereof  within  England. 

At  the  trial,  the  defendants  called  no  witnesses,  and  the  fol- 
lowing points  were  left  to  the  jury.  First ;  Whether  the  inven- 
tion was  a  new  invention.  Secondly;  Whether  the  defendant 
had  infringed  the  plaintiff's  patent,  the  evidence  being,  that  the 
defendants  had  applied  the  principle  of  Gillow's  table  (A);  and 
that  the  imitation  of  the  plaintiff's  patent  by  the  defendants 
consisted  in  cutting  the  table  into  four  parts,  and  applying  the 
principle  of  Gillow's  table  in  the  separation  of  all  the  parts, 
without  using  any  of  the  mechanical  means  suggested  by  the 
plaintiff  in  the  specification.  The  verdict  was  entered  for  the 
plaintiff  (c). 

In  the  ensuing  term,  leave  having  been  reserved  to  move  on  the 
specification,  a  rule  nisi  for  a  nonsuit,  or  a  new  trial,  was  granted 
on  the  grounds,  lstly,  That  the  specification  embraces  the  me- 
chanical contrivance.  2dly,  That  the  claim  is  too  large,  it 
appearing  by  the  evidence  that  Gillow  had  already  divided  the 
table  into  two  sections,  receding  from  a  common  line.  And, 
3dly,  That  if  both  these  points  are  in  the  plaintiff's  favour,  the 
defendants'  table  is  not  a  piracy,  being  followed  on  Gillow's 
patent. 

(6)  Gillow  had  a  patent,  expired  for  twenty  with  a  leaf  or  leaves,  called  the  telescope  table, 
years,  for  cutting  a  table  in  half,  and  drawing  each  (c)  See  a  full  report  of  the  trial  in  the  Repertor 

portion  apart  by  slides  fitting  into  grooves  under  of  Patent  Inventions,  vol.  8,  N.  S. 
the  table,  and  filling  up  the  intermediate  space 
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Cor.  Lord  Abinger,  C.  B.,  Bolland  and  Alder  son.  Bs.  in  the  Exchequer. 

v  '  E.  T.  1837. 

Sir  F.  Pollock  and  Richards  showed  cause.  Instead  of  the 
and  nonsuit  in  the  rule,  there  ought  to  be,  show  cause  why  the 
rdict  should  not  be  entered  for  the  defendants  upon  one  or 
>re  issues.  Since  the  new  rules  (c),  a  nonsuit  can  rarely  oc- 
r;  and  Lord  Brougham's  Act,  in  the  spirit  of  the  new  rules, 
irides,  that  whether  there  is  an  issue  or  not  in  the  case  of  a 
ent,  the  judge  should  certify  what  were  the  points  raised  at 
trial,  although  they  did  not  distinctly  appear  on  the  plead- 
i;  and  that  the  plaintiff  should  have  the  costs  on  those  points, 
to  which  the  judge  should  certify  that  he  had  sustained  not 
■dy  the  issue  but  the  points  raised  at  the  trial.  The  statute  is 
he  spirit  of  the  new  rules,  but  goes  further,  so  that  if  a  point 
es  in  the  course  of  an  issue,  and  that  point  is  found  for  the 
ntiff,  although  the  issue  is  found  against  him,  the  judge  has 
lority  to  certify  that  point  to  have  been  so  found  if  left  to 
jury,  and  on  that  costs  are  to  be  given  to  the  plaintiff  or 
aidant,  as  the  case  may  be  (d).  The  defendants  cannot  ask  to 
t  the  verdict  entered  on  the  issue  not  guilty;  or  that  it  was 
the  plaintiff's  invention;  or  that  the  invention  was  not  new; 
ic  points  having  been  distinctly  left  to  the  jury. 
lie  fair  mode  of  looking  at  a  patent  and  the  specification  is* 
aquire  what  is  the  spirit  of  the  invention,  or  the  principle ; 
this  must  be  embodied  in  some  mode  or  method,  because  it 
imitted  on  all  hands  you  cannot  take  out  a  patent  for  a  prin- 

e.  But  although  the  law  says,  undoubtedly  and  correctly  A  principle,  to 
agh,  that  you  cannot  take  out  a  patent  for  a  principle,  that  ^IljJS^l 
or  a  barren  principle,  when  you  have  clothed  it  with  a  form,  tent,  must  be 
given  it  body  and  substance,  in  which  the  principle  may  live  em 
produce  the  benefit  which  you  claim  to  result  from  it,  why 

i  in  many  cases  (and  it  is  a  consolation  to  every  just  and 
est  feeling  one  has  on  the  subject  of  invention),  although  you 
lot  have  a  patent  for  a  principle  in  substance,  you  can  have 
itent  for  the  spirit  of  your  invention;  for  if  any  other  person 
es  and  clothes  the  spirit  of  your  invention  with  a  different 

f,  and  puts  that  principle  in  use  in  any  other  shape  or 
ion,  it  is  always  a  question  for  a  jury,  whether,  however  dif- 
at  in  appearance,  in  shape,  in  form,  in  method — whether  the 
ie  or  the  practice,  if  it  be  matter  connected  jerith  the  arts 
manufactures,  be  or  be  not  substantially  an  adaptation  of  the 


The  new  rvlee  came  into  operation  Easter  (</)  As  to  the  practice  under  this,  tee  Lnth  y, 

1S34,  and  Lord  Brougham's  Act  (5  &  6      Hapti,  pott,  and  notes  to  5  Ac  6  W.  4,  c.  83,  s.  6, 
c.  S3)  received  the  royal  assent  10th  Sep-      in  Lew  6)  Practice,  Statutes, 

U 
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Argumtnt  on    principle,  applied  with  the  same  view,  to  answer  the  same  end, 

muz*™***  and  merely  imitated  in  substance,  whatever  difference  there  may 

*«•*•  be  in  point  of  form. 

I  cannot  give  a  better  illustration  of  this  than  by  referring  to 
a  case  in  which  the  Lord  Chief  Baron  led;  it  was  about  a  ma- 
chine that  was  called  a  gas  meter.  (Ante  106.)  [Jlderson,  B. :  It  was 
for  measuring  the  quantity  of  gas  that  was  supplied  to  every  in- 
dividual, in  order  that  they  might  not  take  it  without  its  being 
known.  There  never  was  a  more  instructive  case  than  that;  I 
remember  very  well  the  argument  put  by  the  Lord  Chief  Baron 
who  led  that  case  for  the  plaintiff,  and  succeeded.  There  never 
were  two  things  to  the  eye  more  different  than  the  plaintiffs  in- 
vention and  what  the  defendant  had  done  in  contravention  of  his 
patent  right.  The  plaintiff's  invention  was  different  in  form- 
different  in  construction;  it  agreed  with  it  only  in  one  thing, 
and  that  was,  by  moving  in  the  water,  a  certain  point  was  made 
to  open,  either  before  or  after,  so  as  to  shut  up  another,  and  the 
gas  was  made  to  pass  through  this  opening;  passing  through  it, 
it  was  made  to  revolve  it;  the  scientific  men,  all  of  them,  said, 
the  moment  a  practical  scientific  man  has  got  that  principle  in 
his  head  he  can  multiply  without  end  the  forms  in  which  that 
principle  can  be  made  to  operate.  The  difficulty  which  will 
press  on  you,  and  to  which  your  attention  will  be  called  in  the 
present  case,  is  this :  you  cannot  take  out  a  patent  for  a  princi- 
ple; you  may  take  out  a  patent  for  a  principle  coupled  with  the 
mode  of  carrying  the  principle  into  effect,  provided  you  have  not 
only  discovered  the  principle,  but  invented  some  mode  of  carry- 
ing it  into  effect.  But  then  you  must  start  with  having  invented 
some  mode  of  carrying  the  principle  into  effect ;  if  you  have 
done  that,  then  you  are  entitled  to  protect  yourself  from  all 
other  modes  of  carrying  the  same  principle  into  effect,  that  being 
treated  by  the  jury  as  piracy  of  your  original  invention.  But 
then  the  difficulty  that  will  press  on  you  here  is,  that  on  the 
evidence  there  does  not  appear  to  have  been  any  mode  of  carry- 

The  adoption  of  ing  the  principle  into  effect  at  all  invented  by  you.]     I  was  cit- 

whether  •  pi-  lnS  ^e  case  °*  t^ie  S*8  meter  onty  to  get  at  a  principle  with 
racy,  a  question  which  to  start.  I  take  it,  therefore,  I  may  assume  from  the  an* 
for  the  jury.  tnorjty  0f  tna£  c^e,  on  your  lordship's  authority  now,  that  if 
a  man  invents,  adapts  a  principle,  and  embodies  that  principle 
in  a  mode,  it  is  then  a  question  for  the  jury,  whether  any  other 
mode  of  doing  the  same  thing  is  or  is  not  a  piracy  of  that  which 
he,  has  invented. 

The  title  of  the  patent  is  merely  "  an  improved  expanding 
table,"  and  I  say  that  that  is  a  very  correct  title,  whatever  was 
the  object  of  the  invention,  whether  to  secure  to  himself  the 
mere  surface,  or  the  mode,  or  any  thing  else.  The  object  of  the 
invention,  properly  speaking,  was  to  improve  the  construction 
of  a  dining  table;  that  is  the  large  object;  but  the  special  object 
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»  this— to  construct  an  expanding  table,  that  the  sections  wiiich  **  F.  Polish. 
compose  the  surface  of  the  original  or  unexpanded  table  may  ajfat'tbwut*. 
be  caused  to  diverge  from  a  common  centre.  At  the  trial  there 
wis  a  great  deal  of  discussion  about  the  term  common  centre, 
md  a  table  in  two  pieces  was  said  to  diverge  from  a  centre.  This 
if  an  abuse  of  language.  The  intention  of  the  party  is  to  be  as- 
certained, Mr.  Baron  Bolland  will  remember  a  case  in  which 
Lord  Chief  Justice  Dallas  told  the  jury,  that  a  patent  was  not  to 
lie  called  in  question  because  among  imponderable  substances 
m  ignorant  patentee  bad  included  air.  It  is  sufficient  if  he  ex- 
cesses himself  in  such  a  way  that  the  world  at  large  could  not 
msunderstand  him. 

The  first  question  is,  what  is  the  spirit  of  this  invention?  The 
aswer  any  man  must  give  on  reading  the  specification  is  this. 
[he  spirit  of  the  invention  is  to  construct  a  table,  the  surface  of 
rhich  shall  consist  of  pieces,  which  pieces  shall  diverge  from  a 
onuiion  centre,  using  that  expression  in  perhaps  the  loose  and 
■accurate,  but  still  very  intelligible  sense,  and  then  that  there 
hsD  be  filling  pieces  to  fill  up  the  interstices.  That  is  the  spirit 
I  the  invention.  When  you  have  got  that,  as  Mr.  Jupe  says 
limself,  u  having  thus  generally  stated  the  nature  of  the  inven- 
ion,  and  the  object  to  be  obtained,  I  would  remark  that  there 
re  various  mechanical  arrangements  by  which  the  invention 
say  be  performed."  Does  he  lay  any  claim  to  the  mode  in 
rhich  that  is  to  be  done?  He  must  give  you  some  mode  of 
loing  it,  otherwise  his  patent  would  be  for  the  principle.  He 
■oat  show  you  how  to  do  it;  but  he  says,  I  do  not  claim  any 
king  as  to  the  mode  of  doing  it;  exactly  as  if  in  the  gas  meter 
ke  inventor  had  said,  my  mode  of  doing  it  is  on  this  principle — 
ou  collect  the  gas  and  water  in  two  cells,  you  make  them  com- 
miricate  with  each  other  so  that  one  point  shall  open  and  the 
ther  be  locked  in  a  certain  section,  which  will  create  a  rotary 
lotion;  the  effect  will  be,  you  can  measure  by  the  number  of 
Dtations  the  quantity  of  gas  that  has  passed  in  and  has 
■seed  out.  Suppose  he  had  said,  but  I  lay  no  claim  to  the 
■rticular  mode  of  doing  this,  because  when  once  you  have  the 
rinctple,  you  may  do  it  in  ten  thousand  various  ways.  If  he  Some  mode 
ad  merely  said  that,  without  pointing  out  the  way,  so  that  a^"*|I*lwaysb# 
tactical  man  taking  the  specification  had  a  mode  put  before 
fan  by  which  he  could  do  it,  however  brilliant  the  invention, 
owever  illustrative  of  the  genius  of  the  person  who  had  dis- 
(fflered  it,  it  would  not  have  been  sufficient.  He  says,  there 
ne  various  mechanical  arrangements  by  which  the  invention 
lay  be  performed.  Is  it  possible  for  a  patentee  more  distinctly 
>  have  stated  what  he  claimed?  He  says,  what  I  claim  is  my 
nprovement  in  the  making  of  a  table,  the  surface  of  which 
ttll  be  in  sections,  which  sections  shall  diverge  from  a  common 
aitre,  and  which  shall  l>c  made  a  large  table  by  filling  up  the 
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Arguwutu  on  interstices,  and  as  the  details  are  in  part  mine,  I  will  show  yon 
™titortJw trial.  how  it  can  be  done,  and  will  give  you  a  piece  of  mechanism  my 
servant  has  given  me,  but  I  claim  nothing  about  that  (e) :  all  I 
claim  as  the  spirit  of  my  invention  is  separating  the  table  from 
this  centre,  and  filling  up  certain  spaces  so  left  with  inter- 
mediate parts.  Then  he  gives  a  mere  description  of  the  draw- 
ings. Now,  I  will  not  occupy  your  lordships'  time  by  reading 
this  over;  it  does  not  appear  to  me  any  part  of  that  throws  the 
least  light  upon  the  invention.  It  was  said,  if  that  tftere  all 
meant  to  be  claimed,  the  specification  might  have  been  in  a 
nutshell.  Not  so.  However  plain  the  principle  may  be,  and 
however  obvious  when  so  given  to  the  public,  still  the  patentee 
must  take  care  to  lay  it  before  the  public  in  a  practical  shape, 
though  he  assumes  to  himself  nothing  in  respect  of  that  shap* 
[Aldersony  B. :  You  put  it  very  much  on  the  same  footing  as 
Chief  Justice  Eyre  in  the  case  of  Bull  and  Boulton.]  That  is 
shortly  expressing  the  whole  matter  I  am  going  upon,  and  I 
feel  confident  that  your  lordships  will  read  this  specification  for 
the  purpose  of  ascertaining  what  it  was  the  party  intended  to 
claim.  You  will  see  he  did  not  mean  to  claim  the  mechanical 
part  in  the  remotest  degree — nothing  beyond  the  surface  of  die 
table.  His  invention  was  merely  making  a  table  expanding  in 
that  particular  fashion,  which,  according  to  all  the  experience  of 
persons  who  have  seen  tables,  is  perfectly  novel;  such  a  mode 
had  never  been  seen  as  that  which  Mr.  Jupe  gave  out  to  the 
world  by  this  patent.  The  specification  describes  not  only  the 
mode  by  which  he  did  it,  but  the  mode  he  obtained  from  his 
foreman;  but  he  makes  no  claim  to  that  whatever.  Is  it  to  be 
said,  if  a  man  has  discovered  a  principle,  and  goes  to  a  mechanic 
and  says — *c  This  is  my  view  of  an  invention,  just  give  me  a 
little  mechanical  assistance  in  bringing  that  into  effect  fx  and  the 
man  says, "  I  think  you  might  do  it  thus,  and  thus  f — is  it  to  be 
said  that  person,  who  had  merely  supplied,  you  might  say,  the 
tools  or  the  materials,  has  a  right  to  claim  such  invention  ?(/) 
Suppose  a  man  not  skilled  in  mechanics  were  to  perceive  some 
obvious  inconvenience  in  any  of  the  common  articles  of  life,— 
a  carriage,  a  vessel,  a  ship  used  for  particular  purposes, — and  he 

(t)  The   following   was  the  evidence  on  this  The  defendant's  machinery  is  not  the  sane  is 

point.     Joseph  Reid  said :  "  I  am  a  machinist,  and  principle  as  my  machinery.    It  is  eoly  adopted 

was  applied  to  by  the  plaintiff  to  make  a  model  of  a  from  Gillow's  patent  slides.     The  principle  or  the 

table  for  him.     He  brought  me  a  pattern  made  in  defendant's  machinery  is  different  from  plaintiff's, 

card  board.     There  was  no  machinery  underneath  His  is  only  Gillow's   principle—  Oillow's  bang 

in   the   first  model   to   make  the  parts  diverge.  slides.     The  principle  of  expansion  is  the  same  it 

plaintiff's  application  to  me  was  to  adapt  some  plaintiff's  and  defendant's  table;  looking  at  the 

machine  to  make  the  sections  move  simultaneously.  plans  of  the  table  k  is  the  same  exactly.    In  boti 

His  model  only  drew  out  by  hand.     He  did  not  tables  the  pieces  radiate  from  one  common  centre. 

Sive  me  any  model  of  machinery,  but  only  a  card  1  suggested  the  mode  of  making  them  movethnul- 

ivided  into  four  pieces,  a Bd  desired  me  to  con-  taneously.    The  table  is  quite  perfect  withoat  thai 

struct  some  machine  to  effect  that  mechanically  machinery." 

instead  of  by  the  hand.     The  defendant's  table  (/)  As  to  this,  see  ante  132,  n«  t* 
acts  on  precisely  the  same  principle  as  plaintiff's. 
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rere  to  go  to  a  mechanical  man,  and  say,  "  I  have  for  some  Sir  F-  Pollock  4 
ime  had  an  idea  of  something  that  would  be  an  improvement  if  a^i^t  Ike  ™/». 
rach  a  matter  could  be  achieved;  I  do  not  understand  me- 
junics,  but  the  invention  is  mine."  Will  any  man  tell  me, 
that  a  man  so  applied  to,  and  assisting  the  party  in  one  mode  of 
the  hundreds,  could  be  considered  as  preventing  the  inventor 
from  taking  out  a  patent  with  his  perfect  concurrence  ?  The 
invention  here  is  not  the  mode,  but  the  thing  itself.  [Lord 
Ahinger,  C.  B. :  What  is  the  thing  itself  ?]  The  table  that  expands 
from  a  centre,  that  enlarges  by  diverging  from  a  centre. 

From  the  concluding  part  of  the  specification  it  is  clear,  that 
Mr.  Jupe  does  not  claim  the  mode,  or  any  particular  fashion  of 
die  table,  or  particular  machinery.  He  distinctly  disclaims  every 
thing  but  separating  the  table  into  the  parts  in  the  manner 
described. 

Now,  the  third  plea  sets  out  the  specification,  and  avers,  that 
the  plaintiff  did  not  describe  the  nature  of  his  invention ;  and  it 
is  now  plain,  that  the  question  is  reduced  to  this,  whether  the 
plaintiff  can  have  a  patent  for  an  invention  merely  consisting  of 
that  mode  of  dividing  the  surface,  embodying  one  mode  his 
own,  another  suggested  to  him  and  not  his  own,  but  which  may 
be  done  in  a  variety  of  ways.  That  question  is  on  the  record. 
If  that  which  the  party  claims  is  that  for  which  he  cannot  have 
1  patent,  the  defendants  will  have  the  benefit  of  the  revision 
of  a  court  of  error.  [Alder8on>  B.:  The  specification  sets  out  a 
quantity  of  machinery  which,  unless  you  come  to  evidence,  must 
be  taken  to  be  the  invention  of  the  party.]  Whether  the  ma- 
chanical  parts  are  the  invention  or  not,  cannot  depend  on  the 
cridenoe,  but  on  what  is  stated  in  the  specification.  This  is  one 
of  those  questions  so  eminently  within  a  jury's  province,  that  the 
court  will  not  grant  a  new  trial  when  the  defendant  did  not  call 
any  witnesses.  The  real  question  is,  whether,  on  the  evidence 
as  it  stands,  the  jury  have  found  a  wrong  verdict  on  the  issue  of 
not  guilty. 

The  specification  is  good.  The  spirit  of  the  patent  is  for  the 
aeparating  and  widening  the  surface  of  the  table.  That  is  un- 
answered. As  to  the  mode  of  doing  it,  the  plaintiff  claims 
nothing  in  right  of  it.  He  added  one  of  the  modes  as  his 
inrention,  the  other  is  not;  but  the  other  is  doing  that  simulta- 
neously, the  mechanism  of  which  he  has  nothing  at  all  to  do 
with.  It  is  the  invention  of  his  servant.  It  is  no  improvement 
under  his  patent.  It  is  said,  if  that  be  so,  the  defendant  is  enti- 
tled to  a  verdict  on  the  third  issue.  The  specification  clearly  de- 
scribes what  it  was  intended  to  take  out  a  patent  for,  and  all  the 
witnesses,  say  the  object  was  dividing,  diverging,  and  filling  up. 
[Alderson,  B.:  If  they  had  made  it  long  one  way,  and  diverging 
in  another,  and  widening  in  another,  so  that  the  width  is  not 
equal  to  the  length,  then  it  is  no  infringement.]     It  is  not  quite 
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Argument  #n  ^  because  from  the  drawings  your  lordships  would  find,  that 
wit,  i ™  mJe!T  there  are  some  oval  tables.  [Alderson,  B.:  It  does  not  operate 
*r*at-  on  oval  tables.]     Yes;  and  that  is  what  Mr.  Jupe  means  in  that 

part  of  his  specification,  "that  sometimes  they  did  not  accu- 
rately diverge  in  a  radial  line" — some  oval  tables,  some  oblong, 
with  the  principle  of  diverging  away  from  a  centre.  [Lord 
Abinger,  C.B.:  Do  you  apply  the  rule  also  to  a  sofa  table?] 
Yes,  certainly.  [Alderson,  B.:  A  square  may  be  operated  on  in 
the  same  way.]  That  is  a  specimen  of  an  oblong  table.  The 
principle  is  equally  applicable — the  title  of  the  patent,  and  the 
statement  of  it.  It  is  not  for  an  expanding  circular  table — it  is 
for  an  expanding  table ;  expanding,  not  from  the  outside,  bat 
the  inside.  [Alderson,  B.:  You  adapt  it  to  figures  that  have  no 
centre  at  all ;  I  should  have  thought  it  must  be  circular.]  Me- 
chanics speak  of  a  centre  of  a  square  or  of  an  oblong.  [Lord 
Abinger,  C.  B.:  But  then  your  pieces  would  not  diverge  from 
that  centre.]  They  diverge  from  that  which  in  common  par- 
lance would  be  called  a  centre ;  therefore,  I  say,  in  reading  the 
specification,  and  seeing  the  spirit  of  the  invention,  your  lord- 
ships would  say,  if  on  the  face  of  it  the  thing  cannot  be — (hat  a 
person  cannot  have  a  patent  for  that  sort  of  invention,  then  they 
would  have  the  benefit  of  it  upon  the  record;  but  upon  the 
other  part,  namely,  the  piracy,  the  utmost  the  defendants  could 
have,  would  be  a  new  trial,  upon  the  payment  of  costs ;  and  I 
submit,  that  if  a  party  obviously  endeavoured  to  infringe,  and  he 
is  called  upon  to  establish  his  case,  he  has  no  right  to  take  the 
chances  of  the  day,  and  then  ask  for  a  new  trial. 

M.  D.  Hill,  Q.  C.,  &  Hoggins:  The  question  is,  what  has  the 
plaintiff  invented  ?  It  appears  that  the  plaintiff  carries  to  his 
workman  a  piece  of  card  cut  into  four  pieces,  and  says,  I  want 
something  done  by  which  this  card  may  be  made  into  an  ex- 
panding table.  [Alderson,  B.:  The  only  issue  on  the  third  plea 
is,  whether  the  specification  truly  describes  the  actual  mode  by 
which  it  is  carried  into  effect;  but  leaves  untouched  the  validity 
of  the  invention — that  depends  on  the  second  issue.]  It  is  dear, 
that  if  the  specification  be  viewed  according  to  common  sense, 
the  twenty-three  figures  were  not  given  for  the  purpose  of 
exemplifying  a  principle.  Lord  Chief  Justice  Eyre,  in  Boulton 
and  Watt  t>.  Bull,  says  that  the  commonest  explanation  by  which 
a  principle  was  announced  would  have  been  sufficient.  [Aider- 
son,  B.:  That  would  not  have  done  without  some  actual  contriv- 
ance by  which  it  was  effected.]  Suppose  Watt,  instead  of  mak- 
ing the  multitude  of  experiments,  had  said  it  would  be  better, 
instead  of  condensing  steam  in  a  cylinder,  by  introducing  cold 
water,  to  let  the  condensing  go  on  in  a  separate  place.  The 
bringing  this  to  perfection  was  the  labour  and  glory  of  a  life.  It 
is  conceded  that  there  cannot  be  a  patent  for  a  barren  principle* 
[Alderson,  B.:  It  all  arose  upon  the  question,  whether  the  prin- 
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ciple  is  not  a  new  manufacture.  The  moment  it  was  given  out  M.  D.  hui  % 
in  the  shape  of  a  steam  engine,  the  court  held  it  was  a  new  ^^/'herZfe. 
manufacture.]  The  cutting  a  card  into  four  pieces,  and  saying, 
make  it  into  a  table,  is  not  a  new  manufacture.  [Alderson,  B. : 
Is  not  an  expanding  table  a  new  manufacture,  although  the  table 
part  is  old?]  The  specification  claims  the  machinery.  [Lord 
Abmger9  C.B.:  There  is  sufficient  doubt  about  that  to  make  it 
questionable.]  [Alderson,  B.:  Look  at  the  last  part  of  the  spe- 
cification. Tou  had  better  consider  before  the  new  trial,  whether 
you  have  got  a  plea  to  raise  the  question  whether  this  goes  to 
the  principle;  I  doubt  whether  you  have  any  such  plea.  The 
first  plea  merely  raises  the  question  of  infringement.  The  fourth 
it  for  a  new  invention;  it  may  be  a  new  invention;  you  had  bet- 
ter look  into  it.  A  great  number  of  pleas  which  I  see  drawn  will 
require  great  consideration.  A  great  many  say  the  invention  is 
not  useful;  they  ought  to  say  it  is  prejudicial,  as  in  Arkwright's 
cue;  whether  that  be  a  good  patent  or  not,  as  specified — whe- 
ther the  patent  is  for  a  principle  or  not — is  a  question  you  do  not 
raise  by  the  plea.]  [Lord  Abinger,  C.  B.:  Perhaps  the  way  to 
look  at  it  is  this:  he  says,  I  have  found  out  that  you  may  divide 
i  table  into  four  sections  or  more,  and  make  them  expand  from  a 
common  centre,  and  so  make  a  large  table;  therefore,  that  is  my 
invention;  I  find  it  maybe  done  by  several  mechanical  means;  I 
thought  it  might  be  useful  when  done,  and  I  have  discovered  it 
may  be  done;  therefore  no  matter  by  whatever  means  you  do  it, 
provided  you  adopt  the  principle  of  making  the  divergence  from 
a  common  centre  by  a  radial  line.  Whether  that  be  the  con- 
struction does  not  arise  upon  these  pleadings.]  That  is  not  his 
specification.  It  appears  to  me  the  specification  does  claim  a 
physical  mode.  [Alderson,  B.:  Then  that  is  raised  by  the  issue 
whether  it  is  new.  I  should  entertain  great  doubt  whether  any 
thing  more  is  claimed  than  an  expanded  table,  and  whether  the 
contrivance  is  any  part  of  the  invention.  The  new  rules  make  it 
very  necessary  to  consider  very  accurately  what  pleas  you  should 
make,  now  you  are  confined  by  the  pleadings.  Tou  will  find  a 
great  number  of  dicta  given  by  the  judges,  and  it  is  probable  that 
something  may  arise  out  of  the  provision  that  an  invention,  if 
prejudicial,  is  not  to  be  the  subject  of  a  patent.  I  agree  that  if 
a  patent  is  not  useful,  it  may  not  be  prejudicial;  therefore  you 
ought  not  to  plead  that  it  is  not  useful  ( jr).] 

Rule  absolute  for  a  new  trial  on  payment  of  costs  (A). 

(g)  It  would  appear  from  the  opinion  here  ez-      raise  this  point  was  much  discussed  in  the  recent 
\  that  the  invalidity  of  a  patent  in  respect  of      case  of  Walton  v.  Potter,  but  this,  as  well  as  the 


its  sabject-matter,  that  is,  as  to  whether  the  patent      proper  plea  to  raise  the  question  of  want  of  utility* 
a  fcr  an  abstract  principle,  so  far  as  that  question       has  not  been  the  subject  of  solemn  decision.    Sot 


r  of  plea,  is  not  raised  by  the  plea  denying      Law  b)  Prattle;  Pr.  F.  X  XI,  notes  *  and  y. 

the  novelty  of  tbo  mvontioo.    The  proper  plea  to  (a)  No  further  proceedings  hare  taken  place* 


29th  Nov.  1834. 
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DEROSNE'S  PATENT. 

Tuu.  Letters  patent  to  Charles  Derosne,  29th  September,  1830, 

for  "  certain  improvements  in  extracting  sugar  or  syrup  from 
cane  juice  and  other  substances  containing  sugar,  and  in  refining 
sugar  and  syrup." 

Specification^  I,  the  said  Charles  Derosne,  do  hereby  describe  the  manner 
•  in  which  the  said  invention  is  to  be  performed  by  the  following 
description  thereof:  that  is  to  say — The  invention  consists  ins 
means  of  discolouring  syrups  of  every  description  by  means  of 
charcoal,  produced  by  the  distillation  of  bituminous  schistus, 
alone,  or  mixed  with  animal  charcoal,  and  even  of  animal  char- 
coal alone :  whatever  sort  of  charcoal  it  may  be,  it  must  be 
disposed  on  beds,  very  thick,  on  a  filter  of  any  suitable  form. 
The  filter  of  itself  has  nothing  particular,  and  does  not  form  the 
object  of  the  patent,  because  it  is  already  known  and  used  for 
other  purposes,  but  till  now  it  has  not  been  employed  for 
discolouring  syrups.  To  obtain  the  discoloration  I  put  the 
charcoal  in  a  case,  in  which  I  place,  at  a  distance  of  about  an 
inch  from  the  bottom,  a  metallic  diaphragm,  pierced  with  a  great 
number  of  holes;  I  then  place  upon  this  diaphragm  a  dear  and 
coarse  linen  or  woollen  cloth,  which  exactly  covers  it;  I  then 
place  upon  this  cloth  a  bed  of  charcoal  of  bituminous  schistus, 
alone,  or  mixed  with  animal  charcoal,  or  animal  charcoal  alone. 
Whatever  it  may  be,  this  charcoal  ought  to  be  in  a  state  of 
division,  in  order  that  it  may  be  well  penetrated  with  the 
syrup  which  is  intended  to  be  filtered.  Charcoal  in  fine  powder 
would  not  be  penetrated  by  the  syrup.  It  has  been  found  that 
the  charcoal  reduced  to  the  size  of  fine  gunpowder  is  very  fit  for 
this  operation ;  if  the  grain  is  too  large,  the  filtration  would  be 
operated  too  rapidly.  I  lightly  press  the  charcoal,  and  then 
again  place  new  beds  of  the  same  charcoal,  which  should  like- 
wise be  pressed  till  it  has  come  up  to  the  height  of  fifteen  or 
sixteen  inches.  It  may  be  made  higher  if  found  necessary,  or  it 
may  be  less,  but  the  discolouring  effect  will  be  always  in  pro- 
portion to  the  thickness  of  the  bed  of  charcoal.  When  the 
charcoal  is  disposed  to  the  proper  thickness,  it  is  to  be  covered 
with  another  metallic  diaphragm,  pierced  likewise  with  holes, 
upon  which  is  spread  another  clear  linen  cloth ;  it  is  upon  this 
cloth  on  which  is  poured  the  syrup,  which  is  destined  to  be 
discoloured.  The  syrup  ought  then  to  form  a  bed  of  several 
inches  thick,  from  four  to  eight,  although  there  is  no  precise 
rule.  For  operating  well  in  the  filtration  of  syrups,  the  syrup 
ought  to  be  clear  before  pouring  it  upon  the  filter,  and  ought  to 
have  undergone  a  first  filtration  by  the  known  means.  The 
point  to  be  obtained  by  the  filtration  through  the  thick  beds  of 
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1  is  only  the  discoloration  of  syrups.    The  syrap  to  be  SpieificatUm. 

ought  not  to  pass  oyer  the  consistence,  which  is  pro- 

ly  two- thirds  of  sugar  and  one- third  of  water;  but  it 

filtered  at  any  less  degree  of  consistency,  according  to 

ih  required.    When  the  syrup  is  hot,  the  filtration  ope- 

jreat  deal  more  rapidly.    In  operating  on  a  great  scale* 

oir  filled  with  syrup  can  furnish  several  filters  at  a  time 

is  of  cock-balls  placed  in  each  filter.     The  first  portion 

p  which  passes  through  the  filter  is  always  the  most 

wed,  and  by  the  time  the  colouring  part  combines  itself 

e  charcoal,  the  effect  of  the  last  portion  becomes  less 

5.    The  portion  of  syrups  which  preserves  a  part  of  its 

after  its  filtration  can  be  passed  again  upon  another 

charcoal  in  another  filter,  and  by  this  means  it  may 

ined  in  a  great  degree  of  purification.    Whatever  the 

1  used,  it  is  desirable  to  mix  the  charcoal  with  about 

:h  part  of  its  weight  of  water,  before  putting  it  in  the 

he  place  of  that  water  is  occupied  by  the  syrup  which 

tea  the  beds  of  charcoal,  and  then  the  water  comes  the 

has  a  disagreeable  and  salted  taste  when  the  animal 
I  is  used ;  the  water  after  that  comes  muted  with  a  por- 
syrup,  and  soon  after  it  is  displaced  by  the  pure  syrup. 
lie  charcoal  has  been  deprived  of  its  discoloring  effect, 
iter  on  the  filter  for  dissolving  or  displacing  the  syrup 
i  mixed  with  the  charcoal;  the  syrup  then  comes  pure 
id  after  that,  mixed  with  more  or  less  water,  using  as 

possible  of  water.  It  is  convenient  to  suspend  occa- 
tbe  effusion  of  water  on  the  upper  part  of  the  filter,  and 
its  cock.  The  syrup  being  heavier  than  the  water  gains 
son*  of  the  filter  and  runs  first.  The  syrups  made  with 
ar  by  this  process  can  be  made  as  clear  as  water.  The 
s  are  deprived  of  their  bad  taste,  and  are  converted  into 
kind  of  syrups  of  a  clear  and  yellow  colour.  The  syrups 
nch  it  is  desired  to  separate  colouring  matter  can  be  ob- 
irectly  from  the  juice  of  cane  or  beet-root,  or  from  the 
ne  matter  produced  by  the  action  of  sulphuric  acid  upon 
laceous  matters,  before  these  juices  or  liquids  have  been 
ir  extracting  the  sugar.  The  syrup  may  likewise  be  pro- 
y  the  solution  of  all  kinds  of  sugar,  and  of  the  products 
or  quality  which  are  obtained  in  sugar  refining  under  the 
'"bastards"  and  other  sugars.  The  purpose  of  produc- 
praps  may  be  to  sell  them  in  such  a  state  for  the  ordinary 
ption,  or  to  bake  them  for  making  sugar  whiter  than  is 
I  by  the  common  process;  or  these  whitened  syrups  may 
for  discolouring  the  refined  sugar,  in  making  them  filter. 

the  loaves  for  replacing  the  use  of  the  earth  and  water. 
ect  of  the  invention  being  to  obtain  discoloured  syrups 
means  above  described,  the  discoloration  of  syrups  is 
x 
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always  proportionate  to  their  piiiniiiic  culunttion,  and  to  the 
quantity  of  charcoal  which  is  used. 

The  carbonization  of  bituminous  nchiirns  has  nothing  particu- 
lar; it  is  produced  in  closed  ressek,  as  is  done  for  producing 
animal  charcoal,  only  it  is  convenient  before  the  carbonisation  to 
separate  from  the  bituminous  schistos  the  snlphnrets  of  inm 
which  are  mixed  with  it.  Instead  of  using  the  sdnstus  or  animal 
charcoal  of  the  size  of  gunpowder,  it  can  be  reduced  to  a  powder 
still  more  fine.  Mixed  with  sand  in  this  state  a  green  quantity  of 
charcoal  discolours  better  than  powdered  leas  fine,  but  the  filtra- 
tion is  slower  and  more  difficult  to  be  regulated.  After  having 
tried  this  first  method  1  have  given  the  preference  to  the  other 
mode;  but  both  of  them  are  the  object  of  the  patent. 

In  witness,  && 


Debo8ne  v.  Fairie  and  others. 
Cor.  Lord  Abinger,  C.  B.    HiL  Vac,  1835. 

TUcUraium.  The  declaration  assigned  as  a  breach  the  using  the  said  inven- 

tion without  the  license  of  the  plaintiff. 

Pi*™.  The  defendants  pleaded,  1st,  Not  guilty;  2d,  That  the  plaintiff 

was  not  the  true  and  first  inventor  of  the  said  improvements; 
3d,  That  the  plaintiff  did  not,  by  any  instrument  in  writing, 
particularly  describe  and  ascertain  the  nature  of  the  said  inven- 
tion, and  in  what  manner  the  same  was  to  be  performed;  4th, 
That  the  plaintiff  did  not  cause  any  instrument  in  writing,  par- 
ticularly describing  and  ascertaining  the  nature  of  the  said  in- 
vention, and  in  what  manner  the  same  was  to  be  performed,  to 
be  enrolled  in  his  Majesty's  High  Court  of  Chancery  in  manner 
and  form,  &c.  (a).     On  the  above  pleas  issue  was  taken. 

Piaimiff't  cat*.  Sir  J.  Campbell  (Ludlow,  Serjt.,  and  Godson  were  with  him) 
for  the  plaintiff.  The  plaintiff  is  a  foreigner  of  great  science,  who 
has  devoted  himself  to  improvements  in  the  manufacture  of  su- 
gar.  Various  expedients  have  been  resorted  to  for  getting  rid  of 


(«)  Thw  plea  would  appear  to  bave  been  pleaded  dar  month  after  the  date  of  the  patent,  that  the 

to  raise  the  question,  whether  the  specification  was  month  did  not  begin  to  run  till  the  day  after  tbe 

enrolled  in  time.    The  patent  was  dated  29th  Sep-  date  of  the  patent,  and  that  the  patent  being  dated 

tember,  1830,  and  the  specification  was  enrolled  on  the  10th  of  May,  the  specification  enrolled  oo 

29th  November,  1830;  the  proviso  being,  that  the  the  10th  of  June,  was  in  time.  2  Camp.  294. 

enrolment  should  take  place  "  within  two  calendar  But  where  the  computation  of  time  is  to  be 

months  neit  and  immediately"  after  the  date  of  the  made  from  an  act  done,  the  day  on  which  the 

•aid  letters  patent    It  waa  objected  that  the  speci-  act  is  done  is  to  be  included  in  the  reckoning. 

tkation  was  not  in  time,  but  the  learned  Chief  Ba-  Ibid. 

ron  overruled  the  objection.    It  was  held  in  As  to  what  is  in  issue  under  this  plea,  see  L** 

Watson  ▼.  Peon,  %  Practice,  Pr.  F.  XXI,  n.  t. 
the  proviso  being  for  enrolment  within  one  calen* 
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purities  and  colouring  matter  of  the  cane  juice,  or  when 
i  the  state  of  raw  sugar  imported  from  the  West  Indies. 
Ier*s  bags  have  been  employed  for  this  purpose;  these 
some  portion  of  the  impurity,  but  much  impurity  and 
ng  matter  remains,  and  to  get  rid  of  this,  bullocks' 
whites  of  eggs,  and  other  things,  are  employed  with  par- 
ses*. Charcoal  was  at  last  thought  of,  and,  in  1814,  Mr. 
eau  had  a  patent  for  the  use  of  charcoal,  and  his  method 
ed  in  throwing  the  charcoal,  in  a  state  of  powder,  into  the 

The  objections  to  this  method  were,  that  a  considerable 
y  of  charcoal  was  lost,  and  adhered  to  the  syrup,  which 
uently  was  not  drawn  off  in  the  pure  state  it  ought  to 
een. 
plaintiff's  invention  consists  in  using  a  bed  of  charcoal ; 

applicable  not  only  in  the  refinement  of  sugar  in  this 
y,  but  in  making  the  cane  juice  into  raw  sugar  in  the 
Indies.  The  first  process  in  making  sugar  is  to  bruise  the 
nd  extract  the  juice.  The  juice  is  then  passed  through 
beds  of  charcoal  before  granulation.  By  this  invention 
ul  sugar  may  be  made  from  potatoes,  beet-root,  or  mo- 
defendants  imitate  the  plaintiff's  invention;  they  pass  the 
through  Schroder's  bags,  and  receive  it  into  vessels  below, 
t  of  which  is  a  bed  of  charcoal,  through  which  the  syrup 
ttes. 

itness  was  called  for  the  plaintiff,  who,  on  the  voir  dire,  P'amtiff^  «w- 
that  he  had  a  license  from  the  plaintiff  to  use  the  inven- 

yder  objected  to  his  competency,  on  the  ground  that  he 
terested  in  the  continuance  of  the  monopoly  under  the 
which  a  verdict  for  the  defendants  would  destroy, 
r.  Campbell:  This  verdict  would  not  affect,  and  could  not 
sn  in  evidence  against,  the  witness.    The  patent  may  be 
lough  the  defendants  should  have  the  verdict. 
IAbinoer,C.B.:  The  witness  might  possibly  be  benefitted  A  licensee  mi- 
destruction  of  the  patent;  at  all  events  he  could  not  be  teeJt  ^  a™0mpe- 
I  by  this  verdict.  In  any  controversy  arising  between  him  *nt  witness  for 
5  plaintiff, it  is  obvious  that  he  could  not  be  benefitted  by  atfaction  forth* 
g  that  the  verdict  passed  against  the  defendants ;  and  as  infringement  of 
other  controversy,  no  action  at  all  could  be  maintained    e  p 
the  witness,  and  he  could  maintain  no  action  against  any 
e,  for  the  use  of  the  invention,  inasmuch  as  he  has  a  mere 

?.  Pollock,  A.  G.  (Crowder  was  with  him)  for  the  defend- 


»  witness)  was  eiimined.  The  novelty  sufficiency  of  the  specification  will  appear  from  the 
f  of  too  plaintiff's  invention  were  clearly  Chief  Baron's  summing  up,  and  the  judgment  of 
4,  and  the  nature  of  the  evidence  as  to  the      the  coust  en  the  rule  for  a  new  trial. 
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Dt/emdamti 


The  construc- 
tion of  the  let- 
ters patent  tod 
specification, 
eicept  as  to 
term*  of  art,  b 
for  the  court. 


ants.  The  plaintiff's  patent  is  taken  out  for  two  different  things, 
the  extracting  of  sugar,  and  the  refining  of  sugar  so  extracted; 
the  real  object  of  the  invention  being  merely  to  filter  the  sugar 
so  extracted,  and  to  take  out  the  colouring  matter  from  it,  and 
to  render  it  fit  for  the  market  as  fine  loaf  sugar.  The  specifica- 
tion, therefore,  and  the  letters  patent,  are  inconsistent.  Secondly, 
The  specification  does  not  show  how  the  invention  is  to  be  ap- 
plied to  cane  juice,  and  is  in  that  respect  insufficient.  Thirdly, 
As  to  the  bituminous  schistus,  no  proportions  are  specified. 
There  are  many  varieties,  and  it  has  not  been  explained  how  it 
is  to  be  distilled,  or  in  what  manner  the  sulphurets  of  iron  can 
be  expelled;  and  the  plaintiff  has  not  shown  that  the  specifica- 
tion is  sufficient  to  enable  a  person  to  practise  the  invention. 
Upon  these  grounds  the  plaintiff  should  be  nonsuited. 

Lord  Abinoer,  C.  B.:  Gentlemen  of  the  jury:  It  is  unneces- 
sary to  trouble  you  with  any  objection  that  arises  on  the  face  of 
the  patent  and  the  specification,  because,  as  these  are  matters  of 
construction,  and,  therefore,  matters  of  law,  they  cannot  in  any 
way  be  assisted  by  the  verdict,  unless,  indeed,  terms  of  art  are 
explained  by  evidence,  and  then  it  would  be  for  you  to  consider 
whether  the  evidence  produced  satisfies  you  that  the  terms  of  art 
were  used  in  the  sense  put  upon  them.  Nothing  of  this  kind 
aeceajarily  arises  in  this  case,  and  questions  arising  on  the  com- 
parison of  different  parts  of  the  specification  with  each  other,  or 
of  the  specification  with  the  patent,  will  be  reserved  fox  another 
occasion. 

The  infringement  has  been  sufficiently  proved  by  the  admis- 
sion of  the  defendants9  counsel;  they  cannot,  therefore,  sustain 
the  defence  on  that  plea. 

The  next  plea  is,  that  the  plaintiff  was  not,  at  the  time  of 
granting  the  said  letters  patent,  the  true  and  first  inventor;  now 
no  evidence  is  given  that  any  other  person,  before  the  date  of 
the  plaintiff's  patent,  ever  applied  in  use  the  particular  mode  of 
filtering  syrup,  which  this  patent  was  intended  to  introduce;  and 
in  the  absence  of  such  evidence  you  will  be  warranted  in  finding 
the  second  issue  for  the  plaintiff  (c). 

But  the  great  question  turns  on  the  third  and  fourth  issues, 
which  are  much  the  same  except  as  to  the  question  of  time, 
which  has  been  disposed  of  (tf).  The  issue  then  which  you  have 
to  try,  is,  whether  the  plaintiff  has  given  a  full  and  clear  account, 
sufficient  for  the  purpose  of  the  practice  of  the  invention.  It 
must  be  admitted  that  the  specification  is  obscure.     The  gentle- 


(c),  The  plaintiff 'h  witnesses  were  cross-exa- 
mined a*  to  the  fact,  whether  in  the  use  of  char- 
coal  according  to  Martineau's  patent  the  pow- 
dered charcoal  did  not  become  precipitated,  and 
form  a  bed  in  some  cases  of  two  or  three  inches 
thick,  to  that  the  filtration*  the  subject  of  the  plain- 


tiff's patent,  had  in  feet  taken  place,  and  the  liquor 
percolating  through  a  bed  of  charcoal  came  away 
perfectly   clear.     No  objection   founded  on  thU, 
however,  was  relied  on.    Sea  9%t€  1 10,  n.  m. 
(*<)  See  ante  154,  n.  a. 


DBB08NE  tf.   FAIBIE   AND   OTHERS.  157 

man  who  composed  it  is  not  an  Englishman,  and  he  uses  the  Tbe  \?accr^al^ 
word  "  baked"  evidently  for  boiling,  and  the  word  "  discolora-  sense  sufficient- 
tron*  for  discharge  from  colour:  but  all  that  is  conceded;  one,J51Jmr»willnot 

t«  «        ».  i    o  i  j  •        i  •/?    vitiate  a  specifi- 

would  not  be  disposed,  from  any  obscure  word  in  the  specin-  cation. 
cation,  which  might  be  interpreted  in  favour  of  the  plaintiff, 
taking  it  altogether,  to  deprive  him  of  his  patent.     But  the  spe- 
cific point  requiring  your  attention  is,  as  to  the  bituminous  schis- 
tic, whether  the  plaintiff  has  fairly  communicated  to  the  world 
engaged  in  this  sort  of  trade,  what  his  object  was.    For  he  must 
give  a  full  and  true  disclosure  of  the  nature  of  the  invention,  and 
if  he  leaves  any  part  of  his  invention  in  a  state  of  obscurity,  and 
does  not  give  definite  directions  how  to  perform  it,  he  loses  the 
advantage  of  his  patent.     The  bituminous  schistus  is  put  first, 
and  forms,  undoubtedly,  a  very  important  part  of  the  invention, 
and  persons  not  acquainted  with  the  sciences  may  be  well  ex- 
cused for  not  knowing  what  bituminous  schistus  is,  and  primd 
fade  it  is  no  objection  to  the  specification  that  those  terms  must 
be  explained  by  some  men  of  art.     Mr.  Faraday  and  the  other 
chemists  sayj  there  are  many  kinds  of  bituminous  schistus,  that 
they  vary  very  much  in  the  quantity  of  the  sulphuret  of  iron 
which  they  contain,  and  that  they  do  not  know  any  process  by 
which  the  sulphuret  of  iron  can  be  completely  expelled.     The 
plaintiff  says  the  sulphuret  of  iron  ought  to  be  expelled,  but  he 
does  not  state  which  of  the  various  bituminous  schistuses  he 
uses,  or  any  process  of  expelling  the  sulphuret  of  iron.  Now  if  a 
person  should  suppose  that  any  bituminous  schistus  would  an- 
swer the  purpose,  and  were  to  take  one  mixed  with  the  sul- 
phuret of  iron,  being  unacquainted  with  the  nature  of  it,  and 
should  attempt  to  distil  it  for  the  purpose  of  producing  charcoal, 
he  might  involve  himself  in  considerable  expense,  and  his  object 
would  be  frustrated.  On  the  other  hand,  if  you  should  find  it  in 
evidence  that  there  is  no  bituminous  schistus  that  is  proved  to 
be  used,  except  that  which  the  plaintiff  himself  supplies,  and  if 
you  should  consequently  think  that  it  was  not  improbable  he 
contemplated  the  use  of  his  own,  that  might  be  a  reason  for  his 
being  so  general;  that  as  no  party  could  find  in  England  the  sort 
which  would  answer  the  purpose,  he  might  apply  to  the  plaintiff 
who  manufactured  it  abroad,  to  get  it  for  him.     But  if  such  was 
his  intention,  that  would  destroy  the  patent. 

The  question  for  your  consideration  is  one  of  fact,  whether 
you  are  satisfied  upon  the  subject  of  the  bituminous  schistus  (e). 
This  part  I  think  doubtful,  but  the  rest  of  the  case  is  with  the 
plaintiff.  I  presume  you  would  suppose  that  any  chemist  would 
know  what  bituminous  schistus  meant;  but  the  evidence  is  that 


(e)  Tbe  learned  Chief  Baron  proceeded  to  call  the  judgments  on  the  rule  for  a  new  trial.  A  full 
attention  to  the  evidence  at  to  the  achkttus,  as  to  report  of  the  evidence  is  contained  in  the  Repertory 
the  nature  and  general  effect  of  which,  see  (pott)  in      of  Patent  Inventions  for  March,  1 835, 
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dbrosnk's  patent. 


Lord  Abinger, 
C  B.,  to  the 
jury. 


Verdict. 


there  are  various  sorts,  and  that  there  is  none  in  England  caps* 
ble  of  being  produced  without  the  sulphuret  of  iron  by  any  pro- 
cess  known  to  experienced  chemists.  It  may  be  known  in 
France,  there  may  be  various  substances  there  capable  of  pro- 
ducing it  by  calcination;  if  the  plaintiff  has  it  there  it  is  very 
likely  he  might  suppose  that  it  might  be  found  any  where  capa- 
ble of  performing  the  object;  it  is  his  misfortune  that  he  had 
not  inquired  whether  this  country  produced  the  same;  in  that 
case  he  might  have  stated  that  such  schistus  might  be  imported 
from  France,  and  that  would  have  made  the  patent  good.  Sup- 
posing you  are  of  opinion  that  there  are  various  bituminous 
schistuses  which  might  not  equally  answer  the  purpose,  and  that 
those  not  being  set  forth  in  the  specification,  it  is  probable  that 
any  person  using  the  specification  would  be  obliged  to  have  re- 
course to  the  plaintiff  to  procure  it,  I  think  the  defendants  r re 
entitled  to  your  verdict. 

The  jury  found  a  verdict  for  the  plaintiff,  stating,  in  a  reply  to 
a  question  from  the  Lord  Chief  Baron,  that  they  were  satisfied 
upon  the  evidence  that  the  bituminous  schistus  obtained  in 
England  might  be  adopted. 


in  the  Exchc-  Cor.  Lord  Abinger,  C.  B.,  Parke,  B.,  Bolland,  B.,  Alder  son,  B. 


quer. 

Eas.  T.  1835. 


Sir  F.  Pollock  having  obtained  a  rule  nisi  for  entering  a  non- 
suit, upon  the  objections  taken  at  the  trial  (ante  156),  Sir  J. 
Campbell,  A.  G.,  Ludlow,  Serjt.,  and  Godson,  showed  cause. 

There  is  on  this  record  no  plea  to  raise  the  question  of  a 
defective  title;  under  the  plea  alleging  the  insufficiency  of  the 
specification,  the  defendants  are  not  at  liberty  to  attack  the  title. 
The  title  is  good  in  all  its  parts,  for  the  extraction  of  sugar  was 
not  complete  until  the  syrup  had  granulated;  and  this  process 
could  be  applied  whilst  the  cane  juice  was  in  the  state  of  syrup; 
and  in  extracting  sugar  from  beet-root,  was  proved  to  have 
been  always  applied  before  the  sugar  was  formed.  As  to  the 
application  of  the  invention  to  cane  juice,  that  it  was  never  in- 
tended to  be  so  applied  until  it  was  boiled  and  became  syrup, 
and  in  that  state  it  was  beneficial  and  useful.  As  to  the  bitumin- 
ous schistus,  the  words  of  the  specification  are,  "  the  carboniza- 
tion of  bituminous  schistus  has  nothing  particular;  it  is  produced 
in  close  vessels,  as  is  done  for  producing  animal  charcoal,  only  it 
is  convenient,  before  the  carbonization,  to  separate  from  the 
bituminous  schistus  the  sulphurets  of  iron  which  are  mixed  with 
it"  (a).     The  schistus  is  mechanically  not  chemically  combined 


(a)  As  to  this,  it  was  distinctly  stated  by  several 
eminent  chemists,  that  the  sulphuret  of  iron  could 


not  be  got  rid  of  by  any  means  generally  known  or 
easily  practised.    Ante  167. 
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the  iron,  and,  therefore,  the  iron  could  not  be  prejudicial  to  Rule  for  a  new 
bet  the  sugar;  and,  further,  the  iron  could  be  removed  by  rw ' 
imple  mechanical  operation  of  breaking  the  schistus,  and 
j  out  the  nodules  of  iron  which  were  generally  found  in  it. 
uld,  therefore*  have  been  improper  to  have  given  a  descrip- 
>f  so  easy  an  operation  (£).     And  that,  at  all  events,  sup- 
g  the  schistus  not  completely  to  answer  the  specified  pur- 
it  was  new;  and  it  has  been  decided,  that  although  every 
if  an  invention  must  be  new,  yet  every  part  need  not  be 
1  (c).     Besides,  there  was  no  evidence  to  show  that  the 
ns  could  not  be  used  to  some  extent. 
F.  Pollock,  Sir  W.  Follett,  and  Crotoder,  in  support  of  the 
were  stopped  by  the  court 

rd  Abinger,  C.  B.:  The  doubt  which  the  court  has  had  is, 
what  rule  they  should  pronounce  in  this  case  as  to  the 
.  Certainly,  my  impression  at  the  trial  was,  that  I  ought  to 
nonsuited  the  plaintiff;  but  I  was  very  anxious  to  avoid  the 
bility  of  withdrawing  any  thing  from  the  jury,  even  a  scin- 
rf  evidence,  in  order  to  avert  the  necessity  of  another  trial, 
1,  in  a  case  like  the  present,  must  be  attended  with  great 
ise  to  the  parties.  But  I  am  free  to  own  that,  although  I 
ed  to  nonsuit  the  plaintiff  after  the  close  of  his  case,  I  felt 
strongly  that  there  really  was  no  evidence  to  go  to  the  jury. 
;  that  it  was  incumbent  on  the  plaintiff,  after  the  evidence 
t  by  his  own  witnesses,  to  have  proved  that  bituminous 
tus,  as  found  in  this  country,  might  be  used  without  detri- 
,  after  having  been  exposed  to  the  process  of  distillation, 
1  he  describes,  but  without  removing  the  iron.  I  well  re- 
ber  that  Sir  F.  Pollock  had  taken  the  objection  very  strongly 
it  had  been  proved  in  the  cause  that  the  presence  of  iron 
disadvantageous,  and  admitted  to  be  disadvantageous,  not 
e  qualified  sense  in  which  it  has  been  urged  on  this  occasion, 
bat  although  it  rendered  the  process  less  efficacious,  it  did 
leprive  it  of  all  efficacy,  but  that  the  presence  of  it  was  posi- 
7  injurious.  I  so  understood  it,  and  I  must  do  the  defend- 
counsel  the  justice  of  saying  that  such  was  my  understand- 
f  it,  on  the  representation  of  both  sides.  With  that  under- 
ling I  felt  that  the  plaintiff  was  bound  either  to  have  shown 
there  was  some  known  process  of  extracting  it,  which  he  did 
or  to  have  shown  that  there  was  some  bituminous  schistus 
a  might  be  found  in  England,  with  the  iron  not  entirely  ex- 
sd,  that  yet  might  be  used  with  effect;  and  on  looking  to  my 
\  I  could  not  find  any  such  evidence.  Mr.  Derosne's  agent 
been  examined  at  great  length,  and  gave  his  evidence  in 

The  case  of  Savory  v.  Price,  ante  83,  was  (c)  The  cases  here  referred  to  are  Lewit  v.  Mar* 

i  support  of  this  argument,  but  it  hardly  ap-       linn,  10  B.  &  C.  22,  and  Haworth  v.  Hardcartle, 
>  the  circaaofttnce*  of  the  present  case.  1  Bing.  N.  C.  182.    As  to  these,  see  ante  42,  n. 


*i(*0  derosne's  patent. 

Rmfefir  m  new  rather  an  irregular  manner,  so  as  to  make  it  very  difficult  to  take 
truj  *  it  down  on  my  notes ;  and  from  the  short  note  I  took  of  that 

witness's  evidence,  I  felt  some  doubt  in  my  own  mind  whether 
he  had  not  stated  some  feet  which  had  escaped  me  at  the  time, 
which,  on  further  investigation,  might  supply  that  defect  in  some 
minute  degree ;  and  I  must  own  it  was  more  with  that  impres- 
sion that  I  left  the  case  to  the  jury,  than  on  any  conviction 
of  my  own  mind  that  the  plaintiff  had  made  out  a  case;  and 
then  I  wrote  the  note  which  I  have  read,  that  if  I  was  wrong 
in  leaving  it  to  the  jury,  the  defendants'  counsel  should  have 
the  benefit  of  it  on  moving  for  a  nonsuit.  Now,  that  being 
the  case,  I  cannot  but  feel  that  the  defendants  are  placed  in 
the  situation,  by  my  having  so  acted,  of  being  compelled  to 
make  this  motion.  If  I  had  nonsuited  the  plaintiff,  he  then 
must  have  applied  to  the  court,  and  suggested  any  misunder- 
standing that  had  arisen  at  the  trial,  for  the  purpose  of  ob- 
taining a  new  trial;  or  he  might  have  stated  that  he  himself 
was  surprised  by  the  objection,  and  could  have  answered  it  by 
evidence,  if  he  had  been  fully  aware  of  it;  that  is,  that  had  the 
plaintiff's  counsel  been  aware  that  the  defendants  meant  to 
make  this  sort  of  objection,  that  bituminous  schistus,  such  as  is 
found  in  England,  could  not  be  used  with  advantage  in  this  pro- 
cess, he  would  have  had  abundant  evidence  to  rebut  it.  If  I 
remember  rightly,  that  was  suggested  at  the  close  of  my  sum- 
Party  entitled  ming  up.  Now,  the  question  is,  on  what  terms  we  ought  to 
**  iuT  X*  Duo  a^ow  ^8  inqu"y»  and  it  appears  to  me,  that  as  the  defendants 
pay  the  costs  of  were  entitled  to  a  nonsuit,  and  would  be  entitled  to  a  nonsuit  if 
a  new  trial.  jt  were  not  for  that  suggestion)  they  ought  not  to  pay  the  costs 
of  the  new  trial.  Then  a  question  has  arisen,  whether,  if  there 
was  any  real  misunderstanding,  the  plaintiff  ought  to  pay  the 
costs  of  the  new  trial?  It  is  plain,  that  if  I  had  nonsuited  the 
plaintiff,  and  he  had  applied  to  set  aside  the  nonsuit,  and  there 
had  been  nothing  irregular  or  improper  in  the  conduct  of  the 
defendants,  he  would  have  had  to  pay  the  costs  of  the  new  trial. 
The  reason  the  court  is  induced  to  grant  a  new  trial  is,  to  have 
the  matter  more  fully  explained  as  to  what  is  the  use  of  the 
bituminous  schistus,  and  what  was  the  real  effect  of  it  in  its 
operation;  and  that  being  the  case,  the  court  is  disposed  to 
pronounce  this  rule.  I  will  first  state  the  rule  which  the  court 
is  disposed  to  pronounce,  and  will  then  state  some  reasons  why 
we  have  come  to  that  judgment.  The  rule  will  be — that  die 
verdict  should  be  set  aside,  that  a  new  trial  should  be  had,  and 
that  the  costs  of  the  new  trial  shall  be  costs  in  the  cause  if  the 
defendants  obtain  a  verdict  finally,  but  shall  not  be  costs  in  the 
cause  if  the  plaintiff  obtains  a  verdict.  The  new  trial  is  granted 
for  the  plaintiff's  benefit,  to  enable  him  to  make  out  the  case 
which  he  failed  in  doing  at  the  first  trial.     We  think  it  right, 
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however,  to  dispose  of  some  of  the  objections  that  have  been  Rule  for « new 
made.  triaU' 

One  objection  to  the  plaintiff's  specification  is  rested  on  the 
ground,  that  it  does  not  set  forth  that  double  process  which  was 
Co  be  expected  from  the  title  of  the  patent.     It  is  unnecessary 
now  to  solve  that  difficulty,  as  the  court  doubts  whether  or  not, 
since  the  new  rules  of  pleading,  that  objection  is  fairly  let  in  by 
the  present  pleas.     The  objection  is,  that  the  plea  states  the 
plaintiff's  specification  to  be  insufficient,  whereas  it  is  said,  that, 
supposing  we  think  it  adequate,  it  is  sufficient  to  describe  the 
invention  that  he  really  had  made,  even  if  it  be  not  sufficient  to 
describe  the  second  branch  of  the  invention  set  forth  in  this 
patent ;  and  the  defendants  may  avail  themselves  of  the  objec-  Th«  objection 
tkro,  that  the  plaintiff  has  taken  out  a  patent  too  large  for  his  ul^thSn16!^ 
invention,  by  putting  in  an  additional  plea  in  a  different  form  invention,  not 
from  that  stated  on  this  record.     We  do  not  think  the  question  ^}eaof  the*  in- 
necessarily  arises  at  present,  or  that  it  calls  for  an  ultimate  sufficiency  of 
decision ;  because  we  think,  on  consideration,  that  the  double  tion.SpeC1  °*" 
process,  or  both  the  branches  of  the  invention  mentioned  in  the 
patent,  are  sufficiently  described  in  the  specification.     I  have 
come  to  that  conclusion  in  consequence  of  the  discussion  on  this 
motion.     The  patent  purports  to  be  a  patent  for  an  improve- 
ment in  extracting  sugar  from  the  cane  juice,  as  well  as  the 
refining  of  sugar  subsequently.     Now,  it  appeared  on  the  evi- 
dence, that  the  only  attempt  to  use  it,  when  applied  to  the 
cane  juice  before  it  was  boiled,  failed ;  but  I  think,  on  the  in-     ' 
rcstigation  to-day,  it  does  appear,  though  it  is  very  awkwardly 
expressed,  that  he  did  mean  in  his  specification  to  embrace  both 
branches  of  the  title  of  his  invention,  in  this  way — I  mean  to 
apply  my  invention  to  the  refining  of  sugar  by  melting  the  mus- 
covado (or  granulated)  sugar,  and  bringing  it  into  syrup,  and 
then  applying  the  invention  to  it,  or  by  applying  it  in  the  pro- 
cess of  extracting  the  sugar  from  the  cane  juice  before  it  is 
baked  and  made  into  syrup.     Mr.  Godson  has  given  a  satisfac- 
tory solution  of  that  obscure  passage  in  his  client's  specification, 
tnd  rendered  it  more  satisfactory  by  the  words  immediately  fol- 
lowing, because  he  presented  in  opposition  the  case  of  extracting 
nigar  from  the  cane  juice,  and  of  refining  the  sugar  after  it  has 
been  boiled   and   manufactured  into  muscovado   sugar;   and, 
therefore,  construing  it  with  that  view,  it  appears  to  me  that  he 
meant  to  use  the  word  "  extract"  in  the  sense  in  which  the  che- 
mists, who  were  called  as  witnesses,  said  they  understood  it,  and 
that  he  meant  also  to  extract  sugar  or  syrup  from  the  juice 
before  it  is  baked  and  made  sugar;  but  it  is  in  evidence  that  it 
is  made  into  syrup  before  it  comes  into  that  degree  of  baking, 
by  the  action  of  fire,  as  to  make  it  granulate;  it  is  made  into 
syrup  after  it  has  derived  a  certain  consistency  by  passing  one, 
two,  or  three  coppers,  but  it  must  pass  through  two  others 
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Lord  Abingtr,    before  it  is  in  a  state  to  granulate,  and  to  be  made  sugar;  there- 
*    '  fore  I  think  the  expression  "  extract"  may  be  fairly  understood 

to  mean  the  process  to  be  applied  with  advantage  to  the  extract- 
ing of  syrup  from  cane  juice,  before  it  arrives  at  that  consistency 
at  which  granulation  takes  place,  so  as  to  make  it  into  sugar; 
and  with  that  explanation  I  think  the  objection  that  was  made  is 
removed.     Supposing  the  specification  is  good  in  other  respects 
as  compared  with  the  evidence,  on  the  face  of  it  it  must  be 
understood  to  be  a  specification  of  both  branches  of  that  inven- 
tion, and  if  so  that  objection  is  removed.    I  think  also  the  word 
"  improvements"  was  relied  on  as  being  in  the  plural  number; 
but  that  is  of  no  consequence,  because  he  may  mean  that  every 
An  improve-     part  of  his  process  is  to  be  treated  as  an  improvement.     It  is  a 
wuh1  VaUwMi phrase  that  may  be  reconciled  to  the  fact,  because  syrup,  in  the 
improvement  in  proper  meaning  of  the  word,  is  not  extracted  from  the  cane  juice 
ateproces*.     "  any  more  than  sugar  is;  but  in  the  process  of  what  is  called  ex- 
tracting sugar  from  the  cane  juice,  it  is  made  into  syrup,  and, 
therefore,  if  it  is  an  improvement  in  extracting  sugar,  a  fortiori 
it  may  be  said  to  be  an  improvement  in  extracting  syrup. 

Upon  the  main  point,  however,  that  respecting  the  bituminous 
schistus,  nothing  that  I  have  heard  has  removed  my  original  im- 
pression, that  there  was  no  evidence  to  show  that  this  process, 
carried  on  with  bituminous  schistus  combined  with  any  iron 
whatsoever,  would  answer  at  all.  The  plaintiff  himself  has  de- 
clared that  in  that  bituminous  schistus  which  he  himself  fur- 
nished, the  whole  of  the  iron  was  extracted;  and  it  appears  that 
it  was  admitted  by  the  counsel  that  the  presence  of  iron  would 
not  only  be  disadvantageous,  but  injurious.  Thus  then  it 
appearing  by  the  evidence  that  in  all  the  various  forms  in  which 
the  article  exists  in  this  country,  sulphuret  of  iron  is  found,  and 
the  witnesses  not  describing  any  known  process  by  which  it  can 
be  extracted,  it  appears  to  me  that  the  plaintiff  ought  to  prove 
if  a  substance  one  of  two  things — either  that  the  sulphuret  of  iron  in  bitumiri- 
knownCconuins  ous  schistus  is  not  so  absolutely  detrimental  as  to  make  its  prc- 

a  foreign  matter,  gence  disadvantageous  to  the  process  (in  which  case  this  pa- 
rt must  be  shown  ...  j  r  v  .  ,r 
either  that  such  tent  would  be  good),  or  that  the  process  of  extracting  the  iron 
foreign  matter  is  from  ft  -l8  so  si,npie  and  weu  known,  that  a  man  mav  be  able  to 

not  detrimental,  .  *  i       ,  .  .  ,  .  ,  .  , 

or  that  it  can  be  accomplish  it  with  ease.  As  the  bituminous  schistus  which  was 
easily  removed.  procured  and  used  was  exclusively  that  which  was  furnished  by 
the  plaintiff,  not  in  its  original  state,  but  after  it  had  undergone 
distillation,  and  been  made  into  charcoal  in  a  foreign  country, 
and  as  in  that  stage  of  its  preparation  it  could  not  be  discovered 
by  examining  it  whether  it  was  made  from  one  substance  or 
another  (the  residuum,  after  distillation,  of  almost  every  matter, 
vegetable  as  well  as  animal,  being  a  charcoal  mixed  more  or  less 
with  other  things),  then  there  is  only  the  plaintiffs  statement  to 
prove  that  the  substance  which  was  furnished  by  him  and  used, 
was  charcoal  of  bituminous  schistus.     It  appeared,  also,  that  he 
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had  declared  to  one  of  the  witnesses  that  he  had  extracted  all  RuUfarantw 
the  iron  from  the  substance  so  sent,  and  that  it  also  underwent  *rm/' 
another  process.     I  am,  therefore,  of  opinion,  that  without  con- 
sidering whether  or  not  the  patent  would  be  avoided  by  the  pro- 
cess requiring  the  use  of  means  to  extract  the  iron  from  the 
bituminous  schistus,  which  were  kept  secret  by  the  patentee,  he  The  plaintiff 
has  not  shown  in  this  case  that  what  he  has  described  in  the  t^itsta^ef 
patent  could  be  used  as  so  described,  without  injury  to  the  mat-  named  will  an- 
ter  going  through  the  process.    Under  all  these  circumstances,  I  p^Vprofe^ed. 
think  that  the  plaintiff  ought  to  have  given  some  evidence  to 
show  that  bituminous  schistus,  in  the  state  in  which  it  is  found 
and  known  in  England,  could  be  used  in  this  process  with  ad- 
rantage,  and  as  he  has  not  done  that  the  defendants  are  entitled 
to  a  nonsuit;  but,  at  the  same  time,  as  it  is  alleged  that  the  plain- 
tiff may  supply  the  defect  of  proof  as  to  the  schistus  on  a  new 
trial  by  other  evidence,  we  are  desirous  that  the  patent,  if  a  good 
one,  should  not  be  affected  by  our  judgment,  and  think  it  right 
to  direct  a  new  trial  on  the  terms  which  have  been  stated. 

Parke,  B. :  I  entirely  agree  with  myLordAbinger  with  respect 
to  the  construction  of  the  patent.     We  cannot,  on  the  face  of 
this  patent,  say  that,  comparing  it  with  the  specification,  it  is 
Toid.    The  specification  does,  on  the  whole,  truly  describe  the 
nature  of  the  invention,  as  declared  in  the  patent,  nor  does  there 
appear  to  be  sufficient  obscurity  in  the  clause  with  reference  to 
the  baking  to  avoid  the  patent  on  that  ground.     But  it  seems  to  The  plaintiff 
me  to  have  been  clearly  the  duty  of  the  plaintiff  to  have  done  JSe^ub^Tnie*1 
one  of  two  things,  viz.  either  to  have  shown  that  bituminous  described  will 
schistus,  with  the  admixture  of  sulphuret  of  iron  as  it  is  known  ^m  ten^ficfai-" 
to  exist  in  England,  would  answer  the  purpose  beneficially,  or  Iy,  or  that  the 
thai  the  sulphuret  could  be  removed  by  any  practical  man,  so  as  {^can^oe  re„at" 
to  give  no  colour  to  the  syrup.  Now  I  have  certainly  sonus  doubt  moved  by  any 
whether  there  was  not  evidence  for  the  jury  that  a  practical  man  Practlc    man# 
acquainted  with  the  subject  might,  without  much  difficulty,  effect 
that  removal  to  such  an  extent  that  it  might  not  be  sufficient  to 
give  any  colour  to  the  sugar,  and,  therefore,  not  be  prejudicial  at 
all ;  but  as  my  Lord  Abinger,  upon  the  evidence  before  him  at 
the  trial,  seems  to  think  otherwise  on  this  last  point,  I  entirely 
concur  with  him  as  to  the  terms  on  which  I  think  a  new  trial 
ought  to  be  granted. 

Bolland,  B. :  I  perfectly  agree  with  the  view  that  has  been 
taken  of  this  matter  by  the  court.  The  objection  made  was  that 
the  title  of  this  patent  was  too  large  for  the  specification.  Now, 
had  that  appeared  to  be  the  fact,  I  should  have  felt  myself  bound 
by  that  rule  of  law  which  I  have  always  understood  to  prevail  in 
cases  of  this  sort,  viz.  that  where  a  title  is  set  out  in  the  patent 
it  is  the  bounden  duty  of  the  patentee  to  specify  the  whole  set 
out  in  that  title;  but  it  appears  to  me,  for  the  reasons  that  have 
been  already  given  by  Lord  Abinger,  that  the  objection  to  the 
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*.<irWr  B.  title  is  sufficiently  removed.  Very  early  in  tike  argument  it 
appeared  to  me  that  justice  could  not  be  done  in  this  esse  un- 
less we  granted  a  new  trial,  because  on  the  judge's  notes  it 
appeared  that  no  evidence  had  been  given  by  the  plaintiff  that 
bituminous  schistus,  procured  from  whatever  place  in  which  that 
substance  could  be  found,  would  answer  the  purpose  intended. 
The  only  evidence  which  the  plaintiff  gave  that  bituminous  schis- 
tus, when  used  in  the  process  described,  produced  the  desired 
effect,  applied  to  a  pulverized  substance  which  the  witness  had 
purchased  from  the  plaintiff  at  Paris.  Now,  if  the  plaintiff  had 
gone  on  to  show  that  that  substance  was  bituminous  schistus,  to 
which  nothing  had  been  done,  but  that  it  produced  the  effect  in 
its  natural  state,  a  great  portion  of  the  difficulty  would  have  been 
removed;  but  that  not  being  proved,  it  was  left  in  doubt  whether 
all  bituminous  schistus  would  produce  the  effect  attributed  to  it 
in  the  patent.  Without  doubt  the  onus  of  that  proof  lay  on  the 
plaintiff.  An  authority,  if  wanting,  may  be  found  in  the  judg- 
ment of  B tiller,  J.,  in  the  very  early  case  of  Turner  v.  Winter  (a); 
and  that  very  learned  judge  added  a  most  extensive  acquaintance 
with  the  subject  of  patent  right  to  that  knowledge  of  law  in  which 
he  was  at  least  equal  to  any  person  who,  before  or  since  his  time, 
has  occupied  a  seat  on  the  bench.  I  wiU,  therefore,  advert  more 
particularly  to  his  judgment  in  that  case,  in  order  to  adopt  its 
terms  in  application  to  the  present.  That  patent  had  been  taken 
out  for  producing  yellow  paint,  to  be  applied  in  the  process  of 
painting  in  oil  or  in  water  colour.  The  patentee  attributed  to 
this  patent  also  another  quality,  viz.  making  white  lead  and  sepa- 
rating the  mineral  alkali  from  the  common  salt;  and  Mr.  Justice 
Buller,  in  giving  judgment,  said,  "  I  do  not  agree  with  the  coun- 
sel who  have  argued  against  the  rule,  in  saying  that  it  was  not 
necessary  for  the  plaintiff  to  give  any  evidence  to  show  what  the 
invention  was,  and  that  the  proof  that  the  specification  was  im- 
proper lay  on  the  defendant;  for  I  hold  that  a  plaintiff  must 
give  some  evidence  to  show  what  his  invention  was,  unless  the 
other  side  admit  that  it  has  been  tried  and  succeeds.  But  wher- 
ever the  patentee  brings  an  action  on  his  patent,  if  the  novelty 
or  effect  of  the  invention  be  disputed,  he  must  show  in  what  his 
invention  consists,  and  that  he  produced  the  effect  proposed  by 
the  patent  in  the  manner  specified.  Slight  evidence  of  this  on 
his  part  is  sufficient,  and  it  is  then  incumbent  on  the  defendant 
to  falsify  the  specification"  (&).  In  this  case  the  plaintiff  contents 

,„,     ,  .   .„     himself  by  merely  savins:,  that  bituminous  schistus  will  answer 

The  plaintiff         .  .  ,    ,     ,        i  ,      . 

must  show  that  the  purpose  intended;  but  he  ought  in  my  opinion  to  have  gone 
the  suiMance     farther,  and  shown  that  any  bituminous  schistus  fairly  procured) 

named  will  sue-     .  *  .  J  .  .  /   r 

ceed.  either  from  chemists  in  the  habit  of  selling  that  article,  or  in  any 


(a)  1  T.  R.  602;  Dav.  Pat.  C.  145,  and  ante  77.  (b)  See  ante  81. 
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other  way,  would  have  also  sufficed  for  the  purpose  intended ;  Pule  fir  a  new 

whereas  he  has  merely  shown  that  the  preparation  made  by  him- trml' 

self  it  Paris  (with  the  ingredients  of  which  we  are  not  at  all 

acquainted,  any  farther  than  that  he  told  the  witness  that  the 

iron  had  been  taken  out  of  it)  produced  the  desired  effect;  he  was 

bound  to  have  informed  the  public  how  the  iron  was  removed 

from  the  schistus,  or  to  show  that  its  presence  was  immaterial. 

On  these  grounds,  as  well  as  for  the  reasons  given  by  my  Lord 

Chief  Baron,  I  think  a  new  trial  ought  to  be  had. 

Aldeusox,  B. :  I  quite  agree  with  the  view  the  rest  of  the 
court  have  taken  in  this  case.  The  first  objection  to  the  validity 
of  the  patent  arises  upon  the  ground,  that  the  title  of  the  patent 
is  too  general,  and  has  been,  I  think,  already  answered  satisfac- 
torily by  the  court;  and  I  certainly  entertain  considerable  doubts 
whether  it  is  open  to  be  taken  on  these  pleadings.  With  respect 
to  the  other  point,  the  question  arises  on  the  validity  of  the  spe- 
cification. Now  a  specification  must  state  one  or  more  methods  A  specification 
which  can  be  followed  for  the  purpose  of  accomplishing  and  JJ™*{  one^me- 
carrying  into  effect  the  invention.  One  of  the  methods  stated  in  *h°d  which  will 
this  case  is  the  application  of  a  filter  composed  of  charcoal, 
formed  by  the  distillation  or  carbonization  of  bituminous  schis- 
tus. It  must,  therefore,  be  shown  that  the  purpose  will  be 
accomplished  by  following  that  method.  It  appears,  too,  that 
there  is  some  little  doubt  entertained,  whether,  if  iron  be  present 
in  the  charcoal  formed  from  the  carbonization  of  bituminous 
tchistus,  the  experiment  of  depriving  sugar  of  colour  in  this  par- 
ticular manner  does  not  altogether  fail.  With  respect  to  that,  on 
reading  the  notes  I  should  have  entertained  some  doubt,  but  it 
is  much  more  competent  for  my  Lord  to  decide  than  for  a  judge 
who  was  not  present  at  the  trial.  Certainly  if  any  admission 
was  made  that  the  presence  of  iron  would  be  a  detriment  to  the 
operation,  without  confining  that  admission  to  its  being  a  less 
perfect  mode  of  exhibiting  the  experiment  than  otherwise  would 
be  the  case,  that  undoubtedly  would  be  a  ground  for  a  nonsuit. 
Bat  had  it  been  shown,  either  that  bituminous  schistus,  deprived 
of  iron,  could  be  made  by  a  process  known  to  ordinary  chemists 
of  skill,  or  that  it  was  a  substance  capable  of  being  ordinarily 
purchased  in  the  market  as  an  article  of  commerce,  it  would  have 
been  unnecessary  to  have  shown  the  operation  of  separating  the 
iron  from  it;  if  its  presence  in  the  bituminous  schistus  was  a 
positive  detriment  to  the  process  of  depriving  the  sugar  of  colour, 
then  indeed  the  patent  would  fail.  Under  all  the  circumstances 
[  quite  concur  in  the  view  the  rest  of  the  court  have  taken,  as 
well  as  in  the  terms  on  which  this  case  ought  to  go  down  to 
mother  jury. 

Rule  for  a  new  trial  accordingly. 
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No  new  trial  took  place,  the  plaintiff  having  in  which,  instead  of  the  tem  discoloring,  the  terw 

entered  a  disclaimer  and  memorandum  of  altera-  "  removing  the  colour  from  or  whitening  and  pari* 

tton  under  the  provisions  of  Lord  Brougham's  act  fying"  were  employed.     The  process  to  he  adopted 

(5  &  6  W.  4,  c.  83,  ft.  1),  which  was  passed  and  was  described  in  nearly  the  same  terms,  omiuiog 

came  into  operation  almost  immediately  after  the  all  mention  of  bituminous  scbistus,  so  that  the 

above  decision.     The  plaintiff  by  this  instrument,  claim  was  confined  to  the  whitening  or  purifying 

enrolled  16th  August,  1836,  substituted  as  the  title  the  syrups  by  filtration  through  beds  of  granalated 

of  the  patent  the  following:  ••  a  certain  improve-  animal  charcoal.    The  use  of  bituminous  schistts 

ment  or  certain  improvements  to  be  used  to  the  and  of  sand  was  disclaimed,  on  the  ground  that 

course  of  the  process  of  extracting  sugar  or  syrup  the  former,  as  found  in   England,  could  not  be 

from  cane  juice  and  other  substances  containing  used  so  beneficially  as  the  animal  charcoal,  and 

sugar,  and  also  to  be  used  in  the  course  of  the  that  the  use  of  the  latter  was  attended  with  some 

process  of  refining  sugar  and  syrup,  for  the  pur-  practical  difficulties.     The  other  alterations  wen 

pose,  in  either  case,  of  removing  the  colour  from  declared  to  be  made  for  the  purpose  of  rendering 

or  whitening  and  purifying  such  sugar  or  syrup  the  meaning  of  the  specification  more  dear  and 

respectively."     The    original   specification   was  intelligible  to  the  public, 
set  forth  therein,  and  another  substituted  for  it, 
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Titu.  Letters    patent,   2  July,  1829,    to  Elijah   Galloway,  "for 

certain  improvements  in  steam  engines,  and  in  machinery  for 
propelling  vessels,  which  improvements  are  applicable  to  other 
purposes." 

Specification.  \y  the  said  Elijah  Galloway,  do  hereby  declare,  that  the  nature 
of  my  said  invention  consists — First,  in  an  improvement  of  the 
steam  engine,  whereby  I  am  enabled  to  obtain  a  rotary  motion 
from  the  alternating  action  of  the  axis  of  a  piston,  which  piston 
makes  about  three-fourths  of  a  revolution  within  the  steam 
cylinder;  and,  secondly,  in  an  improvement  on  paddle  wheels 
for  propelling  vessels,  whereby  the  float-boards  or  paddles  are 
made  to  enter  and  come  out  of  the  water  in  positions  the  best 
adapted,  as  far  as  experiments  have  determined  the  angle,  for 
giving  full  effect  to  the  power  applied.  And  I  do  hereby 
describe  the  manner  in  which  my  said  invention  is  to  be  per- 
formed by  the  following  description  thereof,  reference  being  had 
to  the  drawing  hereunto  annexed,  and  to  the  figures  and  letters 
marked  thereon. 

*  *  *  *  *  *     0*) 

It  is  only  necessary  further  to  add,  that  the  improvement  in 
the  steam  engine  is  applicable  to  engines  for  driving  machinery 
on  land,  and  for  raising  water,  as  well  as  for  marine  purposes ; 
and  that  the  improvement  in  the  paddle  wheels  may  be  applied 
to  undershot  water  wheels  as  well  as  for  propelling  vessels. 

Claim.  Now  whereas  I  claim  as  my  invention — First,  as  regards  my 

(a)  Here  follows  the  description  of  the  draw.  or  machinery  for  propelling  vessels.  The  portions 
ings ;  the  first  part  describing  that  part  of  the  material  for  understanding  the  subsequent  legal 
invention  which  relates  to  steam  engines,  and  the  proceedings,  are  sufficiently  set  forth  in  the  sum- 
second  part  that  which  relates  to  paddle  wheels,  ming  up  of  the  learned  judge.    Pott. 
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stent  in  steam  engines,  the  mode  of  obtaining  a  rotary 
rom  an  alternate  motion  of  the  piston,  by  means  of  the 
the  mortice  »,  and  the  pin  or  bearing  i,  or  by  means  of 
tianism  or  combination  of  levers  shown  at  figure  4;  and, 
r,  as  regards  my  improvements  on  machinery  for  pro- 
ressels,  the  mode  hereinbefore  described  of  giving  the 
angle  to  the  paddles  by  means  of  the  rods  g,  h,  i9  j,  and 
ent  stems  marked/,  the  disc  A,  and  the  crank  b. 

In  witness,  &c. 


provements  in  the  machinery  for  pro- 
sels,  consisted  in  a  mode  of  constructing 
wheels,  so  that  the  floats  might  enter 
the  water  at  any  required  angle ;  the 
n  does  not  profess  to  give  any  directions 
est  angle,  but  only  to  point  out  the  me- 
neans  by  which  the  selected  angle  may 
I  in  practice.      See  per  Alderson,  B., 

omroon  wheel,  the  paddle  or  float-board 
surface  obliquely,  the  consequence  of 
i  shock  on  entering,  and  a  lifting  of  the 
il  water  on  quitting,  the  water ;  whence 
ible  loss  of  power,  and  an  unpleasant 
motion  in  the  vessel.  It  has  been  at- 
>  obviate  these  inconveniences  by  iroi- 
the  paddles  or  floats  the  feathering  of 
in*s  oar,  and  to  give  to  the  floats  a  cer- 
of  position. 

lanan  (18  October,  1813)  had  a  patent 
ect,  which  the  speciflcation  announced 
wing  terms: — "  And  moreover  in  such 
tay  require  that  the  position  of  all  the 
raid  be  changed  at  the  same  time  with 
rorrounding  fixed  objects,  by  a  motion 
to  that  of  feathering  or  changing  their 
I  do  produce  such  and  the  said  change 
1-koown  means  of  construction.*' 


This  contains  a  distinct  communication  of  the 
principle  of  giving  different  angles  to  the  paddles, 
and  subsequent  invention  must,  therefore,  be  con- 
fined to  the  means  for  carrying  out  the  principle 
into  practice,  or  for  producing  the  same  effect. 
The  method  described  by  Buchanan  consisted  in 
making  the  float-boards  turn  on  horizontal  spin- 
dles, by  means  of  cranks  with  arms  or  spokes 
connected  to  a  collar  revolving  upon  a  hollow 
drum,  fixed  to  the  side  of  the  vessel,  so  that  the 
floats  should  enter  and  leave  the  water  at  right 
angles  to  the  surface. 

The  object  of  this,  and  all  subsequent  inven- 
tions, is  to  make  the  floats  enter  and  leave  the 
water  at  an  angle  differing  from  the  angle  in  the 
common  paddle  wheel,  that  is,  at  some  angle  dif- 
ferent from  the  radial  angle;  the  avoiding  the 
radial  angle  seems  to  have  been  the  great  object, 
and  has  been  the  subject  of  a  great  variety  of 
patents.  These  moveable  floats  have  not  generally 
been  successful  in  practice,  and  Galloway  had  a 
subsequent  patent  for  improvements  in  paddle 
wheels,  the  invention  in  which  consists  in  a  di- 
vided float-board,  the  several  parts  of  which  are 
fixed  and  arranged  according  to  an  assigned 
law.  This  patent  was  litigated  in  Galloway  v. 
Bleadon. 
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Cor.  Sir  L.  Shadwell,  V.  C,  Trin.  Vac.  1835. 


In  Chancery. 


a  motion  to  dissolve  an  ex  parte  injunction  obtained 
ain  the  defendants  from  infringing  the  preceding  patent, 
tad  been  assigned  to  the  plaintiffs. 
/ice  Chancellor. — The  question  in  the  case  is  simply, 
r  the  eccentric  motion  is  produced  by  the  adoption  of  the 
tmbination  of  machinery  by  the  defendants  as  the  plain- 
i  entitled  exclusively  to  use.  Upon  reading  the  specifi- 
it  appears  that  a  particular  combination,  insisted  on,  is 
sd  under  the  items  rods,  bent  stems,  disc,  and  crank.  If 
Jloway  had  been  asked  at  the  time  he  gave  this  descrip- 
lether  he  meant  the  disc  should  revolve  on  a  crank  only, 
it  should  be  made  to  revolve  by  any  other  suitable 
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Sir  L.  Skadwii,  means,  his  reply  might  have  been  general;  but  as  be  has  thought 
"  proper  to  specify  a  crank,  the  question  to  determine  is,  whether 

the  eccentric  axis  with  a  collar  in  the  defendants'  contrivance,  u 
the  same  as  a  crank  in  that  of  the  plaintiffs'.  The  term  crank 
is  a  relative  term,  and  might  have  reference  to  some  particular 
piece  of  machinery.  The  arrangement  adopted  by  the  defend- 
ants is  a  roost  important  variation  from  the  invention,  for  instead 
of  weakening  the  action  of  the  paddle  wheel,  that  is  preserved 
entire,  unbroken,  and  unencumbered.  That  perpetual  vibra- 
tion, or  destroying  power,  as  it  might  be  termed,  on  the  outer 
part  of  the  frame  work  that  supports  the  wheel,  is  entirely 
avoided,  and  the  vibration  at  the  centre  of  the  disc  within  the 
wheel  is  transferred  from  a  part  of  the  machinery  least  able  to 
bear  it  to  the  side  of  the  vessel,  that  is  made  strong  for  the 
purpose ;  and  although  it  might  be  said  the  action  of  the  rods 
on  one  side  of  the  float-boards  might  distort  them  a  little,  that 
inconvenience  might  be  more  than  counterbalanced  by  other 
advantages.  The  alteration  is,  therefore,  not  merely  colourable, 
but  primd  facie  a  decided  improvement  by  the  introduction  into 
a  combination  of  three  things  of  that  which  is  not  noticed  at  all 
The  question  of  in  the  specification.  That  is,  however,  the  proper  question  for 
the  identity  of    a  ;urv  to  consider:  the  court  had  merely  to  decide  what  was  to 

two  mechanical .        ,  *       .       ,  .  _  _  .  J  ..  ,  .  .  y 

contrivance*,  it  be  done  in  the  mean  time.  Now,  it  was  possible  a  jury  might 
for  a  jury.  £n(j  there  had  been  no  invasion  of  the  patent.  If  that  were  so, 
and  the  injunction  should  be  continued,  where  was  the  justice? 
If  there  has  There  is  no  power  in  the  court  to  make  the  plaintiffs  pay  the 
fi^%tn°ntn  the  defendants  damages,  on  the  ground  that  the  injunction  has  been 
court  has  no  continued  too  long.  On  the  other  hand,  if  the  jury  should 
compensation"6  declare  tnere  na(*  been  an  infringement  of  the  patent,  the  court 
for  the  injunc-  had  a  power  over  the  defendants,  and  the  proper  measure  of 
damages  would  be  the  amount  of  the  engines  sold,  and  the 
profit  derived  therefrom.  If  the  defendants  are  permitted  to 
complete  their  present  contract,  or  to  enter  into  new  ones, 
ample  justice  may  be  done  to  the  plaintiffs,  by  taking  an  account 
of  the  profits  the  defendants  may  have  realized.  There  could  be 
no  difficulty  in  this,  because  there  were  such  things  as  books, 
papers,  and  witnesses.  These  machines  could  not  be  secretly 
made,  and  the  notoriety  attached  to  every  thing  connected  with 
them  is  a  sufficient  security  to  the  plaintiffs  that  they  may 
obtain  every  necessary  account.  I  shall,  therefore,  direct  the 
injunction  to  be  dissolved,  and  an  action  to  be  brought  by  the 
plaintiffs,  to  try  the  question  of  infringement.  An  account  to 
be  taken  of  the  profits  arising  from  the  present  and  any  con- 
tracts effected  in  the  mean  time,  to  be  rendered  hereafter  to  the 
parties  declared  entitled  at  law. 


tion. 


The  following  was  the  order  in  pursuance  of  the  above  judg- 
ment:— 
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This  court  doth  order  that  the  plaintiffs,  or  either  of  them,  be  at  Order. 
wty  to  bring  such  action  as  they  or  he  may  be  advised  against  The  plaintiff  to 
e  defendants,  and  their  partner,  James  Durnford  Capel;  the  J^ing  In  rata. 
fendants,  and  the  said  J.  D.  Capel  by  their  counsel,  under- 
long  to  admit  on  the  trial  that  all  the  right  and  interest  of  The  defendant* 
ijah  Galloway,  in  and  under  the  letters  patent,  are  vested  in  $&  "tie^o^he 
b  plaintiffs  or  plaintiff  in  the  action ;  and  it  is  ordered,  that  patent,  and  to 
i  injunction  granted  in  this  cause  be  dissolved,  the  defendants,  count™  1C" 
d  the  said  J.  D.  Capel,  by  their  counsel,  undertaking  to  keep 
account  of  the  cost  and  expense  of  the  paddle  wheels  made 
to  "be  made  pursuant  to  the  contract  entered  into  by  them 
th  the  Mediterranean   and  Levant  Steam  Packet  Company, 
i  of  all  moneys  received  and  to  be  received  in  respect  of  such 
Idle  wheels ;  and  also  an  account  of  any  other  paddle  wheels 
machinery  connected  with  or  relating  to  paddle  wheels  to  be 
de  by  the  defendants  and  the  said  J.  D.  Capel,  or  any  of 
an,  either  alone  or  jointly  with  any  other  person  or  persons, 
on  a  principle  the  same  as  or  similar  to  that  of  the  paddle 
leels  made  and  fitted  by  the  said  defendants  and  J.  D.  Capel 
the  Levant  Steam  vessel  in  the  pleadings  mentioned,  Wore 
is  matter  comes  on  again  in  this  court,  and  the  cost  and 
pense  of  all  such  paddle  wheels  and  machinery  so  to  be  made, 
id  of  all  moneys  to  be  received  in  respect  of  the  same;  and  to 
bmit  to  such  order  as  this  court  shall  think  fit  to  make  in  this 
use,  respecting  the  paddle  wheels  made  or  to  be  made  in  per- 
rmance  of  the  said  contract,  and  all  such  future  paddle  wheels 
id  machinery  connected  with  or  relating  to  paddle  wheels  as 
oresaid,  or  the  other  matters  in  question  in  this  cause.     And 
is  ordered,  that  the  plaintiffs  be  at  liberty  to  amend  their  bill 
'  making  the  said  J.  D.  Capel  a  party  thereto ;  the  said  J.  D. 
ipd  appealing  by  his  counsel,  and  undertaking  to  be  bound  in 
c  same  way  as  if  he  were  now  a  party  to  the  said  bill.     And  The  phintUfc 
b  ordered,  that  the  plaintiffs  and  their  witnesses  be  at  liberty  Deg8es  to  have 
inspect  at  all  seasonable  times,  giving  reasonable  notice,  the  inspection. 
dtfle  wheels  or  machinery  connected  with  or  relating  to  paddle 
teels  made  or  to  be  made  pursuant  to  the  said  contract,  or 
ikh  before  this  matter  comes  on  again  in  this  court  shall  be 
de  by  the  defendants  and  the  said  J.  D.  Capel,  or  any  of 
an,  dither  alone  or  jointly  with  any  other  person  or  persons 
aforesaid;  and  when  the  same  respectively  shall  be  either 
iahed  or  in  progress  of  being  made.     And  it  is  ordered,  that  Parties  to  pro. 
parties  do  produce  at  the  trial  of  the  action  all  books,  papers,  ^H£^ 
i  writings,  in  their  respective  custody  or  power,  relating  to  the 
itters  in  question.    And  any  of  the  parties  are  to  be  at  liberty 
apply  to  this  court  as  there  shall  be  occasion.     And  this 
irt  doth  reserve  the  consideration  of  costs  till  after  the  trial 
the  said  action. 
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Objection*, 


The  summing 
up. 


Morgan  and  another  v.  Seaward  and  others. 

Car.  Alderson,  B.,  Trio.  Vac.  1836. 

The  declaration  assigned  as  breaches — making  and  selling 
divers  pieces  of  machinery  in  imitation  of  that  part  of  the  said 
invention  for  propelling  vessels,  and  the  using  and  putting  in 
practice  divers  pieces  of  machinery  made  on  the  plan  of  the  said 
improvement  for  propelling  vessels,  and  in  imitation  of  the  last 
mentioned  part  of  the  said  invention ;  and  the  imitating  certain 
parts  of,  and  making  certain  additions  to  and  alterations  in,  that 
part  of  the  said  invention  for  propelling  vessels. 

The  defendants  pleaded;  1st.  Not  guilty.  2d.  That  the  said 
E.  Galloway  did  not  by  an  instrument  in  writing  particularly 
describe  and  ascertain  the  nature  of  the  said  invention.  3rd. 
That  the  said  invention  is  not  an  improvement  in  steam  en- 
gines. 4th.  That  the  said  invention  is  not  an  improvement  in 
machinery  for  propelling  vessels.  5th.  That  the  said  invention 
was  not,  at  the  time  of  granting  the  said  letters  patent,  new; 
and  tnat  the  said  E.  Galloway  was  not  the  true  and  first  inventor 
thereof.  6th.  That  the  said  invention  was  and  is  of  no  use, 
benefit,  or  advantage,  to  the  public  whatsoever. 

On  these  pleas  issue  was  joined,  and  the  notice  of  objec- 
tions (a)  pointed,  amongst  others,  to  the  following  particulars:— 
That  the  specification  does  not  show  whether  the  patentee 
claims  in  respect  of  a  new  combination  of  things  previously 
known,  or  the  separate  parts,  rods,  bent  stem,  disc,  and  crank. 
That  no  particular  angle  or  dimensions,  lengths,  sizes,  and  pro- 
portions, are  given,  and  no  directions  by  which  the  required 
angle  or  any  definite  angle  can  be  ascertained  or  produced 
That  there  were  various  mechanical  objections  to  the  mode 
described.  That  all  wheels  made  according  to  the  specification 
have  failed  entirely;  and  those  now  made  by  plaintiff  are  sub- 
stantially different  from  those  described.  That  the  said  im- 
provements in  steam  engines  are  applicable,  if  at  all,  to  but  one 
sort  of  steam  engines ;  and  that  the  description  given  is  insuffi- 
cient, setting  forth  various  particulars. 

Sir  F.  Pollock,  Sir  W.  Follett,  and  Butt,  were  for  the  plaintiffs; 
Sir  /.  Campbell,  A.  G.,  Alexander,  Q.  C,  and  Jervis,  for  the 
defendants. 

Alderson,  B. :  Gentlemen  of  the  jury.  The  plaintiffs  com- 
plain of  the  defendants  for  infringing  their  patent.  The  defen- 
dants make  several  defences.    The  first  defence  is,  that  they  did 


(a)  By  the  statute  5  &  6  W.  4,  c.  83,  com- 
monly called  Lord  Brougham's  Act,  which  re- 
ceived the  sanction  of  the  legislature  10th  Sept., 
1836.  in  any  action  lor  infringing  a  patent,  the 


defendant  is  required,  on  pleading,  to  deliver  i 
notice  of  the  objections  on  which  he  means  to  rely 
at  the  trial.  As  to  the  requisites  of  such  notice, 
see  Law  and  Practice,  Ind.  tit.  Objections. 


IAN    AND    ANOTHER  V.  SEAWARD    AND    OTHERS.  171 

je  the  patent.    That  is  a  question  of  fact  with  regard  Aidtmm^  B. 
[  do  not  think  it  is  at  all  material  to  recapitulate  the  to  ^J™*' 
for  I  understand  from  an  intimation  you  have  thrown 
you  entertain  no  doubt  about  it,  that  is,  that  the  one 
ingement  of  the  other.     Upon  that  subject  the  ques-  The  substitution 
I  be  simply,  whether  the  defendants'  machine  was  only  °  S^tou,  b 
r  different,  that  is,  whether  it  differed  merely  in  the  but  a  colour- 
m  of  what  are  called  mechanical  equivalents  for  the  a  e  '  erwiC6, 
*s  which  are  resorted  to  by  the  patentee.     I  think, 

are  told  what  the  invention  of  the  plaintiffs  really  is, 
the  machine  of  the  defendants  really  is,  you  will  see 
i  differences  which  Mr.  Donkin  and  others  point  out 
I  between  the  one  machine  and  the  other,  are  in  truth 
i  which  do  not  affect  the  principle  of  the  invention. 

the  two  machines  are  alike  in  principle,  one  man  was 
lventor  of  the  principle,  and  the  other  has  adopted  it, 
jh  he  may  have  carried  it  into  effect  by  substituting  The  substance 
anical  equivalent  for  another,  still  you  are  to  look  to  ano^prinriplt'of 
nice  and  not  to  the  mere  form,  and  if  it  is  in  substance  the  machine, 
ement,  you  ought  to  find  that  it  is  so.     If  in  principle  Jn^form^are 
be  same,  but  really  different,  then  the  defendants  can-  to  be  looked  to. 
id  to  have  infringed  the  patent.    You  will,  however, 

are  considering  that  subject,  remember,  that  when  the 

Mr.  Stevens's  paddles  was  put  into  the  hands  of  Mr. 
le  said  at  first  sight  that  it  was  exactly  like  the  plain- 
so  like  was  it  as  to  induce  him  to  say  that  it  was  pre- 

same  in  principle,  till  I  pointed  out  to  him  a  material 

in  it,  and  then  it  appeared,  that  though  there  was  a 

of  execution,  there  was  a  real  difference  in  principle, 
it  was  not  similar  to  the  plaintiffs'  wheel,  though  at 
;  it  had  the  appearance  of  being  similar.  So  you  see 
t  to  look  always  to  the  substance,  and  not  to  the  form, 
gentlemen,  the  next  point  is,  whether  the  specification 
r.  E.  Galloway  enrolled  at  the  time  he  obtained  this 
,  or  is  not,  a  valid  specification.  That  turns  on  a  mat- 
i  it  is  very  proper  should  be  submitted  to  your  consi- 
I  will  waive  it  for  the  present,  for  I  would  rather 
f  the  more  clear  parts  of  the  case  first.  Then  the  third 
f  defence  is,  that  the  invention  of  the  steam  engine  is 
nprovement  in  steam  engines.  And  the  fourth,  that 
ition  of  the  paddle  wheel  is  not  an  improvement  in 
r  vessels.    As  to  that,  surely  there  can  be  no  doubt 

an  improvement  in  propelling  vessels,  when  you  are 
ridence,  which  has  not  been  effectually  contradicted  on 

side,  that  the  effect  of  this  improvement  in  the  ar- 
t  of  the  paddles  of  these  wheels  has  been  to  increase 

of  the  steam  boats  fitted  with  them,  by  from  one  to 
,  half  knots  an  hour,  and  to  make  them  more  manage- 
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JLUnm,  B.      able.     It  is  not  for  yon  to  consider  to  what  extent  the  tiling  it 
»*<J«n'       useful.     If  it  is  a  useful  invention,  then  it  b  a  subject  to  be 
protected  by  patent ;  and  if^  on  the  other  hand,  it  is  of  no  use, 
then  it  is  no  subject  to  be  protected  by  patent.    The  issue  is, 
whether  it  is  of  any  use  at  aD,  and  I  think  yon  cannot  entertain 
a  doubt  that  the  improvement  in  the  paddle  wheels  is  of  use. 
Ton  will  probably  think,  upon  the  testimony  yon  hare  heard 
in  the  course  of  this  cause,  that  it  is  really  a  great  improvement 
•t&bt'TiMt*'    '*  *9  not  "^terial,  however,  that  the  improvement  should  be 
Mttmi;  it »    great.    It  is  sufficient  if  it  is  an  improvement  at  aD.    Upon  that 
MrtTMu^Tir  13me9  therefore,  I  think  you  can  hardly  entertain  a  reasonable 
ta*  iAvcfttM  be  doubt,  that  it  ought  to  be  found  for  the  plaintiff, 
sanipmve-  Then,  gentlemen,  with  respect  to  the  fifth  issue,  it  appears  to 

me,  that  this  invention  is  new,  that  is  to  say,  die  invention  of  t 
steam  engine  which  was  never  thought  of  before,  and  the  in- 
vention of  machinery  for  propelling  vessels  which  was  never 
TW  fecti  being  thought  of  before ;  and  the  only  question  upon  that  subject  is, 
"^ItSo^be^*  Aether  it  is  to  be  considered  in  point  of  law  as  a  new  inven- 
ther  tU  to?e»-  tion.    That  depends  on  a  mere  question  of  law,  arising  out  of 
tSwcoaftT -for  the  undisputed  facts  of  the  case  appearing  upon  my  notes*    If 
in  the  result,  upon  those  facts  being  stated  to  the  judges  of  the 
Court  of  Exchequer,  they  shall  appear  to  them  as  they  appear 
to  me,  to  be  facts  which  are  altogether  beyond  dispute,  and  upon 
which  I  ought  to  direct  the  jury  to  find  a  verdict  for  the  defen- 
dants, the  verdict  will  be  entered  for  the  defendants  opon  that 
issue.     If  I  should  be  wrong  in  my  opinion,  the  judges  will  set 
me  right,  that  is,  if  they  should  be  of  opinion  that  the  question 
was  a  proper  one  for  your  consideration.     I  cannot  put  it  more 
favourably  for  the  plaintiffs  than  by  taking  that  course.    There- 
fore, under  my  direction,  you  will  find  the  fifth  issue,  for  these 
reasons,  for  the  defendants,  subject  to  your  finding  being  re- 
versed if  the  court  shall  think  fit. 

Then  the  sixth  issue  is,  that  the  invention  mentioned  in  the 
declaration  is  of  no  use.     Now,  I  apprehend,  and  as  at  present 
advised  I  should  direct  you  in  that  way,  that  this  issue  cannot 
be  found  for  the  plaintiffs,  unless  you  are  satisfied  that  both  the 
steam  engine  and  the  machinery  for  propelling  vessels  are  of 
use.     It  is  clear  that  the  machinery  for  propelling  vessels  is  of 
use ;  upon  the  subject  of  the  steam  engine,  there  is  a  contradic- 
tion in  the  evidence.     The  issue,  therefore,  upon  the  third, 
which  states  the  invention  not  to  be  an  improvement  in  steam 
engines,  and  the  sixth,  which  states  the  invention  to  be  of  no 
use,  are,  in  my  judgment,  the  same ;  therefore,  as  you  find  the 
one  you  will  find  the  other.     The  questions,  therefore,  for  your 
consideration,  or  which,  properly  speaking,  are  matters  now  in 
doubt,  are  the  questions  upon  the  specification,  and  whether  the 
steam  engine  is  useful.     All  this  matter,  therefore,  turns  upon 
those  two  points. 
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I  will  now  begin  with  the  specification.     It  is  the  duty  of  a  A- D- 1836* 

rty  who  takes  out  a  patent  to  specify  what  his  invention 

illy  is,  and  although  it  is  the  bounden  duty  of  a  jury  to  pro- 

&  him  in  the  fair  exercise  of  his  patent  right,  it  is  of  great 

portance  to  the  public,  and  by  law  it  is  absolutely  necessary, 

it  the  patentee  should  state  in  his  specification,  not  only  the 

tore  of  his  invention,  but  how  that  invention  may  be  carried 

0  effect.   Unless  he  be  required  to  do  that,  monopolies  would 
given  for  fourteen  years  to  persons  who  would  not  on  their 

it  do  what  in  justice  and  in  law  they  ought  to  do,  state  fairly  The  ipecifica- 
the  public  what  their  invention  is,  in  order  that  other  per-  Jhe^bUof* 
as  may  know  what  is  the  prohibited  ground,  and  in  order  that  w.h**j  P*0: 
b  public  may  be  made  acquainted  with  the  means  by  which  teach  them  the 
8  invention  is  to  be  carried  into  effect.    That  is  the  fair  pre-  invention. 
ram  which  the  patentee  pays  for  the  monopoly  he  receives, 
te  question  is,  whether  Mr.  Galloway  has  in  the  specification, 
d  which  is  accompanied  by  a  drawing  which  you  ought  to  take 
part  of  the  specification,  described  with  sufficient  clearness 
d  distinctness  the  nature  of  his  invention,  and  the  mode  by 
lick  it  is  to  be  carried  into  effect.     He  has  described  two  in-  Two  or  mora 
ntions,  and  if  either  of  those  inventions  is  insufficiently  sp^com^SeduTuw 
led,  the  patent  fails ;  for  if  a  person  runs  the  hazard  of  put-  same  patent, 
ig  two  inventions  into  one  patent,  he  cannot  hold  his  patent,  ^  ajwenld 
iless  each  can  be  supported  as  a  separate  patent.    In  order  to  rapport  a 
pport  each,  the  invention  must  be  useful,  and    must  bepateot* 
scribed  in  the  specification  in  such  a  manner  as  to  lead  people 
early  to  know  what  the  invention  is,  and  how  it  is  to  be  carried 
to  effect.    That  doctrine  must  be  applied  to  each  of  the  two 
ventions  contained  in  this  patent,  that  is,  to  the  invention  of 
te  steam.engine,  and  the  invention  of  the  machinery  for  pro- 
wling vessels. 

To  begin  therefore  with  the  steam  engine  (ft). — Has  Mr. 
taOoway  sufficiently  described  it  so  as  to  enable  any  one  to 
now  what  he  has  invented,  and  so  as  to  enable  a  workman  of 
nnpetent  skill  to  carry  the  invention  into  effect?  Mr.  Justice 
oiler,  in  the  case  of  the  King  v.  Arkwright,  lays  down  as  the 
iterion,  that  a  man  to  entitle  himself  to  the  benefit  of  a  patent 
f  monopoly  must  disclose  his  secret  and  specify  his  invention 

1  such  a  way  that  others  of  the  same  trade,  who  are  artists,  may 
e  taught  to  do  the  thing  for  which  the  patent  is  granted,  by 
flowing  the  directions  of  the  specification,  without  any  new 
mention  or  addition  of  their  own  (c).    That  is  reasonable  and 


(•)  The  learned  judge  baring  described  gene-  (c)  See  R.  ▼.  Arkwright, anU  66,  and  notes  and 

Br  the  nmtare  of  thif  part  of  the  invention,  and  the  judgment  of  the  Court  of  Exchequer  in  the 

•  ^— »— '  in  which,  according  to  the  specific*-  case  of  Neil$tm  ▼.  Htrford. 
m,  it  wee  to  be  carried  out  in  practice,  proceeded 


out  invention  or 
on. 
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AMcnm,  B.     proper,  for  people  in  trade  ought  to  be  told  the  manner  in 
jwry'       which  the  thing  may  be  done  in  respect  of  which  the  patent 
The  specifica-   is  granted. — How  ?  Not  by  themselves  becoming  inventors  of  a 
lucVa*  may  be  metk°d  °*  carrying  it  into  effect,  but  by  following  the  specifica- 
followed  with-   tion,  without  making  a  new  invention,  or  making  any  addition 
to  the  specification.     If  the  invention  can  only  be  carried  into 
effect  by  persons  setting  themselves  a  problem  to  solve,  then 
they  who  solve  the  problem  become  the  inventors  of  the  method 
of  solving  it,  and  he  who  leaves  persons  to  carry  out  his  inven- 
tion by  means  of  that  application  of  their  understanding,  does 
not  teach  them  in  his  specification  that  which  in  order  to  entitle 
him  to  maintain  his  patent  he  should  teach  them,  the  way  of 
doing  the  thing,  but  sets  them  a  problem,  which  being  sug- 
gested to  persons  of  skill,  they  may  be  able  to  solve.    That  is 
not  the  way  in  which  a  specification  ought  to  be  framed.    It 
The  ordinary     ought  to  be  framed  so  as  not  to  call  on  a  person  to  have  re- 
fedge  common  course  to  more  than  those  ordinary  means  of  knowledge  (not 
* we  trade  may  invention)  which  a  workman  of  competent  skill  in  his  art  and 
trade  may  be  presumed  to  have.     Tou  may  call  upon  him  to 
exercise  all  the  actual  existing  knowledge  common  to  the  trade, 
but  you  cannot  call  upon  him  to  exercise  any  thing  more.    You 
have  no  right  to  call  upon  him  to  tax  his  ingenuity  or  inven- 
tion. Those  are  the  criteria  by  which  you  ought  to  be  governed, 
and  you  ought  to  decide  this  question  according  to   those 
criteria.    Tou  are  to  apply  those  criteria  to  the  case  now  under 
consideration,  and  you  should  apply  them  without  prejudice, 
either  one  way  or  the  other,  for  it  is  a  fair  observation  to  make, 
that  both  parties  here  stand,  so  far  as  this  objection  is  con- 
cerned, on  a  footing  of  perfect  equality.   The  public,  on  the  one 
hand,  have  a  right  to  expect  and  require  that  the  specification 
shall  be  fair,  honest,  open,  and  sufficient;  and  on  the  other 
hand,  the    patentee  should  not    be   tripped  up  by   captious 
objections  which  do  not  go  to  the  merits  of  the  specification. 
If  a  competent  Now,  applying  those  criteria  to  the  evidence  in  the  cause,  if  you 
or^na^know-  shall  think  that  this  invention  has  been  so  specified  that  any 
ledge  could       competent  engineer,  having  the    ordinary  knowledge   which 
venuon  without  competent  engineers  possess,  could  carry  it  into  effect  by  the 
wWinghePr°  *  application  of  his  skill,  and  the  use  of  his  previous  knowledge, 
fication  is  tuf-    without  any  inventions  on  his  part,  and  that  he  could  do  it  in 
ficient  ^e  manner  described  by  the  specification,  and  from  the  infor- 

mation disclosed  in  the  specification,  then  the  specification 
would  be  sufficient.  If,  on  the  other  hand,  you  think  that 
engineers  of  ordinary  and  competent  skill  would  have  to  set 
themselves  a  problem  to  solve,  and  would  have  to  solve  that 

problem  before  they  could  do  it,  then  the  specification  would  be 
The  most  ad-     .     , 
vantageous         Dad. 

mode  must  be        Further,   if    a   patentee  is  acquainted   with   any   particular 
specification,     mode  by  which  his  invention  may  be  most  conveniently  carried 
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into  effect,  he  ought  to  state  it  in  his  specification.  That  was  A.  D.  1836. 
laid  down  in  a  case  before  Lord  Mansfield  (rf).  There  the 
question  arose  on  a  patent  for  steel  trusses.  It  appeared  that 
the  patentee  in  some  parts  of  his  process  used  tallow  to  facili- 
tate the  invention  for  which  he  had  obtained  a  patent,  and  in 
his  specification  he  made  no  mention  of  the  use  of  the  tallow. 
The  court  held  the  specification  to  be  bad,  because,  they  said, 
you  ought  not  to  put  people  to  find  out  that  tallow  is  useful  in 
carrying  into  effect  the  invention  of  steel  trusses.  You  ought 
to  tell  the  public  so,  if  that  is  the  best  mode  of  doing  it,  for  you 
are  bound  to  make  a  bond  fide  full  and  candid  disclosure.  So 
again  in  the  case  of  the  malt  (e).  That  was  a  patent  for  drying 
malt,  and  one  of  the  objections  taken,  was  that  the  patentee  did 
not  state  in  his  specification  the  degree  of  heat  to  which  the 
malt  should  be  exposed.  The  argument  there  was  this.  They 
said,  it  appeared  that  the  specification  was  not  sufficient,  inas- 
much as  it  did  not  describe  the  extent  of  heat  to  which  the  malt 
should  be  exposed,  for  it  only  said,  "  the  proper  degree  of  heat 
and  time  of  exposure  will  be  easily  learned  by  experience,  the 
colour  of  the  internal  part  of  the  prepared  grain  affording  the 
best  criterion/'  Surely  there  it  would  have  been  competent  to 
the  patentee  to  say,  any  person  of  ordinary  skill  in  such  a  busi- 
ness would  be  able  to  judge  what  colour  the  malt  ought  to  be, 
and  that,  by  experiment,  he  would  learn  what  degree  of  tem- 
perature was  exhibited  at  the  time  when  that  proper  degree  of 
colour  was  obtained;  therefore  the  plaintiff  contended  that  there 
was  enough  stated  in  the  specification  to  enable  the  public  to 
carry  the  invention  into  effect,  and  that  the  patent  ought  to  be 
supported,  because  skilful  maltsters  and  skilful  dryers  of  malt 
would  easily  know  where  to  stop,  and  what  degree  of  heat  was 
requisite  for  the  purpose.  There  is  no  doubt  that  when  a  man 
was  told  that  a  certain  effect  might  be  produced  upon  the  malt 
by  shaking  it  and  subjecting  it  to  a  certain  degree  of  heat,  his 
mind  would  be  set  on  float;  he  would  be  at  work  upon  it  to 
ascertain  what  that  degree  of  heat  should  be,  and  he  would 
probably  find  it  out.  But  that  is  not  enough.  The  specifica- 
tion of  a  patent  must  not  merely  suggest  something  that  will  set A  specification 
the  mind  of  an  ingenious  man  at  work,  but  it  must  actually  bg  something, 
and  plainly  set  forth  what  the  invention  is,  and  how  it  is  to  be  *°  *■ to  thJ°w 
earned  into  effect,  so  as  to  save  a  party  the  trouble  of  making  the  trouble  of 
experiments  and  trials.  The  court  in  that  case  said,  that  a  j*!*™11*111'  tt 
specification  that  casts  upon  the  public  the  expense  and  labour 
of  experiments  and  trials,  is  undoubtedly  bad.     Here,  in  this 


{€)  Bee  ante  os.  invention  reaiiy  oeing  ot  a  colouring  matter  to  be 

(«)  B.  ▼.  Wheeler,  2  B.  &  Aid.  349.  There  was  obtained  from  malt,  and  not,  at  was  suggested,  a 

teener  objection  to  this  patent  besides  that  which  new  and  improved  method  of  drying  and  pre- 

•  here  lefarred  to,  namely,  that  the  title  was  in-  paring  malt. 


cenect,  and  did  not  support  the  specification ;  the 
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Aidcnm,  B.  case,  the  defendants  take  that  line  of  argument;  they  say  that 
JMry'  experiments  and  trials  are  necessary.  If  it  be  said  that  all 
these  matters  will  be  well  or  easily  known  to  a  person  of  com- 
petent skill  (and  to  such  only  the  patentee  may  be  allowed  to 
address  himself)  then  the  invention  will  not  in  reality  have 
given  any  useful  or  valuable  information  to  the  public. 

Now,  let  us  apply  the  principle  of  this  case  to  the  present, 
and  see  whether  or  not  the  patentee  here  has  given  that  Ml 
information  by  the  specification  and  drawing,  which,  being 
addressed  to  persons  of  competent  skill  and  knowledge,  would 
enable  them  from  that  specification  and  drawing  to  carry  the 
invention  into  effect.  On  that  subject  there  is  undoubtedly 
contradictory  evidence,  but  you  see  a  specification  is  addressed 
to  all  the  world,  and  therefore  all  the  world,  at  least  those  pos- 
sessed of  a  competent  skill,  ought  to  be  able  to  construct  the 
machine  by  following  that  specification.  It  is  not  fair  to  yon 
or  to  me,  if  we  happen  to  be  less  inventive  than  our  neighbours, 
that  we  should  be  prevented  from  constructing  these  machines, 
by  reason  of  the  specification  not  giving  a  clear  exposition  of 
the  way  in  which  it  is  to  be  done.  In  the  case  of  the  steam 
engine,  there  was  put  in  on  the  part  of  the  defendants  a  model, 
made,  as  it  was  said,  according  to  the  specification,  which  model 
would  not  work.  The  model  was  a  copy  of  the  drawing,  and 
would  not  work,  because  one  part  happened  to  be  a  little  too 
small,  whereas,  if  it  had  been  a  little  larger,  it  would  hare 
worked.  Now  a  workman  of  ordinary  skill  when  told  to  pot 
two  things  together,  so  that  they  should  move,  would  of  course, 
by  the  ordinary  knowledge  and  skill  he  possesses,  make  them 
of  sufficient  size  to  move.  There  he  would  have  to  bring  to  his 
assistance  his  knowledge  that  the  size  of  the  parts  is  material 
to  the  working  of  the  machine.  That  is  within  the  ordinary 
A  variation  knowledge  of  every  workman.  He  says,  "I  see  this  will  not 
from  the  precise  work  because  it  is  too  small/'  and  then  he  makes  it  a  little 

JSS?mm  l«g«i  and  finds  'lt  wiU  works  what  *  squired  is,  that  the 
to  make  two      specification  should  be  such  as  to  enable  a  workman  of  ordinary 
wtter7*^thm  skill  to  make  the  machine ;  with  respect  to  that,  therefore,  I  do 
the  knowledge  not  apprehend  you  will  feel  much  difficulty,  but  with  respect  to 
ofwy  work-    ^  other  ^^  js  a  g00d  deal  more  difficulty.     I  will  not  sum 
up  the  evidence  upon  the  subject  of  the  steam  engine,  bat 
I  will  confine  myself  to  the  second  invention,  and  see  whether 
that  can  be  carried  into  effect  by  means  of  the  specifica- 
tion and  the  drawings,  for  it  is  to  that  question  that  the 
whole  is  directed.  That  invention  is  in  two  parts :  first,  he  says, 
it  is  an  improvement  on  paddle  wheels  for  propelling  vessels, 
whereby  the  float  boards  or  paddles  are   made  to  enter  and 
come  out  of  the  water  at  positions  the  best  adapted,  as  far  as 
experiments  have  determined  the  angle,  for  giving  full  effect  to 
the  power  applied.    He  says,  as  far  as  experiments  have  deter- 
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lined  the  angle.  That  clearly  speaks  of  an  invention  for  A.  D.  1836. 
naming  a  party  to  use  paddle  wheels  for  propelling  vessels, 
rhich  may  be  adjusted  in  such  a  way  as  that  they  may  enter  and 
ome  out  of  the  water  in  angles  the  best  adapted  to  give 
Sect  to  the  power  of  the  engine,  that  is  to  say,  at  the  angle  a, 
■  that  shall  be  the  best  position  for  giving  full  effect  to  the 
ower  of  the  engine,  or  at  the  angle  ft,  if  that  shall  hereafter  by 
tperiment  be  determined  to  be  the  proper  angle.  It  appears 
■om  his  statement  here,  that  the  proper  angle  was  a  matter  of 
onsiderable  doubt  at  that  time ;  and  therefore  he  does  not  pro- 
as to  set  down  an  individual  angle  as  the  best,  which  appears 
>  hare  been  one  of  the  ideas  of  the  defendant,  as  to  the  effect 
f  the  plaintiff's  specification.  But  he  says,  I  will  give  you  a 
lethod  of  enabling  the  paddle  wheels  to  enter  and  come  out  of 
le  water,  with  the  position  the  best  adapted  for  giving  full 
feet  to  the  power  of  the  engine.  Then  at  the  end  of  the  spe- 
[fication,  after  having  described  the  manner  in  which  it  is  to  be 
one,  he  says,  that  his  claim  is  "  for  the  mode  hereinbefore  de- 
aribed  of  giving  the  required  angle  to  the  paddles/'  (that  is, 
ny  angle  which  may  be  required  by  the  person  ordering  the 
lachinery),  "by  means  of  the  rods  g>  h>  i,j,  and  k,  the  bent 
terns  marked  f>  the  disc  a,  and  the  crank  b"  Now,  I  do  not 
link  that  means  he  is  to  give  you  a  machine,  the  angle  of 
rhich  may  now  be  a,  and  now  ft,  but  that  if  you  wish  to  have  a 
lachine,  the  paddles  of  which  shall  enter  at  angle  a,  which  you 
ell  him,  and  go  out  at  angle  b,  which  you  tell  him,  he  ought  to 
e  able  to  construct  a  machine  which  shall  answer  to  your 
rder.  That  I  take  to  be  what  the  inventor  says  he  has  enabled 
tie  public  to  do  by  means  of  his  specification  and  plan.  He  then 
escribes  the  invention.  In  fig.  4,  you  have  the  shape  of  the 
tern,  and  a  particular  angle  is  mentioned,  but  it  is  obvious  that 
dat  is  not  an  angle  to  which  the  parties  are  necessarily  to  be 
mfined.  Then  he  says,  " g>  h>  i,  jy  and  *,  are  connecting-rods 
ttached  at  one  of  their  ends  by  pins  or  bolts,  r,  to  the  bent 
terns,  /,  of  the  float  boards,  and  the  other  ends  of  all  these 
xb,  excepting  gy  are  attached  to  the  disc,  a,  by  pins  or  bolts,  s, 
i  shown  in  fig.  5."  The  only  observation  is,  that  he  gives  no 
intensions;  he  fixes  no  points  either  for  the  centre  of  the 
acentric,  or  for  the  crank  to  which  the  eccentric  centre  is 
tached ;  therefore,  if  those  can  only  be  ascertained  by  experi- 
tents  subsequently  to  be  made,  then  the  specification  is  bad. 
he  whole  in  some  degree  turns  upon  the  length  of  the  rods, 
id  the  position  of  the  centre  of  the  eccentric.  The  principle 
pon  which  these  parties  proceed,  and  upon  which  all  the  in- 
sntions  in  that  respect  proceed,  is,  that  the  wheel  with  its 
>okes,  to  which  the  floats  are  attached,  turns  round  on  an  axis, 
id  the  floats  are  made  to  turn  by  means  of  an  eccentric,  and 
terefore  the  floats  bend  as  the  wheel  revolves,  and  they  bend 
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Aidenm,  B,  ^  a  particular  manner  according  as  die  floats  are  disposed,  and 
Jmr''  according  to  the  position  of  the  centre  of  the  eccentric,  by  which 
they  are  regulated.  They  are  regulated  by  means  of  a  fixed  bar, 
which  is  attached  to  the  centre  of  die  eccentric  disc  The 
others  are  moveable  boards,  which  are  attached  apparently  to 
the  circumference  of  that  same  disc,  and  the  whole  is  made  to 
revolve  by  the  fixed  bar  being  attached  to  a  fixed  point  of  the 
wheel  itself,  and  therefore  the  revolution  of  the  wheel  forcing 
that  fixed  point  round,  tarns  round  the  eccentric  disc,  and  with 
it  changes  continually  the  position  of  all  those  rods  which  are 
affixed  to  the  circumference  of  that  disc,  and  according  to  their 
being  on  one  or  the  other  side  of  that  disc,  they  operate  on  the 
respective  float  boards  to  which  they  are  attached.  All  that 
turns  upon  the  position  of  the  eccentric  axis,  and  the  length  of 
the  respective  rods  operating  through  the  medium  of  this  centre 
upon  the  respective  float  boards ;  now  the  question  is,  whether 
in  the  absence  of  any  statement  as  to  the  dimensions  of  these 
different  parts,  and  of  any  directions  for  finding  the  centre  of 
the  eccentric,  you  think  the  specification  is  sufficient  or  not, 
and  that  must  be  determined  by  the  evidence  which  has  been 
given  by  the  witnesses  on  the  one  side  and  on  the  other. 

Now,  gentlemen,  you  cannot  treat  the  actual  picture  which  is 
given  in  the  drawing  as  any  guide  to  the  particular  angle,  or  to 
the  particular  position  of  the  eccentric;  and  for  this  simple 
reason.  If  that  were  the  criterion,  then  the  substance  of  the 
invention  would  be  the  particular  angle  contained  in  the  par- 
ticular drawing,  and,  in  order  to  show  an  infringement,  they 
ought  to  have  shown  that  Mr.  Sea  ward's  wheel  entered  the  water 
at  the  same  angle  as  the  angle  described  by  the  drawing,  and 
therefore,  in  that  case,  you  would  be  bound  to  find  the  first 
issue  for  the  defendant,  namely,  that  there  was  no  infringement 
If,  however,  you  treat  the  picture  or  the  drawing  as  only  an 
illustration  of  the  invention,  and  not  as  confining  the  invention 
to  the  particular  angle  there  described,  then  you  ought  to  find 
in  the  specification  some  directions,  which  should  enable  you  to 
construct  the  machine  in  a  new  form,  or  you  ought  to  be  satis- 
fied that  without  any  instructions  a  workman  of  ordinary  and 
competent  skill  and  knowledge  would  be  able  to  do  it.  Now  1 
do  not  think  that  Mr.  Carpmael  gives  any  evidence  to  that 
point;  but  Mr.  Brunei  says,  "I  have  read  the  specification, and 
I  think  I  could  construct  by  it  a  machine  at  any  required  angle 
without  difficulty."  You  see  he  says,  "  I  think  I  could  con- 
struct by  it  a  machine  at  any  required  angle  without  difficulty:" 
but  whether  Mr.  Brunei  could  do  it  or  not,  is  not  the  point  I 
dare  say  Mr.  Brunei,  the  inventor  of  the  block  machinery,  could 
invent  any  thing  of  this  sort  the  moment  it  was  suggested  to 
him,  but  that  is  not  the  criterion.  The  question  is,  whether  a 
man  of  ordinary  knowledge   and  skill,  bringing  that  ordinary 
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knowledge  and  skill  to  bear  upon  the  subject,  would  be  able  to  A-  *>•  1836. 
doit. 

Then  the  evidence  of  Mr.  Park  is  much  more  material.     He 
jays,  "  I  could  without  any  difficulty  make  the  machine  so  that 
lie  paddles  could  enter  the  water  at  any  angle."     He  prepared 
he  models  which  have  been  used.     Now  the  criterion  is,  whe- 
her  at  the  time  when  the  specification  was  introduced  to  the 
rorld,  Mr.  Park  would  have  been  able  to  construct  the  machine 
rith   his   ordinary  knowledge  and  skill,  without  the   peculiar  Information  ac 
Knowledge  he  has  since  obtained  upon  the  subject  from  being  ^S^outo*11* 
employed  to  make  the  models  for  Mr.  Morgan,  because  it  would  than  the  speci- 
lot  be  at  all  fair  to  allow  your  verdict  to  be  influenced  by  know-  excl^de^"**  ** 
edge  so  acquired;  but  he  says,  with  his  ordinary  knowledge 
ind  skill,  he  could  without  difficulty  construct  a  wheel,  so  that 
ht  paddles  should  enter  the  water  at  any  angle.     He  says,  if  Reasonable 
lie  diameter  of  the  wheel  is  given,. which  it  is  fair  should  be  ^l™**1 
given,  and  the  immersion  of  the  float,  and  that  is  also  fair  to 
be  given,  he  could  do  it.    Those  are  reasonable  data  for  him  to 
require,  and  if  with  his  ordinary  skill  and  knowledge,  and  with- 
out that  peculiar  knowledge  which  he  has  obtained  in  conse- 
quence of  his  connexion  with  the  plaintiffs  and  with  this  cause 
he  could  do  it,  that  would  be  evidence  on  which  you  would 
be  entitled  to  place  reliance.    Then  he  tells  you  how  he  could 
do  it :  now,  I  do  think  it  would  have  been  a  vast  deal  better  if 
the  specification  had  given  us  the  same  information,  for  that  is 
what  a  specification  ought  to  do  (/). 

The  specification  ought  to  contain  a  full  description  of  the 
way  in  which  it  is  to  be  done.  The  question  really  is,  whether, 
upon  the  whole  evidence,  you  are  of  opinion  that  the  specifica- 
tion does  fairly  and  fully  and  properly  give  to  the  public  that 
information  which  the  public  are  entitled  to  receive,  that  is  to 
ay,  whether  it  tells  them,  without  having  recourse  to  experi- 
ments, how  to  do  it,  or  whether  it  even  tells  them  what  is  the 
course  their  experiments  ought  to  take — to  what  point  their 
examinations  and  experiments  should  be  directed.  He  says,  he 
could  do  it  with  the  skill  he  possesses;,  and  he  has  described 
die  manner  in  which  he  proposes  to  do  it     He  says,  "  I  have 

(/)  The  learned  judge  retd  over  and  com-      or  other,  the  rod*  were  to  he  affixed.    Upon  these 
oo  the  evidence  of  the  witness  at  great      several  points  the  learned  judge  remarked,  that  if 


length.     The  witness  stated,  "  That  he  took  the  stems  and  rods  are  spoken  of  generally,  the  natural 

ads  of  unequal  lengths,  that  he  wanted  a  fourth  inference  was  that  they  were  to  be  of  equal  lengths; 

paint  for  the  centre  of  a  circle,  the  circumference  it  was  much  to  be  regretted  that  the  specification 

of  which  should  pass  through  the  three  points  al-  should  give  no  directions  as  to  these  points  for  the 

madjr  obtained  (viz.  die  ends  of  the  three  rods),  assistance  of  those  who  were  to  be  guided  by  it 

that  centre  of  the  eccentric  which  was  to  govern  hereafter.    That  it  would  be  a  question  for  the 

the  whole.     I  do  this  in  the  ordinary  way ;  any  jury,  whether  such  a  specification  was  a  fair  and 

'  ian  would  know  how  to  do  it ;  I  propor-  reasonable  statement  of  the  manner  of  doing  it ; 


tssn  the  ends  to  the  necessary  lengths."    The  spe-  since  he  who  directs  the  public  ought  to  have 

ehVatira  savs  nothing  as  to  the  lengths  of  the  rods,  stated  these  various  particulars ;  otherwise,  bow  was 

er  aboet  a  fcnuth  point,  or  centre  of  the  eccentric,  it  to  be  known  but  by  experiments,  of  whst  leugtbs 

or  as  to  the  circumstance  regulating  the  length?,  the  rods  were  to  be,  or  at  what  angles  they  ware 

eras  to  law  site  of  the  disc,  to  which,  at  some  part  to  be  fixed  from  the  disc  and  from  each  other  1 
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AUcru*,  b.,  seen  this  drawing ;"  then  he  produces  a  drawing,  and  he  says, 
u>  th$jury.  u  ^js  represents  mj  p^  0f  drawing  it.  An  engineer  of  com- 
petent skill  would  have  no  difficulty  in  doing  it."  His  doing  it 
himself  I  do  not  consider  so  material,  but  he  says  an  engineer  of 
competent  skill  would  have  no  difficulty  in  doing  it.  That  is 
material. 

Then  when  that  drawing  was  shown,  some  of  the  gentlemen 
appearing  on  behalf  of  the  defendants  drew  an  angle  upon  it  as  the 
angle  of  entering,  and  asked  him  how  that  could  be  done.  No 
doubt  his  principle  would  enable  him  to  work  out  any  angle, 
but  there  are  a  set  of  angles  which  would  cause  the  centre  of  die 
eccentric  to  go  beyond  the  wheel  itself,  which,  therefore,  it  is 
impossible  to  carry  into  effect,  but  those  angles  are  such  as 
All  extreme  or  would  not  be  required  in  ordinary  practice  by  any  persons.  You 
casMihould  be  should  discard  on  both  sides  all  exaggerated  cases,  and  look  to 
discarded.  the  substance  of  the  thing.  If  you  think  in  substance  that  the 
information  really  communicated  would  be  enough  in  all  ordi- 
nary cases,  or  in  such  cases  as  are  likely  to  occur,  then  that 
would  do;  but  if  it  is  not  a  clear  statement,  and  if  it  does  not 
give  such  information  as  will  render  it  unnecessary  for  parties  to 
make  experiments,  then  the  specification  would  in  that  respect 
be  insufficient.  It  is  most  important  that  patentees  should  be 
taught  that  they  are  bound  to  set  out  fully  and  fairly  what  their 
invention  is,  for,  suppose  a  person  were  to  make  an  invention, 
and  get  a  right  of  making  it  for  fourteen  years,  to  the  exclusion 
of  all  other  persons,  it  would  be  a  very  great  hardship  upon  the 
public  if  he  were  to  be  allowed  to  state  his  specification  in  such 
a  way,  that  at  the  expiration  of  the  term  of  his  patent,  he  might 
laugh  at  the  public,  and  say,  I  have  had  the  benefit  of  my 
patent  for  fourteen  years,  but  you,  the  public,  shall  not  now 
carry  my  invention  into  effect,  for  I  have  not  shown  you  how  it 
is  to  be  done.     I  have  got  my  secret,  and  I  will  keep  it. 

Mr.  George  Cottam  says,  "  it  is  a  common  problem  to  find  a 
centre  from  three  given  points,  and  a  person  of  ordinary  engi* 
neering  skill  ought  to  be  able  to  do  that."  The  question  is, 
whether  it  ought  not  to  be  suggested  to  him  by  the  specifica- 
tion, that  that  is  the  problem  to  be  solved.  Then  Mr.  Curtis 
says,  "  I  have  made  wheels  on  this  plan."  You  see  he  made 
the  two  wheels  which  were  sent  to  the  Venice  and  Trieste  Com- 
pany, but  those  were  made  under  the  direction  of  Mr.  Galloway, 
the  inventor.  Now,  it  somewhat  detracts  from  the  weight  due 
to  his  testimony,  not  as  to  his  respectability,  but  as  to  the  value 
of  his  evidence  to  you,  that  he  had  received  the  verbal  instruc- 
tions of  Mr.  Galloway.  It  may  be,  that  he  could  do  it  because 
of  his  practice  under  Mr.  Galloway;  and  it  must  be  recollected 
that  people  in  other  places  would  not  have  that  advantage.  He 
says,  he  would  not  have  any  difficulty  in  doing  it;  and  he  says, 
"  I  should  not  consider  my  foreman  a  competent  workman 
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unless  he  were  able  to  make  the  wheel  from  the  specification  A.  D.  1836. 
tod  drawings/'  He  says,  "  I  could  alter  the  angle  by  altering 
he  cranks."  The  question  is  not,  whether  he  could  do  that, 
rat  whether  he  could  alter  the  angle  to  a  particular  angle  by 
Jtering  the  cranks  in  a  particular  way,  that  is,  whether,  having 
lie  angle  given  to  him,  he  could  make  the  alteration  that  was 
lesired.  Then  Mr.  Joseph  Clement  says,  he  is  a  mechanic,  and 
lid  the  work  of  Mr.Babbage's  calculating  machine;  that  he 
at  seen  the  model  of  the  steam  engine  and  paddle  wheels. 
le  speaks  of  the  similarity  of  the  plaintiffs9  and  defendants* 
rheds,  and  says,  "  I  could  make  the  machine  from  the  specific 
ition  and  drawing.  The  float  ought  to  enter  the  water  at  a 
mgent  to  the  epicycloid/'  That  is  only  his  opinion  as  to  the 
lost  convenient  angle.  The  real  motion  of  the  boat  is  this. 
lie  wheel  keeps  turning  round  and  round  on  its  own  axis ; 
ming  that  time  the  boat  has  a  progressive  motion.  The  wheel, 
berefore,  has  a  double  motion ;  therefore  every  point  of  the  wheel 
oes  not  move  in  a  circle  but  in  a  cycloid,  that  being  the  curve 
escribed  by  the  rolling  of  a  circle  on  a  flat  surface.  He  says,  it 
bould  enter  at  a  tangent,  that  is,  that  the  angle  should  be  such 
bat  it  will  enter  the  water  perpendicularly,  in  consequence  of 
be  motion  of  the  boat,  and  of  the  point  of  the  wheel.  He  says, 
i  like  manner  it  ought  to  go  up.  That  is  probably  a  very  cor- 
ect  view  of  the  case.  He  says,  "  I  should  have  no  difficulty  in 
oostructing  a  float  to  enter  at  any  angle  ordinarily  required.  A 
oan,  properly  instructed  in  mechanics,  would  have  no  difficulty 
ii  doing  it."  That  is  his  evidence,  which  it  is  material  for  you 
o  consider;  and  he  is  a  mechanic  himself. 
Then  Henry  Mornay,  a  young  gentleman  in  Mr.  Morgan's 
mployment,  where  he  has  been  apparently  studying  the  con- 
traction of  engines,  speaks  of  a  circumstance  which  does 
ppear  to  me  to  be  material.  He  says,  Mr.  Morgan  in  practice 
(lakes  his  rods  of  different  lengths.  He  must  necessarily  do 
o,  in  order  that  the  floats  may  follow  at  the  same  angle  as  that 
t  which  the  driving  float  enters  the  water.  The  problem  which 
It.  Park  solved  is  a  problem  applying  to  three  floats  only;  but 
fc  appears  that  the  other  floats  will  not  follow  in  the  same  order, 
okas  some  adjustment  of  the  rods  is  made.  Now,  suppose  it 
ras  to  be  desired  that  the  floats  should  all  enter  the  water  at  the 
iven  or  required  angle,  if  one  should  go  in  at  one  angle,  and 
He  at  another,  the  operation  of  the  machine  would  not  be  uni- 
xrm  ;  and  the  specification  means  that  the  party  constructing  a 
rheel,  should  be  able  to  make  a  wheel  the  floats  of  which  shall 
II  enter  at  the  same  angle,  and  all  go  out  at  the  same  angle. 
Tow  in  order  in  practice  to  carry  that  into  effect,  if  there  are 
aore  than  three  floats,  something  more  than  Mr.  Park's  pro- 
lan would  be  required ;  and  Mr.  Mornay  says  actually,  that 
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AldV^!nt  B,i     Mr.  Morgan  in  practice  makes  his  rods  of  different  lengths,  and 
ur*'       he  must  necessarily  do  that  in  order  that  the  floats  may  Mow 
at  the  same  angle  as  the  driving  float  enters  the  water.    If  so, 
lie  should  have  said  in  his  specification,  "  I  make  my  rods  of 
different  lengths,  in  order  that  the  rest  of  my  floats  may  enter  at 
the  same  angle;  and  the  way  to  do  that  is  so  and  so/'    Or  lie 
might  have  said,  "  it  may  be  determined  so  and  so."     But  the 
specification  is  totally  silent  on  the  subject ;  therefore,  a  person 
reading  the  specification,  would  never  dream  that  the  other  floats 
must  be  governed  by  rods  of  unequal  length ;  and  least  of  all 
could  he  ascertain  what  their  lengths  should  be,  until  he  had 
made  experiments.    Therefore  it  is  contended  that  the  specifi- 
cation does  not  state  as  it  should  have  stated,  the  proper  man- 
ner of  doing  it.     He  says,  if  they  are  made  of  equal  lengths, 
though  the  governing  rod  would  be  vertical  at  the  time  of  enter- 
ing, and  three  would  be  so  when  they  arrived  at  the  same  spot, 
by  reason  of  the  operation  Mr.  Park  suggests,  yet  the  fourth 
would  not  come  vertical  at  the  proper  point,  nor  would  the  fifth, 
sixth,  or  seventh.     Then  they  would  not  accomplish  that  advan- 
tage which  professes  to  be  acquired.    The  patentee  ought  to 
state  in  his  specification  the  precise  way  of  doing  it.     If  it  can- 
not completely  be  done  by  following  the  specification,  then  a 
person  will  not  infringe  the  patent  by  doing  it     If  this  were  an 
infringement,  it  would  be  an  infringement  to  do  that  perfectly 
which,  according  to  the  specification,  requires  something  else  to 
be  done  to  make  it  perfect.     If  that  be  correct,  you  would  pre- 
vent a  man  from  having  a  perfect  engine.      He  says,  practically 
speaking  the  difference  in  the  length  of  the  rods  would  not  be 
very  material,  the  difference  being  small.     But  the  whole  ques- 
tion is  small,  therefore  it  ought  to  have  been  specified]  and  if  it 

vantagcous  ope-  could  not  be  ascertained  fully,  it  should  have  been  so  stated. 

«ated.mUSt  be  Now  this  is  the  Part  to  which  I  was  reining,  when  in  the  pre- 
liminary  observations  I  addressed  to  you  I  cited  the  case  before 
Lord  Mansfield,  on  the  subject  of  the  introduction  of  tallow  to 
enable  the  machine  to  work  more  smoothly.  There  it  was  held 
that  the  use  of  the  tallow  ought  to  have  been  stated  in  the  spe- 
cification. This  small  adjustment  of  these  different  lengths  may 
have  been  made  for  the  purpose  of  making  the  machine  work 
more  smoothly ;  if  so,  it  is  just  as  much  necessary  that  it  should 
be  so  stated  in  the  specification,  as  it  was  that  the  tallow  should 
be  mentioned.  The  true  criterion  is  this,— has  the  specification 
substantially  complied  with  that  which  the  public  has  a  right  to 
require?  Has  the  patentee  communicated  to  the  public  the 
manner  of  carrying  his  invention  into  effect  ?  If  he  has,  and  if 
he  has  given  to  the  public  all  the  knowledge  he  had  himself,  he 
has  done  that  which  he  ought  to  have  done,  and  which  the  pub* 
lie  has  a  right  to  require  from  him. 


Any  circum- 
stance condu- 
cive to  the  ad 
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I  will  now  read  the  defendant's  evidence,  and  you  will  see  a.  D.  1836. 
irhether  upon  the  whole  there  is  evidence  before  you  on  which 
r<ra  think  you  can  come  to  any  reasonable  conclusion. 

Now  first  of  all,  Mr.  Donkin,  a  man  of  considerable  experi-  Vtft**™?* 
nee,  is  called ;  but  before  I  go  to  his  evidence,  I  will  remark, 
hat  I  have  always  found  that  there  is  a  great  deal  of  contradic- 
ion  in  questions  of  this  description  ;  but  that  is  not  to  be  attri- 
mted  in  the  least  degree  to  corruption,  or  to  any  intention  to 
oisrepresent  or  mislead—people's  opinions  vary.  They  come 
o  state  to  you  not  matters  of  fact,  but  matters  of  opinion,  and 
iey  tell  you  conscientiously  what  their  opinion  really  is.  You 
nay  have  a  great  difference  of  opinion  among  scientific  men  on 
i  question  relating  to  science ;  but  though  by  their  evidence 
hey  contradict  one  another,  they  are  not  influenced  by  a  cor- 
npt  desire  to  misrepresent  (g). 

Now  Mr.  Donkin  says,  "  On  first  reading  the  specification,  I 
bought  there  was  a  defect  in  its  not  explaining  the  mode  of 
tbtaining  the  required  angle.  In  my  judgment,  a  workman  of 
trdinary  skill  would  not  be  able  to  find  out  any  mode  of  obtain- 
ing the  required  angle."  He  says,  a  geometrician  might  discover 
he  mode  of  adjusting  the  three  angles,  the  angle  of  immersion, 
he  vertical  angle,  and  the  angle  of  emersion;  but  in  order  to 
liscover  the  mode  by  which  all  the  paddles  may  enter  at  the 
ame  angle,  another  discovery  must  be  made.  He  says,  it  re- 
pines to  be  ascertained  by  experiment  or  diagram,  whether  the 
tdjustment  is  to  be  made  by  altering  the  bent  stem,  or  by  vary- 
og  the  length  of  the  rods,  and  you  have  nothing  but  the  draw- 
ing to  guide  you  in  that  respect.  He  says,  he  must  first  ascertain 
rhetber  he  is  to  produce  the  effect  by  altering  the  centre,  or  by 
Jtering  the  bent  stem,  or  varying  the  lengths  of  the  moveable 
uds.  What  are  those  but  experiments  to  ascertain  how  the 
hing  should  be  done,  all  of  which  he  ought  to  have  been  saved 
rj  its  being  stated  in  the  specification  how  to  do  it.  However, 
hat  is  his  evidence;  he  says,  the  angle  must  depend  on  the 
fimensions  of  the  several  parts  of  the  wheel.  Then  he  goes  on 
o  the  other  parts  of  the  case,  and  on  his  cross-examination  he 
•ys,  u  I  think  a  competent  workman  would  be  able  to  do  it  if 
*  made  the  previous  discovery;  but  he  would  not  do  it  unless 


(r)  The  learned  judge  here  adverted  to  a  case  and  that  appears  to  explain  all  the  difference  that 
Owed  to  by  Sir  F.  Pollock,  in  which  the  question  existed  between  them.  The  ultimate  result  was, 
as  at  to  the  point  at  which  oil  would  boil  (pro-  that  there  was  not  any  difficulty  in  determining  the 
•My  the  celebrated  case  of  Severn  v.  Olive),  and  point ;  but  the  court  decided  that  case  upon  this 
narked  that  both  parties  were  of  the  same  mind  ground :  they  said, "  ten  men  are  of  opinion  there 
tea  they  made  their  experiments  upon  the  same  was  no  danger  of  the  house  being  burned  by  this 
da,  bat  they  had  not  made  the  same  experiments.  operation,  and  ten  are  of  opinion  that  there  was  dan- 
ker bad  not  taken  into  consideration,  he  believed,  ger ;"  was  it  not  fair  that  the  insurers  should  have 
•  diference  between  the  effect  of  heat  applied  to  known  of  it,  that  they  might  have  determined  the 
1  ia  the  course  of  a  long  time,  and  the  effect  question  for  themselves?  That  was  the  point  on 
poo  oil  when  heat  was  applied  only  for  a  short  which  the  court  decided,  rejecting  the  evidence  on 
■e.    Time  wm  left  out  of  their  consideration,  both  sides. 
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Ahienan,  B„  a  careful  investigation  was  gone  into."  He  says,  "few  ordinary 
'*"**'  workmen  would  be  able  to  get  the  desired  angle;  I  think  my 
foreman  would — I  think  a  person  moderately  acquainted  with 
geometry  might  do  it,  but  he  must  find  it  out — he  could  sit  down 
and  determine  it.  If  he  possessed  proper  information,  he  ought 
to  be  able  to  do  it.  An  engineer  properly  skilled  in  geometry, 
ought  to  be  able  to  find  out  how  the  angle  was  to  be  determined. 
If  he  sat  down  and  referred  to  his  general  knowledge,  he  would 
find  it  out."  Now  the  criterion  is  not  whether  he  could  find  it 
out  or  not,  but  whether  he  could  do  it  by  means  of  the  informa- 
tion contained  in  this  specification  and  drawing,  calling  in  aid  his 
general  knowledge,  and  those  mechanical  means  with  which  he 
may  reasonably  be  expected  to  be  familiar;  but  if  he  is  to  at 
down  and  consider  how  it  is  to  be  done,  that  is  not  sufficient 
You  will  judge  whether  or  not  the  evidence  of  this  witness  satis- 
fies you  on  these  points,  and  whether  it  makes  out  the  proposi- 
tion for  which  the  defendants  contend. 

Then  Mr.  Brunton  says,  "I  think  a  workman  of  competent 
skill  could  not  construct  a  machine  so  as  to  have  the  floats  enter 
at  any  particular  angle,  and  leave  at  a  particular  angle."  He  says, 
if  the  required  angle  was  different  from  the  drawing,  it  would  be 
an  exceedingly  difficult  thing,  and  he  is  not  prepared  to  say  how 
he  could  do  it.  Then  Mr.  Hawkins  says,  "  I  do  not  think  a 
workman  of  ordinary  skill  could,  from  the  plan  and  specification, 
make  a  wheel  that  should  enter  and  quit  the  water  at  a  different 
angle  from  that  given  in  the  drawing,  unless  he  possessed  consi- 
derable ingenuity  for  inventing  the  method  of  doing  it." 

Then  Mr.  Peter  Barlow  says,  "  There  are  not,  I  think,  suffi- 
cient data  to  adjust  the  angle."  He  says,  if  the  length  of  the  stems 
was  given,  the  difficulty  would  be  very  great,  but  it  would  have 
been  a  guide,  and  it  ought  to  have  been  explained.  That  appears 
to  me  to  be  a  very  good  common  sense  observation.  Then 
Mr.  John  Donkin  says,  u  I  think  an  ordinary  workman  would 
find  considerable  difficulty  in  altering  a  paddle  wheel  to  suit  a 
particular  angle,  and  I  doubt  whether  he  could  do  it."  On  his 
cross-examination,  he  says,  u  it  requires  more  than  a  common 
knowledge  of  geometry;  I  think  a  man  moderately  acquainted 
with  geometry  might  do  it,  but  he  would  have  to  make  experi- 
ments, and  his  first  experiments  would  fail.  A  skilful  engineer 
would  have  less  difficulty  in  it,  but  he  ought  to  be  able  to  find  it 
out"  Then  Mr.  Bramah  says,  "  I  think  I  could  discover  how  to 
do  it."  He  has  been  an  engineer  many  years,  and  he  says,  "  I 
think  I  could  discover  it,  but  I  do  not  know  at  present  how  to 
do  it.  Yesterday  I  attended  to  the  evidence,  and  this  morning  I 
tried  to  find  out  how  it  was  to  be  done,  but  I  could  not."  Sup- 
posing Mr.  Bramah  had  to  make  a  machine  of  this  kind,  is  he  to 
sit  down  and  invent  a  mode  of  doing  it,  or  ought  he  not  to  have 
such  information  afforded  as  would  enable  him  to  do  it  at  once 
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yj  means  of  the  specification  ?   Then  Mr.  Francis  Bramah  says,  A.  D.  1836. 

'I  have  examined  the  specification :  I  could  not  make  a  machine 

rom  the  specification,  the  floats  of  which  should  enter  and  leave 

be  water  at  any  required  angle.     Till  I  came  into  court  yester- 

ty,  I  presumed  that  the  angle  given  in  the  drawing  was  the 

est  angle,  that  is,  that  the  specification  had  not  only  stated  how 

)  do  it,  but  had  described  the  best  angle,"  If  so,  it  would  be  a 

peeification  only  for  that  particular  angle.     He  says,  "  I  can  go 

i  far  as  I  was  told  yesterday,  but  no  farther." 

Now,  gentlemen,  I  have  gone  through  the  evidence  on  both 
des,  on  this  point,  and  the  question  upon  this  part  of  the  case 
solves  itself  into  this:  Do  the  witnesses  on  the  plaintiffs'  side 
tfisfy  you  that  the  patentee  has,  in  his  specification,  given  to  the 
ablic  the  means  of  making  a  machine  which  shall  enter  and 
are  the  water  at  any  angle  that  may  be  ordered;  that  is,  if  a 
tan  ordered  a  machine  at  an  angle  likely  to  be  required  for  en- 
sing  and  going  out,  and  to  be  vertical  at  the  bottom,  could  an 
rdinary  workman  with  competent  skill  execute  that  order  by  The  spectfira- 
Uowing  the  directions  given  in  this  specification?    If  you  thinkj^^kmanby 
t  could,  then  the  specification  would  be  sufficient.     If,  on  the  following  the 
tber  hand,  you  think  he  would  not  be  able  to  execute  the  order  execute  an™ 
nless  he  sat  down  and  taxed  his  invention  to  find  out  a  method  Grder- 
f  doing  that  which  has  not  been  sufficiently  described  in  the 
pecification,  then  the  specification  would  be  bad.     If  you  think 
le  specification  good,  then  you  ought  to  find  for  the  plaintiffs 
pon  that  issue;  if  you  think  the  specification  bad,  then  you 
ught  to  find  for  the  defendants. 

With  respect  to  the  steam  engine,  the  question  will  be,  whe-  An  invention 
iier  the  machine  is  of  use.  On  that  subject  the  evidence  on  one  ^ne^!|tl"fe,ljja 
de  is,  that  the  steam  engine  is  useful  in  various  ways.  Mr.  Bru-  preemption 
el  does  not  state  it  to  be  of  very  great  use,  but  the  other  wit-  *^j"'| ,ls 
esses  speak  of  its  packing  in  a  small  compass,  and  consuming 
w  fuel,  and  they  say  that  it  is  in  some  respects  more  smooth 
ad  even  in  its  movement.  The  witnesses  for  the  defendants  say 
lafc  they  have  examined  it,  and  do  not  think  it  of  any  use.  The 
ict  on  which  the  defendants  rely  in  addition  is,  that  though  this 
ivention  took  place  in  the  year  1829,  no  engines  were  con- 
ducted upon  this  principle,  except  one  of  two  or  three  horse 
rarer,  which  was  employed  in  the  plaintiffs'  own  manufactory, 
id  which,  according  to  their  witnesses,  was  useful  and  worked 
dL    There  was  another  of  about  six  or  eight  horse  power, 
orked  by  Mr.  Morgan,  and  afterwards  sold,  but  which  un- 
mbtedly  was  not  used  by  the  persons  to  whom  it  was  sold  ,or 

it  had  been  we  should  have  had  some  evidence  of  it.  It  was 
>  doubt  only  used  while  it  was  in  Mr.  Morgan's  factory.  Then 
tere  is  evidence  of  a  third,  which  was  put  on  board  a  steamer, 
hich  appears  not  to  have  been  much  used,  for  one  of  the  piston 
ids  broke,  and  therefore  the  engine  failed.    That  circumstance 

2b 
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Aiderum,  B.,     would  not  show  the  engine  to  be  of  no  use;  but  the  circumstance 
tjury*       0f  jte  not  be;ng  supplied,  and  not  getting  into  general  use,  is  a 
circumstance  for  you  to  take  into  your  consideration. 
It  is  sufficient  if     The  first  question  in  this  case  will  be,  whether  you  think  the 

an  invention  be  .    ^  .  ;  r   J 

new,  and  of  any  steam  engine  was  a  useful  invention.  If  it  was  of  any  use.  [ier- 
uae#  vis:  Whether  it  was  an  improvement  on  former  steam  engines, 

my  lord.]  I  think  not.  1  think  if  it  was  of  a  different  construc- 
tion from  any  other  steam  engine,  and  of  any  use  to  the  public, 
then  that  is  sufficient.  If  you,  gentlemen,  should  be  satisfied  that 
the  steam  engine  is  of  no  use,  you  ought  to  find  your  verdict  on 
that  issue  for  the  defendants,  and  then,  though  you  may  be  of 
opinion  that  the  paddle  wheels  are  useful,  still  if  persons  will  be 
so  foolish  as  to  put  two  inventions  into  one  patent,  one  of  which 
is  good  and  the  other  bad,  they  lose  the  benefit  of  their  patent 
till  the  Attorney  General  allows  them  to  strike  out  that  part 
which  is  invalid,  and  gives  them  the  protection  of  the  patent  for 
the  valid  invention.  But  that  applies  to  the  future,  and  not  to 
the  past. 

Gentlemen,  these  are  the  facts  of  the  case.  It  is  for  you  to 
consider,  first,  whether  the  specification  has  fairly  and  fully  dis- 
closed the  nature  of  the  invention,  and  the  mode  of  carrying  it 
into  effect.  If  you  think  it  has,  you  will  find  that  issue  for  the 
plaintiffs ;  if  you  think  not,  your  verdict  ought  to  be  for  the 
defendants. 

Then  the  second  question  will  be,  whether  you  think  the 
steam  engine  is  a  useful  invention.  If  you  think  it  is  a  useful 
invention,  you  will  find  for  the  plaintiffs ;  if  not,  for  the  defend- 
ants. [A  Juror:  Suppose  it  is  worse  than  the  former,  my  lord.] 
Then  it  would  be  of  no  use.  If  it  could  be  used  where  other 
steam  engines  would  not  answer,  though  it  would  not  be  likely 
to  come  into  general  use,  it  would  be  less  useful,  but  still  it 
would  be  of  some  use. 
Verdict.  Verdict  for  the  plaintiffs,  on  the  issues  on  the  first,  second  and 

fourth  pleas ;  and  for  the  defendants,  on  the  issues  on  the  third, 
fifth  and  sixth  pleas.  Leave  to  move  to  enter  the  verdict  for 
the  plaintiffs  on  the  fifth  plea. 


in  the  Excht-       In  the  ensuing  term  the  plaintiffs  obtained  a  rule,  calling  on 

Xff£  T  1836   the  defendants  to  show  cause,  First,  why  judgment  should  not 

Plaintiffs'  rule,  be  entered  for  the  plaintiffs,  mm  obstante  veredicto,  on  the  third 

issue;  Secondly,  why  the  verdict  for  the  defendants  on  the  fifth 

issue,  should  not  be  set  aside,  and  a  verdict  entered  for  the 

plaintiffs  (c);  Thirdly,  why  the  finding  of  the  jury  on  the  sixth 

(c)  At  the  trial,  the  learned  judge  directed  a  machine  maker  at  Bermondsey,  began  to  make  for 

verdict  for  the  defendants  on  this  issue.    The  fol-  Morgan,  the  plaintiff,  in  his  (Curtis's)  manufactory, 

lowing  was  the  evidence : —  two  pair  of  paddle  wheels  on  the  principle  for  which 

In  the  month  of  February,  1829,  one  Curtis,  a  the  patent  was  afterwards  taken  out,  receiving 
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issue  should  not  be  amended,  and  judgment  entered  for  the 
plaintiffs ;  or,  Fourthly,  why  a  new  trial  should  not  be  had,  and 
that  in  the  mean  time  proceedings  be  stayed. 

The  defendants  obtained  a  rule  to  show  cause  why,  if  the  Defendants 
court  should  determine  in  favour  of  the  plaintiffs  on  the  above  TuU' 
role,  a  new  trial  should  not  be  had,  on  the  ground  that  the  ver- 
dict for  the  plaintiff  on  the  second  issue  is  against  evidence,  and 
that  in  the  mean  time  proceedings  be  stayed. 


Morgan  and  another  v.  Seaward  and  others. 
In  the  Exchequer.     Hil.  T.,  1837. 

[2  M.  &  W.  544 ;  Mur  &  H.  55 ;  1  Jur.  527-] 

Sir  J.  Campbell,  A.  6.,   D.  Pollock,  Alexander,  and  Jervis,  If  any  one  of 
showed  cause  against  plaintiffs'  rule.  ^i^i 

The  question  on  the  issue  on  the  third  plea,  which,  if  mate-  a  Pat«nt  as  im- 
rial,  disposes  of  the  others,  is  whether  the  inutility  of  an  inven-  E™anTmprove- 
tion,  or  a  material  part  of  an  invention  claimed  as  an  improve-  mem,  the  patent 
ment,  vitiates  the  letters  patent.    The  statute  21  Jac.  1,  c.  3,  is  The  makingof 
a  restraining  statute,  and  Lord  Coke,  in  his  commentary  upon  *wo  V*Tf{  P»d- 
instates  (a)  that  at  common  law  there  must  be,  in  order  to  sup-  injunctions  of 
port  a  monopoly,  "  urgens  necessitas  et  evidens  utilitas"  and  the  wf^sy,  and 

,  ;     •  i  .ii  i  selling  them  for 

statute  does  not  invest  the  crown  with  a  larger  power  than  it  user  abroad,  will 
possessed  at  common  law  (£).  The  grant  itself  also  recites  that not  vi,iate  f"b" 
the  party  is  the  inventor  of  an  improvement;  the  plea  denies 
that  it  is  an  improvement,  so  far  as  the  plaintiff  claims  it  as  to 
steam  engines;  the  jury  have  found  that  it  is  not  so;  the  patent 
is  therefore  void  as  to  this  part,  inasmuch  as  the  crown  has  been 
deceived  in  its  grant,  having  made  it  on  the  faith  of  the  suggestion 
that  the  machine  was  an  improvement  in  steam  engines.  And  if 
roid  for  that  part,  it  is  void  altogether:  the  claim  is  for  one 
entire  invention,  and  if  a  party  takes  out  a  patent  for  several 
subjects,  he  perils  the  whole  on  the  validity  of  each  (c).  A  pa- 
tent for  a  useless  manufacture  is  "  hurtful"  and  "  inconvenient" 

fas  instructions  from  time  to  time  from  Galloway.  they  arrived  in  July,  and  were  received  by  an 
One  pair  was  completed  in  April,  and  the  oilier  agent  of  the  plaintiff  Morgan;  thence  they  were  era- 
pair  in  Jane,  1829,  and  Curtis  was  then  paid  for  barked  for  Venice,  where  they  were  put  together, 
taem  by  Morgan.  CurtU's  ordinary  workmen  and  in  September  they  were  started  from  Venice 
were  employed  upon  them,  but  he  received  di-  to  Trieste,  in  boats  belonging  to  the  Venice  and 
rectioos  from  Galloway  that  no  other  person  should  Trieste  Steam  Company,  of  which  Morgan  was 
lee  them,  as  be  was  about  to  take  out  a  patent.  the  manager  and  a  principal  owner.  The  instruc 
One  Williams,  a  working  mechanic,  came  on  one  tions  for  entering  the  caveat  for  the  patent  were 
tccasioa  into  the  manufactory  when  the  men  were  given  in  the  beginning  of  March,  and  it  was  taken 
at  work  upon  the  wheels,  and  saw  them;  but  a  out  on  the  2d  of  July. 
eon  plaint  being  made  on  the  subject,  he  was  never  (a)  See  ante  29-31,  n.  p. 
again  admitted,  dot  were  they  seen,  so  far  as  ap-  (6)  As  to  the  effect  of  the  statute  upon  the  com- 
peared in  evidence,  by  any  other  stranger.    When  mon  law,  sec  ante  8,  n. 

the  wheels  were    finished,   they  were    taken    to  (r)  Citing  Hrunivn  v.Hatckes,  4B.&  Aid.  541. 

nieces,  pecked  up,  and  shipped  for  Trieste,  where 
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in  the  EicU-  within  the  meaning  of  the  statute,  since  it  precludes  all  the  rest 
^viuMM**1  °*  the  PU^C  fr°m  enjoying  the  benefit  of  real  improvements  in 
rule.  the  subject-matter  of  the  patent  during  the  term  of  the  exclusive 

grant  (rf> 

The  plaintiffs  will  place  great  reliance  on  the  case  of  Lewis  ▼. 
Marling  (e).  There  the  patentee  of  an  improved  machine  for 
shearing  cloths,  claimed  as  his  invention,  the  application  of  a 
proper  substance  to  brush  the  surface  of  the  cloth  to  be  shorn: 
the  brush,  however,  turned  out  to  be  useless,  but  it  was  held, 
that  this  did  not  vitiate  the  patent,  because  the  specification  hid 
not  described  it  as  an  essential  part  of  the  machine.  [Alder- 
son,  B. :  There  may  be  a  great  difference  between  the  case  of  t 
complicated  machine,  one  part  of  which  may  be  useless,  and  t 
case  where  one  of  the  distinct  portions  of  an  invention  is  use- 
less.] Lewis  v.  Marling  is,  on  that  ground,  clearly  distinguish- 
able from  the  present  case.  But  besides,  the  patentee  has  here 
explicitly  claimed  this  as  an  improvement  in  steam  engines. 
That  amounts  to  the  same  as  if,  in  describing  a  complicated 
machine,  he  had  claimed  any  particular  part  of  it  as  an  essential 
part.  On  this  ground,  therefore,  it  is  submitted,  that  the  pa- 
tent is  void  altogether. 

The  second  question  is  as  to  the  novelty  of  the  invention. 
The  rule  of  law  is,  that  if,  after  a  party  has  completed  his  inven- 
tion, and  before  taking  out  his  patent,  he  thinks  fit  to  put  it 
into  use  or  practice,  that  will  avoid  his  exclusive  right  The 
nature  of  the  use  must  have  been  such  as  would  invalidate  a 
patent  for  the  same  invention,  if  taken  out  by  another  per- 
son (/).  Here  the  facts  show  that  there  was  such  a  use  and 
exercise  of  the  invention  as  amounted  to  a  publication.  It  is 
said,  that  all  that  was  done  by  Galloway  was  for  the  purpose 
of  experiment.  It  rather  appears,  that  it  was  by  way  of  venture. 
The  wheels  were  sent  to  Trieste  by  Morgan,  not  as  the 
patentee,  but  as  the  agent  of  the  company,  in  order  that  the 
company  might  purchase  them,  not  merely  that  they  might  try 
the  capability  of  the  invention ;  and  the  patent  was  taken  out 
within  a  month  or  two  afterwards,  before  any  answer  was  re- 
turned from  Trieste.    The  new  manufacture  intended  by  the 


(ei)  The  argument  on  behalf  of  the  defendants  In  Huddart  v.  Grimshaw,  Lord  Ellenberwirk, 

on  thii  part  of  the  case  was  directed  to  show  that  C.  J.,  says,  M  if  the  combination  be  productive  of 

in  all  the  cases  the  utility  of  the  invention  was  re-  a  new  end,  and  bene6cial  to  the  public,  it  is  that 

cognised  as  essential  to  support  the  patent,  and  species  of  invention  which,  protected  by  the  king's 

was  a  auestion  to  be  left  to  the  jury.  patent,  ought  to  continue  to  the  person  the  sole 

In  tdgebttry  v.  Stephens,  it  is  said, "  the  act  was  right  of  vending,"  &c.     Ante,  86. 
intended  to  encourage  new  devices,  useful  to  the  It  has  been  a  constant  practice  to  leave  the 
kingdom."    Ante,  35-6.  question  of  utility  to  the  jury.    See  per  Lord  Ten- 
la  Bon  Hon  %  Watt  v.  Bull,  Eyre,  C.  J.,  says,  terden,  C.  J.,  in  J^wis  v.  Davis,  3  Car.  &  P.  602; 
"  the  invention  professes  to  lessen  the  consumption  also  Huwvrth  v.  Hardcattle,  1  Bing.  N.  C.  182. 
of  steam  ;and  to  make  the  patent  good,  the  method  (e)  10  13.  &  C.  22. 

must  be  capable  of  lessening  the  consumption  to  (/)  See  Tennant  s  case,  ante  125 ;  and  Weed 

such  an  extent  as  to  make  the  invention  useful."  v.  Zimmer,  ante  44,  n. 
2  11.151.498;  Dav.  Tat.  C. '216. 
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te,  is  something  which  at  the  time  when  the  patent  is  taken  'n  the  Esche- 
ws not  been  known  to  others  than  the  patentee:  the  re-  fn^UaiMiff™** 
ion  is  not  confined  to  cases  where  it  has  been  previously  rule. 
ri,  or  even  used  in  the  ordinary  sense  of  the  word.     The 
tras  knowledge  and  the  use  thereby  acquired  is  a  publica- 
nfficient  to  avoid  the  patent.     If  these  wheels,  when  com- 
I,  had  been  publicly  exhibited,  could  the  patent  have  been 
ned?    By  such  exhibition  the  invention  would  have  ceased 
:  new,  although  it  had  never  been  brought  into  actual 
ise. 

F.  Pollock,  Sir  W.  Follett,  and  Butt,  in  support  of  the  rule* 
the  plaintiffs  are  entitled  to  a  verdict  on  the  fifth  issue. 
l  the  evidence  given  at  the  trial,  there  was  nothing  to  go  to 
try  to  show  such  a  want  of  novelty  as  avoided  the  patent, 
r  by  force  of  the  statute,  or  by  the  terms  of  the  grant.  The 
rite  of  novelty  in  an  invention  was  a  restriction  first  intro- 
1  by  the  statute  of  James.      [Parke9  B. :  That  appears 
kmable;  Lord  Coke  seems  to  speak  of  it  as  one  of  those 
rites  of  a  monopoly  which  existed  before  the  statute  (#).] 
submitted  that  he  is  only  commenting  upon  the  several 
ctions  imposed  by  the  statute  itself.    Then  all  which  the 
be  requires  in  this  respect,  is  that  the  grant  shall  be  to  the 
md  true  inventors  of  such  manufactures  which  others,  at 
tme  of  the  making  of  the  grant,  did  not  use.    And  all  that 
rtters  patent  themselves  require  is,  that  the  invention  shall 
sw  as  to  the  public  use  and  exercise  thereof  in  England,  or 
atonies.    Now,  it  does  not  appear  from  the  evidence,  that 
i  was  any  use  whatever  of  this  invention,  in  the  ordinary 
5  of  the  word,  in  England.    The  machine  itself  was  never 
;  and  if  the  invention  be  considered  to  be  not  the  machine, 
lie  method  of  constructing  it,  that  was  brought  into  use  only 
ne  specific  occasion,  and  that  only  by  way  of  experiment, 
irith  the  view  of  using  the  machine  itself  out  of  the  king- 
It  has  been  said  on  the  other  side,  that  it  could  not  have 
by  way  of  experiment,  because  the  shipment  of  the  ma- 
ss for  abroad  was  only  a  month  or  two  before  the  date  of  the 
at.     But  the  period  of  six  months,  which  is  given  after  the 
of  the  patent  for  enrolling  the  specification,  is  given  for  the 
purpose  that  the  patentee,  having  secured  his  right,  may 
i  an  interval  in  which  to  perfect  his  experiments,  before  he 
riiged  to  describe  or  ascertain  by  his  specification  the  pre- 
nature  and  details  of  his  invention.  Nay,  he  is  even  bound, 
iring  that  interval  he  make  any  further  discovery,  to  com- 
icate  it  to  the  public  (h).    Suppose  the  machines  had  been 

See  the  statute,  and  Lord  Coke's  commen-  spect  of  the  grantee  being  the  true   and  first 

ipoa  it,  snstt  31,  n.  p.;  see  also  the  early  inventor.     Ante,  8. 
to,  emU  9-27.    The  statete  appears  to  have  (*)  See  Creuiey  y.  Beverley,  ante  116. 

ed  bo  new  condition,  excepting  only  in  re- 
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in  the  Eiche-     made  by  Galloway  himself,  and   then  sold  to  the  company, 

y^pUintW**' would  that  have  been  a  Publication?    Clearly  not.   Then  he has 
rue.  an  equal  right  to  employ  another  to  make  them:  he  does  not 

sell  to  that  other  the  privilege  of  making  them  for  himself,  bat 
merely  employs  him  to  construct  them,  paying  him  the  price  of 
the  materials  and  labour.     Moreover,  he  is  employed  with  t 
knowledge  that  a  patent  is  about  to  be  taken  out,  and  therefore 
that  the  method  of  construction  is  a  matter  to  be  kept  secret, 
and  accordingly  he  is  bound  by  a  pledge  of  secresy.     It  is  in 
all  respects  the  same    as  if  the  machine  had  been  made  by 
Galloway  himself  in  his  own  workshop,  in  a  case  where  he  could 
have  made  it  by  his  own  skill  and  labour.  The  inventor  does  not, 
by  license  or  otherwise,  permit  others  than  himself — strangers, 
to  use  either  the  machine,  or  the  method  of  construction,  in 
England ;  he  does  not  sell  or  publish  in  any  way  the  method  of 
construction ;  and  he  sells  the  machine  but  to  be  used  abroad. 
The  public  have,  before  the  date  of  the  patent,  no  means  what- 
ever of  discovering  the  invention.    As  to  Galloway's  publication 
to  the  plaintiff,  that  was  under  the  intended  contract  of  assign- 
ment, and  was  clearly  no  publication  to  the  world.     The  cases 
referred  to  on  the  other  side  are  all  distinguishable.     In  Wood 
v.  Zimmcr,  the  article  for  which  the  patent  was  granted  had 
been  publicly  vended.     In  Tennant's  case,  it  had  been  used  for 
several  years  by  another  manufacturer,  the  patentee  was  there- 
fore certainly  not  the  first  and  true  inventor.     The  same  ob- 
servation applies  to  the  case  of  Arkwrightfs  patent.    Lewis  v. 
Marling  was  a  stronger  case  than  the  present.     [Alderson,  B.: 
It  is  certainly  a  most  important  question,  what  are  the  limits  of 
what  a  man  may  do  without  its  being  a  publication;  and  a  ques- 
tion on  which  much  remains  to  be  discovered;  the  law  is  in  a 
very  confused  state.     In  the  case  of  Lewis  v.  Marling,  I  should 
certainly  have   entertained  very  considerable  doubts.     If  the 
question  is  to  be  put  altogether  on  the  ground  of  the  public  use 
of  the  invention,  how  did  Dr.  Brewster  lose  the  benefit  of  his 
invention  of  the  kaleidoscope,  because  it  had  been  previously 
published  in  a  book,  if  it  had  not  been  used,  though  made 
known  to  all  the  world  before?     If  Dr.  Hall  had  published  his 
discoveries  in  a  book,  I  apprehend  that  would  have  put  an  end 
to  Dollond's  patent.     Much  obscurity  has  been  introduced  into 
this  question  by  the  use  of  loose  expressions  and  dicta  (%)] 
The  knowledge,  and  means  of  knowledge  of  the  public,  amount 
to  the  same  thing:  in  this  case,  the  public  had  neither. 

Secondly;  it  may  be  admitted,  that  if  a  patent  be  taken  out 
for  a  machine,  or  thing  that  is  to  perform  a  particular  operation, 
and  it  does  not  perform  that,  and  is  therefore  useless  with  re- 

(t)  These  observation*  of  the  learned  judge  the  words  of  the  statute  and  letters  patent,  or 
present  very  prominently  the  difficulties  which  rather  on  the  meaning  of  the  term  publication, 
exist  in  respect  of  the  construction  to  be  put  on      See  ante  44,  n.  j  and  86,  n.  c. 
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ference  to  the  specific  purpose  for  which  the  patent  is  granted,  in  the  Exche- 
that  will  avoid  the  grant.     But  here  it  is  not  pretended  that  the ln%}M£$~i*t 
plaintiffs'  steam  engine  is  absolutely  useless,  or  even  worse  to  rule. 
use  than  one  of  a  different  construction  in  the  same  circum- 
stances; and  there  is  a  wide  difference  between  the  case  of  an 
article's  not  being  useful,  because  there  is  already  another  in  the 
market  which  will  as  well  answer  the  purpose,  and  maybe  cheaper, 
and  that  of  an  article  which  is  useless,  because  it  professes  to 
effect  a  particular  purpose,  and  does  not  effect  it.  The  cases  relied 
cm  by  the  other  side  will  be  found  to  apply  to  the  latter  state  of 
circumstances.     It  is  said,  that  this  being  a  patent  for  several 
inventions,  by  upholding  one  of  them  when  the  other  is  useless, 
the  patentee  obtains  a  monopoly  of  the  whole,  and  so  deprives  the 
public  of  the  benefit  of  applying  the  former  to  some  other  useful 
combination.  But  the  answer  is  that  given  by  the  court  in  Lewis  v. 
MarUng>  that  the  statute  imposes  no  such  condition  as  that  the 
invention  shall  be  in  all  parts  useful.      "  The  condition  is,  that 
die  thing  shall  be  new,  not  that  it  shall  be  useful ;  and  although 
the  question  of  its  utility  has  been  sometimes  left  to  a  jury,  I 
flunk  the  condition  imposed  by  the  statute  has  been  complied 
with,  when  it  has  been  proved  to  be  new"  (k).     If  the  grant  be 
according  to  the  terms  of  the  act  of  parliament,  and  the  grantee 
complies  with  any  farther  condition  which  the  crown  may  think 
fit  to  annex  to  the  grant,  that  is  all  that  is  necessary.     And  if 
this  be  true,  of  a  single  invention  composed  of  several  parts,  as 
wis  the  case  of  Lewis  v.  Marling,  a  fortiori  it  is  true  of  several 
distinct  improvements  comprised  in  one  patent,  where  only  one 
is  found  not  to  be  useful.   The  restraint  in  the  statute  as  to  general 
inconvenience  cannot  apply  to  such  a  case ;  and  the  commentary 
of  Lord  Coke  on  that  clause  is,  at  the  present  day,  absolutely 
absurd.      The  only  question  is  on  what  terms  the  grant  is  made; 
the  court  cannot  superadd  any  condition ;  and  good  reason  may 
be  assigned  why  the   statute  should   impose  no  condition  of 
utility.     Whether  a  thing  be  new  or  not,  is  a  pure  question  of 
fact ;  but  whether  it  be  useful  or  not,  with  reference  to  previously 
existing  things  of  the  same  kind,  is  a  question  of  opinion,  and 
a  question  admitting  of  all  possible  shades  and  degrees  of  diffe- 
rence.    Here,  for  instance,  it  may  be  that  this  engine  consumes 
10  much  more  fuel  than  others  of  a  different  construction,  that 
it  is  not  therefore  worth  while  to  use  it,  although  it  may  be  ab- 
itractedly  a  certain  improvement  in  the  construction  of  steam 
engines.     [Alderson,  B.:  The  Attorney  General  puts  it  thus  :  if 
the  invention  be  useless,  its  being  a  monopoly  makes  it  mis- 
chievous, inasmuch  as  it  prevents  other  persons  from  adding  to 
it,  so  as  to  make  a  useful  combination.]     It  might  be  for  a  jury 

(k)  See  per  Parke,  J.,  in  Lewis  v.  Marling,  10  B.  &  C.  28.    See  post  192,  n.  /. 
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In  tic  Excke-  to  say  whether,  in  such  a  case,  the  addition  did  not  make  it  the 
nZimirtfjv'*'  *nvent*on  °f  tue  supposed  pirate.  When  a  party  obtains  apt- 
rule.  tent,  the  presumption  is  that  the  crown  has  looked  at  the  inven- 

tion, and  found  it  a  fit  subject  for  a  patent :  if  by  matter  ex  pod 
facto  it  appears  that  it  stands  in  the  way  of  a  greater  improve- 
ment, tliat  may  be  the  ground  of  repeal ;  but  usefulness  is  not 
made  a  condition  of  the  grant,  either  by  the  statute  or  in  the 
letters  patent  themselves  (/)•  The  public  are  not  bound  to  adopt 
that  part  of  the  invention  which  is  useless ;  but  they  are  not 
entitled  to  reject  that  part,  and  at  the  same  time  to  use  the 
other  as  they  please.  But,  at  all  events,  the  whole  subject  of 
the  patent  ought  to  be  shown  to  be  useless,  in  order  to  avoid 
the  grant.  The  infringer  is  bound  to  show  that  the  inventor 
has  done  the  public  no  good.  On  principle,  therefore,  thi 
point  would  appear  to  be  against  the  defendants.  But  it  is  said, 
the  authorities,  at  least  those  antecedent  to  Lewis  v.  Mortify 
are  in  their  favour.  Although,  however,  it  has  been  usual  far 
judges  to  put  the  question  of  utility  to  the  jury,  there  is  no  case 
which  has  decided  that  a  defendant  can  avail  himself  of  the 
non-utility  of  the  invention  as  a  distinct  ground  of  defence. 
Manion  v.  Parker  is  the  only  case  which  bears  the  semblance  of 
being  an  authority  to  that  effect.  But  there  the  word  useful 
plainly  meant,  useful  for  the  particular  purpose  for  which  the  pa- 
tent was  taken  out :  the  case  is  certainly  no  authority,  that  the 
plea  of  no  improvement  is  a  defence  (m).  The  same  observation 
applies  to  Haworth  v.  Hardcastle,  Boulton  v.  Bully  and  to  the 
other  cases.  In  Hill  v.  Thompson?  as  appears  by  the  report  of 
the  case  at  law,  the  question  of  usefulness  was  not  in  fact  left  to 
the  jury.  Huddart  v.  Grimshaw  was  determined  on  the  ques- 
tion of  novelty.  On  the  other  hand,  the  authority  of  Lord 
Tenterden,  C.  J.,  and  Parke,  J.,  in  Leans  v.  Marling,  is  directly 
in  favour  of  the  plaintiffs. 

Cur.  adv.  vult 
The  judgment  of  the  court  was  delivered  by 
Judgment.  Parke,  B.   (After  stating  the  pleadings,  his  lordship  pro- 

ceeded) :  The  first  question  in  this  case  is,  whether  the  verdict 
for  the  defendants  on  the  fifth  plea  ought  to  be  set  aside,  and  a 
verdict  entered  for  the  plaintiffs,  pursuant  to  the  leave  reserved 
by  my  brother  Alderson.    Unless  this  question  should  be  dis- 


(/)  This  appears  questionable  ;  the   utility  of  without,  at  the  came  time,  letting  out  the 

the  invention  is  suggested  to  the  crown  as  the  The  witnesses  for  the  defendant  having  proved  thtt 

motive  and  consideration  for  the  grant.     See  Law  the  powder  passed  through  the  same  hole  as  the 

if  Practice,  Pr.  F.  I.,  n.  e.  air,  the  Lord  Chief  Baron  held,  ■•  that  the  utility 

(m)  Manton  v.  Parker.  In  this  case  the  pa-  of  the  invention  and  the  purpose  of  the  patent 
tent  was  for  "  a  hammer,  on  an  improved  con-  wholly  fail  ;  for  the  purpose  of  the  hole,  as  de- 
struction, for  the  locks  of  all  kinds  of  fowling-  scribed  in  the  specification,  is  to  let  the  air  pass 
pieces  and  small  arms ;"  and  a  material  part  of  the  through,  nnd  at  the  same  time  secure  the  powder 
invention  consisted  in  a  means  of  letting  out  the  from  passing  through  ;  that  of  itself  would  be  an 
air  from  the  barrel,  and  causing  a  communication  answer  to  the  action."  Da  v.  Pat.  C.  327. 
between  the  powder  in  the  pan  and  in  the  barrel, 
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osed  of  in  favour  of  the  plaintiffs,  it  would  be  unnecessary  to 
onnder  whether  the  plaintiffs  be  entitled  to  judgment  non  ob- 
bate  veredicto  on  the  third  and  sixth  pleas ;  for  if  the  fifth  plea 
ere  to  remain  undisturbed,  that  would  be  an  answer  to  the 
lion.  The  course  which  was  taken  with  respect  to  this  plea 
i  the  trial  was,  to  ascertain  the  facts,  upon  which  the  learned 
dge  gave  his  opinion  in  favour  of  the  defendants,  but  at  the 
me  time  reserved  liberty  to  the  plaintiffs  to  move  to  enter  a 
adict  in  their  favour,  if  the  court  should  be  of  opinion  that  the 
eta  ought  to  have  been  left  to  the  jury ;  that  is,  that  they  were 
ich  that  the  jury  might  infer  from  them  that  there  had  been 
I  use  or  publication  of  the  invention,  so  as  to  destroy  the 
roelty  of  the  patent.  The  evidence  was,  that  before  the  date 
f  the  patent  (which  was  the  22d  July,  1829),  Curtis,  an  en- 
neer,  made  for  Morgan  two  pair  of  wheels  upon  the  principle 
mtioned  in  the  patent,  at  his  own  factory.  Galloway,  the 
ttentee,  gave  the  instructions  to  Curtis  under  an  injunction  of 
Kftsy,  because  he  was  about  to  take  out  a  patent.  The  wheels 
we  completed  and  put  together  at  Curtis's  factory,  but  not 
or  exposed  to  the  view  of  those  who  might  happen  to 
there.  After  remaining  a  short  time  the  wheels  were 
to  pieces,  packed  up  in  cases,  and  shipped  in  the  month 
f  April  on  board  a  vessel  in  the  Thames,  and  sent  for  the  use 
t  the  Venice  and  Trieste  Company,  of  which  Morgan  was 
■naging  director,  and  which  carried  on  its  transactions  abroad, 
Mt  had  shareholders  in  England.  Curtis  deposed,  that  "  they 
■we  sold  to  the  company,"  without  saying  by  whom,  which 
My  mean  that  they  were  sold  by  Curtis  to  Morgan  for  the 
nmpany;  and  Morgan  paid  Curtis  for  them.  Morgan  and 
Btfloway  employed  an  attorney,  who  entered  a  caveat  against 
my  patent  on  the  2d  of  March,  and  afterwards  solicited  the  pa- 
tent in  question,  which  was  granted  to  Galloway  and  assigned  to 
Morgan.  Upon  these  facts,  the  question  for  us  to  decide  is, 
thether  the  jury  must  have  necessarily  found  for  the  defendants, 
Mr  whether  they  might  have  found  that  this  invention,  at  the  date 
1  the  letters  patent,  was  new  in  the  legal  sense  of  that  word. 
Pbe  words  of  the  statute  are,  that  grants  are  to  be  good  "  of  the 
tok  working  or  making  of  any  manner  of  new  manufacture  within 
im  realm,  to  the  first  and  true  inventor  or  inventors  of  such  manu- 
letares,  which  others  at  the  time  of  the  making  of  such  letters 
fttent  and  grants  did  not  use;"  and  the  proviso  in  the  patent  in 
[notion,  founded  on  the  statute,  is,  that  if  the  invention  be  not  a 
lar  invention  as  to  the  public  use  and  exercise  thereof  in  Eng- 
md,  the  patent  should  be  void.  The  word  "  manufacture"  in  The  term  maau- 
ke  statute  must  be  construed  in  one  of  two  ways:  it  may  mean  SjJ^iJ^! 
b  machine  when  completed,  or  the  mode  of  constructing  the  ma-  chine,  or  the 
bine.  If  it  mean  the  former,  undoubtedly  there  has  been  no  use  EJ^^  ^J" 
f  the  machine,  as  a  machine,  in  England,  either  by  the  patentee  machiot, 

2  c 
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himself  or  any  other  person;  nor  indeed  any  use  of  the  machine 
in  a  foreign  country  before  the  date  of  the  patent.  If  the  term 
'-  manufacture"  be  construed  to  be  "  the  mode  of  constructing 
the  machine,"  there  has  been  no  use  or  exercise  of  it  in  Eng- 
land, in  any  sense  which  can  be  called  u  public"  The  wheel* 
were  constructed  under  the  direction  of  the  inventor,  by  an 
engineer  and  his  servants,  with  an  injunction  of  secresy,  on  the 
express  ground  that  the  inventor  was  about  to  take  out  a  patent, 
and  that  injunction  was  observed ;  and  this  makes  the  case,  so 
far,  the  same  as  if  they  had  been  constructed  by  the  inventor's 
own  hands,  in  his  own  private  workshop,  and  no  third  person 
had  seen  them  whilst  in  progress.  The  operation  was  disclosed, 
indeed,  to  the  plaintiff  Morgan,  but  there  is  sufficient  evidence 
that  Morgan  at  that  time  was  connected  with  the  inventor,  and 
designing  to  take  a  share  of  the  patent.  A  disclosure  of  the 
nature  of  the  invention  to  such  a  person,  under  such  circum- 
stances, must  surely  be  deemed  private  and  confidential.  The 
only  remaining  circumstance  is,  that  Morgan  paid  for  the  ma- 
chines with  the  privity  of  Galloway,  on  behalf  of  the  Venice 
and  Trieste  Steam  Company,  of  which  he  was  the  managing 
director ;  but  there  was  no  proof  that  he  had  paid  more  than 
the  price  of  the  machines,  as  for  ordinary  work  of  that  descrip- 
tion ;  and  the  jury  would  also  be  well  warranted  in  finding,  that 
he  did  so  with  the  intention  that  the  machine  should  be  used 
abroad  only,  by  this  company,  which,  as  it  carried  on  its  trans- 
actions in  a  foreign  country,  may  be  considered  as  a  foreign 
company:  and  the  question  is,  whether  this  solitary  transaction, 
without  any  gain  being  proved  to  be  derived  thereby  to  the 
patentee  or  to  the  plaintiff,  be  a  use  or  exercise  in  England,  of 
the  mode  of  construction,  in  any  sense  which  can  be  deemed  a 
use  by  others,  or  a  public  use,  within  the  meaning  of  the  statute 
The  u»er  of  an  and  the  patent.  We  think  not.  It  must  be  admitted,  that  if  the  pa- 
Mtentw.Jwthe*611*66  nimself  had  before  his  patent  constructed  machines  for 
purpo-wof com-  sale  as  an  article  of  commerce,  for  gain  to  himself, and  been  in  the 
therdateof?r?he  practice  of  selling  them  publicly,  that  is,  to  any  one  of  the  pnb- 
patent,  will  vi-  lie  who  would  buy,  the  invention  would  not  be  new  at  the  date 
l,ale'  of  the  patent.     This  was  laid  down  in  the  case  of  Wood  *. 

Zimmer  (n),  and  appears  to  be  founded  on  reason ;  for  if  the 
inventor  could  sell  his  invention,  keeping  the  secret  to  himself, 
and  when  it  was  likely  to  be  discovered  by  another  take  out  a 

(n)  See  Holt,  N.  P.  C   58,  and  ante  44,  n.  plaintiff  had  made  two  or  three  of  hit  unproved 

The  using,  exercising,  and  putting  in  practice  the  water-closets  before  he  obtained  his  patent ;  hot 

nvention,  fur  gain,  previous  to  the  date  of  the  Bearcroft,  the  defendant's  counsel,  admitted  that 

grant,  seems  to  present  a  test  generally  applicable  this  circumstance  would  not  invalidate  the  patent, 

to  cases  of  this  kind.     It  excludes  at  once  all  the  unless  the  invention  had  likewise  been  used  by 

using  of  the  invention  by  the  patentee  for  the  pur-  others;  the  statute  empowering  the  crown  to  grant 

pose  of  experiment,  and  of  satisfying  himself"  as  the  monopoly  for  fouiteen  years,  of  any  manner  of 

to  the  practicability  of  his  conception.  This  imp  or-  new  manufactures,  to  the   first  inventors,  which 

ant  doctrine  was  fully  recognised  and  admitted  *n  others,  at  the  time  of  making  the  patent,  shall  not 

Brumah  v.  Hardcattle.  use.     Holroyd,  82,  n. 

In  that  case  it  appeared  in  evidence,  that  the 
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itent,  he  might  have,  practically,  a  monopoly  for  a  much  longer 
eriod  than  fourteen  years.  Nor  are  we  prepared  to  say,  that  if  such 
ale  was  of  articles  that  were  only  fit  for  a  foreign  market,  or  to  be 
mi  abroad,  it  would  make  any  difference ;  nor  that  a  single  in- 
ance  of  such  a  sale  as  an  article  of  commerce,  to  any  one  who 
lose  to  buy,  might  not  be  deemed  the  commencement  of  such 
practice,  and  the  public  use  of  the  invention,  so  as  to  defeat 
te  patent.  But  we  do  not  think  that  the  patent  is  vacated  on 
le  ground  of  the  want  of  novelty,  and  the  previous  public  use 
*  exercise  of  it,  by  a  single  instance  of  a  transaction  such  as 
us,  between  the  parties,  connected  as  Galloway  and  the  plain- 
ff  are,  which  is  not  like  the  case  of  a  sale  to  any  individual  of 
m  public  who  might  wish  to  buy  ;  in  which  it  does  not  appear 
tat  the  patentee  has  sold  the  article,  or  is  to  derive  any  profit 
om  the  construction  of  his  machine,  nor  that  Morgan  himself 
;  and  in  which  the  pecuniary  payment  may  be  referred  merely 
>  an  ordinary  compensation  for  the  labour  and  skill  of  the 
igmeer  actually  employed  in  constructing  the  machine;  and 
le  transaction  might,  upon  the  evidence,  be  no  more  in  effect, 
m  that  Galloway's  own  servants  had  made  the  wheels ;  that 
loigan  had  paid  them  for  the  labour,  and  afterwards  sent  the 
rheels  to  be  used  by  his  own  co-partners  abroad.  To  hold  this 
»  be  what  is  usually  called  a  publication  of  the  invention  in 
England,  would  be  to  defeat  a  patent  by  much  slighter  circum- 
taces  than  have  yet  been  permitted  to  have  that  effect.  We 
herefore  think,  that  as  the  jury  might  consistently  with  the  evi- 
lence  have  found  this  issue  for  the  plaintiffs,  the  verdict  ought, 
mrsuant  to  the  leave  reserved,  to  be  entered  on  that  issue  for 
hem. 

The  next  question  is,  whether  the  plaintiff's  be  entitled  to 
ndgment  nan  obstante  veredicto,  or  a  repleader,  upon  the  find- 
ftg  of  the  issues  on  the  third  and  sixth  pleas.  The  questions 
arolved  in  these  two  issues  are  different:  I  propose  to  consider, 
tnt,  that  on  the  third  plea.  The  suggestion  in  the  letters 
•tent  is,  that  Galloway  had  invented  certain  improvements  in 
team  engines,  and  in  machinery  for  propelling  vessels,  which 
mprovements  were  applicable  to  other  purposes,  and  the  patent 
i  granted  for  the  invention  of  those  improvements.  But  unless 
he  specification  be  referred  to,  to  explain  the  title  of  the  patent, 
tk  doubtful  whether  the  invention  claimed  is  of  improvements 
i  steam  engines  as  connected  with  other  machinery  only,  or  of 
■provements  in  steam  engines  for  whatever  purpose  they  may 
e  employed.  Upon  reference  to  the  specification,  there  is  no 
oobt  that  the  claim  is  of  the  latter  description;  but  that  instru- 
tent  it  not  stated  in  the  record,  and  upon  what  appears  on  the 
jeord  it  is  by  no  means  clear  that  the  patentee  does  claim  an 
sprovement  in  steam  engines  unconnected  with  the  machinery; 
id  if  he  does  not,  the  plea  would  probably  have  been  bad  on 
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demurrer,  as  it  is  uncertain  whether  it  does  not  deny  the  inven- 
tion to  be  an  improvement  in  steam  engines  unconnected  with 

After  verdict    the  machinery.    But  after  verdict,  this  objection  is  removed; 

liken  to  The*  **  *°r  lt  ls  a  ru*e»  that  ^  9n  ksue  co^d  ^ave  been  material,  the  court 


which  the  after  verdict  ought  to  intend  it  to  be  so;  Kemp  v.  Crewes(o);and 
spectf  cation  di»-  M  the  pia^ff  ^j  not  demur,  it  must  be  taken  that  he  admits 
that  the  plea  is  to  be  understood  as  denying  the  invention  to  be 
an  improvement  in  steam  engines,  in  that  sense  in  which  it  ii 
used  in  the  patent  itself,  and  the  jury  must  be  intended  so  to 
have  found. 

This  brings  me  to  the  question,  whether  this  patent,  which 
suggests  that  certain  inventions  are  improvements,  is  avoided  if 
there  be  one  which  is  not  so;  and  upon  the  authorities  we  fed 
obliged  to  hold  that  the  patent  is  void,  upon  the  ground  of  fraud 
on  the  crown,  without  entering  into  the  question  whether  the 
utility  of  each  and  every  part  of  the  invention  is  essential  to  t 
patent,  where  such  utility  is  not  suggested  in  the  patent  itself  as 
the  ground  of  the  grant.  That  a  false  suggestion  of  the  grantee 
avoids  an  ordinary  grant  of  lands  or  tenements  from  the  crown, 
is  a  maxim  of  the  common  law,  and  such  a  grant  is  void,  not 
against  the  crown  merely,  but  in  a  suit  against  a  third  person  (p). 
It  is  on  the  same  principle  that  a  patent  for  two  or  more  inven- 
tions, when  one  is  not  new,  is  void  altogether,  as  was  held  in 
Hill  v.  Thompson  (#),  and  Brunton  v.  Hawkes(r);  for  although 
the  statute  invalidates  a  patent  for  want  of  novelty,  and,  conse- 
quently, by  force  of  the  statute  the  patent  would  be  void  so  far 
as  related  to  that  which  was  old,  yet  the  principle  on  which  the 
The  norelty  of  patent  has  been  held  to  be  void  altogether  is,  that  the  considenv 
every  part  of  the  tjon  for  tne  crrBnt  [s  the  novelty  of  all,  and  the  consideration 

invention  is  the  °  1    .         ■       .       %  .     . 

consideration  for  failing,  or,  in  other  words,  the  crown  being  deceived  in  its  grant) 
the  grant.  tne  patent  is  void,  and  no  action  maintainable  upon  it  We  can* 
not  help  seeing  on  the  face  of  this  patent,  as  set  out  in  the 
record,  that  an  improvement  in  steam  engines  is  suggested  by 
the  patentee,  and  is  part  of  the  consideration  for  the  grant;  and 
we  must  reluctantly  hold  that  the  patent  is  void,  for  the  falsity 
of  that  suggestion.  In  the  case  of  Lewis  v.  Marling  (*),  this  view 
of  the  case,  that  the  patent  was  void  for  a  false  suggestion,  does 
not  appear  by  the  report  to  have  been  pressed  on  the  attention 
of  the  court,  or  been  considered  by  it.  The  decision  went  upon 
the  ground  that  the  brush  was  not  an  essential  part  of  the  ma- 
chine, and  that  want  of  utility  did  not  vitiate  the  patent;  and, 
besides,  the  improvement  by  the  introduction  of  the  brush  is 
not  recited  in  the  patent  itself  as  one  of  the  subjects  of  it,  which 
may  make  a  difference.    We  are,  therefore,  of  opinion,  that  the 


(0)  1  Lord  Raym.  187.  ante  41,  n.  and  Law  Sf  Practice,  Iwd.  tit.  Fain 

(p)  The  caae  of  Travelt  v.  Carteret,  3  Lev.  135,      Suggestion, 
and  Alcock  v.  Cooke,  5  Bing.  340,  were  cited  with  (?)  2  Moore,  424.    8  Taunt  375. 


reference  to  this  principle  of  the  common  law.  See  (r)  4  B.  &  Aid.  542. 

(«)  10  B.  &  C.  22;  5M.  &  Ry.66. 
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Pendants  are  entitled  to  our  judgment  on  the  third  issue.  It  is  a 
Impaction  to  know,  that  this  objection  will  not  necessarily,  in 
e  present  state  of  the  law,  destroy  the  patent,  as  the  objection 
one  which  will  probably  be  removed  by  the  Attorney  General 
ider  the  5th  and  6th  W.  4,  c.  83.     This  view  of  the  case 
ikes  it  unnecessary  to  consider  the  effect  of  the  finding  on  the 
it  issue,  as  amended  by  the  judge's  notes,  that  part  of  this 
ration  is  not  useful,  which  is  a  different  question  from  that 
uch  we  have  disposed  of.    A  grant  of  a  monopoly  for  an  Monopoly  of 
ration  which  is  altogether  useless,  may  well  be  considered  as  ^the°aadeM~ 
niachievous  to  the  state,  to  the  hurt  of  trade,  or  generally  »  mischievous 
convenient,"  within  the  meaning  of  the  statute  of  Jac.  1, to  l  e  8Ute< 
lich  requires,  as  a  condition  of  the  grant,  that  it  should  not  be 
>  for  no  addition  or  improvement  of  such  an  invention  could 
i  made  by  any  one  during  the  continuance  of  the  monopoly, 
Ihout  obliging  the  person  making  use  of  it  to  purchase  the 
■less  invention;  and  on  a  review  of  the  cases,  it  may  be 
mbted  whether  the  question  of  utility  is  any  thing  more  than 
oompendious  mode,  introduced  in  comparatively  modern  times, 
'deriding  the  question,  whether  the  patent  be  void  under  the 
state  of  monopolies  (/).    And  we  do  not  mean  to  intimate  The  inutility  of 
if  doubt  as  to  the  validity  of  a  patent  for  an  entire  machine  or  JJJJfcjf  JIui'not 
ibject  which  is,  taken  altogether,  useful,  though  a  part  or  parts  vitiate,  if  there- 
ay  be  useless,  always  supposing  that  such  patent  contains  no  whoi^beasefal, 
ibs  suggestion;  nor  do  we  pronounce  any  opinion  upon  the  proved  there 
aflkiency  of  this  plea  in  point  of  form.     It  may  be,  that  the  gesSon.     Wg" 
roper  form  of  plea  is  to  use  the  words  of  the  statute,  and  not 
» plead  the  want  of  utility:  though  it  would  probably  be  too 
lie  to  take  that  objection  in  the  present  stage.  The  rule,  there- 
Re,  must  be  absolute,  to  enter  a  verdict  for  the  plaintiffs  on  the 
fib  plea,  and  discharged  as  to  the  residue. 

Rule  accordingly. 


LOSH'S  PATENT. 

Letters  patent  to  William  Losh,  31st  Aug.  1830,  for  "certain  thu. 
sprovements  in  the  construction  of  wheels  for  carriages  to  be 
led  on  railways." 

I,  the  said  William  Losh,  do  hereby  declare,  that  my  said  in-  Specification. 
sntion  is  described  and  ascertained  in  manner  following,  (that 

to  say) — The  object  that  is  intended  to  be  attained  by  my 

(t)  The  question  of  utility  seems  to  present  a  once  used  by  others,  or  in  public  use  and  exercise, 

t  el  general  applicability  as  to  the  validity  of  would  not  be  lost  sight  of.    But  it  may  be  sug- 

i  patent,  in  respect  of  the  subject-matter  of  the  gested,  whether  it  does  not  very  clearly  appear 

KamfsM;  for  it  may  be  presumed  that  wherever  from  the  early  cases  (ante  8),  that  the  utility  of 

hay  it  found  to  exist  m  a  very  great  degree,  the  invention  was  an  indispensable  requisite  at 

so  sous*  be  sons)  invention  sufficient  to  support  common  law. 
I;  and  farther,  that  such  invention,  when 
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said  improvements  in  the  construction  of  wheels  for  carriages  to 
be  used  on  railways  is,  to  render  such  wheels  more  durable,  and 
less  liable  to  be  damaged  or  broken  than  the  wheels  hitherto  in 
use  upon  railroads,  by  the  violence  of  the  shocks  to  which  they 
are  liable  when  travelling  on  railways;  and  more  particularly 
when  propelled  with  rapid  motion  along  railroads.  The  spokes, 
the  rims  or  felloes,  and  the  tires  of  wheels*  constructed  accord- 
ing to  my  said  improvements,  are  to  be  made  wholly  of  malle- 
able iron.  The  spokes  are  to  be  joined  one  to  another,  and  to 
the  rims  or  tires,  and  to  a  cast  iron  central  nave,  in  the  manner 
hereinafter  particularly  set  forth,  whereby  the  spokes  are  all  so 
firmly  fixed  to  the  cast  iron  nave,  and  to  the  rim,  and' united 
one  to  another,  that  they  will  all  act  simultaneously  to  support 
or  sustain  the  cast  iron  nave  in  the  centre  of  the  wheel,  and  to 
preserve  the  true  form  of  the  wheel  in  every  respect.  By  form- 
ing those  parts  of  the  wheel  which  are  most  liable  to  suffer 
injury  from  shocks  of  malleable  iron,  and  the  several  parts 
being  firmly  joined,  the  liability  of  such  wheels  to  fracture  will 
be  greatly  diminished.  The  drawings  hereunto  annexed  repre- 
sent different  modes  of  constructing  wheels  according  to  my  said 
improvements,  for  carriages  to  be  used  on  railways.  *  *  (a) 
Claim.  Having  now  described  the  construction  of  wheels  made  ac- 

cording to  my  improvements  for  carriages  to  be  used  on  rail- 
roads, I  do  hereby  declare  that  I  make  no  claim  to  the  exclusive 
right  of  iron  spokes,  or  wrought  iron  tire,  for  such  wheels ;  nor 
to  the  mode  hereinbefore  described,  of  uniting  wrought  iron 
spokes  to  the  cast  iron  nave ;  but  my  invention  consists,  Erst, 
In  the  improvement,  hereinbefore  described  and  represented 
in  figs.  1  and  2,  of  making  the  wheels  of  carriages  to  be  used  on 
railways,  with  wrought  iron  spokes,  having  elbow  bends  and 
curved  prolongations  from  such  spokes,  which  prolongations 
join  one  to  another,  in  the  manner  hereinbefore  described,  so  as 
to  form  a  circular  rim  of  wrought  iron  to  support  and  give 
strength  to  the  hoop  of  wrought  iron  tire  which  is  applied  and 
fixed  around  that  circular  rim. 

Secondly;  In  the  improvement  hereinbefore  described,  and 
represented  in  figs.  3,  4,  and  8,  of  either  making  the  circular 
hoop  of  iron  tire,  which  is  to  be  applied  around  the  circular  rim 
of  any  wheels  for  carriages  to  be  used  on  railways,  out  of  bar- 
iron,  which  is  rolled  with  projecting  beads  at  the  edges,  on  that 
side  which  is  to  form  the  inside  of  the  hoop  of  tire,  in  the 
manner  hereinbefore  described,  and  shown  in  figs.  2,  3,  and  8; 
or,  &c.  (£). 

(a)  Here  follows  a  detailed  description  of  the  of  the  subsequent  legal  proceedings,  on  the  ground 

drawings.    For  the  specification  at  full  length,  of  its  being  doubtful  whether  the  part  of  the  ioven- 

with  the  drawings,  see  Repy.  of  Arts,  No.  53,  tion  to  which  it  referred  had  not  been  practised, 

N.  S.  277.  with  some  modifications,  in  some  kinds  of  wheels. 

(6)  The  residue  of  this  claim  was  disclaimed  See  Disclaimer  in  9  Repy.  of  Arts,  N.  S.  277. 
23  July,  1836,  previously  to  the  commencement 
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ly ;  In  the  improvement  hereinbefore  described,  and  re- 
id  in  fig.  5,  of  making  the  wheels  of  carriages  to  be  used 
rays  with  wrought  iron  spokes,  moulded  at  their  outer 
to  the  form  shown  in  the  drawing,  having  elbow  bends 
3uter  ends  to  form  feet,  which  ends  of  the  spokes  are 
>y  welding,  or  by  conical  bolts  or  rivets  without  heads,  at 
side,  either  to  a  complete  ring  of  wrought  iron,  around 
hoop  of  wrought  iron  tire  is  to  be  applied  and  fixed,  or 
&  hoop  of  wrought  iron  tire,  made  of  sufficient  strength 
n  its  circular  curvature  without  any  such  inner  ring,  in 
hereinbefore  described  (c). 

thly;  In  the  improvement  hereinbefore  described,  and 
ited  in  fig.  6,  of  forming  each  spoke  of  two  bars  of  iron, 
;ether  at  one  end,  as  far  as  the  elbow  bends,  and  the 
eyond  those  elbow  bends  being  bent  in  opposite  direc- 
>  form  curved  prolongations  of  each  of  the  compound 
on 'each  side  thereof,  and  which  prolongations  when 
together,  form  a  circular  rim,  upon  which  the  tire  is  laid, 
•e  described,  and  as  shown  in  the  drawing,  fig.  6. 

In  witness,  &c.  (d) 


question  arose  in  the  subsequent  pro- 
is  to  the  nature  of  this  claim,  whether 
lly  it  is  for  the  spokes  with  the  curved 
nether  it  also  includes  the  combination 
J  spokes,  producing  the  felloe,  and  of 
ij  or  flanched  tire,  shrank  on  as  de- 


tbe  subsequent  proceedings  on  this  patent, 
eference  is  made  to  letters  patent  granted 
ember,  1808,  to 

Thomas  Paton, 

in  new  improvements  in  the  construction 
for  carriages." 

\  specification  described  several  improve- 
which  the  following  only  are  important. 
ng  the  nave  of  wrought  iron  ;  the  insert- 
a  spokes  of  wrought  iron,  or  other  metal ; 
g  the  felloes,  or  external  circle  that  the 
on,  of  iron  or  other  metal,  and  making 
,  the  spokes  of  one  solid  piece,  or  fixing 
•  to  the  spokes  with  rivets,  screws,  and 
inj  other  way  as  convenient.  See  spe- 
and  drawings,  Repy.  Pat.  Inv.  No.  53, 
5. 

leation  was,  whether  this  specification  de- 
ad included  the  third  claim  of  Losh's 
ion ;  or  whether  that  claim  only  extended 
j  up  the  spokes,  and  not  to  affixing  them 
plete  ring,  and  shrinking  the  proper  tire 
its  on  to  such  a  ring.  See  ;*»t. 
ild  be  observed,  that  Paton 's  specification 
wheels  for  gigs,  chaises,  &c,  and  that 
f  wheels  on  railways  was,  at  the  date  of 
U  hardly  contemplated, 
see  is  also  made  to  letters  patent  granted 
1816,  to 


W.  Loth  and  G.  Stephenson, 

for  "  a  method  or  methods  of  facilitating  the  con- 
veyance of  carriages,  and  all  manner  of  goods  and 
materials  alone  railways  and  tramways,  by  certain 
inventions  and  improvements  in  the  construction 
of  the  machines,  carriages,  carriage  wheels,  and 
railways,  for  that  purpose."  The  specification 
describes  a  method  of  fixing  more  securely  and 
truly  the  parts  of  the  edge  and  plate  railway,  so 
that  several  rails  or  pieces  might  be  fixed  immov- 
ably to  the  chairs,  and  with  their  ends  abutting 
truly 'on  each  other;  also  a  method  of  sustaining 
the  weight  of  locomotives  and  carriages  on  pistons 
inserted  in  cylinders  of  fluids.  The  invention  in 
respect  of  railway  wheels  consisted  in  applying  a 
wrought  iron  tire  to  cast  iron  wheels,  and  in  ap- 
plying wrought  iron  rings,  or  felloes,  to  wrought 
iron  spokes,  set  in  cast  iron  naves ;  and  in  wheels 
of  small  diameter,  instead  of  spokes  of  wrought 
iron,  employing  plates  of  malleable  iron,  to  form 
the  junction  between  the  naves  and  the  cast  iron 
rims  of  the  wheels.  See  Repy.  Pat.  Inv.  No.  180, 
2d  series. 

It  appears  from  the  preceding  and  other  sources, 
that  before  the  date  of  Losh's  patent,  various  me- 
thods of  making  wheels  for  railways  were  in  use* 
Some  wheels  were  made  wholly  of  cast  iron,  and 
were  suitable  for  heavy  weights  at  low  speed; 
these  cast  iron  wheels  were  improved  by  putting 
on  a  rim  of  wrought  iron  tire ;  a  further  improve- 
ment was,  the  use  of  wrought  iron  spokes,  one  end 
being  cast  into  a  cast  iron  nave,  the  other  into  a 
cast  iron  ring,  or  felloe,  on  which  cast  iron  ring  or 
felloe  was  received  the  wrought  iron  railway  tire. 
All  the  wheels  made  in  this  manner  were  liable  to 
break  suddenly  at  high  velocities,  owing  to  the 
shocks  and  brittleness  of  the  cast  iron  felloes.  Tbit 
objection  was  in  a  treat  measure  obviated  in  Losh's 
wheels,  which  could  be  used  with  safety  at  the 
greatest  speeds. 


200 


LOSH  8   PATBKT. 


In  Chancery. 


An  injunction 
being  applied 
for,  it  it  not 
sufficient  for 
the  defendant 
to  admit  the  in- 
fringement, and 
promise  not  to 
repeat  it. 


LosH  v.  Hague. 
Cor.  Sir  L.  Shadwell,  V.  C,  Aug.  9,  1837. 

The  bill,  having  stated  the  plaintiff's  title  and  the  enrolment 
of  the  specification  and  the  disclaimer  in  the  usual  manner,  set 
forth  the  whole  of  the  specification,  omitting  the  parts  dis- 
claimed, and  craving  to  refer  to  copies  of  the  drawings  annexed 
to  the  specification  deposited  with  the  clerk  in  court  for  all 
purposes  of  elucidating  the  said  specification,  or  otherwise  in 
the  cause,  averred  that  the  letters  patent  were  in  full  force,  and 
that  the  plaintiff  had  fully  enjoyed  the  profits  thereof;  and 
having  further  stated  the  making  and  selling  by  the  defend- 
ant of  wheels  made  on  the  principle  of  the  plaintiff's  in- 
vention, and  the  defendant's  refusal  to  desist  from  so  doing, 
and  that  the  defendant  had  recently  received  a  large  order  for 
wheels  of  the  same  kind  from  the  London  and  Birmingham 
Railway  Company,  prayed  an  injunction,  and  an  account  of  the 
profits  which  had  been  made  from  the  sale  of  the  wheels  so 
made. 

The  statements  in  the  bill  were  verified  by  the  usual  affidavits, 
and  various  other  affidavits  having  been  filed  on  the  one  side  as 
to  the  novelty,  utility,  and  merit  of  the  invention,  and  on  the 
other  side  tending  to  impeach  the  validity  of  the  patent,  an 
injunction  was  moved  for  on  the  ground  of  the  uninterrupted 
enjoyment  by  the  plaintiff  of  his  invention  for  seven  years,  and 
until  the  infringement  by  the  defendant,  and  that  credit  was  to 
be  given  to  the  validity  of  a  patent  after  possession  of  such 
duration.  The  motion  was  opposed,  on  the  ground  that  the 
plaintiff's  patent  was  invalid,  by  reason  of  a  part  of  the  in- 
vention set  forth  in  the  specification  having  been  invented  and 
used  by  Paton  before  the  date  of  the  plaintiff's  patent. 

Sir  L.  Shadwell,  V.  C. :  It  really  seems  to  me  that  this  ii 
a  case  in  which  I  must  grant  the  injunction,  because,  as  I 
understand  it,  the  wheels  that  the  defendant  has  made  are 
certainly  wheels  made  according  to  that  thing  for  which,  as  I 
understand  it,  the  plaintiff  has  taken  out  his  patent, — the  sub- 
stance of  part  of  the  patent  being  for  making  wheels  that  shall 
have  the  spoke  and  the  felloe  in  parts  of  the  same  piece,  that 
is,  in  other  words,  the  spoke  is  to  be  made  with  an  elbow  bend, 
which  elbow  bend  will  constitute  a  part  of  the  felloes.  Now  it 
seems  to  me  that  there  can  be  no  question,  but  that  the  wheels 
complained  of  as  having  been  made  by  the  defendant,  do  answer 
the  description  of  the  plaintiff's  wheels,  and  I  do  not  think  it 
enough  on  a  question  of  injunction,  for  the  defendant  to  say, 
why  he  has  done  the  thing  complained  of,  but  will  not  do  it 
again.    That  is  not  the  point,  because  if  a  threat  had  been 
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used,  and  the  defendant  revokes  the  threat,  that  I  can  under-  Sir  L.  Shad. 

m  •  .  .  Will       V       C 

stand  as  making  the  plaintiff  satisfied;  but  if  once  the  thing  ' 
complained  of  has  been  done,  I  apprehend  this  court  interferes, 
notwithstanding  any  promise  the  defendant  may  make  not  to  do 
die  same  thing  again.  I  cannot  but  think,  however,  that  there 
b  a  good  deal  of  question  raised,  by  means  of  the  production  of 
Pkton's  patent,  and  what  is  stated  by  the  witnesses  on  the  part 
rf  die  defendant,  on  the  point  whether  altogether  the  thing 
rhich  is  so  stated  in  the  plaintiff's  specification  as  an  invention 
s  an  invention  or  not ;  there  is  a  question  on  it,  and  it  appears 
o  me  that  even  if  Paton's  specification  and  patent  were  in  point 
if  fact  bad,  yet  if  Paton  had  actually  been  making  wheels 
rhkhwere  on  that  principle  on  which  the  plaintiff's  were  made, 
ken  the  plaintiff's  patent  would  fail.  The  thing  is  certainly 
eft  in  doubt  on  that  very  affidavit  made  by  Paton's  people; 
hey  have  not  sworn  to  the  fact  in  the  simple  manner  they 
night  have  sworn  it,  but  they  have  so  sworn  it  as  to  leave  it 
moertain  what  they  do  mean:  they  have  sworn  that  in  all 
naterial  parts  the  things  were  the  same,  except  something 
ihich  is  immaterial.  If  they  had  said  all  parts  were  the  same, 
that  would  come  to  the  point,  and  I  should  have  understood  it, 
bat  they  have  not  sworn  to  that  fact,  and  therefore,  they  have 
lift  a  doubt  on  their  own  affidavit  as  to  what  it  was  they  meant 
to  state.  I  cannot  but  think  that  if  the  matter  was  to  depend 
on  Paton's  patent,  there  would  be  great  ground  for  saying  that 
the  specification  is  not  good.  It  may,  perhaps,  be  held,  if  it 
were  to  go  before  a  jury,  that  it  was  good ;  that  I  can  under- 
stand; but  it  is  quite  obvious  to  my  eye,  as  1  view  the  drawings 
innexed  to  the  specification,  that  they  do  not  represent  the 
thing  which  he  meant  to  be  represented ;  if  it  be  the  fact  that 
he  meant  to  have  represented  that  the  spoke  and  the  felloe 
woe  made  of  one  piece,  it  is  evident  from  the  drawing  that  that 
is  not  so  represented,  because  the  drawing  introduces  internal 
fines,  which  of  necessity  give  the  appearance  to  the  eye  of  a 
combination  of  parts,  and  not  one  piece;  and  when  I  look  on 
the  singular  language  which  he  has  used  in  the  body  of  the 
verification,  it  does  not  appear  to  be  at  all  clear  on  the  words 
need,  that  he  did  mean  that  thing  which  is  imputed  to  him; 
tod,  certainly,  if  he  did  mean  to  say  so,  then  the  drawings  have 
antradicted  the  words,  and  have  represented  one  thing  and  the 
fords  another.  As  to  the  length  of  time  that  has  elapsed,  I  do  Time  within 
tot  think  there  is  much  in  that.  On  the  23d  of  March,  the  *hj£  J^f 
tltintiff  received  some  information  that  there  was  an  invasion  be  made. 
( his  patent,  and  some  portion  of  time  it  appears  was  spent  in 
taking  inquiries ;  there  was  notice  given  distinctly  on  the  8th 
f  May.  Then  some  further  correspondence  takes  place,  and 
fters  between  the  parties;  and  then  a  bill  is  filed,  on  the  7th  of 
nly,  and  the  application  is  virtually  made.     I  cannot  but  think, 
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therefore,  that  the  plaintiff  has  oome  in  nffiaeot  tine,  and  the 
only  thing  that  rather  appears  to  me  to  be  probable,  is,  that 
the  substantial  grievance  is  but  small,  because  if  it  be  true  that 
the  defendant  will  not  make  any  such  wheels  again,  and  if  it  be 
true  that  he  has  taken  a  contract  with  the  London  and  Birming- 
ham Company,  for  making  wheels  of  a  different  description, 
this  is  very  little  more  than  a  mere  scientific  discussion  on  an 
abstract  right.  In  these  cases  on  patents  one  is  obliged  to  go  a 
great  deal  on  hypothesis  alone— it  seems  difficult  to  make  out 
what  the  real  fact  is.  It  appears  to  me  there  must  be  an  in- 
junction, and  you  must  undertake  to  bring  such  action  as  yon 
may  be  advised.    And  reserve  all  further  directions. 


Or**.  This  court  doth  order  that  an  injunction  be  awarded 

the  defendant  John  Hague,  to  restrain  him  from  directly  or 
indirectly  making,  using,  or  putting  in  practice,  the  plaintiff's  in- 
vention of  certain  improvements  in  the  construction  of  wheeb 
for  carriages  to  be  used  on  railways,  in  the  plaintiff's  bill  men- 
tioned, or  any  part  of  the  same,  or  in  any  wise  counterfeiting, 
imitating,  or  resembling  the  same,  until  the  defendant  shall  fully 
answer  the  plaintiff's  bill,  or  this  court  make  other  order  to  the 
contrary. 


Losh  v.  Haguk. 
TVwi  at  Uhs  Car.  Lord  Abmger,  C.  B.,  Trin.  Vac.  1838. 

Afctararioii.  The  declaration  having  stated  the  grant  of  the  letters  patent, 

the  enrolment  of  the  specification,  and  the  entry  of  the  dis- 
claimer, assigned  as  breaches — That  the  defendant  made  and 
sold  divers  wheels  for  carriages  to  be  used  on  railways,  in 
imitation  of  the  undisclaimed  invention  of  the  plaintiff,  and 
divers  other  wheels  for  carriages  to  be  used  on  railways,  in 
imitation  of  the  parts  of  the  invention  of  the  plaintiff  so  not 
disclaimed  as  aforesaid. 

P/«*.  To  this  the  defendant  pleaded,— 1.  Not  guilty.     2.  That  the 

said  supposed  improvements  in  the  construction  of  wheeb  for 
carriages  to  be  used  on  railways  claimed  by  the  plaintiff,  and 
not  disclaimed  in  his  disclaimer,  are  only  trifling  and  insignifi- 
cant alterations  in  the  mode  of  making  wheels  before  then 
known  and  in  public  use,  and  are  not  legal  subjects  for  the 
grant  of  the  said  letters  patent.  3.  That  the  plaintiff  was  not 
the  true  and  first  inventor  of  the  said  supposed  improvements. 
4.  That  the  plaintiff  (fid  not  by  any  instrument  in  writing 
particularly  describe  and  ascertain  the  nature  of  his  said  inven- 
tion, and  in  what  maimer  the  same  was  to  be,  and  might  be, 
performed. 
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Fbe  notice  of  objections  was  substantially  the  same  as  the 
as  (a).  At  the  trial  a  considerable  body  of  evidence  was 
laced  on  both  sides,  the  general  nature  of  which  will  suf- 
ently  appear  in  the  following  extracts  of  the  summing  up  of 
!  learned  judge. 

Lord  Abinger,  C.B. :  Gentlemen  of  the  jury,  this  action  is 
tight  by  the  plaintiff  Mr.  Losh,  against  the  defendant  Mr. 
goe,  to  recover  nominal  damages  for  the  purpose  of  vindi- 
ing  his  right  to  a  patent  which  he  claims,  and  which  he  says 
t  defendant  has  infringed. 

Some  years  ago,  when  an  action  was  brought  for  the  infringe- 
nt  of  a  patent,  the  defendant  did  nothing  more  than  plead 
at  is  called  the  general  issue;  and  when  he  pleaded  that 
ich  was  the  only  plea  the  law  allowed  him,  the  plaintiff  was 
dcr  the  necessity  of  proving  every  part  of  his  case :  he  was 
Kged  to  prove  the  patent,  the  enrolment  within  due  time, 
tt  the  specification  was  proper,  and  that  the  invention  was 
?tL  and  beneficial,  that  it  was  useful,  that  he  had  prepared  it 
r  the  accommodation  of  the  public,  and  that  the  defendant 
d  infringed  it ;  but  by  some  recent  alterations  in  the  law,  a 
fendant  now  is  obliged  to  put  all  those  matters  into  separate 
ess ;  so  that  when  he  puts  the  plaintiff  to  prove  his  case,  he 
under  the  necessity  of  putting  into  separate  pleas  all  those 
atters ;  the  defendant  is  now  obliged  to  put  something  on  the 
cord  to  bring  the  specification  into  question,  because,  if  he 
d  not,  he  would  admit  it.  Further,  by  a  recent  act  of  parlia- 
ent,  a  defendant  is  now  obliged  to  give  a  notice  of  objections 

>  the  plaintiff,  besides  the  pleas.    We  have  had  the  first  fruits,  The  notice  of 

i  far  as  my  experience  goes,  of  that  new  act  of  parliament  to-  apmSiTthe1*  *° 
17,  but  I  never  conceived  those  objections  were  intended  to  plaintiff  of  what 

>  urged  before  the  jury,  I  thought  they  were  merely  to  apprise  c  ** t0  mteL 
e  plaintiff  of  what  he  was  to  be  prepared  to  meet. 

The  real  question  is  reduced  to  this:  the  third  issue  is,  whe- 
er  the  plaintiff  was,  at  the  time  of  the  making  of  the  letters 
ttent,  the  true  and  first  inventor  of  the  said  supposed  improve- 
eot  in  the  construction  of  these  wheels  for  carriages  to  be  used 
t  railways.  Now  1  shall,  in  the  outset,  state  what  I  conceive  to 

>  the  law  on  that  subject;  if  I  am  wrong  I  shall  be  corrected 
Bwhere.  If  a  man  claims  by  his  patent  a  number  of  things, 
bong  the  inventor  of  them,  whether  they  consist  of  improve- 

m)Prmctice  at  to  notice  of  objections  under  5  U  6  under  the  statute    could   not  be   eaercised,  tbe 

.  4.  c.  83,  s.  5.     The  defendant  had  omitted  on  natter  came  before  the  court. 

sdsig  to  give  to  the  plaintiff  a  notice  of  any  ob-  Alderton,  B. :  Perhaps  if  tbe  point  be  insisted  on, 

ins  c«i  which  he  meant  to  rely  at  the  trial,  we  can  only  give  tbe  defendant  leave  to  plead  do 

I  a  sramons  was  subsequently  taken  out  before  no  to. 

alge  at  chambers  for  leave  to  deliver  such  no-  Parke,  B. :  The  court  has  power  to  grant  the  de- 


» tunc.  This  summons  being  opposed,       fendant  leave  to  plead  d$  novo.    Therefore  let  the 
id  that  a  judge  had  not  the  power  to 
rplication,  the  word  'other*  in  the  sec- 
g  conclusively  that  unless  some  objec- 
ts, ee*  at  least,  had  been  given  in,  the  authority 


the  mmmd  that  a  judge  had  not  the  power  to  pleas  already  pleaded  be  considered  as  if  pleaded 
lat  the  application,  the  word  'other*  in  the  sec-  de  novo,  and  let  the  objections  be  then  added,  and 
■  sWisiBf.  ceoclaarvely  that  unless  some  objec-      considered  as  if  delivered  along  with  the  pleas. 
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if  one  of  several  ments  or  original  inventions,  and  it  turns  out  that  some  of  them 
be  notneiT  ot  ^e  not  or*ginal  an(*  not  improvements,  his  patent  is  void.  The 
an  improve^  question,  therefore,  which  you  are  to  try  is,  not  merely  whether 
k  foUL* ptteDl  Mr.  Losh  has  made  some  improvements  upon  wheels  which 
existed  before,  but,  whether  all  the  improvements  which  he 
claims  to  be  so  are  original.  That  is  the  question  you  have  to 
try.  It  may  still  be  safely  admitted,  probably,  that  Mr.  Losh  is 
a  very  ingenious  man,  and  has  made  several  beneficial  improve- 
ments. The  learned  counsel  has  been  endeavouring  to  show 
you,  that  those  improvements  are  improvements  on  Paton's 
patent.  The  question  for  you  to  try  is,  whether  some  of  the 
improvements  which  he  has  stated  in  his  specification  as  his 
own,  have  not  already  been  made,  that  is  the  question;  if 
having  Paton's  patent  before  him,  and  seeing  what  Paton  had 
invented,  or  if,  knowing  by  inquiry  what  Paton  had  made 
and  what  Paton  had  sold,  he  had  referred  to  that  in  his  speci- 
fication, and  had  stated  the  distinction  between  this  and  that, 
and  had  stated  that  such  was  the  improvement  he  claimed,  his 
patent  certainly  could  not  have  been  touched. 

Now  let  us  see  what  is  the  evidence  on  which  that  question 
turns,  for  that  appears  to  me,  notwithstanding  the  length  of 
the  case,  really  to  be  very  short  I  will  first  represent  to  you 
what  the  evidence  appears  to  be  upon  Paton's  patent,  and  the 
wheel  made  before.  The  witnesses  say  Paton  invented  a  mode 
of  making  the  wheels  of  wrought  iron,  and  they  say  Paton,  by 
his  patent,  shows  that.  The  gentlemen  who  have  read  the 
patent  say,  that  though  he  does  not  use  the  word  wrought  iron 
for  the  purpose  of  showing  how  the  inner  circumference  of  the 
wheel  is  to  be  made,  yet  when  he  says  the  spokes  are  to  be 
made  of  wrought  iron,  and  the  spokes  and  periphery  are  to  be 
welded  into  one,  and  that  is  to  form  the  wheel  (I  will  go  to  the 
minute  parts  presently),  they  say  that  denotes  that  in  point 
of  fact  he  meant  them  both  to  be  of  the  same  material,  wrought 
iron.  But  it  does  not  rest  on  Paton's  patent,  because  Mr.  Em- 
bleton  proved  to  you,  that  the  first  wheel  they  made  was  rivetted, 
and  on  being  tried  would  not  answer;  and  he  says,  that  upon  his 
suggestion  all  the  other  wheels,  thirty  pair  in  number,  which 
were  made  by  Paton,  were  made  with  the  circumference  of  the 
inner  rim  entirely  of  wrought  iron,  and  then  welded  into  one 
piece.  That  is  what  he  says.  You  have  had  a  model  of  a  wheel 
produced  to  you,  and  you  are  to  judge  of  that.  Then  they  pro- 
duce after  Paton's  patent  a  model  which  is  to  represent  his 
drawing  containing  this;  and  they  produced  an  original  piece 
taken  from  one  of  the  wheels  to  show  you.  They  say,  here  is 
the  spoke  of  the  wheel  which  is  welded  into  the  part  of  the  cir- 
cumference. Now  one  of  the  advantages  Sir  F.  Pollock  says 
Losh's  patent  has  over  Paton's  is,  that  instead  of  welding  it  on 
m  he  bends  it  down,    I  observe  one  of  the  pleas  states,  that  the 
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mprovements  are  something  trifling  and  insignificant.     If  that  Whether  an  im- 
i  the  improvement,  you  will  consider  whether  it  is  worth  a  frXn^andTo- 
ittent  or  not  (b).   Several  of  the  witnesses  have  proved  to  you,  significant  or 
hat  when  a  piece  is  properly  welded,  the  particular  parts  united  ?0°r  ihVjury. 
ry  the  weld  are  quite  as  strong  as  any  other  part  of  the  piece,  if 
tot  stronger,  and,  consequently,  if  it  be  welded  on,  it  seems— it 
i  for  you  to  judge — that  there  is  no  particular  advantage  that  it 
ihould  be  one  piece  bent,  over  the  two  pieces  welded  together  in 
Us  way.     Well,  this  being  the  case,  this  is  one  of  the  spokes, 
tnd  they  represent  that  another  spoke  is  to  come  on  here,  and 
lie  piece  is  to  be  welded  to  this,  and  the  inner  rim  is  to  be 
pelded.     Sir  Frederick  Pollock  says,  that  is  not  in  his  patent ; 
br  aught  that  appears  in  his  patent  they  are  only  to  be  bound 
by  an  outer  rim,  namely  a  tire,  and  therefore  they  might  be 
loose  pieces.     Supposing  that  to  be  so,  the  question  you  have  to 
fcryon  the  originality  of  Losh's  invention  is,  not  whether  Paton's 
patent  contains  that  perfect  periphery  that  is  required  in  this  The  publicly 
case,  but  whether  wheels  have  been  publicly  made  on  this  prin-  ™^*£id*lm 
ciple;  if  the  wheels  had  been  made  and  sold  to  any  one  indivi-  though  there  be 
dual,  the  public's  not  wanting  them  because  there  were  no  rail-  ™dfo"dwiii 
ways,  their  not  being  adapted  to  any  particular  use  which  at  vitiate  a  subse- 
tibat  time  was  open  to  the  public  to  apply  them  to,  makes  no  quenl  ^ttuU 
difference.     You  have  it  in  evidence  from  that  witness  Emble- 
fcm,  and  the  person  who  was  called  after  him,  the  deaf  man,  Mr. 
Mann,  that  these  wheels  were  made  in  the  first  instance;  that 
thirty  pair  were  made  with  a  complete  continuous  circumference 
all  round.  Then  what  signifies  the  words  of  the  specification?  if 
they  were  so  made  and  sold,  or  used  at  all,  though  not  for  any 
purpose  that  then  made  them  popular  or  desirable,  still  they  are 
made  with  that  particular  advantage  which  is  claimed  by  Losh's 
patent,  namely,  a  periphery  made  of  one  continuous  piece  of 
wrought  iron,  as  well  as  the  spokes.     But  that  is  not  all  the 
evidence;  there  are  two  persons  from  Manchester;  one  Horsfall 
»ya,  that  he  remembers  nearly  twenty-eight  years  ago,  in  the 
year  1810,  when  he  came  into  the  employ  of  his  present  em- 
ployers, that  there  were  three  trucks,  having  each  three  wheels, 
and  those  wheels  were  made  of  wrought  iron  spokes  in  a  wrought 
iron  circumference,  and  there  is  one  exhibited  before  you  which 
was  actually  in  use  at  that  time ;  the  other,  Roberts,  confirms 
that,  and  has  stated  that  they  existed  for  many  years,  and  that 
thev  have  been  used.    Mr.  Roberts  states,  that  he  himself  has 
made  wheels  upon  this  construction;  but  as  he  cannot  state  the 

(k)  This  question  would  appear,  both  on  the  had  been  made  in  two  pieces ;  but  it  is  submitted 
saionty  of  the  learned  Chief  Baron  in  this  case,  that  dictum  must  be  received  and  applied  with 
•ad  from  the  nature  of  the  thing,  to  be  peculiarly      caution,  since  the  avoiding  that  joining  might  con- 


a  question   for  the   jury ;  and  this  defence  must  stitute  a  most  material  improvement.    The  utility 

eaoscquently  be  specially  pleaded.    In  the  case  of  of  the  change  would  appear  to  be  the  test  to  be 

BrmttenT.Hamke*,  4  B.  &  Aid.  554,  Bailey,  J.,  ex-  applied,  and  of  this  the  jury  are  to  judge  accord- 

•es  an  opinion  that  there  could  not  be  a  valid  ing  to  the  evidence.    See  ant§  71,  n.  «. 

sot  for  making  in  one  entire  piece  what  before 
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c°b  AbhTr'   Pe"od  of  the  year  1831  at  which  he  made  them,  he  must  not  be 
ju^/  considered  as  having  made  any  thing  of  that  sort  before  Losh's 

patent,  and  I  lay  that  out  of  the  question;  but  yet  you  have  the 
circumstance  of  those  wheels  made  for  the  use  of  Roberts  and 
Sharpens  manufactory,  and  you  have  the  wheels  made  by 
Paton's  people  as  far  back  as  the  year  1809  and  1810,  up  to  tie 
year  1813,  when  he  died. 

You  will  judge  whether  Losh  does  or  does  not  claim  in  his 
specification,  as  part  of  his  improvement,  that  construction 
which  those  wheels  so  long  ago  made  actually  exhibited.  I  quite 
agree  with  the  law  laid  down  by  Sir  F.  Pollock,  that  a  man  en 
always  take  out  a  patent  for  a  new  improvement ;  but  when  he 
makes  his  specification,  he  must  take  care  that  he  does  not  pot 
among  his  improvements  that  which  another  man  had  before 
made,  or  had  got  a  patent  for.  Now  when  you  look  at  this  pa- 
tent, it  is  for  you  to  consider  this :  he  says,  that  patent  is  for  cer- 
tain improvements  in  the  construction  of  wheels  for  carriages  to 
be  used  on  railways,  &c  (c).  Now  it  appears  here,  that  one  of  hn 
modes  is  to  make  the  circular  rim  consist  of  detached  pieces, 
which  are  united  to  the  spokes  in  the  first  instance ;  and  then 
those  detached  pieces  are  either  rivetted  together,  or  welded  to- 
gether, to  form  a  continuous  circle.  By  that  means  he  effects 
an  iron  wheel  made  with  wrought  iron  spokes,  and  with  a  wrought 
iron  circumference.  They  say,  Paton's  patent  has  done  the 
same,  and  the  only  difference  between  the  two  cases  is,  that  in 
the  one  case  they  have  welded  the  spokes  into  the  circumference, 
while  in  the  case  of  Losh's  the  spoke  is  formed,  and  the  cir- 
cumference is  formed,  of  part  of  the  same  piece.  Is  there  any 
importance  in  that  ?  That  is  a  point  I  shall  leave  to  your  con- 
sideration on  this  part  of  the  case  (tf).  But  it  does  not  rest  on 
this  point  only :  the  question  is,  whether  if  any  man,  after  the 
date  of  Losh's  patent,  had  made  a  wheel  according  to  Paton's 
patent,  and  had  welded  the  spoke  into  the  circumference,  not 
bending  the  spoke  so  as  to  make  it  part  of  the  circumference, 
Mr.  Losh  might  not  very  justly  have  complained  of  that  as  an 
infringement  of  his  patent,  because  he  would  have  called  men  of 
science  to  prove  that  the  welding  was  just  as  good  as  the  original 
piece  bent,  and  it  would  make  no  difference. 

There  has  been  a  contest  between  the  learned  oounsel  and  the 
witnesses,  that  it  is  not  stated  in  Paton's  specification,  as  in 
Losh's,  that  the  periphery  and  the  spoke  are  to  be  joined  to- 
gether. But  Paton's  patent  is  not  an  important  thing  for  yon 
to  tjonsider ;  it  is  a  light  you  may  look  at,  but  it  does  not  decide 
the  case.  The  question  is,  what  was  made  by  the  workmen;  and 
if  it  had  been  made  by  Paton,  and  Paton's  patent  had  never 
existed  at  all,  the  question  would  then  have  been  just  the  same. 

(c)  The  learned  Chief  Baron  here  read  over  and  (d)  As  to  the  effect  of  t  change  of  this  natare 

commented  on  the  specification.  being  a  proper  question  for  the  jury,  «m*205,  n. ». 
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«t  us  see  what  it  is  he  claims.     He  says,  "  I  do  hereby  declare  L°rd  Stager, 

ist  I  make  no  claim  to  the  exclusive  use  of  iron  spokes,  or;-ury/' 

nought  iron  tire.*'     If  he  had  not  qualified  his  specification  by 

hat  statement,  the  result  would  have  been,  that  if  any  one  had 

bown  a  wrought  iron  spoke  used  in  a  wheel  before  the  patent 

ras  obtained,  it  would  have  been  sufficient  to  render  the  patent 

avahcL   Then,  in  the  third  claim,  he  speaks  of  a  hoop  of  wrought 

ran  tire,  strong  enough  to  hold  the  spokes  without  any  inner 

im  at  all ;  but  you  may  make  a  tire  over  it,  which  tire  I  do  not 

liim :  therefore  the  claim  simply  is,  he  claims  his  mode,  but  he 

laims  also  the  wrought  iron  periphery  as  part  of  his  mode,  at 

lie  same  time.      If  I  am  wrong  in  that  I  shall  be  corrected 

lereafter.      It  does  appear  to  me,  he  claims  a  wrought  iron  cir- 

wnference  as  a  part  of  the  modus  operandi  of  making  his  wheel. 

If  you  are  of  that  opinion,  if  you  think  he  substantially  claims 

die  wrought  iron  periphery  as  part  of  his  improvement,  and  you 

Brink  that  that  wheel,  with  the  wrought  iron  periphery,  has  been 

■ade  before,  and  made  substantially  in  the  same  manner,  I  am 

of  opinion,  and  I  very  much  regret  it,  that  the  defendant  will  be 

Mtitled  to  your  verdict. 

The  learned  counsel  has  stated  to  you,  and  very  properly,  and 
lib  a  circumstance  to  be  attended  to,  that  Mr.  Losh  has  taken 
oat  his  patent  to  use  his  wheels  on  railways.     Now,  he  says, 
the  wheels  made  by  Mr.  Paton,  or  by  the  other  workmen  who 
were  called  as  witnesses,  were  never  applied  to  railways  at  all. 
That  opens  this  question,  whether  or  not  a  man  who  finds  a 
wheel  ready  made  to  his  hand,  and  applies  that  wheel  to  a  rail- 
lay,  shall  get  a  patent  for  applying  it  to  a  railway.    There  is 
aotne  nicety  in  considering  that  subject.     The  learned  counsel 
has  mentioned  to  you  a  particular  case,  in  which  an  argand  lamp 
horning  oil  having   been  applied  for    singeing    gauze,   some- 
body else  afterwards  applied  a  lamp  supplied  with  gas  for  singe- 
ing lace,  which  was  a  novel  invention,  and  for  which  an  argand 
kmp  is  not  applicable,  because  gas  does  not  burn  in  the  same 
way  as  oil  in  an  argand  lamp.     But  a  man  having  discovered  by 
(he  application  of  gas  he  could  more  effectually  burn  the  cottony 
parts  of  the  gauze  by  passing  it  over  the  gas,  his  patent  is 
good  (e).     That  was  the  application  of  a  new  contrivance  to  the 
lame  purpose ;  but  it  is  a  different  thing  when  you  take  out  a  There  » t  ma- 
patent  for  applying  a  new  contrivance  to  an  old  object,  and  ap-  {^J^,100^ 
plying  an  old  contrivance  to  a  new  object — that  is  a  very  differ-  ing  a  new  cem- 
ent thing :  if  I  am  wrong,  I  shall  be  corrected.     In  the  case  the  JjjjJ  ^J££  "d 
learned  counsel  put,  he  says,  if  a  surgeon  goes  into  a  mercer  s  ao  old  contri- 
shop,  and  sees  the  mercer  cutting  velvet  or  silk  with  a  pair  of  3K10  *  MW 
scissors  with  a  knob  to   them,  he  seeing  that  would  have  a 

(t)  The  ease  referred  to  it  Hall's  patent,  ante      such  an  application  of  gas;  soch  lace  bad  not 
fS.     Tbe  subject-matter  of  that  patent  was  the      been  known  before, 
new  suamfacture  of  lace,  which  resulted  from 
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right  to  take  out  a  patent,  in  order  to  apply  the  same  scissors  to 
cutting  a  sore,  or  a  patient's  skin.  I  do  not  quite  agree  with 
that  law.  I  think  if  the  surgeon  had  gone  to  him  and  said, "  I 
see  how  well  your  scissors  cut,"  and  he  said,  "  I  can  apply  them 
instead  of  a  lancet,  by  putting  a  knob  at  the  end/'  that  would  be 
quite  a  different  thing,  and  he  might  get  a  patent  for  that;  but 
it  would  be  a  very  extraordinary  thing  to  say,  that  because  all 
mankind  have  been  accustomed  to  eat  soup  with  a  spoon,  that  a 
man  could  take  out  a  patent  because  he  says  you  might  eat  peas 
The  simple  use  with  a  spoon.  The  law  on  the  subject  is  this:  that  you  cannot 
t°hinagknotWa  sub-  ^ave  a  Patent  ^or  aPPty*ng  a  well-known  thing  which  might  be 
ject-matter.  applied  to  50,000  different  purposes,  for  applying  it  to  an  opera- 
tion which  is  exactly  analogous  to  what  was  done  before.  Suppose 
a  man  invents  a  pair  of  scissors  to  cut  cloth  with,  if  the  scissors 
were  never  invented  before,  he  could  take  out  a  patent  for  it  If 
another  man  found  he  could  cut  silk  with  them,  why  should  he 
take  out  a  patent  for  that  (/)?  I  must  own,  therefore,  that  it 
strikes  me,  if  you  are  of  opinion  this  wheel  has  been  constructed, 
according  to  the  defendant's  evidence,  by  the  persons  who  haye 
The  application  been  mentioned,  long  before  the  plaintiff's  patent,  that  although 
to  railroad*,  is  there  were  no  railroads  then  to  apply  them  to,  and  no  demand 
not  the  subject-  for  such  wheels,  yet  that  the  application  of  them  to  railroads 
tent.  *  **"  afterwards,  by  Mr.  Losh,  will  not  give  effect  to  his  patent,  if 
part  of  that  which  is  claimed  as  a  new  improvement  by  him  is  in 
fact  an  old  improvement,  invented  by  other  people,  and  used  for 
other  purposes :  that  is  my  opinion  on  the  law,  and  on  that  I 
am  bound  to  direct  you  substantially.  The  learned  counsel  will 
have  the  advantage  of  it  by  and  by, in  case  I  am  wrong.  I  therefore 
submit  to  you  these  two  propositions.  The  only  question  you  hare 
to  try  is,  whether  all  the  improvements  Mr.  Losh  has  claimed  in 
his  patent  be  original ;  and  in  order  to  determine  that  question, 
you  will  have  to  consider,  whether  the  wheels  which  the  wit- 
nesses state  to  have  been  made  by  Mr.  Paton,  or  his  workmen, 
or  made  by  the  gentlemen  in  Manchester,  were,  in  fact,  made  on 
the  same  principle,  either  in  whole  or  in  part ;  if  in  part,  it  is 
sufficient,  as  Mr.  Losh  claims  the  wrought  iron  periphery  as  one 

(/)  It  is  at  once  evident  that  applications  of  Cases  of  this  kind  are  well  described  by  the  term 
this  nature  cannot  be  said  to  be  '  any  manner  of  '  double  use  ;'  and  under  such  circumstances  it  tf 
new  manufacture ; '  they  may  be  called  inventions,  truly  said,  there  cannot  be  a  patent  for  a  double  or 
in  one  sense  of  the  term,  inasmuch  as  something  new  use  of  a  known  thing,  because  such  use  can- 
may  be  said  to  have  been  found  out,  some  discovery  not  be  said  to  lead  to  any  manner  of  new  mano- 
may  be  said  to  have  been  made ;  but  they  are  not  facture. 

such  as  can  be  the  subject-matter  of  letters  patent.  There  is,  however,  a  large  class  of  cases  in 

Suppose  any  one  to  have  discovered  that  a  medi-  which  a  new  use  of  a  known  thing  is  the  substance 

cine  known  as  a  valuable  specific  in  one  class  of  or  essence  of  the  invention,  as  the  use  of  the  g*» 

complaints,  fevers  for  instance,  had  also  great  effi-  in  improving  lace, ante  98,  or  the  use  of  charcoal  in 

cacy  for  curing  consumptions,  the  application  of  filtering  sugar,  ante  152;  but  in  all  these  and  similar 

that  medicine  to  such  a  new  purpose  would  not  be  cases  a  new  manufacture  is  the  result,  and  if  the 

the  subject-matter  of  letters  patent.    The  medi-  invention  or  discovery  be  examined  according  to 

cine  is  a  manufacture,  and  the  making  or  com-  this  test,  no  difficulty  can  arise  in  determining 

pounding  it  might  be  the  subject  of  a  patent ;  but  whether  the  new  case  is  such  as  can  be  protected 

the  medicine  being  known,  the  discovery  of  any  by  letters  patent 
new  application  is  not  any  manner  of  manufacture. 
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inventions.  If  yon  think  the  wrought  iron  periphery, 
1  as  one  of  his  inventions,  has  ever  been  applied  before, 
in  to  me  he  has  claimed  too  much.  Tou  will  take  the 
into  your  consideration,  and  judge  for  yourselves.  If 
nk  there  is  nothing  in  Paton's  patent,  or  in  the  construc- 
the  wheels  made  by  his  workmen,  or  the  others,  which 
Bsembles  any  thing  which  Mr.  Losh  claims — if  that  is  the 
len  there  is  nothing  that  is  not  original  on  his  part ;  but 
think  it  does,  however  you  may  regret  it,  it  is  a  duty  you 
justice  to  give  a  verdict  for  the  defendant.  If  you  think 
be,  you  are  bound  to  give  a  verdict  for  the  plaintiff,  with 
il  damages. 

jury  found  a  verdict  for  the  defendant  on  the  third,  and  Verdict. 
plaintiff  on  the  other  issues. 


lamtiff  subsequently  disclaimed  under 
ogham's  act  so  much  of  the  specification 
to  the  invention  referred  to  in  the  third 
it  being  the  only  part  of  the  invention  of 
i  novelty  was  disputed  in  the  above  pro- 
as as  Co  Certificate  and  Ccstt,  under  5  & 
r.  83,  s.  6. — The  learned  judge  certified 
it  issues  except  the  third  had  been  proved 
amtiff,and  that  the  third  had  been  proved 
ifendant. 

\  taxation  of  costs,  the  master  taxed  off 
plaintiff's  bill  of  costs,  all  the  general 
be  cause,  including  instructions  for  writ, 
of  summons,  the  copy  and  service,  the 
for  appearance,  instructions  for  decla- 
i  rule  to  plead  and  demand  of  plea,  all 
fees,  and  all  the  other  general  costs  of 
,  and  disallowed  to  the  plaintiff  all  the 
wring  for,  obtaining,  reducing,  summon- 
sing, the  special  jury,  and  only  allowed 
ilaintifi  for  five  folios  of  declaration  out 
'-five  folios ;  and  allowed  to  the  defen- 
b*  taxation  of  his  costs,  all  the  general 
se  cause,  and  all  the  defendant's  charges 
>  the  special  jury,  as  well  as  those  on  the 
i,  and  from  these  deducted  the  costs  of  the 
»n  the  other  three  issues. 
moved  for  a  rule  to  show  cause  why  the 
Mold  not  review  his  taxation,  on  the 
tat  the  5  or  6  W.  4,  c.  83,  s.  6,  had  reo- 
pen live  Reg.  Gen.  H.  T.,  2  W.  4,  s. 
i  provide*,  "  that  no  costs  shall  be  al- 
taxation  to  a  plaintiff,  upon  any  counts 
Bpoo  which  he  has  not  succeeded  ;  and 
of  all  issues  proved  for  the  defendant, 


shall  be  deducted  from  the  plaintiff's  costs ;"  and 
that,  consequently,  under  the  statute,  the  plaintiff 
was  in  this  case  entitled  to  three-fourths  of  the 
general  costs  of  the  cause* 

Per  curiam.  "  The  statute  has  not  had  the  effect 
contended  for.  At  the  time  it  was  framed,  it  was 
competent  for  the  defendant  to  plead  the  general 
issue,  and  give  any  defence  he  might  have  in  evi- 
dence under  it.  The  legislature  intended,  by  means 
of  the  objections  and  the  certificate  of  the  judge 
at  nisi  prius,  to  raise  in  effect  so  many  distinct 
issues,  the  costs  of  each  of  which  were  to  follow 
their  respective  results ;  but  it  was  not  meant  to  inter- 
fere with  the  practice  of  taxation  in  other  respects. 
Before,  however,  the  statute  passed  into  a  law,  the 
same  object  was  attained  by  the  rules  of  the  judges 
as  to  pleadings  and  costs.  Those  alterations,  how- 
ever, escaped  the  recollection  of  the  legislature. 
With  respect  to  the  objections  in  the  present  case, 
they  are  only  a  repetition  of  what  is  already  de- 
tailed in„  the  pleas,  and,  therefore,  do  not  much 
affect  the  costs.  However,  as  six  of  them  are 
found  for  the  plaintiff,  and  only  one,  viz.  that  re- 
sembling the  third  plea,  for  the  defendant,  the 
plaintiff  is  in  strictness  entitled  to  six-sevenths  of 
the  costs  of  copying,  transcribing,  &c,  those  objec- 
tions, and  he  may  take  a  rule  accordingly ;  but  on 
the  pleadings,  he  is  only  entitled  to  the  costs  of  the 
issues  found  for  him,  and  not  to  the  general  costs 
of  the  cause." 

It  would  appear  to  follow  as  the  result  of  the 
above  decision,  that  the  certificate  of  the  judge 
should  be  as  to  the  notice  of  objections,  and  not 
as  to  the  issues ;  the  defendant  being  entitled  to 
the  costs  of  so  much  of  such  notice  as  he  shall 
prove  at  the  trial. 
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bxs  patent,  6th  September,  1831,  to  William  Bickford,  for  Tith. 
strument  for  ingiting  gunpowder  when  used  in  the  opera- 
blasting  rocks,  and  in  mining,  called  the  miners'  safety 
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Specification.  The  instrument  invented  by  me  for  igniting  gunpowder  when 
used  in  the  operation  of  blasting  of  rocks  and  in  mining,  which 
I  call  "  The  Miners'  Safety  Fuse,"  I  manufacture  by  the  aid  of 
machinery,  and  otherwise,  of  flax,  hemp,  or  cotton,  or  any  other 
suitable  material,  spun,  twisted,  and  countered,  and  otherwise 
treated  in  the  manner  of  twine  spinning  and  cord  making,  and 
by  the  several  operations  hereinafter,  and  in  and  by  the  draw- 
ings hereunto  annexed,  mentioned  and  described.  By  meant 
whereof  I  embrace  in  the  centre  of  my  fuze,  in  a  continuous  fine 
throughout  its  whole  length,  a  small  portion  or  compressed 
cylinder  or  rod  of  gunpowder,  or  other  proper  combustible  mat- 
ter prepared  in  the  usual  pyrotechnical  manner  of  firework  fa 
the  discharging  of  ordnance,  and  which  faze,  so  prepared,  I 
afterwards  more  effectually  secure  and  defend  by  covering  of 
strong  twine  made  of  similar  material,  and  wound  thereon  at 
nearly  right  angles  to  the  former  twist  by  the  operation  which  I 
call  countering,  hereinafter  described;  and  I  then  immerse  them 
in  a  bath  of  heated  varnish,  and  add  to  them  afterwards  a  eoift 
of  whiting,  bran,  or  other  suitable  powdery  substance,  to  pment 
them  from  sticking  together,  or  to  the  fingers  of  those  who 
handle  them.  And  I  hereby  also  defend  them  from  wet  or 
moisture,  or  other  deterioration,  and  I  cut  off  the  same  faze  m 
such  lengths  as  occasion  may  require  for  use.  Each  of  these 
lengths  constituting,  when  so  cut  off,  a  fuze  for  blasting  rods 
and  mining,  and  I  use  them  either  under  water  or  on  land  in 
quarries  of  stones  and  mines,  for  detaching  portions  of  rocks  or 
stone  or  mine,  as  occasions  require,  in  the  manner  long  prac- 
tised by  and  well  known  to  miners  and  blasters  of  rocks.  Hav- 
ing thus  particularly  described  and  ascertained  the  nature  erf  mj 
said  invention,  I  now  proceed  to  show  in  what  manner  and  by 
what  apparatus  the  same  is  to  be  performed,  &c.  (a) 

In  witness,  &c 


(a)  The  specification  proceeds  to  refer  to  and  This  specification  sets  forth  the  principle  of  the 

describe  several  drawings,  representing  the  apart-  invention,  and  describes  the  means  by  which  it 

menu  of  the  buildings,  and  tbe  machinery  and  gene-  coald  be  carried  into  practice  so  as  to  produce  the 

ml  process  of  manufacture  of  the  fuzes.  required  result — the  safety  fuze. 


Prior  to  this  invention,  the  fire  was  conveyed  to  The  fuze  being  placed  in  the  hole,  in  c 

the  charge  in  blasting  down  a  hole  (the  iron  nail  or  cation  with  the  charge  to  be  fired,  and  tamped 

tamping  needle  having  been  withdrawn)  by  means  round  with  sand,  or  in  some  other  usual  manner, 

of  rushes,  reeds,  quills,  or  tubes  of  metal,  parch-  or  inserted  through  an  opening  in  a  box  containing 

ment,  and  other  substances,  filled  with  gunpowder,  the  charge,  is  ignited  at  one  end,  and  barns  ex- 

varying  in  length  from  a  few  inches  to  two  or  three  tremely  slowly,  so  that  the  person  firing  it  oaj 

feet  in  length,  according  to  circumstances.    These  retire  to  any  safe  distance.    This  fuze  being  imper- 

methods  were  all  very  dangerous  and  defective,  vious  to  wet,  burns  equally  well  under  water,  w 

and  gave  rise  to  many  accidents ;  the  nail  or  tamp-  that  it  may  be  used  for  all  the  purposes  of  soboi- 

ing  needle  being  of  metal,  would  sometimes,  during  rine  blasting,  an  operation  of  considerable  difficult/ 

the  process  of  tamping,  occasion  a  spark  and  ex-  when  the  powder  was  fired  by  dropping  a  piece  of 

plode  the  charge.  red-hot  iron  down  a  tube  reaching  to  the  surface. 
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B I  OK  FORD   AND   OTHERS  V.  SKBWB8.  In  Chancery. 

Cor.  Lord  Cottenham,  L.C.  30th  Aug.  1837* 

bill  having  stated  the  invention  of  the  fuze  by  Bickford,  bui  filed 
nt  of  the  patent,  the  enrolment  of  the  specification,  the  22d  Aug#  1837# 
hment  of  a  manufactory  for  the  said  fuzes,  the  partner- 
Bickford  with  one  of  the  defendants,  the  death  of  the 
skford,  and  the  title  of  the  plaintiffs  under  his  will  and  as 
era — averred,  that  the  plaintiffs  have  continued  to  manu- 
the  said  fuze,  and  that  no  other  person  has  any  right  or 
to  make  the  same;  and  having  further  stated  that  the 
int  was  infringing  their  patent  right,  and  had  received 
rofits  from  the  same  and  refused  to  account  for  the  pro- 
made,  after  the  usual  charges,  prayed  an  injunction  to 
i  the  defendant  from  making  and  vending  the  said  fuze, 
an  account  (ft). 

Lord  Chancellor  granted  the  injunction  until  the  answer  injunction. 
ler  order,  with  liberty  to  apply. 

Car.  Sir  L.  Shadwell,  V.  C,  10th  Dec.  1838. 

defendant  having,  by  his  answer,  denied  that  the  said 

d  was  the  true  and  first  inventor  of  the  fuze  or  the  ma- 

,  but  had  learnt  it  from  a  person  who  had  gone  about 

fuzes  of  the  same  description — 

i9  Q.  C,  and  Bethett,  moved  to  dissolve  the  injunction.  Motion  to  di*~ 

fendant's  case  is,  that  however  great  the  ingenuity  of  Mr.  J?£| the  i^unc' 

d,  or  the  merit  of  the  invention  in  respect  of  the  ma- 

•,  he  is  not  the  inventor  of  the  thing  itself,  others  having 

ises  of  the  same  materials,  and  on  the  same  construction. 

idavits  state,  that  an  Irishman,  whose  name  is  unknown, 

bout  Cornwall  selling  and  publicly  exhibiting  fuzes  of 

ne  description,  and  that  Mr.  Bickford  gave  this  person 

shillings  to  teach  him  the  mode  in  which  these  fuzes 

ode. 

>plying  the  argument  for  an  injunction,  on  the  ground  of 

of  enjoyment,  regard  must  be  had  to  the  nature  of  the 

because  that  which  may  be  such  a  length  of  enjoyment  as 

ish  strong  presumption  in  one  case,  may  furnish  no  pre- 

on  in  another  case.     The  manufacture  of   an  article 

d  by  every  body,  shoes  for  instance,  carried  on  under 

patent,  and  acquiesced  in  for  six  or  seven  years,  is  strong 


m  inventor  being  dead,  there  was  not  in  himself  to  be  the  true  and  first  inventor,  and  that 
tilt  Banal  affidavit  of  the  patentee,  that  at  the  invention  was  new.  See  Law  if  Practice,  I *j>. 
rf  swearing  the  said  affidavit  he  believed      tit.  Affidavits. 
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Motion  to  du-    presumption  in  favour  of  the  patent;  but  when,  as  in  the  pre- 
«o/w  the  xnjunc-  gent  cage^  t ^e  artjcje  ^  0f  unCommon  use,  easily  sent  about,  and 

for  the  supply  of  which  one  manufactory  in  the  country  is  amply 
sufficient,  so  that  it  would  not  answer  for  any  other  person  to 
set  up  the  trade,  the  same  kind  of  presumption  cannot  arise 
from  long-continued  enjoyment.  Under  such  circumstances 
there  will,  in  fact,  be  no  acquiescence  by  the  public,  the  parties 
interested  being  so  extremely  few. 

The  bill  leaves  it  in  uncertainty  whether  the  patent  is  for  the 
fuze  or  for  the  machinery;  if  for  the  latter,  it  might  have  been 
supported;  but  as  it  now  appears  to  be  for  the  fuze,  and  the 
affidavits  state  that  the  inventor  obtained  the  idea  from  another 
person,  the  patent  is  not  to  be  supported  for  the  purposes  of  the 
injunction.  This  point  was  not  nosed  until  the  present  period, 
and  the  court  should  hear  the  affidavits  as  to  this  point  and  dis- 
solve the  injunction  in  the  interim,  until  the  matter  can  be  tried 
at  law.  If  the  injunction  be  continued  until  the  trial,  so  as  to 
stop  the  defendant  from  proceeding,  and  that  turns  out  to  have 
been  wrong,  no  compensation,  according  to  the  ordinary  rules  of 
the  court,  can  be  given,  unless  the  plaintiffs  were  put  under  an 
undertaking  to  make  such  compensation  to  the  defendant  for 
any  injury  done  in  stopping  him  (c).  In  all  cases  of  injunction, 
on  the  presumption  from  long-continued  possession,  the  objec- 
tion to  the  patent  is  on  some  defect  in  the  specification,  which 
is,  as  it  were,  the  title  deed  of  the  patentee;  and  having  beei 
published  to  the  world  for  a  considerable  time,  and  thereby 
challenging  all  questions,  if  there  has  been,  with  the  consent  of 
all  other  persons,  an  exclusive  enjoyment  under  the  title  deed, 
the  court  will  give  credit  to  its  legal  validity,  and  will  not  refuse 
to  protect  the  party  in  the  mean  time  until  the  trial;  but  the 
objection  of  want  of  novelty  goes  to  show  that  the  patent  ought 
not  to  have  been  gran  ted  (rf).  [Sir  L.  Shadwell,  V.  C:  Suppose 
the  specification  clearly  bad,  is  not  the  patent  then  in  the  same 
situation  as  in  the  cases  put?  Is  not  the  principle  this:  that  the 
court  sets  the  fact  of  the  enjoyment  against  the  legal  objection, 
either  of  the  badness  of  the  specification,  or  the  fact  of  the  pa- 
tentee not  being  the  inventor?]  The  bill  in  this  case  is  not 
framed  on  exclusive  possession,  for  the  purpose  of  applying  the 
principles  of  the  court  as  to  exclusive  possession  and  long  enjoy- 
ment. The  court  cannot  say  here,  with  reference  to  the  nature 
of  the  defence,  that  there  has  been  exclusive  enjoyment,  or  that 
the  period  of  enjoyment  is  such  as,  within  the  authorities,  would 
warrant  the  continuing  of  the  injunction. 

(c)  A  case  of  Protheroe  v.  Good  was  referred  to,      the  plaintiff  under  an  undertaking  to  make  com- 
in  which  an  injunction  was  applied  for  to  restrain       pensation,  if  requisite. 

the  defendant  from  stopping  up  a  way-leave.    The  (d)  The  learned  counsel  cited  the  cases  of  1W- 

court  thought  there  were  sufficient   grounds  for      ton  v.  Bull,  3  Ves.  jun.  140 :  Harmar  ▼.  PUi*(, 
granting  the  injunction  until  the  hearing,  but  put      14  Ves.  jun.  130 ;  and  Hill  v.  Thompson,  3  Ale»« 

622;  Kay  v.  Marshall,  \  Myl.  &  C.  373. 
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Sir  L.  Shadwell,  V.C. :  In  the  case  of  Kay  v.  Marshall  (c), 
certainly  could  not  think  it  right  in  the  first  instance  to  allow 
le  demurrer,  but  it  struck  me  that  sooner  or  later  the  question 
mst  be  determined,  and  therefore,  without  allowing  the  de- 
tuner,  I  directed  that  course  of  proceeding  (d)  to  be  adopted 
iiieh  would  have  the  effect  of  determining  the  question  at  law; 
ir  determined  at  law,  it  was  plain  the  question  must  be.  But 
i  that  case  I  thought  myself  bound  to  oppose  length  of  time, 
■ring  which  there  had  been  the  enjoyment  of  the  patent, 
gainst  any  conclusion  merely  of  law,  which  I  myself  might 
e  inclined  to  draw  from  the  specification,  which  in  some  mea- 
nt appeared  to  me  to  be  defective;  and  my  Lord  Chancellor, 
i  far  as  the  question  was  concerned,  whether  the  demurrer  Length  of  en. 
boald  be  allowed  or  not,  entirely  agreed  with  me,  namely,  that  {ook^toln 
rhatever  may  be  the  objection  to  the  specification,  this  court  is  answer  to  a  the- 
oimd  to  look  to  the  fact  that  there  has  been  an  enjoyment  under  "o^o^Mcifica- 
be  patent,  as  a  sort  of  practical  answer  to  the  theoretical  ob- tion- 
BCtkm.  My  order  went  to  direct,  that  there  should  be  a  trial 
mnediately,  before  I  gave  a  final  opinion.  Upon  the  argument 
f  the  demurrer,  the  Lord  Chancellor  said,  that  was  no  objec- 
km ;  and  therefore  he  varied  the  order,  but  he  did  not  disagree 
i  to  the  view  which  was  taken  of  the  whole  case,  as  presented 
ly  the  bill.  The  Lord  Chancellor  all  along  recognised  that  sort 
if  doctrine  which  the  profession  generally  understood  had  been 
iteted  with  sufficient  clearness  in  Hill  v.  Thompson,  and  I  un- 
Untand  in  that  particular  case  there  is  an  objection  of  a  given 
and  to  the  validity  of  the  patent,  namely,  that  the  patentee 
ns  not  the  first  inventor.  Well,  that  was  an  objection  of  law, 
» if  there  was  an  objection  to  the  validity  of  the  specification, 
»  the  face  of  it,  that  would  be  an  objection  of  law ;  but  as  I 
ipprehend  the  circumstance,  that  there  had  been  an  exclusive 
ajoyment  for  a  length  of  time  under  the  patent,  that  would  be, 
frimd  facie,  such  a  circumstance  as  would  bind  the  court  to 
recognise  the  question  of  injunction,  either  in  granting  it  or 
Suolving  it. 

I  admit  that  if  you  were  to  say  six  years  are  sufficient,  you 
nay,  by  cutting  off  successive  portions,  reduce  the  six  years 
lo  nothing.  But  I  have  nothing  to  do  with  any  other  case  than 
he  case  before  me,  and  I  find  the  patent  sealed  in  September, 
1831,  an  injunction  granted  by  my  Lord  Chancellor  in  Septem- 
*r,  1837,  and  no  attempt  made  to  dissolve  it  until  February, 
1838 ;  and  then  the  attempt,  such  as  it  was,  has  been  allowed  to 
continue  a  sort  of  meagre  existence  from  month  to  month,  while 
iffidavits  have  been  put  on  the  file.  It  appears  to  me  to  be 
itber  too  much  to  say  that  I  am  not  to  treat  this  case  in  the 

{e)  1  Mvl.  &  C.  373.  the  motion  to  stand  over  until  an  action  was  brought 

(•/)  Hb  Honour,  in  the  case  alluded  to,  directed      to  try  the  validity  of  the  patent. 
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An  order  for  in- 
demnity not 
luual. 


manner  in  which  Kay  and  Marshall,  and  Hill  and  Thompson, 
were  treated.  And  it  is  admitted  with  respect  to  the  order  for 
indemnity,  that  it  is  unusual  to  make  such  an  order  for  the  in- 
demnity of  the  defendant  by  the  plaintiff,  in  case  the  thing 
should  be  proved  to  be  wrong,  and  when  I  did  go  out  of  the 
way  of  the  court  in  Kay  and  Marshall,  to  make  an  order  con- 
sistent with  justice,  the  result  was,  upon  appeal,  the  order  wis 
held  to  be  wrong,  and  I  am  not  much  inclined  to  go  out  of  my 
way  now.  Therefore  it  appears  to  me,  the  usual  order  must  be 
made  in  this  case,  namely,  that  the  plaintiff  should  be  put  upon 
terms  to  bring  such  action  as  he  may  be  advised  (e). 

Order  accordingly. 


Proceeding*  at 
law. 

Declaration. 


Pleas. 


Objections 
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The  declaration  having  stated  the  grant  of  the  letters  patent, 
the  enrolment  of  the  specification,  and  the  title  of  the  plaintiffs, 
and  the  user  and  exercise  of  the  said  invention  by  Bickford  and 
his  partner,  and  the  plaintiffs — assigned  as  a  breach,  the  making 
and  selling  divers,  to  wit,  &c.  instruments  for  igniting  gun- 
powder when  used  in  the  operation  of  blasting  rocks,  and  in 
mining,  in  imitation  of  the  said  invention,  in  breach,  &c 

The  defendant  pleaded— 1.  Not  guilty.  2.  That  the  said 
Bickford  was  not  the  true  and  first  inventor  of  the  said  instru- 
ment. 3.  That  the  said  invention  was  not  at  the  time  of  the 
granting  of  the  letters  patent  a  new  invention,  but,  on  the  con- 
trary thereof,  had  been  publicly  used  and  exercised  within 
England  before,  &c,  to  wit,  on,  &c,  wherefore,  &c.  4.  Setting 
forth  the  specification,  alleged  to  have  been  enrolled,  and  averring, 
that  the  said  Bickford  did  not  particularly  describe  and  ascer- 
tain the  nature  of  the  said  invention,  and  in  what  manner  the 
same  was  to  be  performed,  by  an  instrument,  in  writing,  under 
his  hand  and  seal,  in  pursuance  of  the  said  proviso  in  the  said 
letters  patent  mentioned.  The  objections  under  the  2d  and  3d 
pleas  were  an  echo  of  the  pleas,  and  under  the  4th  plea  set 
forth  several  specific  instances  of  alleged  insufficiency,  and  un- 
certainty, and  ambiguity.  Amongst  others,  that  the  words  "or 
any  other  suitable  material,"  were  calculated  to  mislead,  none 


(e)  Practice  at  to  venue.  The  defendant's  coun- 
sel suggested  that  it  should  be  part  of  the  terms  of 
the  order,  that  the  action  should  be  tried  in  Corn- 
wall, as  all  the  parties  reside  there,  but  the  Vice 
Chancellor  refused,  observing,  that  much  useful 
information  might  perhaps  be  given  by  persons  who 
were  never  in  Cornwall.  The  venue  was  laid  in 
London,  but  changed  by  order  of  Mr.  Justice  Cole- 
ridge to  Devon,  the  jury  to  be  summoned  from  the 


district  east  of  Exeter.  An  application  was  tbea 
made  by  motion  in  the  suit  to  the  Vice  Chancellor 
for  an  order  that  the  trial  might  take  place  at  the 
ensuing  assizes,  which  would  be  in  a  fortnight; 
this  application  was  refused  with  cost*,  and  aa 
appeal  to  the  Lord  Chancellor  was  dismissed  with 
costs.  As  to  venue  in  actions,  for  the  infriogeneat 
of  a  patent,  see  Law  ty  Practice,  Ikd.  lil.  \enuc. 
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others  being  described,  or  any  criteria  given  for  ascertaining  A.  D.  1839. 
what  was  suitable ;  that  the  invention  was  impracticable,  inas- 
much as  gunpowder  cannot  be  used  unless  mixed  with  other 
materials,  and  that  no  other  proper  combustible  matter  than 
gunpowder  is  mentioned. 
At  the  trial  before   Coleridge,  J.,  at  the  last  Devonshire  Verdict. 
the  plaintiff  had  a  verdict  on  all  the  issues. 


fiompa*,  Serjt,  in  pursuance  of  leave  reserved,  moved  for  a  Motion  fir  wm- 
rale  to  show  cause  why  a  nonsuit  should  not  be  entered,  or  a  Mch?T.,  1839. 
fcrdict  for  the  defendant  on  the  fourth  issue ;  or  why  a  new 
trial  should  not  be  had,  on  the  ground  of  the  verdict  being 
against  evidence. 

The  specification,  in  describing  the  materials  of  which  the 
fine  is  to  be  composed,  uses  the  words,  "  hemp,  flax,  cotton,  or 
any  other  suitable  material."  No  evidence  was  given  at  the 
trill  of  the  inventor  having  tried  any  other  material  than  flax, 
or  that  any  other  would  do.  That  description  is  not  sufficient; 
i  party  has  no  right  to  throw  experiments  upon  the  public. 
The  specification  also  uses  the  words,  "  gunpowder,  or  other  pro- 
per combustible  matter.'9  There  was  no  evidence  that  any  other 
substance  than  gunpowder  would  do.  Colonel  Pasley  thought 
detonating  powder  might  do,  but  he  did  not  know.  The  inser- 
tion of  this  passage  is  mere  speculation.  The  rules  laid  down 
b  Turner  v.  Winter  (f),  are  strictly  applicable  to  the  present 
case.  [Lord  Denman,  C.  J. :  Was  there  any  evidence  that  the 
other  things  which  he  said  would  produce  the  effect  would  not 
produce  it  ?]  None.  This  specification  is  not  accidentally,  but 
intentionally,  uncertain,  meaning  to  grasp  at  more  than  the  in- 
ventor himself  had  discovered,  so  as  to  keep  other  persons  from 
using  it,  or  making  other  experiments.  As  to  the  plea  whether 
it  had  been  publicly  used  in  England,  the  evidence  was,  that 
there  was  an  Irishman— of  his  existence  there  was  no  doubt, 
though  no  one  knew  his  name — who  went  about  selling  fuzes, 
exactly  the  same  as  the  present  fuze ;  that  he  exhibited  it  in  a 
blacksmith's  shop,  before  those  men  who  were  there ;  that  he  let 
it  off  in  the  mine,  and  put  it  in  water  in  the  presence  of  every 
body,  and  gave  it  to  the  workmen,  who  took  it  down,  examined 
it,  and  tried  it — fired  it  off,  and  found  it  answer.  This  was  in 
the  street  of  Redruth,  in  the  very  centre  of  all  the  mining  popu- 
lation. Many  persons  took  it  in  their  hands — they  examined  it 
—opened  it,  and  saw  there  was  powder  in  it,  and  that  it  was  in 
the  shape  of  a  cord,  and  of  so  simple  a  description,  that  if  you 
pot  it  into  the  hands  of  any  workman,  he  could,  from  simply 
- —  § 

(/)  Ante,  77,  and  cues  there  cited. 
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seeing  it,  immediately  make  another  that  would  answer  th 
pose.  It  is  nothing  more  than  gunpowder  in  the  middl 
piece  of  twine.  Not  that  such  an  invention  ought  to  b 
eluded  from  a  patent;  the  best  improvements  are  the 
simple :  the  mere  fact  of  showing  such  an  article  is  a 
cation.  Although  a  patent,  supposing  it  to  be  goody  i 
less  good  because  it  is  for  the  most  simple  invention  tha 
was  heard  of,  still  if  you  make  publication  of  so  simple  a 
it  is  known  to  every  body  the  moment  they  see  it  [Colt 
J. :  I  thought  all  this  was  for  the  jury ;  there  was  a  grei 
of  negative  evidence  on  the  part  of  the  plaintiffs;  they  ca 
great  number  of  experienced  miners,  who  said,  until  this  i 
tion  they  had  never  known  of  any  thing  like  it.]  Supposin 
to  have  been  used  in  this  way,  I  submit  it  is  a  public  user 
this  been  repeated  fifty  times,  can  any  one  doubt  that 
have  been  a  public  user  (g)  ?  The  true  principle  is  this :  in 
to  insure  that  when  a  person  takes  out  a  patent  he  shall  be 
the  inventor,  some  precaution  is  necessary  that  he  shoal 
have  had  the  means  of  learning  it  from  other  sources; 
therefore  it  is  said,  if  it  has  been  publicly  used,  it  is  too  la 
a  person  to  have  a  monopoly.  What  is  there  to  prove  tha 
Bickford  did  not  learn  this  from  individuals  who  had  w 
publicly  ?  That  is  what  the  rule  is  to  guard  against ;  an 
learned  judge  should  have  told  the  jury,  that  there  had  I 
publication  of  the  invention  (A). 


(g)  This  argument  would  seem  to  show,  that  a  ford.     I  know  no  difference  between  tin 

question  of  this  nature  must  be  for  the  jury.  they  burn  in  the  same  way.      Mr.  Thomas 

(A)  The  following  was  the  evidence  as  to  the  worked  there  when  I  had  this  from  the  Iri 

point  at  the  trial : —  we  were  talking  to  one  another  about  it ; 

Tren prove :  "  I  saw  an  Irishman  ten  or  eleven  there  could  be  a  little  improvement.    1  i 

years  ago  in  the  western  part  of  the  mine.    He  had  Irishman  in  the  public-house  the  same  ei 

some  safety  rods  witli  him,  which  he  offered  to  the  he  had  plenty  of  these  things  with  him  then 

men  who  were  going  under  ground.     He  set  one  were  tied  round  in  a  bundle." 
on  fire—touched  the  end  with  a  fuze — the  powder  Whether  the  facts  above  stated  do  or 

took — it  burned  all  through,  from  end  to  end — he  amount  to  a  public  use  and  exercise  of  Um 

threw  it  in  water — stamped  on  it,  and   threw  it  tion,  such  as  would  vitiate  the  subsequent 

about — there  was  no  putting  it  out.     Outside  it  was  patent  of  an  independent  inventor,  is  a  < 

hemp,  bound  round  just  the  same  as  we  are  using  left  in  considerable  doubt,  on  the  result 

now;  too  much  tar  or  rosin  about  its  outside.     I  case.     It  is,  however, an  authority  in  favon 

saw  no  difference  between  it  and  the  safety/'  manner  of  viewing  this  question  adopted  by 

William  Clemens :    "  1  am  a  miner  at  Cam-  C.  J.,  in  Cornitk  v.  Keene,  and  by  the  C 

borne ;  reared  there,  and  worked  in  the  mines  in  Common  Pleas.     Ante  44,  n. 
the  neighbourhood  twenty  years ;  worked  at  North  The  facts  of  the  preceding  case  furnish 

Roskier ;   began  about  thirteen    years  since  ;    at  illustration  of  the  ambiguity  which  there  i 

first  they  used  quills.     Whilst  working  at.  North  phrase,  "the  use  of  an  invention."     Tha 

Roskier,  there  was  a  man  came  round  there;  they  may  import,  the  simply  using  the  fuze,  in  pa 

said  he  was  an  Irishman  ;  about  ten  or  a  dozen  noranceof  its  constitution,  or  of  any  mode  • 

years  ago ;   saw   him  with   a   thing  for  blasting  facturing  it ;  and  they  may  also  import,  tfe 

mines  ;  tt  was  made  of  hemp  or  twine,  just  the  same  cising  and  putting  in  practice  the  art  of 

as  what  the  safety  is  made  of  now.     1  do  not  know  the  fuze  for  sale,  as  an  article  of  commerce 

farticularly  what  part  of  the  mine  I  was  in  when  pose  the  mines  to  have  been  supplied  with 

saw  him  there — near  the  shop,  but  1  cannot  say  this  kind,  imported  from  abroad,  and  that  1 

exactly  where  it  was;  I  had  two  of  them  in  my  had  learnt  the    method   of  making  thai 

hand,  about  eighteen  or  twenty  inches  long;  we  abroad,  and  had  obtained  a  patent,  and  est 

carried  two  under  ground,  put  it  into  a  hole,  opened  a   manufactory  for  them  in   this  country, 

the  end  of  it,  lighted  ^ ;  it  went  off  very  well ;  he  such  a  patent  be  good  r     See  the  smalt 

had  several  more  pieces,  but  I  did  not  see  him  do  ante   12.      The    protection  of  an    invan 

any  thing  with  it.      Some  time  after  I  saw  Bick-  imported,  is  clearly  within  the  policy  and 
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Hie  case  for  die  defendant  was  this.  It  was  proved  (by  the  Motumfor 
fitnesses  on  both  sides)  that  a  person  answering  the  description  """'""*' 
lad  sold  fuses;  that  some  iron  work  had  been  supplied  him  for 
the  purpose  of  making  his  fuzes ;  that  he  lived  in  a  certain 
Wase  in  which  there  was  some  manufacture  of  fuzes,  which  were 
described;  that  some  agreement  took  place  at  a  public- house 
with  Mr.  Bickford  on  the  subject  of  fuses,  described  to  be  sub- 
stantially the  same  as  those  for  which  a  patent  was  afterwards 
taken  out.  There  was  no  evidence  of  how  Mr.  Bickford  made 
the  first  and  the  second  fuzes,  or  of  how  he  got  the  machines 
made ;  but  the  only  evidence  was,  that  witnesses  said  there  was 
a  time  when  the  fuze  was  not  known — afterwards,  these  are  sold; 
and  this  is  to  be  taken  in  connexion  with  the  number  of  wit- 
MBKs  who  saw  something  of  the  kind  before.  [Coleridge,  J.: 
All  that  was  put  to  the  jury  for  you — I  thought  it  a  strong  part 
flf  your  case.]  The  only  evidence  against  us  was,  the  body  of 
■hung  agents  not  having  known  of  this  public  use. 

Lord  Drnman,  C.  J.:  I  think  there  must  be  a  rule  to  show 
snse  why  a  nonsuit  should  not  be  entered  on  the  point  of  law 
on  the  specification,  or  why  the  verdict  should  not  be 
for  the  defendant  on  the  fourth  issue;  but  with  regard  to 
As  verdict  being  against  evidence,  my  brother  Coleridge  is  of 
(prion,  the  jury  exercised  their  judgment  on  the  subject.  I 
itfe  not  the  least  doubt  it  was  left  fully  to  them  to  exercise  that 
jadgment,  because  it  is  clear,  otherwise,  it  would  have  been  a 
•ere  absurdity  to  ask  their  opinion  on  the  effect  of  the  evidence 
•talL 

Rule  accordingly. 


Hie  above  rule  having  been  argued,  the  judgment  of  the  Judgment. 
court  was  delivered  by 

Lord  Dsniian,  C.  J.:  The  invention,  the  subject  of  this  pa- 
tent, professes  to  be  an  instrument  for  igniting  gunpowder  when 
ued  in  the  operation  of  blasting  rocks,  and  in  mining,  and 
denominated  the  Miners'  Safety  Fuze. 

Hie  fourth  plea  sets  out  the  specification  at  length,  and  con- 
dories  by  denying  that  the  patentee  had  particularly  described 
tad  ascertained  the  nature  of  the  said  invention,  and  in  what 
the  same  was  to  be  performed.  The  issue  was  joined 
i  this,  and  at  the  close  of  the  plaintiffs'  case,  it  was  objected 
that  the  specification  was  defective  in  two  respects,  and  that  the 
jodge  ought  to  have  directed  the  verdict  for  the  defendant.    He 


__  a t  bin,  since  the  history  of  our  manufac-      the  manufacture  established  here,  other  coantriei 

tato  jnmts  many  instances  in  which  an  inven-      have   thenceforward   been   supplied   from   that 
;  fete*  isnported  into  this  country,  and      source. 
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Judgment  on 
rule  for  nonsuit, 


All  the  sub- 
stances which 
will  answer 
need  not  be 
stated,  if  the 
public  are  not 
misled. 

But  if  a  whole 
class  of  sub- 
stances be 
stated  as  suit- 
able, and  one  of 
them  will  not 
succeed,  this 
will  mislead. 


Some  know- 
ledge is  requi- 
site in  the  person 
reading  the  spe- 
cification, which 
it  addressed  to 


thought  that  the  question  as  to  both  was  for  the  jury — he  then 
explained  to  them  the  specification — drew  their  attention  to  the 
supposed  defect,  as  said  to  appear  on  the  evidence — and  left  it 
to  them  to  say,  whether  they  were  made  out,  or  either  of  them. 
We  think  he  could  not  properly  have  pursued  any  other  course. 

The  specification,  so  far  as  it  is  material  to  be  now  stated, 
was  thus: — "The  instrument  I  manufacture,  by  the  aid  of 
machinery  and  otherwise,  of  flax,  hemp,  or  cotton,  or  any  other 
suitable  materials,  spun,  twisted,  and  countered,  and  otherwise 
treated  in  the  manner  of  twine-spinning  and  card-making,  is 
by  the  several  operations  hereinafter  and  in  and  by  the  drawings 
hereunto  annexed,  mentioned  and  described,  by  means  whereof 
I  embrace  in  the  centre  of  my  fuze,  in  a  continuous  line  through- 
out its  whole  length,  a  small  portion  or  compressed  cylinder 
or  rod  of  gunpowder,  or  other  proper  combustible  matter,  pre- 
pared in  the  usual  pyrotechnical  manner  of  fire-works  for  the 
discharge  of  ordnance/' 

Upon  these  words  it  was  first  objected,  that  the  plaintiff  hid 
failed  to  show  any  other  material  but  common  gunpowder  had 
ever  been  used  in  the  fuze,  or,  if  introduced,  would  answer  die 
purpose  desired,  and  the  first  part  of  this  objection  is  true  in 
fact;  but  it  seems  to  us  immaterial  if  other  materials,  not  speci- 
fied (and  it  is  certainly  not  necessary  to  specify  all),  but  stffl 
within  the  description  given,  will  answer  the  purpose;  no  ambi- 
guity is  occasioned — nothing  that  can  mislead  the  public,  or 
increase  the  difficulty  hereafter  of  making  the  instrument,  by 
the  introduction  of  terms  which  import  the  patentee  has  him- 
self used  them.  The  latter  part  of  the  objection,  if  true  in  fact, 
would  have  been  more  material,  because  it  does  tend  to  mislead 
if  it  be  stated  that  a  whole  class  of  substances  may  be  used  to 
produce  a  given  effect,  when,  in  fact,  only  one  is  capable  of 
being  so  used  successfully;  but  there  was  reasonable  evidence, 
that  other  combustible  substances,  prepared  in  the  manner 
described  in  the  specification,  would,  if  introduced,  answer  the 
purpose  of  the  patent. 

Colonel  Pasley,  a  most  competent  witness,  had  no  doubt  one 
substance  answering  the  description,  namely,  detonating  pow- 
der, might  be  used ;  and  the  jury  were  at  liberty  to  infer,  that 
any  similar  substance,  prepared  as  required  by  the  description, 
would  have  the  same  effect.  The  other  parts  of  the  instrument 
necessarily  limited  the  combustible  substance  to  be  used  to 
such  as  are  capable  of  being  reduced  to  a  fine  powder,  and  in- 
troduced into  a  very  thin  continuous  stream,  or  thread,  into  the 
centre  of  the  fuze. 

Some  knowledge  of  pyrotechnics  is  and  may  probably  be  re- 
quired in  the  person  who  is  to  read  the  specification  for  the 
purpose  of  making  the  instrument.  The  specification  is  ad- 
dressed, not  to  persons  entirely  ignorant  of  the  subject-matter, 


BICKFORD   AND   OTHERS   V.   3KEWES.  219 

but  to  artists  of  competent  skill  in  that  branch  of  manufactures  artists  of  com. 
to  which  it  relates ;  and  such  persons  would  be  at  no  loss  to  the*nirtScuiir 
adect,  if  selection  were  at  all  necessary,  the  proper  combustible  manufacture. 
material  from  those  prepared  for  the  discharge  of  ordnance  for 
Us  purpose. 

But  the  jury  probably  thought,  and  on  the  evidence  might 
well  think,  that  the  language  of  the  specification  was  in  this 
put  literally  true,  and  that  no  selection  at  all  was  necessary; 
ad  this  brings  us  to  the  last  objection,  and  the  most  relied 
wpon,that  there  was  a  combustible  substance  prepared  and  used 
if  the  description  in  the  specification,  which  would  not  answer 
the  purpose,  and  this,  if  true,  would  be  important;  for  then  the 
specification  would  be  substantially  untrue,  and  would  deceive. 
Ike  substance  relied  on  is  called  portfire,  by  the  application  of 
which  to  the  firing  of  cannon  it  is  well  known  that  they  were 
•tone  time  very  commonly  discharged;  but  we  think  that  there 
are  two  grounds  on  which  we  ought  not  to  yield  to  the  objec- 
tion, in  a  case  in  which  we  see  no  reason  to  infer  from  the 
language  used  any  fraudulent  intention  to  mislead  the  public,  or 
Is  make  it  unnecessarily  difficult  to  understand  or  apply  the 
mention.  One  substance,  gunpowder,  was  the  composition 
chiefly  relied  on  as  the  most  efficacious — the  most  obvious — the 
easily  procurable  article  for  the  purpose.  At  the  same 
as,  on  principle,  similar  combustibles,  prepared  as  fire- 
works are,  would  also  have  the  same  effect,  words  are  intro- 
faeed  by  the  patentee,  which  enable  him  to  include  them,  for 
the  double  purpose  of  making  it  an  infringement  of  the  patent 
to  use  them  during  its  existence,  and  of  directing  the  attention 
of  the  public  to  them  after  it  had  become  public  property. 
Language  thus  used  ought  not  to  be  astutely  construed,  so  as  to 
orarthrow  a  patent,  yet  we  have  a  right  to  require  the  objector  The  attenl;on 
ihould  at  the  trial  make  his  point  clear,  and  clearly  call  the  of  the  plaintiff 
attention  of  his  opponent  to  it.  This  was  not  done,  and  we  are  31^,^  tVth/ 
wi  this  moment  left  in  doubt  on  the  evidence  what  the  term  na|ure  of  the 
portfire  means,  whether  it  is  the  whole  instrument,  including  °  Jec  lon* 
both  the  case  and  combustible  within,  or  whether  it  means  the 
kttcr  only.  If  the  former,  it  is  clearly  out  of  the  question,  and 
it  was  certainly  so  understood  by  the  plaintiffs,  for  they  called 
a  officer  of  artillery  to  speak  of  it,  in  order  to  put  it  at  once 
•at  of  the  case,  by  showing  the  portfire  as  used  in  the  service  is 
*  totally  different  thing  from  the  safety  fuze,  and  therefore  did 
not  interfere  with  its  claims  to  novelty.  The  counsel  for  the 
defendant  then  asked  a  question  or  two  as  to  the  mode  of  pre- 
paring and  combining  the  combustible  within  the  case,  from 
which  was  ascertained  the  fact  of  destroying  the  case  as  it 
burnt,  and  on  this  the  objection  was  afterwards  raised.  What 
the  quantity  of  combustible  was  in  the  portfire — whether  it 
1  lunrc  the  same  effect  of  destroying  the  case,  if  introduced 


220  ELLIOTT  •   PATKNT. 

into  it  in  the  very  small  proportion  which  the  gunpowder  in  the 
fuze  bears  to  the  cylinder  containing  it,  and  many  other  matters 
necessary  to  the  point,  and  establish  the  objection,  were  entirely 
passed  over. 
The  finding  of  Upon  the  objection  raised,  it  was  proper  indeed  to  take  the 
obj^ioVto'he  opinion  of  the  jury,  but  if  they  thought  it  not  established  satb- 
distinctness  of  factorily,  we  see  no  reason  to  disturb  their  conclusion;  and  it 
LecXlLi>e!011  ma7  be  a^so  sustained  on  another  ground.  In  one  sense, 
undoubtedly,  the  portfire  may  be  said  to  be  used  in  discharging 
ordnance,  because  it  ignites  the  priming  or  train,  which  causes 
the  powder  in  the  chamber  of  the  cannon  to  explode;  but  k 
may  be  well  questioned,  whether  the  term  discharging  ordnance 
ought  to  be  understood  in  that  sense  in  this  specification.  Tie 
portfire,  so  understood,  is  no  more  than  a  mere  match,  but  die 
fuze  is  used  to  perform  the  operation  of  a  train,  the  fuse  in  it 
being  concealed,  and  the  case  unconsumed.  It  could'  not  be 
used  in  discharging  ordnance  in  the  sense  portfire  is  used  for 
that  purpose,  as  the  portfire,  whether  we  mean  by  that  term 
the  whole  instrument,  case  and  combustible,  or  combustible 
only,  has  not  been  shown  to  have  been  used  or  fitted  for  the 
discharge  of  ordnance  in  any  other  sense. 

Whether  we  regard  the  imperfect  manner  in  which  this  ob- 
jection was  presented,  or  its  entire  failure,  in  foct  if  the  specifi- 
cation be  understood  in  one,  and  by  no  means  an  unreasonable 
sense,  we  think  the  jury  were  not  unwarranted  in  their  finding 
on  the  fourth  issue,  and  that  this  rule  therefore  must  be  dis- 
charged. 

Rule  discharged. 


ELLIOTT'S  PATENT. 

rule.  Letters  patent,  14th  December,  1887,  to  William  Elliott,  for 

"  improvements  in  the  manufacture  of  covered  buttons." 

Specification.  My  invention  relates  to  that  description  of  covered  buttons 
with  flexible  shanks  which  are  made  by  the  aid  of  dies  and  pres- 
sure, in  contradistinction  to  the  covered  buttons  made  by  sewing 
the  external  woven  fabric  on  to  shapes  by  the  needle;  my  inven- 
tion having  for  its  object  to  produce  buttons  of  a  more  elegant 
description,  and  of  a  more  finished  character,  than  have  hereto- 
fore been  manufactured,  by  the  application  of  certain  elegant 
fabrics  not  hitherto  employed  in  the  making  of  such  buttons. 
*  *  *  *  *(fl) 

(a)  The  soecification  proceeds  to  mention  some  present  invention  to  be  an  improvement  in  tad 
of  the  several  modes  in  use,  as  Saunders's  patent,  applicable  to  those  modes,  but  to  refer  particoltrif 
io*v  n— i —    too*     a.—».  — j-    —j    *:__        to  the  covering  of  the  face  of  the  button  Jmsbscb 

as,  according  to  those,  the  covers  of  toe  I 


13th  October,  1825,  A  sum's  mode,  and  Aiog- 
worth's  patent,  30th  August,  1832,  and  states  the 
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ig  described  the  nature  of  my  invention,  and  the  best  Claim. 
I  am  acquainted  with  for  performing  the  same,  I  would 
that  I  do  not  confine  myself  to  the  mode  described  for 
the  internal  parts  and  back  of  the  buttons,  though  I 
the  mode  described  is  the  best  adapted  for  the  purpose 
nyention ;  nor  do  I  claim  the  mode  described  when  un- 
sd  with  a  covering  according  to  my  invention;  but  what 
as  my  invention  is,  First,  the  making  of  covered  buttons 
xible  shanks  by  the  aid  of  dies  and  pressure  when  the 
front  of  the  button  is  made  of  any  description  of  fabric 
tised  surfaces  producing  a  set  pattern  or  ornamental 
y  terry  weaving  for  the  centre  of  the  button.  Secondly, 
the  making  of  such  covered  buttons  with  flexible  shanks, 
overed  with  any  fabric  with  ornamental  set  or  central 
or  patterns,  produced  thereon  by  a  process  called  bro- 
or  brocade  weaving.  Thirdly,  I  claim  the  application  of 
gured  woven  fabrics  to  the  covering  of  buttons  (with  ' 

shanks  made  by  pressure  in  dies)  as  have  the  ground  or 
*  of  the  ground  woven  with  soft  or  organzine  silk  for  the 
rhen  such  fabrics  have  ornamental  designs  or  figures  for 
itres  of  buttons,  as  herein  described;  but  I  do  not  claim 
ilication  of  any  figured  patterns  of  woven  fabrics,  where 
rtions  constituting  the  covers  of  buttons  may  be  cut 
iminately:  this  part  of  my  invention  relating  only  to 
itterns  as  require  centreing,  in  order  to  bring  the  pattern 
mental  figure  or  design  in  the  centre  on  the  face  of  the 
,  Fourthly,  in  the  manufacture  of  covered  buttons,  with 
;  shanks  (made  in  dies  or  such  like  tools  with  pressure),  I 
he  application  of  such  description  of  fabrics  as  are  pro- 
by  weaving  by  the  aid  of  draw  wires,  which  when  using 
called  terry  velvet  (though  woollen  threads  may  be  em* 
),  whether  such  fabrics  be  plain  or  ornamental.  Fifthly, 
ention  relates  to  the  application  of  figured  velvet,  in  the 
icture  of  covered  buttons  with  flexible  shanks  made  by 
■e  in  dies,  whether  the  ornamental  weaving  be  such  as  to  be 
lifferently  over  the  whole  surface,  or  in  set  designs  for  the 
i  of  buttons.  And  lastly,  in  the  manufacture  of  covered 
i  with  flexible  shanks,  I  claim  the  application  of  the 
and  instruments  described  in  figures  2,  3,  4,  5,  6,  7>  8, 
for  ensuring  correctness  of  cutting  out  of  the  portions 
tics,  in  order  to  the  pattern  being  in  the  centre  thereof, 

diet  and  pressure,  cannot  have  marked  the  other,  that  the  diet  and  took  should  centre  the 

■ite  and  central  patterns,  or  be  of  terry  pattern  truly,  and  not  preis  on  the  surface  °f™* 

r  have  patterns  standing  much  above  the  button.     The  specification  having  fully  described, 

■Dee  the  pressure  on  the  face  of  the  but.  by  reference  to  drawings,  the  method  of  attaining 

i  is  the  dies  then  in  use  would  injure  the  these  two  requisites,  and  given  various  directions 

Two  things  were  essential  to  the  success-  respecting  the  fabrics  and  the  manufacture  of  tie 

ce  of  this  mode — one,  that  the  definite  de-  buttons,  proceeds  as  in  the  text.    See  as  to  fovea- 

w  m  the  fabric  out  of  which  the  covers  tion,  Sir  F.  Pollock,  poU9  222. 
be  made  should  be  accurately  cut  out ; 
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and  also  the  modes  ensuring  a  central  placing  and  holding  of 
the  fabric  in  the  die  in  making  the  button,  and  also  temporarily 
connecting  the  shell  A,  or  internal  part,  with  the  portion  of 
fabric,  whatever  be  the  description  of  fabric  on  which  a  set  pat- 
tern or  ornamental  figure  or  design  may  be  produced. 

In  witness,  &c 


History  of  tht  manufacture.     The  following  evi-  covered  button  previous  to  Mr.  Elliott's  palest, 

dence  respecting  the  manufacture  of  covered  but-  with  a  central  figure  made  by  dies  and  preamia; 

tons  was  given  in  the  course  of  the  subsequent  buttons  with  central  patterns  have  been  made  be- 

legal  proceedings.  fore,  but  it  has  been  hy  sewing  a  piece  of  silk  sr 

Mr.  Curpmael :  "  The  first  description  of  covered  cloth  over  a  mould.   I  never  heard  previous  to  Mr. 

buttons  was  Saunders's  Florentine  button.     It  was  Elliott's  patent  of  any  buttons  made  with  velvet, 

made  with  dies  and  pressure  ;  there  was  a  plate  of  or  all  over  patterns  made  by  dies  or  pressure.1' 
metal  which  formed  the  shape  of  the  face,  and         In  the  subsequent  legal  proceedings  the  prindpsl 

there  was  some  paper,  and   what  was  called  a  question  was,  as  to  the  novelty  of  the  application 

toothed  collet,  used ;   this  collet  was  jagged  all  of  the  fabric  of  the  soft  or  organrine  silk.    The 

round,  so  that  when  forced  in  by  the  dies,  the  ser-  plaintiff  had  a  verdict,  and  an  objection  taken  at  tat 

rated  or  saw-like  edge  was  caused  to  be  clenched  trial,  that  the  invention  is  not  the  subject-matter 

thereby  against  the  internal  plate,  thereby  holding  of  letters  patent,  was  not  moved  afterwards.   Set 

the  parts  together.     I  never  saw  or  heard  of  a  past.     See  Sounder*  v.  AUon,  ante  75. 


Elliott  v.  Aston. 
Car.  Coltman,  J.    Trin.  V.  1840. 

Sir  F.  Pollock  stated  the  plaintiff's  case.  The  object  of  the 
invention  is  the  manufacture  of  buttons  with  central  patterns 
and  with  a  covering,  the  face  of  the  surface  being  in  relief,  or 
with  covers  of  a  nature  which  will  not  bear  pressure  on  their 
surface  without  injury.  The  plaintiff  weaves  certain  fabrics  in 
strips,  and  covered  with  small  patterns  within  squares,  so  that 
they  may  be  readily  cut  out — but  he  lays  no  claim  to  such  fa- 
brics per  se ;  the  same  or  very  similar  fabrics  have  been  used 
for  making  buttons  in  other  ways,  but  they  have  never  been 
used  for  making  buttons  with  dies  and  pressure.  In  the  manu- 
facture of  buttons  with  dies  and  pressure,  as  previously  prac- 
tised, there  was  no  means  of  placing  a  pattern  in  the  centre, 
and  the  surface  was  injured  by  being  pressed  on ;  the  two  ob- 
jects, then,  of  the  patent  are,  the  producing  with  dies  and  pres- 
sure ornamental  buttons,  with  devices  accurately  centred,  and 
the  application  of  certain  fabrics  never  before  applied  in  that 
manner  to  such  purposes. 

Of  the  novelty  and  utility  of  the  invention  there  can  be  no 
doubt;  as  soon  as  the  buttons  were  in  the  market,  the  demand 
was  so  great,  that  they  could  not  be  supplied  fast  enough;  the 
natural  and  necessary  consequences  of  the  introduction  of  a  new 
manufacture  followed ;  buttons  were  applied  as  ornaments  to  a 
great  variety  of  new  purposes,  and  trade  was  benefitted  in  other 
directions. 

The  third  plea  denies  the  novelty  of  the  invention.    Now  the 
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only  safe  course  is  to  inquire  when  the  article  came  into  general 
public  and  extensive  use ;  if  a  general  public  use  follows  on  the 
patent,  and  the  diffusion  to  the  world  of  the  article  claimed,  the 
presumption  is,  that  the  plaintiff  is  the  inventor  (a). 

Several  witnesses  were  called  to  prove  the  infringement ;  and 
the  sufficiency  of  the  specification;  and  the  novelty  of  the  in- 
vention ;  and  the  great  demand  for  the  buttons.  After  the  close 
of  the  plaintiff's  case, 

BompaSy  Serjt,  for  the  defendant,  applied  that  the  plaintiff  Grounds  of 
should  be  nonsuited,  on  the  grounds,  1st,  that  the  invention  was  mmn"  ' 
■ot  the  subject-matter  of  a  patent ;  2dly.  that  if  the  invention 
lit  new,  the  specification  does  not  describe  its  nature  according 
to  the  terms  of  the  objection  (A).  Terry  velvet,  and  several 
other  articles  have  been  used  to  make  buttons  with  a  needle ; 
there  is  nothing  new  in  the  dies  and  pressure;  the  claim 
to  use  these  in  conjunction,  is  but  a  claim  to  use  a  known 
material  in  a  known  way,  viz.  by  dies  and  pressure,  for  a 
purpose  known  before,  viz.  for  the  purpose  of  making  but- 
tons; it  is  nothing  but  applying  a  well-known  article  to  but- 
tons. [Coltman,  J.:  By  which  plea  is  this  raised (c)}]  Under 
two,  that  the  specification  does  not  describe  the  nature  of 
the  invention,  as  explained  by  the  objection,  and  that  the  inven- 
tion is  not  new — which  includes  two  things,  whether  it  is  new, 
sod  whether  it  is  an  invention.  This  is  not  an  invention  within 
the  view  of  the  patent  law.  [Coltman,J.:  The  evidence  as  it 
Minds  at  present  is,  that  by  the  old  mode  of  manufacture  the 
inform  pressure  on  buttons  is  in  the  centre;  the  novelty  con- 
■sts  in  removing  the  pressure  from  the  centre  to  the  circum- 
ference. The  invention  is,  in  substance,  to  make  buttons  in 
which  there  shall  be  no  injury  to  the  raised  parts.  The  specifi- 
cation says,  covered  buttons  with  flexible  shanks,  made  by  the 
lid  of  dies  and  pressure.  Terry  velvet  buttons  could  not,  as  the 
eridence  now  stands,  without  injury,  be  made  with  dies  and 
pressure  before  this  mode  was  brought  forward.  I  shall  not 
tike  the  case  from  the  jury.] 

8everal  witnesses  were  called  for  the  defendant,  principally  to 
pore  the  use  of  a  similar  fabric  to  the  one  claimed;  the  nature 
of  the  evidence  will  sufficiently  appear  from  the  summing  up  of 
the  learned  judge. 


(■)  Sea  as  to  this  in  MinUr  v.  Welti  and  Hart,  describe  and  ascertain  the  nature  of  the  said  in- 

1*ilitrwn9  B.     AnU  131.  vention ;  and  in  what  manner  the  same  was  to  be 

(I)  TW  notice  of  objections  stated,  among  other  performed.    3d.  That  the  said  invention  was  not 

fcap,  thai  the  specification  did  not  describe  the  new  within  England. 

**e*  of  the  invention,  inasmuch  as  the  heads  of  The  issue  under  the  second  plea  would,  on  the 

fhisi  only  set  forth  a  combination  of  well-known  authority  of  Dorosno  v.  Fairie,  ante  161,  appear  to 

fetationa,  not  sufficient  to  constitute  a  subject-  be,  whether  the  specification  is  sufficient  to  aescribe 

■Ha* of  letters  patent  the  invention,  such  as  has  been  made;  and  not 

(0  The  pleas  were,  1st.  Not  guilty.  2d.  Setting  whether  the  invention  was  the  subject-matter  of  a 

■**tha  sptcificatioD,  and  averring,  that  the  plain-  patent, 
■t  id  not  by  the  said  instrument  particularly 
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Coltmax,  J.:  Gentlemen  of  the  jury:  The  part  of  the  inven- 
tion which  is  said  to  have  been  infringed  is  that  described  by 
the  words  "  the  application  of  such  figured  woven  fabrics  to  the 
covering  of  buttons  (with  flexible  shanks  made  by  pressure  in 
dies),  as  have  the  ground,  or  the  face  of  the  ground,  woven  with 
soft  or  organzine  silk  for  the  warp,  when  such  fabrics  have  orna- 
mented designs  or  figures  for  the  centres  of  buttons.19    It 
appears  that  the  buttons  produced  are  made  by  pressure  in  dies, 
with  flexible  shanks;  are  you  further  satisfied  that  it  is  a  figured 
woven  fabric  covering  a  button,  having  the  ground,  or  the  face 
of  the  ground,  woven  with  soft  or  organzine  silk  ?  The  witnesses 
for  the  plaintiff  have  expressed  a  decided  opinion,  and  have  not 
been  contradicted  on  this  point. 
8jMci6cation         The  second  point  is,  whether  the  plaintiff  has  given  such  a 
penons  of  skill,  description  in  his  specification  as  would  enable  a  workman  of 
competent  skill  (it  would  not  enable  me,  of  course,  to  make  any 
thing  of  the  sort,  or  any  person  who  is  not  a  person  of  skill 
conversant  with  the  trade)  to  carry  the  invention  into  effect 
You  have  heard  the  evidence  of  Mr.  Carpmael  and  Mr.  Cotflam, 
who  state  that,  in  their  opinion,  any  competent  workman  could 
make  the  plaintiff's  buttons;  that  has  not  been  met  by  any 
contradictory  evidence  to  show  any  obscurity  that  would  make 
it  unintelligible  to  a  competent  workman. 

The  third  point  is,  whether  the  invention  was  new  as  to  the 
use  of  it  in  England.    It  appears  that  Mr.  Grosvenor  was  em- 
ployed in  1837  to  make  silk,  with  ornamental  figures  in  the 
centre ;  that  about  fifty-seven  yards  were  made,  and  consumed 
on  seventy  gross  of  buttons ;  that  a  considerable  number  of  the 
buttons  were  sold  in  the  market ;  and  the  question  is,  whether 
the  fabric  so  made  and  employed  falls  within  the  description  in 
The  question  of  the  patent.     If  it  does,  then  the  goods  which  are  manufactured 
theb  jur^T  "  f°r  "^  B00**8  which  *e  pkintiff  attempts  by  this  patent  to  prohibit 
the  party  from  making ;  and  his  patent  would,  therefore,  if  you 
thought  these  goods  had  been  put  in  use  publicly  in  England, 
(of  which  the  circumstance  of  selling  them  in  the  way  described, 
is  a  matter  you  are  to  consider,  whether  that  shows  a  public  use 
of  them  or  not,)  be  too  large  in  its  claims,  and  consequently  in- 
valid. 

The  questions  then,  are,  whether  you  are  satisfied  that  there 
has  been  an  invasion  of  the  patent;  that  the  specification  is 
sufficiently  clear  for  an  intelligent  person  conversant  with  (he 
subject  to  understand  the  mode  of  working ;  and  whether  you 
are  of  opinion  that  the  manufacture  was  &  new  manufacture  in 
England ;  or  whether,  on  the  contrary,  that  a  certain  part  of  it 
was  known,  and  in  public  use  before  ? 

Verdict  for  the  plaintiff. 
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HILL'S  PATENT. 

Letters  patent,  28th  July,  1814,  to  Anthony  Hill,  "for  the  Talc. 
■mention  of  certain  improvements  in  the  smelting  and  working 
diron." 

I,  the  said  Anthony  Hill,  do  hereby  declare  that  the  nature  of  Specification. 
■y  said  invention,  and  manner  of  performing  the  same,  are  fully 
lambed  and  ascertained  in  manner  following ;  that  is  to  say : 
■y  said  improvements  do  consist  in  the  manipulations,  pro-  Invention  con- 
OK8,  and  means,  hereinafter  described  and  set  forth,  and  by  ^available  the 
jtikh  the  iron  contained  in  the  several  sorts  of  slags  or  cinders,  |ron  contained 
produced  in,  or  obtained  from,  the  refinery  furnace,  the  puddling  cbden  pro-" 


and  the  balling  or  reheating  furnace,  and  which  are  duced ' m  &*  _ 

*         i  j     -        iv  *•  -manufacture  of 

in  consequence  of,  or  by,  or  during,  the  operation  of  iron. 
idfef,  or  by  any  treatment  to  which  the  crude  or  pig  iron  of 
As  blast  furnace  may  be  or  is  usually  subjected,  in  order  to 
inprove  or  alter  the  quality  of  the  same,  is  by  smelting  or 
voriting  made  into,  or  brought  into  the  state  of,  bar  iron;  whe- 
Aer  only  one  of  the  said  several  sorts  of  slags  or  cinders  be 
and,  or  whether  all  the  said  sorts  of  the  said  slags  or  cinders, 
or  any  of  the  said  several  sorts  of  them  be  mixed  together  and 
wed;  or  whether  all  the  said  sorts  of  the  said  slags  or  cinders, 

•  any  one  or  more  of  the  said  sorts  of  them  be  compounded 
vith  iron  stones  or  iron  ores,  or  with  both  of  them;  whether  all 
Ae  said  several  compounds  be  used  together,  or  whether  only 
me  of  the  several  sorts  of  crude  or  pig  iron,  obtained  from  the 
■id  slags  or  cinders,  or  the  aforesaid  mixtures  of  them,  be  used ; 
•whether  all  or  any  of  the  said  several  sorts  of  crude  or  pig 
fan  be  mixed  or  used  together,  or  whether  they,  or  any  one 

*  more  of  them,  be  mixed  with  any  one  or  more  sort  or  sorts 
rfsny  other  crude  or  pig  iron,  and  used;  or  whether  only  one 
rf  the  several  sorts  of  crude  or  pig  iron,  obtained  from  all,  or 
•jr,or  either  of  the  said  compounds  of  the  said  slags  or  cinders, 
tith  iron  stones  or  ores,  be  used ;  or  whether  all  or  any  of  the 
■id  last-mentioned  several  sorts  of  crude  or  pig  iron  be  mixed 
tod  used  together;  or  whether  they,  or  any  one  or  more  of 
them,  be  mixed  with  any  one  or  more  sort  or  sorts  of  any  other 
trade  or  pig  iron,  and  used ;  or  whether  all,  or  any,  or  either  of 
4e  aforesaid  sorts  of  crude  or  pig  iron  be  compounded  and 
*ed  with  refined  metal  obtained  from  the  said  slags  or  cinders, 
ttfirom  the  said  mixtures  thereof,  or  from  the  said  compounds 
tf  the  said  slags  or  cinders  with  iron  stones  and  ores,  or  with 
fke  refined  metal  of  any  other  iron ;  or  whether  only  one  of  the 
toenl  sorts  of  refined  metal  obtained  from  the  said  slags  or 
Coders,  or  from  the  said  mixtures  thereof,  or  from  the  said  last- 
rationed  compounds,  be  used ;  or  whether  all  or  any  of  the 
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Spcificatian      BB\^  last-mentioned  refined  metals  be  mixed  and  used  together; 

A.D.  1815.  1^.11  *    *  i  •      i    .  i 

or  whether  they,  or  any  one  or  more  of  them,  be  mixed  with 

any  one  or  more  sort  or  sorts  of  refined  metal  of  any  other 
iron,  and  used ;  or  whether  only  one  of  the  several  sorts  ol 
puddled  iron,  obtained  from  the  said  slags  or  cinders,  or  from 
the   said  mixtures  thereof,  or  from  the  said  last-mentionec 
compounds,  be  used;  or  whether  all  or  any  of  the  said  last 
mentioned  puddled   irons  be  mixed  and  used  together;  a 
whether  they,  or  any  one  or  more  of  them,  be  mixed  with  an; 
one  or  more  sort  or  sorts  of  any  other  puddled  iron,  and  used 
Alio,  in  the  use  And  that  my  said  improvements  do  further  consist  in  the  m 
of  iimePto7ron?  and  application  of  lime  to  iron,  subsequently  to  the  operation 
Vb  h?ueV t0    °'  ^e  kk^  furnace>  whereby  that  quality  in  iron  from  whid 
nace,  in  order  to  the  iron  is  called  "  cold  short,"  howsoever  and  from  whatew 
Krevi!inlkhe  »    substance  such  iron  be  obtained,  is  sufficiently  prevented  c 
remedied,  and  by  which  such  iron  is  rendered  more  tough  whe 
cold.     And  I  do  further  declare,  that  in  the  said  smelting  an 
working,  I  do  use  a  mixture  of  lime  or  limestone,  and  of  th 
substance  in  which  the  iron  stones  are  generally  found,  am 
which  is  known  in  South  Wales  by  the  name  of  mine  rubbisl 
whether  raw  or  calcined,  consisting,  by  weight,  of  about  si 
parts  of  good  limestone  to  five   parts  of  raw  mine  rubbish 
which  said  mixture  I  do  apply,  together  with  the  other  material) 
operated  upon  in  the  blast  furnace,  for  the  purpose  of  producing 
a  fusible  cinder,  and  that  the  proportions  of  the  said  limestone 
and  mine  rubbish,  composing  the  said  mixture,  may  be  varied 
without  materially  impairing  the  beneficial  effects  thereof.    Anc 
that  in  smelting  and  working,  by  the  usual  working  of  the  bias! 
furnace,  all,  or  any,  or  either  of  the  said  sorts  of  the  said  slag! 
or  cinders,  or  the  aforesaid  mixtures  of  them,  or  all,  or  any, « 
either  of  the  said  compounds  thereof,  with  iron  stones  or  ore^ 
when  such  slags  or  cinders,  or  compounds  last-mentioned,  an 
known  by  assay,  or  otherwise,  to  be  capable  of  affording  crude 
or  pig  iron  to  the  amount  of  fifty  per  cent,  or  thereabouts,  bj 
weight,  I  do,  in  order  to  make  one  charge,  take  and  use  18  cubic 
feet  by  measure,  or  about  450  pounds  by  weight,  of  coke,  and 
from  300  pounds  to  420  pounds  of  the  said  slags  or  cinders,  or 
the  said  last-mentioned  mixtures  and  compounds,  and  from  70 
pounds  to  95  pounds  of  the  said  raw  mine  rubbish,  and  from 
180   pounds  to  240  pounds    of  the  said  limestones,  or  from 
110  pounds  to  115  pounds  of  lime,  which  charge  I  do  repeat 
according  to  the  usual  manner  of  filling  and  working  the  blast 
furnace.     But  that,  when  the  said  slags  or  cinders,  or  the  last- 
mentioned  mixtures  or  compounds,  which  are  known  by  assay 
or  otherwise  to  contain  respectively  either  more  or  less  than 
fifty  per  cent.,  by  weight,  of  crude  or  pig  iron,  are  required  to 
be  smelted  and  worked   by   the   usual  working  of  the  blast 
furnace,  it  will  be  necessary,  in  order  to  produce  the  best  effect, 
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tht  the  quantity  and  proportions  thereof,  and  of  the  limestone  Specjfirathm. 
and  raw  mine  rubbish  to  be  made  use  of  in  the  charge  as  afore- A,D>  l815. 
Mid,  should  be  varied ;  and  that,  as  a  general  rule  of  practice  to 
be  adopted  and  followed,  I  do  declare  that  I  do  mix  all,  or  any, 
or  either  of  the  said  sorts  of  the  said  slags  or  cinders  with  raw 
■ne  rubbish,  if  required,  or  I  do  mix  all,  or  any,  or  either  of 
tfce  said  last-mentioned  compounds  with  raw  mine  rubbish,  if 
fNpured,  until  the  crude  or  pig  iron  contained  in  either  of  such 
aggregate  mixtures  shall  amount  to  forty  per  cent.,  or  less  than 
fcrty  per  cent.,  if  so  wished ;    and  then,  in  order  to  constitute  a 
charge,  I  do  take  from  either  or  both  of  such  aggregate  mix- 
from  350  pounds  to  550  pounds  in  the  whole,  and  18 
feet,  by  measure,  or  about  450  pounds, by  weight,  of  coke; 
I  do  flux  the  whole,  by  adding  six  parts,  by  weight,  of 
me,  for  every  five  of  such  parts  of  the  raw  mine  rubbish 
way  have  been  used  for  the  purpose  last  before-mentioned ; 
tai  I  do  add  so  much  more  lime  or  limestone,  as  may  be 
bmrn  by  assay   or  otherwise  to  be  required  to  produce  a 
table  cinder.    And  further,  that  it  will  be  advisable  to  reduce 
the  said  slags,  or  the  said  mixtures  of  the  said  slags  or  cinders, 
erthe  said  compounds  of  the  said  slags  or  cinders  with  the  said 
■on  stones  and  ores,  and  the  limestone  and  raw  mine  rubbish 
daresaid,  previous  to  their  being  put  into  the  blast  furnace, 
to  about  the  size  at  which  materials  are  commonly  used  in 
the  blast  furnace.     And  further,  I  do  draw  off  from  the  blast 
.  fcrnace  the  crude  or  pig  iron  afforded  by  the  said  slags  or 
u  cbders,  or  by  the  said  last-mentioned  mixtures  or  compounds. 
And  I  do  make  the  several  sorts  of  crude  or  pig  iron,  obtained 
fcm  the  said  slags  or  cinders,  or  from  the  said  last-mentioned 
■ixtures  or  compounds,  into  bar  iron,  by  puddling,  reheating, 
fed  rolling,    compressing,    or    hammering;    or    by   refining, 
ladling,  reheating,  and  rolling,  compressing,  or  hammering, 
whether  only  one  of  the  said  several  sorts  of  crude  or  pig  iron 
tensed,  or  whether  all  or  any  of  the  said  several  sorts  of  crude 
*  pig  iron  bo  mixed  and  used  together,  or  whether  they,  or  any 
eoe  or  more,  be  mixed  with  any  one  or  more  sort  or  sorts  of 
•y other  crude  or  pig  iron,  and  used;  or  whether  all,  or  any, 
«r  either  of  the  aforesaid  sorts  of  crude  or  pig  iron  be  com- 
pounded and  used  with  refined  metal,  obtained  from  the  said 
4p  or  cinders,  with  iron  stones  or  ores,  or  with  the  refined 
■fctil  of  any  other  iron,  and  used ;  or  whether  only  one  of  the 
•feral  sorts  of  refined  metal  obtained  from  the  said  slags  or 
Qnders,  or  from  the  said  mixtures  thereof,  or  from  the  said  last- 
mentioned  compounds,  be  used ;   or  whether  all  or  any  of  the 
■rid last-mentioned  refined  metals  be  mixed  and  used  together; 
» whether  they,  or  any  one  or  more  of  them,  be  mixed  with 
toy  one  or  more  sort  or  sorts  of  refined  metal  from  any  other 
**,  and  used;  or  whether  only  one  of  the  several  sorts  of 
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a^d^iT'  P^dted  **on>  obtained  from  the  said  slags  or  cinders,  or  from 
the  said  mixtures  thereof,  or  from  the  said  last-mentioned 
compounds,  be  used ;  or  whether  all  or  any  of  the  said  last- 
mentioned  puddled  iron  be  mixed  and  used  together;  or 
whether  they,  or  any  one  or  more  of  them,  be  mixed  with  any 
one  or  more  sort  or  sorts  of  any  other  puddled  iron,  and  used. 
Also,  in  the  dis-  And  I  do  further  declare,  that  I  have  discovered  that  the  ad- 
wT^re^the  dtaon  of  lime  or  limestone,  or  other  substances  consisting 
quality  of  ^  chiefly  of  lime,  and  free  or  nearly  free  from  any  ingredient 
known  to  be  hurtful  to  the  quality  of  iron,  will  sufficiently  pre- 
vent or  remedy  that  quality  in  iron,  from  which  the  iron  il 
called  "  cold  short,"  and  will  render  such  iron  more  tough  when 
cold;  and  I  do,  for  this  purpose,  if  the  iron,  howsoever  and 
from  whatever  substance  the  same  may  have  been  obtained,  be 
expected  to  prove  "  cold  short,"  add  a  portion  of  lime  or  lime- 
stone, or  of  the  other  said  substances,  of  which  the  quantity 
must  be  regulated  by  the  quality  of  the  iron  to  be  operated 
upon,  and  by  the  quality  of  the  iron  wished  to  be  produced: 
and  further,  that  the  said  lime  or  limestone,  or  other  aforesaid 
substances,  may  be  added  to  the  iron  at  any  time  subsequently 
to  the  reduction  thereof,  in  the  blast  furnace,  and  prior  to  the 
iron  becoming  clotted,  or  coming  into  nature,  whether  the 
same  be  added  to  the  iron  while  it  is  in  the  refining  or  in  the 
puddling  furnace,  or  in  both  of  them,  or  previous  to  the  said 
iron  being  put  into  either  of  the  said  furnaces.  And  further, 
that  I  do,  in  preference,  add  quick-lime  instead  of  limestone,  or 
the  said  other  substances  (either  of  which,  as  to  quantity,  when- 
soever and  howsoever  so  used,  may  be  considerably  varied),  to 
the  iron  in  the  refinery  furnace,  and  in  the  puddling  furnace. 
And  I  do  further  declare,  that  I  do  greatly  prefer  to  mix  or 
add,  in  the  refinery  furnace,  about  from  one-fourth  to  onfr 
third,  by  weight,  of  the  crude  or  pig  iron  which  has  been 
obtained  from  the  slags  or  cinders,  with  three-fourths  or 
two-thirds  of  the  crude  or  pig  iron  which  has  been  obtained 
from  the  iron  stones.  And  I  do  further  declare^  that,  for  the 
operation  in  the  refinery  furnace,  I  do  add  the  lime  as  it  is 
obtained  from  the  kiln,  in  the  proportion  of  one-sixtieth  to 
one-fortieth  part,  by  weight,  of  the  whole  weight  of  the  crude 
or  pig  iron  intended  to  be  worked  in  the  furnace ;  and  I  do 
apply  about  one-half  of  the  said  lime,  together  with  the  crude 
or  pig  iron,  as  it  is  thrown  upon  the  refinery  fire,  and  the  re- 
mainder from  time  to  time  during  the  course  of  the  refinery 
operation,  taking  care  not  to  suffer  the  slag  or  cinder  which  is 
produced  to  get  too  thick,  nor  to  endanger  the  stopping  up  d 
the  furnace :  and  I  do  also  declare,  that  in  the  puddling  furnace 
I  further  add  lime  in  the  proportion  of  from  one-hundredth  part 
to  one-eightieth  part,  by  weight,  of  the  whole  weight  of  iron  in 
the  furnace,  which  lime  I  pxeN\o\\&Vj  atakfi  and  wet  to  prevent 
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anied  off  by  the  draught  of  the  furnace;  and  I  do  apply  Specification. 
in  the  course  of  that  part  of  the  operation,  which 
to  workmen  by  the  term  of   "drying  the  iron;" 

sorer,  I  take  care  that  the  same  shall  be  intimately 

i  minutely  dispersed  through  the  iron  by  the  usual 

i  of  puddling. 

In  witness,  &c. 


ubsequent  legal  proceedings  on  this 
ctremely  doubtful  whether  any  inven- 
sisted  in  this  case,  which  could  be 
new.  That  the  invention  professed 
i  in  the  specification,  whether  in  the 
ed  sense  of  a  discovery,  or  in  the 
sense  of  an  improvement  only,  is  the 
r  of  letters  patent,  is  never  doubted, 
contrary  assumed  throughout  the 
gment  of  the  Court  of  Common 
ie  dictum  of  Lord  Eldon,  post  237,  in 
gs  before  him,  "that  there  may  be  a 
for  a  new  combination  of  materials 
use  for  the  same  purpose,  or  for  a 

of  applying  such  materials;  but 
ion  must  clearly  express,  that  it  is 
'  such  new  combination  or  applica- 
en  recognised  and  acted  on  by  all  the 
bat  time  to  the  present. 

of  the  class  of  the  preceding  are 
signated  by  the  term  '  chemical ;'  but 
ppear  to  be  more  appropriately  do- 
ne use  and  application  of  a  known 
a  specific  purpose ;  which  general 

in  practice  limited  and  defined  by 
of  novelty,  which  is  essential  to,  and 
he  term  invention.  The  substance 
old  and  well  known ;  the  manner  in 
used  and  applied  also  old  and  well 
specific  result  or  purpose,  old  and 
i  the  novelty  or  invention  will  then 
*  simple  use  and  application  of  that 
f  this  class  arc,  Dudley's,  for  die  use 
coal,  instead  of  charcoal,  in  the  ma- 
iron,  ante  14;  Mansell's,  for  the  use 
*d  of  wood,  in  the  manufacture  of 
r ;  Hall's,  for  the  use  of  gas  in  singe- 
r  98  j  Dcrosne's,  for  the  use  of  char- 


coal in  filtering  sugar,  ante  152 ;  Crane's,  for  the 
use  of  anthracite  in  the  manufacture  of  iron  with 
hot  blast,  instead  of  other  coal  or  coke,  post ;  to 
all  which  inventions  the  words  of  the  judgment 
by  the  Court  of  Common  Pleas  in  the  case  of 
Crane  v.  Price  b)  Others  are  applicable,  namely, 
that  "if  the  result  produced  was  either  a  new 
article,  or  a  better  article,  or  a  cheaper  article,  to 
the  public,  than  that  produced  before,  it  might 
well  become  the  subject  of  a  patent."  Post.  The 
following  patents  also  belong  to  the  same  class : 
Hartley's,  for  the  use  of  iron  plates  to  prevent 
fire,  ante  54 ;  Forsyth's,  for  the  application  of  de- 
tonating powder  in  the  discharge  of  fire-arms, 
Sec,  ante  96 ;  Neilson's,  for  the  not  blast,  post ; 
but  the  same  test  of  validity  does  not  so  directly 
apply.  Buck's,  for  melting  down  iron  and  other 
metals  with  stone  coal  and  other  coals,  without 
charking,  ante  35,  may  also  be  mentioned  in  this 
class.  In  none  of  these  is  any  particular  and  pre- 
cise proportions  of  parts,  or  method  of  operating, 
of  the  essence  of  the  invention ;  some  propor- 
tions must  always  exist,  and  must  generally  be 
given,  and  some  means  or  method  of  carrying  the 
invention  into  practice  must  always  be  described; 
but  there  is  a  marked  distinction  between  the 
above  class  of  cases,  and  that  in  which  the  inven- 
tion, in  the  words  of  Lord  Eldon,  is  a  new  com- 
bination of  materials,  previously  in  use,  for  the 
same  purpose.  To  this  latter  class  Hill's  inven- 
tion (if  any)  would  belong ;  the  patent  medicines ; 
most  paints  and  cements;  all  instruments  and 
machines,  and  other  combinations  and  arrange- 
ments of  parts  already  existing. 

The  above  specification  furnishes  an  instructive 
example  of  the  kind  of  defects  which  frequently 
occur  in  the  specifications  of  inventions  of  the  class 
to  which  it  more  peculiarly  belongs. 


Hill  v.  Thompson  and  Forman. 

Cor.  Lord  Eldon,  L.C.,  24th  April,  1817- 

*  [3  Mer.  622,] 

1  prayed  an  injunction  to  restrain  the  defendants  "from 
Tfcin  any  manner  disposing  of,  any  iron  smelted  and 
>r  otherwise  produced  by  them,  or  by  any  person  or 
an  their  behalf,  by  the  means  or  use  of  the  plain- 
ention  and  improvements  (in  the  bill  mentioned),  and 
Dg  slags  or  cinders,  and  mine  rubbish,  and  lime,  ac- 
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cording  to  the  plaintiff's  said  invention  and  improvements;  and 
from  in  any  manner  using  the  said  invention  and  improvements 
in  the  smelting  and  working  of  iron,  and  from  otherwise  infring- 
ing the  plaintiff's  patent,  in  the  bill  also  mentioned." 

The  affidavits  in  support  of  the  injunction  (which  was  moved 
for  and  obtained  upon  the  filing  of  the  bill,  until  answer  or 
further  order)  stated  the  letters  patent,  dated  the  26th  of  July, 
1814,  for  the  plaintiff's  invention,  which  was  alleged  to  con- 
sist in  the  use  and  application  of  the  slags  or  cinders  thrown  off 
by  the  operation  of  smelting  (which  had  previously  been  con» 
sidered  as  useless)  to  the  production  of  good  and  serviceafab 
metal,  by  the  admixture  of  mine  rubbish  and  otherwise,  accus- 
ing to  principles  of  the  plaintiff's  own  discovering. 
Motion  to  di$:  The  defendants  moved,  on  the  coming  in  of  their  answer,  to, 
oe  junction.  jjsgojve  ^e  injunction ;  and  upon  this  occasion  a  variety  d 
affidavits  were  produced  on  both  sides,  tending  respectively  10 
impeach  and  to  assert  the  validity  of  the  patent,  and  of  the  in- 
junction to  restrain  the  breach  of  it.  An  affidavit  made  by  Ae 
plaintiff  referred  to  the  specification  of  his  invention,  lodged  in 
the  patent  office,  alleging  that  he  verily  believed  he  was  the  in- 
ventor of  the  several  improvements  in  smelting  and  working 
iron,  which  were  therein  mentioned;  and  the  specification 
referred  to  contained  an  explanation  of  the  principles  of  the 
alleged  invention,  which  was  extremely  diffuse,  and  objected  to 
on  the  other  side  as  either  wholly  unintelligible,  or  so  confaad  ; 
and  intricate,  as  not  to  be  capable  of  being  reduced  to  practice. 
It  was  further  objected,  that  except  by  reference  to  this  obscure 
specification,  neither  the  plaintiff  nor  any  of  his  witnesses  had 
stated  in  what  the  alleged  invention  and  improvements  con- 
sisted, nor  whether  he  claimed  in  respect  of  invention,  or  of 
improvements  merely ;  and  that  a  patent,  to  be  good,  must  not 
be  more  extensive  than  the  invention.  The  defendants'  afr 
davits  also  went  to  deny  the  originality  of  the  invention 
altogether.  R.  v.  Else  (a),  Boulton  v.  Bull  (b),  Hornblawer  ▼. 
Boulton  (c)9  and  Harmar  v.  Playne  (rf),  were  cited  on  the  part  of 
the  plaintiff  in  answer  to  the  objection  to  the  specification. 

The  case  was  argued  on  several  occasions  and  at  considerable 
length,  by 

Sir  S.  Romilly,  Bell,  and  Phillimore,  for  the  defendants,  in 
support   of  the    motion   to   dissolve  the  injunction;   Trower} 
On  motion  for    Wetherell,  and  Rmthby,  contra. 

an  injunction,  Lord  Eldon,  L.C.,  said3  he  doubted  whether  the  injunction 
should  state  the  ought  to  have  been  granted  in  the  first  instance,  unless  tbo 
alleged  inven-  affidavits  had  stated  more  particularly  in  what  the  alleged  in- 
ticularity.         fringement  of  the  patent  consisted ;  and  that  it  should  have 


(a)  Ante  76.        (6)  2  H.  Bl.  463.        (c)  8  T.  R.  95.        (</)  14  Ves.  Jun.  130. 
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shown  to  be  by  working  in  the  precise  proportions  men- 
id  in  the  specification,  as  being  of  the  essence  of  the  inven- 

Thatwhen,  in  future,  an  injunction  is  applied  for  ex  parte  On  application 
le  ground  of  violation  of  a  right  to  an  invention  secured  by  ^xJ>arte  for  an 

.  °...  J  injunction,  the 

it,  it  must  be  understood,  that  it  is  incumbent  on  the  party  affidavits  must 
ng  the  application  to  swear,  at  the  time  of  making  it,  as  to  J^1^  &£*'* 
elief  that  he  is  the  original  inventor;  for  although  when  he  time  that  he  was 
ned  his  patent  he  might  very  honestly  have  sworn  as  to  fiJJtYnvemor. 
elief  of  such  being  the  fact,  yet  circumstances  may  have 
quently  intervened,  or  information  been  communicated, 
ient  to  convince  him  that  it  was  not  his  own  original  in- 
)n,  and  that  he  was  under  a  mistake  when  he  made  his 
ms  declaration  to  that  effect. 

b  principle  upon  which  the  court  acts  in  cases  of  this  de-  The  grant  of 
ion  is  the  following :  Where  a  patent  has  been  granted,  a^e™  £f  te-nt' 
in  exclusive  possession  of  some   duration  under  it,  the  possession  of 

will  interpose  its  injunction,  without  putting  the  party  1^/,™*°? 
rasly  to  establish  the  validity  of  his  patent  by  an  action  at  a  ground  for  in- 

But  where  the  patent  is  but  of  yesterday,  and,  upon  an  i™^vfo£h" 
ation  being  made  for  an  injunction,  it  is  endeavoured  to  trial  at  law; 
own  in  opposition  to  it,  that  there  is  no  good  specification,  ^entbut  of^e*. 
lerwise  that  the  patent  ought  not  to  have  been  granted,  terday,  and  the 
jurt  will  not,  from  its  own  notions  respecting  the  matter  Mtent^Ue  de- 
ipute,  act  upon  the  presumed  validity  or  invalidity  of  the  Di«d« 
t,  without  the  right  having  been  ascertained  by  a  previous 
but  will  send  the  patentee  to  law,  and  oblige  him  to  esta- 
the  validity  of  his  patent  in  a  court  of  law,  before  it  will 

him  the  benefit  of  an  injunction. 

the  present  case,  I  shall  say  nothing  as  to  my  opinion  of 
ralidity  or  invalidity  of  the  patent.  The  affidavits  in 
art  of  the  injunction  represent  that  the  defendants  have 
!  iron  in  the  way  mentioned  in  the  specification.  But 
ber  it  is  to  be  considered  as  a  patent  for  extracting  iron 

slags  or  cinders,  by  working  and  smelting,  and  by  the 
xture  of  certain  materials  to  reduce  the  per  centage  to  forty 
ent.,  or  for  mixing  cinders,  limestone,  and  mine  rubbish, 
ertain    proportions,   it  should,  before  any   injunction  was  Before  injunc- 
sd,  have  been  pointed  out  that  the  patent  was  actually  in-  ^^tV™**' 
ed  by  so  mixing  the  ingredients,  or  so  reducing  the  per  the  infringe- 
ige.  'Here  I  cannot  but  entertain  a  doubt,  whether  the ^atedTiH.^ir- 
ovement  as  to  the  lime  destroying  the  "  cold  short'*  is,  or  ticularity. 
t,  a  new  invention,  but  that  is  not  for  me  to  decide  ;  and  if 
le  trial  of  an  action,  the  witnesses  should  prove  the  use  of 
for  the  same  purpose  previously  to  the  grant  of  this  patent, 
another  question  will  remain,  admitting  that  a  patent  may 
ood  for  a  mere  method  of  producing  a  more  beneficial  and 
tual  result,  from  the  adhibition  of  the  same  materials, 
at  it  is  enough  in  the  present  case  to  resort  to  the  principle 
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already  laid  down,  and  which  is  the  same  that  governed  the 
cases    which  have  been  cited — of  Harmar  v.  Playne  (a),  and 
Boulton  v.  Bull  (f) — because  it  cannot  be  said  that  there  has 
been  in  this  case  such  a  possession  or  enjoyment  under  the 
patent  as  would  induce  the  court  to  continue  the  injunction 
upon  such  evidence  as  is  here  afforded,  until  its  validity  has 
been  tried  at  law.     Here  the  patent  bears  date  July,  1814,  and 
the  specification,  January,  1815;  and  it  appears  by  the  affi- 
davits, that  the  works  were  not  completed  so  as  to  carry  on  As 
operations  under  the  patent  until  July,  1816. 
injunction  di$.       His  Lordship  accordingly  dissolved  the  injunction ;  but  & 
rected  that  an  account  should  be  kept  of  slags  used  and  inn 
made  by  the  defendants,  according  to  the  method  described* 
the  specification,  the  plaintiff  undertaking  to  bring  an  actioi; 
with  liberty  to  apply  to  have  the  injunction  revived  after  trial  it 
the  action,  or  in  case  of  any  unreasonable  delay  being  interpose! : 
on  the  part  of  the  defendants. 
4 


solved. 


Hill  v.  Thompson  and  Forman. 

Cor.  Dallas,  J.    Mich.  Vac.  1817- 

[Holt,  N.  P.  C.  636 ;  2  B.  Moore,  429 ;  8  Taun.  382.] 

Trial  at  law.  In  this  action  for  infringing  the  plaintiff's  patent,  and  brought 

in  pursuance  of  the  order  in  the  preceding  case,  the  following 
evidence  was  adduced : — 
Plaintiff's  ev>-       For  the  plaintiff  it  was  sworn,  by  his  clerk,  that  bar  ironi ■: 
utiLUy™no°veUyf  uniformly   approved  of,  had   been  manufactured  from  slagft 
and  success  of    according  to  the  specification,  in  considerable  quantities;  that, 
c  mven  ion.    previ0usiy  t0  the  patent,  heaps  of  slags  had  been  either  lying 
as  useless,  or  had  been  thrown  away  as  refuse,  at  iron  manufac- 
tories, attempts  having  been  made  to  convert  them  to  advan- 
tage, and  having  uniformly  failed;  that  mine  rubbish  (the  matrix 
of  the  iron  stones)  had  never  before  been  mingled  with  dag« 
for  the  purpose  of  producing  bar  iron ;  that  in  order  to  prevent 
the  state  of  bar  iron  called  "  cold  short,"  the  lime,  &%,  had 
been  used  in  the  proportions  specified,  though  those  proportion! 
had  been  sometimes  a  little  varied ;  but  that  the  proportion* 
specified  were  essential  to  the  most  successful  result ;  and  that 
the  exact  proportion  of  cinders  or  slags,  and  iron  stone,  speci- 
fied, had  not  invariably  been  attended  to  in  working  under  the 
patent. 

(e)  14  Ves.  Jun.  136.  (/)  3  Ves.  Jan.  140. 
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Iree  other  witnesses,  who  had  been  acquainted  with  the 
tu&cturing  of  iron  from  twenty  to  thirty  years,  corroborated 
clerk  as  to  the  uselessness  and  rejection  of  slags  before  the 
ait,  and  proved  their  ignorance  that  lime  was  ever  before 
I  in  the  processes  of  puddling  and  refining  for  the  preven- 
of  the  state  of  "  cold  short,"  and  the  novelty  to  them  of  the 
ified  modes  for  converting  the  slags  into  bar  iron,  and  pre- 
ing  the  state  of  "cold  short ;"  and  David  Mushet,  who  had 
rintended  iron  manufactories  for  twenty-five  years,  and  had 
ted  and  written  on  the  subject,  corroborated  the  witnesses 
the  former  uselessness  of  slags,  and  gave  his  opinion,  that 
ie  were  applied,  as  directed  in  the  specification,  it  would 
i  effectual  prevention  of  the  state  of  "  cold  short/'  and  that 
pplication,  as  specified,  was  entirely  new,  and  the  specifica- 
perfectly  intelligible ;  observing,  that  the  plaintiff's  inven- 
consisted,  not  in  the  discovery  of  new  ingredients  or  new 
spies,  but  in  a  combination  of  ingredients  and  principles 
r  existing  so  combined  before. 

i  prove  the  infringement,  Edward  Forman,  the  son  of  one  A\ t0  the  in- 
e  defendants,  and  the  superintendent  of  their  works,  was"**'1 ' 

d,  and  stated,  that  he  had  seen  the  plaintiff's  specification  ; 
since  the  date  of  the  patent,  the  defendants   preserved 

ers,  which  they  had  not  done  before,  and  produced  pig  iron, 

lixing  them  with  mine  rubbish ;  and  that  in  the  subsequent 

esses  they  applied  quick-lime,  to   prevent  the  iron  from 

g  u  cold  short."     But  he  stated,  that  the  defendants  did  not 

c  by  the  plaintiff's  specification,  but  used  very  different 

KHrtions,  viz.  lime  in  the  refinery  furnace  in   about   the 

ortion  of  'a  one-hundred-and-twentieth  part  to  the  whole 

ge  of  pig  iron,  and  that  they  used  none  in  the  puddling 

ice,  and  that  the  defendants  had  used  slags  in  the  puddling 

aee  for  years  before  the  date  of  the  patent.    He  also  proved, 

the  proportions  of  mine  rubbish,  as  laid  down  in  the  speci- 

ion,  were  not  essential  to  the  success  of  the  process ;   that 

defendants  had  been  in  the  habit  of  varying  those  propor- 

i,  and  that  they  once  entirely  omitted  mine  rubbish,  when 

result  was  most  successful. 

or  the  defendants  it  was  proved,  that  at  Bradley  Iron  Works,  Defendants' 

taffordshire,  more  than  forty  years  ago  (iron  stone  at  that ni  nce* 

J  running  short),  slags  and  mine  rubbish  were  collected  and 

biased,  and  used  in  the  blast  furnace,  and  that  coke,  mine 

ash,  Lancashire  or  Cumberland  ore,  limestone,  and  puck- 

e,  were  used  to  convert  the  slags  into  pig  iron,  which,  after 
lin  processes,  was  converted  into  good  bar  iron.     It  was 

proved  that,  at  Benthall  Iron  Works,  in  Staffordshire,  as  far 
kas  the  year  1788,  the  slags  from  the  refinery  furnace,  to- 
»  with  coke,  iron  stone,  limestone,  and  poor  robin,  were 
i  in  the  blast  furnace  for  the  production  of  pig  iron,  which 

2  h 
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was  afterwards  converted  into  good  bar  iron;  and  that  at 
Bingley,  in  Staffordshire,  many  years  ago,  slags  had  been  used 
in  the  same  way,  and  with  the  same  results. 

A  witness,  named  Northall,  proved  that  slags  had  been  used 
at  Millfield  Works,  in  Staffordshire,  together  with  coke,  iron 
stone,  and  lime,  in  the  blast  furnace,  in  1803,  and  that  he  then 
knew  how  to  correct  the  state  of  "  cold  short"  in  iron  produced 
from  the  slags,  by  the  application  of  lime,  in  the  puddling  fur- 
nace, and  that  these  works  were,  in  consequence,  without  a 
forge,  which  would  otherwise  have  been  necessary  to  promt 
the  iron  from  being  "cold  short."  Thomas  Robinson,  a  manipt 
of  Ketley  Works,  Staffordshire,  from  1803  to  1816,  produced* 
journal  of  experiments,  commenced  by  him  at  those  worlds 
1807  i  with  a  view  to  the  prevention  of  "cold  short."  At  At 
time  limestone  was  there  used  in  the  refinery  furnace,  not  'A 
the  view  of  curing  the  "  cold  short,"  but  the  use  of  it  M 
found  to  make  the  iron  more  tough.  He  used  limestone  in  d* 
refinery  furnace  to  black  hard  pig  iron  (which  generally  afKxdi. 
a  slag  in  the  refinery  furnace  inferior  to  that  afforded  by  other 
pig  iron,  and  generally  produces  "  cold  short"  iron),  and  fbfc 
limestone  made  the  slags  from  these  pigs  as  good  as  the  afaf 
produced  from  good  pig  iron,  without  the  aid  of  limestone. 

From  1807  to  1809  he  used  quick-lime,  and  afterwards,  up  to 
1816,  lime  wash  upon  coke,  in  the  proportion  of  about  ft 
pounds  of  lime  to  10  cwt.  of  pig  iron.  This  made  the  iron* 
which  would  otherwise  have  been  "cold  short,"  tough.  Hi 
tried  lime  in  the  puddling  furnace,  in  order  to  obtain  the  same 
advantage,  and  he  obtained  the  advantage,  though  the  apparator 
was  spoiled;  but  he  would  have  continued  to  use  limestone k 
the  puddling  furnace  had  he  not  preferred  its  use  in  the  refinery 
furnace.  He  did  not  treat  iron  obtained  from  slags  with  lin* 
according  to  that  process,  but  used  another. 

For  the  defendants  it  was  urged,  that  there  was  no  novelty  in 
the  alleged  invention,  and  that  the  mere  regulation  of  principle! 
before  known  and  practised,  was  insufficient  to  support  the  * 
patent,  which  was  too  general;  that  the  specification  *H 
equivocal  and  ambiguous,  and  that  the  plaintiff  had  taken  out 
his  patent  for  too  much,  and  had  not  even  confined  himself  to 
the  particular  proportions  of  the  various  ingredients,  the  pro- 
portioned combination  of  which  alone  constituted  his  alleged 
discovery. 

Dallas,  J. :  Left  it  to  the  jury  to  say,  whether  the  plaintiff 
had  made  out  the  novelty  of  the  invention  or  improvement  for 
which  the  patent  was  taken  out ;  namely,  the  conversion  of 
slags  into  good  bar  iron,  and  the  prevention  of  the  quality 
called  "  cold  short,"  by  the  application  of  lime. 

Verdict  for  the  plaintiff. 
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laintiff  having  obtained  a  verdict,  now  moved  to  revive  *&*»»  to  re. 

tction.     In  support  of  the  motion  it  was  represented  to  J^.  '  mjunCm 

y  settled  as  law,  that  there  may  be  sufficient  novelty  to 

mi  injunction,  as  well  in  a  mere  improvement  upon  an 

lod,  as  in  an  original  invention.    The  verdict  of  the 

also  stated  to  be  conclusive  as  to  the  matter  of  fact, 

application  now  made  as  of  course,  and  such  as  the 

uld  not  refuse,  without  taking  upon  itself  to  meddle 

it  was  the  exclusive  province  of  a  court  of  law. 

3  other  hand,  it  was  stated  to  be  the  intention  of  the 

ts  to  move  for  a  new  trial  at  law,  which  could  not  be 

Sore  the  next  term,  but  that  the  motion  would  then 

be  made,  and  with  every  prospect  of  success,  on  the 
rf  the  verdict  being  pronounced  against  evidence,  it 
een  clearly  proved  on  the  trial,  that  previously  to  the 

this  patent,  iron  had  been  extracted  from  slags  or 
>y  precisely  the  same  process  as  that  described  in  the 
ion.  That  the  trial  was  at  nisi  priusy  where  little  op- 
f  is  afforded  for  that  consideration  on  the  part  of  the 
[rich,  in  such  a  case  as  the  present,  was  necessary  to 
im  properly  to  direct  a  jury.    That  the  order,  giving 

0  the  plaintiff  to  apply  to  the  court  to  revive  the  in- 
left  it  at  the  discretion  of  the  court  to  grant  or  to 

e  application;  and  that,  in  the  present  case,  its  being 
vould  be  attended  with  the  greatest  inconvenience  and 
the  parties,  in  case  by  the  event  of  a  new  trial  they 
te  found  to  have  a  right  to  continue  the  works  which 
i  commenced  by  them,  in  consequence  of  the  patent 
dmately  pronounced  to  be  invalid.  That  the  verdict 
lid  not  be  considered  as  in  any  respect  final  or  com- 

1  it  were  known  whether  it  should  stand  or  abide  the 
the  new  trial.  That  in  the  direction  of  the  judge  to 
,  it  was  expressly  stated  that  the  patent  was  for  the 

I  of  certain  improvements  in  the  smelting  and  working 
obtained  from  slags  or  cinders,  and  it,  therefore,  was  a 

II  to  be  proved  if  the  contrary  were  insisted  on,  that 
5  thing  had  never  been  effectually  accomplished  before, 
there  was  abundance  of  evidence,  that  the  very  same 
d  been  habitually  practised  in  Staffordshire  and  Shrop- 
hough  it  might  be  true  that  it  had  not  been  resorted  to 
t  Wales,  where  the  works  in  question  were  situated. 
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To  all  this  it  was  replied,  that  the  injunction  must  be  revived 
as  a  matter  of  course,  the  verdict  having  been  obtained,  and  that 
to  oppose  it  was,  in  effect,  no  other  than  to  apply  for  a  new 
trial  to  a  court  incompetent  to  award  it.  That  in  the  opinion 
of  the  judge  who  directed  the  verdict,  it  was  clearly  a  patent 
for  an  improvement,  and  not  for  an  original  invention,  and  that 
the  verdict  pronounced  agreeably  to  that  direction  gave  Kprimd 
facie  right  to  the  plaintiff,  upon  which  the  court  could  not 
refuse  to  act. 

Lord  Eldon,  L.C.:   In  this  case,  the  injunction  was  fint 

granted  upon  the  strength  of  affidavits,  which  were  contradicted 

as  to  their  general  effect,  in  the  most  material  points,  wheal ' 

afterwards  came  before  the  court  upon  a  motion  to  dissohlif 

injunction  so  obtained.     Many  topics  were  then  urged  on  hA 

If  a  person  has  sides,  and  fully  discussed  in  argument.     It  was  insisted  onAl 

enjl.ymCent*iVthePart  of  the  plaintiff,  and  the  court  agreed  to  that  position,  tW 

court  will  give  where  a  person  has  obtained  a  patent,  and  had  an  exclusive  » 

parent  right*1*"  j0vment  under  it,  the  court  will  give  so  much  credit  to  hit 

and  restrain  its  apparent  right  as   to  interpose  immediately  by  injunction 

violation;  but      v*     .      .,     °  .  r   •-  j  *•  ^  1-    1  •*: 

if  doubts  be  en- restrain  the  invasion  of  it,  and  continue  that  interposition 
teruinedasto  the  apparent  right  has  been  displaced  (g).  On  the  other 
the  patent,  the  it  was  with  equal  truth  stated,  that,  if  a  person  takes  out 
J2unct!I!5  ^J1  patent  as  for  an  invention,  and  is  unable  to  support  it,  except 
on  terms.  upon  the  ground  of  some  alleged  improvement  in  the  mode  of 
applying  that  which  was  previously  in  use,  and  it  so  becomes  a 
serious  question  both  in  point  of  law  and  of  fact,  whether  tbft 
patent  is  not  altogether  invalid, — then,  upon  an  application  to 
this  court  for  what  may  be  called  the  extra  relief  which  it 
affords  on  a  clear  primd  facie  case,  the  court  will  use  its  (fifc 
cretion;  and  if  it  sees  sufficient  ground  of  doubt,  will  either 
dissolve  the  injunction  absolutely,  or  direct  an  issue,  or  direct 
the  party  applying  to  bring  his  action ;  after  the  trial  of  which, 
either  he  may  apply  to  revive,  if  successful,  or  else  the  other 
party  may  come  before  the  court,  and  say,  I  have  displaced  all 
his  pretensions,  and  am  entitled  to  have  my  costs  and  the  ex- 
penses I  have  sustained,  by  being  brought  here  upon  an  allega- 
tion of  right  which  cannot  be  supported.  And,  as  in  thk 
instance,  the  court  will  sometimes  add  to  its  more  general 
directions,  that  the  party  against  whom  the  application  is  made 
shall  keep  an  account  pending  the  discontinuance  of  the  injunfr 
tion,  in  order  that,  if  it  shall  finally  turn  out  that  the  plaintiff 
has  a  right  to  the  protection  he  seeks,  amends  may  be  made  for 
the  injury  occasioned  by  the  resistance  to  his  just  demands. 


(g)  The  preceding  is  a  distinct  authority  to  not,  however,  usual  to  grant  such  an  injonctia* 

show  that  the  court  muy  grant  an  injunction  sim-  but  the  patentee  is  generally  compelled  to  briaj' 

pliciter,  or  absolutely,  without  imposing  any  terms  an  action  to  try  his  right.     Sec  per  Lord  I*t 

on  the  patentee,  and  leave  the  other  party'  to  im-  dale,  M.  R.  in  Soames  v.  Tindal,  post, 
pugn  the  patent,  or  repeal  it  by  scire  facius ;  it  is 
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s  directions  to  the  jury,  the  judge  has  stated  it  as  the  To  establish 
the  subject  of  patents — first,  that  the  invention  must the  validity  of 

■  mi-  i  r  i  i    i  •    li        i  i      a  I*16111*  tne 

1 ;  secondly,  that  it  must  be  useful ;  and  thirdly,  that  the  invention  must 
ition  must  be  intelligible.     I  will  go  farther,  and  say,  an/uMful^  d 
it  only  must  the  invention  be  novel  and  useful,  and  the  specifica- 
jcification   intelligible,  but  also  that  the  specification  ^jrSSriSl" 
ot  attempt  to  cover  more  than  that  which,  being  both  it. 
of  actual  discovery,  and    of  useful  discovery,  is  the  ^i'/j^ 
■oper  subject  for  the  protection  of  a  patent.     And  I  seeks  to  cover 
ipelled  to  add,  that  if  a  patentee  seeks  by  his  specifi-  ^aHy^ew 
my  more  than  he  is  strictly  entitled  to,  his  patent  is  a?d  ™«fui,  it 
rendered  ineffectual,  even  to  the  extent  to  which  he  tent,  rendering 
>e  otherwise  fairly  entitled.     On  the  other  hand,  there  il  ineffectual 
a  valid  patent  for  a  new  combination  of  materials  pre-  tent  to  which  it 
in  use  for  the  same  purpose,  or  for  a  new  method  of  might  otherwise 
g  such  materials.     But,  in  order  to  its  being  effectual,  ported. 
cification  must  clearly  express  that  it  is  in  respect  of 
jw  combination  or  application,  and  of  that  only,  and  not 
n  to  the  merit  of  original  invention  in  the  use  of  the 
Is.     If  there  be  a  patent  both  for  a  machine  and  for  an 
sment  in  the  use  of  it,  and  it  cannot  be  supported  for  the 
b,  although  it  might  for  the  improvement  merely,  it  is 
>r  nothing  altogether,  on  account  of  its  attempting  to 
x>  much. 

it  is  contended,  that  what  is  claimed  by  the  present  pa- 
not  a  novel  invention ;   that  the  extraction  of  iron  from 
'  cinders  was  previously  known  and  practised ;  that  the 
lime  in  obstructing  "  cold  short"  was  likewise  known, 
all  this  it  is  answered,  that  the  patent  is  not  for  the  in- 
i  of  these  things,  but  for  such  an  application  of  them  as  is 
ed  in  the  specification.     Now,  the  utility  of  the  discovery,  The  utility  of 
dligibility  of  the  description,  &c,  are  all  of  them  matters  inVtofaSii- 
proper  for  a  jury.     But  whether  or  not  the  patent  is  de-  gibiljty  of  the 
in  attempting  to  cover  too  much,  is  a  question  of  law,  a?TforXjury; 
such  to  be  considered,  in  all  ways  that  it  is  convenient  but  toe  natur* 
i  purposes  of  justice  that  it  should  be  considered  (^).  the  ciajrof  (w 
pecification   generally  describes   the   patent  to  be  "for  toe  court. 
ements  in  the  smelting  and  working  of  iron;"  and  it  then 


m  distinction  here  pointed  out,  as  to  the  co-extensive  and  synonymous  with  the  expression, 
which  belong  to  the  jury  and  court  re-  "  meaning  of  the  specification."  But  the  Court  of 
r,  is  of  great  importance  to  be  observed.  Exchequer  held  tnat  these  were  essentially  dis- 
ss of  A*«/*»n  v.  Harford  it  was  argued,  tinct;  that  the  meaning  of  the  specification  was 
in  the  opinion  of  Lord  Eldon,  the  jury  for  tiro  court,  and  that  the  court  were  to  tell  the 
ndge  of  the  meaning  and  construction  of  jury  what  the  specification  had  said,  the  intcrpre- 
lar  sentence  in  the  specification,  the  sen-  tation  of  terms  of  art  being  left  to  the  determma- 
ifining  neither  terms  of  art  requiring  tion  of  the  jury,  according  to  the  evidence;  that 
on,  nor  words,  the  meaning  of  which,  in-  the  jury  were  to  determine  whether  that  which 
it  of  the  context,  was  the  least  doubtful  the  specification  says,  is  a  sufficient  description. 
« ;  that  the  expression  '« intelligibility  of  See  yosi. 
notion,"  as  a  question  for  the  jury,  was 
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goes  on  to  describe  the  particulars  in  which  the  alleged  i 

ments  consist,  describing  various  proportions  in  the  con 

of  the  materials,  and  various  processes  in  the  adhibition 

The  question  of  law,  upon  the  whole  matter,  is,  whethc 

a  specification  by  which  the  patentee  claims  the  benefi 

actual  discovery  of  lime  as  a  preventive  of  "  cold  sh 

whether  he  claims  no  more  than  the  invention  of  thai 

combination,  and  those  peculiar  processes  which  are  c 

in  the  specification.    And  when  I  see  that  this  questio 

arises,  the  only  other  question  which  remains  is,  whet] 

be  so  well  satisfied  with  respect  to  it  as  to  take  it  for 

that  no  argument  can  prevail  upon  a  court  of  law,  to 

first  question  be  reconsidered,  by  granting  the  motion  f 

trial.     If  this  be  a  question  of  law,  I  can  have  no  rig 

ever  to  take  its  decision  out  of  the  jurisdiction  of  a 

law,  unless  I  am  convinced  that  a  court  of  law  must 

consider  the  verdict  of  the  jury  as  final  and  conclusii 

The  injunction  this  only  brings  it  back  to  the  original  question;    ai 

diJoived,  the    enough  of  difficulty  and  uncertainty  in  the  specificat 

plaintiff  to       enough  of  apparent  repugnance  between  the  specificat 

to  establish  his  the  patent  itself,  to  say  that  it  is  impossible  I  can  arrive 

^dth "<f hftf  d  a  conc^U8*on  respecting  it  as  to  be    satisfied  that  the 

ants  to  keep  an  ground  for  granting  a  new  trial.     In  the  order  I  forme 

account  m  the  nounce(i  was  contained  a  direction,  that  the  defendants 

mean  while  >  a  m  «         »  1        «     • 

verdict  having  keep  an  account  of  iron  produced  by  then:  working  in  tl 
^°hebphiTntifTner  described  in  the  injunction.  If  the  injunction  is  to 
on  the  trial  of  revived,  the  whole  of  their  establishment  must  be  dis 
appHcatbn011  between  this  and  the  fourth  day  of  next  term,  when  : 
being  made  to  tended  to  move  for  a  new  trial,  the  result  of  which  i 
j^nction^it  was  ^at  ^e  defendants  have  a  right  to  continue  the  work* 
objected  that  which,  they  will  then  be  under  the  necessity  of  recomi 
intended1  to"1*  a^  their  operations,  and  making  all  their  preparatii 
move  for  a  new  arrangements  de  novo.  It  appears  to  me  that  this  woi 
matter  was  or-  much  greater  inconvenience  than  any  that  can  result  i 
dered  to  stand  refusal  in  the  present  instance  to  revive  the  injunction  (i 
suit  of  that  ap-"  opinion,  therefore,  is,  that  this  matter  must  stand  over  x 
niicationshouid  fif^h  jay  0f  next  term,  when  I  may  be  informed  of  the  i 
parties  continu-  the  intended  application  for  a  new  trial;  the  account  tot 
mg  to  keep  an  jn  the  mean  time  as  before. 

account  in  the  r\    *         *  i< 

interim.  Ordered  accord: 


(i)  This  principle  was  acted  on  by  Lord  Crtten-  be  tried.  But  in  other  cases,  where  the 

ham,  L.C.,  in  the  recent  case  of  Neilson's  patent,  chief  would  not  result,  the  parties  havt 

post.      It  appeared   that   the   defendants   would  strained  absolutely.    See  Bickford  v.  Sk 

sustain  irreparable  damage  if  their  works  were  214,  Soames  v.  Tiudal,  post,  the  plaintiff 

stopped  by  injunction ;  an  account,  consequently,  on  the  terms  of  bringing  an  action, 
was  ordered,  until  the  validity  of  the  patent  could 
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Sergt,  inHilary  Term  last,  obtained  a  rule  msi  to  set  the  Rule  »«**>r 
aside  (*),  and  to  enter  a  nonsuit,  or  have  a  new  trial  j"0'" 
the  grounds  urged  at  the  trial ;  secondly,  because  the 
was  against  evidence,  inasmuch  as  it  had  been  proved 
le  had  been  applied  to  the  prevention  of  the  quality 
'  cold  short,"  and  that  good  bar  iron  had  been  produced 
igs  and  mine  rubbish  long  before  the  patent;  and  he 
passage  from  '  Aikin's  Chemical  and  Mineralogical  Dic- 
(/),  to  show  that  the  application  of  lime  for  the  cure  of 
lity  called  "  cold  short"  was  notorious  at  a  much  earlier 

court  granted  the  rule  principally  on  the  question,  whe- 
s  was  substantially  a  patent  for  a  discovery,  or  an  improve- 
and'  thought  that,  as  to  that  part  of  it  that  applied  to 
rial,  there  was  sufficient  complication  in  the  case  to  have 
ssed,  without  saying  whether  the  verdict  of  the  jury  was 
•  wrong ;  and  were  further  of  opinion,  that  the  work  of 
tin  should  be  considered  as  having  been  made  use  of  at 
1,  both  parties  having  referred  to  it  (m). 
he  last  term,  Best  and  Copley,   Sergts.,  showed  cause 

the  rule,  which  was  then  supported  by  Lens,  Vaughan, 

U,  Sergts. 

stance  of  the  arguments  in  showing  cause. — Although  the  Argument 

les  on  which  the  patent  was  founded  might  have  been  asa%nit  rn  e' 

tsly  known,  and  although  the  various  articles  specified 

bave  been  previously  used,  yet  the  combination  of  those 

les,    and  the   use  of  those   articles  in   certain    propor- 

n  a  new  series  of  processes,  leading  to  and  terminating  in 

5cial  result,  will  support  the  novelty  of  invention  claimed 

patent :  the  novelty  of  such  combination  and  propor- 
ind  the  successful  result  of  them,  have  not  been  contro- 
.  The  patent  has  not  been  taken  out  for  too  much,  nor 
he  specification  embrace  more  than  the  patentee  is  en- 
o  by  his  patent.  Neither  is  the  specification  equivocal 
ibiguous.  It  is  not  necessary  that  every  information  on 
i  subject  as  that  with  which  this  patent  is  conversant 


ist  234.  ming  up,  bad  not  been  given  in  evidence ;  but  as  it 

ftiaauw  says,  That  cast  iron,  which  by  lay  open  on  the  table  at  the  trial,  and  had  been 

mon  treatment  would  yield  'cold  short'  then  referred  to  by  both  parties,  Park,  J.,  suggested 

'  be  made  to  afford  soft  malleable  iron,  by  that  it  could  not  be  now  objected  that  it  had  not 

i  with  a  mixture  of  equal  parts  of  lime  been  correctly  mentioned  by   the  judge  in  his 

ria."    Vol.  1,  610.  col.  1.  summing  up;  and  in  this  suggestion  the  counsel 

Dusbook,  referred  to  by  Dallas,  J.,  in  sum-  ou  both  sides  acquiesced. 
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Will  a  subse- 
quent patent 
restrain  prior 
private  user  ? 


should  be  given  by  the  specification.     In  such  cases,  general 
knowledge  must  be  resorted  to,  and  the  party  must  carry  a 
reasonable   knowledge  of  the  subject-matter  with  him  to  the 
perusal  of  the  specification.     Neither  is  it  necessary  that  die 
processes  or  articles  in  such  a  case  as  this  should  be  individually 
new.     It  is  no  objection  to  mechanical  or  chemical  discoveries 
that  the  articles  of  which  they  are  composed  were  known,  and 
were  in  use  before,  provided  the  compound  article,  which  is  the  . 
object  of  the  invention,  be  new(m):  for  it  is  settled  law,  tbft  j 
the  new  combination  of  old  materials  may  be  the  subject  of*J 
patent  (»).    The  passage  cited  from  Aikin  only  shows  a 
vious   knowledge   of  a  mode  of  preventing  the  quality 
"cold  short,"  by  fusing  cast  iron  with  equal  parts  of  lime  I 
scoriae:  the  plaintiff  claims  the  improvement  of  preventing  i 
the  application  of  lime  only.   Robinson's  evidence  does  not  i 
the  plaintiff's  case.     He  made  a  mere  series  of  private 
ments,  and  if  he  made  any  discovery,  he  never  made  such  i 
covery  public.     The  answer  of  Buller,  J.,  upon  the  obJ€ 
raised   to   Dollond's  patent,  for  the  invention  of  achron 
telescopes,  (which  objection  was,  that  Dollond  was  not  the  iq 
ventor  of  the  new  method  of  making  the  object  glasses, 
that  Dr.  Hall  had  made  the  same  discovery  before  him,)  i 
to  Robinson's  experiments  in  this  case.    Buller,  J.,  in  the  < 
of  Boulton  v.  Bully  observed  upon  that  objection,  that  J 
Hall  had  confined  the  discovery  to  his  closet,  and  the 
were  not  acquainted  with  it,  Dollond  was  holden  to  be  the  i 
ventor  (o).     To  make  Robinson's  experiments  (even  if  they  I 
been  applied  to  the  manufacture  of  iron  from  slags,  whicfy  \ 
not  the  case)  destructive  of  the  plaintiff's  patent,  they  sho 
have  been  communicated  to  workmen,  and  brought  into  < 
use  in  the  manufactory.     [Dallas,  J. :  If  a  person  had  done  pfr| 
cisely  all  that  is  specified  to  be  done  in  this  specification, 
prevent  "  cold  short"  in  iron,  and  had  not  communicated  it  I 
any  one,  could  he  be  prohibited  by  the  patent  from  doing  I 
which  he  had  done  before,  though  known  to  no  one  but  hio 
or  could  it  be  considered  as  new  if  practised  by  only  one  persoM 
but  not  communicated  to  the  world  ?]     Such  a  previous  use  < 
an  alleged  discovery  would,  as  it  did  in  Tennant's  case  (/>),  havi 
gone  far  to  destroy  the  patentee's  rights.     But  here  there  had  j 
been  no  such  use,  and  the  verdict  of  the  jury  ratified  the  pa- 
tentee's right  to  the  invention  which  he  had  claimed. 

Substance  of  arguments  in  support  of  the  rule. — The  patent 


(m)  "  Mechanical  and  chemical  discoveries  all 
come  within  the  description  of  manufactures  ;  and 
it  is  no  objection  to  cither  of  them,  that  the  arti- 
cles of  which  they  are  composed  were  known  and 
were  in  use  before,  provided  the  compound  article, 
which  is  the  object  of  the  invention,  is  new."  Per 
Buller,  J.,  2  H.  Bl.  487. 


(n)  Per  Lord  Ellenborough,  C.  J.,  in  HwU** 
v.  Grinuhaw,  ante  86;  and  Gibb,  C.J*  fr* 
P.C.265. 

(o)  Ante,  43. 

(p)  Ante,  125,  n. 


r. 
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ii  too  large,  has  introduced  nothing  new,  and  if  it  had,  it  has  not  A.d.  1818. 
been  infringed.     It  is  too  large :  for  it  is  taken  out  generally 
"for  certain  improvements  in  the  smelting  and  working  of  iron," 
and  cannot  be  understood  to  apply  particularly  to  the  smelt- 
ing and  working  of  iron  obtained  from  slags  or  cinders,  to 
which  it  is  narrowed  in  the  specification.     The  patent  ought 
to  have  been  confined  to  improvements  in  the  smelting  and 
working  of  iron  obtained  from  slags  or  cinders,    and  to  the 
indication  of  lime  for  the  prevention  of  the  quality  called  "  cold 
abort"  in  iron  so  obtained.     In  1800  and  1801,  Matthias  Koops 
took  out  two  patents ;  the  first  for  a  method  of  manufacturing 
paper  from  straw,  hay,  thistles,  waste  and  refuse  of  hemp  and 
in,  &c,  fit  for  printing  upon ;  the  second,  for  a  method  of 
ufacturing  paper  generally  from  like   substances,   enume- 
them.     This   was  a   distinct  notice   of  his   invention, 
i  ad  accordingly  William  Plees,  in  his  patent  for  a  method  of 
I  — whcturing  paper  for  various  purposes,  taken  out  in  1802, 
Mi  enabled  to  steer  clear  of  Koops'  invention  (q).    The  case  of 
lad  Cochrane  v.  Smethurst  (r)  is  conclusive  against  the  plaintiff 
WfOfa  this  part  of  the  case.    As  to  the  alleged  novelty  of  the 
Method  of  extracting  iron  from  slags,  and  preventing  the  quality 
oiled  "  cold  short"  by  the  application  of  lime,  stated  in  the 
ipecification,  the  evidence  is  all  against  the  plaintiff.     He  has 
produced  no  definite  improvements  or  new  beneficial  result,  for 
when  his  combinations  were  discarded,  the  result  was  equally 
beneficial.    The  passage  in  Aikin  is  completely  destructive  of  the 
pkbtiff  's  case  as  to  his  claim  for  the  invention  of  applying  lime 
*  a  prevention  of  the  quality  called  "  cold  short;"  the  word 
•wMriaB,"  adverted  to  by  the  plaintiff's   counsel,  is  only  a 
fnonyme  for  slags  or  cinders.    After  reading  that  passage,  it 
•Ml  never  be  said,  that  the  plaintiff,  in  the  words  of  the  specifi- 
otkm,  has  discovered  that  the  addition  of  lime  or  limestone 
•wild  sufficiently  prevent  or  remedy  that  quality  in  iron  from 
riich  it  is  called  u  cold  short."     In  Bovill  v.  Moore  (s)>  the 
greater  part  of  the  processes  which  formed  the  combination  on 
|  which  the  patent  was  founded,  had  been  used  before ;  the  sub- 
f  iequent  stages  were  new ;  but  there,  as  in  this  case,  the  plaintiff 
!  kd  in  his  specification  described   an    invention  to  a  greater 
ttfcent  than  the  proof  warranted,  and  the  patent  could  not  be 
sustained.  Cur.  adv.  vult. 


Dallas,  J.,  delivered  the  judgment  of  the  court.     In  this  June  l,  1818. 
case  it  will  not  be  necessary  to  state  the  patent  with  the  speci-  Judsmtnt- 
Nation  at  large,  or  the  pleadings  in  the  cause.    These  have 
tteea  fully  adverted  to  at  the  bar  in  the  course  of  the  argument 

W  Collier  on  Patents,  Ap.  72,  lit.  Paper.  (>)  Dav.  P.  C,  361. 

u        (f)  Ibmrk,  N.  P.O.,  205;  Day.  P.&,  354. 
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Judgment.       on  each  side,  and  it  will  now  be  sufficient  to  refer  to  them  gene- 
rally as  I  proceed.    The  declaration,  in  substance,  charges  aa 
infringement  of  the  patent;  and  the  jury  have  found  forth* 
Verdict  for  the  plaintiff.     The  finding  involves,  first,  that  the  patent  is  valid, 
voWM*the  vali-  SUDJect  to  every  legal  consideration  in  this  respect ;  and,  secondly, 
dity  of  the  pa-  that  the  defendants  have  worked  according  to  the  specification, 
every'egiico^  and  have  thereby  infringed  the  plaintiff's  right.    The  last  point 
siderationfand  if  properly  found,   leads    to  the  first  consideration,  viz.  the 
meat! nnge"     validity  of  the  patent ;    but  if  it  ought  not  to  have  been  to 
found,  then  the  validity  becomes  immaterial ;  for  whether  the 
patent  be  valid  or  not,  signifies  nothing  in  this  particular  case* 
if  the  defendant  has  not  worked  according  to  the  specification. 

To  prove  the  infringement  of  the  patent,  one  witness  only  wu  \ 
called;  and  this  part  of  the  case  depends,  therefore,  entirely  \ 
upon  his  testimony.  And,  before  adverting  to  the  evidence  m 
question,  it  will  be  necessary  to  look  to  the  patent,  as  far  ask 
relates  to  this  part  of  the  subject.  It  has  not  been  contends! 
that  it  is  a  patent  introducing  into  use  any  one  of  the  artieki 
mentioned,  singly  and  separately  taken ;  nor  could  it  be  so  c*-  , 
tended,  for  the  patent  itself  shows  the  contrary ;  and  if  it  kd 
been  a  patent  of  such  a  description,  it  would  have  been  imp* 
sible  to  support  it ;  for  slags  had  undoubtedly  been  made  use  of 
previously  to  the  patent,  so  had  mine  rubbish,  and  so  had  lime. 
But,  it  is  said,  it  is  a  patent  for  combinations  and  proportions,  \ 
producing  an  effect  altogether  new,  by  a  mode  and  process,  or 
series  of  processes,  unknown  before ;  or,  to  adopt  the  language 
made  use  of  at  the  bar,  it  is  a  patent  for  a  combination  of  pro- 
cesses altogether  new,  leading  to  one  end ;  and  this  being  the 
nature  of  the  alleged  discovery,  any  use  made  of  any  of  the  ingre- 
dients singly,  or  any  use  made  of  such  ingredients  in  partial  com- 
bination, some  of  them  being  omitted,  or  any  use  of  all  or  some  of 
such  ingredients,  in  proportions  essentially  different  from  those 
specified,  and  yet  producing  a  result  equally  beneficial  (if  not 
more  so),  with  the  result  obtained  by  the  proportions  specified, 
will  not  constitute  an  infringement  of  the  patent. 
A  slight  depar-  It  is  scarcely  necessary  here  to  observe,  that  a  slight  departure 
Ilosi/of  elision  ^rom  tne  specification  for  the  purpose  of  evasion  only,  would,  of 
an  infringe-  course,  be  a  fraud  upon  the  patent ;  and  therefore,  the  question 
question  is,  ^1  De»  whether  the  mode  of  working  by  the  defendant  has,  or 
whether  the  has  not,  been  essentially  or  substantially  different.  For  this  we 
ing  is  substan "  must  look  to  the  evidence  of  E.  Forman;  and  he  being  the  single 
tiaily  different  witness  to  the  point,  by  his  testimony  this  part  of  the  case  must 
stand  or  fall.  It  may  be  difficult  entirely  to  reconcile  different 
parts  of  his  evidence  with  each  other,  if  his  answers  to  the  seve- 
ral questions  be  taken  separately  and  detached ;  but  looking  to 
the  result,  it  seems  to  be  clear.  On  the  part  of  the  plaintiff  be 
proves,  that,  before  the  patent  was  taken  out,  the  defendants  were 
not  in  the  habit  of  making  use  of  slags,  and  that  his  attention 
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j  called  to  the  subject  by  the  patentee  in  the  first  instance,  a.d.  1818. 
then  by  the  patent  itself,  he  has  made  use  of  them  uni- 
ly  since ;  he  has  since  also,  at  times,  used  mine  rubbish,  and 
lime,  which  last,  he  also  admits,  was  used  to  prevent  the 
1  short,"  which  defect  he  allows  was  and  is  thereby  prevented, 
r,  therefore,  he  proves  separate  use  and  occasional  combina- 
He  is  next  asked,  as  to  the  proportions  mentioned  in  the 
A:  "Did  you  apply  the  lime  in  these  proportions?" — his 
sr  is — "  I  say,  no,  to  that."  "  Have  you  worked  by  the 
ication  ¥' — "  No ;  we  did  not."  He  then  explains  in  what 
cte  they  departed  from  the  specification.  This  is  his  evi- 
i  on  the  examination-in-chief.  On  the  cross-examination, 
fs,  that  the  proportions  used  were  very  materially  different, 
hat  the  proportions  in  the  patent  are  not  essential ;  that  it 
I  make  no  difference  to  him  if  he  were  to  be  restrained 
using  these  proportions,  and  that  the  result  would  be 
r  obtained  by  materially  departing  from  them ;  indeed,  by 
it  losing  sight  of  them  altogether.  With  respect  to  slags, 
consideration,  he  states  that  the  defendant  had  used  slags 
ously  to  the  patent,  in  the  puddling  furnace,  for  months 
ber.  As  to  mine  rubbish,  he  says,  we  varied  the  propor- 
,  and  we  found,  in  experience,  that  the  use  of  it  was  best 
rat  reference  to  the  preparations  and  restrictions  pointed 
n  the  specification,  and  when  omitted,  the  result  was  best 
•  It  is  true,  he  afterwards  states,  that  this  omission  took 
when  he  was  absent  from  home,  and  that,  on  his  return, 
dered  the  mine  rubbish  to  be  restored;  and  in  this  respect, 
going  to  this  single  point,  there  appears  to  be  an  incon- 
icy.  But  still,  as  the  case  stands  on  his  single  evidence,  if, 
bstance  and  result,  it  proves  a  mode  of  working  essentially 
ent  from  the  specification,  the  foundation  of  the  plaintiff's 
is  altogether  gone.  And  the  rule  is  in  this  respect  strict, 
feted  by  Mr.  Justice  Buller,  in  the  case  of  Turner  v. 
er(t).  In  that  case,  the  learned  judge  expressed  himself 
ese  words :  "  Whenever  the  patentee  brings  an  action  on 
atent,  if  the  novelty  or  effect  of  the  invention  be  disputed, 
rnst  show  in  what  his  invention  consists,  and  that  he  pro- 
1  the  effect  proposed  in  the  manner  specified  (u) ;"  and  in 
ber  part  of  the  same  case,  he  adds,  "  Slight  defects  in  the 
ification  will  be  sufficient  to  vacate  the  patent  (#) :"  and 
long  of  degree  and  proportion,  he  says,  "  The  specification 
lid  have  shown  by  what  degree  of  heat  the  effect  was  to  be 
iuced."  In  that  case,  as  in  a  great  variety  of  others,  in- 
ces  may  be  found  to  show  the  strictness  of  the  law  as  bear- 
opon  this  point,  either  in  regard  of  omission,  or  of  superfluous 


(I)  Ante,  77.  (.<)  Ibid.  81.  (x)  Ibid.  02. 
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Judgment.  addition,  or  of  uncertainty  or  insufficiency  in  quantities  proposed. 
But,  further,  the  evidence  so  applied  does  not  confine  itself  to 
this  point  only ;  for  it  disproves  also  utility,  as  far  as  it  depends 
on  combination  and  proportion,  leading  and  conducing  to  a  spe- 
cific result.  Neither  can  it  be  justly  said,  that  the  use  of  the 
separate  ingredients,  or  some  of  them  partially  combined,  is  i 
use  made  of  the  invention  in  part  so  as  to  support  the  counts 
adapted  to  such  partial  use ;  because,  as  it  has  been  already  ok* 
served,  and  will  more  particularly  be  adverted  to  hereafter,  ettk 
of  the  ingredients  had  before  been  separately  used,  and  hsi 
been  used,  more  or  less,  in  partial  combination. 

On  the  whole,  our  opinion  is,  as  to  this  part  of  the  case,tty 
considering  the  evidence  of  Forman  in  its  substance  and  W&§ 
and  with  reference  to  the  peculiar  nature  of  the  patent,  ttfc» 
fringement  of  the  patent  is  not  thereby  proved. 

And  here  I  might  stop,  but,  from  consideration  for  the  paria| 
it  may  be  proper  to  dispose  of  the  next  ground  on  which 
rule  was  obtained,  namely,  that  the  invention  claimed  is 
Two  grounds    new;    and  this,  like  every  other  patent,  must,  undoi 
of  patents,  im-  8tand  on  the  ground  of  improvement,  or  discovery.     If  erf  i 

provement  or  .  °  r  ■■/•• 

discovery ;  the  provement,  it  must  stand  on  the  ground  of  improvement  i 
one  m  respect  vented ;  if  of  discovery,  it  must  stand  on  the  ground  of  I 

or  something  7  i  •  i  i  ■■  ■ 

already  known,  discovery  of  something  altogether  new;  and  the  patent  mustl 
wfuieiTnew  distinguish  and  adapt  itself  accordingly.  If  the  patent  be  tekea] 
out  for  discovery,  when  the  alleged  discovery  is  merely  an  aaVM 
tion  or  improvement,  it  is  scarcely  necessary  to  observe  that  itwffl] 
be  altogether  void.  Of  which  description  this  patent  is,  will  be  j 
hereafter  examined ;  at  present  it  will  be  sufficient  to  say,  tht  | 
the  grounds  of  novelty  and  discovery  are  those  on  which  it  must  2 
stand.  If  the  discovery  claimed  were  known  and  made  use  of"i 
before,  the  patent  is  at  an  end. 

Now,  with  reference  to  this  particular  case,  it  may  be  proper 
shortly  to  consider,  what  novelty  and  discovery  are  deemed  to 
be ;  and  when  I  say  novelty  and  discovery,  I  mean  to  distinguish 
The  invention  between  those  terms ;  for  it  is  not  enough  to  have  discovered 
municated^and  what  was  unknown  to  others  before,  if  the  discovery  be  con- 
made  u»e  of.    fined  to  the  knowledge  of  the  party  having  made  it;  but  it 
must  have  been  communicated,  more  or  less,  or  it  must  hart 
been  more  or  less  made  use  of,  so  as  to  constitute  discovery,  as 
applied  to  subjects  of  this  sort.     The  case  of  Dollond  (y)  has 
been  mentioned  at  the  bar,  as  also  Tennant's  patent  for  bleaching 
liquor  (z),  and  they  stand  so  contrasted  as  to  illustrate  the  dis- 
tinction to  which  I  allude.     In  Dollond's  case,  the  question  wis* 
who  was  the  true  inventor  within  the  meaning  of  the  statute- 
Hall  had  made  the  discovery  in  his  closet,  but  had  never  made  it 


(y)  See  ropoit  of  case,  ante  43.  (:>  See  case,  antt  125,  in  note. 
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public;  and  on  this  ground,  Dollcnd's  patent  was  confirmed  (a).  A.D.  1818. 
In  Tennant's  case,  the  great  utility  of  the  invention  was  proved, 
and  the  general  ignorance  of  the  bleachers  of  it  till  after  the  date 
of  the  patent.    But,  on  the  other  side,  a  bleacher  near  Notting- 
ham deposed,  that  he  had  used  the  same  means  of  preparing 
Us  bleaching  liquor  for  six  years  anterior  to  the  date  of  the 
ptent,  but  that  he  had  kept  his  method  a  secret  from  all  but 
kfa  two  partners,  and  his  two  servants,  concerned  in  preparing 
L    In  addition  to  this,  different  conversations  were  proved  to 
mre  passed  between  Tennant  and  a  chemist  of  Glasgow,  before 
be  patent,  and,  in  these  conversations,  the  chemist  had  sug- 
gested to  Tennant  the  basis  of  the  improvement  in  question. 
Dnder  these  circumstances,  Tennant  was  deemed  not  to  be  the 
sventor,  and  a  nonsuit  took  place  (b).    So,   in  the  case  of 
ftikwright's  patent,  with  respect  to  a  particular  roller,  part  of 
At  machinery,  the  evidence  was,  that  Ark  wright  had  been  told  of 
My  one  Kay ;  that  being  satisfied  of  its  value,  he  took  Kay  for  a 
isvant,  kept  him  for  two  years,  employed  him  to  make  models, 
tod  afterwards  claiming  it  as  his  invention,  made  it  the  founda- 
tion of  a  patent.    The  same  fact  was  proved  as  to  a  crank,  which 
lad  been  discovered  by  a  person  of  the  name  of  Hargreave,  which 
alio  had  been  adopted  by  Arkwright ;  and  although  it  had  been 
Bade  use  of  in  a  degree  before  by  a  few,  a  general  ignorance 
with  respect  to  it  was  proved  by  a  great  number  of  persons  in 
the  trade.     Mr.  Justice  Buller  was  of  opinion,  that  though  this 
Blight  be  perfectly  true,  that  is,  the  general  ignorance  as  to 
those  improvements,  it   signified   nothing;    the  fact  that  the 
witnesses  on  the  part  of  the  defendant  had  not  heard  of  those 
improvements,  was  no  contradiction  of  previous  knowledge  and 
previous  use  by  others  (c).    The  close  application  of  these  de- 
cisions to  the  present  case  will  appear  as  I  proceed  further ;  at 
present,  I  will  only  say,  looking  at  the  subject  in  question  in 
tins  light,  is  the  plaintiff  to  be  considered  as  the  inventor,  be  it 
improvement  claimed,  or  be  it  altogether  discovery?     And  this 
kids  to  the  evidence  in  this  respect. 


(•)  Dollond  was  held  to  be  the  true  and  first  suit,  the  secret  user  before  the  patent,  consider- 

or  within  the  statute,  and  he  recovered  da-  able  difficulty  exists.     The  authority  of  Tennant's 

1  for  an  infringement,  ante  43,  n.  a.     But  case,  in  respect  of  this  objection,  must  not  be  too 

■0*  were  Dr.  Hall's  rights  affected ;  could  he  be  implicitly  relied  on.      See  ante  44,  and  126,  in 

itstraned  from  making  telescopes  for  his  own  notes. 

«M»  or  from  using  one  already  made?     Sec  the  (c)  See  R.  v.  Arkwright,  ante,  72.     See  also 

aggestkm  of  Dallas,  J. ,  ante  240,  and  early  cases,  per   Sir  Vicary  Gibbt,  C.J.:    "Fifty   witnesses 

*sJ*  6,  7.  proving  that  they  never  saw  the  invention  before 

(•)  It  should  be  observed,  that  the  part  of  the  would  be  of  no  avail,  if  one  were  called  who  had 

Freest  suggested  by  the  bleacher  to  Mr.  Tennant  seen  and  practised  it."  Dav.  P.  C.  350.   But  such 

•»  tiid  by  Lord  EUenborough  to  be  an  indispen-  evidence  must  be  carefully  weighed,  and  it  must 

■Me  part  of  the  process,  ante  125,  n. ;  this  then  never  be  forgotten  how  slight  are  the  differences 

ttiag  of  the  substance  and  essence  of  the  inven-  between  success  and  failure,  and  how  easily  parties 

fa»  the  party  having  acquired  such  a  knowledge  may  persuade  themselves  into  the  belief  of  having 

foa  another,  could  not  be  considered  the  true  done  tho  very  same  thing,  although  failing  to 

*■  first  inventor;  on  the  other  ground  of  non-  attain  the  same  degree  of  success. 
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Judgment.  On  the  part  of  the  plaintiff  several  witnesses  were  examined, 

on  whose  testimony  it  will  be  sufficient  generally  to  observe* 
they  proved  that,  of  whatever  description  that  for  which  the 
patent  was  taken  out  may  be  deemed,  it  was  altogether  new  to 
them.     One  witness,  in  particular,  is  entitled  to  have  the  great- 
est weight  given  to  his  testimony — I  meanMr.  Mushet;  helm 
himself  published  treatises  on  the  subject  of  iron ;  he  has  studied 
the  subject  as  matter  of  chemistry  and  science ;  his  works  hnt 
been  received  every  where  as  a  standard  authority ;  and  furthqy 
he  is  a  person  of  the  greatest  and  most  extensive  practical  expe- 
rience (d).     His  account  of  the  patent  in  question  is,  that  it  is* 
combination  of  processes  known  before  separately,  but  in  om- 
bination  new,  and  producing  a  beneficial  result.     So  far  thea#- 
appears,  upon  the  part  of  the  plaintiff,  to  be  strongly  pronL 
But,  first,  it  is  to  be  observed,  that  the  evidence,  be  its  streosjh 
what  it  may,  is  negative  merely.     The  ignorance  of  the  pK 
ticular  witnesses  to  which  I  allude  may  be  perfectly  true,  cosKj 
sistently  with  a  perfect  knowledge  by  others  of  the  existence  of 
those  materials,  separately  or  in  combination,  and  in  a  deg 
more  or  less   extensive;   and  here  Tennant's   case  and  Ait 
wright's  case,  already  mentioned,  apply,  being  in  this  respect 
and  to  this  point  precisely  similar. 

But  let  us  next  look  to  the  articles  which,  in  substance  and 
in  the  mode  in  which  they  are  directed  to  be  made  use  of,  can* 
stitute  the  discovery  claimed.  Taken  as  separate  ingredients,  in 
this  stage  of  discussion,  I  shall  not  dwell  upon  them;  I  will  only 
generally  say,  that  of  slags  or  cinders,  of  mine  rubbish,  and  of 
lime,  as  used  in  various  ways,  and  generally  considered  as  con- 
nected with  the  working  of  iron,  not  only  knowledge,  but  ex- 
tensive use  has  been  proved,  and  this  by  a  great  number  of 
witnesses,  the  evidence  being  all  on  one  side;  inasmuch  as  there 
is  positive  testimony  against  negative  testimony,  leaving  a  result 
of  perfect  consistency. 

I  come  next  to  combination  and  proportion,  considered  with 
a  view  to  utility.  If  Forman's  evidence  is  to  be  our  guide  (and 
by  his  testimony  the  plaintiff  must  succeed  or  fail  as  to  the  de- 
fendant's working  by  the  specification),  he  not  only  proves  a 
departure  from  proportions,  but  a  variation  in  combination,  or 
proportion.  If  the  specific  combination  may  be  materially  de- 
parted from,  where  is  the  line  to  be  drawn,  and  what  is  there 
beyond  general  combination  in  this  patent,  which  professes  to 
be  precise  and  specific  in  apportionment  and  application  ?  And 
it  will  be  recollected,  that  with  a  little  change  of  ground,  as 
urgency  required,  the  case  has  been  so  represented  and  so  argued 
at  the  bar. 

Thus  much  of  slags  and  mine  rubbish.  I  have  already  spoken 

(d)  See  various  treatises  by  this  author,  and  his  work,  entitled  "  Papers  on  Iron  and  Steel."  Loud.  1840. 
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in  part  of  lime;  but  of  this,  which,  though  not  the  sole,  seems  a.D.  18 18. 
to  be  the  most  material  object,  it  will  be  necessary  now  to  speak 
more  folly. 

First,  then,  consider  the  end  to  be  attained,  and  next,  the  pro- 
posed means  of  attaining  it.    The  purpose  is  to  render  bar  iron 
■ore  tough,  by  preventing  that  brittleness  which  is  called  "  cold 
fort,"  tutd  which  renders  bar  iron  less  valuable :  the  means  of 
prevention  stated,  are  the  application  of  lime.    In  what  way, 
ken,  is  lime  mentioned  in  the  patent  ?     The  first  part  of  the 
pacification,  in  terms,  alleges  certain  improvements  in  the  smelt- 
Dg  and  working  of  iron,  during  the  operations  of  the  blast  fur- 
nee;  and  then,  introducing  the  mention  of  lime,  it  states,  that 
he  application  of  it  to  iron,  subsequently  to  the  operation  of 
he  blast  furnace,  will  prevent  the  quality  called  "  cold  short." 
»  80  far,  therefore,  the  application  of  lime  is,  in  terms,  claimed  if  the'inven- 
■n  improvement,  and  nothing  is  said  of  any  previous  use,  of  pavement™" 
•jKeh  the  use  proposed  is  averred  to  be  an  improvement ;  it  is,  m««t  Uwtinctiy 
fcrefore,  in  substance,  a  claim  of  entire  and  original  discovery.  foJHf  the  ipe- 
9he  recital  should  have  stated,  supposing  a  previous  use  to  be  cjfication  to  be 
proved  in  the  case,  that  "  whereas  lime  has  been  in  part,  but  8UCh. 
{■properly,  made  use  of/5  &c.,  and  then  a  different  mode  of  ap- 
plication and  use  should  have  been  suggested  as  the  improve- 
ment claimed.     But  the  whole  of  the  patent  must  be  taken 
together,  and  this  objection  will  appear  to  be  stronger  as  we 
proceed.    And  here  again,  looking  through  the  patent,  in  a  sub- 
Kqoent  part  of  the  specification,  the  word  "discovery"  first 
occurs ;  and  I  will  state  the  terms  made  use  of  in  this  respect — 
*And  I  do  farther  declare,  that  I  have  discovered  that  the 
addition  of  lime  will  prevent  that  quality  in  iron  from  which  the 
mm  is  called  'cold  short,'  and  will  render  such  iron  more  tough 
when  cold ;  and  that  for  this  purpose  I  do  add  a  portion  of  lime, 
or  limestone,  to  be  regulated  by  the    quantity  of  iron  to  be 
operated  upon,  and  by  the  quality  of  the  iron  to  be  produced, 
to  be  added  at  any  time  subsequently  to  the  reduction  in  the 
bhst  furnace,  and  this  from  whatever  substance  the  iron  may  be 
produced  if  expected  to  prove  €  cold  short.' n    Now  this  appears 
to  be  nothing  short  of  a  claim  of  discovery,  in  the  most  exten- 
*tc  sense,  of  the  effect  of  lime  applied  to  iron  to  prevent  brit- 
tleness, not  qualified  and  restrained  by  what  follows  as  to  the 
preferable  mode  of  applying  it  under  various  circumstances;  and 
therefore  rendering  the  patent  void,  if  lime  had  been  made  use 
of  for  this  purpose  before,  subject  to  the  qualification  only  of 
applying  it  subsequently  to  the  operations  in  the  blast  furnace. 
How  then  is  the  evidence  in  this  respect?     And,  first,  if  the 
dictionary,  so  often  referred  to,  in  substance  informed  the  pub- 
lic of  what  the  specification  or  the  patent  professes  to  inform 
them,  that  will  undoubtedly  be  the  first  discovery;  as  in  Ark- 
*rigkt's  case  it  was  agreed,  that  a  book  produced,  printed,  and 
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Judgment.  published  previous  to  the  patent,  constituted  the  discovery  so  as 
to  negative  invention  by  the  patentee  (e).  It  will  be  sufficient 
to  read  one  passage  from  this  dictionary;  Rinman  says,  that  cart 
iron,  which  by  the  common  treatment  would  yield  u  cold  short?1 
bar,  may  be  made  to  afford  soft  malleable  iron  by  fusing  it  with 
a  mixture  of  equal  parts  of  lime  and  scorice.  I  need  not  say 
that  sconce  are  produced  by  the  operation  of  the  blast  furnace; 
and  lime  is  proposed  in  combination  with  those. 

Here  then  is  "cold  short"  stated  to  be  prevented  by  theappS* 
cation  of  lime  subsequently  to  the  operation  of  the  blast  ftumaesj 
and  in  this  view  of  the  subject,  nothing  turns  upon  precise  pa 
portion,  the  claim  being  a  claim  of  discovery  generally.    Hi 
book  was  published  in  England  in  1807,  and  the  patent ■# 
taken  out  in  1816.     In  effect,  therefore,  this  book  comply 
negatives  the  novelty  of  the  alleged  discovery.     But  look  toll 
other  evidence  of  actual  previous  use  in  various  instances  in  fll 
country.     I  will  shortly  state  part  of  it  only,  the  whole  brii 
consistent  in  this  respect.     One  of  the  witnesses,  NorthaD,  i 
asked   (the   question  going  back  many  years   before    the  pi 
tent) — "  Did  you  know  how  to  prevent  the  quality  of  'col 
short'  in  the  iron  produced  from  the  cinder?"     His  answer i»-* 
"  By  the  application  of  lime  in  the  puddling  furnace."   Now  thf 
puddling  furnace  is  one  of  the  stages  in  which,  by  the  exprai 
words  of  the  specification,  the  lime  for  this  purpose  is  to  fat 
applied ;  but  this,  he  adds,  he  heard  from  one  person  only,  vat 
therefore  this,  if  it  stood  singly,  might  be  considered  as  slight 
proof.     I  will  not  stop  to  inquire,  whether  this  evidence  alone 
would  or  would  not  be  sufficient,  according  to  the  cases  which 
have  been  decided ;   but  let  me  next  see  what  further  know* 
ledge,  and,  beyond  this,  what  use  is  proved,  not  only  in  one,  hot 
in  many  instances,  and  by  the  different  witnesses  called,  only 
observing,  before  I  quit  the  evidence  of  this  witness,  that  this 
question  appears  to  have  been  put  to  him  by  one  of  the  jury  :— 
"  You  say  that  you  knew  that  using  lime  would  prevent  the 
c  cold  short;'   can  you  tell  us  how  it  ought  to  be  used  ?"    He 
answer  is — "In  the  puddling  furnace."    There  js  much  other 
evidence  to  the  same  effect,  but  I  shall  content  myself  with 
referring  to  that  of  Mr.  Robinson.      He  produced  a  journal 
of  entries,  in  which  successful  experiments  were  noted,  at  the 
time  they  were  made,  of  the  application  of  lime  both  in  the 
puddling  and  refinery  furnaces,  for  the  express  purpose  of  pre- 
venting the  "  cold  short,"  followed  up  by  a  continued  use  from 
1808  to  1816  (a  period  of  eight  years  anterior  to  the  patent), 
when  the  works  which  he  superintended  stopped.    The  applica- 
tion, therefore,  of  lime  in  some  way  for  the  purpose  proposed, 


(e)  Ante,  72. 
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of  being  a  secret  unknown  before,  was  as  public  as  it  A.D.  1818. 
>e  rendered  by  a  work  of  extensive  circulation;  and  in 
iew  of  the  subject,  therefore,  this  claim  had  been  more  or 

actual  use  in  this  country,  so  that  the  present  patent 
n  effect  operate  as  an  abrogation  of  vested  and  existing 

I  am  now  upon  the  subject  of  the  general  application  of 
timed  as  a  discovery,  without  reference  to  specific  appor- 
it,  except  as  before  mentioned. 

his  part  of  the  case  I  will  only  further  remark,  that  if If  a°y  material 
t  of  the  alleged  discovery,  being  a  material  part,  fail  (the  le^discovery 
ry  in  its  entirety  forming  one  entire  consideration),  the  fa"»  .*Je  P*16111 
js  altogether  void ;  and  to  this  point,  which  is  so  clear,  it 
cessary  to  cite  cases*  In  every  view  of  the  subject, 
:e,  the  claim  to  invention  and  novelty  fails,  not  only  vir- 
ind  technically,  as  the  patent  and  specification  are  framed, 
jffect  and  substance,  and  in  the  broadest  and  most  en- 
iew  of  the  subject.  At  the  time  of  the  trial,  the  utility 
lleged  discovery  being  admitted,  the  fairness  of  the  spe- 
m  being  established,  and  the  publicity  afforded  by  the 
compared  with  the  partial  and  previous  limited  use,  giving 
public,  as  it  appeared  to  me,  all  but  the  benefit  of  actual 
ginal  discovery,  constituted  a  case  so  far  favourable  to 
ntiff;  but,  looking  to  the  strictness  with  which,  on  the 
f  discovery,  patents  must  be  construed — looking  to  the 
is  in  cases  of  the  nearest  analogy,  and  to  the  peculiar 
of  this  case  under  all  its  circumstances,  we  feel  ourselves 
to  decide  against  the  originality  of  that  which  is  claimed 
patentee  as  new.  On  both  grounds,  therefore — first,  that 
ingement  of  the  patent  has  been  proved ;  and  secondly, 
e  invention  is  not  new — we  are  of  opinion  that  the  plain- 
lot  entitled  to  recover. 

,  Sergt.,  then  objected,  that  the  court  could  not  in  this 
rect  a  nonsuit  to  be  entered,  but  should  grant  a  new  trial 
kit 

las,  J.,  stated,  that  if  he  had  not  wished  to  give  the 
an  opportunity  of  going  into  the  whole  of  the  case,  he 
have  nonsuited  the  plaintiff  on  the  evidence  of  Edward 

Rule  absolute  for  a  nonsuit  (g). 


st,  Serjt.,  on  a  subsequent  day,  moved,  result  of  great  consideration  both  in  public  and  in 

ithority  of  Minchin  v.  Clement,  (1  6.  &  private. 

)  that  this  nonsuit  should  be  set  aside,  .    (g)  The  principal  defect  of  the  specification, 

r  trial  had.  He  urged  that  he  should  have  the  claiming  that  as  a  discovery  or  new  invention* 

of  exceptions,  of  which  he  was  now  de-  which  at  the  most  was  only  an  improvement,  is 

id  that  his  client  was  in  possession  of  a  so  distinctly  set  forth  in  the  above  elaborate  iudg- 

lich,  by  the  course  adopted  by  the  court,  ment,  that  it  would  be  superfluous  to  add  any 

k  from  him.  further  remarks. 

J.,   repeated   his    observations   above  See  ante  229,  n.  as  to  the  particular  class  to 

■d  Burroughs,  J.,  said,  that  the  course  which  this  kind  of  invention  may  be  referred. 
7  the  court  as  to  the  judgment,  was  the 
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Entry  of  Disclaimer  and  Memorandum  of  Alteration  w 
5  and  6  W.  4,  c.  83,  s.  1  (a). 

Perry  and  Others  v.  Skinner. 

[2  M.  &  W.  471.] 

E.  T.,  1337.      Cor.  Lord  Abinger,  C.  B. ;  Parke,  B. ;  Bolland,  B. ;  Aider 


Where  a  patent 
it  originally 
voidable,  but 
amended  under 
5&6W.4, 
c.  83,  by  filing  a 
disclaimer  of 
part  of  the  in- 
vention, that  act 
has  not  a  retro- 
spective opera- 
tion so  as  to 
make  a  party 
liable  for  an  in- 
fringement of 
the  patent,  prior 
to  the  time  of 
entering  such 
disclaimer. 


Case  for  the  infringement  of  a  patent  for  an  improve! 
pens,  of  which  the  plaintiffs  were  assignees.  The  dec! 
stated  that,  after  the  assignment  to  the  plaintiffs,  and  ai 
passing  of  a  certain  act  of  parliament,  entitled  "An 
amend  the  laws  touching  letters  patent  for  inventions," 
on  the  30th  of  April,  1836,  the  plaintiffs,  by  and  with  th 
of  Sir  Robert  Mounsey  Rolfe,  Knt.,  then  being  his  Mi 
Solicitor  General,  first  had  and  duly  certified  by  his  fi 
signature  in  that  behalf,  entered  with  the  clerk  of  the  pa 
certain  disclaimer  and  memorandum  of  alteration,  in  wri 
part  of  the  specification  (the  same  not  being  such  disclai 
alteration  as  extended  the  exclusive  right  granted  by  the 
patent),  by  which  disclaimer  and  memorandum  of  alto 
the  same  being  under  the  hands  and  seals  of  the  plaintifl 
did   disclaim  as  follows   (setting  forth  the  particular 


(o)  The  following  is  the  section  referred  to  in 
the  two  subsequent  cases : — "  Whereas  it  is  ex- 
pedient to  make  certain  additions  to,  and  altera- 
tions in,  the  present  law  touching  letters  patent 
for  inventions,  as  well  for  the  better  protecting 
of  patentees  in  the  rights  intended  to  be  secured 
by  such  letters  patent,  as  for  the  more  ample  be- 
nefit of  the  public  from  the  same  :  be  it  enacted 
by  the  King's  most  excellent  Majesty,  by  and  with 
the  advice  and  consent  of  the  Lords  Spiritual  and 
Temporal,  and  Commons,  in  this  present  parliament 
assembled,  and  by  the  authority  of  the  same,  that 
any  person  who,  as  grantee,  assignee,  or  otherwise, 
hath  obtained,  or  who  shall  hereafter  obtain,  let- 
ters patent,  for  the  sole  making,  exercising,  vend- 
ing, or  using  of  any  invention,  may,  if  he  think 
fit,  enter  with  the  clerk  of  the  patents  of  England, 
Scotland,  or  Ireland,  respectively,  as  the  case  may 
be,  having  first  obtained  the  leave  of  his  Majesty's 
Attorney  General  or  Solicitor  General,  in  case  of 
an  English  patent,  of  the  Lord  Advocate  or  Solici- 
tor General  of  Scotland  in  the  case  of  a  Scotch 
patent,  or  of  his  Majesty's  Attorney  General  or 
Solicitor  General  for  Ireland  in  the  case  of  an 
Irish  patent,  certified  by  his  fiat  and  signature,  a 
disclaimer  of  any  part  of  either  the  title  of  the  in- 
vention, or  of  the  specification,  stating  the  reason 
for  such  disclaimer,  or  may,  with  such  leave  as 
aforesaid,  enter  a  memorandum  of  any  alteration 
in  the  said  title  or  specification,  not  being  such 
disclaimer  or  such  alteration  as  shall  extend  the 
exclusive  right  granted  by  the  said  letters  patent ; 
and  such  disclaimer  or  memorandum  of  alteration, 


being  filed  by  the  said  clerk  of  the  pat 
enrolled  with  the  specification,  shall  b 
and  taken  to  be  part  of  such  letters  pater 
specification,  in  all  courts  whatever: 
always,  that  any  person  may  enter  a  < 
like  manner  as  caveats  are  now  used  t 
tered,  against  such  disclaimer  or  alteratio 
caveat,  being  so  entered,  shall  give  the 
tering  the  same  a  right  to  have  notice  < 
plication  being  heard  by  the  Attorney 
or  Solicitor  General,  or  Lord  Advocat 
tively :  Provided  also,  that  no  such  disc 
alteration  shall  be  receivable  in  evidea 
action  or  suit  (save  and  except  in  any  pi 
by  $cire  facias),  pending  at  the  time  w 
disclaimer  or  alteration  was  enrolled,  btr 
such  action  or  suit  the  original  title  and 
tion  alone  shall  be  given  in  evidence,  am 
and  taken  to  be  the  title  and  specificab 
invention,  for  which  the  letters  patent  b 
or  shall  have  been  granted :  Provided  al 
shall  be  lawful  for  the  Attorney  Genera 
licitor  General,  or  Lord  Advocate,  before 
such  fiat,  to  require  the  party  applyinj 
same  to  advertise  his  disclaimer  or  ah< 
such  manner  as  to  such  Attorney  Gc 
Solicitor  General,  or  Lord  Advocate,  4 
right,  and  shall,  if  he  so  require  such . 
ment,  certify  in  his  fiat  that  the  same 
duly  made." 

For  form  of  disclaimer,  &c,  and  prac 
ceedings,  under  this  section,  see  htm  mi 
Ind.  tit.  Disclaimer. 
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the  specification  disclaimed,  and  the  alteration  in  the  claiming  £.  t.,  1837. 
dinse,  necessary  to  make  it  consistent  with  the  previously 
Mentioned  part  of  the  specification),  which  said  disclaimer  and 
Memorandum  of  alteration  afterwards  were  filed  by  the  said 
ckrk  of  the  patents,  and  duly  enrolled  with  the  said  specifica- 
tion, pursuant  to  the  statute.  The  declaration  then  alleged, 
Ait  the  defendant,  within  the  term  of  fourteen  years,  to  wit,  on 
Ae  20th  of  February,  1836,  and  on  divers  other  days,  &c.,  did 
mnterfeit  the  said  invention,  and  did  use  and  practise  the 
,  otherwise  than  in  relation  to  the  said  part  of  the  inven- 
i  so  disclaimed,  in  breach,  &c. 
.  Plea,  as  to  so  many  of  the  supposed  grievances  as  were  com-  Pica. 
before  the  30th  of  April,  1836,  actionem  non>  because  the 
disclaimer,  &c.,  was  not  entered  or  enrolled  until  the  30th 
1836,  as  aforesaid,  and  until  after  the  committing  of 
►grievances  in  the  introductory  part  of  the  plea  mentioned, 
I  that  the  said  invention,  for  which  the  said  letters  patent  were 
ly  granted,  was  not,  at  the  time  of  making  and  granting 
said  letters  patent,  a  new  invention ;  but  on  the  contrary 
af  had  been,  as  to  a  material  part  thereof,  publicly  and 
ily  practised,  used,  and  vended,  before  the  date  of  the  said 
patent,  by  reason  whereof  the  rights,  &c.,  granted  by  the 
at,  were  void ;  wherefore  the  defendant,  at  the  said  several 
a,  when,  &c.,  before  the  said  30th  of  April,  1836,  and  whilst 
said  rights,  &c.,  were  so  void,  &c,  committed  the  said 
pMteral  supposed  grievances,  as  he  lawfully  might. 

Replication.     That  the  said  last-mentioned  grievances  were  Replication. 
tively  committed  only  with  relation  to,  and  in  respect  of, 
i  parts  of  the  said  invention  to  which  the  said  disclaimer 
memorandum  had  no  reference,  and  did  not  apply;  and 
;  the  said  last-mentioned  parts  of  the  said  invention  were,  at 
i  time  of  making  and  granting  the  said  letters  patent,  a  new 
mention. 

*  8pecial  demurrer  and  joinder.  The  point  stated  for  argu-  Demurrer. 
fetent  in  the  margin  of  the  demurrer  book,  on  the  part  of  the 
kfendant,  was  as  follows : — The  defendant  means  to  contend, 
Ifci  the  patent  was,  and  by  the  replication  is  admitted  to  have 
•Ben,  void  at  the  time  of  the  alleged  infringement,  to  which  the 
plea  is  pleaded;  and  therefore  such  infringement  was  lawful 
Mien  it  took  place,  and  cannot  be  rendered  otherwise  by  a  sub- 
toquent  disclaimer,  even  as  to  those  parts  of  the  patent  which 
toe  not  disclaimed  or  altered. 

ffightman,  in  support  of  the  demurrer.  The  question  is, 
whether,  supposing  the  patent  to  have  been  originally  void,  but 
Ifterwards  amended  under  the  recent  act,  5  &  6  W.  4,  c.  83,  a 
party  can  be  made  liable  by  relation  for  an  infringement  com- 
mitted in  the  mean  time,  before  the  amendment  has  been  made. 
The  question  turns  on  the  construction  of  the  first  section  of 
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Argument  on  that  statute,  which,  after  providing  that  any  person  having  < 
tained  letters  patent  for  any  invention,  may  enter  a  disdain 
of  any  part  of  either  the  title  of  the  invention,  or  of  the  spec 
cation,  or  a  memorandum  of  any  alteration  therein,  enacts,  t 
"  such  disclaimer  or  memorandum  of  alteration  being  filed 
the  clerk  of  the  patents,  and  enrolled  with  the  specificati 
shall  be  deemed  and  taken  to  be  part  of  such  letters  patent 
such  specification,  in  all  courts  whatever.''  By  the  old  1 
before  the  passing  of  this  statute,  where  the  specification 
too  large,  the  patent  was  held  to  be  wholly  void  (A).  The  ded 
tion  here  describes  the  disclaimer  and  memorandum  of  all 
tion  as  having  been  made  on  the  30th  of  April,  1836.  Thej 
states  that  the  disclaimer  was  not  enrolled  until  the  3d 
April,  and  not  until  after  the  infringement  had  taken  plaoey 
that  the  invention  was  not  a  new  invention,  but,  as  tot 
terial  part,  an  old  invention,  by  reason  whereof  the  patent 
void.  It  is  admitted  by  the  replication,  that  every  thing  1 
was  wrongfully  done  by  the  defendant  was  before  the  disdah 
but  it  is  alleged  that  parts  of  the  invention  so  infringed  i 
new.  Apart  from  the  recent  statute,  the  defendant  would  1 
a  good  defence,  as  the  patent  would  be  wholly  void.  And 
statute  has  no  retrospective  operation.  It  says,  that  such 
claimer  being  filed  and  enrolled,  it  shall  be  deemed  to  be  ] 
of  the  specification.  [Alderson,  B. :  Part  of  the  specificati 
it  does  not  say  of  the  original  specification.]  Then  there 
proviso,  "that  no  such  disclaimer  or  alteration  shall  be 
ceivable  in  evidence  in  any  action  or  suit  (save  and  excep 
any  proceeding  in  scire  facias)  pending  at  the  time  when  8 
disclaimer  or  alteration  was  enrolled,  but  in  every  such  ac 
or  suit  the  original  title  and  specification  alone  shall  be  gi 
in  evidence."  But  there  are  no  words  in  the  act  making  pai 
wrong-doers  by  relation ;  the  disclaimer  is  only  to  operate  I 
the  date  of  its  filing  and  enrolment.  [Alderson,  B. :  Then  n 
is  the  use  of  the  proviso  ?]  It  may  have  been  introduce* 
majore  cauteld,  to  meet  the  case  where  a  period  has  intern 
between  the  obtaining  of  a  fiat  for  the  alteration  and  the  en 
ment,  in  which  there  may  have  been  an  action  brought  - 
mitting  that  some  doubt  may  arise  on  the  construction  of 
proviso,  the  court  will  not,  without  express  and  decisive  wa 
put  such  a  construction  upon  the  clause  as  would  render  in 
cent  parties  wrong-doers  by  relation.  If  such  a  construe! 
were  put  upon  it,  it  might  be  an  inducement  to  a  person  tak 
out  a  patent  to  put  into  his  specification  a  great  deal  more  ti 
he  was  entitled  to ;  and  then,  without  any  risk,  by  means  ( 
subsequent  disclaimer,  give  validity  to  his  patent,  and  recti 


(6)  R.  t.  Else,  ante  76 ;  Campion  v.  Benyon,  3  Brod.  &  B.  5 ;  s.  c.  6,  B.  Moo.  71. 
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igainst  all  who  had  infringed  it  in  the  mean  time ;  and  it  would  E'T«» 1837* 
be  impossible  to  take  advantage  of  its  invalidity. 

Botch,  contnL    The  act  has  a  retrospective  operation  where 
the  infringement  takes  place  with  respect  to  a  part  of  the  in- 
ration,  to  which  the  disclaimer  does  not  apply.     If  the  words 
flf  the  statute  mean  that  the  disclaimer  becomes  part  of  the 
fecification  "  from  thenceforth/5  the  effect  of  that  would  be  to 
Jfft  virtually  a  new  patent,  which  the  statute  never  intended. 
Ike  statute  intends  that  the  disclaimer  shall  take  effect  from 
ftm  date  of  the  letters  patent.    The  language  of  the  proviso, 
Ikt  the  disclaimer  or  alteration  shall  not  be  receivable  in  evi- 
in  any  action  pending  at  the  time  of  the  enrolment,  is 
tory  of  that  view  of  its  meaning. 
•Lord  Abinger,  C.  B. :  It  cannot  be  doubted  that  the  act  of  Judgment. 
ent  is  obscurely  worded,  and  we  are  now  called  upon  to 
an  interpretation  upon  it.     The  act  would  be  unjust  if  it 
a  man  who  was  acting  consistently  with  the  law  at  a 
in  time,  subsequently  a  wrong-doer  by  relation.    We  never 
presume  that  such  was  the  intention  of  the  legislature,  and 
are  not  at  liberty  to  construe  a  doubtful  act  by  any  such 
ption.     The  only  argument  that  can  be  offered  is  upon 
proviso  which  says,  "  that  no  disclaimer  shall  be  receivable 
any  action  or  suit  pending  at  the  time  when  such  disclaimer 
enrolled."    We  consider  the  sound  way  of  interpreting  that 
\ky  that  it  shows  the  legislature  did  not  intend  to  make  a  person 
■  t wrong-doer  by  relation;  because  it  did  not  presume  that  any 
flan  would  have  the  courage  to  bring  an  action,  after  he  had 
actually  disclaimed,  for  an  infringement  of  a  patent  long  before 
■tth  disclaimer  was  thought  of.     The  intention  of  the  legisla- 
te doubtless  was,  that  he  should  not  have  the  benefit  of  the 
disclaimer  as  to  infringements  gone  by  long  before  such  dis- 
dumer  was  made.     The  act  of  parliament  is  not  specific  on 
iftb  point ;  but  we  think  it  never  could  have  been  the  intention 
rf  the  legislature  to  make  persons  wrong-doers  by  relation. 
^Ike  judgment  of  the  court,  therefore,  will  be  for  the  defendant. 
Parke,  B. :  I  am  of  the  same  opinion.    The  act  of  parlia- 
ment is  not  very  clearly  worded,  and  it  might  seem,  at  first, 
feat  the  construction  to  be  put  upon  the  words  of  it  would  be 
*  favour  of  Mr.  Rotch's  view  of  the  case.     The  act  enables  any 
party  to  disclaim  '.'  any  part  of  either  the  title  of  the  invention, 
tr  of  the  specification,  stating  the  reason  for  such  disclaimer, 
or,  with  such  leave  as  aforesaid,   to  enter  a  memorandum  of 
toy  alteration  in  the  said  title  or  specification,  not  being  such 
disclaimer  or  such  alteration  as  shall  extend  the  exclusive  right 
granted  by  the  said  letters  patent;  and  such  disclaimer  or  me- 
morandum of  alteration,  being  filed  by  the  said  clerk  of  the 
pttents,  and  enrolled  with  the  specification,  shall  be  deemed  and 
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Judgment,  taken  to  be  part  of  such  letters  patent  or  such  specificati 
all  courts  whatever."  The  construction  Mr.  Rotch  conten 
is,  that  it  shall  be  deemed  and  taken  for  part  of  the  1 
patent  as  originally  enrolled.  The  rule  by  which  we  i 
be  guided  in  construing  acts  of  parliament  is,  to  look 
precise  words,  and  to  construe  them  in  their  ordinary 
unless  it  would  lead  to  any  absurdity  or  manifest  injustice 
if  it  should,  so  to  vary  and  modify  them,  as  to  avoid  that 
it  certainly  could  not  have  been  the  intention  of  the  legii 
should  be  done.  Now,  if  the  construction  contended  fori 
Rotch  was  to  be  considered  as  the  right  construction,  it 
lead  to  the  manifest  injustice  of  a  party,  who  might  ha 
himself  to  a  great  expense  in  the  making  of  machines 
gines,  the  subject  of  the  grant  of  a  patent,  on  the  faith  c 
patent  being  void,  being  made  a  wrong-doer  by  relation* 
is  an  effect  the  law  will  not  give  to  any  act  of  parliament, 
the  words  are  manifest  and  plain.  We  must  engraft,  the 
a  modification  upon  the  words  of  the  act  in  this  case  i 
purposes  of  its  construction,  and  read  it  as  though  it  hai 
"  shall  be  deemed  and  taken  as  part  of  the  said  letters  \ 
&c.,  from  thenceforth/'  so  as  not  to  make  the  defendant  a  \ 
doer.  The  only  doubt  arising  in  this  case  is  from  the  wc 
the  proviso ;  but  we  cannot  think  the  legislature  meant 
so  unjust  a  thing  as  to  restrict  a  party  from  doing  that  wh 
has  a  lawful  right  to  do ;  and  therefore,  though  there  is 
obscurity  in  the  words  of  the  act,  we  are  bound  to  put  a  n 
able  construction  upon  them ;  and  undoubtedly  the  effec 
is  to  make  the  patent  good  for  the  future. 
Bolland,  B.,  and  Alderson,  B.,  concurred. 

Judgment  for  the  defend 


The  result  of  the  above  decision  would  appear  arise  in  which  the  part  disclaimed  is  n 

to  be,  that  the  party  entitled  to  letters  patent  in  material  part  of  the  invention,  nor  such  a 

the  title  or  specification,  of  which  any  disclaimer  would  prejudice  the  letters  patent,  as,  fori 

or  memorandum  of  alteration  has  been  enrolled,  apart,  the  utility  of  which  is  small.   The  1 

has  no  remedy  at  law  in  respect  of  any  infringe-  of  the  proviso  would  appear  to  be,  that  in  I 

ment  prior  to  the  date  of  the  enrolment  of  such  legal  proceedings  other  than  scire  facias,  i 

disclaimer  or  memorandum  of  alteration  ;    but  the  original  title  and  specification  are  reli* 

that  from  the  date  of  such  enrolment  the  patentee  disclaimer  enrolled  subsequent  to  the  cob 

acquires  a  new  title.     It  must,  however,  be  ob-  ment  of  such  action,  should  not  be  recei 

served,  that  the  enrolment  of  the  disclaimer  ap-  evidence.     Because  if  this  were  permitte 

pears  on  the  record,  and  the  replication  admits  fendant  might  on  the  trial  find  himself  dej 

the  material  averment  in  the  plea,  that  the  inven-  a  defence  which,  but  for  such  disclaim©] 

tion,  the  subject  of  the  letters  patent,  was  not  entitle  him  to  a  verdict, 
new,  and  that  the  letters  patent  were  conse-  In  the  above  case,  the  plaintiff  declared 

quently  voidable,  and  in  the  application  of  this  amended  patent,  and  the  breaches  assign 

decision  to  other  cases,  regard  must  be  had  to  the  in  respect  of  acts  prior  to  such  amendme 

course  of  pleading  and  peculiar  circumstances  of  suppose  a  plaintiff  to  declare  on  his  orig 

this  case.    The  consequences  dwelt  upon  in  the  tent,  would  he  be  precluded  from  ream 

judgment  of  the  court  as  those  which  would  result  reason  of  a  disclaimer  of  an  immaterial 

from  a  different  decision,  assume  not  only  the  the  brush  in  the  case  of  Lewis  ▼•  Matting, 

facts  admitted  by  the  pleadings,  but  that  the  pa-  P.  52.)  or  by  reason  of  a  memorandum  d 

tent  was  voidable  before  the  disclaimer,  by  reason  tion  which  was  simply  explanatory  of  001 

of  the  part  disclaimed.      But  many  cases  may  of  the  specification,  leaving  the  claims  una] 
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Spilsbury  and  Abbott  v.  Clougii. 

[2  Gale  &  Dav.  17;  6  Jur.  579.]  21  Jan.,  1842. 

This  was  an  action  for  infringing  letters  patent,  granted  22d  The  assignees 
March,  1836,  to  W.  Maugham,  for  certain  improvements  in  jj[  J^™^111' 
;  production  of  chloride  of  lime,  and  certain  other  chemical  which  a  dig- 
brtances.     The  declaration,  after  stating  the  invention,  and  be^enroUedby 

5  grant  in  the  usual  manner,  further  stated  that  Maugham,  by  a  grantee,  who, 
lenture  of  the  16th  of  April,  1839,  between  himself  of  the  S^^V^ 
it  part,  and  the  plaintiffs  respectively  of  the  second  and  third  possess  the  en- 
rtSy  assigned  to  the  plaintiff  Abbott  two  equal  undivided  third  mTinta^an™^ 
its  or  shares  in  the  said  letters  patent,  and  in  the  invention  tion  for  infringe- 
i  improvements  protected  thereby,  to  hold,  &c.,  for  his  own  A^iea  that  the 
■  and  benefit,  absolutely  for  the  residue  of  the  term ;  and  said  invention 
itf  afterwards,  by  another  indenture  of  the  same  date,  between  time  of  making 
Ingham  of  the  one  part,  and  the  plaintiff  Spilsbury  of  the  the  8aid  lettere 
for  part,  Maugham  assigned  one  equal  undivided  third  part  manufacture 

r  share   in  the   said  letters   patent  and  invention,  and  im-  mii}m  x*™  f 

ii        ,      r        ~   .,  y  „       ,.  realm,  bad  for 

rovements  protected  thereby,  to  Spilsbury,  for  his  own  use  duplicity. 
ad  benefit,  for  the  residue  of  the  term ;  and  that  afterwards,  on  S\^^^X 
he  1/th  of  April,  1839,  Abbott,  by  indenture,  between  himself  been  good,  if 
t  the  one  part,  and  Maugham  of  the  other  part,  reassigned  to  ||£t^  ^^been 
Vaugham  the  said  two  equal  undivided  third  parts  in  the  said  let-  pursued. 
en  patent;  and  that  afterwards  and  whilst  the  said  Maugham  was 
o  possessed  of  and  interested  in  the  said  two  equal  third  parts 

6  the  said  letters  patent,  as  last  aforesaid,  and  before  the  com- 
nhting  of  the  said  grievances  on  the  14th  of  November,  1838, 
Maugham,  in  pursuance  of  the  act  (5  &  6  W.  4,  c.  83),  with  the 
leave  of  the  then  Solicitor  General  first  had  and  obtained,  and 
certified  by  his  fiat  and  signature,  duly  enrolled  with  the  clerk 
«f  the  patents  of  England,  a  disclaimer  of  a  certain  part  of 
the  said  invention,  and  a  memorandum  of  alteration  in  the  spe- 
cification of  the  said  letters  patent.  That  afterwards,  on  the 
14th  of  November,  1839,  Maugham,  by  indenture  between  him- 
•df  and  Abbott,  assigned  the  said  two  third  parts  back  again  to 
Abbott.    The  breaches  were  assigned  in  the  usual  form. 

The  defendant  among  other  pleas  pleaded,  fourthly,  that  the  viea. 
tid  invention  in  the  said  letters  patent  mentioned,  was  not  at 
&e  time  of  the  making  of  the  said  letters  patent  a  new  manu- 
fccture  within  this  realm,  within  the  true  intent  and  meaning  of 
fte  act  of  parliament  in  that  case  made  and  provided. 

To  this  plea  there  was  a  special  demurrer,  assigning  for  Special  demurrer. 
grounds  that  it  does  not  appear  with  certainty  whether  it  is  in- 
tended in  the  plea  to  dispute  that  the  invention  is  new,  or  that 
*  is  a  manufacture  within  the  meaning  of  the  statute ;  and  that 
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although  in  the  plea  it  is  alleged  that  the  said  invention  m 
not  at  the  time  of  making  the  letters  patent  a  new  manufacture, 
yet  it  is  not  stated,  nor  does  it  appear  thereby,  whether  the  sod 
defendant  intends  to  rely  on  the  fact  that  the  invention  ra 
at  the  time  of  the  making  of  the  said  letters  patent  pubKdj 
known,  or  that  the  said  invention  was  not  new  to  the  inventor; 
and  also  that  the  plea  attempts  to  put  in  issue  matter  of  Inr^ 
namely,  whether  the  invention  is  a  manufacture  within  A|j 
meaning  of  the  statute.  * 

The  defendant  gave  notice  that  the  declaration  would  be 
jected  to. 

Petersdorff,  in  support  of  the  demurrer.     The  declai 
good,  and  the  action  maintainable.     The  alleged  objection, 
Maugham  had  no  right  under  5  &  6  W.  4,  c.  83,  s.  1,  to 
the  disclaimer,  because  at  the  time  he  was  not  possessed  of 
entire  interest  in  the  patent,  but  of  two-thirds  only,  does 
properly  arise,  for  the  plaintiffs  are  the  parties  in  whom 
entire  right  to  the  patent  is  vested.     But  the  disclaimer 
properly  made,  for  the  statute  gives  the  power  of  disclaiming! 
"any  person  who,  as  grantee,  assignee,  or  otherwise,  hath  A 
tained  letters  patent/9  so  that  Maugham  had  power  to  disckffl 
either  in  his  original  character  of  grantee,  or  in  his  subsequM 
character  of  assignee.    As  assignee,  certainly,  he  had  obtains) 
two-thirds  only  of  the  patent  at  the  time  of  disclaimer,  but  dtf 
plaintiffs  have  assented  to  his  act  by  bringing  this  action.    Hi 
real  question  is,  whether  a  party  who  has  not  the  whole  intern* 
cannot  disclaim  in  conjunction  with  the  parties  who  have  the 
remainder. 

The  plea  is  bad  for  ambiguity.  It  alleges  that  the  inventka 
was  not  a  new  manufacture  within  this  realm,  within  the  mean- 
ing of  the  statute ;  so  that  it  is  doubtful  whether  the  defendant 
means  to  contest  the  novelty  of  the  invention,  or  that  it  was  a 
manufacture. 

Cleasby,  contra.  The  declaration  shows  no  right  of  action; 
for  Maugham,  at  the  time  of  disclaimer,  was  possessed  of  two- 
thirds  only  of  the  patent.  The  circumstance  of  his  having  been 
the  original  grantee  is  immaterial.  The  words  of  the  statute 
are,  as  "grantee,  assignee,  or  otherwise."  [Coleridge,  J. :  WW 
is  the  meaning  of  the  word  assignee  ?]  It  may  mean  tbft 
assignee  of  a  foreign  patent  (a).  [Coleridge,  J.:  The  assign* 
may  be  said  to  have  obtained  the  patent  from  the  grantee.] 
But  then  a  person  who  has  a  right  to  a  part  of  a  patent  cannot 
disclaim.  It  is  not  probable  that  the  legislature  intended  any 
thing  so  unreasonable  as  that  the  original  grantee  should,  at  any 
time  after  he  has  parted  with  his  interest,  have  the  power  of 


(a)  The  assignee  of  a  foreign  patent  would  have  no  right  in  this  country  except  as  grantee  of  kctirt 
patent  for  such  imported  invention. 
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;  the  patent ;  and  the  phrase  €t  obtained  letters  patent/'  A.D.  1842. 
is  the  statute,  clearly  means  possessed  of  letters  patent.     If  the 
concurrence  of  other  part  owners  in  the  patent  would  qualify 
Mmujkam  to  enter  the  disclaimer,  their  concurrence  should  have 
been  averred. 

The  plea  is  good.  If  it  is  bad,  it  is  bad  for  duplicity ;  and  it 
in  not  been  demurred  to  on  that  ground.  The  plea  alleges 
fctinctly,  that  the  invention  was  not  a  new  manufacture  within 
fee  statute  of  James.  There  is  no  ambiguity  in  that  allegation, 
lough  it  may  be  objected  to  as  double,  inasmuch  as  it  denies 

;  the  invention  is  new,  and  that  it  is  within  the  statute.    But 

)  plea  is,  in  truth,  not  double ;  for  the  allegation  is  one  con- 
proposition,  containing  a  single  defence,  to  which  both 

i  statements  involved  in  the  allegation  are  necessary ;  such 
le  of  pleading  is  good  (4). 
tersdoiff,  in  reply.     [Patteson,  J. :  "Obtained"  cannot  very 

I  be  taken  merely  to  mean  "possessed"  in  the  statute,  5  &  6 
F.  4,1  for  in  the  2d  section  provision  is  made  for  allowing  a 
r  who  has  obtained  a  patent  for  something,  of  which  it  turns 

the  was  not  the  first  inventor,  to  petition  for  a  confirmation 
Idle  patent ;  in  that  section,  the  person  spoken  of  as  having 
jfebrined  the  patent,  is  clearly  the  original  grantee  (c)J]  \WxghU 
hm,  J. :  The  plea  does  not  follow  the  words  of  the  6th  section 
If  the  statute  of  James,  which  makes  a  reservation  in  favour  of 
fetters  patent  heretofore  made,  of  the  sole  working  or  making 
of  any  manner  of  new  manufacture  within  this  realm.]  The 
fKstion,howfar  an  assignee  who  had  been  grantee  may  disclaim, 
fees  not  arise,  because  in  this  case  the  disclaimer  was  by  the 
|HDtee.  There  is  nothing  in  the  act  to  intimate  that  a  party 
ottering  a  disclaimer  should  have  any  present  interest.  The 
|ka  is  uncertain.  It  would  be  difficult  in  advising  on  evidence 
Id  say/ what  defence  the  plaintiff  must  be  prepared  to  meet. 

Lord  Dbnman,  C  J. :  The  first  question  is,  whether  the  Judgment. 
declaration  is  good.  The  disclaimer  is  stated  to  be  by  the 
pintee  of  the  letters  patent ;  at  a  time  when  he  had  not  the 
Qtire  interest  in  them.  I  think  he  falls  within  the  description 
pren  in  the  statute  of  the  person  who  may  enter  a  disclaimer, 
tod  that  the  declaration  is  good.  Any  inconvenience  which 
tight  arise  from  such  a  power  may  be  obviated  by  the  exercise 
tf  the  discretion  conferred  upon  the  Attorney  and  Solicitor 
General,  who  will,  before  they  grant  leave  for  that  purpose, 
fcke  cognisance  of  the  name  in  which  permission  is  given. 

The  second  question  is,  on  the  goodness  of  the  fourth  plea. 
tappose  the  words  of  the  statute  had  been  followed ;  then,  I 


(•)  &BrU*  t.  Saxon,  2  B.  &  C.  908.  have,  or  bo  possessed  of,  letter*  patent  in  respect 

(f)  Any  other  meaning  of  the  word  is  inap-  of  his  character  of  inventor,  but  the  same  inap- 

'   ' '   to  the  circumstances  to  which  the  section  plicability  does  not  exist  in  the  senses  in  which 

The  grantee  is  the  only  person  who  can  the  word  may  be  used  in  the  first  section* 

2  L 
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Judgment.  think,  it  would  have  fallen  within  the  rule  which  allows  of  % 
complicated  proposition  being  pleaded  though  consisting  o{ 
several  facts.  But  the  words  of  the  statute  are  not  followed, 
which  are,  "the  sole  working  or  making  of  any  manner  of  nor 
manufactures  within  this  realm;"  and  therefore,  being  used  in  tbf, 
ordinary  sense,  it  is  left  doubtful  whether  the  objection  it,  tkt 
the  invention  is  not  new,  or  that  it  is  not  a  manufacture  vittt( 
the  statute  (21  Jac.  1,  c.  3).  That  is  clearly  not 
cated  proposition,  but  two  propositions ;  and  therefore  the 
is  bad. 

Patte80n,  J. :  I  cannot  read  the  first  section  of  stat 

W.  4,  c.  83,  without  being  convinced  that  the  word  * 

refers  to  the  act  of  applying  for  and  obtaining  from  the 

grant  of  letters  patent,  though  at  the  same  time  I  do  not 

stand  the  words  "  assignee,  or  otherwise/'    It  is  indeed 

that  the  word  "  obtain"  may  mean  "get  into  his  poi 

through  any  other  channel ;  but  looking  to  the  second 

we  find  the  same  word ;  and  there  it  is  clear  that  it 

meaning  which  I  attach  to  it ;  for  it  mentions  any  person 

shall  have  obtained  letters  patent  for  any  invention  being 

to  be  not  the  first  inventor  thereof,  and  gives  power  to  1 

his  assigns  to  petition  the  crown.    And  I  do  not  see  why 

same  sense  should  not  be  attributed  to  it  in  the  first,  which 

A  gnntee  of     obviously  has  in  the  second  section  (d).     Therefore,  if 

tboo7h^avtog   grautee  has  entirely  parted  with  his  interest,  I  think  he 

entirely  parted  be  a  proper  person  to  enter  a  disclaimer,  if  the  Attorney* 

may  enteTa"*' '  Solicitor  General,  whose  permission  is  made  necessary,  shtftf 

disclaimer.        think  proper  to  allow  it.     But  this  declaration  shows  that  Al 

original  grantee  had  reconveyed  to  him  two-thirds  of  the  intend 

in  the  patent,  whether  collusively  or  not  is  not  now  a  question 

As  to  the  fourth  plea,  I  thought  at  first  that  it  contained  on* 

connected  proposition,  but  the  words  "within  this  realm"  apply 

to  the  working  or  making  of  the  manufacture ;  and  the  words  of 


to  any  other  than  the  grantee  J  ^*^ 
it  be  the  grantee,  the  term  **"£"** 
inapplicable.  Ante  157,  n.c.   TjJ»J 
subject-matter  of  the  two  sections  being  diftw* 
the  construction  of  words  employed  will,  to— * 


(d)  But  the  important  auestion  is,  whether  it  has  vention,  not  derived  from  such  a  source.    It  ■£ 

that  sense  and  no  other.  It  the  word  "obtain"  in  the  also  be  remarked,  that  in  the  second  sectioaV 

first  section  is  to  apply  only  to  the  immediate  gran-  word  "  obtain''  cannot  in  the  nature  of  the  &H 

tee  of  letters  patent,  and  he  alone  is  the  proper  be  applied 

party  to  enter  a  disclaimer  or  memorandum  of  al-  ventor  must 

teration,  the  words  "  assignee  or  otherwise'*  would  altogether  inappli< 
not  only  be  without  meaning,  but  great  hardship 
will  result  in  certain  cases';  as,  for  instance,  where 

the  grantee,  who  has  parted  with  his  whole  in-  the  necessities  of  the  case,  require  a 

terest,  refuses  to  enter  such  disclaimer,  or  where  ing  modification.  ^ 

the  letters  patent  may  have  vested  in  the  execu-  The  preceding  case  decides,  that  a  grantee  w» 

tors  or  administrators  of  a  grantee,  or  in  assignees  has  parted  with  a  part  or  the  whole  of  his  WjJ 

under  a  bankruptcy.     With  respect  to  the  sug-  patent  may  make  a  disclaimer ;  but  does  it  *t»fr 

gestion  that  these  words  may  apply  to  a  party  cido  that  the  assignee  of  the  whole  k^^J^JJ 

who  first  procures  letters  patent  in  this  country  may  not  also  make  a  disclaimer?    The  °ty***j 

for  an  invention  learnt  or  imported  from  abroad,  the  statute  would  be  defeated  in  many  cat*  if 

it  must  be  observed  that  such  a  party  is  the  such  a  construction,  and  that  question  woaMi^ 

grantee  of  the  letters  patent  as  the  true' and  first  pear  neither  to  have  arisen,  nor  to  have  bct> 

inventor  in  law,  and  has  no  other  or  different  decided,  in  the  above  case, 
rights  than  the  grantee  of  letters  patent  for  an  in- 
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5  are  not  strictly  pursued.     I  think  the  plea  is  am-  a.D.  1842. 
ad  that  the  plaintiff  might  be  put  in  a  difficulty  how 

dob,  J.:  I  am  of  opinion  that  the  declaration  is  good. 

of  the  statute  extend  to  what  has  been  done  in  this 
the  disclaimer  has  been  made  by  the  party  who  has 
t  within  the  meaning  of  the  statute.    The  words 

or  otherwise"  may  be  reconciled  with  our  construc- 
it  the  person  who  has  obtained"  means  the  original 
r  the  words  a  assignee  or  otherwise"  may  apply  to  a 
ration,  of  which  a  party  in  this  country  may  become 
se,  and  be  the  first  to  obtain  an  English  patent  for  it  (e). 
▼enience  which  would  result  from  allowing  a  person 
uted  with  his  right  to  enter  a  disclaimer  without  any 
,  is  obviated  by  the  provisions  with  respect  to  the 
,  by  the  control  to  which  it  is  subjected  of  the  officers 
m. 

rth  plea  is  substantially  defective ;  a  person  asked  to 
in  the  evidence  to  rebut  it,  would  be  in  doubt  as  to 
o  which  it  should  be  directed. 

*  an,  J. :  It  is  only  by  a  forced  construction  that  the 
am"  could  be  construed  to  apply  to  any  other  person 
erson  to  whom  originally  the  letters  were  granted  by 
>  The  argument  ab  inconvenienti  is  answered  by  a 
o  the  provisoes  in  the  first  section. 

>urth  plea  had  omitted  the  words  "  within  this  realm, " 
lave  been  good;  but  as  it  stands,  it  applies  those 
the  invention,  whereas  the  act  applies  them  to  the 

•  making  (/). 

Judgment  for  the  plaintiffs* 


e  256,  n.  a.  against  the  grantee  of  such  letters  patent  being 

Deluding  observation  of  this  learned  an  independent  inventor ;  this  however  would  be 

instruction  of  the  statute,  is  of  the  a  question  of  fact.     (See  Lewis  v.  Marling,  10 

rtance  with  reference  to  the  ques-  B.  cc  C.  22,  and  ante,  126.)     But  in  the  case  of 

the  simple  user  of  an  invention  or  a  compound,  presenting  little  or  no  trace  of  its 

id  from  abroad,  without  any  know.  elements,  and  of  their  proportions,  as  a  metal,  a 

mstruction  of  that  article,  or  its  con-  paint,  a  cement,  a  medicine,  and  similar  articles, 

'  the  source  whence  it  came,  there  the  discovery  of  the  working  and  making  of  such 

lufacture  of  the  article  within  the  a  manufacture  may  be  matter  of  great  research 

vitiate  letters  patent  for  the  same  and  difficulty ;  the  constitution  of  the  article  it- 

oted  to  an  independent  inventor,  self,  together  with  the  fact  of  its  previous  user  in 

hing  of  the  existence  of  such  an  ar-  ignorance  of  its  manufacture,  would  be  evidence 

»ring  of  its  existence,  had  no  know-  to  raise  a  strong  presumption  in  support  of  the 

it  was  to  be  made,  but  who  cither  claim  of  such  grantee  to  be  an  independent  and 

nowledgc  of  the  manufacture  from  real  inventor. 

rented  it  by  his  own  wit  and  in-  The  difficulty  which  this  question  presents,  ap- 

Btroduced  the  working  and  making  pears  to  arise  from  not  distinguishing  between  the 

nJacture  into  the  realm  through  the  use  of  an  invention  or  article  as  a  consumer,  and 

>  specification  of  letters  patent,  and  the  using,  exercising,  and  patting  in  practice,  the 

>  manufacture  into  practice,  and  the  invention  spoken  of  in  the  letters  patent  as  a  ma- 
rly consequent  on  such  proceedings.  nufacturer  of  an  article,  which  is,  in  fact,  the 
f  any  simple  mechanical  combina-  working  and  making  of  the  manufacture  spoken  of 
:  of  peculiar  construction,  the  fact  in  the  statute.  The  purchaser,  user,  and  con- 
*  and  user  of  such  an  article  within  sumcr  of  a  patent  lock,  cork-screw,  medicine,  and 
vould  raise  a   strong  presumption  paint,  docs  not  use,  exercise,  and  put  in  practice, 
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Notice  of  Objections  under  5  &  6  W.  4,  c.  83,  a.  6(a 

Nev.  25,  1837.  BULNOIS  V.   MACKENZIE. 

[4  Bing.  N.  C.  127.] 

In  actions  for  This  was  an  action  on  the  case  for  infringing  a  patent 
tenure noau^imProved  «*riolet|  invented  by  Moses  Poole,  and  by! 
•f  objection  de-  signed  to  the  plaintiff. 

fe7dattbund«  T^  defendant  pleaded  several  pleas,  and  delivered  wit 
5  &  6  w.  4,  a  notice  of  the  following  objections  to  the  patent :  First,  i 
Mt^oncbiile  alleged  invention  was  not  at  the  time  of  granting  the 
at  his  peril;  but  new;  secondly,  that  Poole  was  not  the  true  and  first  in 
jud^unde*  thirdly,  that  Poole  was  not  at  the  time  of  granting  the  p 
their  general     the  possession  of  the  alleged  invention ;  fourthly,  that  at  t 

jurisdiction,  as       r    *■  .  i         i*         i    •  .•         *     j  • 

well  as  under    of  granting  the  patent  the  alleged  invention  had  been  i 

•rfeVafurth™ry  others>  fifthly,  that  the  supposed  improvements  were  no 

and  fuller  no-    invention  as  to  the  public  use  thereof;  sixthly,  that  the 

•^  cation  was  imperfect,  in  not  ascertaining  the  nature  of  the 

tion,  and  not  showing  the  application  of  the  alleged  in 

construction.    These  objections  were  a  mere  echo  of  th 

On  the  14th  of  June  last,  Park,  J.,  after  hearing  coo 

both  sides  at  chambers,  upon  a  summons  for  further  and 

objections,  ordered  the  defendant's  attorney  to  deliver  a 

and  better  account  in  writing  of  the  objections  to  be  rd 

Whereupon  the  defendant  added  to  his  fourth  objection,  1 

alleged  invention  had  been  used  by  James  Hargrave  -M 

England,  and  by  divers  other  persons  in  other  parts  of  tt 

dom ;  altered  the  fifth,  into  an  objection  that  the  speci 

did  not  describe  the  nature  of  the  invention ;  that  every 

or  principle  stated  in  it  was  already  known  to  the  publ 

open  to  public  use ;  and  that  it  contained  no  new  combi 


the  manufacture  of  those  articles,  or  the  said  in-  the  plaintiff  snail  file  with  his  declaratioi 

ventions,  within  the  meaning  of  the  letters  patent ;  of  any  objections  on  which  he  means  to  i 

if  he  did,  such  purchaser,  user,  or  consumer,  would,  trial  of  such  action';  and  no  objection 

in  the  words  of  the  letters  patent,  require  a  license  allowed  to  be  made  in  behalf  of  such 

to  use  the  same,  in  writing,  under  the  hand  and  or  plaintiff  respectively  at  such  trial, 

seal  of  the  patentee.     The  not  attending  to  this  prove  the  objections  stated  in  such  not 

distinction,  between  the  using  an  invention,  and  vided  always,  that  it  shall  and  may  be 

the  working  and  making  of  the  manufacture,  of  any  judge  at  chambers,  on  summons 

which  the  invention  is  the  result,  has  given  rise  such  defendant  or  plaintiff  on  such  p 

to  some  difficult  questions  in  the  law  of  patents,  defendant   respectively,  to  show  can* 

and  which  would  appear  not  to  be  well  founded.  should  not  be  allowed  to  offer  other  € 

Sec  that  suggested  by  Lord  Eldon,  ante,  7  &  48 ;  whereof  notice  shall  not  have  been  gives 

see  also  ante,  216,  in  notes.  said,  to  give  leave  to  offer  such  obje 

(a)  The  fifth  section  is  as  follows :  "  And  be  it  such  terms  as  to  such  judge  shall  seem 

enacted,  that  in  any  action  brought  against  any  per-  the  general  construction  of  this  teetioi 

son  for  infringing  any  letters  patent,  the  defendant  practice  under  it,  see  the  subsequent  ■ 

in  pleading  thereto  shall  give  to  the  plaintiff,  and  also  Neilson  v.  Harford,  post  332,  362, 

la  any  scire  facias  to  repeal  such  letters  patent  370, 


BULNOIS   V.    MACKENZIE.  261 

id  the  sixth  into  an  objection,  that  vehicles  with  two  wheels, 
rmwn  by  one  horse,  and  entered  behind,  were  in  public  use 
sfore  the  granting  of  the  letters  patent ;  and  that  the  specifi- 
ition  did  not  set  out  with  any  certainty  what  Poole  claimed  as 
s  invention. 

The  plaintiff  then  took  out  a  summons,  calling  on  the  de- 
ndant  to  furnish  the  name,  description,  and  place  of  abode,  of 
e  persons  referred  to  in  the  fourth  objection,  and  further 
d  better  objections  in  lieu  of  the  fourth,  fifth,  and  sixth, 
to  be  precluded  from  calling  witnesses  in  support  of  the 
nrth. 

Yauohan,  J.,  after  hearing  counsel  on  both  sides  on  the  22d 
'  June,  made  an  order  to  that  effect.  The  defendant  then 
Ided  to  the  first  objection,  that  the  details  of  the  alleged  inven- 
BH  (specifying  them),  as  well  as  the  alleged  invention,  were  not 
jpr;  and  in  the  place  of  the  fourth,  fifth,  and  sixth  objections, 
instituted  a  minute  detail  of  defects  in  the  specification,  con- 
bding  the  whole  with  a  statement  of  the  address  and  descrip- 

00  of  Jams  Hargrave  Mann. — Early  in  the  present  term, 

8ir  F.  Pollock  obtained  a  rule  to  rescind  the  two  orders  of  the 
4th  and  22d  of  June,  and  for  the  defendant  to  be  at  liberty  on 
le  trial  of  the  cause  to  rely  on  the  objections  originally  de- 
rered  with  the  pleas.  He  contended  that,  under  the  late 
atute,  the  defendant  must  deliver  in  a  particular  of  objections, 
t  Ms  own  peril,  and  that  the  judges  had  no  authority  to  inter- 
sre  under  their  general  jurisdiction. 

Wilde,  Sergt.,  and  Hoggins,  who  showed  cause,  insisted  that 
ten  if  the  late  statute  did  not  confer  any  authority  in  this 
latter,  the  court  had  a  right  to  interfere  by  virtue  of  their 
enteral  jurisdiction  in  regulating  the  proceedings  in  a  cause ;  as, 

1  ordering  particulars  of  a  plaintiff's  demand ;  further  particu- 
us;  the  production  and  inspection  of  documents,  and  die  like; 
or  which  orders  there  was  no  authority  by  statute.  In  Blackrey 
\  Porter  (1  Taun.  386),  they  ordered  a  copy  of  an  assignment  of 
i  lease,  to  enable  the  plaintiff  to  commence  an  action  of  cove- 
nut  And,  in  general,  where  a  party  can  obtain  an  inspection 
if  documents  in  equity,  this  court  will  compel  it  in  the  progress 
t  a  cause.  Under  the  statutes  of  set-off  the  defendant  may  be 
■id  to  act  at  his  peril,  and  no  express  jurisdiction  is  given  to 
he  court ;  and  yet  it  is  the  constant  practice  to  order  amended 
wrticulars  of  set-off.  But  the  proviso  in  s.  5  of  the  late  patent 
ct,  seems  to  point  expressly  to  a  discretion  in  the  court. 

Here,  the  first  notice  of  objections  was  altogether  illusory  and 
igue,  and  gave  no  more  information  than  the  plea.  The  plain- 
iff  was  at  all  events  entitled  to  know  the  names  and  addresses 
£  the  other  persons  besides  Mann,  who  were  alleged  to  have 
tsed  the  plaintiff's  invention ;  otherwise,  if  the  evidence  as  to 
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Mann  were  answered,  the  plaintiff  might  still  be  taken  by  sur- 
prise as  to  the  others  who  were  not  named* 

Sir  F.  Pollock  and  R.  V.  Richards,  in  support  of  the  nie, 
argued,  that  to  enforce  those  orders  would  be  an  unfair  exposon 
of,  and  interference  with,  the  defendant's  evidence  }  that  tfa 
jurisdiction  of  the  court  in  controlling  the  proceedings  is  i 
cause,  appeared  by  the  year  books  to  have  commenced  in  ffci 
reign  of  Henry  VII.,  when  pleadings  were  ore  temu:  tk 
court  then  compelled  a  defendant  to  produce  a  document; 
that  was  a  usurpation  which  the  court  would  not  now  be 
posed  to  extend ;  otherwise  it  might  become  impossible  to 
a  line.  The  court  might  be  called  on  to  order  padiculiri 
every  plea  that  was  pleaded ;  the  time,  place,  and  manner  of 
assault  demesne,  and  the  details  of  the  trading,  debt,  and 
bankruptcy,  which  the  plaintiff's  assignees  must  prove 
being  required  to  do  so.  The  defendant  being  precluded 
giving  evidence  of  any  objection  of  which  he  has  not 
notice,  the  sufficiency  of  the  notice  will  be  determined  at 
trial.  And  as  to  the  names  and  addresses  of  the  other 
mentioned  in  the  notice,  the  defendant  may  be  able  to 
that  several  persons  have  been  seen  using  it,  with  whose 
he  is  unacquainted.  In  Crofts  v.  Peach  (b),  in  an  action  far 
infringement  of  a  patent,  the  court  held,  that  the  plaintiff 
not  be  compelled  to  produce  a  specimen  of  the  patent  articles 
enable  the  defendant  to  prepare  his  defence  to  the  action.  I 
these  orders  be  enforced,  it  will  rest  with  a  judge  at  chamber* 
and  not  with  the  defendant,  to  say  on  what  evidence  he  shall  go 
to  trial :  he  proceeds  on  notices  given  by  the  judge,  and  not 
those  for  which  the  statute  has  made  him  responsible.  Tta 
analogy  of  set-off  has  no  application,  for  a  set-off  is  a  species  of 
cross  action,  of  which  the  party  is  bound  to  furnish  all  the  par* 
ticulars ;  and  this  is  the  first  time  that  an  order  like  the  preset 
has  been  made. 

Tindal,  C.J. :  This  is  an  application  to  set  aside  two  ordfli 
of  a  judge  at  chambers ;  one  for  further  and  better  objections  it' 
answer  to  an  action  for  infringement  of  a  patent;  that  has  best 
complied  with,  and  therefore  there  is  no  occasion  for  setting  fc 
aside :  the  other,  for  the  address  of  James  Mann  and  other 
persons,  who  are  alleged  by  the  defendant  to  have  used  the  in- 
vention before  the  plaintiff.  To  a  certain  extent,  that  order  bis 
also  been  complied  with,  for  the  address  of  James  Mann  h* 
been  furnished :  to  that  extent,  therefore,  it  is  unnecessary  to 


(6)  Pott  268 ;   but  see  Perry  t.  Mitchell,  pott      the  plaintiff  sought  information  as  to  which  if 
269.    These  two  cases  are,  however,  clearly  dis-      several  inventions  contained  in  the  i =*— ■*■■ 


tinguishable;  the  application  in  the  former  case  the  infringements  were  alleged;  but  the  coot 
was  refused  on  the  ground  that  the  specification  did  not  order  specimens  of  his  manufacture  aids' 
furnished  the  requisite  information.    In  the  latter,      those  several  parts  to  be  furnished. 
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dad  it;  and  the  only  question  is,  whether  it  should  be  re- 
dded as  to  the  name  and  address  of  the  other  persons.     I 
9ede  to  the  proposition,  that  the  court  has  the  right  to  model  The  court  a 
m  proceedings  under  its  general  jurisdiction;  and  I  protest Th^ proceed! 
linst  the  word  usurpation,  which  has  been  employed  on  the  ^gs  under  its 
t  of  the  defendant.     It  is  admitted  by  the  learned  counsel,  g^^ iuri8dic" 
t  this  jurisdiction  was  exercised  in  the  reign  of  Henry  VII. ; 
las  constantly  been  acted  on  ever  since ;  and  it  is  most  bene- 
■1  to  the  parties,  who  would  otherwise  be  driven  to  a  court  of 
dty.     But  looking  at  die  words  of  the  statute  5  &  6  W.  4, 
J3,  s.  5, 1  think  it  falls  clearly  within  the  same  construction 
the  statutes  of  set-off.     I  cannot  see  any  objection  to  the 
■fa  looking  at  notices  delivered  by  the  defendant,  and  de- 
nining  whether  or  not  they  are  sufficient.    At  the  same  time 
■e  is  a  generality  in  the  words  of  the  section,  which  leaves  it 
p  to  doubt,  whether  under  the  words  "  notice  of  objection"  Doubtful  whe- 
|pan  require  the  defendant  to  furnish  the  names  of  those  who  {^Je^S.**11 
I  alleged  to  have  used  the  plaintiff's  invention.     We  shall 
mfore  rescind  so  much  of  the  second  order  as  requires  the 
fondant  to  furnish  the  names  and  addresses  of  those  other 
Dons.    The  consequence  will  be  that  the  judge  at  nisi  prizes 
B  admit  or  reject  evidence  as  to  those  persons,  according  as  he 
ly  deem  it  to  fall  within  the  terms  of  the  notice  or  not;  and 
en  one  of  the  parties  will  tender  a  bill  of  exceptions.     I  regret 
■t  the  defendant  declines  to  preclude  this  inconvenience,  by 
mplying  now  with* the  judge's  order. 

Vaughan,  J. :  It  is  true  that  the  order  is  new  in  specie ;  but 
fore  the  recent  act  and  the  new  rules  of  pleading,  the  question 
is  not  likely  to  arise ;  because  the  defendant  might  give  in 
idence  whatever  he  pleased,  under  the  general  issue.     I  think  The  notice  of  • 
e  construction  I  put  on  the  act  was  correct.     It  meant  to  ^eanuo  IfTord 
ford  the  plaintiff  more  specific  information  than  was  given  by  pore  specific 
t  defendant's  plea  (c),  and  therefore,  I  think  the  present  Se°™et"0nt  *" 
itice  insufficient ;  for  if  the  defendant  fail  as  to  the  alleged  user 
r  James  Mann,  he  has  only  to  resort  to  the  others,  as  to  whom 
ft  plaintiff  must  now  be  taken  by  surprise. 

Bosanquet,  J. :  I  entertain  no  doubt  as  to  the  power  of  the  The  court  may 
«rt  to  decide  on  the  sufficiency  of  these  notices  of  objection.  ^Jjjcfen^Jf 
do  not  consider  it  to  have  been  created  by  the  late  act  of  par-  the  notice.  This 
■nent,  but  the  fifth  section  of  the  act  engrafts  itself  on  the  SJJJJJj1 by°the 
notice  already  existing.    The  practice  as  to  notice  of  set-off  is  statute. 
lactly  analogous.     The  defendant  originally  gave  merely  the 
ads  of  his  #  set-off,  which  afforded  the  plaintiff  little  informa- 
on;  the  courts  therefore  required  him  to  furnish  such  particu- 


(0  Thus  per  Lord  Abinger,  C.B.,  the  notice  of  objections  is  to  apprise  the  plaintiff  of  what  he 

has  to  meet,  ante  203. 
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lars  as  should  enable  the  plaintiff  to  understand  what  was  to  be 
proved  at  the  trial ;  not  indeed  to  lay  open  his  case,  or  the  eri- 
dence  by  which  it  was  to  be  supported,  but  pre  a  reasonable 
account  of  the  nature  of  the  transaction.  I  have  no  doubt, 
therefore,  of  the  power  of  a  judge  to  order  a  further  notice  of 
objections :  but  I  think  the  order  goes  too  far  in  requiring  lie 
names  of  all  the  others,  who  are  alleged  to  have  used  the  fovea* 
tion.  Andrews  v.  Bond  (8  Price,  213,  538)  is  in  point.  Then 
the  plaintiff  had  been  nonsuited,  on  the  ground  that  a  notki 
of  set-off  had  given  sufficient  information  of  the  sum  intend*! 
to  be  set-off  against  the  demand,  and  that  the  defendant 
not  precluded  by  his  particular  of  set-off  from  entering 
proof  of  a  counter  demand  not  stated  there ;  that  nonsuit 
afterwards  set  aside,  and  the  court,  considering  that  he  was] 
eluded,  granted  a  new  trial. 

Coltman,  J. :  As  far  as  the  jurisdiction  of  the  court  is  < 
cerned,  I  think  this  question  must  be  decided  on  the  same  p 
ciple  as  questions  under  the  statute  of  set-off.  .  The 
statute,  no  doubt,  requires  a  pretty  full  notice  to  restrain 
generality  of  a  defence ;  but,  perhaps,  it  would  be  throwing 
great  a  difficulty  on  the  defendant  to  require  him  to  disclose 
name  and  address  of  all  persons  who  are  alleged  to  have 
seen  using  the  plaintiff's  invention.    To  that  extent,  therefaq 
I  think  the  judge's  order  should  be  rescinded. 

Rule  absolute  accordingly. 


June  13, 1838. 


Fisher  v.  Dewick. 
[4Bing.N.C.706.] 


A  particular  of  To  an  action  on  the  case  for  infringing  a  patent  obtained  bf 
objections  de-  William  Sneath,  and  assigned  to  the  plaintiff,  for  the  mannfto- 
defendant  in  an  ture  of  bobbin  net  lace,  the  defendant  pleaded,  First,  notguity 
action  for  in-  Secondly,  that  W.  Sneath,  in  the  declaration  mentioned,  did  nflfc 
right,  mast  bo  by  an  instrument  in  writing,  under  his  hand  and  seal,  parti* 
precise  and  defi-jarjy  describe  and  ascertain  the  nature  of  his  alleged  inventta- 

mte.    It  is  not  J  .  .  * 

sufficient  to  say  Thirdly,  that  the  said  alleged  invention  was  not  an  improvement 
throvemenu!or  "*  sucl1  machinei7  for  making  bobbin  net  lace.  Fourthly,  tW 
some  of  them,  he  was  not  the  true  and  first  inventor  of  the  alleged  iraprote- 
bXe^tLTe?  ments  »*  toe  machinery.  Fifthly,  that  the  alleged  invention  m 
fendant  should  of  no  use,  benefit,  or  advantage  to  the  public  whatsoever*, 
point  out  which.  Sixthl^  that  ^  aUege(i  invention  was  not,  at  the  time  wbes 

the  letters'  patent  were  granted,  a  new  invention.  Seventhly 
that  W.  Sneath  did  not  assign,  transfer,  and  set  over  unto  the 
plaintiff  all  that  his  said  alleged  invention,  and  also  the  nM 
letters  patent. 


i 


FISHER    V.    DEWICK.  265 

The  defendant  delivered  the  following  particular  of  objections:  T.  T.,  1838. 
1.  That  the  grantee  of  the  said  patent  was  not  the  true  or 
first  inventor  of  the  whole,  or  any  part  of  the  improvement  or 
mprovements  described  in  the  declaration,  letters  patent,  speci- 
fation,  or  either  of  them.  2.  That  the  improvements  alleged 
to  have  been  invented  by  the  said  W.  Sneath  were  not  invented 
bj  him.  3.  That  the  said  improvements  were  not,  at  the  time 
«f  the  granting  of  the  letters  patent,  nor  was  any  part  thereof, 
lew.  4.  That  if  any  part  thereof  were  new,  the  same  was  use- 
IBM  or  unnecessary,  and  not  the  ground  of  any  patent  at  all ; 
nd  therefore  ought  not  to  have  been  described  in  the  specifica- 
tion as  part  of  the  said  improvements.  5.  That  the  specifica- 
ipn  did  not  describe  with  sufficient  certainty  and  precision  the 
ptnre  of  the  supposed  improvements,  or  the  manner  in  which 
fey  were  performed ;  and  particularly  that  they  were  not  ap- 
Acable  to  every  sort  and  description  of  the  machinery  to  which 
p  the  specification  they  were  said  to  be  applicable.  6.  That 
le  said  improvements,  or  some  of  them,  had  been  publicly  and 
pierally  used  long  before  the  granting  of  the  said  letters  patent. 
•  That  the  alleged  improvements,  and  the  means  of  enabling 
be  public  to  avail  themselves  of  them,  were  so  imperfectly 
letcribed  in  the  specification,  or  instrument  in  writing  in  the 
ledaration  mentioned,  that  a  machine  could  not  be  made  by  the 
lescription  in  the  specification,  to  produce  the  kind  of  lace 
herein  mentioned.  8.  That  it  was  stated  in  the  said  specifica- 
ion,  that  the  said  improvements  were  applicable  to  machinery 
or  making  bobbin  net  lace,  whereas  there  were  several  machines 
or  making  bobbin  net  lace,  to  which  there  was  no  adaptation  of 
lie  alleged  improvements  stated  or  set  out  in  the  specification, 
md  to  which  those  improvements  could  not  be  applied  by  the 
neans,  and  in  the  manner,  stated  in  the  specification.  9.  That 
the  said  letters  patent,  as  appeared  by  the  title  thereof,  was 
printed  to  the  said  W.  Sneath,  for  having  invented  certain  im- 
provements in  machinery  for  the  manufacture  of  bobbin  net  lace, 
thereas  the  said  specification  did  not  show  any  improvements 
b  such  machinery  for  the  making  bobbin  net  lace.  10.  That 
He  machinery  for  making  bobbin  net  lace  was  complete  in  itself, 
•nd  not  improved  by  any  part  of  the  inventions  for  which  the 
■rid  letters  patent  were  granted.  11.  That  such  of  the  ma- 
chinery as  was  set  out  in  the  said  specification  as  applicable  to 
the  manufacture  of  bobbin  net  lace  was  not  new,  but  was  in 
general  use  before  the  date  of  the  letters  patent.  12.  That  the 
invention  for  which  the  said  letters  patent  were  granted  was 
more  extensive  than  that  shown  in  the  specification.  13.  That 
4e  invention  described  in  the  said  letters  patent  did  not  corre- 
^xmd  with  the  invention  described  in  the  said  specification. 
14.  That  the  said  W.  Sneath  claimed  as  his  invention  those  parts 

2  M 
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Kotic*  of  objec-  only  of  the  machine  which  were  described  in  the  said  specific*- 
tvms*  tion  by  numeral  figures,  whereas  many  of  the  parts  which  were 

noted  by  letters  in  the  said  specification  must  form  part  of  h» 
alleged  invention,  or  the  same  would  be  incomplete.     J  5.  Hut 
many  directions  were  inserted  in  such  specification  which  wem 
altogether  useless,  and  only  tended  to  mislead.     16.  That  die 
alleged  invention  was  not  an  improvement,  and  ought  not  to  be 
the  subject  of  a  patent.     17*  That  should  the  said  alleged  in- 
vention, or  any  part  thereof,  be  an  improvement,  the  same  m» 
not   of  sufficient   consequence  to  be  the  subject  of  a  patent 
18.  That  a  certain  part  or  parts  of  the  said  alleged  invention 
had  been,  before  the  date  of  the  said  letters  patent,  combined 
and  in  common  use,  both  severally  and  together.     19.  That  tie 
description  of  certain  parts  of  the  said  alleged  improvement, « 
set  forth  in  the  said  specification,  and  the  description  thereof  * 
set  forth  in  the  plans  thereto  annexed,  were  at  variance  wiA 
each  other,  and  did  not  correspond.     20.  The  defendant 
further  show  all  such  objections  to  the  said  patent  and  the 
cification  mentioned  in  the  declaration,  as  should  be  consii 
by  the  court  to  be  admissible  under  the  pleas,  and  whereof 
pleas  themselves  were  sufficient  notice  (a). 

The  plaintiff  objecting  to  these  particulars  as  too  general,  tsl 
as  giving  no  more  information  than  the  pleas,  obtained  a  judge's 
order  for  further  and  better  particulars ;  which  order — 

Wightman  obtained  a  rule  nisi  to  rescind,  contending  that  to  re- 
quire particulars  more  specific  would  be  to  compel  the  defendant 
to  disclose  the  whole  of  his  case ;  and  that  the  legislature,  in 
passing  the  statute  5  &  6  W.  4,  c.  83,  s.  5,  which  directs  the* 
particulars  to  be  furnished,  never  intended  to  proceed  to  soA 
an  extent. 

Wilde,  Sergt.  and  Hoggins,  who  showed  cause,  argued  tW 
these  particulars,  giving  no  explanation  of  the  defendant 
objection  to  the  patent,  were  an  evasion  of  the  statute.  H* 
statute  meant  that  the  particulars  should  at  least  afford  more 
information  than  the  plea;  and  the  defendant  ought  to  specify 
what  parts  of  the  invention  were,  as  he  alleged,  useless  and  un- 
necessary ;  which  of  the  improvements  had  been  used  befa*> 
and  where;  Bulnois  v.  Mackenzie  (b).  A  mere  literal  compliance 
with  the  statute  was  not  sufficient ;  the  compliance  must  be  in  * 
spirit  of  apprising  the  opposite  party  what  was  the  real  objection 
meant  to  be  relied  on,  as  in  notices  under  statutes  for  the  pro- 
tection of  magistrates,  commissioners,  dock  companies,  and  the 


(a)  The  above  twenty  particulars  are  extremely  scribed  in  the  specification,  alleged  to  be  oWor 

vague,  furnishing  no  information  as  to  the  real  ob-  useless ;  the  name  and  address  of  the  parties  «d 

jections  on  which  it  was  intended  to  rely.     The  to  have  used  the  parts  alleged  to  be  old;  aodll* 

amended  particulars,  delivered  in  pursuance  of  the  kind  of  machines  to  which  the  said  improresMBfe 

judge's  order,  stated    with   great    minuteness  of  were  alleged  to  be  inapplicable, 
detail  the  parte ular  parts  of  the  invention,  as  de-  (b)  Ante.  2 GO. 
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like(c).    These  particulars,  as  they  stood,  were  calculated  to 
mislead  rather  than  to  assist  the  plaintiff. 

Wighttnan,  in  support  of  the  rule.  Before  the  new  rules  the 
iefendant,  in  cases  like  the  present,  pleaded  the  general  issue, 
ad  the  plaintiff  never  knew  what  objection  would  be  taken  to 
his  patent.  The  object  of  this  statute  was  to  apprise  him  of  the 
general  nature  of  the  objection,  whether  it  was  to  the  invention, 
v  parts  of  it,  or  to  the  specification;  but  it  was  never  intended  to 
all  on  a  defendant  to  disclose  the  particulars  of  his  defence; 
md  if  the  present  order  be  sustained,  applications  of  the  same 
and  will  be  interminable.  There  is  no  instance  of  an  order  to 
mend  notices  of  action ;  whether  the  notice  is  sufficient  for  the 
rtidence  which  the  plaintiff  proposes  to  adduce,  is  always  a 
pestion  for  a  judge  at  nisi  prius.  In  Bulnois  v.  Mackenzie,  the 
particulars  were  amended  to  a  very  small  extent. 
>  Tindal,  C.  J. :  I  think  this  rule  must  be  discharged.     The  The  object  of 

^turn  is,  whether  on  this  particular  of  objections  the  matters  {J^^Stthedet 
ed  are  so  uncertain  and  indefinite,  that  they  are  calculated  to  fence,  but  the 
■dead  rather  than  to  assist  the  plaintiff.  The  object  of  the  sta-  ^SSm^ 
■te  was  not,  indeed,  to  limit  the  defence,  but  to  limit  the  expense 
othe  parties,  and  more  particularly  to  prevent  the  patentee  from 
long  upset  by  some  unexpected  turn  of  the  evidence.  Under 
he  fifth  section,  therefore,  it  was  intended  that  the  defendant 
thould  give  an  honest  statement  of  the  objections  on  which  he 
Beans  to  rely ;  and  I  am  not  afraid  of  the  prolixity  which  has 
leen  deprecated  by  the  party  applying  for  this  rule,  for  de- 
fendants would  soon  find  it  better  to  go  to  the  jury  on  the 
joints  on  which  they  meant  to  rely,  than  to  seek  to  mislead  their 
ipponents.  The  present  particulars  are  so  vague,  that  they  can 
scarcely  have  been  furnished  with  any  other  object.  For  in- 
stance, the  objection,  "That  if  any  part  be  new  the  same  is 
Hcless  and  unnecessary :" — the  defendant  should  have  pointed 
tot  what  part.  "  That  the  improvements,  or  some  of  them,  have 
been  used  long  before :" — the  defendant  should  have  pointed  out 
Which.  If  he  would,  in  the  Scotch  phrase,  condescend  upon  the 
Juts  to  which  he  objects,  there  would  be  an  end  of  the  difficulty. 

Park,  J. :  The  protection  of  the  patentee  was  the  object  of 
fte  statute,  and  particulars  so  general  as  these  afford  him  no 
•instance. 

Vauohan,  J. :  The  object  of  the  statute  was  to  limit  the  ex- 
pense of  actions,  and  let  the  patentee  know  what  objection  he 
ked  to  meet.     These  particulars  are  an  evasion. 


(0  Also  under  the  bankrupt  act,  6  G.  4,  c.  16,  with  respect  to  the  notice  under  the  5  &  6  W.  4, 

190;  Trimiey  r.  Unwin,  6  B.  &  C.  537  ;   Moon  c.  83,  8.  5,  it  is  held  that  any  objection  may  bo 

*  Bsytari,  7  C.  &  P.  115,  and  2  Scott,  492 ;  taken  at  the  trial  which  is  within  the  terms  of  the 
■■ere  it  k  held  that  a  general  notice  of  intention  notice.      See  po$tt  in  Neil  sen  ?.  Harford,  332  and 

*  dispute  the  bankruptcy  is  not  sufficient ;  but  352. 
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Coltman,  J. :  I  am  of  the  same  opinion.  It  is  inco 
on  the  court  to  see  that  the  objections  are  stated  in  a  d 
and  intelligible  form,  before  the  parties  go  down  to  tria 
the  patentee  may  not  be  taken  by  surprise.  The  defend 
not  precluded  from  bringing  forward  any  number  of  obje 
but  he  must  state  with  precision  what  they  are. 

Rule  discharged 


Other  casci. 
E.T.,  1836. 


In  an  action  for 
the  infringe- 
ment of  a  patent, 
the  plaintiff  will 
not  be  com- 
pelled to  pro- 
duce a  specimen 
of  the  patent  ar- 
ticle* to  enable 
the  defendant  to 
prepare  his  de- 
fence to  the  ac- 
tion. 


Crofts  v.  Peach. 
[2Hodg.  110.] 

This  was  an  action  brought  against  the  defendant  for 
fringement  of  the  plaintiff's  patent  for  making  lace  by  mac] 

Wightman  applied  for  an  order  to  compel  the  plaintiff  t 
duce  to  the  defendant  a  specimen  of  the  patent  lace,  whi 
produced  by  the  plaintiff's  machinery.  The  5  &  6  W.  4, 
was  passed  for  the  purpose  of  giving  certain  privilej 
patentees,  and  by  section  5  the  defendant  is  required  to  gi 
plaintiff  notice  of  the  objections  on  which  he  intends  to 
the  trial  of  the  action.  It  may  be  necessary  for  the  def 
to  prove  at  the  trial,  that  the  plaintiff's  invention  is  nol 
and  unless   he  is  furnished  with  a   specimen  of   the  1 


(d)  Notice  of  Objections.— The  effect  of  the  two 
preceding  decisions  is  somewhat  different ;  the  ob- 
jections in  both  cases  relate  to  the  plea,  that  the 
invention  is  not  new  as  to  the  public  use  and  ex- 
ercise thereof;  the  former,  Bulnoit  v.  Mackenzie, 
referring  to  the  names  and  addresses  of  the  parties 
by  whom  the  alleged  use  and  exercise  had  taken 
place  ;  the  latter,  Fisher  v.  Dewick,  referring  prin- 
cipally to  the  parts  of  the  invention  alleged  to  have 
been  so  used.  There  is  a  great  distinction  be- 
tween the  two  cases;  aud  with  respect  to  the 
former,  the  practice  of  the  courts  is  not  very  set- 
tled, varying  with  the  circumstances  of  the  case  ; 
but  with  respect  to  the  latter,  and  to  the  objections 
to  the  specification,  the  courts  have  required  great 
particularity. 

In  a  recent  case  (Galloway  v.  Bleaden),  Colt- 
man,  J.,  ordered  names,  addresses,  and  descrip- 
tions to  be  given,  and  the  words  "  divers  other 
persons"  to  be  struck  out.  Chit.  Arch.  1031 ;  but 
in  a  subsequent  case  (Carpenter  v.  Walker),  the 
objection  stated  the  making  of  locks  similar  to 
the  subject  of  the  patent  by  the  defendant  and 
others,  several  years  before  the  date  of  the  letters 
patent,  and  their  sale  to  divers  persons,  and  among 
others  to  one  S.  T.,  of,  Ace.  On  summons  to  strike 
out  the  words  "  to  divers  persons,  and  among 
others,"  or  to  state  the  names  and  descriptions  of 
the  others  besides  S.  T.,  to  whom  sales  were  made, 
the  parties  were  referred  to  the  court,  who  refused 
the  application. 

In  a  recent  case  (Walton  v.  Bateman),  Crets- 
tre//,  J.,  intimated  a  very  strong  opinion  that  the 
notice  should  specify  the  pleas  to  which  tlie 
objections  were  intended  to  apply.     It  certainly 


would  be  convenient  that  they  should  be  d 
arranged  with  reference  to  the  pleas.  Tb 
thus  generally  be  referred  to  three  heads: 
the  grantee  was  not  the  true  and  first 
2.  That  the  invention  was  not  new  as 
use  and  exercise.  3.  That  the  specifics 
not  particularly  describe  and  ascertain  tl 
of  the  said  invention,  and  in  what  ma 
same  is  to  be  performed.  The  evidence  i 
first  of  these  generally  consists  of  the  pra 
the  specification  of  some  prior  patent,  o 
well-known  work  containing  the  invent 
thus  proving  the  patentee  not  to  be  toe 
first  inventor,  such  prior  publication  show 
one  else  to  have  that  character.  Notk 
jection  seldom  specify  these,  but  are  dra 
to  admit  them — the  consequence  is,  that 
are  .taken  by  surprise,  and  fail ;  whereat 
had  been  apprised  of  such  sources,  tb 
never  have  gone  to  trial.  This  is  a  class 
tions  in  which  the  greatest  particularity  : 
required  without  any  prejudice  to  defend 
with  a  great  saving  of  expense  to  the  plaii 
case,  however,  has  yet  occurred,  in  which 
tion  has  been  before  the  courts.  The  c 
under  this  and  the  next  head  are  generallj 
mixed,  that  unless  the  salutary  suggestk 
above  learned  judge  be  adopted  in  pra 
question  is  not  likely  to  arise.  Defends 
not  be  prejudiced,  since  the  statute  pre 
their  giving  notice  of  any  additional  dc 
evidence  of  any  kind,  which  may  unexpe 
discovered  after  the  notice  of  objections  i 
hive  been  delivered.  See  section  of  tbj 
ante  269,  u.  n. 
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\  difficult  to  obtain  the  necessary  evidence.  The  specifica- 
B3  not  filed  until  September,  1835,  so  that  the  article  is 
tmmonly  known. 

dal,  C.  J. :  The  effect  of  this  application  is  to  ascertain    ' 
idence  which  the  plaintiff  will  produce  at  the  trial.    The    -? 
lant  may  plead  that  the  invention  is  not  new,  if  that  is 
&.     The  specification  gives  the  necessary  information. 
&k,  J.,  Vaughan,  J.,  and  Bosanquet,  J.,  concurred. 

Rule  refused. 


Perry  v.  Mitchell. 

In  the  Exchequer,  M.T.,  1840. 

s  was  an  action  for  the  infringement  of  two  letters  patent,  Particulars  of 
s  28th  of  January,  1832,  and  19th  of  November,  1833,  for^ftjJJ^ 
rements  in  pens,  and  the  specification  set  forth  and  de-  in  certain 
i  thirteen  different  pens,  containing  an  indefinite  number 
i  and  adjustments.    The  declaration  assigned  as  breaches, 
taking,  &c,  pens  and  nibs,  in  imitation  of  parts  of  the 
avention,  with  divers  additions  thereto,  and  subtractions 
rom. 

vrsdorff  for  the  defendant,  on  affidavit  of  the  above  circum- 
s,  and  that  inasmuch  as  neither  the  parts  nor  the  additions 
tractions  were  mentioned,  it  would  be  impossible  to  prepare 
tice  of  objections  to  be  delivered  with  the  pleas,  or  to  know 
nridence  to  adduce,  obtained  a  rule  calling  on  the  plaintiff 
w  cause  why  the  plaintiff  should  not  deliver  particulars  in 
5  of  the  infringements  on  which  it  was  intended  to  rely, 
pecify  and  point  out  the  particular  pens  shown  in  the 
igs  annexed  to  the  specification,  in  respect  of  which  such 
rements  had  taken  place. 

F.  Pollock  showed  cause,  and  cited  Crofts  v.  Peach  (a). 
j  Court  of  Exchequer  made  the  rule  absolute,  and  ordered 
aintiff  to  give  particulars  by  the  number  of  the  pens  on 
infringements  were  alleged.  The  following  notice  was  given 
iingly :  "  The  pens  to  which  the  declaration  in  this  cause 
and  the  numbers  of  such  pens  in  the  specifications 
id  to  in  the  declaration,  are  as  follows: — (setting  forth  the 
srs  and  figures  of  the  diagrams  (b). 


\nte  268.  that  the  applications  are  not  in  pursuance  of  any 

lie  circumstances  of  the  two  preceding       statute,  but  to  the  general  jurisdiction  of  the  court. 
i  very  different,  and  it  should  be  remarked 
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M.  Vac.,  1839.  GlLLETT   AND   ANOTHER  V.  WlLBY. 

[9  Car.  &  P.  334.] 

0«i5nfStaftW  The  Plaintiffs  m  tneir  declaration  complained  of  an  infringe- 
mentofapatent  ment  by  the  defendant  of  a  patent  they  had  obtained  for  certui 
fi!miMnti  in  t  imProvements  in  a  cabriolet.  The  pleas  were,  First,  the  gen* 
cabriolet,  three  ral  issue ;  secondly,  that  the  alleged  improvements  were  net 
pleadedT  new »  ""*  thirdly,  that  the  plaintiffs  were  not  the  true  and  fink 
1st,  the  general  inventors. 

the ailewdhn-      Tne  a^egati°n  in  the  declaration  was,  that  the  defendant n» 

provements       lawfully,  &c,  did  use  and  put  in  practice  one  of  the  said  descrijj 

s^adTthaT '  t^on  °^  vehicles,  called  cabriolets,  with  the  said  improvenw 

the  plaintiffs     and  that  the  cabriolet  so  used  by  the  defendant  did  imitate 

trueVnd  first  in-  resemble  the  said  improvements. 

yentonofthe        The  patent  and   specification  were  put  in,  from  which 

S3Sd!VthatCon    appeared  that  there  were  five  different  things  which  the  phn 

this  state  of  the  tiffs  claimed  as  their  invention. 

could  not  be         Ball,  for  the  defendant,  was  contending  that  the  patent 

contended,  that  illegal. 

the  patent  was  °_  "  '..#*.-    i  .  i  *  .    <••  /> 

illegal.  M.  D.  Hilly  for  the  plaintiffs,  objected  to  this  line  of  argi 

A^'haJith     men^  on  *ne  ground  that  there  was  not  an  issue  to  which 

improvements      Could  apply. 

shaow^dtonub0      Coltman,  J. :  If  such  a  defence  were  intended  to  be  relW 

new,  yet  it  need  on,  it  ought  to  have  been  specially  pleaded. 

tat  to  defend-      Bal1  submitted  that  under  the  statute  (a)  it  was  sufficient  to 

ant's  cabriolet    have  given  the  notice  of  the  objection,  which  the  defendant  a 

™iffi?*5B  case  had  done. 

them,  but  an  Coltman,  J. :  That  is  not  sufficient. 

was  sufficient  to      ^a^  then  contended,  that  the  plaintiffs  must  show,  under  tk 

maintain  the  ac-  words  of  the  declaration,  that  the  defendant's  cabriolet  imitate! 

the  validity  of    and  resembled  all  the  improvements.     [Coltman,  J. :  It  will  U 

the  patent  mipht  sufficient  if  it  resembled  any  one.     It  is  a  divisible  statement 

be  considered  as  _      ,_  _.  _.  iii^i-r  t^ 

having  come  in  In  Morgan  v.  Seward  it  was  held,  that  if  a  patent  be  for  seven 
?h7u"lM  dao  imProvements>  and  the  jury  find  one  of  them  not  to  be  sA 
as  to  entitle  the  the  patent  is  void  altogether.     I  contend  that  every  part  mot 

ceSeV      be  new>  or  lt  is  void  together. 

that  effect, un-       Coltman,  J.,  in  summing  up,  said: — The  defendant's  ft» 

feo'ef  tastat  Plea  is»  that  he  is  not  g1^  of  the  infringement    The  questk* 

5  &  6  vv.  4,      upon  this  will  be,  whether  the  cabriolet  was  used  by  the  d* 

c' 83#  fendant,  and  whether  it  is  an  infringement  of  the  patent  rigk 

The  second  plea  is,  that  the  improvements  claimed  are  not  net; 

and  the  third,  that  the  plaintiffs  were  not  the  true  and  W 

inventors  of  them .     On  the  first  point  the  patent  is  put  in» 


(a)  5  &  6  W.  4,  c  83,  s.  5.     Sec  section,  ante  260,  n.  a. 
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ich  it  appears  that  the  plaintiffs  claim  not  only  the  seat  M. Vac,  1839. , 
jut  the  mode  of  entry  in  front,  &c.  It  is  true  that  the 
must  make  out  to  your  satisfaction  that  the  whole  of 
ovements  were  new,  and  that  some  of  them  have  been 
It  is  not  necessary  that  they  should  all  have  been  used, 
must  be  shown  to  be  all  new,  and  if  they  are  all  new,  and 
ndant  has  infringed  any  one  of  them,  it  will  be  sufficient 
>rt  the  action,  and  it  is  not  necessary  that  he  should  have 
1  them  all.  There  are  five  different  points  in  which  the 
i  claim  the  invention  as  new,  and  if  you  are  satisfied  of 
en  on  the  other  point  there  is  no  evidence  that  they 
t  the  first  inventors,  and  then  will  come  the  question, 
the  defendant  has  infringed  any  part  of  that  which  the 
s  claim  as  new.  Verdict  for  the  plaintiffs, 

.  Hill  applied  for  a  certificate,  under  the  5  &  6  W.  4, 
3  (£),  that  the  validity  of  the  patent  came  in  question. 
man,  J. :  I  think  you  are  entitled  to  the  certificate. 
>bjected,  that  he  was  not  allowed  to  question  the  validity 
atent. 

man,  J. :  I  think  that  the  validity  of  the  patent  has  in 
me  in  question,  under  the  plea  that  the  invention  was 
-.     But  I  will  look  further  into  the  subject. 

The  certificate  was  afterwards  granted. 


Gillett  i>.  Green.  ii.t.,  1841. 

[7  M.  &  W.  347.] 

tely  moved  for  a  rule,  calling  upon  the  defendant  to  show  An  action  on 
rtiy  the  master  should  not  tax  the  plaintiff  his  treble  Infnng^n^of 
pursuant  to  the  statute  5  &  6  W.  4,  c.  83,  s.  3.     This  a  patent, is  with- 


t  following  is  the  section :  "  And  be  it  order,  or  trying  such  second  or  other  action,  shall 

hat  if  any  action  at  law,  or  any  suit  in  certify  that  he  ought  not  to  have  such  treble 

an  account,  shall  be  brought  in  respect  costs.*' 

eged  infringement  of  such  letters  patent,  This  section  is  repealed  by  5  &  6  Vict.  c.  97, 
or  hereafter  granted,  or  any  scire  facias  entitled,  "An  act  to  amend  the  law  relating  to 
uch  letters  patent,  and  if  a  verdict  shall  double  costs,  notices  of  action,  limitation  of  actions, 
e  patentee  or  his  assigns,  or  if  a  final  de-  and  pleas  of  the  general  issue,  under  certain  acts 
ecretal  order  shall  be  made  for  him  or  of  parliament."  The  certificate,  however,  will  still 
d  the  merits  of  the  suit,  it  shall  be  lawful  be  necessary,  in  order  to  entitle  the  party  to  the 
dge  before  whom  such  action  shall  be  full  and  reasonable  indemnity  preserved  to  him  by 
ertify  on  the  record,  or  the  judge  who  8.2  of  the  last-mentioned  act,  which  is  as  follows: 
e  such  decree  or  order,  to  give  a  certifi-  "  And  be  it  enacted,  that  so  much  of  any  clause, 
r  his  hand,  that  the  validity  of  the  patent  enactment,  or  provision,  in  anv  public  act  or  acts, 
[uestion  before  him,  which  record  or  cer-  not  local  or  personal,  whereby  it  is  enacted  or 
ing  given  in  evidence  in  any  other  suit  or  provided  that  either  double  or  treble  costs,  or  any 
atever  touching  such  patent,  if  a  verdict  other  than  the  usual  costs  between  party  and  party, 
,  or  decree  or  decretal  order  be  made  in  shall  or  may  be  recovered,  shall  be,  and  the  same 
such  patentee  or  his  assigns,  he  or  they  are  hereby  repealed :  Provided  always,  that  in- 
cite treble  costs  in  f  uch  action,  to  be  stead  of  such  costs,  the  party  or  parties  heretofore 
three  times  the  taxed  costs,  unless  the  entitled  under  such  last-mentioned  acts  to  such 
ling  such   second  or  other  decree  or  double,  treble,  or  other  costs,  shall  receive  such 
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j"  J*  JP?*6011  was  an  action  on  the  case  for  the  infringement  of  a  pa 
c.  24,  ft.  2 ;  and  the  affidavit  stated,  that  a  prior  action  had  been  trie* 
notwithstanding  the  same  parties,  in  which  the  plaintiff  obtained  a  yi 

the  provision* «,.,./-,  ,         ,         . 

the  «at.  5  Ac  6  the  judge  certified  under  the  above  statute  that  the 
to  t&n^re-  ^e  P***11*  came  *n  question  before  him.  This  cert 
covering  only  given  in  evidence  for  the  plaintiff  on  the  trial  of  tt 
sMtfeft^canoot  act*on»  which  was  tried  before  Lord  Abinger,  C.  B.,  oi 
have  bit  fall  of  July,  1840,  when  the  plaintiff  again  obtained  a  i 
^'.wiiw6*  nominal  damages.  Ten  days  before  the  trial  (3d  Ju 
certificate  under  the  3  &  4  Vict,  c.  24  came  into  operation;  but  no  i 
^f°tbe«rart  WM  made  to  thc  ^^  Chief  Baron  at  the  trial  to  cei 
Md,  that  after  that  statute  that  the  action  was  brought  to  try  a  ri 

tliA  tantim  1  Ha 

judge  had  no  niaster  refused  to  tax  the  plaintiff  treble  costs  under 
P^wtoPMt  W.  4,  c.  83,  s.  3,  on  the  ground  that  the  case  fell  i 
mc  cale'  provisions  of  the  3  &  4  Vict.  c.  24.  s.  2.  Whately 
tended,  that  the  latter  act  could  not  have  been  intende 
the  right  to  treble  costs  under  the  5  and  6  W.  4, 
further,  that  it  did  not  apply  to  cases  where  it  appeal 
pleadings  in  the  cause  that  a  bond  fide  right  came  in 
At  all  events,  he  urged  that  the  Lord  Chief  Baron  i 
grant  a  certificate  under  the  3  &  4  W.  4,  c.  24.  In  Sh 
v.  Cocker  (c),  the  Court  of  Common  Pleas  held,  tha 
might  alter  his  certificate  under  that  act  after  the  trial 
Parke,  B. :  If  we  entertained  any  doubt  on  this  i 
should  think  it  right  to  grant  a  rule  to  show  cause  ; 
not.  This  is  certainly  an  unfortunate  case ;  but  it  is 
it  falls  within  the  act  of  3  &  4  Vict.  c.  24,  which  applie 
action  of  trespass  on  the  case."  Then  it  is  said  the  I 
Baron  has  still  the  power  of  certifying ;  but  that  is  nc 
statute  expressly  directs  that  the  plaintiff  shall  nc 
costs  where  the  damages  are  under  40s.,  unless  the  jut 
immediately  afterwards  certify"  that  the  action  was  1 
try  a  right,  &c.  It  may  even  be  a  question,  whether 
could  grant  the  certificate  after  another  cause  1 
called  on  (d). 

Alderson,  B.,  Gurney,  B.,  and  Rolfe,  B.,  cone 

Rulei 


full  and  reasonable  indemnity  as  to  all  costs,  an  action  for  an  infringement  of  a 

charges,  and  expenses  incurred  in  and  about  any  shall  rccovor  by  the  verdict  of  a  jury 

action,  suit,  or  other  legal  proceeding,  as  shall  be  than  forty  shillings,  will  not  be  ei 

taxed  by  the  proper  officer  in  that  behalf,  subject  costs  in  respect  of  such  verdict,  unl 

to  be  reviewed  in  like  manner,  and  by  the  same  Before  whom  such  verdict  shall  be  < 

authority,  as  any  other  taxation  of  costs  by  such  immediately  afterwards  certify  that  t 

officer.*'  really  brought  to  try  a  right,  beat 

The  6th  section  provides  that  the  act  shall  not  right  to  recover  damages  for  the  j 

extend  to  any  action,  bill,  plaint,  information,  or  which  the  action  was  brought.     T 

any  legal  proceeding  of  any  kind  whatever,  com-  the  word  '•  immediately,"  the  time 

menccd  before  the  passing  of  the  act.  the  certificate  will  be  good,  has  bet 

The  act  passed  10th  August,  1842.  sidcrcd.     See  Thompson  v.  CihtenSfx 

(e)  9  Dowl.  P.C.76 ;  2  Scott,  N.  R.47 ;  1  Man.  390 ;    9  Dow.  P.  C.  717  ;  also  P* 

&  (i.^O.  9  Dow.  P.O.  815. 

<*  '^aV  Bv  the  above-mentioned  act  a  plaintiff  in  t 
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NEILSON'S  PATENT. 

Letters  patent,  11th  Sept.  1828,  to  J.  B.  Neiison,  "for  the  Title. 

iproved   application  of  air  to  produce  heat  in  fires,  forges, 

id  furnaces,  where  bellows  or  other  blowing  apparatus   are 

quired/' 

h  the  said  James  Beaumont  Neiison,  do  hereby  declare  that  Specification, 

e  nature  of  my  said  invention  for  the  improved  application  28*fcF<*'1829, 

air  to  produce  heat  in  fires,  forges,  and  furnaces,  where 
Bows  or  other  blowing  apparatus  are  required,  and  the  man* 
r  in  which  the  same  is  to  be  performed,  is  particularly 
Kribed  and  ascertained  as  follows :  that  is  to  say,  a  blast  or 
pent  of  air  must  be  produced  by  bellows  or  other  blowing 
fvatus  in  the  ordinary  way,  to  which  mode  of  producing  the 
1st  or  current  of  air  this  patent  is  not  intended  to  extend. 
IB  blast  or  current  of  air  so  produced,  is  to  be  passed  from 
t  bellows  or  blowing  apparatus  into  an  air  vessel  or  receptacle 
ide  sufficiently  strong  to  endure  the  blast,  and  through  or 
tm  that  vessel  or  receptacle  by  means  of  a  tube  pipe  or  aper- 
re  into  the  fire,  forge,  or  furnace.  The  air  vessel  or  receptacle 
ast  be  air-tight,  or  nearly  so,  except  the  apertures  for  the 
mission  and  emission  of  the  air,  and  at  the  commencement 
d  during  the  continuance  of  the  blast  it  must  be  kept  arti- 
bHy  heated  to  a  considerable  temperature.  It  is  better  that 
6  temperature  be  kept  to  a  red  heat  or  nearly  so,  but  so  high 
temperature  is  not  absolutely  necessary  to  produce  a  beneficial 
bet    The  air  vessel  or  receptacle  may  be  conveniently  made 

iron,  but  as  the  effect  does  not  depend  upon  the  nature  of 
e  material,  other  metals  or  convenient  materials  may  be  used, 
be  size  of  the  air  vessel  must  depend  upon  the  blast  and  on 
le  heat  necessary  to  be  produced.  For  an  ordinary  smith's  fire 
r  forge,  an  air  vessel  or  receptacle  capable  of  containing  twelve 
tndred  cubic  inches  will  be  of  proper  dimensions,  and  for  a 
ipola  of  the  usual  size  for  cast  iron  founders,  an  air  vessel 
qptble  of  containing  ten  thousand  cubic  inches  will  be  of  a 
toper  size.  For  fires,  forges,  or  furnaces,  upon  a  greater 
ede,  such  as  blast  furnaces  for  smelting  iron  and  large  cast 
in  founder's  cupolas,  air  vessels  ,of  proportionably  increased 
tensions  and  numbers  are  to  be  employed.  The  form  or 
kqie  of  the  vessel  or  receptacle  is  immaterial  to  the  effect,  and 
My  be  adapted  to  the  local  circumstances  or  situation.  The 
V  vessel  may  generally  be  conveniently  heated  by  a  fire,  dis- 
pel from  the  fire  to  be  affected  by  the  blast  or  current  of  air, 
nd  generally  it  will  be  better  that  the  air  vessel  and  the  fire  by 
Kch  it  is  heated  should  be  enclosed  in  brick-work  or  masonry, 
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through  which  the  pipes  or  tubes  connected  with  the  air 
should  pass ;  the  manner  of  applying  the  heat  to  the  air 
is,  however,  immaterial  to  the  effect,  if  it  be  kept  at  a  ] 
temperature.  In  witness, 


In  the  subsequent  proceedings  on  the  above, 
is  well  18  on  Crane's  patent,  the  following  inven- 
tions relating  to  the  application  of  air  to  furnaces 
are  frequently  referred  to: — 

Botfield'i  Patent. 

Letters  patent,  2d  January,  1828,  to  Thomas 
Botfield,  for  "  certain  improvements  in  making 
iron,  or  in  the  method  or  methods  of  smelting 
and  making  iron.'* 

Specification.—"  I,  the  said  Thomas  Botfield, 
do  hereby  declare,  that  the  following  is  a  particu- 
lar description  of  the  nature  of  my  said  invention, 
and  methods  and  improvements  in  the  smelting 
and  making  of  iron,  both  in  respect  to  principle, 
and  the  way  and  manner  in  which  the  same  may 
be  performed ;  that  is  to  say,  the  principle  is  for 
causing  or  obtaining  a  blast  of  atmospheric  air 
sufficient  to  smelt,  fuse,  run,  or  make  pi£,  cast, 
or  crude  iron,  from  iron-stone  or  ore.    This  blast 
is  to  be  produced  by  means  of  rarefied  air,  gas, 
flame,  or  heated  air*  from  an  oven,  or  fire-place, 
and  is  to  be  applied  in,  or  to,  a  blast  furnace,  cu- 
pola, or  air  furnace ;  this  I  propose  to  effect  by 
the  draught  of  a  powerful  chimney  or  chimneys, 
which  may  be  built  separate,  at  any  distance  that 
may  be  most  convenient,  or  may  join  to,  or  be 
made  part  of,  the  blast  furnace  or  cupola,  as  may 
bo  found  most  desirable,  and  best  to  answer  the 
purpose  required,  and  which  is  to  be  connected 
by  a  flue  or  flues  with  the  cupola,  blast,  or  air  fur- 
nace ;  but  in  case  this  draught  should  not  prove 
sufficient  for  the  purpose  of  smelting  the  iron- 
stone or  ore,  1  propose  and  intend  to  apply  and 
use  the  common  blast  from  machinery  to  assist 
the  blast  from  the  draught  of  the  chimney ;  this 
is  to  be  used  at  the  same  or  any  other  twire. 
And  I  claim  a  right,  and  mean  to  use  the  atmos- 
pheric air,  either  separate,  or  mixed  with  gas, 
flame,  or  heated  air :   I  also  claim  as  part  of  my 
patent,  the  right  to  use  and  mix  (with  other  ma- 
terials) rock  salt,  common  refuse  or  other  salt,  in 
any  state  or  degree  of  refining,  or  any  other  sub- 
stance of  which  soda  (the  mineral  alkali)  forms 
a  part :  this  is  to  be  mixed  in  the  blast  furnace, 
cupola,  or  air  furnace,  with  the  iron-stone  or  ore, 
and  with   the  other  usual  materials  of  coke,  or 
charcoal,  and  limestone,  to  which  cinder  (pro- 
duced in  the  processes  of  converting  pig,  cast,  or 
crude  iron  into  malleable   iron)  may  be  added. 
And  I  propose  to  mix  the  salt  or  other  substance 
containing  soda  in  such  proportions  as  I  shall  find 
necessary  to  cause  the  iron-stone,  or  ore,  to  melt 
or  fuse  sooner,  or  with  less  blast,  fuel,  or  heat. 
Now  I  do  hereby  declare,  that  the  before-men- 
tioned principles  comprehend  the  real  object  of 
my  patent ;  and  in  order  for  the  better  under- 
standing  the  method  or  methods  in  which  the 
aforesaid  may  be  reduced  and  applied  to  practical 
use,  I  wish  it  to  be  understood,  that  although  I 
may  vary  the  mode,  way,  and  manner  by  a  varia- 
tion of  applications  to  produce  the  said  effects, 
and  maintain  the  main  purpose  intended,  at  cir- 
cumstances may  require,  yet  I  principally  propose 
to  adhere  to  the  method  or  methods  herein  de- 


scribed, which  may  be  understood  from  the 
drawing  and  description  thereof." 

The  specification  then  describes  the  < 
which  shows  a  tall  chimney  on  one  sad 
ordinary  blast  furnace,  and  connected  wi 
flues  at  the  top  and  at  the  bottom ;  on  t 
side  an  oven  or  fire-place,  with  a  flue  to  a 
air  from  the  oven  or  fire-place  to  the  twi 
a  passage  along  the  top  of  that  flue  for  tl 
spheric  air  to  the  twire ;  the  top  of  the  1 
nace  was  provided  with  a  cover,  to  be 
when  the  furnace  was  charged : — andprt 
follows : 

"  And  I  do  hereby  declare  that  the  t 
nace,  air  furnace,  cupola,  and  oven, ' 
chimney  or  chimneys,  may  be  built,  et 
made,  of  any  height,  shape,  form,  or  site, 
be  found  most  suitable  to  the  materials  t 
or  smelted,  and  be  connected  by  flues  in 
and  may  be  constructed  of  any  materia 
terials  which  may  be  found  best  suite* 
purpose.  And  I  further  declare,  that ! 
to  use  coal,  coke,  stone,  coal  culm,  wo 
coal,  or  any  other  kind  of  fuel  or  fuels, 
bination  of  fuel,  in  any  proportion  or  pre 
in  the  fire-place,  oven,  or  air  furnace,  few 
ing  the  gas,  flame,  or  heated  air,  and  a! 
all  the  materials  before  recited,  in  anyp 
or  proportions  that  may  be  found  sufiii 
best  adapted  to  produce  the  main  object 
I  claim  as  my  patent  the  use  of  the  i 
chimney  or  chimneys,  and  the  application 
fied  air,  gas,  flame,  or  heated  air,  to,  at,  ot 
wire  or  twires  of  the  blast  furnace,  or  < 
cause  or  assist  the  blast  of  atmospheric  i 
I  also  claim,  as  part  of  my  patent,  the  it 
or  any  other  substance  containing  sod 
with  the  iron-stone,  or  ore,  and  other  mi 
the  blast,  cupola,  or  air  furnace,  to  d 
materials  to  melt  or  fuse  sooner,  mo* 
with  less  blast  and  fuel.  But  I  do  no 
my  patent  the  use  of  salt  in  any  part  o 
cess  of  making  bar,  wrought,  or  mar 
iron,  from  piff,  cast,  or  crude  iron,  but  < 
the  use  of  salt,  or  any  other  substance  < 
soda,  in  making  pig,  cast,  or  crude 
iron-stone  or  ore.'      In  witness,  6cc. 

The  object  of  the  above  invention  woi 
to  be  the  obtaining,  by  means  of  the  chi 
the  hot  air  from  the  oven,  such  a  draugh 
render  the  ordinary  blowing  apparatus 
sary.  It  was  contended,  in  argument  i 
sequent  proceedings,  that  the  above  * 
the  application  of  hot  air  to  a  blast  fu 
that  Neilson's  patent  would  consequent 
except  as  for  the  particular  mode,  or 
provement  on  Botfield's.  In  the  cm 
argument,  Lord  Cottenham,  L.  C,  rem 
appears  to  me,  that  Mr.  B.,  though  bf 
use  hot  air,  uses  it  for  the  purpose  of 
the  draught,  not  for  any  chemical  purpj 
air  might  have.  It  leads  rather  to  tl 
sion,  that  at  that  time  the  advantage 
was  not  known,  at  all  events  not  knov 
or  otherwise  he  would  have  specified  il 
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of  factf,  the  question  arises,  whether  the 
ot  air  in  a  blast  furnace  for  such  raecha- 
pote  would  in  law  vitiate  a  subsequent 

*  the  invention  of  its  use  for  a  chemical 
See  per  Lord  Denman,  C.  J.,  ante  140; 

156,  n.  c.  and  post  280,  n.  d. 

Devaux't  Patent. 

1  patent,  8th  October  1836,  to  Charles 
foraux,  for  ••  certain  improvements  in 
iron-stone,  or  iron  ore." 
si  is*. — "  The  improvements  relate  to  the 
M"  arranging  of  certain  apparatus  bc- 
e  ordinary  blowing  machine  and  the 
thick  contains  the  iron-stone  or  iron 
5  smelted,  whereby  the  blast  of  atmos- 
r  caused  by  the  ordinary  blowing  ma- 
forced  through  and  amongst  the  fuel  in 
losed  in  such  superadded  apparatus,  and 
die  atmospheric  air  so  forced  supports 
mi  in  such  fire,  becomes  heated,  and  in 
ree  decomposed,  and  is  thence  constantly 
•ward  by  the  pressure  of  the  condensed 
apparatus  (carrying  with  it  the  gas  and 
volved  by  the  fuel  in  the  fire)  into,  and 
1  heated  and  gaseous  blast  to  the  ordi- 
ace  containing  the  iron-stone,  or  stone 
I  ted,  great  improvement  will  take  place 
iceas  of  smelting  iron-stone  or  iron  ore, 
laved." 

pparatus,  is  then  described,  and  refer- 
ade  to  Neilson's  invention  as  "  an  appa- 
heating  atmospheric  air  in  its  progress 
blowing  machine  to  the  furnace  contain- 
*on  ore ;  but  iu  such  apparatus  the  at- 
:  air  did  not  pass  into  and  amongst  the 
fuel  contained  in  a  closed  fire-place 
'  the  above,  but  such  atmospheric  air  was 

*  its  being  driven  or  forced  through  ves- 
ed  from  without,  the  vapours  and  gas 
y  the  fire  by  which  such  vessel  is  heated 
lg  into  the  furnace  containing  the  iron- 
t  also  refers  to  Botfield**  patent,  and 
"  I  do  not  claim  as  new  the  application 
1  air  combined  with  gas  or  vapours 
by  a  fire,  unless  the  operation  be  per- 
7  an  apparatus  constructed  by  forcing 
gh  the  fire  which  heats  it;  but  I  do 
aim  the  constructing  and  using  an  appa- 
a  like  nature  as  that  above  described 
the  blowing  machine  and  the  furnace 
g  the  iron  ore  or  iron-stone  to  be 
d  such  manner  that  the  blast  proceeding 


from  the  blowing  machine  shall  pass  into  and 
amongst  the  ignited  fuel,  and  support  combustion 
in  a  closed  fire-place,  and  from  thence  the  heated 
and  partly  decomposed  air  from  therein,  by  the 
pressure  of  the  continued  working  of  the  blow- 
ing machine  urged  onwards  (carrying  with  it  the 
gas  and  vapours  evolved  by  the  ignited  fuel)  into 
the  furnace  containing  the  iron  ore  or  iron-stone ; 
by  which  means  much  saving  in  fuel,  in  addition 
to  other  advantages,  will  be  obtained  in  the  smelt- 
ing of  iron  ore  or  iron-stone,  such  apparatus  being 
so  arranged  as  to  admit  of  a  man  managing  the 
fire  during  the  time  that  condensed  air  is  being 
forced  through  the  fire-place,  as  above  described.*' 
In  witness,  fie. 

The  latter  invention  being  subsequent  to  that 
of  Neilson's,  could  not  affect  his  right,  but  it  is 
important,  as  showing  the  history  of  the  invention, 
and  was  referred  to  in  the  proceedings  on  Craned 
patent,  pott.  It  should  also  be  observed,  that  as 
it  is  an  essential  feature  of  this  invention,  that  all 
the  air  should  be  heated  by  actual  contact  with 
the  fire,  it  would  be  deprived  of  all  its  oxygen,  so 
that  the  chemical  effect  in  the  furnace  of  this  air 
would  be  very  different  from  the  effect  of  air  so 
heated  on  Neilson's  plan. 

Three  other  inventions  were  referred  to  as  ap- 
plications of  heated  air.  Sadler's,  in  1798,  for 
disengaging  oxygen  gas,  and  applying  it  to  the 
best  advantage.  He  remarks,  that  the  first  effect 
of  bringing  cold  oxygen  in  contact  with  a  com- 
bustible body  at  a  high  temperature,  must  be  to 
reduce  the  intensity  of  combustion ;  and  he  pro- 
poses an  arrangement  for  heating  the  oxygen, 
and  applying  it  so  heated.  It  refers  to  experi- 
ments in  the  laboratory,  not  to  manufactures. 

Chapman's,  in  1825,  for  consuming  the  smoke 
of  steam  boilers.  He  excludes  all  cold  air  from 
the  furnace,  and  heats  the  admitted  air  by  making 
it  pass  along  the  interior  of  the  bars  of  the  grate, 
which  are  cast  hollow  for  the  purpose. 

Stirling's  patent,  in  1817,  tor  diminishing  the 
consumption  of  fuel.  His  invention  relates,  firstly, 
to  certain  arrangements  for  heating  and  cooling 
liquids,  airs,  or  gases,  and  other  bodies,  by  ab- 
straction of  heat  from  one  portion  of  such  liquid, 
&c,  and  communicating  it  to  another ;  and,  se- 
condly, to  obtaining  a  new  motive  power.  He 
does  not  propose  to  blow  heated  air  into  furnaces, 
but  the  air  enters  iu  the  ordinary  state  of  the 
atmosphere. 

None  of  these  appear  to  have  succeeded  in 
practice. 


Neilson  &  Others  v.  Thompson  &  Forman. 
Cor.  Sir  L.  ShadweU,  V.C.    Dec.  24,  1840. 


InXhancery, 


filed  3d  Dec.,  1840.  The  bill  stated  the  grant  of  the  bui. 
patent,  the  enrolment  of  the  specification,  the  partnership 
son  with  certain  persons ;  that  the  defendants,  carrying 
i  business  of  iron  masters  at,  &c,  in  the  year  1839, 
1  the  use  of  the  plaintiff's  invention,  and  by  and  with  the 
the  same  smelted  large  quantities  of  iron ;  the  plaintiffs 
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B*u.  being  willing  to  permit  them  to  make  a  trial  of  the  benefits  of 

the  said  invention  before  they  should  be  called  upon  to  pty 
for  the  use  thereof,  allowed  the  defendants  to  try  the  aid 
invention ;  that  the  said  defendants  did  so  accordingly,  and 
having  found  the  same  to  be  advantageous  and  beneficial,  con- 
tinued the  use  thereof  hitherto ;  that  after  the  defendants  bad 
had  a  fair  and  sufficient  trial  of  the  said  invention,  the  plaintiil 
expected  the  defendants  would  make  the  plaintiffs  the  same  j*j>> 
ments  for  the  use  thereof,  which  plaintiffs  have  demanded  ui 
received  from  all  other  persons  using  the  same,  vis.  one  shiSqgj 
per  ton;  that  it  was  fully  understood  by  plaintiffs  that  defending 
would  make  such  payments  accordingly,  and  would  take  *j 
license  under  seal  from  plaintiffs,  upon  the  terms  granted 
other  persons ;  that  no  license  was  in  fact  taken.  That 
tiffs  have  called  on  defendants  for  an  account  of  the  i 
smelted  by  the  use  of  the  said  invention,  that  plaintifis 
defendants  might  arrange  the  sum  payable,  and  have 
quently  requested  the  defendants  to  pay  the  one  shilling  per  toq 
but  that  defendants,  under  various  pretences,  have  evaded  cam 
plying  with  the  said  request,  and  have  not  paid  any  sum  i 
respect  of  such  use  of  plaintiffs'  invention,  and  although  pbn 
tiffs  have  given  notice  to  defendants  to  desist  from  using  ill 
said  invention,  they  persist  in  using  the  same. 

The  bill  prayed  an  injunction  to  restrain  the  defendants  host 
any  further  using  or  exercising  of  the  said  invention,  or  fro* 
smelting  or  causing  to  be  smelted  any  iron  whatever,  by  tfctf 
use  of,  or  on  the  principle  of,  the  said  invention,  or  any  prt 
thereof,  or  otherwise,  in  infringing  the  said  patent,  and  fro» 
selling  and  disposing  of  any  iron  so  smelted  during  the  tea 
thereof. 

Affidavits.  There  were  affidavits  by  Mr.  Neilson,  verifying  the  stri* 

ments  in  the  bill  (a) ;  by  Mr.  Mushett,  verifying  certain  do* 
ments,  and  as  to  the  said  invention  being  in  use  at  defendant* 
furnace ;  by  Mr.  Blunt,  the  plaintiffs'  solicitor,  stating  the  pi* 
paration  and  granting  of  between  fifty  and  sixty  licenses  bf 
plaintiffs  to  iron  masters,  and  the  payment  of  one  shilling  p* 
ton;  also  various  infringements  by  parties  in  1832,  who  sub- 
mitted and  took  a  license  on  proceedings  being  commenced 
against  them;  and  among  others  the  Dowlais  Company,  in  18% 
began  to  use  the  invention,  and  an  injunction  having  been  ob- 
tained, agreed  to  take  a  license,  and  paid  the  license  dues  for** 
iron  made  up  to  June,  1839,  but  refused  to  pay  the  license  dutf 
since  that  period,  and  that  an  action  was  pending  against  them* 

(«)  The  affidavit  did  not  state  his  belief  at  the  that  this  was  not  necessary  in  applications  &*• 

time  of  swearing  it,  that  he  was  the  true  and  first  injunction    upon  notice ;   the  doctrine  of  M1* 

inventor,  or  that  the  invention  was  new  at  the  Etdon,  L.C.,  in  Hill  v.  Thcmpum,  «att  Ml* 

time  of  the  granting  the  letters  patent.     This  plying  only  to  cases  of  application  ft  f*  J 

omission  was  urged    as    an   argument'  against  an  injunction.    See  Lmw  and  JVactiec,  bis1* 

granting  the  injunction,  but  it  was  said  in  reply  Affidavits,  and  post  279,  n.  b. 
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Other  affidavits  set  forth  the  number  of  parties  who  were  A.D.  1840. 
tying  license  money. 

For  the  defendants,  the  affidavit  of  Mr.  Thompson  stated  his 
urtnership  in  the  Pendarran  Works;  that  in  1838  they  began 
erect  the  necessary  works  for  heating  one  blast  furnace  with 
it  air,  and  in  1839  for  a  second ;  that  Neilson's  mode,  as 
scribed  in  the  specification,  was  a  failure,  and  that  a  different 
ode  was  adopted  by  most  of  the  iron  masters  in  Scotland. 
bat  use  of  hot  air  in  blast  furnaces  was  known  before  the  date 
'  the  patent,  and  used  by  Botfield  and  others;  that  the 
itent  is  disputed  in  Scotland,  and  that  those  persons  who  had 
ken  licenses  from  the  patentee  had  been  greatly  hampered 
ereby;  that  he  received  information  from  Scotland,  that 
alson's  invention  had  been  used  by  a  smith  for  eight  fires 
penty  years  ago.  The  affidavit  then  described  the  mode  used 
f  defendants,  and  stated  it  to  be  substantially  different  from 
tot  described  by  Neilson. 

24th  Dec.,  1840.  Knight  Bruce,  Jacob,  and  Campbell,  having 
Dm  heard  for  the  injunction;  Wigram,  Richards,  and  Roupell, 
gunst  it — 

Sir  L.  Shadwell,  V.C. :  It  seems  to  me,  on  these  affidavits, 
at  it  is  sufficiently  made  out  that  there  has  been  a  use  of  the 
itent  in  this  sense,  that  the  right  of  the  patentee  to  the 
enefit  of  the  patent  has  been  submitted  to  where  there  has 
tea  a  contest,  and  it  does  not  at  all  appear  to  me  that  the 
meral  way  in  which  the  defendants  on  their  affidavit  state 
le  mode  by  means  of  which  the  plaintiffs  succeeded  in 
itiblishing  the  patent,  is  at  all  an  answer  to  the  two  cases 
inch  are  stated  in  Mr.  Blunt's  affidavit.  Then  I  have  the  Enjoyment  for 
lie  of  a  patent  having  been  obtained  in  the  year  1828,  and  Wyeait  a  prim* 
Anally  enjoyed  by  the  patentee  for  upwards  of  twelve  years,  injunction,  if  an 
*rimd  facie,  I  apprehend  that  gives  a  right  to  the  patentee  to  infringement  be 
otne  into  court  in  a  case  in  which  he  can  show  an  infringement; 
ftd  the  question  is,  has  there  been  an  infringement?  Now,  I 
b  not  mean  to  give  any  opinion  upon  the  validity  of  the  patent 
&  the  abstract;  but  it  is  plain  to  me,  upon  the  specifica- 
ko,  and  upon  the  patent  as  stated  in  the  plaintiffs'  affidavits, 
kit  the  patent  is  taken  out  for  the  invention  of  the  application 
f  hot  air  to  furnaces;  but  inasmuch  as  the  terms  of  the  patent 
quired  that  there  should  be  a  specification  of  what  the  inven- 
bn  was,  and  of  the  manner  in  which  it  was  used,  thereby  the 
oasequence  follows  that  the  specification  commenced  in  these 
nords, — I  hereby  declare,  that  the  nature  of  my  said  invention 
*  the  improved  application  of  air  to  produce  heat  in  fires  and 
*ges,  and  so  on,  and  the  manner  in  which  the  same  is  to  be 
erfbrmed,is  particularly  described, — and  then  he  goes  on  to  state 
hat  it  is,  and  the  thing  seems  simple  enough.  The  invention, 
I  understand  it,  is  the  invention  of  driving  hot  air  on  the 
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furnace.  Now  I  have  attended  to  the  statement  which  is  made 
in  the  defendants9  affidavit,  and  I  must  say  that  it  really  does 
appear  to  me  that  their  affidavit  does  represent  that  what  they 
are  doing  is  the  thing  which  the  plaintiffs  claim  as  their  invention. 
I  am  not  now  entering  into  the  question  whose  invention  it  was, 
but  substantially  it  appears  to  me  that  that  which  is  claimed  by 
the  defendants  is  the  thing  which  is  in  a  general,  simple, 
inartificial  manner,  disclosed  by  the  plaintiff's  specification,  and 
although  there  seems  to  be  a  vast  deal  of  improvement,  accord- 
ing to  what  the  defendants  represent,  in  the  mode  in  which 
they  apply  the  air,  with  respect  to  the  mode  of  bringing  it  into 
the  furnace,  and  with  respect  to  communicating  the  greater  heat 
to  it  than  it  otherwise  would  have,  according  to  the  simple 
mode  contained  in  the-  plaintiff's  specification,  my  present 
opinion  is,  that  their  affidavit  does  amount  to  an  admission 
that  there  has  been  an  infringement;  at  least,  quite  enough  for 
this  court  to  act  upon  in  this  way,  namely,  that  I  think  the 
court  ought  to  grant  the  injunction,  but  put  the  plaintiffs  on 
the  terms  of  trying  the  question  by  bringing  an  action,  which 
I  think  they  are  bound  to  do. 

Order  accordingly. 


Neilton  and  Others  v.  Harford  and  Others.  24th  of  December,  the  day  before  the  Christotf 

v.  F other  gill  and  Thompson.        vacation,  and  the  Lord  Chancellor,  under  tk 
v.  Homfray  and  Thompson.  peculiar  circumstances  of  the  case,  that  the  de* 


The  principal  facts  of  these  three  cases  being  fendants  would  be  obliged  to  put  out  their  bit* 

nearly  the  same  as  in  the  preceding,  the  parties  furnaces,  consented  to  hear  the  appeal  on  ttt 

agreed   that  the   same    order  should  be  made  26th  ;   but  the  case  stood  over,  it  being  arrangd 

in  all  four  cases.      The    circumstances  peculiar  between  the  parties,  that  the  defendants  under* 

to  the  second  case  will  be  seen  in  the  report  of  taking  to  keep  an  account,  the  injunction  shod** 

the  appeal  before  the  Lord  Chancellor.  not  be  put  in  force  until  the  appeal  had  bed 

The  order  in  the  principal  case  was  made  on  the  heard. 


Neilson  &  Others  v.  Thompson  &  Forman. 
Cor.  Lord  Cottenkam,  L.C.    21st  Jan.  1841. 

Motion  to  du.        This  was  an  appeal  to  discharge  the  order  of  the  Vice  Chancellor. 

to  ve  mjunc  ton.  geveraj  additional  affidavits  were  filed  on  both  sides.  On  the 
part  of  the  defendants,  stating  that  the  apparatus  made  accord- 
ing to  Neilson's  directions  did  not  succeed ;  that  various  experi- 
ments were  made,  and  all  the  attempts  before  the  syphon  or 
arch  pipes  were  not  only  unsuccessful,  but  injurious.  Thatt 
person  named  Condie  was  the  inventor  of  the  present  appa- 
ratus, now  used  so  successfully.  That  the  invention  of  Neilson 
is  substantially  the  same  as  the  prior  one  of  Botfield,  both  in 
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principle  and  apparatus,  and  both  totally  useless.  That  the  H.T.,  1841. 
ipptratus  of  pipes  in  use  is  altogether  different  from  any  thing 
described  by  Neilson,  both  in  principle  and  construction.  That 
many  parts  of  Neilson's  specification  are  false,  and  calculated  to 
mislead.  That  defendants  applied  the  hot  air  to  one  furnace  in 
November,  1838,  and  to  another  in  November,  1839,  and  that 
the  cost  for  each  furnace  of  the  requisite  apparatus  is  £750. 

On  the  part  of  the  plaintiffs,  were  affidavits  by  Neilson, 
toting  his  belief  that  he  was  the  true  and  first  inventor  (b)  of 
that  for  which  the  letters  patent  were  granted,  and  which  was 
lescribed  and  claimed  in  the  specification,  and  that  air  artif- 
icially heated  while  in  current  or  blast  had  not  been  openly  or 
nblicly  used  prior  to  the  date  of  the  patent.  That  the  inven* 
lion  was  highly  beneficial,  and  used  by  many  iron  masters  under 
kenses.  That  no  compromise  ever  took  place  on  his  part  with 
mj  party  except  on  the  terms  of  paying  one  shilling  per  ton. 

It  was  stated  in  other  affidavits,  that  thirteen  parties  in 
Scotland  and  fifty-eight  in  England  had  taken  licenses ;  that 
the  inventions  of  Botfield  and  Neilson  were  totally  and  essen- 
tially distinct;  the  former  being  mechanical,  or  a  method  of 
creating  a  blast,  by  which  the  air  was  necessarily  rendered  unfit 
to  support  combustion — the  latter  being  chemical  (c). 

Wigram,  Richards,  and  Roupell,  moved  to  discharge  the  order 
of  the  Vice  Chancellor. 

The  utmost  that  the  plaintiffs  can  ask,  under  the  circumstances  Argument  todi* 
of  this  case,  on  the  ground  of  the  length  of  time  which  the  patent  "J£ thi  %"Junc~ 
has  been  in  existence,  is  for  an  account,  and  this  the  defendants 
have  always  been  ready  to  keep.  The  patentee  does  not  in  this 
case  make  his  profit  by  selling  the  article,  but  by  granting 
licenses  to  iron  masters  to  use  his  patent  on  paying  one  shilling 
per  ton  on  all  the  iron  made.  The  defendants,  until  the  validity 
of  the  patent  was  tried,  ought  not  to  be  compelled  either  to  pay 
the  one  shilling  per  ton,  or  to  take  a  license,  experience  having 
shown  that  those  persons  who  were  so  incautious  as  to  pay  the 
one  shilling  per  ton,  or  to  take  a  license,  were  very  much  ham- 
pered in  case  of  the  patent  being  disputed.  The  action  at  law 
*ill  be  tried  as  soon  as  possible,  but  the  defendants  ought  not 
in  the  mean  time  to  have  any  other  terms  imposed  than  the 
weping  the  account,  and  the  undertaking  to  pay  one  shilling 
)er  ton  in  the  event  of  the  title  to  the  patent  being  established, 
tecause  the  apparatus  described  by  the  specification  did  not  come 


(*)  As  to  the  omission  of  this  allegation  on  the  here  to  advert  to  them.    The  form  of  license 

(plication  for  the  motion,  ante  n.  a,  p.  276.  granted  by  Neilson  was  verified ;   it  contained 

(e)  The  peculiar  nature  of  the  invention,  its  the  usual  clauses,  with  proviso  for  rendering  it 

ilitv,  and  a  great  variety  of  statements  respect-  void  in  case  of  rent  in  arrear.    See  Law  and 

I  the  specification,  and  other  matters,  were  set  Practice,  Pr.  F.,  XIX. 
th  in  other  affidavits,  but  it  is  not  necessary 
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furnace.  Now  I  have  attended  to  the  statement  which  is : 
in  the  defendants'  affidavit,  and  I  must  say  that  it  really 
appear  to  me  that  their  affidavit  does  represent  that  what 
are  doing  is  the  thing  which  the  plaintiffs  claim  as  their  invei 
I  am  not  now  entering  into  the  question  whose  invention  it 
but  substantially  it  appears  to  me  that  that  which  is  claim* 
the  defendants  is  the  thing  which  is  in  a  general,  ni 
inartificial  manner,  disclosed  by  the  plaintiff's  specification 
although  there  seems  to  be  a  vast  deal  of  improvement,  ac 
ing  to  what  the  defendants  represent,  in  die  mode  in  ^ 
they  apply  the  air,  with  respect  to  the  mode  of  bringing  il 
the  furnace,  and  with  respect  to  communicating  the  greatei 
to  it  than  it  otherwise  would  have,  according  to  the  si 
mode  contained  in  the*  plaintiff's  specification,  my  pi 
opinion  is,  that  their  affidavit  does  amount  to  an  admi 
that  there  has  been  an  infringement;  at  least,  quite  enoug 
this  court  to  act  upon  in  this  way,  namely,  that  I  thin] 
court  ought  to  grant  the  injunction,  but  put  the  plaintif 
the  terms  of  trying  the  question  by  bringing  an  action,  ^ 
I  think  they  are  bound  to  do. 

Order  according 


Nrilson  and  Others  v.  Harford  and  Others.  24th  of  December,  the  day  before  the  Ch 

■ v.  FoihergiU  and  Thompson.  vacation,  and  the  Lord  Chancellor,  one 

. ▼.  Homfray  and  Thompson.  peculiar  circumstances  of  the  case,  that  1 

The  principal  facts  of  these  three  cases  being  fendants  would  be  obliged  to  put  out  die 

nearly  the  same  as  in  the  preceding,  the  parties  furnaces,  consented  to  hear  the  appeal 

agreed   that  the   same    order  should  be  made  26th  ;   but  the  case  stood  over,  it  being  at 

in  all  four  cases.     The    circumstances  peculiar  between  the  parties,  that  the  defendant! 

to  the  second  case  will  be  seen  in  the  report  of  taking  to  keep  an  account,  the  injunction 

the  appeal  before  the  Lord  Chancellor.  not  be  put  in  force  until  the  appeal  ha 

The  order  in  the  principal  case  was  made  on  the  heard. 


Neilson  &  Others  v.  Thompson  &  Forman. 

Cor.  Lord  Cottenkam,  L.C.    21st  Jan.  1841. 

Motion  t°  dis.  This  was  an  appeal  to  discharge  the  order  of  the  Vice  Chanc 
ve  mjunc  ton.  geveraj  additional  affidavits  were  filed  on  both  sides.  Oi 
part  of  the  defendants,  stating  that  the  apparatus  made  ao 
ing  to  Neilson's  directions  did  not  succeed ;  that  various  ei 
ments  were  made,  and  all  the  attempts  before  the  sypho 
arch  pipes  were  not  only  unsuccessful,  but  injurious.  T 
person  named  Condie  was  the  inventor  of  the  present  i 
ratus,  now  used  so  successfully.  That  the  invention  of  Nc 
is  substantially  the  same  as  the  prior  one  of  Botfield,  boi 
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rindple  and  apparatus,  and  both  totally  useless.  That  the  1 1. T.,  1841. 
pparmtus  of  pipes  in  use  is  altogether  different  from  any  thing 
Inscribed  by  Neilson,  both  in  principle  and  construction.  That 
nany  parts  of  Neiison's  specification  are  false,  and  calculated  to 
nislead.  That  defendants  applied  the  hot  air  to  one  furnace  in 
November,  1838,  and  to  another  in  November,  1839,  and  that 
the  cost  for  each  furnace  of  the  requisite  apparatus  is  £750. 

On  the  part  of  the  plaintiffs,  were  affidavits  by  Neilson, 
stating  his  belief  that  he  was  the  true  and  first  inventor  (b)  of 
tint  for  which  the  letters  patent  were  granted,  and  which  was 
described  and  claimed  in  the  specification,  and  that  air  arti- 
ficially heated  while  in  current  or  blast  had  not  been  openly  or 
publicly  used  prior  to  the  date  of  the  patent.  That  the  inven- 
tion was  highly  beneficial,  and  used  by  many  iron  masters  under 
lewises.  That  no  compromise  ever  took  place  on  his  part  with 
Mjr  party  except  on  the  terms  of  paying  one  shilling  per  ton. 
1  It  was  stated  in  other  affidavits,  that  thirteen  parties  in 
Scotland  and  fifty-eight  in  England  had  taken  licenses ;  that 
the  inventions  of  Botfield  and  Neilson  were  totally  and  essen- 
tially distinct;  the  former  being  mechanical,  or  a  method  of 
creating  a  blast,  by  which  the  air  was  necessarily  rendered  unfit 
to  support  combustion — the  latter  being  chemical  (c). 

Wigram,  Richards,  and  Roupell,  moved  to  discharge  the  order 
of  the  Vice  Chancellor. 

The  utmost  that  the  plaintiffs  can  ask,  under  the  circumstances  Argument  todi* 
of  this  case,  on  the  ground  of  the  length  of  time  which  the  patent  Jjjjj  ***  %"Jun(i~ 
hu  been  in  existence,  is  for  an  account,  and  this  the  defendants 
have  always  been  ready  to  keep.     The  patentee  does  not  in  this 
cue  make  his  profit  by  selling  the  article,  but  by  granting 
licenses  to  iron  masters  to  use  his  patent  on  paying  one  shilling 
per  ton  on  all  the  iron  made.    The  defendants,  until  the  validity 
trf  the  patent  was  tried,  ought  not  to  be  compelled  either  to  pay 
the  one  shilling  per  ton,  or  to  take  a  license,  experience  having 
shown  that  those  persons  who  were  so  incautious  as  to  pay  the 
one  shilling  per  ton,  or  to  take  a  license,  were  very  much  ham- 
pered in  case  of  the  patent  being  disputed.     The  action  at  law 
will  be  tried  as  soon  as  possible,  but  the  defendants  ought  not 
in  the  mean  time  to  have  any  other  terms  imposed  than  the 
keeping  the  account,  and  the  undertaking  to  pay  one  shilling 
per  ton  in  the  event  of  the  title  to  the  patent  being  established, 
because  the  apparatus  described  by  the  specification  did  not  come 


(I)  As  to  the  omission  of  this  allegation  on  the  here  to  advert  to  them.    The  form  of  license 

typtrtlion  for  the  motion,  ante  n.  a,  p.  276.  granted  by  Neilson  was  verified ;   it  contained 

it)  The  peculiar  nature  of  the  invention,  its  the  usual  clauses,  with  proviso  for  rendering  it 

tot,  and  a  great  variety  of  statements  respect-  void  in  case  of  rent  in  arrear.    See  Law  and 

itglfee  specification,  and  other  matters,  were  set  Practice,  Pr.  P.,  XIX. 
fcrtfc  in  other  affidavits,  but  it  is  not  necessary 
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Argtuntnttodi*.  into  use  at  all,  but  an  apparatus  essentially  different  came  into 
tie*.  **"**'  use  some  years  afterwards.  If  an  injunction  be  granted  in  the 
mean  time,  and  the  patentee  fail  in  establishing  his  title,  the 
defendants  will  lose  all  the  expense  which  they  have  been  atm 
preparing  the  furnaces,  whereas,  if  he  succeed,  the  plaintiffs  wl 
be  paid  eventually. 

It  appears  from  the  bill  and  the  affidavits,  that  there  in 
acquiescence  for  more  than  a  year  before  the  bill  was  filed;  m 
agreement  is  stated,  but  simply  acquiescence,  in  expectatk* 
that  the  defendants  would  pay  on  finding  it  answer.  Supporaf 
the  patent  good,  there  was  no  ground  for  a  court  of  eqmtf 
granting  an  injunction  as  the  case  stood  upon  the  bill,  namely, 
upon  the  expectation  that  a  license  would  be  taken.  The  cut 
of  a  person  making  a  patent  article  and  selling  that  article  * 
totally  different  from  the  present  case,  in  which  the  profti 
arise  entirely  from  the  granting  of  licenses.  In  the  former  < 
irreparable  mischief  may  be  done,  the  party  losing  the  benel 
of  the  sale,  and  being  liable  to  be  prejudiced  in  his  credit  fro* 
the  articles  being  of  an  inferior  quality,  so  that  the  court  no) 
not  be  in  a  position  to  do  complete  justice  to  the  patentee 
but  in  the  present  case  no  injury  can  be  done  by  requiring 
patentee  to  establish  his  patent,  an  account  being  kept  in 
mean  time,  there  being  no  doubt  as  to  the  abilities  of 
parties  to  pay.  An  expense  of  more  than  £5000  has  been  in- 
curred by  the  plaintiffs'  acquiescence  in  the  erection  of  tie 
works,  and  in  cases  of  acquiescence  the  court  will  say  keep  a 
account,  and  the  parties  will  be  interested  in  trying  the  questiot 
at  law  with  despatch. 

The  extraordinary  relief  of  an  injunction  will  not  be  granted 
to  a  patentee  unless  he  states  distinctly  what  he  claims,  whether 
for  a  principle  or  a  method;  if  the  specification  be  obscure 
in  this  respect,  the  court  will  not  interfere  until  the  question  hai 
been  decided  at  law.  The  specification  mentions  two  things 
the  use  of  hot  air  for  smelting,  and  the  apparatus;  in  respect 
of  both  the  patent  is  bad.  The  use  of  hot  air  in  furnaces  mn 
known  to  others,  and  Botfield's  patent  was  taken  out  for  the 
express  purpose  of  applying  hot  air ;  so  that  the  application  of 
heated  air  to  a  furnace  was  certainly  known  at  the  time  of 
Neilson's  patent,  the  only  difference  being,  that  Neilson  caDs 
that  a  receptacle  which  Botfield  calls  an  oven  (d).     But  sup- 


(d)  See  ante,  274,  n.  ends  proposed,  and  nature  of  the  inventioBS,** 

The  objects  of  these  two  inventors,  or  the  ends  quite  distinct   from  Neilson's.     The  real  que** 

to  be  attained  by  the  inventions,  are  clearly  dis-  tion  would  appear  to  be,  what  is  the  principle  rf 

tinct.     That  air  had  been  applied  in  a  heated,  as  the  invention  as  disclosed  in  and  by  the  tpeafcs- 

well  as  in  its  natural  atmospheric  state,  to  differ-  tion :  for  to.  suppose  that  the  doing  or  uasf  * 

cat  kinds  of  fires  and  furnaces,  under  certain  cir-  thing  with  one  object,  will  deprive  the  dciag  <* 

cumstances  and  conditions,  before  the  date  of  using  the  same  thing  with  a  different  object*  d 

Neilson's  patent,  is  undeniable ;  but  no  practical  the  character  of  an  invention,  is  unreatoasbW- 

success  had   attended  the  application ;   and  the  The  omission  of  one  of  several  processes,  or  i 
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poking  Neilson's  patent  to  be  for  an  apparatus  distinct  from  H.T.,  184U 
fat  described  by  Botfield,  then  the  whole  evidence  shows  the 
qjpmtus  to  have  been  a  complete  failure  and  perfectly  useless. 
\m  fact,  the  apparatus  used  by  defendants  and  other  iron 
outers  is  something  totally  separate  and  distinct.  Under 
hese  circumstances,  the  length  of  enjoyment  will  not  aid  the 
ikintiff,  since  he  never  was  a  patentee  within  the  sense  and 
■tailing  which  he  ought  to  be  as  a  plaintiff  in  this  court.  His 
feht  to  possession  is"  shaken,  and  whatever  the  number  of 
booses  granted  makes  no  difference.  These  may  have  been 
risen  in  ignorance  of  there  being  any  other  patent  in  existence* 

The  order  of  the  Vice  Chancellor  is  incorrect,  on  the  ground 
I  the  time  which  the  defendants  are  alleged  to  have  used  the 
Motion.  It  is  quite  clear,  that  if  a  party  who  represents  him- 
If  to  be  a  patentee  permits  an  individual  to  go  on  for  a  certain 
pe  using  that  which  he  alleges  to  be  his  patent,  without 
pnng  to  the  court,  the  court  will  not  give  the  patentee  an  in- 
fection at  once,  but  will  direct  him  to  enforce  his  right  at  law. 
k  parties  in  this  case  are  found  with  notice  in  1839 — the  bill 
loot  filed  till  December,  1840;  they  have  not  therefore  used 
bt  due  diligence  which  the  court  requires,  or  which  entitles 
to  ask  for  an  injunction,  especially  when  no  benefit  can 
to  the  plaintiff,  and  irreparable  detriment  must  be  occa- 
ioned  to  the  defendants. 

Knight  Bruce,  Jacob,  and  Campbell,  for  the  plaintiffs,  in  Argument  to 
■pport  of  the  order  of  the  Vice  Chancellor.  ct°£™"  ™>nc- 

The  questions  raised  are,  the  validity  of  the  patent;  that  if 
iKd,  it  has  not  been  infringed;  that  if  valid  and  infringed,  the 
fcttntiffs  have  so  conducted  themselves  as  not  to  be  entitled  to 
n  injunction.  The  Vice  Chancellor  was  of  opinion,  that  there 
ns  an  infringement,  that  the  age  of  the  patent  and  the  enjoy- 
ment there  had  been  under  it  precluded  him,  according  to 
k  course  of  the  court,  from  acting  on  any  notion  that  it  was 
bnlid;  nor  did  he  intimate  any  opinion  respecting  the  validity, 
bb  expression  being,  that  it  was  within  the  principle  laid  down 
bjrLordEldon(t). 

The  enjoyment  which  there  has  been  under  the  patent,  and 
Ihe  circumstances  under  which  the  present  defendants  have 


<i*li  is  the  order  of  a  series  of  processes,  may      apparatus,  bat  that  object  formed  no  part  of  the 
P*  a  lew  character  to  the  thug  produced,  not-      prior  invention,  as  expressed  in  the  speci6cation. 


j  all  that  is  done  was  done  before.  The  defendants  had  a  verdict ;  but  see  report  of 

The  ease  usually  relied  on  as  countenancing  case,  post  291.     Its  authority  has  been  doubted, 

**  a  doctrine  is  the  following:  and  cannot  be  relied  on.     See  per  Lord  Den- 

„  _    _    ,       ,  _    ,  man,  C.  J.,  in  Minter  v.  Mower,  ante  140. 

Umr*  t.  Harford  and  Taylor.  g€e  ^  a||f#f  156>  n#  e> 


had  a  patent  for  an  improved  (c)  In  Harmar  v.  Playne,  14  Ves.  Jun.  130. 

L  — ,  apparatus,  whereby  the  essential  oil  of  See  also  Boulton  o)  Watt  v.  Bull,  3  Ves.  Jun.  140. 

*p***  preserved.     It  appeared  that  the  same  and  Biekferd  v.  Skews,  ante  213. 
■>f  sal  Beta,  in  feet,  effected  before  by  another 
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Argument  io  used  it,  are,  to  a  certain  extent,  combined  together;  to  that  the 
j*»rt£m.  "*"  Patent  must  be  taken  to  be  good  for  the  present  purpose,  and 
nothing  that  has  occurred  has  been  of  such  a  nature  as  to 
preclude  the  plaintiffs  from  the  right  to  obtain  an  injunction. 
The  defendant's  affidavit  is  perfectly  silent  as  to  the  user  of 
the  patent  at  the  other  works  with  which  he  is  connected. 
There  have  been  fifty-eight  licenses  taken  in  England,  and  a 
great  number  in  Scotland;  several  actions  and  suits  by  die  , 
patentee  against  infringers  have  been  conducted  to  a  successful 
issue,  and  several  injunctions  have  been  submitted  to :  so  titft 
.there  has  been  a  distinct  user  against  the  public  The  contrac- 
tors in  the  case  of  a  patent  are  the  public  and  the  inventor,  and 
the  use  of  it  against  the  public  is  evidence'against  every  member 
of  that  public  of  the  patent  having  been  submitted  to  as  valid. 

The  case  of  Harmar  v.  Playne,  in  which  Lord  Eklon  recog- 
nised the  previous  case  of  Boulton  $  Watt  v.  Bull,  and  gnutai 
an  injunction  on  the  ground  of  long  possession,  notwithstand- 
ing the  very  great  doubt  which  he  entertained  of  the  validity  cf 
the  specification,  very  accurately  represents  the  law  and  practice 
as  it  has  been  acted  on  from  that  time  to  the  present.  Its 
held  that  the  patentee,  through  the  medium  of  the  crown,  pur- 
chases publication  to  the  world  by  means  of  an  enrolled  speci- 
fication, the  result  of  the  patentee's  ingenuity  and  diligence,  and 
as  a  consideration  for  that  communication,  his  invention  » 
protected  during  a  certain  time.  It  is  not  for  the  general  good, 
or  for  the  encouragement  of  ingenuity  and  diligence,  to  displace 
or  embarrass  such  rights  on  light  and  trivial  grounds.  Wten 
therefore  a  party  has  been  in  possession  of  such  a  right,  not 
displaced  by  scire  facias,  acquiesced  in  by  the  public  during  a 
considerable  period  of  time,  the  court  says  it  will  give  credit  to 
the  validity  of  the  patent  until  its  invalidity  is  regularly  esta- 
blished by  a  proper  proceeding  in  a  court  of  law,  and  it  shall  bo 
protected  in  the  mean  time.  The  parties  are  perfectly  ready 
to  bring  an  action,  and  this  is  part  of  the  order. 

The  court  ought  not  now  to  entertain  the  question  of  validity; 
the  unsuccessful  experiments  stated  in  the  affidavit,  and  rebod 
on  by  the  opposite  side,  were  made  during  the  interval  of  & 
months  allowed  for  specifying.  It  is  quite  immaterial  whether 
these  were  successful  or  not ;  but  has  the  invention  been  suc- 
cessful, supposing  what  the  defendants  are  doing  to  be  an 
infringement  ? 

It  is  said,  Botfield  had  a  patent  previous  to  Neilson,  for  the 
application  of  hot  air  to  a  blast  furnace ;  no  one  states  having 
heard  of  his  invention  being  applied ;  and  the  two  invention*? 
as  disclosed  by  the  specifications,  are  quite  distinct — Botfield'* 
invention  being  purely  mechanical  to  obtain  a  draught,  and 
Neilson's  purely  chemical  to  obtain  a  blast  of  improved  quality* 
It  is  clear,  that  no  one  at  the  time  doubted  the  novelty  of  the 
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■ration,  but  that  all  doubted  its  utility;  there  being  a  settled  H.  T.,  1841. 
konriction  that  the  furnaces  did  better  in  winter  than  in 
Maimer,  because  the  air  was  colder.  The  question  of  utility  is 
rived  beyond  all  doubt,  and  the  acquiescence  of  the  trade  to 
fce  extent  which  has  been  proved  is  evidence  of  the  universal 
fcknowledgment  of  the  novelty  of  the  invention,  and  of  the 
efficiency  of  the  specification  by  men  at  onee  most  interested 
id  most  competent  to  know  the  one,  and  to  show  the  impro- 
riety  or  insufficiency  of  the  other;  [Lord  Cottenham,  L.  C. : 
here  is  this  question,  whether,  supposing  the  advantage  of  hot 
jr  instead  of  cold  to  be  a  novelty,  it  is  claimed.  The  public 
m  entitled  to  know  for  what  it  is  that  the  patentee  claims  the  Di- 
lution, that  they  maybe  saved  inconvenience  upon  the  subject; 
bmfbre  the  specification  must  tell  the  public  for  what  it  is 
bt  be  claims  protection.  If  it  be  for  a  principle,  then  if  that 
i  good  it  will  apply  to  every  mode  in  which  that  principle  can 
i  Carried  into  operation.  If  for  a  machine  for  a  particular 
lode  of  carrying  into  effect  an  old  principle,  that  does  not  go 
iyond  the  machine.  The  question  is,  whether  the  specifi- 
■tkm  does  sufficiently  inform  the  public  in  respect  of  what  it  is 
1  claims  the  privilege.] 

As  to  the  infringement.  The  defendants  use  a  number  of 
■Might  vessels:  it  is  not  suggested  that  there  is  any  other 
lode  of  communicating  heated  air  to  a  furnace  than  by  enclos- 
tg  it  in  an  air-tight  vessel  or  vessels,  and  heating  the  exterior 
f  that  vessel  or  those  vessels,  so  as  to  heat  the  air,  and  then 
tansmitting  the  air  direct,  without  contact  with  the  exterior  air, 
pom  the  vessel  or  vessels  into  the  furnace.  It  cannot  then 
ft  said  that  this  specification  is  clearly  wrong.  There  was 
pott  doubt  in  Lord  Eldon's  mind  in  the  case  of  Harmar  v. 
Plsynt,  but  he  saw  that  men  of  science,  men  most  interested 
•  contest  the  patent,  and  most  competent  to  understand 
Aether  it  could  be  contested  or  not,  had  been  submitting  to  it, 
ad  that  they  had  thus  given  evidence  of  the  sufficiency  of  the 
verification,  part  of  the  conditions  of  the  validity  of  the  patent, 
ff  their  conduct;  and  that  it  was  unfit  therefore,  upon  any 
Hfculty  which  might  present  itself  to  his  mind,  to  hesitate 
jring  effect  to  the  protection  which  the  legislature  designed  for 
igenious  men,  and  unfit  to  refine  away  that  protection,  which 
ad  only  have  the  effect  of  discouraging  them  from  communi- 
ating  the  result  of  their  skill  and  their  diligence  to  the  public. 

It  is  not  necessary  in  a  patent  for  an  improved  application  or 
a  improvement,  for  the  patentee  to  describe  and  elucidate  in 
rittt  particular  respect  the  improvement  consists,  txr  describe 
Ay  it  is  better.  He  describes  a  plan  by  which  he  produces  a 
crtain  effect,  which  he  says  is  an  improvement,  and  which  in 
Ui  case  is  a  plan  for  heating  the  air  whilst  in  transitu  between 
he  bellows  and  the  furnace,  and  for  heating  it  by  passing  it 
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Argument  to  through  some  heated  vessel.  The  shape  of  the  vessel  is  im* 
j^!ctio^.tHe  m  portant  only  with  regard  to  the  locality  and  the  economy  d 
fuel.  With  a  round  vessel  a  much  larger  quantity  of  fuel  ¥31 
be  required  to  produce  a  given  quantity  of  heat  than  with  a  fat 
vessel  or  a  pipe.  The  patentee  has  a  right  to  claim  for  heating 
in  transitu  without  reference  to  the  shape  or  form;  any  shape 
or  form  will  answer  the  purpose,  though  some  shapes  and  Com 
will  be  cheaper  and  more  convenient  for  some  purposes  to 
which  the  invention  may  be  applied  than  others. 

Suppose  the  inventor  of  the  steam  engine  to  have  taken  <*t 
a  general  patent.  If  his  description  had  been  general  enough 
it  might  have  included  locomotive  as  well  as  stationary  engine\ 
and  those  used  for  the  purposes  of  navigation ;  but  if  he  hi 
made  it  an  essential  part  of  his  description,  that"  it  should  fcj 
stationary,  or  fixed  to  a  house,  he  would  be  excluded  fatf 
some  sorts  of  engines  from  which  he  would  not  have  been 
eluded  had  he  described  it  as  a  machine  to  be  worked  by  ft 
condensation  of  steam  and  steam  power.  And  yet,  concurrent 
with  that  steam  engine  patent,  Boulton  and  Watt  might  han 
had  their  patent;  and  another  person  using  the  patent 
might  perceive  that  a  particular  valve  would  be  a  great  i 
provement  in  the  patent  engine,  and  might  have  a  patent  fa 
that  valve. 

This  patent  being  for  an  organized  principle,  it  has  this  a4 
vantage,  that  the  patentee  is  entitled  to  claim  any  mode  * 
which  that  principle  shall  be  applied.  Where  the  principle  kj 
of  a  scientific  or  a  chemical  nature,  it  matters  nothing  what  mejj 
be  the  peculiar  arrangement  of  the  different  apparatus, 
the  principle  will  necessarily  be  found,  whatever  may  be 
form  of  apparatus,  or  whatever  may  be  the  form  of  vi 
One  apparatus  may  produce  a  greater  heat  than  another, 
still  the  principle  of  the  patent  is  to  be  found,  and  the  benefit 
which  is  to  be  derived  from  the  peculiar  form  of  apparatus  iftj 
Still  a  benefit  due  to  the  patentee,  who  has  discovered,  not  isf^ 
particular  mode  of  applying  the  hot  air,  but  the  applicability'' 
generally  of  hot  air  to  furnaces. 

It  appears  front  the  evidence  on  the  other  side,  that  one  d 
the  first  modes  in  which  Mr.  Neilson  applied  his  invention  con- 
sisted of  a  cylinder,  from  8  to  10  feet  long,  and  2$  feet  i* 
diameter,  and  this  was  used  at  the  Calder  Works.  This  ■  ■: 
nothing  more  in  effect  than  a  large  pipe,  and  if  instead  of  oa0 
pipe  two  should  be  used,  there  would  still  be  the  same  prin- 
ciple necessarily  involved.  The  pipes  now  used  are  not  iod* 
pendent  pipes,  but  a  continued  series. 

The  licenses  are  all  in  one  form,  and  it  appears  that  tk* 
plaintiff  would  not  have  called  for  payment  before  the  expto" 
tion  of  a  year,  and  Mr.  Thompson  was  perfectly  cognisant » 
this,  having,  as  a  partner  in  several  other  works,  acquiesced  • 
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fa  course,  %nd  paid  rent  for  the  use  of  the  plaintiff's  invention.  H.  T.,  1841. 
Lord  Gottenham9Ii.C:  Suppose  your  whole  case  is  true,  that 
rat  were  aware  they  had  erected  this  machine  which  you  said 
m  not  to  be  used  without  a  license  in  the  year  1839,  and 
one  communication  took  place,  what  we  do  not  know,  but  you 
bow  it,  and  you  were  willing  that  they  should  use  it  on  paying 
lent;  I  do  not  see  how  that  entitles  you  to  an  injunction  to 
(event  them  from  using  it.    All  that  you  could  insist  on  is, 
ut  they  should  pay  the  rent.    You  could  not,  after  having 
nrmitted  them  to  erect  their  machinery,  at  an  expense  of  £750 
di  machine,  have  said, — Now  you  have  erected  this  with  my 
sowledge,  I  will  prevent  you  from  using  the  boiler  which  you 
lie  so  erected,  without  any  understanding  at  all.    This  court 
■ght  have  given  you  the  aid  of  an  injunction  to  secure  the 
nt,  but  you  never  could  have  come  to  the  court  and  said,  you 
bll  not  use  it  at  all,  and  that  is  the  injunction  granted.]     To 
rfuse  to  entertain  the  suit  would  be  to  deprive  the  plaintiff  of 
be  benefit  of  his  possession  of  ten  years'  duration  in  the  face 
f  the  world,  with  the  acquiescence  of  the  trade,  and  after 
•feral  successful  actions.     In  Boulion  fy  Watt  v.  Bull,  Lord 
tonlyn  refused  to  dissolve  an  injunction,  although  the  Court 
I  Common  Pleas  had  been  equally  divided  upon  the  validity  of 
he  patent;  there  had  been  long  possession  in  that  case,  but 
be  right  was  at  the  time  very  doubtful,  and  Lord  Rosslyn  pro- 
seeded  on  the  ground  that  he  would  not  disturb  the  possession, 
[n  Harmar  v.  Playney  Lord  Eldon  acted  on  the  same  principle, 
nd  said,  that  when  the  public  had  permitted  enjoyment  under 
l  patent  for  a  reasonably  long  time,  the  court  would  give  credit 
bo  the  patent  until  the  legal  question  could  be  tried,  and  he 
therefore  granted  the  injunction,  although  he  expressed  great 
loobt  as  to  the  validity  of  the  patent. 

Lord  Cottenham,  L.C. :  If  you  are  willing  to  deal  with  the  Judgment. 
dolling  a  ton  as  the  court  may  direct,  and  to  do  that  upon 
pounds  quite  unconnected  with  the  merits  of  the  case,  I  think 
I  ought  to  deal  with  this  question  of  the  injunction,  because 
this  is  not  like  the  case  referred  to  where  the  party  had  been  in 
|ossession  of  a  patent,  and  somebody  else  had  done  that  which 
Vie  an  infringement,  provided  the  patent  be  good,  because 
Wre  the  plaintiff's  own  statement  is,  without  raising  any  doubt 
*  to  how  far  that  may  be  correct,  assuming  the  whole  state- 
Kent  to  be  true,  that  in  the  year  1839  he  was  aware  that  these 
defendants  were  at  some  considerable  expense  in  preparing  the 
tppmtns  for  the  purpose  of  using  this  hot  blast,  and  he  never 
fcterfered  to  stop  them,  but  permitted  them  to  go  on,  as  he 
fcyi,  under  the  expectation  that  they  would  pay  him  a  shilling 
tfcm  after  a  certain  time.  That  is  the  position  in  which  he 
his  by  his  own  act  placed  the  defendants.  Nothing  that  took 
place  could  preclude  the  defendants  from  the  right  of  disputing 
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Judgment.  the  plaintiff's  right  as  a  patentee,  but  they  have,  pt  very  coin 
siderable  expense,  erected  this  machinery,  and  from  that  tin 
to  the  present  have  been  using  it,  the  plaintiff  being  aware  of  k 
at  least  from  some  time  in  1839  (the  precise  day  is  not  stated), 
and  stood  by  and  permitted  them  to  do  this.  If  he  is  entitled 
as  patentee,  it  would  be  extremely  hard  for  the  court  to  do  uj 
thing  to  prevent  his  receiving  that  which  he  is  entitled  to  re- 
ceive, and  in  expectation  of  which  he  permitted  the  defendants 
to  go  on  with  their  works.  But,  on  the  other  hand,  it  would 
be  extremely  hard  indeed  to  tell  the  defendants  that  they  slid 
not  use  the  works  which,  with  the  plaintiff's  knowledge,  they 
have  prepared  at  a  very  considerable  expense ;  and  as  to  telling 
them  they  may  go  on  with  the  cold  blast  instead  of  the  hoi 
blast,  I  am  told  that  the  difference  between  the  use  of  the  oh 
and  of  the  other  is  an  expense  of  nearly  double,  even  if  it  wen 
possible ;  at  all  events  they  may  sustain  that  loss  in  the  intern! 
An  injunction  until  the  right  is  tried.  It  seems  to  me  that  stopping  th 
wUI  ted  wL  works>  by  injunction,  under  these  circumstances,  is  just  invert" 
irreparible       ing  the  purpose  for  which  an  injunction  is  used.    An  injanfr 

wouldentae.    **on  **  usef*  *or  *e  P^P086  °*  preventing  mischief;  this  would 
be  using  the  injunction  for  the  purpose  of  creating  misfthii^ 
because  the  plaintiff  cannot  possibly  be  injured.    All  that  be 
asks,  all  that  he  demands,  all  that  he  ever  expects  from  the* 
defendants,  is  one  shilling  per  ton.     He  has  not  a  right  to  say 
to  them,  you  shall  not  use  this  apparatus;  he  cannot  do  so  afar 
the  course  of  conduct  he  has  adopted ;   he  may  no  doubt  say 
with  success,  if  he  is  right,  you  shall  pay  me  that  rent  which 
the  others  pay,  and  in  the  expectation  of  which  I  permitted 
you  to  erect  this  machinery.    Therefore,  in  no  possible  way  caft 
the  plaintiff  be  prejudiced ;  but  the  prejudice  to  the  defendant! 
must  be  very  great  indeed,  if  they  are  for  a  short  period  p»- 
vented  from  using  at  their  furnaces  that  apparatus  which,  with 
the  consent  of  the  plaintiff,  they  have  erected.    The  object 
therefore  is,  pending  the  question,  which  I  do  not  mean  to 
prejudice  one  way  or  the  other-  by  any  thing  I  now  say*  to 
preserve  to  the  parties  the  opportunity  of  trying  the  question* 
with  the  least  possible  injury  to  the  one  party  or  the  other;  and 
I  think  the  injunction  would  be  extremely  prejudicial  to  the 
defendants,  and  do  no  possible  good  to  the  plaintiff*  for  the 
purpose  for  which  it  may  be  used.     It  may  by  operating  as  a 
pressure  upon  the  defendants  produce  a  benefit,  but  that  is  not 
the  object  of  the  court ;  the  object  of  the  court  is  to  present 
to  each  party  the  benefit  he  is  entitled  to,  until  the  question  of 
right  is  tried,  and  that  may  be   entirely  secured  by  the  de- 
fendants undertaking  to  keep  an  account,  not  only  for  the  tims 
to  come,  but  from  the  time  when  the   connexion  first  com- 
menced, and  undertaking  to  deal  with  that  account  in  such  a 
way  as  the  court  may  direct;  and  if  the  plaintiff  is  entitled,  the 


XIILSON    AND   OTHERS  V.   FOTHERGILL    AND   THOMPSON.  287 

nort  will  have  an  opportunity  of  putting  the  plaintiff  precisely  A.  D.  1841. 
b  the  situation  in  which  he  would  have  stood  if  this  question 
hid  not  arisen.     If  it  shall  turn  out  that  the  patent  is  not  valid, 
Ike  court  will  deal  with  it  accordingly ;  and  that  will,  I  think, 
port  effectually  prevent  all  prejudice. 

Order  accordingly. 


Nbilson  and  Others  v.  Fothergili,  and  Thompson. 

This  case  differed  from  the  preceding,  and  the  bill  contained 
he  following  additional  statements : — That  the  plaintiffs  having 
idled  upon  the  defendants  for  an  account  of  the  iron  smelted 
)ff  the  use  of  the  invention,  in  order  to  ascertain  the  sum  due, 
k  defendants  rendered  an  account  in  writing  of  all  the  iron 
Belted  by  the  defendants  up  to  the  2d  of  August,  1839  (from 
mne  time  in  1837),  and  duly  paid  one  shilling  per  ton  on  all 
to  iron  which  it  appeared  that  up  to  that  period  they  had 
■nelted ;  that  plaintiffs  had  applied  to  the  defendants  for  an 
leeount  of  the  iron  smelted  since  the  2d  of  August,  1839,  and 
br  like  payments,  but  defendants  have  refused  such  application. 

It  appeared  that  the  draft  of  a  license  was  sent  to  the  Aber- 
dare  Company,  which  the  defendants  represented,  containing, 
amongst  others,  a  clause  for  revoking  the  license  on  the  non- 
payment of  the  rent,  and  that  this  license  was  kept ;  that  the 
payments  made  were  in  conformity  with  it,  and  that  plaintiffs, 
■fter  August,  1839,  revoked  the  license. 

Wigram,  Richards,  and  Roupell,  moved  to  discharge  the 
aider  of  the  Vice  Chancellor. 

The  only  unlawful  act  was  the  refusal  to  pay,  and  a  court 
Jtt  law  affords  the  proper  remedy  for  refusing  to  pay  under  an 
agreement  If  the  contract  is  repudiated,  and  the  defendants 
are  to  be  dealt  with  as  strangers,  the  objection  to  the  validity  of 
4c  patent  must  be  considered.  [Lord  Cottenham,  L.C. :  The 
only  question  is,  whether  any  thing  which  can  take  place  now 
cut  relieve  you  from  the  payment  of  the  year's  rent.  You 
arc  liable  to  pay  that,  whether  the  patent  is  good  or  not.  I  am 
•ot  now  ordering  you  to  pay  the  rent,  I  have  no  jurisdiction 
to  do  that,  but  as  I  am  called  upon  to  interfere  by  injunction, 
^  give  you  that  relief  upon  such  terms  as  appear  to  me  to  be 
equitable.  You  have,  according  to  the  rule  laid  down  by  Lord 
fidon,  put  yourselves  in  the  situation  of  invading  a  patent 
flight— the  right  at  least  which  has  been  used.  I  think  that 
ought  to  be  protected  by  an  injunction ;  then  the  question  is, 
*pon  what  terms  ought  that  injunction  to  be  granted,  if  I  find 
*kat  yon  owe  a  year's  rent,  as  to  which  you  can  have  no  de- 


junction. 
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fence,  because  it  is  not  due  by  virtue  of  the  patent  right,  but  by 
virtue  of  the  contract]     The  right  to  an  injunction  is  displaced 
by  showing  a  contract  to  use  the  invention.    The  riefendata 
have  a  right  to  dispute  their  liability  to  pay  the  money,  not-  , 
withstanding  the  license.     If  the  consideration  totally  fails  bf 
the  patent  being  invalid,  our  having  made  an  agreement  to  py 
on  the  supposition  of  the  patent  being  valid,  does  not  preroat  J 
us  from  raising  the  question.    A  person  taking  a  license  to  ue 
a  patent,  if  it  turns  out  that  there  is  no  patent  in  law,  may 
law  dispute  his  liability  to  pay.     He  is  not,  as  in  the  case 
landlord  and  tenant,  prevented  from  disputing  the  title.    [Loi 
Cottenham,  L.C.:  If  it  were  quite  clear  that  in  whatever  Wi 
the  right  is  determined  that  year's  rent  would  be  payable, 
should  have  felt  no  difficulty.] 

Argument  in        Knight  Bruce,  Jacob,  and  Campbell,  in  support  of  the  order  i 

^:Hyitt'    the  Vice-chancellor. 

The  defendants,  after  notice  of  revocation  of  the  license,  wa 
wrong-doers :  they  were  previously  under  a  contract,  and  aw  \ 
their  own  acts  estopped  from  denying  the  validity  of  the 

The  authority  of  Bowman  v.  Taylor  is  a  settled  principle  < 
law,  and  proceeds  on  the  same  footing  as  that  of  landlord  u 
tenant,  until  you  show  that  there  has  been  some  such  impn 
priety  of  conduct,  or  fraud,  as  to  prevent  the  consequeao 
resulting.  The  case  here  is  a  case  of  equitable  estoppel,  of  I 
party  having  had  a  thing  demised  to  him  attempting  to  dispoM 
his  landlord's  title,  which  is  against  all  principle.  In  the  pwj 
sent  case  the  license  has  not  been  actually  executed,  but  tfc|j 
licenses  have  all  been  granted  in  one  form,  and  a  draft  of  tW 
proposed  license  was  sent  to  the  parties  and  never  returned! 
but  having  paid  money  on  the  footing  of  it,  they  are  exactly  m\ 
much  bound  by  it  in  a  court  of  equity  as  if  they  had  execotai 
it,  as  in  the  common  case  of  a  demise  between  landlord  an 
tenant.  The  Aberdare  Company  have  been  let  into  possession 
they  have  been  allowed  to  use  it,  to  set  up  machinery,  to  snl 
themselves  01  the  profits  on  the  faith  of  the  contract  they  haii 
continued  uninterruptedly  without  cessation.  There  has  bee* 
no  eviction  as  if  another  patentee  or  alleged  patentee  claimed 
the  payment,  or  as  if  the  patentees  had  omitted  to  perform  their 
duty  in  securing  them  the  enjoyment  of  the  patent.  They  hue 
been  let  into  possession,  and  by  the  use  of  it  have  made  the 
contract  as  solemn  in  equity  as  if  it  were  by  deed.  It  is  a  ptft 
of  the  terms  of  the  contract,  as  evidenced  by  the  draft  of  die 
license,  that  if  they  did  not  pay  it  should  be  revoked.  Thus  ■ 
the  case  of  a  tenant  from  year  to  year,  the  landlord  cannot  eric* 
him  as  long  as  he  sustains  the  character  of  tenant  without  girflj 
six  months'  notice.  But  suppose  the  tenant  says,  you  are  art 
my  landlord,  and  sets  him  at  defiance.  Upon  a  repudiation  d 
the  landlord's  title,  the  landlord  has  a  right  to  bring 
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becaase  his  title  is  repudiated ;  accordingly,  this  payment  being  H.T.t  1841. 
withheld,  and  the  right  of  it  disputed,  the  payment  being  made  a 
grand  of  continuing  the   license,  we   are  restored  to  those 
rights  which  we  had  originally,  and  which  these  parties  have 
distinctly  occupied. 

Lord  Cottenh am,  L.C. :  This  case  is  deprived  of  those  cir- 
cnmstances  upon  which  I  acted  in  the  other,  namely,  the  party 
who  claims  to  be  patentee  permitting  them  to  incur  expense  in 
(he  expectation  of  being  permitted  to  use  the  furnaces  upon  the 
pyment  of  the  rent,  which  is  all  the  plaintiff  requires.  But 
here,  all  that  is  accounted  for,  because  that  was  done  under  a 
ftmtract,  and  for  two  years  at  least  the  party  has  had  the  benefit 
rfthe  works  which  he  has  so  erected,  and  the  patentee  has  kept 
Ml  contract  with  the  defendants;  he  has  not  interposed  and 
•favoured  to  deprive  them  of  the  benefit  of  their  expenditure. 
Ik  the  act  of  the  manufacturer  which  has  put  an  end  to  this 
tanexion ;  he  has  therefore  exposed  himself  to  any  degree  of 
hjary  that  may  arise  from  the  expenditure  upon  these  works, 
*A  it  appears  that  there  is  no  answer  to  the  claim  to  this  rent 
fcwn  August,  1839,  to  August,  1840.  I  shall  have  to  consider, 
if  jour  client  declines  to  escape  from  the  injunction  upon  the 
tans  I  propose  to  him,  whether  the  injunction  should  not  go 
a  a  case  which  is  deprived  of  those  equitable  circumstances 
Much  induced  me  to  dissolve  it  in  the  others.  \Wigram :  Your 
lordship  will  give  me  the  benefit  of  the  supposition,  that,  at  law, 
I  have  a  defence  if  the  patent  is  good  for  nothing.]  If  you 
«tt  show  me  that  there  is  a  real  question  to  try,  the  money 
Bust  be  paid  into  court  instead  of  being  paid  to  the  parties ; 
Wt  at  all  events,  I  do  not  see  how  for  that  year,  from  August, 
1859,  to  August,  1840,  when  you  went  on  under  the  contract 
Without  giving  notice  to  determine,  you  can  escape  paying 
^either  into  court  to  abide  the  event  of  the  trial  of  the  question 
*law,  or  paying  it  to  the  party  if  there  is  no  question  to  try. 

Wigram,  in  reply.  Your  lordship  said  you  should  con- 
•der,  whether,  since  August,  1840,  we  were  to  be  considered  as 
folding  adversely,  and,  therefore,  whether  liable  or  not  to  pay  for 
*h«t  was  gone  by,  we  were  at  all  events  wrong-doers.  And  then 
Jou  put  me  to  show,  whether  I  could  not  in  law  defend  myself 
fr  what  was  said  to  be  due  in  August,  1840.  The  principle 
*fcch  I  have  always  understood  to  govern  cases  of  this  sort  is 
^  that,  excluding  the  law  of  estoppel,  if  you  go  into  a 
c<*rt  of  law,  and  can  show  a  total  failure  of  consideration  for 
^Contract,  there  you  may  always  defend  yourself;  if,  on  the 
°Jkcr  hand,  you  cannot  make  out  a  case  of  total  failure  of  con- 
aeration,  you  are  liable  upon  your  contract,  and  you  may  or 
J*y  not  have  your  cross  action.  This  is  the  general  principle 
111  these  cases,  subject  to  the  question,  whether  that  which  has 
"^at  done  may  or  may  not  amount  to  an  estoppel.    The  wYvoVe 
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Argument  on  the  question  in  the  case  of  Bowman  v.  Taylor,  relied  upon  for  the . 

injunctk*.  plaintiff,  was,  whether  or  not  there  could  be  an  estoppel  by 
recital,  and  it  was  held  that  there  could.  In  Hayne  v.  MaUbf 
the  question  was,  whether  there  was  any  estoppel,  there  being 
no  recital  of  the  plaintiff's  title,  but  only  an  agreement  and  I  _ 
covenant  to  pay,  and  the  court  held  that  there  was  not  la 
that  case  Mr.  Justice  Ashurst  said,  the  plaintiffs  use  this  palest 
as  a  fraud  on  all  mankind,  and  they  state  it  to  be  an  inventMi 
of  the  patentee,  when  in  truth  it  was  no  invention  of  his.  Tkl 
only  right  conferred  on  the  defendant  by  the  agreement 
that  of  using  this  machine,  which  was  no  more  than  that  whii 
he  in  common  with  every  other  subject  has,  without  any  gnat 
from  the  plaintiff.  That  is  exactly  our  case.  We  say 
all  mankind  have  a  right  to  use  it,  but  that  some  people  ha* 
taken  licenses,  supposing  it  to  be  the  plaintiff's  invention.  0 
the  money  then  being  paid  into  court,  the  injunction  should  b 
dissolved. 

Lord  Cottenham,  L.C. :  The  case  of  Hayne  v.  MtM 
appears  to  me  to  come  to  this  —that  although  a  party  has 
with  the  patentee  and  has  carried  on  business,  yet  that  he 
stop,  and  then  the  party  who  claims  to  be  patentee 
recover  without  giving  the  other  party  the  opportunity  of  (fi 
puting  his  right,  and  that  if  the  defendant  successfully  dispal 
his  right,  that  notwithstanding  he  has  been  dealing  under  a 
tract,  it  is  competent  to  the  defendant  so  to  do.  That 
exactly  coming  to  the  point  which  I  put,  whether,  at  law,  t 
party  was  estopped  from  disputing  the  patentee's  right,  af 
having  once  dealt  with  him  as  the  proprietor  of  that  rigal 
and  it  appears  from  the  authority  of  that  case,  and  from 
other  cases,  that  from  the  time  of  the  last  payment,  if  the 
facturer  can  successfully  resist  the  patent  right  of  the  paitfl 
claiming  the  rent,  that  he  may  do  so  in  answer  to  an  action  ft 
the  rent  for  the  use  of  the  patent  during  that  year.  That  bei| 
so,  I  think  that,  upon  the  money  being  paid  into  court,  that  i 
to  say,  upon  the  amount  of  the  rent  for  that  year  being  J 
into  court  (if  required),  and  the  same  undertaking  being  gtf 
to  account  for  the  subsequent  period,  the  same  order  oqgl 
to  be  made  in  this  case  as  in  the  others.  There  must  be  * 
undertaking  to  deal  with  the  amount  of  that  in  the  same  way 
before.  The  great  difficulty  in  this  case,  which  however 
surmounted  in  the  undertaking,  is,  that  the  said  suit  does  notp 
to  that  year's  rent.  Order  accordingly* 


Neilson  v.  Harford  and  others.   '  Estoppel  and  failure  of  considerations-^  *f 

v.  Homfray  and  Thompson,  be  convenient  to  present  an  abstract  of  ^JJJJ 

The  same  order  was  made  in  these  cases  as  in  cipal  cases  referred  to  in  the  argument,  w™jj 

Keitstm  v.  Thompson  and  others,  ante  287,  the  cir- 1  : have  occurred  on  the  questions  of  ^•WPHi 

cu'nstances  being  substantially  the  same.  failure   of   consideration,  more  espe&Dj  *» 

reference  to  patents. 
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Oldham  ▼.  Langmead. 

sue,  where  the  action  was  brought  by 
ee  of  the  patentee  against  the  patentee, 
von,  before  whom  the  cause  was  tried, 

permit  the  latter  to  show  that  it  was 
'  invention  against  his  own  deed,  and 
gment  in  the  case  of  Hayne  v.  Matiby) 
In  the  case  of  Oldham  v.  Langmead,  the 
ad  conveyed  his  interest  in  the  patent 
intiff,  and  yet  in  violation  of  his  con- 
terwards  infringed  the  plaintiff's  right, 

attempted  to  deny  his  having  had 
)  convey ;  but  I  was  of  opinion  that  he 
►ed  by  his  own  deed  from  making  that 
3  T.'R.  439  &  441. 

not  appear  from  the  report  of  the 
,  whether  the  estoppel  in  the  case  was 

to  arise  out  of  any  recital  in  the  deed, 
itivc  position  and  acts  of  the  parties ; 
tter  would  appear,  under  the  circum- 

conncxion  with  the  deed,  to  be  suffi- 
Teate  an  estoppel,  though  the  deed 
c  contained  no  recital  of  the  invention 

Hayne  and  another  v.  Mallby. 

[3  T.  R.  438.] 
i  an  action  of  covenant  on  articles  of 
,  which  recited  that  the  plaintiffs  were 
•f  a  patent  granted  to  T.  Taylor  ;  that 
ant  had  applied  to  the  plaintiffs  for 
ission  to  use  the  patent  invention,  to 

assented,  on  condition  of  his  working 
tanner  described  in  the  specification  ; 

was  a  covenant  by  the  plaintiffs  with 
mt  that  he  should  have  the  free  use 
enjoyment  of  one  patent  machine,  in 
tame  should  be  worked  only  in  the 
scribed  in  the  specification ;  and  also 

by  the  defendant,  that  he  would  not, 

residue  of  the  term,  use  any  of  the 
:hines  except  the  one  by  the  articles 
be  employed  by  him.  The  declaration 
joyment  by  the  defendant  without  in- 
from  the  plaintiffs,  and  assigned  two 
me  for  using  patent  machines  other 
(sides  that  by  the  agreement  allowed, 
for  using  machines  resembling  the 
bines.  The  defendant,  among  other 
led  that  the  invention  was  not  a  new 
and  that  it  was  not  discovered  by 
o  these  pleas  the  plaintiffs  demurred. 
•gued  for  the  plaintiffs,  in  support  of 
er,  that  the  defendant  was  by  his  deed 
om  saying  that  the  invention  was  not 
t  discovered  by  the  patentee,  on  the 
iple  that  a  party  who  has  entered 
cialty  cannot  say  that  there  was  no 
>n,  though  he  may  plead  that  the 
>n  was  illegal.  The  above  case  of 
Langmead  was  referred  to,  and  relied 
er,  that  the  defendant  should  have 
le  letters  patent  by  scire  facias,  and 
*l  to  the  Court  of  Chancery  to  have 
slivered  up  and  cancelled  ;  but  by  his 
■fen dan t  has  admitted  that  the  plain- 
itle,  and  as  long  as  the  term  exists  he 
from  denying  it,  in  the  same  manner 
it  holding  under  a  demise  from  his 
estopped  from  denying  his  landlord's 
ter  to  an  action  for  rent. 
trt  gave  judgment  for  the  defendant, 
pillion  that  he  was  not  estopped  ;  bat 


the  learned  judges  did  not  take  the  same  view  of 
the  subject,  and  their  judgments  rest  on  different 
grounds. 

Lord  Kenyan,  C.  J.,  put  it  on  the  ground  of 
fraud,  and  that  the  doctrine  of  estoppel  did  not 
apply,  but  distinguished  it  from  the  case  of  a 
landlord  and  tenant ;  for  that  the  tenant  is  not  at 
all  events  estopped  to  deny  his  landlord's  title, 
the  estoppel  only  existing  during  the  continuance 
of  his  occupation,  and  if  he  be  ousted  by  a  title 
paramount  he  may  plead  it. 

Ashurst,  J.,  also  distinguished  it  from  the  case 
of  landlord  and  tenant,  on  the  similar  ground, 
that  the  tenant  having  a  meritorious  considera- 
tion shall  not,  so  long  as  he  enjoys  the  estate,  be 
permitted  to  deny  his  landlord's  title  ;  and  put  it 
on  the  ground  of  fraud.  That  the  plaintiffs  were 
using  the  machine  as  a  fraud  on  all  mankind,  hav- 
ing no  more  right  to  do  so  than  any  other  subject. 

Buller,  J.,  referred  the  case  to  the  principle  of 
eviction,  thinking  the  facts  disclosed  by  the  pleas 
equivalent  to  an  eviction.  The  plaintiffs,  asserting 
an  exclusive  right,  covenant  with  the  defendant  in 
respect  thereof,  and  it  is  afterwards  discovered 
they  have  no  such  right,  and  therefore  the  de- 
fendant has  not  the  consideration  for  which  he 
entered  into  the  covenant. 

The  reasons  assigned  by  Buller,  J.,  do  not 
appear  altogether  consistent ;  the  defendant  had 
the  enjoyment  in  fact  of  the  machine  for  which 
the  plaintiffs  covenanted ;  the  failure  of  con- 
sideration was  only  in  respect  of  the  want  of  ex- 
clusiveness,  inasmuch  as  others  might  also  use 
the  invention  if  the  patent  was  void.  The  reasons 
of  the  other  two  learned  judges  proceeded  chiefly 
on  the  assumption  of  fraud,  which  is  not  borne 
out  by  the  statements  on  the  record.  The  ques- 
tion of  estoppel  by  reason  of  any  recital  in  the 
deed  did  not  arise  in  the  above  case,  and  this 
fact  was  held  to  distinguish  it  from  the  sub- 
sequent case  of  Bowman  v.  Taylor,  2  Ad.  &  E. 
290,  where  Patteson,  J.,  remarked,  with  reference 
to  this  case,  that  the  recital  contained  no  asser- 
tion of  right  in  the  plaintiffs  except  as  assignees, 
and  the  plea  does  not  deny  that  the  case  is  not 
properly  one  of  estoppel.  Infra, 

Have  v.  Harford  and  Taylor, 
This  was  an  action  (tried  before  Lord  Alvanlcy, 
Trin.  Vac.  1803),  on  a  bond  conditioned  for  the 
payment  of  an  annuity  to  the  plaintiff  during  the 
existence  of  letters  patent,  in  consideration  of  his 
licensing  the  defendants  to  use  the  invention  for 
which  it  was  obtained.  The  defendants  pleaded 
that  one  T.  S.  Wood  had  before  practised  the 
same  thing,  that  the  plaintiff's  invention  was 
tiierefore  not  new  and  the  patent  void.  Issue 
being  taken  on  this  plea,  the  question  was  as  to 
the  identity  of  the  two  inventions.  The  evidence 
on  the  part  of  the  plaintiff  and  of  the  defendants 
was  very  conflicting,  but  it  appeared  that  Mr. 
Wood's  invention,  which  was  for  certain  improve- 
ments in  the  application  of  steam  and  heat  con- 
nected with  brewing,  besides  the  immediate 
objects  as  set  forth  in  the  specification,  did  in 
fact  preserve  the  essential  oil  of  hops,  the  pre- 
serration  of  which,  by  means  of  apparatus  placed 
over  the  copper,  was  the  express  object  of  the 
plaintiffs  invention.  Mr.  Wood,  who  was  called 
on  the  part  of  the  defendants,  stated  that  he  had 
once  entertained  an  idea  of  preserving  the  essen- 
tial oil  of  hops,  but  that  the  experiment  failed, 
and  he  did  not  think  it  worth  repeating.     The 
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jury,  without  hearing  the  summing  up,  found  a 
verdict  for  the  defendants.  3  Rep.  Arts,  2nd 
Series,  232. 

Taylor  v.  Hare. 
[1  N.  R.,260.] 
The  plaintiff  was  the  surviving  partner  of  the 
defendant  Harford  in  the  above  case,  and  this 
was  an  action  for  money  had  and  received,  which 
came  on  to  be  tried  before  the  Lord  Chief  Justice 
at  the  sittings  after  last  Hilary  term,  when  a 
verdict  was  found  for  the  plaintiff  for  425/.,  subject 
to  the  opinion  of  the  court  on  the  following  case  :— 
On  the  12th  of  September,  1791,  the  defendant 
took  out  a  patent  for  the  invention  of  an  ap- 
paratus for  preserving  the  essential  oil  of  hops  in 
brewing.     By  articles  of  agreement,  dated  5th  of 
November,  1792  (which  were  set  out  at  length 
at  the  end  of  the  case),  and  made  between  the  de- 
fendant of  the  one  part,  and  the  plaintiff  and  his 
said  late  partner  of  the  other  part,  reciting  the 
defendant's  patent,  and  that  it  gave  him  the  sole 
power,  privilege,  and  authority  of  using,  exer- 
cising, and  vending  his  said  invention  for  the 
term  of  fourteen  years,  the  defendant  granted 
tb  the  plaintiff  and  bis  said  late  partner  the  pri- 
vilege of  making,  using,  and  exercising  the  said 
invention  for  tho  residue  of  the  said  term   of 
fourteen  years  ;  and  in  consideration  thereof,  the 
plaintiff  and  his  partner  covenanted  that  they 
would  secure  to  be  paid  to  the  defendant,  during 
the  said  term,  an  annuity  of  100/.,  and  would 
give  their  bond  for  that  purpose,  and  a  bond  was 
accordingly  given,  conditioned  for  the  payment 
of  the  said  annuity.     The  plaintiff  and  his  said 
late  partner  used  the  apparatus  (for  the  making 
and  preparing  of  which  they  paid  a  distinct  price) 
from  the  date  of  the  said  agreement  until  the 
25th  day  of  March,  1797,  and  during  all  that 
time  regularly  paid  the  said  annuity  to  the  said 
defendant.     The  defendant  was  not  the  inventor 
of  the  invention  for  which  he  obtained  his  patent. 
The  invention  was  not  new  as  to  the  public  use 
and  exercise  thereof  in  England,  but  it  was  the 
invention  of  one  Thomas  Sutton  Wood,  and  had 
been  publicly  used  in  England  by  the  said  Wood 
and  others, '  before  the  defendant  obtained  his 
patent.    But  the  patent  had  never  been  repealed. 
The  amount  of  the  annuity  that  they  had  paid  was 
425/.     If  the  court  should  be  of  opinion  that  the 
plaintiff  was  entitled  to  recover  back  the  money 
that  was  paid  on  the  bond,  the  verdict  was  to 
stand.      If  the   court  should  be   of  a  contrary 
opinion,  a  nonsuit  was  to  be  entered. 

Baylry,  Serjt.,  for  the  plaintiff:  To  support 
the  present  action,  it  is  not  necessary  to  prove 
that  any  imposition  has  been  practised.  If  it 
appear  that  the  plaintiff  has  received  nothing  in 
return  for  the  money  that  he  has  paid,  he  is 
entitled  to  recover  back  his  money  in  this  form  of 
action.  He  was  induced  to  pay  his  money  upon 
the  supposition  that  the  defendant  had  the  power 
of  communicating  some  privilege.  But  as  it  now 
appears  that  the  defendant's  invention  was  not 
new,  and  that  the  patent  was  therefore  void,  the 
consideration  upon  which  the  plaintiff  paid  his 
money  has  wholly  failed,  and  the  plaintiff  has 
derived  no  benefit  whatever.  Where  an  estate 
is  conveyed,  the  vendor  professes  to  convey 
nothing  but  his  title  to  that  estate.  But  here 
the  thing  itself,  which  was  the  subject  of  the 
agreement,  had  no  existence.  It  was  the  under- 
standing of  all  parties  that  tho  defendant  was 


entitled  to  a  patent  right ;  but  it  nov 
that  they  were  mistaken  ;  the  plaiati 
is  entitled  to  recover  the  money  wh 
paid  under  a  mistake.  He  bad  a  rig 
use  of  the  invention  without  paving  at 
it.  The  defendant  has  no  right  to  1 
and  indeed  he  has  already  failed  in  ai 
the  bond,  in  which  the  validity  of  the 
put  in  issue. 

Sir  James  Mawfeld,  C.J.  (stopp 
Serj.,  for  the  defendant)  :  It  is  not  pn 
any  action  like  the  present  has  ever  t 
In  this  case  two  persons  equally  inno 
bargain  about  the  use  of  a  patent,  tl 
supposing  himself  to  be  in  possession  i 
patent  right,  and  the  plaintiff  supposi 
thing.  L'nder  these  circumstances 
agrees  to  pay  the  former  for  the  use  < 
tion,  and  he  has  the  use  of  it  nam 
advantage  he  made  of  it;  for  anj 
appears,  he  may  have  made  considc 
These  persons  may  be  considered  in  %> 
as  partners  in  the  benefit  of  this  in' 
consideration  of  a  certain  sum  of  mo 
fendant  permits  the  plaintiff  to  make 
invention,  which  he  would  never  hav 
using  had  not  the  privilege  been  ti 
him.  How  then  can  we  say  that 
ought  to  recover  back  all  that  he  I 
think  that  there  must  be  judgm 
defendant. 

Heath,  J. :  There  never  has  been 
there  never  will  be,  in  which  a  pla 
received  benefit  from  a  thing  which  h 
been  recovered  from  bim,  has  beei 
maintain  an  action  for  the  considered 
paid.     We  cannot  take  an  account 

{>rofits.  It  might  as  well  be  said  tl 
ease  land,  and  the  lessee  pay  rent,  ai 
be  evicted,  that  he  shall  recover  b 
though  he  has  taken  the  fruits  of  the 
liookc,  J.  :  I  am  of  the  same  opin 
Chambre,  J. :  The  plaintiff  has 
joyment  of  what  he  stipulated  for, 
action  the  court  ought  not  to  intt 
there  be  something  *r  +qvq  et  bono 
that  the  defendant  ought  to  refund 
parties  have  been  mistaken :  the  <3 
thrown  away  his  money  in  obtaining 
his  own  invention  ;  not  so  the  pit 
has  had  the  use  of  another  person's 
his  money.  In  the  case  of  Arkwr 
which  was  not  overturned  till  very 
riod  at  which  it  would  have  expin 
sums  of  money  had  been  paid ;  and  1 
thing  certainly  was  paid  for  the  us< 
chines,  yet  the  main  part  was  paid  i 
lege  of  using  the  patent  right,  but  n 
was  recovered  back  which  bad  beei 
use  of  that  patent.  I  am  therefore  o 
judgment  of  nonsuit  should  be  enter 
Judgment 

Bowman  v.  Taylor  and  oth 
[2  Ad.  &  E.,  278.] 

This  was  an  action  of  covenant,  I 
ration  stated  that  by  indenture  of  the 
1824,  between,  &c,  after  reciti 
plaintiff  had  invented  certain  imp 
the  construction  of  looms  for  weai 
obtained  letters  patent  for  the  same 
plaintiff  had  particularly  describe* 
tained   the   nature  of  the  inventk 
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n  writing,  and  caused  the  same  to  be 
ind  that  the  plaintiff  had  agreed  with 
lasts  to  permit  them  to  use  the  said  in- 
r  the  considerations  therein  mentioned, 
ff  covenanted  to  permit  the  use  of  the 
tion,  and  the  defendants  covenanted  for 
&c  The  declaration  then  averred  en- 
f  the  invention,  and  assigned  as  breach 
ent  and  non-fulfilment  of  other  cove- 

fendants  pleaded,  1.  Setting  out  part  of 
■  patent,  and  the  proviso  as  to  want  of 
nd  averred  that  the  said  supposed  in- 
,  the  declaration  and  letters  patent  men- 
is  not  a  new  invention.  2.  That  the 
ras  not  nor  is  the  true  or  first  inventor 
d  improvements.  3.  That  the  plaintiff 
caused  an  instrument  in  writing  to  be 
Mrticularly  describing  the  nature  of  the 
ition. 

il  demurrer  to  these  pleas  and  joinder, 
ber  21, 1834.  For  the  plaintiff,  in  sup- 
be  demurrer,  it  was  contended  that  the 
'm  were  estopped  from  alleging  the 
ated  in  the  pleas;  the  recital  in  the 
,  as  stated  in  the  declaration,  admits 
plaintiff  invented  the  improvements  for 
letters  patent  were  granted  ;  the  defend- 
ot  then  deny,  as  is  attempted  by  the  pleas, 
invention  was  new,  or  that  the  plaintiff 
inventor.  The  recital,  taking  the  word 
in  the  popular  acceptation,  is  directly 
tory  to  the  pleas,  and  if  the  sense  now 
by*  the  plaintiff  is  that  in  which  the 

0  the  indenture  meant  to  use  it,  the 
is  completely  raised.  On  the  third  plea 
can  arise,  the  words  of  the  recital  and 
ea  being  expressly  contradictory  to  each 

1  part  of  the  defendants,  it  was  contended 
word  invented  did  not  necessarily  imply 
party  was  the  first  inventor,  and  of  a  new 
i;  he  might  have  made  the  invention  fifty 
>,  and  suffered  it  to  be  used  by  so  many 
since  that  the  license  to  use  it  now  was 
nefit  to  the  defendant ;  in  that  case  the 
would  be  the  inventor,  and  yet  the  de- 
would  not  be  estopped  from  saying  the 
i  was  not  new.  That  an  estoppel  being 
it  juris,  will  not  be  held  to  attach  upon 
ement  which  can  by  possibility  be  con- 
ith  that  of  the  deed,  and  nothing  is  to  be 
i  favour  of  an  estoppel  by  inference  or 
it 

Denman,  C.J. :  The  plaintiff  contends 
le  pleas  are  bad,  because  the  defendant  is 
1  by  his  deed  from  pleading  them.  It  is 
d  as  to  the  first  pica,  that  it  is  not  incon- 
rith  the  deed  ;  but  we  think  it  is  so,  and 
ut  it  is  no  defence.  If  by  saying  that  the 
d  invention  is  not  new,  it  is  only  meant 
ras  discovered  by  the  plaintiff  fifty  years 
it  is  no  reason  that  be  should  not  now 
ken  out  a  patent  for  it.  So  as  to  the 
plea,  that  the  plaintiff  was  not  the  first  or 
enter :  that  averment  either  denies  that  he 
1  the  contrivance,  or  denies  that  he  was 
*  inventor.  The  answer  is  the  same  as 
s  given ;  in  the  one  case  the  defendant 
that  he  is  estopped  from,  alleging,  because 
•diets  the  recital  of  his  own  deed :  in  the 
be  gives  no  answer  to  the  declaration. 
trd  plea  puts  a  fact  in  issue  in  direct  con- 


tradiction to  the  recital  of  the  deed.     The  doc- 
trine of  estoppel  has  been  guarded  with  great 
strictness ;  not  because  the  party  enforcing  it  ne- 
cessarily wishes  to  exclude  the  truth,  for  it  ia 
rather  to  be  supposed  that  that  is  true  which  the 
opposite  party  has  already  recited  under  his  hand 
and  seal ;  but  because  the  estoppel  may  exclude 
the  truth.    However,  it  is  right  that  the  con- 
struction of  that  which  is  to  create  an  estoppel  * 
should  be  very  strict.     As  to  the  doctrine  laid 
down  in  Co.  Litt.  352  b,  that  a  recital  doth  not 
conclude,  because  it  is  no  direct  affirmation,  the 
authority  of  Lord  Coke  is  a  very  great  one  ;  but 
still,  if  a  party  has  by  his  deed  recited  a  spechto 
fact,  though  introduced  by  "  whereas,"  it  seema 
to  me  impossible  to  say  that  he  shall  not  be  bound 
by  his  own  assertion  so  made  under  seal.    This 
point  was  much  considered  in  Lainson,  executor  of 
Griffiths;?.  Tremere  (1  Ad.  &  E.  792;  3  N.  6c 
M*  603)*.    There  could  have  been  no  case  in 
which  the  court  would  have  been  more  strongly 
inclined  to  struggle  against  the  doctrine  of  es-t 
toppel  than  that.    The  action  was  upon  a  bond. 
The  condition,  set  out  on  over,  recited  that,  by 
indenture  of  lease  between  the  plaintiff's  testator 
and  the  defendant,  the  testator  demised  premises 
to  the  defendant  at  the  yearly  rent  of  1701. ;  and 
the  condition  was,  payment  to  the  testator  of  that 
sum.     The  defendant  [pleaded,  that  the  lease  in, 
the  condition  mentioned  was  a  lease  the  red- 
dendum of  which  was  1401.  only,  and  that  that 
sum  had  always  been  paid ;  to  which  the  plaintiff 
replied,  that  the  yearly  sum  of  170/.  had  not 
been  paid.     On  demurrer  it  was  held,  that  the 
defendant  was  estopped  from  pleading  a  lease  at 
1 40/.,  which  was  in  effect  the  same  as  saying  that 
there  was  no  lease  at  170/.  as  mentioned  in  the 
bond.     This  was  as  strong  a  case  as  can  be  con- 
ceived ;  and  the  averment  creating  the  estoppel 
was  introduced  by  way  of  recital :  yet  this  court*, 
upon  the  greatest  consideration  of   the    cases 
ancient  ana  modern,  decided  for  the  estoppel. 
I  do  not  think   it  necessary,  in  deciding  the 
present  case,  to  enter  into  a  minute  examination 
of  the  authorities  :  they  were  fully  considered  on 
that  occasion  ;  and  I  think  the  case  of  Haync  v. 
Maltby  has  been  sufficiently  distinguished  from 
that  before  us  in  the  course  of  the  argument. 

Taunton,  J. :  The  law  of  estoppel  is  not  so 
unjust  or  absurd  as  it  has  been  too  much  the 
custom  to  represent.  The  principle  is,  that 
where  a  man  has  entered  into  a  solemn  engage- 
ment by  deed  under  his  hand  and  seal  as  to  cer* 
tain  facts,  he  shall  not  be  permitted  to  deny  any 
matter  which  he  has  so  asserted.  The  question, 
here  is,  whether  there  is  a  matter  so  asserted  by 
the  defendant  under  his  hand  and  seal,  that  lie- 
shall  not  be  permitted  to  deny  it  in',  pleading.  It 
is  said  that  the  allegation  in  the  deed  is  made  by 
way  of  recital,  but  I  do  not  see  that  a  statement 
such  as  this  is  the  less  positive  because  it  is  introi. 
duced  by  a  "  whereas.**  Then  the  defendant  has 
pleaded  that  the  supposed  invention,  in  the  decla*. 
ration  and  letters  patent  mentioned,  was  not  nor 
is  a  new  invention.  These  words  "  was  not  nor 
is  a  new  invention,"  must  be  understood  in  the 
same  sense  as  the  words  "  had  invented"  in  the 
recital  of  the  deed  set  out  in  the  declaration,  and 
must  refer  to  the  time  of  granting  the  patent  i 
and  if  the  invention  could  not  then  be  termed  a 
new  invention,  it  could  not,  I  think,  have  been 
truly  said  in  the  deed  that  the  plaintiff  '*  had  in- 
vented" the  improvements,  in  the  sense  in  which 
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the  deed  uses  the  words.     Then  the  plea  directly 
negatives  the  deed,  and  comes  within  the  rule 
that  a  party  shall  not  deny  what  he  has  asserted 
by  his  solemn  instrument  under  hand  and  seal. 
As  to  the  case  of  Hayne  v.  Maltby,  I  acknowledge, 
with  unfeigned  respect,  that  it  does  not  become 
me  to  criticise  the  opinions  of  judges  so  great  and 
eminent  as  those  who  sat  here  when  that  case  was 
decided  ;  but  it  is  not  necessary  to  examine  into 
the  grounds  of  the  judgments  there  delivered, 
because  I  think  Mr.  Tonuinson  has  distinguished 
that  case  from  the  present.     Here  there  is  an 
express  averment  in  the  deed,  that  the  plaintiff  is 
the  inventor  of  the  improvements :    there  the 
articles  of  agreement  averred  nothing  as  to  the 
originality  of  the  invention,  but  merely  stated 
that  the  plaintiffs   were  the  assignees    of   the 
patent,  which  they  might  have  been  though  the 
assigner  was  not  the   original  inventor.     And, 
besides,  though  I  do  not  rely  much  upon  that, 
the  judges  there  differed  in  the  reasons  which 
they  assigned  for  their  judgments.    It  is  sufficient, 
however,  to  say,  without  derogating  from  the 
authority  of  those  learned  judges,  that  that  case 
is  very  distinguishable  from  the  present.     I  am 
of   opinion  tuat  the  demurrers  here  are  well 
grounded,  and  the  plaintiff  entitled  to  judgment. 
Patteson,  J. :   The  third  plea  distinctly  raises 
the  question  of  estoppel :  the  first  and  second  not 
to  directly.     The  declaration  sets  out  a  recital  in 
the  deed  between  these  parties ;  and  it  is  necessary 
to  consider  the  meaning  of  the  words  there  used. 
It  is  said  that  in  the  case  of  an  estoppel  nothing 
is  to  be  taken  by  way  of  intendment.     But  before 
we  come  to  the  question  of  estoppel,  we  must 
examine  the  construction  of   the  deed.      The 
words  are,    "  that  the    plaintiff   had    invented 
certain  improvements,"  and    had    obtained   his 
majesty's  letters  patent  for  the  sole  use  of  the 
said  invention.     This  recital  can  only  mean  that 
he  had  invented  new  machinery,  for  which  he 
had  obtained  the  patent.     If  it  meant  that  he  was 
not  the  first  inventor,  it  would  be  absurd.     That 
being  so,  the  pleas  are,  first,  that  the  invention  is 
not  new ;  secondly,  that  the  plaintiff  is  not  the 
first  inventor.     Then,  if  those  assertions  are  used 
in  the  same  sense  as  the  words  "  had  invented"  in 
the  deed,   they  contain  a  direct  denial  of  the 
matter  there  recited ;  if  not  used  in  the  same 
sense,  they  are  no  answer  to   the  declaration. 
The  only  authority  cited  for  the  proposition,  that 
no  estoppel  can  be  by  recital,  is  that  from  Co.  Litt. 
352  b.     It  is  not  denied,  however,  that  there  has 
been  many  cases  in  which  matter  of  recital  has 
been  held  to  estop  ;  but  then  it  is  said  that  the 
recital  in  those  cases  has  been  inseparably  mixed 
with  the  operative  parts  of  the  deed.    But,  if  that 
be  a  test,  the  case  is  so  here.     The  deed  recites 
that  the  plaintiff  has  invented  improvements,  and 
obtained  a  patent  for  the  invention,  and  then  it 
proceeds  to  a  demise  of  the  very  subject-matter 
for  which   the  patent  is  so  granted.     I  cannot 
separate  these  things,  and  I  therefore  think  the 
recital  here  comes  within  the  description  which 
Mr.  Wigbtman  has  given  of  the  law  laid  down  by 
the  old  cases.     The  passage  in  Lord  Coke  must 
be  taken  with   some    little  qualification  ;    and 
Laimon  v.  Tremtre  is  a  direct  authority  to  show 
that  there  may  be  an  estoppel   by  matter  of 
recital.     In  Hayne  v.  Maltby,  the  recital  con- 
tained no  assertion   of   right  in  the    plaintiffs 
except  as  assignees ;  and  the  plea  did  not  deny 
that.   The  case  was  not  properly  one  of  estoppel. 


How  far  the  principle  of  eviction  was  q 
it  is  not  now  material  to  consider. 
ham  v.  Langmead,  there  cited,  where  t 
was  brought  by  the  assignee  of  the 
against  the  patentee,  Lord   Kenyon  i 
allow  the  latter  to  show  that  the  inre 
not  a  new  one  against  his  own  deed. 
pels  arc  mutual,  that  is  a  strong  am 
show  that  the  assignee,  if  he  had  by 
mitted  the  invention  to  be  new,  would  1 
estopped  from  pleading  the  contrary, 
current  of  authorities,  and  particularli 
case  of  Lainttm  v.  Tremere,  show  that  t 
be  an  estoppel  by  recital  in  a  deed.    Th 
is  entitled  to  judgment. 

Williamt,  J.  :  I  am  of  the  same  opi 
passage  has  been  cited  from  Lord  Coke, 
he  says  that  an  estoppel  must  be  certain 
be  taken  by  argument  or  inference, 
give  the  words  of  this  recital  the  sense 
to  them  by  the  plaintiff,  is  no  argume 
only  making  use  of  the  common  unde 
of  a  phrase  in  the  English  language 
it  is  said,  as  in  this  deed,  that  a  party  ' 
vented"  an  improvement,  it  means  tha 
the  inventor  of  it  so  as  to  make  that  : 
available  under  the  law  of  patents.  T 
u  had  invented"  must  then,  without  any  a 
mean  that,  the  contrary  of  which  is  ai 
the  first  and  second  pleas.  The  questio 
fore,  upon  these  is  the  same  as  upon  1 
plea,  as  to  which  there  is  no  doubt.  ' 
only  question  is,  whether  a  recital,  not 
direct  assertion,  can  estop  the  party  ' 
made  it :  no  decision  has  been  cited  to 
trary  ;  and  this  court  lately  determined  i 
of  such  an  estoppel  in  Laimon  v.  Trema 
the  doctrine  of  estoppels  was  carefully  i 
considered,  and  where  the  estoppel  in 
depended  as  much  upon  a  recital  as  ths 
present  case. 

Judgment  for  the  pli 

Collin  ge  v.  Bowman. 

November  20,  1834.  This  was  a  m 
restrain  the  defendant  from  proceeding 
action  at  law,  or,  if  the  court  should  be  of 
that  the  action  at  law  should  proceed,  t< 
liberty  for  the  plaintiff  to  give  evidence  o: 
validity  of  a  patent  obtained  by  the  de 
In  1824,  the  plaintiff  Collinge  and  his 
took  a  license  from  the  defendant  to  use 
loom3  with  improvements,  alleged  to  be 
fendant's  invention,  in  consideration  of 
paid  immediately  and  certain  annual  rent) 
license  deed  contained  a  proviso,  that  in  < 
plaintiff  should  furnish  evidence  of  any 
infringing  the  defendant's  patent,  he  (the 
ant)  would  bring  an  action  or  proceed  by 
tion.  In  December,  1825,  the  validity 
patent  was  disputed,  and  an  agreement  i 
tcred  into  between  the  plaintiff  and  the  del 
by  which  the  plaintiff  agreed  to  pay  the 
202/.,  then  alleged  to  be  due  in  respect 
annual  rents,  and  the  defendant  agreed  to  i 
all  further  claim  on  the  plaintiff.  Eigh 
after  the  date  of  this  agreement,  the  de 
brought  an  action  to  recover  from  the  ] 
the  arrears  of  rent  then  said  to  be  doe ;  I 
court  having  held  in  a  similar  case,  that  I 
fendant  was  estopped  by  his  license  dee 
denying  the  validity  of  the  patent,  Collin 
no  remedy  but  the  present  application. 
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t  it  was  contended,  that  upon 
i  arising  between  the  defendant  and 
he  had  agreed  not  to  call  upon  the 
•ayment  of  the  annual  rent  until  the 
i  patent  should  be  established.  That 
ras  without  consideration,  and  con- 
valid,  and  moreover  was  not  the 
f  the  plaintiff*  s  supposed  equity,  for 
id  the  original  contract  as  fraudulent, 
f  the  defendant  having  represented 
he  inventor  of  machinery  which  he 
i  fact  invented.  For  that  allegation 
it  the  slightest  foundation,  and  it  was 
nctly  negatived  by  the  defendant's 
had  been  determined  by  a  court  of 
plaintiff  had  no  right,  according  to 
the  original  contract,  to  dispute  the 
e  patent,  and  this  court  had  no  juris- 
i  a  purely  legal  question  to  interfere 
ision  of  the  Court  of  King's  Bench, 
\g  or  controlling  the  conduct  of  pro- 
law. 

trofthe  Rolls :  The  only  question  is, 
ise  is  made  out  for  the  interposition 
of  equity,  founded  upon  the  parol 
the  defendant  to  discharge  the  plain- 
payment  of  the  annual  rents*  Now 
s  bill  is  not  framed  for  the  purpose  of 
at  parol  agreement  into  effect;  it 
id  in  the  inception  and  execution  of 
contract,  and  that  fraud  is  distinctly 
he  plaintiff's  answer.  Whether  the 
log's  Bench  was  or  was  not  right  in 
at  the  plaintiff  was  estopped  by  the 
e  original  contract  from  objecting  to 
of  the  patent,  is  not  here  the  question. 
>n  is,  whether  the  subsequent  agree- 
'  such  a  nature  as  to  give  the  plaintiff 
ititling  him  to  the  interposition  of  this 
w  that  agreement  was  a  mere  volun- 
•ment  on  the  part  of  the  defendant  to 
sting  upon  his  legal  rights  under  the 
i tract,  until  he  should  have  established 
>  the  benefits  of  the  patent;  and  it  is 
rasidercd  as  a  gratuitous  abandonment 


of  the  rights  which  the  law  gave  him.     This  mo- 
tion, therefore,  mustbc  refused. 

Chanter  v.  Leese  and  Others. 

This  was  an  action  on  an  agreement  not  under 
seal,  whereby,  after  reciting  that  the  plaintiff  had 
obtained  one  patent  and  was  interested  in  several 
others,  in  consideration  of  4001.  per  annum,  pay- 
able to  the  plaintiff,  and  certain  other  sums  pay- 
able to  other  persons,  it  was  agreed  between  the 
parties,  that  the  defendants  should  have  the  ex- 
clusive use  of  the  said  inventions,  the  subjects  of 
the  above  patents,  and  the  breach  assigned  was 
the  non-payment  to  the  plaintiff  of  a  half-yearly 
payment.  The  defendants,  among  other  pleas, 
pleaded,  setting  forth  the  plaintiffs  patent,  and 
averred  that  it  was  not  at  the  time  of  the  grant  a 
new  invention  as  to  the  public  use  thereof  in 
England;  and  this  plea  was  held  a  bar  to  the 
action,  on  the  ground  that  there  was  a  part 
failure  of  the  consideration.  There  were  many 
other  points  in  the  case  besides  the  one  here 
noticed.  See  4  M.  &  W.  295,  and  affirmed  in 
error,  5M.&W.698. 

This  case  is  at  once  distinguishable  from  all  the 
others  above  noticed ;  in  Hayne  v.  Malthy,  and 
Bowman  v.  Taylor,  the  grant  of  license  was  by 
deed,  and  'there  were  express  averments  of  the 
enjoyment  of  tho  patent ;  in  Taylor  v.  Hare,  there 
had  been  distinct  enjoyment;  the  question  of 
estoppel  did  not  at  all  arise,  it  not  appearing 
that  there  had  been  any  enjoyment  by  the  de- 
fendants. 

Lovell  v.  Hicks. 

In  this  case  an  agreement  for  the  purchase  of 
a  share  in  certain  letters  patent,  which  proved  to 
be  a  mere  bubble  speculation,  was  set  aside  on 
the  ground  of  fraud  and  misrepresentation,  and  so 
the  money  paid  under  the  agreement  ordered  to 
be  refunded.    2  Y.  and  Col.  46  &  472. 

See  further  Protheroe  v.  May,  and  notes,  as  to 
some  of  the  matters  here  referred  to,  and  as  to 
questions  of  assignment  and  license,  and  partner- 
ship in  letters  patent.  Post. 


Jeilson  &  Others  v.  Harford  &  Others,  May,  1841. 

Cor.  Parke,  B.,  May  4th,  5th,  and  6th,  1841. 

Jeclaration,  which  was  in  the  usual  form,  assigned  as  Declaration. 
i,  First,  that  the  defendants  did  use  and  put  in  practice 
invention, by  smelting,  manufacturing  and  making  divers, 
s  of  iron,  on  the  said  improved  plan  and  principle  of 
1  invention,  and  in  imitation  of  the  said  invention, 
smelt,  manufacture,  and  make  divers,  &c,  tons  of  iron 
said  improved  plan  and  principle.  3.  Did  counterfeit, 
and  resemble  the  said  invention,  and  did  make  divers 
>le  additions  thereto,  and  subtractions  therefrom,  where- 
>retend  themselves  to  be  the  inventors  and  devisers 
and  did  put  in  practice  the  said  imitations,  additions, 
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and  alterations,  as  aforesaid,  and  pretend  themselves  to  be  the 
inventors  of  the  said  invention.  4.  Did  smelt,  manufacture, 
and  make  divers,  &c.  tons  of  iron,  with  certain  other  improve- 
ments in  the  process  of  such  smelting,  manufacturing,  and 
making,  which  were  intended  to  imitate  and  resemble,  and  did 
imitate  and  resemble,  the  said  invention,  and  thereby  counter* 
feited  the  same. 

Pfau.  The  defendants  pleaded,  First,  not  guilty.     2.  That  the  said 

Neilson  was  not  the  true  and  first  inventor  of  any  invention  for 
the  improved  application,  &c.     3.  That  the  said  invention  ™  , 
not  new  as  to  the  public  use  and  exercise  thereof,  within,  &c* 
4.  Setting  out  the  specification,  and  averring  that  the  said 
Neilson  did  not  by  the  said,  or  by  any  other  instrument  it 
writing,  particularly  describe  and  ascertain  the  nature  of  his  said 
supposed  invention,  and  in  what  manner  the  same  was  to  be  ] 
performed.     5.  That  the  said  invention  was  not,  at  the  time  of  ] 
making  the  said  letters  patent,  nor  has  been,  of  any  public  or  I 
general  use,  benefit,  or  advantage,  whatsoever.     On  these  picas  ' 
issues  were  joined. 

ticrtfcfObjec-  The  defendants  delivered  with  their  pleas  the  following  objec-  : 
tions.  The  defendants  in  this  action,  besides  denying  that  they 
have  infringed  the  patent  in  the  declaration  mentioned,  intend 
at  the  trial  of  this  cause  to  rely  on  the  following  objection! 
(that  is  to  say) :  that  the  said  patent  is  void,  as  being  for  a 
principle;  that  the  terms  in  which  the  subject  of  the  patent  if 
described,  viz.  an  invention  for  the  improved  application  of  air 
to  produce  heat  in  fires,  forges,  and  furnaces,  where  bellows  and 
other  blowing  apparatus  are  required,  are  ambiguous,  and  it  is 
doubtful  whether  the  patent  is  for  the  invention  of  the  applica- 
tion of  hot  air,  or  only  for  an  improved  mode  of  applying  hot 
air.  That  the  said  Neilson  is  not  the  first  and  true  inventor  of 
the  said  supposed  invention.  That  the  said  supposed  invention 
was  publicly  used  and  put  in  practice  before  the  granting  of  the 
said  letters  patent.  That  the  said  invention,  before  the  date  of 
the  said  letters  patent,  had  been  publicly  disclosed  and  printed  in 
divers  philosophical  and  other  books,  and  amongst  others  in  a 
certain  treatise  or  paper  published  by  Mr.  James  Sadler,  in 
Nicholson's  Journal  of  Natural  Philosophy,  for  the  month  of 
April,  1798  (a).  That  the  introduction  and  application  of 
heated  air  into  furnaces  for  the  purpose  of  producing  an  intenser 
heat,  was  in  1825,  and  before  the  date  of  the  said  letters  patent, 
made  known  by  the  invention  of  Mr.  Chapman's  process  far 
creating  combustion  and  consuming  smoke  (b).  That  the  appli- 
cation of  atmospheric  air  beyond  its  ordinary  temperature,  to 
facilitate  the  smelting  of  iron  and  other  ores,  is  claimed  gene- 


(a)  At  to  this  invention,  tee  ante  275.  (b)  Ibid. 
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rally  by  the  said  patent,  whereas  the  said  application  was  known  a.D.  1841. 
nd  practised  both  in  England  and  Scotland  prior  to  the  date 
of  the  said  letters  patent,  and  amongst  other  places  at  Glasgow 
nd  Irvine,  in  Scotland,  and  at  Liverpool,  and  in  London, 
by  various  iron  founders,  anchor-smiths,  and  other  persons 
engaged  in  the  manufacture  of  iron ;  and  prior  to  the  date  of  the 
aid  letters  patent,  the  principle  of  the  application  of  heated 
tfmospheric  air  to  fires,  forges,  and  furnaces,  had  been  disclosed 
k  the  specifications  of  two  several  patents  which  had  been  ob- 
tahed — the  one  in  December,  1816,  by  the  Rev.  R.  Stirling,  for 
kit  invention  for  diminishing  the  consumption  of  fuel  (c) — the 
tther  by  Mr.  T.  Botfield,  in  the  month  of  January,  1828,  for  his 
krention  of  certain  improvements  in  making  of  iron,  or  in  the 
■ethod  of  smelting  and  making  of  iron  (d)  ;  and  also  the  prin- 
ciple of  the  application  of  heated  air  to  furnaces,  in  1825,  and 
prior  to  the  date  of  the  said  letters  patent  in  the  declaration 
■rationed,  had  been  made  known  and  put  into  practice  by 
toe  Mr.  John  Jeffries  and  Mr.  F.  Patten,  of  the  Grove  Court 
Foundry,  Southwark. 

The  defendants  further  contend,  that  if  the  invention  claimed 
■  in  improved  mode  of  applying  heated  air  to  fires,  forges,  and 
fanaces,  then  the  said  patent  is  void,  because  no  sufficient  spe- 
cification of  the  said  invention  has  been  enrolled  in  conformity 
*tth  the  provisions  of  the  said  letters  patent  in  that  behalf; 
ftst  the  description  of  the  apparatus  to  be  employed  is  so  de- 
fective, that  no  workman  of  ordinary  skill  would  be  able  to 
•mufacture  the  said  apparatus  merely  by  reading  the  said 
■petrification ;  that  the  said  specification  is  calculated  to  deceive. 
that  the  mode  of  applying  hot  air  by  means  of  an  air  vessel  or 
receptacle,  which  is  vaguely  described  in  the  said  specification, 
•  substantially  the  mode  or  apparatus  for  which  Mr.  Botfield 
Itod  previously  obtained  his  patent.  That  the  said  specification, 
io  far  as  it  can  be  understood  as  descriptive  of  a  particular 
apparatus  for  forming  and  supplying  hot  air,  describes  an  appa- 
ratus which  does  not  answer  the  purpose.  That  the  said  spe- 
cification is  invalid  on  account  of  its  general  vagueness.  That 
the  said  specification  is  defective,  inasmuch  as  it  does  not 
describe  the  kind  of  furnace  to  which  the  said  invention  is 
applicable,  and  it  is  not  applicable  to  all  kinds  of  furnaces. 
That  the  apparatus  described  in  the  said  specification  to  be  em- 
ployed for  the  purpose  of  heating  air,  is  so  defective,  that  it 
i*  incapable  of  producing  any  beneficial  effect  in  the  blast 
faftace.  That  the  apparatus  used  by  the  defendants  is  wholly 
^ferent  from  that  described  in  the  specification,  and  upon  a 
Afferent  principle,  and  it  was  invented  at  the  Calder  Iron  Works, 


(c)  Anii  275»  (d)  See  specification,  ante  274. 
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Notkxefiyec-  and  other  iron  works  near  Glasgow,  in  Scotland,  and  by  Mr. 

t¥mt*  J.  Jeffries  and  T.  Patten,  at  Southwark,  and  not  by  the  and 

Neilson. 

That  if  the  apparatus  described  by  the  said  Neilson  in  hn 
specification  could  be  made  to  raise  the  atmospheric  air  toi 
sufficient  degree  of  heat,  it  could  not  be  used  without  a  wsta 
twire  for  introducing  the  hot  air  into  the  blast  furnace.  Tbal 
the  apparatus  which  the  defendants  do  use*  and  any  otha 
apparatus  which  would  be  capable  of  raising  the  atmosphere  ft 
a  sufficient  degree  of  heat,  could  not  be  applied  to  the  Mm 
furnace  without  the  use  of  a  water  twire. 

That  it  is  alleged  in  the  said  specification,  that  the  size  of  A 
air  vessel  must  depend  upon  the  blast,  and  on  the  heat  neon 
sary  to  be  produced;  that  for  an  ordinary  smith's  fire  or  foqp 
an  air  vessel  or  receptacle  capable  of  containing  1,200  cuM 
inches  will  be  of ,  proper  dimensions,  and  for  a  cupola  < 
the  usual  size  for  cast  iron  founders,  an  air  vessel  capable  c 
containing  10,000  cubic  inches  will  be  of  a  proper  size.  Ffl 
fires,  forges,  and  furnaces,  upon  a  greater  scale,  such  as  Mai 
furnaces  for  smelting  iron,  large  cast  iron  founders'  cupolas,  ai 
vessels  of  proportionally  increased  dimensions  and  numbers  wi 
be  required ;  whereas,  in  order  to  produce  the  effect  required 
the  heating  apparatus  ought  to  be  made  of  such  a  constructs 
that  the  surface  exposed  to  the  action  of  the  heat  should  be  i 
proportion  to  the  quantity  of  air  required  to  be  heated,  and  tfaa 
instead  of  the  vessel  or  receptacle  being  enlarged  when  a  greate 
quantity  of  heat  is  required,  the  heating  apparatus  must  b 
reduced  in  size,  and  the  surface  increased  in  extent,  so  as  ft 
obtain  the  maximum  of  heating  surface  in  proportion  to  tb 
quantity  of  heated  air  required. 

That  it  is  therein  alleged,  that  the  air  vessel  or  receptad 
may  be  conveniently  made  of  iron,  but  as  the  effect  does  no 
depend  upon  the  nature  of  the  material,  other  metal  or  ma 
terials  may  be  used ;  whereas,  in  fact,  no  other  metal  can  b 
used  which  will  effect  the  desired  object  so  well  and  at  and 
small  expense  as  iron.  Also,  that  the  sizes  and  proportions  o 
the  air  vessels  mentioned  in  the  specification,  rendered  tb 
alleged  invention  inoperative  and  useless.  The  defendant 
further  object,  that  the  said  invention,  as  described  in  the  aai 
specification,  is  of  no  public  use  or  benefit ;  that  the  heated  ai 
cannot  be  introduced  into  smelting  furnaces  by  a  simple  pip 
as  mentioned  in  the  said  specification. 

Plaintiff  cut*  Sir  W.  Follett  for  the  plaintiffs:  The  plaintiffs  are  the  pro 
prietors  of  an  extremely  valuable  patent  for  a  discovery  of  A 
greatest  importance,  and  whatever  other  points  may  be  urged  i 
the  case,  no  one  will  dispute  the  great  advantage  of  the  dtf 
covery.  It  is  scarcely  possible  to  exaggerate  its  importance 
there  has  been  nothing  discovered  in  modern  timet  which  ha 
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y  by  the  said  patent,  whereas  the  said  application  was  known  a.D.  1841. 
I  practised  both  in  England  and  Scotland  prior  to  the  date 
the  said  letters  patent,  and  amongst  other  places  at  Glasgow 
I  Irvine,  in  Scotland,  and  at  Liverpool,  and  in  London, 
various  iron  founders,  anchor-smiths,  and  other  persons 
;aged  in  the  manufacture  of  iron;  and  prior  to  the  date  of  the 
1  letters  patent,  the  principle  of  the  application  of  heated 
ospheric  air  to  fires,  forges,  and  furnaces,  had  been  disclosed 
he  specifications  of  two  several  patents  which  had  been  ob- 
ted — the  one  in  December,  1816,  by  the  Rev.  R.  Stirling,  for 
invention  for  diminishing  the  consumption  of  fuel  (c) — the 
er  by  Mr.  T.  Botfield,  in  the  month  of  January,  1828,  for  his 
ention  of  certain  improvements  in  making  of  iron,  or  in  the 
thod  of  smelting  and  making  of  iron  (rf)  ;  and  also  the  prin- 
e  of  the  application  of  heated  air  to  furnaces,  in  1825,  and 
n  to  the  date  of  the  said  letters  patent  in  the  declaration 
utioned,  had  been  made  known  and  put  into  practice  by 
i  Mr.  John  Jeffries  and  Mr.  F.  Patten,  of  the  Grove  Court 
uidry,  Southwark. 

Phe  defendants  farther  contend,  that  if  the  invention  claimed 
a  improved  mode  of  applying  heated  air  to  fires,  forges,  and 
laces,  then  the  said  patent  is  void,  because  no  sufficient  spe- 
sation  of  the  said  invention  has  been  enrolled  in  conformity 
\k  the  provisions  of  the  said  letters  patent  in  that  behalf; 
t  the  description  of  the  apparatus  to  be  employed  is  so  de- 
lve, that  no  workman  of  ordinary  skill  would  be  able  to 
ra£acture  the  said  apparatus  merely  by  reading  the  said 
eification ;  that  the  said  specification  is  calculated  to  deceive. 
it  the  mode  of  applying  hot  air  by  means  of  an  air  vessel  or 
sptacle,  which  is  vaguely  described  in  the  said  specification, 
ubstantially  the  mode  or  apparatus  for  which  Mr.  Botfield 
1  previously  obtained  his  patent.  That  the  said  specification, 
far  as  it  can  be  understood  as  descriptive  of  a  particular 
isntus  for  forming  and  supplying  hot  air,  describes  an  appa- 
lls which  does  not  answer  the  purpose.  That  the  said  spe- 
eation  is  invalid  on  account  of  its  general  vagueness.  That 
i  said  specification  is  defective,  inasmuch  as  it  does  not 
Bribe  the  kind  of  furnace  to  which  the  said  invention  is 
iHcable,  and  it  is  not  applicable  to  all  kinds  of  furnaces, 
at  the  apparatus  described  in  the  said  specification  to  be  em- 
lyed  for  the  purpose  of  heating  air,  is  so  defective,  that  it 
incapable  of  producing  any  beneficial  effect  in  the  blast 
nice.  That  the  apparatus  used  by  the  defendants  is  wholly 
brent  from  that  described  in  the  specification,  and  upon  a 
brent  principle,  and  it  was  invented  at  the  Calderlron  Works, 


(«)  AnU  275*  (d)  See  specification,  ante  274. 
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Notkxcfcbjec-  and  other  iron  works  near  Glasgow,  in  Scotland,  and  by  Mr. 
tum*  J.  Jeffries  and  T.  Patten,  at  Southwark,  and  not  by  the  aid 

Neilson. 

That  if  the  apparatus  described  by  the  said  Neilson  in  bit 
specification  could  be  made  to  raise  the  atmospheric  air  to  I 
sufficient  degree  of  heat,  it  could  not  be  used  without  a  niter 
twire  for  introducing  the  hot  air  into  the  blast  furnace.  Hi 
the  apparatus  which  the  defendants  do  use,  and  any  othfl 
apparatus  which  would  be  capable  of  raising  the  atmosphere^ 
a  sufficient  degree  of  heat,  could  not  be  applied  to  the  bkj 
furnace  without  the  use  of  a  water  twire.  J 

That  it  is  alleged  in  the  said  specification,  that  the  size  of  tij 
air  vessel  must  depend  upon  the  blast,  and  on  the  heat  neooj 
sary  to  be  produced ;  that  for  an  ordinary  smith's  fire  or  foq| 
an  air  vessel  or  receptacle  capable  of  containing  1,200  cdfai| 
inches  will  be  of ,  proper  dimensions,  and  for  a  cupola  i 
the  usual  size  for  cast  iron  founders,  an  air  vessel  capable  f 
containing  10,000  cubic  inches  will  be  of  a  proper  size,  ftl 
fires,  forges,  and  furnaces,  upon  a  greater  scale,  such  as  hW 
furnaces  for  smelting  iron,  large  cast  iron  founders'  cupolas,  ai 
vessels  of  proportionally  increased  dimensions  and  numbers  il 
be  required ;  whereas,  in  order  to  produce  the  effect  require^ 
the  heating  apparatus  ought  to  be  made  of  such  a  construct!* 
that  the  surface  exposed  to  the  action  of  the  heat  should  be  il 
proportion  to  the  quantity  of  air  required  to  be  heated,  and  tfcl 
instead  of  the  vessel  or  receptacle  being  enlarged  when  a  grertl 
quantity  of  heat  is  required,  the  heating  apparatus  must  h 
reduced  in  size,  and  the  surface  increased  in  extent,  so  as  i 
obtain  the  maximum  of  heating  surface  in  proportion  to  tk 
quantity  of  heated  air  required. 

That  it  is  therein  alleged,  that  the  air  vessel  or  receptaA 
may  be  conveniently  made  of  iron,  but  as  the  effect  does  nd 
depend  upon  the  nature  of  the  material,  other  metal  or  ma- 
terials may  be  used ;  whereas,  in  fact,  no  other  metal  can  in 
used  which  will  effect  the  desired  object  so  well  and  at  sod 
small  expense  as  iron.  Also,  that  the  sizes  and  proportions  d 
the  air  vessels  mentioned  in  the  specification,  rendered  tfc 
alleged  invention  inoperative  and  useless.  The  defendant! 
further  object,  that  the  said  invention,  as  described  in  the  stf 
specification,  is  of  no  public  use  or  benefit;  that  the  heated  ail 
cannot  be  introduced  into  smelting  furnaces  by  a  simple  pip* 
as  mentioned  in  the  said  specification. 
Piuintifs*  case.  Sir  W.  Follett  for  the  plaintiffs:  The  plaintiffs  are  the  pro 
prietors  of  an  extremely  valuable  patent  for  a  discovery  of  tb 
greatest  importance,  and  whatever  other  points  may  be  u^gedi 
the  case,  no  one  will  dispute  the  great  advantage  of  the  db 
covery.  It  is  scarcely  possible  to  exaggerate  its  importance 
there  has  been  nothing  discovered  in  modern  timet  -which  hi 
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so  considerable  an  effect  on  one  of  the  greatest  manufac-  A.D.  1841. 
s  of  this  country — the  manufacture  of  the  smelting  of  iron. 
as  enabled  persons  to  bring  into  operation  and  into  play 
Is  of  iron  and  of  coal  in  different  parts  of  this  country,  that 
ire  this  discovery  it  was  thought  impossible  to  apply  to  the 
Iting  of  iron.  It  has  been  in  use  now  for  many  years ;  like 
y  other  valuable  discoveries,  not  at  first  duly  appreciated, 
is  now  perfectly  understood,  not  only  in  this  country,  but, 
lieve,  also  on  the  continent ;  and  up  to  this  time,  I  believe, 
Neilson  has  always  been  considered,  both  in  this  country 
on  the  continent,  as  the  inventor  and  the  discoverer  of  this 
ess;  he  has  had  the  advantage  of  the  patent;  and,  un- 
itedly, I  do  not  say  that  this  patent  has  not  been  a  most 
Me  one,  and  that  it  is  not  now  a  most  valuable  one.  It 
s  date  as  far  back  as  the  11th  of  September,  1828;  it  will 
re  therefore  in  the  month  of  September,  1842.    It  has  a 

short  time  to  run ;  but  although  it  has  a  short  time  to  run, 
of  considerable  importance  to  the  proprietors,  that  it  should 
be  infringed  during  that  time. 

efore  this  invention  the  blast  was  produced  by  a  blowing 
or,  as  a  pair  of  bellows,  it  then  passed  through  the  regu- 
,  and  entered  in  a  cold  stream  into  the  furnace ;  and  at  that 

there  was  a  very  strong  opinion  entertained,  not  only  by 
manufacturers,  but  by  persons  who  had  scientific  know- 
5  on  this  subject,  that  it  was  better  for  the  purpose  of 
ting  iron  that  the  stream  of  air  which  was  so  produced  by 
riowing  apparatus  should  enter  the  furnace  cold.  It  had 
.  observed  that  the  furnaces  for  the  smelting  of  iron  worked 
much  better  in  the  winter  than  in  the  summer  months,  and 
es  had  thence  concluded,  that  it  was  better  that  the  air  should 
r  the  furnace  cold ;  and  so  far  had  that  notion  spread,  that 
of  the  great  iron  manufacturers,  who  in  the  course  of  this 
b  will  be  called  before  you  as  a  witness,  had  thought  it  to 
f  so  much  importance,  that  he  was  at  considerable  expense 
revent  any  heat  being  communicated  to  the  air  passing  into 
urnace.  The  air,  then,  at  this  time,  was  always  introduced 
the  furnace  cold. 

ow  Mr.  Neilson,  who  is  a  person  of  very  considerable 
itific  attainments,  and  also  of  very  great  practical  know- 
5,  was  led  to  conceive  a  contrary  notion,  which,  I  believe, 
nated  from  observations  that  he  had  made  in  the  common 
i  of  a  blacksmith ;  from  these  observations  and  various  ex- 
nents,  he  came  to  a  conclusion  different  from  that  which 
liled  in  the  world,  and  he  conceived  that  the  effect  upon  the 
ice  for  the  smelting  of  iron  would  be  very  considerably  in- 
led  by  introducing  the  air  into  the  furnace  hot  instead  of 
,  Previous  to  this  discovery,  coal  could  not  be  used  in  its 
itive  state,  but  now  you  may  use  the  coal  in  Scotland, 


300  neilson's  patent. 

Sir  w.  Foiutt  which  is  a  great  deal  worse  than  the  coal  in  Wales.  The  iron 
J*"  v  $  •  ore  which  was  sent  away  from  the  places  producing  it  to  other 
parts,  in  consequence  of  the  expense  of  converting  the  fuel  into 
coke,  is  now  manufactured  into  iron  at  those  spots.  And  there 
has  lately  been  a  still  further  advantage  in  consequence  of  ttti 
discovery,  which  is  the  subject  also  of  a  patent,  which  is  now  k 
litigation  in  another  court,  but  which  has  shown  the  extraordinnj 
effect  at  least  of  this  patent  of  Mr.  Neilson's.  In  a  considerable 
part  of  Wales  there  is  a  coal  called  stone  coal,  or  anthracite 
which  could  not  be  used  at  all  for  the  smelting  of  iron.  Sin 
this  discovery  of  Mr.  Neilson's,  it  has  been  found  that  the  stns 
coal,  or  the  anthracite,  may  be  used  as  fuel  effectually,  wi 
equally  well  with  the  other  species  of  coal.  This  was  discovered 
by  a  gentleman  of  the  name  of  Crane,  who  has  taken  out  a 
patent  for  it.  Mr.  Crane,  of  course,  does  not  pretend  to  m§ 
that  he  has  any  right  to  interfere  with  the  patent  of  Mr.  Neilaoa 
until  Mr.  Neilson's  patent  has  expired.  He  says,  I  have  mads 
a  discovery  which  may  be  superadded  to  that,  and  I  am  en- 
titled to  protection  for  my  discovery  of  the  use  of  this  anthn* 
cite  coal ;  but  he  cannot  use  the  hot  blast,  nor  bring  his  pateaft 
into  force,  until  the  expiration  of  Mr.  Neilson's  patent,  withoat 
a  license  from  him.  He  has  obtained  a  license  from  Mr. 
Neilson,  and  under  that  license  it  is  that  he  is  now  working  hk 
patent,  and  that  he  has  taken  out  a  patent  for  the  use  of  the 
anthracite  coal. 

Now,  I  stated  that  the  principle  which  Mr.  Neilson  had  con- 
sidered was  defective  in  the  old  mode  of  smelting  the  iron,  was 
in  applying  the  blast  cold,  and  that  he  considered  that  a  gttsd 
improvement  would  be  made  by  applying  it  in  a  hot  state. 
Then,  having  satisfied  himself  of  that,  he  has  taken  out  this 
patent,  and  in  applying  to  practice  the  principle  which  he  saji 
may  be  so  advantageously  used  in  the  smelting  of  iron,  he  dod 
not  at  all  interfere  with  the  blast  apparatus,  nor  with  the  old 
furnace,  or  the  mode  of  filling  the  furnace,  or  of  applying  the 
fire,  or  any  of  the  old  processes  of  smelting  iron ;  but  his  phn 
is,  to  have  between  the  blowing  apparatus,  that  is  between  the 
regulator,  which  was  a  part  of  the  blowing  apparatus  in  the  old 
system,  an  air  vessel  or  vessels,  which  shall  be  air-tight,  of 
tight  enough  to  receive  the  air,  that  those  vessels  shall  be  sub- 
ject to  heat,  that  they  shall  be  placed  over  the  fire  and  heated, 
and  that  the  air  from  the  blowing  power  should  pass  into  thatf 
air  vessels  so  subject  to  heat,  so  as  very  materially  and  con- 
siderably to  increase  the  temperature  of  the  air,  and  then,  that 
from  those  air  vessels  it  shall  pass  along  the  tubes  in  the  uioil 
way  through  the  arches  or  twires  into  the  furnace.  The  conse- 
quence, therefore,  will  be,  that  by  adopting  this  mode  of  placing 
the  vessel  or  vessels  between  the  blowing  power  and  tte 
furnace,  and  heating  those  vessels,  the  air  will  pass  through 
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mis  which  are  subject  to  the  fire,  which  will  become  hot,  A.D.  1841. 

i  then  enter  the  furnace  in  a  heated  state. 

Now,  there  is  no  doubt  that  this  is  a  simple  process,  and,  like 

«t  other  discoveries  when  once  made,  appears  to  be  very 

tf  to  be  earned  into  effect.    But  certainly  the  smelting  of 

n  had  been  conducted  in  this  country,  and  had  been  con- 

etod  on  the  continent  for  a  great  number  of  years,  and 

body  had  ever  thought  of,  or  rather  applied  the  invention, 

til  Mr.  Neilson  took  out  his  patent  in  1828.     I  say  that, 

Duse  I  am   satisfied   on   the   evidence   that  will   be  the 

K,     There  is  a  statement  here,  that  the  invention  of  Mr. 

alaon  is  not  new.    I  shall  prove  conclusively  to  you  that 

r.  Neilson's  invention  is  new,  that  it  was  not  used  in  this 

nntry,  that  it  was  not  known  in  this  country,  that  he  was  the 

rentor  and  discoverer,  that  he  found  out  the  principle,  and 

it  he  showed  the  mode  in  which  the  principle  could  be 

ictically  carried  into  effect,  and  that  he  did  it  in  the  way  that 

lave  described  to  you,  by  placing  the  air  vessel  or  air  vessels 

tween  the  blowing  apparatus  and  the  furnace,  heating  those 

■kIs,  and  then  passing  the  air  through  those  vessels  and 

rough  a  tube  into  the  furnace. 

I  am  sure,  gentlemen,  that  yott  will  feel  what  I  believe  now 

a  common  feeling  on  this  subject,  that  where  a  party  has 

ade  a  valuable  discovery  of  this  kind,  where  it  has  been  owing 

his  own  science  and  intellectual  acquirements  and  practical 
lowledge,  that  at  least  he  is  entitled  to  the  protection  for  the 
sited  period  of  fourteen  years,  which  the  law  allows.  The 
ding  is  not  now  as  it  was  at  one  time,  to  be  astute  to  find  out 
odes  of  upsetting  or  destroying  patents,  but  it  is  a  much  more 
■union  sense  view  of  the  subject  now,  that  a  man  who  has 
pplied  his  science,  his  intellect,  and  his  knowledge,  ought  to 
nrive  some  profit  from  the  invention  and  the  discovery  which 
t  has  made,  and  Mr*  Neilson  and  the  other  gentlemen  say,  we 
re  entitled  to  that  protection  down  to  the  month  of  Sep- 
■nber,  1842. 

In  order  to  make  intelligible  the  objections  which  are  made, 
.  must  pray  attention  to  the  specification.  (The  learned 
xmasel  read  and  commented  on  the  specification*)  The  de- 
imdants  say,  that  they  have  not  been  guilty  under  the  circum- 
teces  of  an  infringement  of  this  patent.  Now,  Mr.  Neilson 
nyi — I  do  not  claim  any  particular  shaped  vessel,  I  do  not 
ebim  any  particular  sized  vessel;  the  vessels  may  be  of  dif- 
ferent dimensions,  they  may  be  of  different  shapes,  they  may 
be  different  numbers,  that  will  depend  on  the  furnaces  in  which 
they  are  used ;  and,  moreover,  if  you  once  apply  this  invention 
lad  discovery  of  Mr.  Neilson's,  and  use  a  vessel  of  a  particular 
Atpe,  and  in  the  course  of  time  find  that  a  vessel  of  a  different 
•hspe  may  answer  better,  that  it  may  save  fuel  for  instance,  or 
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Sir  w.  Foiutt   increase  the  heat,  you  are  perfectly  at  liberty  to  alter  Hie  shape 

fartheplaintifi.  q{  ^  vessel  Qr   ^  ^  q{  ^  vessd   through  which  ^  ^ 

passes ;  but  the  patent  cannot  be  evaded  in  that  way.    Whilst 
Mr.  Neilson's  patent  is  in  force,  every  vessel,  no  matter  what 
its  shape,  no  matter  what  its  size,  through  which  the  air  passes 
from  the  blowing  power  for  the  purpose  of  being  heated  to  g9 
into  the  furnace,  would  be  protected  and  covered  by  this  patent, 
because  the  patent  is  for  that  discovery  of  applying  the  heated 
air  to  the  furnace,  and  pointing  out  the  mode  in  which  that 
heated  air  may  be  applied.    Now,  Mr.  Neilson  never  could,  nor 
could  any  one  who  was  intending  that  this  should  be  of  practical 
use  or  benefit,  have  laid  down  any  particular  mode  or  shape  ii 
which  these  vessels  were  to  be  constructed*    Any  person  of 
ordinary  skill  would  know  this,  that  the  larger  the  surface  of  the 
vessel  which  was  exposed  to  the  fire  the  greater  would  be  the 
heat,  therefore  you  would  get  the  greater  heat  by  making  your 
vessel  in  such  a  way  as  to  expose  a  larger  surface  to  the  fire 
You  might  also  by  the  construction  of  the  vessel  economise  the 
fuel,  which  was  placed,  not  in  a  furnace  for  smelting,  but  in  a 
furnace  for  heating  the  vessel  through  which  the  air  passed. 
That  may  be  done  by  altering  the  shape  or  size  of  the  vessd, 
and  the  consequence  is,  that  although  this  discovery  of  Mr. 
Neilson's  is  now  in  general  use  in  this  country,  the  forms  and 
size  of  the  vessels  vary  at  different  times  and  places ;  but  what- 
ever be  the  form,  whatever  be  the  size  of  the  air  vessel  or 
vessels  through  which  the  heated  air  passes,  I  say  on  the  part 
of  Mr.  Neilson,  and  I  am  quite  sure  I  shall  have  my  lorcfi 
sanction  for  it,  that  this  patent  covers  any  attempt  to  pass  the 
air  from  the  blowing  power  through  an  air  vessel  which  ia 
heated,  and  then  conducting  that  air  in  a  heated  state  into  the 
furnace  (e). 

Now,  with  respect  to  the  vessel  used  not  being  an  infringe- 
ment, I  cannot  conceive  for  one  moment  that  any  question  or 
doubt  can  arise  on  the  subject  at  all.  I  would  concede,  if  it 
were  necessary  for  the  purpose  of  this  argument,  that  this  mode 
of  constructing  the  vessel  is  an  improvement  upon  the  old.  It 
may  be  such  an  improvement,  for  aught  I  know,  as  would  have 
entitled  the  party  who  discovered  it  to  a  patent;  but  that  was 
not  the  defendants,  they  did  not  invent  it  or  discover  it,  because 
it  was  in  common  use,  and  in  use  by  a  person  who  had  a  license 
from  the  plaintiffs ;  this  may  be  a  great  improvement  upon  the 


(e)  The   learned    counsel    described  various  straight  pipes,  alternately  between  each  arckei 

kinds  of  vessels  which  have  been  and  were  at  the  pipe,  so  that  the  sir  admitted  at  the  end  of  o* 

time  in  use,  and  particularly  that  used  by  the  of  the  straight  pipes  would  traverse  every  pipe 

defendants,  which  consisted  of  a  series  of  pipes  of  before  it  escaped,  the  fire  to  heat  the  pipes  beta 

a  curved  or  arched  form,  communicating  with  placed  under  the  arched  pipes.    See  the  vssw 

two  straight  pipes ;  stops  being  placed  in  the  described  by  Sir  J.  Campbell,  port  304. 
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vessel  or  the  vessels  that  were  first  used;  but  this  would  a.D.  1841. 
the  least  interfere  with  Mr.  Neilson's  patent. 
Mr.  Neilson  has  discovered  the  principle  of  applying  the  air 
sd  to  the  furnace,  and  shown  the  mode  in  which  that  can  be 
ically  carried  into  effect  by  passing  air  through  a  vessel 
id,  and  subjecting  the  air  to  the  action  of  heat  in  that 
si  before  it  enters  the  furnace,  that  is  the  essence  of  his 
■very,  and  that  it  is  which  he  is  entitled  to  be  protected  in ; 
no  one  who  makes  a  discovery  of  this  sort  could  be  entitled 
ny  advantage  from  it  whatever,  except  so  far  as  he  had 
tission  of  Mr.  Neilson,  or  as  he  derived  authority  from 
Neilson,  to  use  the  principle  of  Mr.  Neilson's  patent.  For 
were  otherwise,  you  will  observe  in  one  moment  that  Mr. 
son,  notwithstanding  the  great  advantage  of  this  discovery, 
great  national  benefit  that  it  is  now  conferring  upon  the 
itry,  may  be  totally  deprived  of  all  remuneration  of  every  sort 
ind,  because  it  would  be  only  for  the  parties  to  say,  I  will 
a  vessel  of  a  different  sort,  or  I  will  use  tubes  or  pipes 
it  pass  in  this  way,  I  do  not  use  a  square  vessel,  I  do  not 
a  round  vessel,  I  use  a  vessel  of  this  sort ;  they  will  have  a 
t  to  say  at  once,  Mr.  Neilson  is  not  entitled  to  protection 
his  patent  at  all.  I  believe  no  doubt  can  be  entertained 
a  it ;  I  say  so  unfeignedly,  and  I  am  quite  satisfied  that  my 
will  tell  you  so,  and  that  under  this  specification  Mr. 
[son  is  entitled  to  the  full  protection  of  the  principle  which 
has  discovered,  and  which  he  has  practically  found  the 
ids  of  carrying  into  effect ;  and  that  so  long  as  his  patent  is 
orce  he  is  entitled  to  the  advantage  of  that  principle  and 
practical  application  of  it  (/). 

t  is  said  that  the  specification  is  not  good ;  but  persons  of 
ry  class  will  be  called  as  witnesses,  who  will  all  say  that  it  is 
fectly  plain  and  intelligible;  that  no  person  acquainted 
h  the  business  of  smelting  iron  could  doubt  its  meaning,  or 
in  any  difficulty  in  carrying  it  into  practical  operation. 
Lastly,  the  invention  is  said  not  to  be  of  any  public  use ; 
at  can  be  the  meaning  of  such  a  plea  I  know  not,  because  if 
f  invention  that  ever  was  discovered  was  of  public  use,  this  is 
e;  there  is  none  which  has  produced  so  great  a  revolution  or 
great  a  saving  in  the  manufacture  of  iron,  and  occasioned 
ch  great  changes  both  in  England  and  Wales. 

*  *  *  *  *(^) 

Sir  J.  Campbell,  A.  6.,  for  the  defendants :  Gentlemen  of  the 
ry,  I  have  to  address  you  on  behalf  of  the  defendants  in  this 


if)  The  learned  counsel  thtn  proceeded  to  (g)  It  will  be  unnecessary  here  to  give  any  ab- 

*Mt  en  the  alleged  prior  inventions  men-  stract  of  the  evidence  of  the  plaintiffs'  witnesses. 

•*»■  hi  the  notice  of  objections ;  as  to  which,  The  more  important  portions  of  that  evidence  will 

*  m*  274-5.  be  found  in  the  summing  up  of  the  learned  judge. 
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Sir  J.  CmmpbiU  cause,  and  the  question  that  yon  will  have  to  determine  is,  wbt&g? 

*£*!**  d^w,i"  the  defendants  have  infringed  a  valid  patent  of  Mr.  NcOson'i? 
There  has  been  read  to  you  an  admission  which  they  wen  si 
all  times  ready  to  make ;  there  has  been  here  no  disguise,  m 
concealment ;  they  have  openly  done  and  proclaimed  to  tki 
world  what  they  have  done,  which  is  making  use  of  the  apav 
ratus  that  now  is  before  you ;  and  what  is  that  apparatus?  k 
consists  of  a  series  of  pipes,  two  of  them  horizontal  and 
others  vertical,  and  by  this  apparatus  the  air  being  introdnoi 
into  one  of  the  horizontal  pipes,  there  is  a  atop  hereabort 
which  prevents  it  from  going  further  in  that  horizontal  pipe.  Iti 
then  obliged  to  cross  over  to  the  other  horizontal  pipe.  It 
makes  a  progress  in  that  horizontal  pipe  until  there  is  anoda 
stop,  that  makes  it  cross  over  again  to  the  other  side ;  and  to 
traverses  from  side  to  side,  until  at  last,  passing  through  a 
number  of  these  heated  tubes,  it  reaches  a  temperature  of 
or  700  degrees,  and  at  that  temperature  it  is  introduced 
the  blast  furnace  by  means  of  the  water  twire.  That  is 
process,  and  you  are  to  say,  under  my  lord's  direction,  wheAl 
there  is  any  thing  in  point  of  law  to  prevent  the  defends* 
from  manufacturing  iron  by  the  assistance  of  that  apparatus. 
There  is  no  doubt  that  the  application  of  the  hot  blast  to  t 
making  of  iron,  according  to  the  present  practice,  is  an  im 
ment ;  but  why  was  the  patent  a  dead  letter  for  nearly  half 
term  ?  My  learned  friend,  Sir  W.  Follett,  said  that  the 
discoveries  shock  old  habits  and  notions,  that  reason  and 
rience  and  time  are  necessary  for  overcoming  the  prejudice) 
But  the  fact  is,  that  the  invention  was  a  failure  until  the  pip» 
or  tubular  form  of  vessel  was  introduced.  The  specifics**! 
gives  no  information  by  which  the  invention  could  be  ts> 
cessfuL  And  is  it  to  be  endured,  that  if  there  is  a  new  mi 
which  is  discovered  of  which  Mr.  Neilson  had  no  notion-i 
there  is  a  new  mode  discovered  by  which  hot  air  may  hi 
advantageously  employed  in  the  smelting  of  iron,  tint  il 
attempts  to  put  that  in  force  are  to  be  treated  as  illegal  tal 
wrong  ?  That  is  not  the  law.  The  law  of  England  respectnf 
inventions  is  founded  on  reason,  and  justice,  and  public  polity 
It  is  this— that  when  there  has  been  an  important  discovery* 
the  arts  and  manufactures,  the  discoverer  is  to  be  rewarded  by 
having  the  exclusive  use  of  it  for  a  certain  period  of  years ;  W 
then  there  is  a  condition  imposed  upon  him — there  is  a  bargain; 
in  consideration  of  his  having  this  monopoly,  he  must  point  oot 
to  all  mankind  how  the  invention  may  be  used,  and  he  mast  do 
that  in  a  manner  which  admits  of  no  doubt,  which  any  person 
can  understand,  which  any  person  can  put  in  practice.  Ita 
is  not  the  smallest  ground  for  saying  that  Mr.  Neilson  fan 
made  the  supposed  discovery  of  this  apparatus  which  lies  befcrt 
me,  and  that  he  has  described  it  in  his  specification ;  for  unk* 
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has  described  what  substantially  amounts  to  this  in  hisA.  D.1841. 
deification,   then  either  his   specification   is   bad,   or  there 
i  been  no  infringement  of  the  patent  on  the  part  of  the 
endants. 

Hie  title  of  the  patent  has  not  the  most  distant  allusion  to 
hot  blast ;  it  will  apply  as  well  to  the  cold  blast.  My  lord 
I  see  that  this  is  not  at  all  for  any  alteration  in  the  tem- 
ature  of  the  air ;  it  is  for  an  improved  mode  of  applying  air, 
altering  the  quality  of  the  air.  This  was  a  clear  deceit  upon 
crown  in  the  granting  of  this  patent,  if  Mr.  Neilson  had  had 
his  mind  that  it  was  the  air  that  was  to  be  heated ;  and 
ing  in  his  mind  that  the  air  was  to  be  heated,  he  says  that 
has  found  out  merely  an  improved  mode  of  applying  air  to 
duce  heat  in  furnaces ;  would  not  that  apply  equally  to  the 
i  blast  as  the  hot  blast,  because  in  the  cold  blast  you  do 
Ay  air  for  producing  heat  in  furnaces.  Then  why,  if  he  knew 
he  time  he  took  out  this  patent,  if  he  intended  that  the  air 
i  to  be  heated  before  it  was  introduced  into  the  furnace — that 
lie  principle  upon  which  he  relies — why  did  he  not  say  so  ? 
ay  that  under  such  a  title  he  had  no  right  at  all  to  specify 
at  we  call  the  hot  blast.  That  is  not  an  improved  mode  of 
dying  air.  What  comes  within  the  scope  of  that  title,  is  an 
proved  mode  of  merely  making  the  common  atmospheric  air 
it  comes  from  the  open  air  pass  into  the  blast  furnace.  And 
he  had  made  any  improvement  of  that  sort,  which  well  he 
jht,  then  such  an  improvement  might  be  specified  under  the 
e. 

But  supposing  him  to  be  at  liberty  to  specify  a  mode  of 
ng  the  hot  blast,  is  a  specification  for  the  beneficial  use  of 
:  blast  sufficient  ?  I  will  state  what  I  understand  to  be  the 
nciple  on  the  subject.  There  is  a  bargain  between  the 
jentee  and  the  crown,  representing  the  public.  In  con- 
eration  of  the  patentee  enabling  any  person  of  common  skill 
i  experience  to  make  use  of  his  invention,  the  crown  gives 
Q  the  exclusive  right  to  make  use  of  it  for  the  period  of  fourteen 
its.  But  not  only  in  point  of  law  impliedly,  but  expressly 
the  very  terms  of  the  patent,  a  condition  is  imposed  that  he 
ill  specify  the  invention ;  that  is,  that  he  shall  describe  how  it 
to  be  carried  into  effect.  The  proviso  obliges  the  patentee, 
'  an  instrument  in  writing  under  his  hand,  particularly  to 
scribe  and  ascertain  the  nature  of  the  invention,  and  in  what 
inner  the  same  is  to  be  performed.  Now  these  things  are 
escribed  upon  the  face  of  the  patent  itself  as  conditional.  He 
oat  not  only  state  the  nature  of  the  invention,  but  he  must  state 
what  manner  the  same  is  to  be  performed ;  and  he  is  to  cause 
e  same  to  be  enrolled  in  the  High  Court  of  Chancery  within  six 
ttiths  next  and  immediately  after  the  date  of  the  said  recited 

2  R 
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Sir  J.  Campbell  letters  patent.    This  period  of  six  months  is  given  for  then- 

"iwt/**  d"^endm  press  purpose  of  enabling  the  patentee  in  the  intermediate  tint 

to  perfect  his  experiments ;  to  draw  up  a  complete  specification} 

to  disclose  to  the  world,  not  only  the  nature  of  his  inventing 

but  how  it  is  to  be  carried  into  effect.    The  motive  for  giving 

six  months  to  prepare  the  specification  is,  that  he  may  hut 

ample  time  to  prepare  such  an  instrument  as  will  effectual} 

answer  the  purpose  that  is  intended.  ' 

Requisite*  of         Now,  what  ought  that  instrument  to  contain  ?     I  apprehoi 

tpeeijicution.      tnat  ^  is  the  mle  up<)n  ^  subject.    It  is  a  fundamental  nil 

on  which  all  others  for  making  and  judging  of  a  specificatM 
depend,  that  the  secret  must  be  disclosed  in  such  a  manm 
that  men  of  common  understanding,  with  a  moderate  knowkdg 
of  the  art,  may  be  enabled  to  make  the  subject  of  the  pated 
Nothing   to   invention,  nothing  to   experiment.      Extranet! 
matter,  however  learned,  must  not  be  introduced  to  darken  i 
Though  it  is  addressed  to  the  public  in  general,  it  need  not  I 
so  circumstantial,    or  so   explanatory,    that  persons  entw 
ignorant  of  the  elements  of  the  science  from  which  the  subja 
is  taken  may  thereby  alone  be  able  to  learn  and  use  the  inrm 
tion.     Nor,  on  the  other  hand,  should  the  description  bei 
concise  as  to  become  obscure.     But  it  must  be  intelligible  n 
useful  to  persons  of  moderate  knowledge,  not  entirely  ignom 
but  of  moderate  knowledge  of  that  art  to  which  it  relates.   H 
clearness  of  the  description  will  of  course  depend  upon  tb 
matter  of  the  invention ;  but  upon  the  whole  it  may  be  obserM 
that  if  a  person  of  moderate  capacity,  having  a  little  knowlafc 
of  the  science  which  led  to  the  invention,  can  immediately* 
the  method  pointed  out,  and  easily  apprehend  the  purport  h 
which  the  subject  was  invented,  without  study,  without  any» 
vention  of  his  own,  and  without  experiments,  the  disclosure  ■ 
fully  and  fairly  made. 

There  are  no  diagrams,  plans,  and  nothing  whatever  in  th 
specification,  to  fix  him  to  what  the  invention  is.  And  before  I 
proceed  to  the  terms  of  the  specification,  I  must  draw  ^ 
lord's  attention  to  this  other  additional  objection,  that  it  ■ 
utterly  impossible  for  any  person  who  reads  the  title  of  the  sp 
cification  to  say  for  what  the  claim  is  made ;  whether  it  is  til 
application  of  hot  air  to  the  smelting  of  iron,  or  whether  itl 
for  some  pretended  general  vague  method  which  he  support* 
he  has  discovered.  Gentlemen,  if  that  were  so,  that  «g*  j 
would  be  a  fatal  objection,  because  although  this  is  not  * 
odious  monopoly,  it  is  a  monopoly  during  the  currency  of  »• 
patent,  the  public  are  entirely  excluded  from  the  use  of  ■* 
process  that  is  legally  covered  and  protected  by  the  monopoly 
Therefore  the  law  requires  that  confines  shall  be  distinctly  ** 
broadly  marked  out,  so   that  the   public  may  know  whetk* 


NEILSON    AND    OTIIERS   V.    HARFORD    AND    OTHERS.  307 

they  are  exercising  a  legal  right,  or  whether  they  are  in-  A.  D.  1841. 
fringing  the  property  of  another.     It  is,  therefore,  indispen- 
ably  necessary  that   the   specification,   taken    together   with 
the  title,  should  distinctly  denote  what  it  is  that  the  patentee 
Aims  as  his  invention,  and  of  which  he  says  that  he  is  to  be 
entitled  to  the  exclusive  use  during  a  period  of  fourteen  years. 
Now,  looking  at  his  title  and  specification,  what  is  it  that  Mr. 
Neilson  says  he  is  to  have  the  exclusive  use  of  ?     His  title  is, 
•improved  application  of  air  to  produce  heat  in  fires,  forges, 
nd  furnaces  ;"  then  during  fourteen  years  are  all  mankind  to 
he  debarred  from  making  any  attempt  at  improving  the  appli- 
otion  of  air  to  produce  heat  in  fires,  forges,  and  furnaces  ? 
i  Well,  then,  when  you  come  down  to  what  he  specifies,  what 
■  (fees  he  specify  ?    Does  he  specify  a  principle  ?     Does  he  claim 
iB  modes  by  which  heat  is  to  be  communicated  to  the  air 
j  between  the  blowing  apparatus  and  the  furnace  ?     I  think  my 
J  learned  friend  says  that  he  does.    He  says  that  any  mode  what- 
f  loever  by  which,  in  the  intermediate  space  between  the  regulator 
(which  is  taken  to  be  part  of  the  blowing  apparatus)  and  the 
Hast  furnace,  heat  is  communicated,  by  whatever  means,  whether 
H  be  in  a  sphere,  or  in  a  cube,  or  in  an  enclosed  vessel— of  course 
k  must  be  an  enclosed  vessel — [Parke,  B. :  It  is  not  necessary, 
because  Mr.  Botfield's  patent  is  one  in  which  it  is  not.     If  it  is 
the  application  of  heat  to  a  furnace  in  Mr.  Botfield's  patent,  it 
is  not  by  heating  the  air  in  an  enclosed  vessel.]     Not  in  that 
part  to  which  your  lordship  refers.     [Parke,  B. :  Therefore  I 
suppose  what  he  claims  is  every  method  of  heating  the  air  in 
an  enclosed  vessel  of  any  shape  or  description,  between  the 
blowing  apparatus   and  the   furnace.]     I  suppose  so.     Quod 
valeat  mm  dixit  if  he  did  mean  to  say  so,  he  has  not  said  so ; 
and  that  is  one  of  my  objections,  because  he  has  said  no  such 
tiling,  and  one  of  the  uncertainties  and  one  of  the  ambiguities 
of  which  I  complain  is,  that  he  has  said  no  such  thing ;  and 
then,  I  say,  that  if  he  had  said  so,  without  more  particularly 
designating  the  method  by  which  his  process  was  to  be  carried 
into  effect,  he  would  only  have  rendered  his  specification  more 
▼icious. 

But  now  let  us  examine  the  terms  of  the  specification,  which 
**  you  observe  is  without  any  drawing  whatever.  I  believe 
that  the  almost  invariable  practice  now  is  to  accompany  a  spe- 
cification with  drawings — and  why?  Why  the  specification 
Aould  be  a  working  plan,  it  should  enable  the  mechanic  to 
any  the  invention  into  effect.  The  rule,  my  lord  will  re- 
memberf  in  Mr.  Watt's  famous  case  was  this,  that  a  mechanic 
fainted  with  the  steam  engine  before  Watt's  invention 
*ouJd  be  able  to  perfect  Mr.  Watt's  invention.  Mr.  Watt's 
"Mention  was  held  to  be  properly  specified,  because  a  common 
Mechanic— the  word  mechanic  is  used — because  a  mechanic 
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Mr  y  Campbell  acquainted  with  the  old  engine  before  Mr.  Watt's  improre- 
{mtiL* 4^tndm    ments,  looking  to  Mr.  Watt's  specification  and  to  nothing else,  j 
could  make  all  Mr.  Watt's  improvements ;  and  it  was  proud  ; 
that  they  did  make  them.     Here  not  a  single  instance  is  grot  ■ 
of  any  person  who,  not  having  seen  the  apparatus  before  looking 
to  the  specification,  made  the  apparatus  and  applied  it  to  the 
smelting  of  iron.    Notwithstanding  all  the  pains  that  have  be* 
exerted— you  see  you  have  had  witnesses  called  from  Wale* 
from  all  parts  of  England,  and  from  all  the  coal  country  aaf 
the  iron  country  in  Scotland — you  have  had  scientific  witness* 
called  merely  to  give  speculative~opinions — but  you  have  had  iflj 
one  single  instance  brought  before  you  of  any  person  wfy 
taking  this  specification  in  his  hand,  and  not  being  previoufy 
instructed  with  the  mode  in  which  the  hot  blast  was  to  1* 
applied,  constructed  an  apparatus  whereby  the  hot  blast 
beneficially  applied  to  the  smelting  of  iron.     Upon  that  groi 
I  say,  the  plaintiffs'  case  entirely  fails.     (The  learned  coi 
then  proceeded  to  examine  and  comment  upon   the  s] 
cation.)     We  have  been  told  that  this  is  a  vessel  where  joj 
have  one  horizontal  tube,  another  horizontal  tube,  and  a  grei 
series  of  vertical  tubes  communicating  with  the  horizontal  tub% 
and  stops  in  the  horizontal  tube  whereby  the  air  is  propeM 
and  made  to  cross  from  side  to  side  so  that  it  may  be  propoM 
heated ;  and  this  is  called  a  vessel.  Why,  in  one  sense  it  may  W 
a  vessel,  as  if  it  were  twenty  miles  long  and  consisted  of  ftlj 
thousand  pieces.    Why,  you  may  call  it  a  vessel  if  you  like,  W; 
the  specification  is  to  speak  the  common  language  of  mankind; 
that  is  a  vessel  which  would  be  understood  to  be  a  vessel  h 
common  parlance*  or  at  all  events  by  a  person  of  moderate 
ski  1  in  the  department  of  art  to  which  the  discovery  belong* 
Throughout  there  not  only  is  no  suggestion  of  a  succession  of 
dirtervnt   pipes*   but   that   is   clearly  excluded,  because  it  ■ 
supposed  that  there  is  to  be  one  vessel.     Just  observe.    It  * 
admitted  that  there  is  only  to  be  one  vessel  as  to  the  smitlft 
forjso ;  it  is  admitted  that  there  is  only  to  be  one  vessel  as  to 
the  cupola.     It  is  quite  clear  that  the  patentee  contemplated 
that  the  same  prwess  vras  to  be  adopted  in  the  blast  furnace 
only  increasing  the  dimensions  of  the  vessel  or  having  two,  tW 
\*»  tx*v*  to  £0  in  at  different  times,     'Parke,  B. :  "Dimension! 
and  numNersO**     That  is  not  multiplying  the  pipes;  that ii 
wnmNer*  f*u&irm  cr*r^&.  vessels  as  before  described,  of  the 
*ame  *\vwtr«jc*w:u  aru*  on  the  same  principle.    The  spectf- 
nation  *hc*^  that  Mr.  Neilsor.  contemplated  that  the  air  was  to 
}\»xx  thrv^h  >/js  ves».  v-tisoct  ir.termptaon,  without  any  di* 
ov  am  thv,\c  to  oeU;n  «  awin«  ri>e  heating  surface;  it  was  to 
^  iSw^vtN  «•'■  *  ov.rrertt.    TSer.  as  to  the  si«e;  this  is  to  depend 
*\*\  t  he  Na^u  a-s-.  «■**  the  h*tt  Twwsanr  to  be  produced.    Tb^ 
ax  the  M**t  *n£  lx^t  to  Nf  pcvxhixt  *re  increased, so  the  aiie* 
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*  be  increased.    That  is  utterly  false,  for  if  you  were  to  in-  a.D.  1841. 
pease  the  size  in  that  proportion  you  would  utterly  fail ;  you 
rould  have  a  form  which  would  not  give  the  heating  surface. 
Iiis,  then,  is  an  entire  misdirection;  instructions  are  given 
Wch,  if  followed,  must  produce  an  inevitable  failure. 

Further,  the  following  passage,  "  the  form  or  shape  of  the  air 
sssel  or  receptacle  is  immaterial  to  the  effect,  and  may  be 
bpted  to  the  local  circumstances  and  situation/'  is  totally 
ibe.  The  effect  is  producing  heat  in  the  air  contained  in  the 
Basel ;  now  it  is  perfectly  well  known,  that  although  the  air 
lay  be  heated  in  a  cube  of  a  foot,  yet  if  the  cube  be  increased 
le  air  will  not  be  heated  at  all.  How  then  can  the  form  be 
ad  to  be  immaterial  ? 

There  is  another  point,  the  omission  in  the  specification  of 
1  mention  of  the  water  twire,  which  is  entirely  fatal.  It  is 
knitted  that,  without  the  use  of  the  water  twire,  the  hot  blast 
umot  be  beneficially  used ;  the  heat  of  the  air  is  so  great  on 
atering  the  furnace,  that  unless  there  be  some  contrivance  for 
Holing  the  pipe  by  which  the  heated  air  is  injected,  the  appli- 
Ition  must  fail. 

For  these  reasons  the  specification  is  bad,  and  the  patent 
tnnot  be  supported.  The  legitimate  object  of  the  patent  was 
be  smith's  forge  and  smelting  cupola ;  for  these  Mr.  Neilson 
light  have  had  a  valid  patent,  if  he  had  entitled  it  properly 
nd  given  a  proper  specification,  but  he  has  extended  his  patent 
eyond  its  proper  limit,  and  endeavoured  to  embrace  a  subject 
Mr  which  he  merely  throws  out  a  hint;  in  respect  of  the 
melting  of  iron,  it  is  a  patent  for  an  idea,  not  so  much  as  a 
vinciple,  and  cannot  therefore  be  supported  (A). 

Parke,  B., having  stated  the  pleadings,  proceeded  as  follows:  ParketB.,t*the 
Sow,  there  is  no  question  whatever  in  this  case  but  that  this^'tttmmingvpu 
ttrention  of  the  hot  blast,  as  used  at  the  time  this  action  was 
brought  and  some  time  before,  is  not  simply  beneficial,  but 
highly  valuable  to  the  arts,  and  a  very  important  discovery  has 
been  either  made  by  Mr.  Neilson,  or  he  has  led  to  a  most  im- 
portant discovery,  and  there  is  no  doubt  that  the  invention  he 
made  was  an  invention  which  turned  out  to  be  ultimately  an 
Invention  of  the  greatest  utility,  and  I  entertain  no  doubt  or 


(a)  Notice   of  objections  to  be   considered   as  of  the  defendant  unlets  he  prove  the  objections 

9*t  *f  the  pleading*. — No  witnesses  being  called  stated  in  such  notice,  not  unless  he  prove  the 

•*  the  part  of  the  defendants,  Sir  W.  FolUtt  di-  notice.     I  think  it  must  be  considered  as  a  kind 

teted  attention  to  the  terms  of  the  statute  5  and  of  notice  appended  to  the  pleas  as  a  notice  of 

•  W.4,  c.  83,  s.  5,  ante  260,  n.  a.,  respecting  the  set-off,  and  that  therefore,  in  truth,  the  attention 

■•fcs  of  objections,  and  required  them  to  be  read.  of  the  court  should  be  called  to  it  as  part  of  the 

fts  question  was  then  raised  whether  such  read-  plaintiffs'  case.     Let  them  be  simply  read.     The 

■l  tt  this  stage  of  the  cause  would  not  give  a  proper  course  would  have  been,  I  think,  that  they 

tyt  of  reply.  should  have  been  read  at  the  time  of  the  pleadings 

Jfafcf,  B. :  The  words  of  the  statute  are,  no  being  opened. 

i  shall  be  allowed  to  be  made  on  behalf         The  objections  were  then  read. 
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Parkt,  B.(  to  the  difficulty  myself  in  adopting  the  observation  that  has  been  made 
J*ry*  by  Sir  William  Follett,  as  to  the  mode  in  which  these  question 

Patent  rights  are  of  patent  right  are  to  be  decided.     Half  a  century  ago,  or  era 
not  to  be  tned    jggg  within  fifteen  or  twenty  years,  there  seems  to  have  ben 

with  a  view  to  7  J   *  t      . 

their  defeat.  very  much  a  practice  with  both  judges  and  juries  to  destroy  the 
patent  right,  even  of  beneficial  patents,  by  exercising  great 
astuteness  in  taking  objections,  either  as  to  the  title  of  the 
patent,  but  more  particularly  as  to  the  specification,  and  minf 
valuable  patent  rights  have  been  destroyed  in  consequence  of 
the  objections  so  taken.  Within  the  last  ten  years  or  moifji 
the  courts  have  not  been  so  strict  in  taking  objections  to  thf 
specification ;  and  they  have  endeavoured  to  hold  a  fair  hint 
between  the  patentee  and  the  public,  willing  to  give  tht 
patentee,  on  his  part,  the  reward  of  a  valuable  patent,  bat 
taking  care  to  secure  to  the  public,  on  the  other  hand,  tht| 
benefit  of  that  proviso  which  is  introduced  into  the  patent  fei 
their  advantage,  so  that  the  right  to  the  patent  may  be  fairfjj 
and  properly  expressed  in  the  specification.  Upon  this  occasion 
I  have  only  to  invite  your  attention  to  the  evidence,  and  If 
desire  you  to  decide  all  questions  arising  upon  the  specification, 
without  any  bias  on  either  side,  with  no  desire  to  give  the 
public  the  benefit  of  this  patent  by  tripping  it  up,  but  fairly  tti 
exercise  your  judgment  between  the  patentee  and  the  public. 

Now,  the  best  way  of  disposing  of  this  case,  I  think,  will  bft 

to  take  those  questions  in  order  upon  which  you  are  to  pn>» 

nounce  your  opinion ;  and  the  first  is,  whether  the  defendant! 

have  been  guilty  of  infringing  the  patent  ?  and  I  apprehend  tbtf 

there  is  no  doubt  they  have,  if  the  patent  be  a  good  patent,  and 

if  the  specification  be  free  from  the  objections  that  are  raised  to 

it;  and  if  the  specification  is  to  be  understood  in  the  sense 

claimed   by  the  plaintiffs,  the   invention   of  heating  the  air 

between  its  leaving  the  blowing  apparatus  and  its  introduction 

into  the  furnace,  in  any  way,  in  any  close  vessel,  which  a 

exposed  to  the   action  of  heat,  there   is   no  doubt  that  the 

defendants'  machinery  is  an  infringement  of  that  patent,  became 

it  is  the  use  of  air  which  is  heated  much  more  beneficially, 

and  a  great  improvement  upon  what  would  probably  be  the 

If  the  invention  machine  constructed  by  looking  at  the  specification  alone;  bd 

cornet  in  apply-  stj|j  jt  ;s  ^    appiicati0n  of  heated  air,  heated  in  one  or  mare 

whileim raiuKu,  vessels  between  the  blowing  apparatus  and  the  furnace,  and 

^auhrim"    therefore  if  it  should  turn  out  that  the  patent  is  good,  and  the 

provttmcnt         specification  is  good,  though  unquestionably  what  the  defendant! 

Snlunu'Vppa-  nftVC  done  *s  a  8reat  improvement  upon  what  would  be  the 

ratti*  may  w  on  species   of    machinery   or   apparatus    constructed   under  this 

fanhr  m£" VtVra-  patent,  it  appears  to  me  that  it  would  be  an  infringement  of 

tion,  it  i*  no  leu  it ;   therefore  your  verdict  upon  that  issue  would  be  for  die 

•d  iifriDieiMi.  piamtiffj  provided  it  is  for  the  plaintiff  on  the  other  issues.   In 

case  it  should  not  be,  there  may  be  some  little  difficulty  in  dh> 
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Ming  of  that  issue;  possibly  that  difficulty  may  not  arise  (i).  A.D.  1841. 
[  it  becomes  necessary,  I  will  give  you  directions  on  that  part 
P  the  case. 

Tie  second  objection  is,  that  the  said  Neilson  was  not,  at  the 
ne  of  the  making  the  said  letters  patent,  the  true  and  first 
ventor  of  any  invention  for  the  improved  application  of  air  to 
oduce  heat  in  fires,  forges,  and  furnaces,  where  bellows  and 
her  blowing  apparatus  are  required.    Now,  upon  the  evidence 

the  case,  none  of  the  witnesses  who  have  been  called  on  the 
rt  of  the  plaintiff  are  aware  of  any  invention  similar  to  this ; 
tt  there  has  been  an  account  given  by  them — by  two— of  a 
Kovery  made  by  a  Mr.  Botfield,  who  is  said  to  have  taken  out 
latent,  though  we  do  not  know  exactly  what  it  was.  Botfield's 
icovery  was  never  carried  into  effect ;  they  say  it  was  unlike 
B  present  mode  of  heating  air,  and  according  to  the  account 
it  was  given  by  those  gentlemen  who  are  acquainted  with 
itfield's  process,  it  appears  to  be  different,  because  the  main 
inciple  of  that  discover)',  according  to  their  account,  was  the 
plication  of  gas  and  flame  to  the  easier  smelting  of  iron  stone 

the  furnace,  and  the  introduction  of  hot  air  was  only  in 
dition,  and  that  hot  air  came  over  the  stove  which  was  intro- 
leed  into  the  twire  hole,  without  being  kept  in  an  enclosed 
asel  (k).  And  it  would  appear  that  Botfield's  invention  was 
it  the  plaintiff's  invention ;  therefore,  that  would  dispose  of 
c  issue  that  the  plaintiff  was  not  the  sole  inventor,  and  also 
■pose  of  the  issue,  that  this  invention  had  been  used  before. 
ke  defendants  say  in  one  plea,  that  he  was  not  the  inventor, 
id  iu  another  plea  they  say  it  was  used  before ;  but  there  is 
9  evidence  of  any  such  use,  except  in  the  case  of  Botfield, 


(i)  Tbe  difficulty  here  suggested  frequently       other  picas)  denied  the  infringement  and  the 
in  practice,  aud  the  question  is,  whether,       novelty  of  the  invention  (at  least  so  far  as  it 


ayposing  a  defendant  to  have  been  doing  pre-       related  to  the  alleged  infringements),  and  that 
balj  tbe  thing  described  and  claimed  in  the       the  parts  in  respect  of  which  the  infringement 


ation,    the    plaintiff   would    be    entitled  was  alleged  were  not  in  themselves  the  subject 

*  the  verdict  on  the  issue  of  not  guilty,  if  the  matter  of  letters  patent.     The  defendants  had  a 

■tat  should  not  be  good.     The  decision  of  this  verdict  on  the  issue  as  to  the  novelty,  the  rest  of 

parion  nader  the  new  rules  is  of  considerable  the  case  not  having  been  submitted'  by  the  Lord 

injiimiicc  with    reference  to  costs  ;    and   the  Chief  Justice  to  the  jury  ;  whereupon  Kelly  and 

hale  question  it,  whether  in  law  a  person  can  Wcb$ter  contended  that  the  defendants  were  also 

■spilty  of  infringing  an  invalid  patent,  what-  entitled  to  have  the  verdict  on  the  general  issue 

•»»  the  ground  of  invalidity.     In  a  recent  case,  entered  for  them,  both  on  the  ground  of  the 

Imiif&td  v.  Neild  and  Othen,  car.  Lord  Uenman,  above  verdict,  and  assuming  that  the  parts  in 

C,J.(Trin.Vac.  1842),  the  defendants,  who  were  respect  of  which  the  infringement  was  charged 

Babo  printers,  were  using  a  particular  method  were  not  the  subject-matter.  Sir  F.  Pollock,  A.G., 

■f  arrangement  of  the  pattern  on  the  block*,  M.  D.  Hill,  and  Crompton,  contra,  contended  that 

■Aawby  they  were  enabled  to  print  a  complicated  it  was  no  less  an  infringement,  however  invalid 

Mam  of  several  colours,  the  cloth  to  be  printed  the  patent,  whether  from  want  of  novelty  or  the 

*ti*|  advanced  each  impression  of  the  block  by  invention  not  being  the  subject-matter  of  letters 

■*■*  portion,  as  one-sixth  of  the  width  of  the  patent. 

Ihd.    The  defendants  were  charged  with  in-  Lord  Denman,  C.  J.,  directed  a  verdict  for  the 

HpBg  the  plaintiff's  patent,  both  in  respect  of  plaintiff  on  the  issue  of  not  guilty,  and  the  jury 

^Hingimiiil  of  the  pattern,  and  the  advancing  were  discharged  on  the  other  issues. 

*doth  (or  block)  by  spaces  less  than  the  whole  (fc)  See  Botfield's  specification,  ant$  274,  n. 

*ifta  of  the  block.    The  defendants  (amongst 
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Parke,  B.,  to     which  appears  to  me,  if  you  believe  the  witnesses,  not  to  apjlf 
ejury'  to  the  present  case ;  therefore,  probably  you  will  have  no  diffi- 

culty in  disposing  of  the  second  and  third  pleas. 

But  now  comes  the  important  plea  in  the  case,  as  to  the  specifi- 
cation.   And  it  will  be  necessary  for  me  to  draw  your  attentioi 
to  that  specification,  and  then  apply  the  evidence  to  it;  and&rf 
of  all  I  will  say  a  word  upon  the  subject  of  the  title  to  the  patefl 
which  objection  the  Attorney  General  has  taken  to-day, 
which  appears  to  be  included  in  the  objections  which  1 
been  read,  though   not   very  distinctly  pointed  out  in 
objections  (/)•     It  is  said  that  the  title  of  the  patent  renders 
patent  void,  because  no  one  would  conclude  from  that  title  I 
the  invention  was  the  discovery  of  a  process  for  introducing 
air  into  the  furnace.    The  title  to  the  patent  is,  a  patent  for 
improved  application  of  air  to  produce  heat  in  fires,  forges, 
furnaces.     In  my  judgment,  this  question  does  not  arise  eitk 
for  your  decision  or  for  mine,  if  there  be  any  objection  upon 
No  plea  directed  and  I  rather  apprehend  it  is  an  objection  on  the  record,  thai 
to  th©  title.        being  no  pleas  especially  directed  to  the  objection  of  the  title  I 
the  patent.     However,  my  present  opinion  certainly  is 
strong,  that  the  title  to  the  patent  is  not  defective ;  that  it 
capable  of  embracing  an  alteration  by  introducing  hot  air. 
The  speciBct-    will  suit  either  one  or  the  other,  and  the   specification  i 
takeiTi^con-     patent  together  make  it  clear  what  the  discovery  was :  itn 
nexion  with  the  the  introduction  of  hot  air  by  means  of  heating  it  before  it  l 
d^terajmiogthe  introduced  into  the  furnace,  between  the  blowing  apparatus  I 
validity  of  the    the  furnace ;  and  unless  this  title  had  been  really  meant  to 
applied  to  some  other  discovery  quite  of  a  different  nature,  s 
Generality  of     afterwards  by  the  specification   applied  to  this,   it   does 
title  per  u  no     appear  to  me  that  that  generality  of  the  title  of  the  patent 
if  employed       make  it  void.     It  is  quite  different  from  the  case(m)  which 
honestly.  been  referred  to,  where  the  patent  was  for  preparing  malt; 

upon  looking  at  the  specification  (as  any  body  would  infer  fro* 
the  title  that  it  was  malt  to  be  used  in  the  brewing  of  beer,  ak^ 
or  porter) — upon  looking  at  the  specification  itself,  it  was  nota 
truth  a  preparation  of  malt  for  the  purpose  of  brewing,  but  I 
preparation  of  malt  for  the  purpose  of  colouring ;  and  the^efa•, 
entirely  distinct  from  the  title  of  the  patent.  Upon  that  grounl 
that  patent  was  held  to  be  void.  But  in  this  case  the  descrip- 
tion seems  to  me  to  suit  the  subject  which  is  detailed,  to  the 
extent  that  it  is  detailed  in  the  specification,  and  to  be  applica- 
ble to  that ;  and  there  is  no  evidence  in  the  case  to  induce  y°» 
to  believe  that  that  was  not  the  plaintiff's  real  discovery,  vitiA 
he  meant  to  cover  by  the  patent.    Therefore,  it  seems  to  fl» 

(/)  The  notice  of  objections  states,  that  it  is      of  the  application  of  hot  air,  or  only  an  hnprofd 
doubtful  whether  the  title  is  for  the  invention       mode  of  applying  hot  air.    Ante  296. 

(m)  The  King  v.  Wheeler.   2  B.  &  Aft,3& 
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t,  whether  this  question  arises  upon  the  record,  or  whether  it  A.D.  1841. 
me  that  can  be  disposed  of  by  us  (I  think  it  arises  on  the 
ard),  that  objection  I  think  cannot  prevail. 
We  now  come  to  the  specification  (the  learned  judge  then 
i  the  specification).  The  questions  arising  upon  it  are  some 
them  for  my  decision  alone,  and  some  for  my  decision  with 
r  assistance.  Now  my  impression  of  the  meaning  of  this  The  claim  in 
afication  is,  that  the  patentee  claims  this  invention;  he  jgfo*^,^!!^ 
deis  the  discovery  of  heating  air  in  any  vessel  of  any  size,  inanyv«*e[  te- 
nded it  is  a  close  vessel,  and  exposed  to  heat  between  the  iDg  apparatus 
ring  apparatus  and  the  furnace.  He  states  the  size  of  the  and  the  furnace. 
id  and  the  form  of  the  vessel  to  be  immaterial  (n).  Now 
l  respect  to  that  clause,  I  own  my  strong  opinion  is,  that 
;  clause  is  an  incorrect  statement,  and  an  untrue  one ;  and 
vfore  my  opinion  certainly  is,  as  at  present  advised,  that  that 
ig  clearly  untrue  vitiates  this  specification,  and  prevents  the 
Hit  from  being  a  good  patent.  Nevertheless,  I  shall  ask 
or  opinion,  whether  notwithstanding  the  introduction  of  that 
ue  into  the  specification,  such  persons  as  would  be  likely  to 
k  under  the  patent  would,  by  their  own  judgment  and  good 
le,  correct  that  error  in  the  patent.  I  am  afraid  you  cannot 
w  the  experience  of  competent  workmen,  to  which  I  shall 
ttt  your  attention  afterwards,  to  explain  or  alter  the  precise 
ds  of  the  specification,  or  to  correct  the  mistake  in  it; 
tefore,  certainly,  my  judgment  would  be,  that  that  is  a  defect 
he  specification  which  is  not  cured ;  but  whether  it  may  be 
Ml  or  not  by  the  application  of  science,  which  is  proper  to  be 
m  into  consideration  upon  questions  of  this  kind,  is  a 
ter  which  will  be  disposed  of  by  the  court  hereafter.  My 
lent  impression  is,  that  it  is  not ;  and  therefore,  that  the 
lent  specification  is  invalid.  However,  it  will  be  necessary 
you  to  pronounce  your  opinion  upon  other  questions  which 
e  upon  the  specification,  which  questions  I  will  put  to  you. 
low,  then,  understanding  the  meaning  of  this  specification 
lethe  sense  I  have  given  to  it,  that  he  claims  as  his  invention 
lode  of  heating  the  blast  between  the  blowing  apparatus  and 
furnace,  in  a  vessel  exposed  to  the  fire,  and  kept  to  a  red 
t,  or  nearly  (and  which  description  I  think  sufficient),  of  the 
5  of  a  cubic  foot  for  a  smith's  forge,  or  the  other  size  men- 
led,  or  of  any  shape,  these  questions  will  arise  for  your  de- 
em. It  is  said  that,  understanding  it  in  that  sense,  the 
ent  is  void,  because  there  are  no  directions  given  for  any 
dc  of  constructing  the  instrument.  But  understanding  the 
eat  in  that  sense,  it  seems  to  me,  that  if  you  should  be  of 
nkm  that  a  person  of  competent  skill  (and  I  will  explain  to 


TW  words  arc,  '*  the  form  or  shape  of  the  vessel  or  receptacle  is  immaterial  to  the  effect."  Ant*  273. 
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Parke.B.t  to  the  you  what  I  mean  by  that)  would  nevertheless  construct  sack  i 
jury.  vessel  as  would  be  productive  of  some  useful  and  benefical 

It  is  not  neces-  purpose  in  the  working  of  iron,  that  the  patent  nevertheless  ii 
sary  that  any  good,  though  no  particular  form  of  vessel  is  given.  Then  it  0 
of  vessel  should  to  be  recollected  that  this  claim  is  a  patent  right,— -a  right  of 
be  described, if  heating  in  any  description  of  vessel;  and  in  order  to  maintn 

a  person  of  com-  .   .       .    :  .11  •  *         •     •      _* 

petentknow-     that  right,  it  is  essential  that  the  heating  in  any  description  of 
i^SmlcTlfves. vesse^  either  the  common  form,  the  smith's  forge,  the  cnpolsj 
sel  productive    or  the  blast  furnace,  that  it  should  be  beneficial  in  any  abj 
ofaome  good     y0U  may  cnoose  for  ^  those  three  purposes.    Now,  then, 
think,  therefore,  that  this  is  correctly  described  in  the 
and  if  any  man  of  common  understanding,  and  ordinary 
and  knowledge  of  the  subject,  and  I  should  say  in  this 
that  the  subject  is  the  construction  of  the  blowing  apj 
such  a  person  as  that  is  the  person  you  would  most  nal 
apply  to  in  order  to  make  an  alteration  of  this  kind ;  if  yon 
of  opinion  on  the  evidence,  that  such  a  person  as  that, 
ordinary  skill  and  knowledge  of  the  subject  (that  is,  the 
struction   of   the   old  blowing  apparatus),  would  be  able  tl 
The  amount  of  construct,  according  to  the  specification  alone,  such  an  apparatB 
imm«eikl.effeCt  M  would  be  m  improvement,  that  is,  would  be  producfiil 
practically  of  some  beneficial  result,  no  matter  how  great,  p» 
vided  it  is  sufficient  to  make  it  worth  while  (the  expense  beta) 
taken  into  consideration)  to  adapt  such  an  apparatus  to  tta 
ordinary  machinery  in  all  cases  of  forges,  cupolas,  and  furaacflsj, 
where  the  blast  is  used ;  in  that  case,  I  think  the  specification 
sufficiently  describes  the  invention,  leaving  out  the  other  objeo-< 
tion  (to  which  I  need  not  any  further  direct  your  attenti<m]| 
that  there  is  not  merely  a  defective  statement  in  the  specific* 
tion,  unless  those  conditions  were  complied  with,  but  there  i 
a  wrong  statement.     But  leaving  out  the  wrong  statement  fif 
the  present,  and  supposing  that  it  was  not  introduced,  then  $ 
in  your  opinion,  such  a  person  as  I  have  described — a  man  of 
ordinary  and  competent  skill — would  erect  a  machine  whkfc 
would  be  beneficial  in  all  those  cases,  and  be  worth  while  to 
erect ;  in  that  case  it  seems  to   me  that  this  specification  * 
good,  and  the  patent,  so  far  as  relates  to  this  objection,  wiHh 
By  competent    good.     It  is  to  be  a  person  only  of  ordinary  skill  and  ordinary 
fed"  aiu  meant"  knowledge     You  are  not  to  ask  yourselves  the  question,  *to- 
ordinary  skill     ther  persons  of  great  skill — a  first-rate  engineer,  or  a  second  cb* 
as?ha?p«»^ed  engineer,  as  described  by  Mr.  Farey — whether  they  would  doit; 
by  practical      because  generally  those  persons  are  men  of  great  science  and 
wor  men.         philosophical  knowledge,  and  they  would  upon  a  mere  hint  i* 
the   specification  probably  invent  a  machine    which   should 
answer  the  purpose  extremely  well ;  but  that  is  not  the  descrip- 
tion of  persons  to  whom  this  specification  may  be  supposed  to 
be  addressed — it  is  supposed  to  be  addressed  to  a  practwJ 
workman,  who  brings  the  ordinary  degree  of  knowledge  and 
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ie  ordinary  degree  of  capacity  to  the  subject;  and  if  such  a  A.D.1841. 
■son  would  construct  an  apparatus  that  would  answer  some 
Btteficial  purpose,  whatever  its  shape  was,  according  to  the 
■ms  of  this  specification,  then  I  think  that  this  specification 
good,  and  the  patent  may  be  supported  so  far  as  relates  to 

At  first  sight  it  would  appear,  that  the  patentee  had  supposed 
it,  in  order  to  adapt  what  would  answer  in  the  case  of  a 
mmon  forge,  and  would  answer  in  the  case  of  a  cupola,  to  a 
iger  description  of  furnace,  it  was  only  necessary  to  increase 
e  use  and  dimensions  of  the  vessel.  It  would  at  first  appear 
be  so,  but  there  are  qualifying  terms  introduced  into  the 
ecification  itself,  because  it  is  said  they  are  to  be  varied  ac- 
iding  to  the  blast  and  the  heat  necessary  to  be  produced;  and 
en,  if  you  are  of  opinion  that  such  a  person  as  I  have  already 
ncribed  would  make  an  alteration  and  qualify  the  patent  in 
ich  a  way,  because  here  there  is  a  qualification  in  the  patent 
idf,  so  as  to  make  the  vessels  applicable  to  the  smelting  fur- 
ice,  as  well  as  they  are  applicable  to  a  common  iron  forge  or  a 
ipola;  in  that  case,  also,  I  think  the  specification  will  be 
wd9  and  you  are  to  say  whether  you  are  satisfied  that  that 
ould  be  the  case  upon  the  evidence  which  has  been  adduced 
i  the  cause.  It  will  be  necessary,  therefore,  for  me  to  draw 
oar  attention  to  that  evidence.  I  do  not  propose  to  read  the 
•hole  over  to  you,  but  the  main  points  of  that  evidence ;  and 
ith  reference  to  the  question,  whether  or  no  you  think  the 
pecification  could  have  been  worked  upon  to  a  beneficial  effect, 
0  as  that  a  vessel  of  any  size  would  answer,  according  to  the 
pinions  of  some  of  the  gentlemen  who  have  been  called,  there 
i no  difficulty  as  to  constructing  a  vessel  of  a  particular  shape; 
here  is  no  doubt  that  a  man  of  very  little  capacity  or  informa- 
ion  on  this  subject  would,  according  to  the  terms  of  the  patent 
done,  construct  a  vessel — we  will  say  a  long  box  or  a  tube — 
there  is  no  great  science  required  to  do  that  according  to  the 
terms  of  the  specification ;  and  if  upon  the  evidence  you  are  of 
•pinion  that  that  would  answer  a  beneficial  purpose,  so  as  to 
Bake  it  worth  while  to  introduce  that  alteration  into  the  blow- 
ing apparatus,  that  is,  that  the  saving  in  fuel  and  the  advantages 
to  be  derived  would  compensate  the  additional  expense — if 
tint  be  the  case,  then  there  is  no  doubt  that  the  patent  is  good 
■o  far  as  it  relates  to  this.  You  will  have  to  say,  whether  you 
think  upon  the  evidence  that  is  the  fact. 

Now,  with  reference  to  that  part  of  the  case,  I  may  observe, 
Ait  I  believe  you  will  find  there  is  no  person  who  has  practi- 
ClUy  tried  the  cube  or  the  oblong  square  without  some  addition 
to  it  It  appears  that  Mr.  Neilson,  when  he  was  employed 
before  the  specification  was  taken  out,  at  the  Calder  Iron  Works, 
applied  them,  not  with  a  square  box,  but  with  a  cylinder;  first 
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Porke9B.,fth$  of  all  with  partitions,  and  afterwards  without,  about  which  I 
Jury-  will  say  a  word  by  and  by ;  but  there  is  no  evidence  in  the  cm 

It  u  not  neces-  of  any  person  having  actually  tried  a  square  box,  and  of  a  aqoan 
sary  that  the      box  actually  answering.    There  is  this  opinion  of  a  man  #i 

vessel  described  *  °  r 

should  have      science  upon  the  subject — that  it  would  answer ;  but  there  is  m 
tiSand^roved  ev^ence  ^at  tnat  square  box  has  been  tried  and  has  answered* 
to  answer;  the  nevertheless  you  may  be  so  well  satisfied  with  the  opinion  of 
enti&^M,"  these  mcn  of  *&**<*  **  to  entertain  no  doubt  that  itwwttr 
that  it  would  '  answer.    There  was,  it  appears  by  Mr.  Russell's  evidence,  tf* 
Mjjw^mmybe  Wednesbury,  something  that  looked  like  a  square  box;  b* 
upon  looking  at  that  there  were  other  conditions;  it  was  not* 
square,  but  a  square  with  a  hole  in  the  centre  of  it  to  adnife 
the  flame,  so  that  it  did  not  exactly  answer  the  description  oft* 
square  box,  and  a  larger  surface  was  exposed  to  the  flame  then 
than  would  have  been  in  the  square  box  or    oblong  squint 
You  will  say  whether  you  are  satisfied  of  that.    The  square  bar 
seems  to  be  the  most  simple,  and  seems  to  be  also  the  most; 
objectionable  form  that  could  be  used ;  for  one  gentleman  h» 
said,  that  no  person  would  think  of  introducing  it — perhaps  it 
might  require  some  science  to  discover  that ;  but  supposing  yea 
are  of  opinion  that  a  square  box  would  answer  a  beneficial  pur- 
pose, and  that  it  was  a  description  of  apparatus  which  could  be 
made  pursuant  to  this  general  description   of  evidence,  and 
would  really  answer,  then  I  think  there  can  be  no  doubt  that 
the  specification  would  be  good. 

Before,  however,  I  draw  your  attention  to  what  the  witnesses 
have  spoken  in  detail,  as  to  the  mode  of  operating  under  the 
specification,  it  may  be  as  well  that  I  should  call  your  attention 
to  one  other  objection  which  is  raised ;  and  that  is  with  respect 
to  a  question  which  arises  from  an  answer  given  by  one  of  the 
first  gentlemen  who  were  called,  who  gave  it  as  his  opinion,  that 
in  order  to  adapt  the  hot  air  blast  process  to  the  furnace,  it  wii 
necessary  to  introduce  a  different  description  of  twire.  You 
will  find  that  some  of  the  witnesses  gave  it  as  their  opinion,  in 
the  early  part  of  the  case,  that  this  apparatus  could  not  be 
usefully  employed  unless  there  was  an  alteration  of  the  common 
twire,  and  some  other  was  substituted.  It  appears  that  in  the 
ordinary  mode  of  supplying  the  furnace  with  the  cold  blast, 
these  twires,  being  metallic  cases  of  the  holes  in  which  the 
pipes  are  introduced  to  supply  the  blast,  are  by  the  great  action 
of  the  heat  burned  or  melted,  and  it  becomes  frequently  neces- 
sary to  renew  them.  But  it  is  agreed  on  all  hands  that  the 
introducing  hot  air,  especially  at  a  temperature  of  600  degrees, 
at  a  place  where  the  heat  is  very  great,  would  have  a  great  ten- 
dency to  melt  those  twires  much  more  than  if  the  hot  air  was 
not  continually  going  through  them ;  and  according  to  the 
opinion  of  two  of  the  gentlemen  who  were  called  on  the  part  of 
the  plaintiffs,  they  say  that  the  process  could  not  be  beneficially 
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employed  unless  there  was  either  a  water  twire  in  which  the  A.D.  1841. 

liter  circulates  and  is  constantly  kept  cool  by  the  circulation, 

or  some  other  equivalent  protection  for  the  entry  of  the  pipe 

into  the  furnace.    Now,  if  that  should  be  your  opinion,  another  The  omission  to 

objection  to  the  specification  is  open — it  omits  to  make  all  JJ^SStiwi  any 

■ention  of  water  twires  or  other  protection;  for  if  this  appa-  thing  which  may 

ntos  would  not  be  beneficial  without  them,  then  in  that  case  Jhe  tavern/0' 

t  is  of  no  use  to  the  public  as  it  is  described  in  the  specifi-  enjoyment  of  the 

Cation,  and  the  specification  would  be  bad.    That,  I  think,  SS^Sc* a 

would  be  clear.    Then  the  question  of  fact  arises,  whether  you 

m  satisfied  upon  the  evidence  of  those  gentlemen,  one  of  them 

i  practical  gentleman ;  and  I  call  your  attention  to  what  has 

Ken  spoken  by  Mr.  Penrice,  who  says — that  in  point  of  fact 

iey  did  use  at  the  Calder  Iron  Works  twires  of  the  ordinary 

Inscription,  dry  twires,  and  that  they  continued  to  use  them 

for  two  years,  and  also  continued  to  use  this  process  bene- 

Bcudly.    Therefore  that  is  evidence  to  be  set  off  against  the 

other.  Whether  they  could  use  the  process  in  the  simplest  form 

beneficially,  is  left  in  matter  of  doubt ;  but  unless  they  could  use 

the  process  in  the  simplest  form  in  which  a  man  would  make  this 

according  to  the  specification,  it  appears  to  me  that  the  objection 

at  to  the  twires  is  also  a  good  objection  to  it,  because  then  that 

ought  to  have  been  introduced,  and  it  is  not  beneficial  unless 

it  is  introduced.     Therefore  it  is  not  a  good  subject  of  patent 

unless  those  twires  are  added  to  the  apparatus  as  described  in 

this  specification ;  and  on  that  ground  it  would  appear  to  me 

that  the  specification  was  defective.    Then  you  will  have  the  Rut  aVaer  if 

goodness  to  attend  to  that  evidence ;  and  if  you  come  to  the  *™\y  t^itonSe?0 

conclusion,  that  without  the  water  twires,  though  more  bene-  eree  of  the  be- 

ficial  with  them,  there  still  would  have  been  an  apparatus  which 

would  work  beneficially,  and  be  worth  while  to  set  up,  the 

objection  founded  on  the  water  twires  vanishes. 

Now,  gentlemen,  with  respect  to  the  evidence : — Mr.  Russell 
(the  first  witness)  says,  that  looking  at  the  generality  of  the 
•pecification,  and  the  complicated  form  of  the  arrangements  in 
•uch  a  case  (semble,  present  improved  state),  a  workman  would 
not  be  able,  directed  and  instructed  by  the  specification  alone, 
to  complete  such  an  apparatus  as  would  be  most  efficaciously 
*!*ed.    That,  however,  is  not  the  exact  point.     The  point  is, 
whether  it  can  be  used  beneficially,  taking  it  in  the  simplest 
form.   If,  in  order  to  use  it  beneficially  at  all,  experiments  were 
necessary,  about  which  a  good  deal  was  said  by  the  Attorney 
General,   then  the   specification  would  be  void.     If  it  were  if  the  apparatus 
necessary  to  use  experiments  in  order  to  have  the  benefit  of  the  u^i^fa"^ 
invention  in  which  it  is  claimed  by  the  specification,  in  that  in  its  simplest 
awe  it  would  be  void  ;  but  if  in  this  case  it  is  only  necessary  to  [c^n\hat  great 
lave  recourse  to  experiments  in  order  to  have  the  full  benefit  improvements 
hat  the  subject  is  capable  of,  it  appears  to  me  that  it  would  not  ^«%&Te 
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Park,  B.,  to  the  void  the  patent,  because,  though  it  is  a  subject  beneficial  in  itr 
jury'  simplest  form  of  application,  it  is  a  vast  deal  more  useful  *fca 

the  improvement  takes  place ;  and  in  order  to  make  the  grata*  i 
improvement,  unquestionably  many  experiments  are  necesarj; 
and  even  at  this  very  moment,  notwithstanding  the  great  im- 
provements that  have  taken  place,  there  is  no  doubt  that  ft* 
matter  is  not  in  that  state  of  improvement  which  in  all  pro- 
bability it  will  be  in  the  course  of  a  few  years.  It  does  not 
appear  to  me,  therefore,  that  what  the  Attorney  General  ha* 
dwelt  upon  with  reference  to  the  evidence,  all  the  evidence* 
the  case,  that  that  affects  the  patent.  If  experiments  vol 
necessary  to  produce  any  degree  of  benefit  under  the  patent 
then,  in  that  case,  I  think  the  specification  is  void,  for  it  do* 
not  give  the  requisite  degree  of  temperature ;  but  if  the  simple* 
form  would  be  productive  of  benefit,  it  appears  to  me  that  tbt 
specification  is  good. 

Mr.  Jessop,  who  has  been  for  forty  years  in  the  iron  tradfy 
describes  the  cold  blast,  and  the  impression  he  was  under,  that 
inasmuch  as  the  works  operated  better  in  winter  than  k 
summer,  it  was  a  good  thing  to  have  the  pipe  conveying  tk* 
cold  blast  protected  from  heat  by  means  of  being  enclosed;  and 
the  next  witness,  also  well  practically  acquainted  with  tha 
subject,  was  of  the  same  opinion,  and  painted  white  a  portion 
of  the  regulator  in  order  that  the  air  might  come  in  a  cool  stale. 
This  turned  out  to  be  a  perfect  mistake,  as  subsequent  expe- 
rience has  shown,  and  that  the  cold  has  nothing  to  do  with  it; 
that  it  was  only  from  the  dryness  of  the  atmosphere ;  but  then 
is  no  question  about  the  hot  blast  being  a  great  improvement 
Mr.  Jessop  describes  the  saving  consequent  on  the  adoption  of 
the  hot  blast,  and  says — "  I  have  read  the  specification,  and  I 
do  not  think  that  any  one  practically  acquainted  with  die 
subject  would  have  the  least  difficulty  in  constructing  the  ap- 
paratus."     Now,   this   is   the   opinion   of   a   gentleman  well 
acquainted  with  both  the  principle  and  the  practice:  "We 
used  the  water  twires  with  the  cold  blast,  and  I  heard  of  it  m 
other  places ;  we  used  it  occasionally  when  the  blast  did  not 
enter  the  furnace  properly ;  when  the  heat  was  of  a  nature  to 
injure  it,  we  used  it  with  the  hot  blast  regularly.     It  is  possible 
to  use  it  without,  the  effect  being  that  the  twire  would  be  sooa 
destroyed,  and  it  increases  the  expense."     But,  on  cross-ei- 
amination  he  says,  it  is  possible  to  do  without  the  twire,  bat 
not  without  some  substitute.     "  I  think  we  could  not  use  the 
hot  blast  without  either  the  water  twire  or  some  other  pro- 
tection different  from  that  which  was  used  in  the  cold  blast" 
If  that  is  right,  the  specification  is  defective ;  but  whether  it  i 
right  or  not,  you  are  to  decide.     "I  have  not  tried  myjtf 
experiments  at  any  temperature  below  200  degrees  Fahrenheit  to 
ascertain  whether  it  is  worth  the  expense ;  but  if  a  less  degree 


NBIL80N   AND   OTHERS  V.    HARFORD    AND   OTHERS.  319 

tf  heat  is  required,  there  would  be  less  fuel,  and  any  degree  of  A.D.  1841. 
beat  would  make  it  worth  while  to  adopt  the  alteration,  there- 
Are  any  description  of  vessel  will  produce  some  degree  of  heat." 
Then  he  describes  what  the  water  twires  are.  "  I  believe  they 
have  always  been  used  in  refineries.  I  have  known  them  some 
years;  but  not  the  same  sort  of  water  twire  has  been  used. 
There  was  water  at  the  sides  and  the  top  on  those,  but  not  at 
the  bottom.  We  employ  improved  twires  in  our  refineries. 
We  never  used  the  water  twire  for  the  hot  blast.  For  the  cold 
blast  we  used  the  water  twire.  The  sides  of  the  furnace  began 
to  burn,  then  we  applied  the  water  twire.  Sometimes  a  twire 
would  last  only  a  night,  sometimes  it  would  last  for  six  months. 
It  would  not  be  prudent,  but  it  is  not  impossible  to  do  with 
the  common  twire  when  the  furnace  is  hot.  If  the  supply  of 
water  were  cut  off,  and  the  twire  melted,  then  the  inconvenience 
would  be  that  the  works  would  stop  for  two  or  three  hours — 
that  is,  the  blast  would  not  go  on.  Of  course  the  iron  ore 
would  be  made  in  the  furnace.  The  blast  would  not  go  on  for 
two  or  three  hours,  until  that  was  repaired."  That  is  an  incon- 
venience which  he  thinks  would  prevent  the  adoption  of  the  hot 
ur process.  "Even  water  twires,"  he  says,  "would  sometimes 
melt ;  with  the  cold  blast  we  did  not  use  it."  Then  the  question 
is—"  Is  it  not  indispensable  to  have  the  twires  when  you  use  the 
hot  blast  Y9  The  answer  is — "  I  do  not  know  that  it  is  indis- 
pensable, but  it  is  desirable/3  ^He  has  not  yet  come  to  his  final 
answer.  "  I  think  we  could  carry  on  our  works  beneficially 
without  the  water  twire,  but  not  so  beneficially  as  with  it.  I 
flunk  we  could  use  the  hot  blast  profitably  without  the  water 
twire,  but  we  should  use  fire  clay.  I  think  that  we  could  not 
beneficially  use  the  hot  blast  without  the  water  twire,  or  some 
other  protection  different  from  that  which  we  use  in  the  cold 
Hast"  He  speaks  of  the  Low  Moor  Works  having  gone  on 
far  a  time ;  that  they  used  the  hot  blast,  and  afterwards  dis- 
continued it.  Then  he  had  a  retort  plan ;  in  fact,  a  tubular 
farm.  He  is  asked — "If  you  have  a  vessel  with  a  sufficient 
heating  surface,  and  bring  the  heat  in  contact  with  it,  it  will 
answer  with  a  vessel  of  any  '  shape  ?  A  box  would  not 
mswer  so  well,  because  there  is  a  large  interior  space  which 
Jon  do  not  bring  in  contact.  You  may  accomplish  the  object 
ty  having  the  interior  vessel  or  interior  plates."  Then  he  says, 
upon  re-examination — "Any  one  who  knows  the  process  of 
•melting,  would  know  that  if  heat  were  increased  you  must 
We  recourse  to  some  method  of  guarding  the  pipe ;  and  he 
*ttdd  naturally  have  recourse  to  a  water  twire,  which  was  well 
known  before."  Now,  I  asked  him  that  question  ultimately ; 
because  no  doubt  this  will  be  put  in  a  different  shape  hereafter, 
*o  take  the  opinion  of  the  court  upon,  whether  that  circumstance 
Would  cure  this  omission  in  the  patent. 
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Parke,  D.,  to  the     Mr.  Mushett  says — "  I  have  been  connected  with  iron  worb 
jury'  since  1792.     I  always  used  the  cpld  blast,  and  never  until  thb 

patent  heard  of  the  hot  blast;  there  is  no  iron  master  whs 
would  not,  with  his  workmen,  arrange  an  apparatus  for  heating 
the  air  sufficiently,  so  as  to  produce  a  beneficial  effect  in  the 
blast  furnace.    The  water  twires  were  sometimes  used  with  As 
cold  blast.     It  has  been  known  for  forty  years  that  if  in  to 
aperture  the  twires  melted  the  water  twires  would  relieve  thatfl 
He  says,  that  one  effect  produced  has  been  the  manufactured 
iron  from  ore  which  would  not  produce  it  before.     He 
also  with  respect  to  Botfield's  patent,  and  he  says  that  does  Ml 
in  the  slightest  degree  represent  the  present  invention, 
he  says,  "  There  is  a  feeling  on  the  part  of  the  iron  trade,  titft 
the  friction  of  the  air  in  passing  through  is  a  bad  thing.  An 
master  would  not  use  a  vessel  of  this  sort  which  produce! 
friction.     The   advantages    of   heating   the   air  are   counted 
balanced  by  the  friction."     It  appeared  afterwards,  from  lb 
Fare^s  evidence,  that  there  are  two  things  to  be  attended  to-* 
the  current  of  air,  and  also  the  heat,  one  being  rather  contmy 
to  the  other ;  and  experience  alone,  and  probably  experiment* 
would  ascertain  what  was  the  best.    He  says — "  I  have  neve* 
seen  any  apparatus  except  in  a  tubular  form ;  I  never  saw  it 
the  shape  of  a  square ;  and  I  never  saw  it  in  the  shape  of  a 
box."    He  says — "  In  my  opinion,  a  workman  would  form  a 
straight  vessel ;  that  is  from  the  prejudice  he  has  to  the  tortuotf 
form  for  the  passage  of  air."    He  says — "  I  should  have  trial 
that  which  produced  the  greatest  heat  on  the  surface.     I  migHj 
have  tried  a  cylinder,  or  long  box,  with  a  blowing  apparatus] 
without  any  thing  to  direct  the  current  of  the  air  in  the  fink] 
instance.  I  should  have  made  experiments  in  the  first  instance. ! 
If  experiments   I  should  at  first  make  it  ten  or  fifteen  feet  long."    I  halt; 
fo7the*r^uc-  *°^  you>  ^at  ^  experiments  are  necessary  in  order  to  construct 
tion  of  any  be-  a  machine  to  produce  some  beneficial  effect,  no  doubt  tUi 
the  Mtentb1'    spscificati011  i*  defective.     If  experiments  are  only  necessary  ia 
void.  order  to  produce  the  greatest  beneficial  effect,  in  that  case,  I 

think,  the  patent  is  not  void.  "  I  should  at  first  make  it  tea 
or  fifteen  feet  long.  The  air  would  have  been  heated  thcra, 
and  carried  into  the  blast  furnace.  It  would  have  succeeded  to 
a  certain  extent,  which  would  give  me  grounds  for  persevering. 
I  should  have  gone  on  with  my  experiments,  if  I  had  grounds 
for  proceeding  with  my  experiments."  He  says — "  I  fctvft 
never  tried  the  experiment,  but  I  have  no  doubt  the  advantage 
arising  from  a  heating  vessel  ten  or  fifteen  feet  long,  supposing 
there  was  no  farther  improvement,  would  have  counterbalanced 
the  expense  of  setting  it  up."  He  is  of  opinion  that,  in  tie 
simplest  form  that  would  suggest  itself  to  any  one,  there  wooM 
be  a  beneficial  result.  "  I  have  never  seen  the  process  so  con- 
ducted.   The  next  experiment  would  be  to  lay  another  h* 
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■til  pipe  next  to  that.  The  next  thing  to  try  would  be  a  A.D.  1841. 
■Hnnnication  pipe.  I  have%  heard  the  term  condy  pipe,  but 
hi  attach  no  meaning  to  it.  I  should  have  come  to  die  result 
f  tnag  pipes  from  the  specification  alone,  with  experiments, 
.  perhaps  five  or  six  months,  if  I  had  gone  on  with  vigour 
id  perseverance.  The  quality/'  he  says,  "  may  be  deteriorated 
MB  overcharging  the  furnace.  Hot  blast  iron  is  sold  at  an 
trior  price/'  •  He  says — "  It  is  compensated  on  the  whole 

the  greater  production  from  ores  which  were  stubborn 
lore,  and  upon  the  whole  the  iron  is  improved;  and  looking 

the  specification,  and  seeing  what  is  there  mentioned  as  to 

I  thousand  cubic  inches  being  required  for  the  cast  iron  form 

cupola,  and  applying  it  to  a  smelting  furnace,  I  should  have 

raised,  not  the  dimensions,  but  I  should  have  increased  thi 

iting  surface  particularly ;  I  should  not  have  increased  thi 

nensions  solely.     I  do  not  know  exactly  the  shape,  but  I 

mid  have  tried  to  have  got  the  greatest  heating  surface 

nible."    That  is  looking  at  the  specification.     He  says  there 

no  reference  to  the  heating  surface  in  the  specification.    The 

Mel  may  be  of  any  form,  provided  it  contains  ten  thousand 

bic  inches.     It  speaks  of  capacity,  not  form ;  it  leaves  the 

n,  as  to  the  heating  the  surface,  to  the  convenience  of  the 

nrafacturer. 

Mr.  Penrice,  a  mining  engineer,  was  in  the  employ  of  the 

Ider  Company,  and  superintended  the  apparatus  used  in 

26.     The  cold  blast  was  then  used,  he  had  never  heard  of 

shot  blast,  and  he  believes  it  was  first  used  in  January,  1829. 

B  describes  that  it  was  first  used  with  a  malleable  iron  vessel, 

ren  feet  long,  and  thirty-six  inches  diameter,  being  a  cylinder, 

it  was  interposed  between  the  blowing  apparatus  and  the 

mace,  with  internal  partitions.     That  was  enclosed  in  brick- 

irk.    There  was  only  one  of  them  at  first,  and  then  there  was 

other  introduced,  which  had  not  these  partitions  in  it.     Now  The  omwion  to 

you  should  think  the  patentee  knew  that  these  partitions JJJShXeM? 

ae  useful,  and  omitted  to   state  that  in  this  specification,  tentee  knows  to 

it  would  make  the  specification  void.     You  will  consider  JSjS^fc^  * 

kether  that  was  so.     He  does  not  seem  to  be  fully  aware  of 

•  nature  of  his  own  invention,  for  he  tried  another  cylinder 

ftout  any  of  these  partitions  in  it,  seeming  to  think  that  no 

Ivantage  was  derived  from  those  partitions,  because  he  sent 

other  cylinder  to  the  place  without  any  partitions  in  it  at  all. 

it  plain  which  of  the  two  would  be  most  likely  to  answer, 

tthat  does  not  appear,  I  think,  on  the  evidence.     And,  of 

me,  if  the  introduction  of  these  were  necessary  to  make  the 

me  box  or  the  round  box  operate  beneficially,  in  that  case 

o  the  patent  would  be  void,  because  that  is  not  introduced  as 

tecessary  circumstance  into  the  specification.    Then  he  says 

h  respect  to  the  twires — "  At  first  we  had  dry  twires,  and  we 
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Parke,  B.,  to  the  continued  to  manage  with  them  for  two  or  three  years.   Thei 
jury.  we  got  the  water  twires  afterwards."    Therefore,  according  fc 

his  account,  they  used  two  cylinders,  not  a  very  improved  app* 
ratus,  but  a  tolerably   simple  one.    They  succeeded  in  pP 
during,  if  you  believe  him,  a  very  great  degree  of  heat,  probdfaty 
at  least  400  degrees ;  and  also  they  contrived  to  get  on 
dry  twires,  without  introducing  water  twires  at  all,  or  any  odtf 
substitute  for  ordinary  dry  twires,  more  capable  of  resisting 
heat  than  they  are.     If  you  believe  that  evidence,  and  pU 
entire  reliance  upon  it,  it  would  show  that  the  omission 
introducing  twires  into  the  specification  was  a  circumstoni 
that  was  not  material  to  the  validity  of  the  patent, 
used  this  method,"  he  says,  "without  intermission  in  IN) 
when  I  left."     He  says — "I  have  read  the  specification, 
think  that  no  one  acquainted  with  the  making  of  iron 
have  any  difficulty  in  constructing  an  apparatus  from  it." 
he  says — "  Mr.  Neilson  sent  a  man  and  a  plan.    The  first 
ratus  was  erected  with  the  assistance  of  the  man.    The 
which  was  put  up  was  a  cylinder  made  of  malleable  iron,  thiitf 
four  feet  in  its  cubical  contents.     It  was  heated  by  a  fire 
it.    The  flame  passed  round  it.     It  was  enclosed  in  brick- 
It  had  four  half  partitions  in  it  to  drive  the  air  against  the 
The  partitions  were  connected  with  the  outside,  the  objei 
being  to  retard  it,  and  drive  it  on  the  sides.    That  box  wasnrf 
from  Glasgow.    We  then  put  up  a  second  machine  in  tworf 
three  days ;  I  cannot  say  whether  is  was  part  of  the  orighv 
plan,  or  whether  it  was  sent  for  to  Glasgow."     Probably  it 
a  part  of  the  original  plan,  because  it  was  sent  in  two  or  tfartfj 
days ;  he  could  not  tell,  however,  how  long  such  an  instrument 
would  be  in  constructing.     He  says — "  The  second  plan  was» 
cylinder,  made  bottle-necked  at  the  end,  without  partitioni  * 
So  far  as  we  learn  from  this  evidence,  it  appears  pretty  dedf  ; 
that  he  was  not  acquainted  by  any  means  with  the  full  benefit : 
of  his  invention.     If  he  had  known  that  the  tubular  form  mrii 
answer  best,  he  ought  to  have  introduced  it,  and  the  specific* 
tion  would  have  been  bad,  upon  the  ground  that  he  concede* 
the  best  mode  of  working  out  his  own  discovery.    HowetC* 
I  think  one  may  very  well  collect  from  the  evidence  as  to  J&« 
Neilson's  own  acts,  that  he  really  was  not  fully  aware  either  of 
the  great  value  of  his  patent,  and  still  more,  was  not  fully  awirt 
of  the  most  beneficial  mode  of  carrying  it  into  effect    That  wtf 
discovered  by  persons  more  acquainted  than  he  himself  W 
The  patent  is     with  the  science  of  heating  air.     Still,  however,  I  think,  if  f* 
not  void  by  rea-  are  0f  opinion  that  the  specification   does   disclose  such  a» 

son  of  the  appa-  *  111.  1  .1  —Uli 

ratus  described  apparatus  as  to  enable  an  ordinary  workman,  acquainted  ww 

admitting  of  the  ^e  subject  of  making  blowing  apparatus,  and  fitting  up  app* 

provements.       ratus  for  forge s,  to  construct  an  apparatus  of  some  value,  so  * 

to  make  it  worth  while,  it  seems  to  me,  that  so  far  as  this  objec- 
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tkmgoes,  the  specification  would  not  be  insufficient.  He  says —  A.D.  1841. 
aThe  next  was  a  serpentine  pipe,  twelve  feet  long,  nine  and  a 
Uf  feet  in  a  straight  line."  I  need  not  go  through  the  various 
matrons  that  took  place  afterwards  in  the  progress  of  the  im- 
provements. Ultimately  they  got  to  small  tubes,  then  there 
wis  some  gridiron  pipe  used  in  1832,  and  the  tubular  form  was 
adopted;  and  there  can  be  no  question  that  that  was  the  most 
beneficial  form  as  far  as  experience  goes  to  this  time.  He 
■ijb — "  We  found  the  old  dry  twires  answer  to  a  certain  extent. 
Bometimes  they  lasted  a  week  or  more,  or  a  few  days ;  some- 
times a  few  hours."  He  says — "  They  were  removed  oftener 
tban  with  the  cold  blast.  It  frequently  happened  that  they 
luted  only  a  few  hours.  They  were  changed  oftener  than  once 
a  week,  sometimes  two  or  three  times  a  week.  They  were  not 
•hinged  in  the  furnace ;  not  once  a  day.  I  should  say  there 
night  be  one  a  day  in  both  furnaces.  Sometimes  the  blast 
topped  for  a  quarter  of  an  hour,  sometimes  half  an  hour,  or  an 
iour.  It  generally  takes  two  or  three  people  to  do  it.  In 
some  cases  two  twires  have  been  put  in  in  one  day.  I  cannot 
My  it  has  not  happened  that  four  or  five  twires  have  not  been 
pot  in  in  one  day.  Before  I  went  there,  I  had  no  experience  in 
melting  iron.  I  was  the  underground  surveyor,  and  made  the 
plans  for  the  works,  and  had  free  access  to  the  works,  and  the 
books.  I  made  myself  well  acquainted  with  what  was  going  on, 
so  as  to  be  enabled  to  say  that  it  was  worked  to  a  profit.  In 
1831,"  he  says,  "  a  range  of  horizontal  pipes  were  introduced ; 
there  was  a  continual  flow  of  air  from  the  pipes;  that  raised  the 
temperature  to  as  great  a  degree  of  heat  as  ever  has  been 
acquired  since."  He  says — "  We  used  a  variety  of  forms  of 
vessels  in  different  furnaces  at  the  same  time." 

Mr.  Farey  says — "  I  have  investigated  the  subject  of  iron 
smelting.  I  have  known  the  mode  in  which  iron  is  smelted  for 
thirty  or  forty  years.  Cold  blast  was  used  for  smelting  iron 
before  the  hot  blast  was  employed.  It  is  a  new  invention  of 
Mr.Neilson's,  and  contrary  to  the  opinion  which  was  universally 
entertained,  that  the  colder  the  air  the  better.  The  heat  was 
considered  as  inimical.  I  consider  this  as  an  invention  of 
very  great  magnitude  indeed,  applicable  to  all  smelting  opera- 
tions where  the  blast  is  used.  It  will  soon/'  he  says,  "  in  all 
probability,  be  used  as  a  substitution  for  reverberating  fur- 
laces."  He  says — lCA  person  acquainted  with  a  blowing 
apparatus  as  it  existed  before  the  discovery,  and  as  it  exists 
ttill,  would  have  no  difficulty  in  constructing  an  apparatus  for 
he  improved  application  of  air  to  a  beneficial  extent — I  mean, 
iccustomed  to  the  construction  of  blowing  machinery.  Those 
ire  of  a  high  class,  and  have  all  the  requisite  knowledge  for 
adopting  this  improvement."  Now,  what  he  goes  on  to  state 
tfterwards  seems  to  render  it  doubtful,  whether  an  ordinary 
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Parkt,  B.,  to  the  person  would  be  able  to  do  it ;  but  if  the  simplest  form 
•;ury*  be  a  benefit,  one  should  not  feel  much  difficulty  in  saying 

he  would  be  able  to  work  out  a  beneficial  apparatus  from  ti& 
specification.     "  I  am  acquainted/'  he  says,  "  with  the  moil 
of  constructing  vessels  for  heating  air.     The  object  is  togrf 
the  largest  surface  exposed  to  the  fire.    There  are  two  quaBfinfi 
tions ;  the  first  is,  that  there  should  be  a  sufficient  passage  I 
the  vessel,  so  as  to  allow  the  current  of  air  to  pass 
obstruction ;  and  the  other  is,  that  the  air  in  its  passage  i 
be  compelled  to  pass  in  contact  with  the  heated  surface; 
with  these  two  conditions  the  form  and  shape  are  immatenl 
That  part  will  be  material  for  you  to  attend  to(n).    "The 
depends  upon  the  quantity  of  blast  required,  and  the  tempo; 
ture  to  which  it  is  heated.    These  principles  were  well 
at  the  date  of  the  patent.    I  knew  of  water  twires  in  18083 
Then  he  describes  the  three  descriptions  of  water  twires  whi 
have  been  used,  and  are  now  used.    And  on  cross-e: 
in  order  to  ascertain  what  he  meant  by  a  high  class  of 
neers,  he  said — "  He  considered  Watt  and  all  manufactoni 
of  steam  engines  and  blowing  engines  of  the  first  class." 
says — "They  have  very  scientific  men  in  their   employ, 
think  an  engineer  of  the  second  class  would  construct  an  appti 
ratus  which  would  be  beneficial;    but  not  to  the  extent 
which  it  has  now  reached,  or  would  reach,  in  the  hands  of  ibm 
class  exclusively  employed  in  making  blowing  apparatus."    Bfc 
says — "The  third  class  are  iron  masters,  making  their  own  appa- 
ratus; they  would  do  it,"  he  says,  u  beneficially;  not  so  goodar 
the  second,  and  not  near  so  good  as  the  first.  An  ordinary  walk; 
man  would  not  be  employed  by  an  engineer  of  the  first  or  third 
class.     A  man  must  bring  the  ordinary  information  which  b 
current  among  those  who  are  employed  to  design  and  construct 
blowing  apparatus.    One  of  the  points  is  to  provide  an  adequate 
passage  for  the  air.     The  rules  and  proportions  for  such  pa* 
sages  are  well  known  and  habitually  practised;  he  must  aba 
possess  and  exercise  that  knowledge  in  the  application  of  fire  to 
heat  boilers,  which  is  equally  well  known  and  habitually  prac- 
tised in  the  making  of  steam  engines.     He  must  also  pay  atten- 
tion to  the  circumstance  that  the  contact  of  the  air  must  be 
kept  pretty  constant  to  the  surface  of  the  vessel,  and  npoa 
that  subject  the  specification  contains  very  useful  information, 
stating  the  capacity  for  a  common  cupola/'    Then  there  is  * 
question  as  to  the  rules  and  proportions.     u  The  passage  of  th* 


(n)  Sir  W.  Follett,  on  the  part  of  the  plaintiffs,       But  the  learned  judge  being  of  opinion,  tko*k 
ailed  the  learned  judge's  attention  to  the  notice      not  specifically  pointed  out,  it  was  included  ■  »■ 
f  objections,  and  contended  that  the  supposed 
lisstatement  contained  in  the  words  "  the  form 
r  shape  of  the  vessel  is  immaterial  to  the  effect," 
was  not  pointed  out  in  the  notice  of  objections. 


called  the  learned  judge's  attention  to  the  notice  not  spe<  .fically  pointed  out,  i. 

of  objections,  and  contended  that  the  supposed  general  words  of  the  notice,  "that  the  spedfe* 

misstatement  contained  in  the  words  "  the  form  tion  is  calculated  to  deceive,"  leave  was  gn*w 

or  shape  of  the  vessel  is  immaterial  to  the  effect,"  move  upon  that  point. 
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pipe  to  contain  the  air  should  not  be  less  than  one-sixteenth  of  A  J).  1841. 
the  blowing  piston,  or  one-fourth  of  the  diameter;  he  may  make 
it  larger  if  he  pleases — that  is  the  ordinary  rule  for  blowing 
apparatus,  so  that  the  air  would  pass  sixteen  times  as  fast  as 
the  piston  travels.  If  the  passages  are  made  larger,  it  goes 
dower,  with  less  obstruction.  There  is  no  objection  to  make  it 
larger;  but  it  ought  not  to  be  smaller :  that  is  all  I  have  to  say 
as  to  the  passage  of  air/'  Then  he  says — "  It  might  be  made 
10  large  that  the  heating  of  air  would  not  take  place.  As  to  the 
iteam  vessel,  the  great  object  is  to  distribute  the  heat  all  over 
fa  surface,  so  that  it  would  not  be  too  vehement  in  a  particular 
part  and  destroy  the  boiler.  The  object  ought  to  be,  that  the 
heat  should  be  retained  in  contact  with  the  boiler  so  long,  that 
fare  is  no  extravagant  waste  of  heat  passing  up  the  chimney." 
That  is  speaking  of  the  steam  apparatus.  These  are  the  two 
points  to  be  accomplished.  He  says — "  An  engineer  of  the 
third  class  would  not  be  so  competent  by  reason  of  want  of 
acience,  and  the  inferior  work  which  they  copy.  An  engineer 
of  the  third  class  would  have  no  difficulty,  if  the  thing  was 
described  to  him ;  he  would  be  in  a  situation  of  having  a  copy 
to  go  by,  and  without  that  he  thinks  that  he  still  could  make 
an  apparatus  which  would  be  useful."  He  says — "Assuming 
fa  size  to  be  given,  the  form  and  shape  are  immaterial,  pro- 
tided  you  attend  to  the  two  conditions/'  It  was  a  long  while 
before  we  could  get  him  to  state  the  exact  fact  as  to  that.  This 
question  was  put  to  him — "Supposing  ten  thousand  cubic 
inches  are  required,  is  it  immaterial  whether  it  is  a  tube,  a 
globe,  a  cylinder,  a  pipe,  or  an  elongated  cylinder  ?"  He  says — 
"No;  it  is  very  material — the  variance  of  the  shape  is  very 
material,  unless  my  conditions  are  attended  to,  the  conditions 
under  which  the  air  is  to  be  supplied."  This  specification  says 
that  the  shape  is  immaterial  to  the  effect,  whereas  all  the  effect 
depends  upon  the  shape  of  the  vessel ;  and  unless  that  can  be 
controlled  by  the  admission  of  the  evidence  of  a  person  ac- 
piainted  with  the  subject,  and  that  evidence  is  to  you  satisfac- 
ory,  I  am  afraid,  according  to  my  present  opinion  (it  may  be 
K>ssibly  wrong),  that  the  patent  has  failed. 

Mr.  Holdsworth,  an  iron  master,  says — "  A  person  acquainted 
rith  the  mode  of  constructing  a  blowing  apparatus  would  have 
10  difficulty  in  constructing  a  proper  apparatus  from  the  speci- 
tcation.  We  have  only  three  furnaces  in  operation.  We  have 
t  several  times  varied  the  form.  The  new  plan  is  to  make  the 
>ipes  longer,  with  an  oven  over  them,  so  as  to  make  the  tem- 
perature more  uniform."  He  says — "  I  read  the  specification 
o  see  whether  it  was  a  good  patent.  I  am  a  cotton  spinner, 
.  machine  maker,  and  an  iron  founder.  The  box  or  cylinder 
rould  no  doubt  heat  the  air  to  a  certain  temperature — what 
emperature  I  cannot  say.     I  differ  with  Mr.  Farey  as  to  some 
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Park*,  B^totk*  parts  of  his  evidence.    I  consider  that  any  form  of  vessel  would 

Jury'  heat  the  air.     I  think  it  might  be  heated  in  a  cubical  bos 

without  partitions  in  it  quite  easily.    Any  one  would  try  the 

simplest  and  easiest  plan  to  see  how  it  would  answer."    That 

if  experiment  be  would  be  experiment;   and  if  experiment  were  necessary  in 

^H^f^j  A*    order  to  make  it  answer  in  all  the  three  cases,  then  it  would  not 
■pecification  is  .,.,_.  '  . 

bad.  be  a  good  specification.     If  experiments  were  necessary,  and  a 

man  could  not  do  it  with  the  means  and  knowledge  which  he 

possessed,  and  it  were  necessary  to  make  experiments  in  order 

that  the  plan  should  answer  in  all  the  three  cases,  if  that  were 

the  case,  the  patent  would  be  void  upon  the  substantial  ground. 

"  I  agree  that  to  a  great  heat  the  shape  is  material,  but  to  heat 

the  air  it  is  immaterial.    The  form  and  shape  are  immaterial  ii 

this,  that  any  vessel  will  produce  a  result ;  the  form  and  shaft 

are  material  as  to  the  extent  of  the  beneficial  result.    The  last 

shape  is  the  horse-shoe  form,  which  gives  600  degrees.  The  hat 

improvement  is  increasing  the  heated  surface  in  proportion  to 

the  air  to  be  heated." 

Then  Mr.  Kirkman,  an  engineer,  says — "  I  had  the  specifi- 
cation put  into  my  hands.  I  was  requested  to  make  experi- 
ments, so  as  to  speak  to  it.  I  prepared  no  apparatus.  Finding 
two  gas  retorts  about  the  works,  I  put  them  up.  They  were 
thirteen  inches  and  a-half  in  diameter,  and  in  length  four  feet 
nine  inches,  and  the  contents  were  18,000  cubic  inches.  I  found 
upon  an  experiment  that  it  was  beneficial  to  this  extent,  that 
with  cold  air  we  required  298  lbs.  of  coke  to  melt  a  ton  of  iron, 
and  that  with  this  apparatus  and  the  hot  blast  I  found  it  vai 
reduced  to  113  lbs.,  which  is  a  saving  of  one-half  in  the  fueL* 
He  says — "  I  required  no  other  directions  than  those  in  the 
specification,  added  to  my  own  practical  knowledge.  I  em- 
ployed one  cylinder,  which  we  worked  up  to  315  and  480  degrees. 
There  was  a  very  considerable  saving.  Any  person  accustomed 
to  manufacture  apparatus  of  this  kind  would  find  no  difficulty." 

Then,  Professor  Daniel  says — "  I  am  acquainted  with  the 
specification.  I  never  knew  of  the  hot  blast  before.  A  person 
accustomed  to  the  manufacture  of  blowing  apparatus,  would  be 
able  to  make  a  beneficial  apparatus  according  to  the  specifica- 
tion, and  most  clearly  a  person  accustomed  to  the  process  of 
heating  air,  and  better  acquainted  with  the  principle  and  nature 
of  the  invention,  would  construct  a  beneficial  apparatus.  The 
principle  is  entirely  new;  I  never  saw  the  process  in  actual 
operation.  The  shape  depends  upon  circumstances — the  situa- 
tion, the  heat  required,  and  the  power  of  the  blowing  apparatus." 

Mr.  Cooper  says — "  Looking  at  the  specification,  there  would 
be  no  difficulty  in  heating  the  air  to  a  certain  extent,  so  as  to 
use  it  beneficially,  but  there  would  be  some  difficulty  as  to 
obtaining  the  best  mode.  I  do  not  believe  that  has  yet  been 
done/9    And  he  thinks  it  probable  that  improvements  will  tike 
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yhee  to  heat  the  air  to  a  still  higher  degree  of  temperature.  A.D.  1841. 
Upon  cross-examination,  he  says — "  To  some  extent  one  form 
#f  vessel  would  be  better  than  another,  but  every  body  could 
get  some  beneficial  result  so  as  to  make  it  worth  while  to 
•nploy  it." 

That,  gentlemen,  is  the  evidence,  and  will  you  have  the 
ess  to  answer  me  the  questions  in  the  form  in  which  I 
them? 

Hie  jury  found  as  follows  : —  Special  verdict. 

We  all  agree  that  shape  and  form  are  material  to  the  effect, 
ly,  that  is,  to  the  extent  of  beneficial  effect  produced,  not 
producing  some  effect,  for  some  beneficial  result  would  be 
uced  from  any  shape,  and  as  to  producing  the  extent  of 
cial  effect,  the  form  and  shape  are  material.  Secondly — 
think  a  man  of  common  understanding,  of  ordinary  skill 
knowledge  of  the  subject,  that  is,  of  the  construction  of  the 
blowing  apparatus,  would  be  enabled  to  construct,  according 
the  specification  alone,  looking  at  it  altogether,  such  an  appa- 
as  would  be  an  improvement,  that  is,  would  be  productive 
some  beneficial  result,  sufficient  to  make  it  worth  while, 
being  taken  into  consideration,  to  adapt  it  to  the  ordi- 
machinery  in  all  cases  of  forges,  cupolas,  and  furnaces,  where 
blast  is' used.  Thirdly— We  think  a  person  of  competent 
ding,  and  ordinary  skill  and  knowledge  of  the  subject 
the  construction  of  the  air-heating  process,  would  be  enabled 
construct,  according  to  the  specification  alone,  in  the  same 
looking  at  it  altogether,  such  an  apparatus  as  would  be  an 
ement,  that  is,  would  be  productive  of  some  beneficial 
It,  sufficient  to  make  it  worth  while,  expense  being  taken 
consideration,  to  adapt  it  to  the  ordinary  machinery  in  all 
Otses  of  forges,  cupolas,  and  furnaces,  where  the  blast  is  used. 
W  fourthly — We  think  a  person  of  common  understanding,  and 
ordinary  skill  and  knowledge  of  the  air-heating  process,  would 
Hot  be  misled  by  the  description  of  the  immateriality  of  the 
fcrm  and  size  of  the  vessel  in  producing  the  effect.  Fifthly — 
No  person,  we  think,  nor  a  person  of  common  understanding, 
told  ordinary  skill  and  knowledge  of  the  blowing  process,  a 
[  fortiori,  would  be  misled. 

Parke,  B.,  then  directed  the  verdict  to  be  entered  on  the 
1  issues  as  follows : — On  the  first,  second,  and  third,  for  the 
■  plaintiffs ;  on  the  fourth,  for  the  defendants,  upon  the  con- 
struction of  the  specification,  with  liberty  to  move,  thinking 
that,  according  to  the  grammatical  construction  of  it,  there  was 
*n  averment  that  the  form  and  shape  were  immaterial  to  the 
extent  of  the  effect — that  it  was  a  misdirection;  that  there 
being  a  misdirection  in  the  instrument  itself,  it  could  not  be 
corrected  by  parol  evidence,  with  liberty  to  move  to  enter  that 
verdict  for  the  plaintiffs  on  that  issue ;  and  for  the  defendants  to 
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take  the  objection  in  answer  contingently,  that  the  patent  is 
void  for  the  bad  title  if  it  be  open  upon  the  issue,  in  answer  to 
that  application,  and  to  move  in  arrest  of  judgment  if  the 
verdict  is  entered  for  the  plaintiffs. 


Neilson  and  Others  v.  Harford  and  Others. 

E.  T^  1841.  Car.  Lord  Abinger,  C.B.,  Parke,  B.,  Alderson,  B.,  and 

Rolfe,  B. 

Sir  W.  Follett :  In  this  case  I  have  to  move  to  enter  I 
verdict  for  the  plaintiffs  in  pursuance  of  leave  reserved,  or,  ii 
case  it  should  be  supposed  that  there  was  any  matter  not  sub- 
mitted to  the  jury  in  the  alternative,  for  a  new  trial.  There 
were  five  pleas,  four  of  which  were  found  for  the  plaintiffs,  and 
the  other,  as  I  submit,  was  also  found  for  the  plaintiffs,  but  the 
learned  judge  directed  that  the  verdict  should  be  entered  for 
the  defendants  on  that  issue,  with  liberty  to  the  plaintiffs  to 
move  to  enter  a  verdict  for  them.  I  submit  that  this  is  em- 
phatically and  exclusively  a  question  for  the  jury ;  that  it  wis 
not  a  question  of  law  but  of  fact,  and  the  jury  have  distinctly  ■ 
found  that  the  plaintiffs  did  describe  the  invention,  and  did  j 
point  out  the  mode  of  its  use.  <4 

The  patent  was  substantially  for  a  mode  of  heating  the  air 
between  the  blowing  apparatus  and  the  furnace  in  a  closed 
vessel.  It  was  contended,  therefore,  that  every  mode  of  heating 
the  air  in  a  closed  vessel,  between  the  blowing  power  and  the 
blast  furnace,  was  an  infringement  of  the  patent,  and  of  that 
opinion  was  the  learned  judge,  and  no  question  arises  upon  that 
now.  The  defendants  in  this  case  use  a  vessel  consisting  of 
various  pipes,  and  it  has  been  since  the  patent  was  taken  out 
discovered,  by  various  experiments  and  improvements,  that  the 
higher  the  air  is  heated  the  more  beneficial  its  effects  on  the 
furnace.  That  does  not  seem  to  have  been  in  the  contemplation 
of  the  inventor ;  in  the  pipes  used  by  the  defendants,  there  was 
greater  surface  exposed  to  the  fire ;  it  was  more  economical  of 
fuel,  and  that  vessel  consequently  produced  a  higher  tem- 
perature than  vessels  of  a  different  kind.  The  learned  judge 
was  clearly  of  opinion  that  it  was  an  infringement — [Parke,  B.: 
That  it  was  an  improvement,  but  an  infringement.] — so  longss 
the  patent  remained  in  force. 

The  question  now  turns  mainly  on  the  fact,  whether  or  not 
the  jury  did  not  find  the  fourth  issue  in  favour  of  the  plaintifi-* 
and  two  points  were  made.  The  objections  to  be  delivered 
under  the  statute  (5  and  6  W.  4,  c.  83)  must  distinctly  point 
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the  attention  of  the  plaintiffs  to  the  precise  nature  of  the  E.  T.,  1841. 
objection  to  be  raised.  The  objection  raised  was  not  open  to 
the  defendants.  The  construction  put  on  the  plea  was  not  a 
right  construction,  but  the  question  is  not  open  because  it  was 
for  the  jury.  The  finding  of  the  jury  that,  upon  the  specifi- 
cation alone,  a  person  of  ordinary  skill  would  construct  the  ap- 
paratus required,  disposed  of  every  other  question.  \Parke,  B.: 
My  doubt  was,  whether  the  evidence  of  a  person  of  ordinary 
■kill  would  do,  or  could  be  allowed  to  contradict  the  gram- 
matical construction  of  one  part  of  the  specification.]  The 
learned  judge  considered  it  unnecessary  to  leave  to  the  jury, 
vhether  the  particular  passage,  that  the  form  or  shape  of  the 
wasel  or  receptacle  was  immaterial  to  the  effect,  was  inaccurate, 
Itot  he  left  it  to  the  jury  whether  it  was  calculated  to  mislead, 
Bid  they  found  that  it  was  not.  The  learned  judge  took  that 
Kntence  alone  from  the  rest  of  the  specification,  and  stated  his 
opinion  to  the  jury,  that  in  point  of  law  that  was  a  misstatement, 
Bid  that  it  would  affect  the  patent.  [Parke,  B. :  Provided  it 
■•a  untrue  in  fact.]  We  have  had  no  opportunity  of  pre- 
Kating  what  has  been  the  impression  produced  on  other  minds 
*  to  the  meaning  of  the  passage.  This  is  not  a  patent  taken 
Wt  for  heating  air ;  that  was  perfectly  well  known ;  and  every 
body  knew,  that  for  the  purpose  of  increasing  the  temperature, 
ftc  larger  the  surface  that  was  extended  to  the  fire,  the  greater 
4e  effect  which  would  be  produced  on  the  air  within  it.  The 
passage  does  not  profess  to  say  that  the  form  and  shape  of  the 
fcssel  for  heating  air  is  not  material  as  regards  the  air  in  those 
teasels,  but  that  was  the  construction  adopted  by  the  learned 
lodge;  and  it  was  in  that  view  that  he  put  it  to  the  jury.  I 
robmit  that  is  not  the  meaning  of  the  passage  at  all,  but  that 
4c  meaning  of  the  passage  is  this — I  do  not  make  any  claim 
for  vessels  for  heating  air.  Every  body  knows  how  to  heat  air, 
«nd  every  body  knows  the  principle  of  it.  There  are  various 
teasels  for  heating  air,  of  different  forms  and  different  shapes, 
Ww  in  use ;  I  say  that,  as  regards  the  effect  on  my  furnace,  the 
fonn  or  shape  is  immaterial,  and  may  be  adapted  to  local  cir- 
cumstances ;  and  so  it  is  entirely  immaterial.  It  is  not  imma- 
terial to  the  heat  of  the  air  ;  and  if,  upon  subsequent  discovery, 
you  have  found  out  that  by  raising  the  temperature  to  a  higher 
degree  you  may  improve  upon  the  patent,  that  is  another 
S&estion ;  but  this  patent  was  never  taken  out  for  heating  the 
***,  nor  has  it  any  reference  to  the  form  or  shape  of  the  vessel 
for  heating.  It  is,  that  when  you  have  heated  the  air,  and 
Seated  it  for  the  purpose  of  raising  a  stream  proper  to  convey 
t  into  the  furnace,  then  the  form  and  shape  of  the  vessel  is 
Bunaterial  as  far  as  regards  the  working  of  the  blast  furnace. 
The  question  as  to  this  passage  is  for  the  jury,  not  for  the 
rait ;  the  specification  is  not  one  of  those  written  instruments 
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Motion  for  rule  which  it  is  the  province  of  the  court  to  decide  on.  It  is  stated 
dtcTfr thT*"  tnat  tne  specifi^^on  did  not  sufficiently  describe  the  manner  of 
piaintifft.  carrying  the  invention  into  practice.  The  jury  have  found  th^k 
the  passage  could  not  mislead,  that  the  specification  alone  a 
sufficient,  and  that  any  person,  upon  the  specification  alontj 
might  carry  the  patent  into  effect.  The  verdict  should  bi 
entered  for  the  plaintiffs,  unless  the  court  are  to  lay  down  that 
is  not  a  question  for  the  jury  at  all,  but  for  the  court,  and  th 
the  court  have  a  right  to  say,  upon  our  construction  of  it,  tb 
this  is  calculated  to  mislead.  But  this  is  matter  of  evident! 
it  is  not  for  the  court  to  construe  a  written  instrument  ii 
pendent  of  parol  evidence.  I  am  not  speaking  of  defects  in  t) 
title,  or  of  the  patent  claiming  more  than  it  ought  to  do ;  but 
the  intelligibility,  to  use  Lord  Eldon's  words,  when  he  says  ti 
every  question  of  that  sort  is  for  the  jury — the  intelligibility 
the  specification,  and  the  way  in  which  the  work  is  to  be  co 
structed,  and  whether  ordinary  persons  would  or  not 
stand  it(o). 

Rule  granted. 

Motion  for  rule  Sir  J.  Campbell,  A.G. :  I  move  for  a  rule  to  show  cause  wi 
jor anew  .  j.nere  OUgnj.  not  to  be  a  new  trial  on  account  of  the  finding 
the  jury,  as  being  not  only  without  evidence,  but  entirely 
trary  to  the  evidence  adduced.  The  plaintiffs'  patent  is  k 
three  things ;  for  the  smith's  forge,  the  melting  cupola,  andti 
larger  furnace  for  smelting  iron.  No  evidence  is  given  as 
how  the  invention  is  to  be  applied  to  either  of  the  two  first,  a 
the  matter  is  discussed  as  if  the  plaintiff  had  made  a  great  & 
covery  of  how  iron  was  to  be  smelted  in  a  superior  manner  b 
means  of  hot  blast.  The  only  mode  in  which  the  patent 
be  worked  to  advantage,  is  when  the  air  is  heated  in  a  long  so* 
cession  of  tubes ;  but  Mr.  Neilson  was  so  ignorant  of  th 
manner  in  which  his  invention  was  to  be  used,  that  at  firstbe 
tried  a  vessel  of  a  cylindrical  form,  seven  feet  long,  with  p* 
titions,  for  the  purpose  of  obstructing  the  rapid  passage  of  tbfl 
air.  The  passage  in  the  specification,  as  to  increasing  tta 
dimensions  of  the  air  vessel,  is  an  entire  misrepresentation 
No  bad  faith  or  concealment  is  imputed  to  the  plaintiff  k 
states  that  which  is  untrue  from  ignorance.  Another  objection 
is  open  to  us  in  showing  cause,  or  in  arrest  of  judgment— tbit 
the  specification  does  not  at  all  follow  up  the  title  of  the 

Rule  granted  {p) 


(o)  See  Hill  v.  Thompson,  ante  237.  ground  of  the  verdict   being  against  end*** 

(/i)  When  this  rule  came   on  for  argument,  could  not  be  at  all  supported,  and  that  as  to  J"J 

the  court,  after  the  notes  of  the  learned  judge  ground  in  respect  to  the   specification,  it  ■* 

had  been  read,  called  on  Sir  F.  Pollock  to  sup-  already  been  disposed  of  by  the  discnssioB  oa  t» 

port  the   defendants'  rule,  intimating   a   strong  plaintiffs'  rule. 

opinion  that  the  evidence  was  all  one  way,  and  Sir  F.  Pollock,  A.  G.,   pressed  on  the  «** 
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<eil,8on  &  Others  v.  Harford  &  Others.  June  9,  \S4\. 

rd  Abinger,  C.B.,  Parke,  B.,  Alderson,  B.5  and  Rolfe,  B. 

Campbell,  A.G.  (Sir  F.  Pollock,  Monteith,  and  Hugh 
b  him.)  My  learned  friend  Sir  W.  Follett  has  obtained 
»  show  cause  why  the  verdict  entered  for  the  defendants 
e  fourth  issue  should  not  be  entered  for  the  plaintiffs, 
he  question  upon  the  answers  returned  by  the  jury  to 

questions  submitted  to  them  upon  that  fourth  issue. 
;  of  law,  the  verdict  ought  to  be  for  the  plaintiffs  or  for 
ndants ;  those  five  findings  all  respect  the  fourth  issue — 
'ix  being,  "  that  there  was  not  a  sufficient  specification.'3 
sification  is  directed  to  three  things — to  common  fur- 
nelting  cupolas,  and  blast  furnaces — and  may  be  suf- 
ith  regard  to  common  fires  or  furnaces,  and  to  cupolas ; 
is  not  sufficient  with  regard  to  blast  furnaces,  the  patent 

irst  objected  that  we  have  not  complied  with  the  fifth 
>f  5  &  6  W.  4,  c.  83  (q),  and  that  we  are  not  entitled  to 
e  objection  on  which  we  rely.  That  act  was  framed 
iew  to  the  former  mode  of  pleading  in  such  an  action, 
g  to  which  the  defendant  was  at  liberty  to  give  every 
evidence.  He  might  say  that  it  was  not  new,  that  it 
useful,  that  there  had  been  no  infraction,  that  the  spe- 
i  was  defective.  That  was  a  great  hardship  on  patentees, 
did  not  know  exactly  what  objections  to  be  prepared  to 
Po  remedy  this,  the  fifth  section  of  the  act  was  passed, 
idmit  that  it  has  been  held  by  the  Court  of  Common 


i  the  construction  of  the  specification  court  had  been  with  you  upon  that,  there  would 

been  reserved  at  n'ui  prius  in  such  a  have  been  no  necessity  to  discuss  the  other.   The 

to  enable  the  defendants  to  bring  a  court  were  against  you  upon  that.     Now  you 

or  on  the  decision  of  the  Court  of  come  and  discuss  the  other;    and    the    court 

;  and  the   defendants,  in  order  that  feeling,  and  you  probably  feeling,  that  upon  that 

be  in  a  position  to  do  this,  were  ready  taken  separately  you  could  not  have  a  new  trial, 

le  costs,  to  undertake  to  call  no  wit-  you  now  ask  of  the  court  to  introduce  altogether 

to  leave  the  question  of  fact,  and  the  a  new  precedent,  in  order  to  give  you  the  benefit 

he  jury,  to  be  taken  as  they  were,  if  of  a  new  trial,  as  if  they  had  determined  in  your 

ould  mould  its  rules  and  practice  so  favour. 

the  defendants  to  take  the  matter  to  AUenm,  B. :  If  you  make  out  to  the  Court  of 

rroT.     But —  Chancery  that  you  wish  to  take  it  to  a  court  of 

ftgtr,  C.  B. :   In  order  to  do  that,  we  error,  then  the  Lord  Chancellor  will  say,  take  it 

Id  our  general  rules.     You  are  now  to  a  court  of  error.     Suppose  the  Lord  Chan- 

ttion — you  made  an  application  for  a  cellor  should  agree  with  the  construction  which 

fcving  made  the  application  upon  the  this  court  has  put  upon  the  specification,  then  he 

ed  by  the  judge,  viz.  the  legality  or  would  not  do  so. 

icy  of  this  specification,  to  which  was  The  learned  counsel  cited  some  cases  in  which 

that   the  verdict  of  the  jury   was  this  course  had  been  adopted,  but  they  are  dis- 

evidence;  and  the  court  then,  without  tinguished  by  the  court  from  the  present. 

evidence,  granted  a  rule  upon  both  fcee   further   post   in   the   Lord    Chancellor's 

Ifou  selected  the  ground  of  the  spc-  judgment  on  the  motion  to  revive  the  injunction. 

id  discussed  that  separately.     If  the  (7)  Ante  260,  n.  u. 
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Sir  J.  Campbell   Pleas  (a),  that  upon  an  application  before  trial,  the  court  or 

agamstrulc  to      .     ,        ,  ,  .      i  i>     «  i  •  i«i 

enur  verdict  for  judge  has  power  to  order  a  particular  of  the  objections,  which 
thepiuintifft.  8nan  |,e  more  specific  than  the  plea — it  shall  not  be  a  mere  echo 
of  the  plea ;  but  the  question  is  not  now  what  might  have  been 
done,  if  there  had  been  any  application  as  to  the  reforming  or 
amending  the  particular  of  objections,  but  you  are  now  con- 
sidering the  effect  of  the  objections  of  which  notice  was  given, 
no  objection  having  been  made  to  them,  and  whether  the  whole 
is  not  clearly  open  to  us.  The  result  of  the  decision  in  Affair 
v.  Mackenzie,  where  the  objections  were  a  mere  echo  of  die 
The  notice  of     pleas,  is  that  the  court,  under  their  general  jurisdiction,  havet 

|SeCmore  in"81  right>  if  the7  ^^  fit>  to  order  the  notice  to  be   m0re  8Pcdfa 

formation  than    before  trial,  in  analogy  to  what  is  done  with  regard  to  par- 

t  e  p  ea.  ticulars  of  the  causes  of  action,  which  the  plaintiff  means  to  gjw 

in  evidence  at  the  trial ;  or  where  there  is  a  notice  of  set-off,  or 

a  plea  of  set-off,  a  particular  of  the  grounds  on  which  that  pka 

or  notice  of  set-off  may  be  substantiated  at  the  trial. 

The  result  of  the  decision  in  Fisher  v.  Bewick  is,  that  the 
court  had  jurisdiction  to  order  a  particular  that  should  discloee 
more  than  was  to  be  gathered  merely  from  the  pleas.  But  no 
case  has  occurred  when,  after  trial,  or  at  the  trial,  the  objection 
arose  that  the  notice  was  insufficient,  and  I  apprehend  that  if 
the  defendant  gives  us  notice  of  objections  in  which  he  simply 
stated  that  he  objected  to  the  specification,  that  would  enable 
him  to  make  any  objection  to  the  specification  at  the  trial,  the 
plaintiff  being  contented  with  that,  and  not  applying  to  the 
judge  or  the  court  for  a  better  particular  of  the  objection. 
[Lord  Abinger,  C.B. :  You  say  the  notice  was  large  enough  to 
embrace  the  objection  made  at  the  trial,  and  that  if  it  did  not 
comprehend  that,  if  any  thing  more  specific  was  required,  they 
should  have  applied  for  it  before  the  trial.]  [Alderson,  B.: 
The  question  at  the  trial  is  only,  whether  the  words  of  the 
notice  are  sufficiently  large  to  include  the  objection.]  Yes;  if 
they  had  wished  to  know  in  what  respects  we  said  the  specifica- 
tion was  void :  then  I  do  not  dispute  your  lordships'  authority 
to  have  ordered  us  to  state  in  what  respect,  and  then  we  might 
have  gone  to  the  dimensions,  to  the  shape  of  the  vessel,  and  so 
on.  [Rolfe,  B. :  The  statute  is  very  strangely  worded.  If  yon 
prove  the  objections  in  the  notice,  the  language  of  the  statute 
would  go  to  show  that  you  may  prove  any  others  besidej 
[Alderson,  B. :  Suppose  it  was  simply,  the  specification  is  in- 
sufficient. If  the  plaintiff  is  contented  to  take  that  as  notice, 
surely  any  objection  may  be  made  at  the  trial  to  show  thatthfr 
specification  is  insufficient.]  The  title  is,  "  improved  applica- 
tion of  air  to  produce  heat  in  fires,  forges,  and  furnaces,  where 


(a)  In  Bulnou  v.  Mackenzie,  atUc  260;  and  Fiiher  v.  Dewick,  ante  264. 
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bellows  or  other  blowing  apparatus  are  required."  Well,  then,  intheEich,q„e 
it  is  merely  an  improved  application  of  air  to  produce  heat.  It  E,T" 184L 
it  not  the  heated  air.  [Lord  Abinffer,  C.B. :  It  might  just  as 
well  be  air  rendered  colder.]  Yes ;  because  if  the  vulgar  notion 
bid  turned  out  to  be  true,  "that  the  colder  the  air  the  better," 
then  this  might  have  been  a  refrigerating  apparatus,  if  it  may  be 
fcr  a  heating  apparatus ;  and  I  submit  that  one  objection  which 
u  open  to  me,  and  which  was  reserved  at  the  trial,  is,  that  under 
•  title  "  improved  application  of  air,"  &c,  he  cannot  specify 
m  invention  which  is  entirely  confined  to  the  temperature  of 
the  air  when  it  is  to  be  applied.  Such  of  your  lordships  as 
fare  served  the  office  of  law  officer  to  the  crown,  must  be  fully 
Hare  of  the  constant  attempts  that  are  made  by  those  who 
apply  for  patents,  to  produce  a  title  that  may  entirely  mislead — 
that  may  give  not  the  remotest  notion  of  what  they  intend,  and 
ihich  may  enable  them  for  six  months,  or  whatever  period  it 
nay  be,  to  gather  together  whatever  they  can  collect,  and  to 
specify  it  at  the  end  of  that  period.  Great  frauds  have  been 
committed  on  that  subject;  and  it  would  be  a  most  salutary 
decision,  and  most  wholesome  and  beneficial,  if  your  lordships 
were  to  lay  down  a  rule,  that  the  title  of  a  patent  should  at  least 
convey  some  idea  of  the  invention  for  which  the  patent  is  sup- 
posed to  be  granted.  Until  there  is  a  judicial  decision  on  that 
•object,  I  am  afraid  that  all  the  efforts  that  may  be  made 
to  resist  these  attempts  will  be  entirely  ineffectual.  [Lord 
dbinger,  C.B. :  I  am  afraid  it  is  too  late  to  agitate  that.  If  the  The  title  need 
•pecification  is  consistent  with  the  title,  that  would  be  suf-  ^/JJ*^ 
ficient.  I  have  known  persons  who  had  great  difficulty  in  invention ;  it  is 
finding  a  name  for  their  patent  invention.  I  knew  a  very  useful  specification  be 
invention  set  aside  because  an  ingenious  person  at  the  bar  had  consistent 
•uggested  to  a  gentleman  to  take  as  a  title  to  his  patent,  €(  a wl 
tapering  brush;"  it  did  not  taper,  it  expanded]  (A).  I  never 
would  suggest  that  it  should  be  necessary  at  all  to  disclose  the 
mode  in  which  the  invention  is  to  be  carried  into  effect.  For 
tf  you  required  that  the  title  of  the  patent,  which  immediately 
becomes  public,  should  at  all  disclose  the  invention,  fraudulent 
Pwsons  who  have  patents  in  progress  would  specify  those  inven- 
tions; but  still  that  there  should  be  some  general  notion  given 
°*  that  for  which  a  patent  is  sought,  would  be  most  salutary 
^d  highly  desirable.  [Parke,  B. :  It  would  be  for  the  crown  to 
•^opt  that  by  requiring  the  specification  to  be  enrolled  within 
a  less  time  than  six  months.]  I  may  mention,  that  to  guard 
BS*inst  that  the  practice  now  generally  adopted  is,  to  require 
*W  there  shall  be  de  bene  esse  a  specification  lodged  with  the 


(•)   The  case  alluded  to  is  JR.  v.  Metcalfe,      the  term  had  by  the  usage  of  the  trade  acquired  a 
dire  Lord  Ellenborough  held  that  the  gram-      perverted  sense.    Ante  141. 
tatical  construction  could  not  be  corrected,  unless 
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Sir  J.  Campbell  Attorney  and  Solicitor  General,  which  certainly  guards  against 
^terwrd^for  frauds  that  might  otherwise  be  practised  to  a  certain  degree. 
tktpbiMtiffs.  [Alderson,  B. :  You*  interpret  the  word  "air,"  as  air  in  its 
natural  state,  and  the  application  is  merely  the  mode  in  which 
it  is  brought  to  the  furnace.  This  title  would  apply  to  a  tube 
coming  perpendicularly  down  on  the  furnace,  or  a  tube  coming 
perpendicularly  up.]  Any  change  in  the  blowing  apparatus. 
It  certainly  tends  to  mislead ;  because,  suppose  that  a  perm 
had  a  patent  for  a  blowing  apparatus,  he  would  suppose  tbst 
this  might  be  an  infringement  upon  that  patent,  and  I  dare  wf 
there  were  attendances  before  the  law  officer  of  the  crown  by 
persons  who  had  a  blowing  apparatus,  for  which  a  patent  ym 
granted,  or  who  had  it  in  contemplation  to  solicit  a  patent  for 
a  blowing  apparatus.  But  this  excludes  the  notion  of  its  being 
at  all  a  mode  of  cooking  the  air,  of  dealing  with  the  air  before 
it  is  applied ;  it  is  not  a  dealing  with  the  air,  but  it  is  the  appli- 
cation of  the  air.  [Lord  Abinger,  C.B. :  It  certainly  does  not 
suggest  heated  air  any  more  than  cold  air.]  It  has  no  reference 
to  the  temperature  of  the  air.  It  is  supposed  to  be  atmospheric 
air  of  the  ordinary  temperature.  [Lord  Abingery  C.  B. :  Yon 
see,  if  he  had  put  "  an  improved  mode  of  applying  air,"  that 
might  have  involved  a  process  he  did  not  mean.  It  is  an 
e€  improved  application  of  air."]  I  submit  that  under  this 
title  for  which  the  patent  is  granted,  there  is  no  specification  of 
the  invention  for  which  the  patent  is  granted,  for  the  patent 
is  granted  for  an  "improved  application  of  air  to  produce 
heat/'  and  what  is  specified  is  not  an  improved  application 
of  air,  but  an  alteration  in  the  quality  of  the  air,  not  in 
the  application  of  it.  [Rolfe,  B. :  The  application  of  im- 
proved air  instead  of  an  improved  application.]  It  is  not 
an  improvement  of  the  application,  but  it  is  an  improvement  of 
the  air.  The  title  is  for  an  improved  mode  of  applying,  but  the 
specification  is  not  an  improved  mode  of  applying,  but  it  is  for 
an  improvement  of  that  which  is  to  be  applied ;  and  although 
you  may  say  that  hot  air  is  air,  and  that  cold  air  is  air,  still  this 
not  only  does  not  contemplate  any  alteration  in  the  air  to  be 
applied,  but  I  say  that  it  excludes  it.  It  is  a  mode  of  applying; 
it  is  not  a  mode  of  dealing  with  the  air ;  it  is  not  what  the  air 
shall  be — whether  the  air  shall  be  hot  or  cold,  whether  it  shall 
be  a  mixture  of  some  other  gas,  or  what  it  shall  be ;  but  it  is 
merely  for  the  application  of  it,  which  properly  looks  to  some 
improvement  on  the  blowing  apparatus,  and  does  not  at  all 
contemplate  any  improvement  by  which  the  temperature  of 
the  air  shall  be  altered,  either  by  heating  or  cooling.  [Lord 
Abtngery  C.B. :  It  is  to  a  certain  extent  an  improvement  in  the 
application,  and  it  proposes  to  apply  the  air  by  making  it  pass 
through  some  medium  by  which  it  will  acquire  heat  before  it 
enters  the  furnace.    A  particular  form,  or  shape,  or  medium, » 
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part  of  the  patent,  but  it  is  that  air  shall  pass  through  a  intheErehequer 
iting  process  before  it  enters  the  furnace.  Would  it  not  be  E-  T* 184L 
jercriticism  to  say,  that  it  was  not  an  improved  mode  of 
iting  air  ?  The  mere  discovery  of  hot  air  or  cold  air  would 
nothing.  Suppose  it  was  a  patent  in  these  words — UA 
ent  for  an  invention  by  which  air  shall  be  heated  before  it 
ers  the  furnace.  I  do  not  claim  a  patent  either  for  the  ma- 
il or  for  the  shape,  but  the  air  must  pass  through  a  process 
leating  before  it  enters  the  furnace."]  If  the  patent  had  been 
hose  words,  it  certainly  would  not  have  been  liable  to  this 
action,  because  that  would  have  been  a  mode  of  heating  the 
before  it  enters  the  furnace,  and  then'  he  might  have  specified 
mode  in  which  the  air  is  to  be  heated — but  this  is  not  for  a 
ie  of  heating  the  air  before  it  enters  the  furnace,  but  a  mode 
applying  the  air.  [Lord  Abinger,  C.B. :  No,  it  is  that  the 
■hall  be  heated.  "  The  particular  mode  in  which  it  is  to  be 
ted  I  leave  to  you,"  he  says.  "  My  discovery  is,  that  it  shall 
heated  by  passing  through  a  heating  process  before  it  comes 
he  furnace."] 

ffext,  as  to  the  directions  which  are  given.  He  first  merely 
cribes  the  common  blowing  apparatus,  &c.  Now,  I  may 
erve,  that  there  can  be  no  doubt  that  some  directions  must 
given  as  to  the  size  and  shape.  It  would  not  do  merely  to 
e  an  idea  that  the  air  shall  be  hot  instead  of  cold.  I  think 
)  of  the  witnesses  said  that  he  would  dismiss  the  specifi- 
ion ;  another,  that  he  would  make  experiments ;  some,  that 
y  would  begin  with  a  cubical  form ;  others,  that  they  would 
jin  with  a  tubular  form.  But  I  apprehend  that  this  specifi- 
ion  would  be  bad,  unless  it  gave  some  directions  with  regard 
the  size  and  the  shape  of  the  vessel  in  which  this  process  of 
iting  is  to  be  conducted.     You  cannot  have  a  specification 

*  a  mere  notion  ;  you  cannot  have  a  patent  for  a  notion  or  a 
indple ;  you  must  show,  according  to  the  terms  of  the  con- 
ions,  you  must  describe  and  ascertain  the  nature  of  the 
rention,  and  in  what  manner  the  same  is  to  be  performed. 

not  this  a  most  material  part  of  the  specification  ?  The  whole 
nrelty  consists  in  this  heating  vessel,  and  he  is  to  tell  you  how 

*  process  of  heating  is  to  be  conducted.  Then,  after  stating 
ith  regard  to  size  what  is  clearly  incorrect,  he  tells  you,  in  the 
ost  absolute  and  unqualified  manner,  that  the  form  or  shape  of 

*  vessel  which  is  to  be  so  employed  is  immaterial  to  the  effect, 
is  said  there  are  different  meanings  which  may  be  ascribed  to 

*  word  effect ;  that  it  is  the  result  of  the  operation,  the  bene- 
aal  effect  of  making  the  iron.  You  are  told  in  the  most 
press  manner,  that  you  may  adapt  the  form  of  the  vessel 
cording  to  circumstances,  and  that  the  shape  is  wholly  imma- 
rial,  be  it  sphere,  cube,  or  cylinder,  whether  a  series  of  spaces, 
a  perfect  cube,  or  cylinder,  long  or  short.   But  the  fact  turns 
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Sir  J.  Campbell  out  just  the  contrary,  and  the  jury  have  found  it  so.  One 
Ifi *t*  verdict Xfor  wi*11688  8a*d»  there  would  be  some  good  effect  produced  era 
the  plaintiffs,  from  a  cube,  but  it  was  quite  clear  that  until  the  tubular  form 
was  adopted  it  did  no  good  at  all.  [Alderson,  B. :  The  word 
u  effect"  may  mean  one  of  two  things.  It  may  either  mean  the 
effect  which  hot  air  will  produce  on  the  blast  furnace,  or  it  wxj 
mean  the  effect  which  fire  applied  to  the  vessel  would  have  is 
heating  the  air ;  which  of  those  does  it  mean  ?]  So  that  your 
air  is  heated,  it  is  very  immaterial  how  it  is  heated,  whether  it 
be  heated  in  a  sphere  or  in  a  cylinder.  It  will  not  do  for  a 
person  to  say  you  are  to  introduce  hot  air  into  the  blast  furnace, 
he  must  show  the  modus  operandi.  [Alderson,  B. :  It  will  come 
very  close  upon  Boulton  and  Watt  v.  Bull,  the  only  modm 
operandi  of  which  was  the  condensing  in  a  separate  vessel;  » 
here  it  is  the  application  of  heated  air,  the  air  being  heated  k 
an  intermediate  separate  vessel.  That  is  a  modus  operandi  suffi- 
cient to  save  the  patent.]  But  he  tells  you  what  that  inter* 
mediate  vessel  is  to  be,  and  he  professes  to  do  that.  [Aldenm, 
B. :  He  says,  no  matter  how  you  do  it,  provided  in  an  inter- 
mediate  vessel  you  bring  it  to  a  certain  temperature.  Then 
the  effect  will  be  the  same  on  the  blast  furnace.  My  in- 
vention is  hot  instead  of  cold  air.]  He  professes  to  tell  you 
what  is  to  be  the  size  of  the  heating  vessel,  and  he  teDf 
you  that  the  form  is  immaterial.  Every  thing  depends  on 
the  degree  of  heat.  Then  what  is  the  effect  ?  It  is  to 
heat.  These  various  shapes  of  vessels  are  all  material  witfc 
regard  to  the  degree  of  heat,  the  effect  depending  entirely 
on  the  degree  of  heat,  and  therefore  the  effect  is  the  degree 
of  heat.  It  was  admitted  at  the  trial  that  this  must  be  erro- 
neous and  false,  unless  you  can  engraft  upon  the  assertion 
two  conditions — that  you  have  a  sufficient  degree  of  heat,  and 
that  there  shall  be  a  sufficient  current  of  air  to  propel  the  air 
from  the  regulator  to  the  blast  furnace.  [LorA  Abinger,  C.B.: 
I  suppose,  in  making  the  specification,  he  considered  that  it 
was  proper  to  propose  some  mechanical  illustration  of  his  prin- 
ciple. But  suppose  he  had  said  this — my  invention  consists  in 
the  application  of  heated  air  to  the  furnace  by  means  of  any  of 
the  methods  by  which  air  is  now  heated,  or  any  other  method, 
and  allowing  air  so  heated  to  pass  through  a  tube  or  aperture  to 
the  furnace.  Probably  he  apprehended,  that  if  he  stated  spe- 
cifically any  form  of  heating  air,  he  might  then  have  infringed 
on  some  other  patent ;  therefore,  suppose  he  had  said  simply* 
my  invention  consists  in  the  application  of  heated  air  by  making 
the  air  pass  through  a  heating  process  before  it  arrives  at  the 
furnace,  but  I  do  not  intend  to  describe  the  form  of  the  recep- 
tacle, I  leave  that  to  the  local  circumstances,  and  judgment  of 
the  parties  to  deal  with  such  matter,  stating  only  that  the  hotter 
you  get  the  air  the  better.]     If  at  the  time  he  knew  what  was 
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the  proper  form  of   vessel,  and   he   had   specified  as  your  intheExchequer 
lonbhip  suggests,  the   patent  clearly  would  have  been  void.  E'T'1841, 
[Lord  Abmger,  C.B. :  Yes,  if  he  had  known  it  at  the  time.] 
Because  he  was  bound  to  disclose  to  the  public  the  most  bene-  The  patentee  it 
feud  mode  he  was  aware  of  for  carrying  it  into  operation.     I  ^^^""pe. 
dxmld  doubt  whether  such  a  specification  would  be  sufficient,  cification  the 
at  all  events  it  would  not  be  untrue  ;  it  might  be  defective,  it  "JieSith  thfeh 
Wild  not  be  fake.    [Parke,  B. :  I  left  the  question  to  the  jury,  he  is  acquainted, 
^thether  he  had  improperly  concealed  the  discovery  he  made 
that  the  vessel  would  be  better  with  divisions  in  it,  because  he 
hi  clearly  tried  that  before  the  specification.    The  jury  were 
d  opinion  that  he  had  not  been  guilty  of  a  fraud  in  that 
iwpect]     There  was  no  fraud  imputed  to  him,  it  was  pure 
fnorance.     [Alderson,  B. :   The  blowing  apparatus  was  per- 
fatly  well  known ;  the  heating  of  air  was  perfectly  well  known ; 
the  twire  was  perfectly  well  known  as  applicable  to  blast  fur- 
Bices;   then  what  he  really  discovered  is,  that  it  would  be 
letter  for  you  to  apply  air  heated  up  to  red  heat,  or  nearly  so, 
instead  of  cold  air  as  you  have  hitherto  done.     That  is  the  A  principle,  to 
principle ;  that  is  the  real  discovery ;  but,  in  order  to  take  out  0f  a  patent*0 
I  patent,  you  must  have  an  embodiment  of  the  principle,  and  j™st  Je  em- 
ha  embodiment  of  the  principle  is  the  heating  of  air  in  a 
Kparate  vessel,  intermediately  between  the  blowing  apparatus 
md  the  point  where  it  enters  the  furnace.     Then,  he  says — "  I 
do  not  mean  to  claim  any  shape  in  which  it  is  done ;  it  may  be 
done  in  a  vessel  of  any  shape,  provided  only  you  have  such  a 
teasel  of  such  a  shape,  and  fire  so  applied  as  that,  in  the  inter- 
nediate  space  between  the  blowing  apparatus  and  the  furnace, 
the  air  arrives  at  the  red  heat."]     And  to  gain  that  object,  the 
rile  is  to  be  always  increased  in  proportion  to  the  effect  that 
jou  wish  to  gain,  and  the  form  and  shape  of  the  vessel  are 
altogether  immaterial ;  this  is  what  he  tells  you.    [Alderson,  B. : 
Immaterial  to  the  effect  in  the  furnace,  but  not  immaterial  as  to 
the  mode  of  obtaining  heated  air.     That  is  the  point  of  my 
difficulty.]     It  being  the  true  legal  construction  to  be  put  upon 
%  that  the  effect  is  the  degree  of  heat  to  be  produced,  and  the 
jwy  having  found  that  the  shape  of  the  vessel  is  most  material 
Mto  the  degree  of  heat  that  is  to  be  produced,  here  is  a  false 
description  which  at  least  has  a  tendency  to  mislead.     The 
Jifry  have  found,  in  answer  to  questions  that  were  submitted  to 
*em,  that  a  person  skilled  in  the  blowing  apparatus,  and  a 
Person  skilled  in  the  heating  apparatus,  would  not  be  misled  by 
*i»  false  statement  to  be  found  in  the  specification.     Is  it  to 
**  a  cure  for  a  false  statement,  in  a  material  part  of  the  specifi- 
*tion,  that  it  is  so  very  false  that  persons  of  skill  could  see 
that  it  was  false,  and  instead  of  going  by  the  specification,  that 
fcejr  would  throw  the  specification  aside,  and  enter  on  a  course 

2x 
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Sir  J.  CampUU  directly  different  from  that  which  is  recommended  ?    A  specific 
^^^tfor  cation  must  be  a  full  communication  of  what  is  to  be  done,  and 
the  plaintiffs,     how  it  is  to  be  done,  and  it  has  been  repeatedly  laid  down,  that 
a  specification  which  requires  experiments  is  bad.     Most  of  the 
witnesses  in  this  case  said  they  would  make  experiments  as  to 
what  was  the  best  shape.     If  a  specification  is  bad  without 
pointing  out  the  modus   operandi,  if  it  points  out  a  imAu. 
operandi  which,  if  followed,  would  defeat  the  object,  must  it 
not,  a  fortiori,  be  bad  ?  and  it  is  not  enough  to  say,  that  a 
skilful  and  scientific  person  would  find  out  that  there  was  a 
gross  blunder.    A  person  who  is  to  follow  a  specification  is  not 
to  draw  on  his  own  resources,  he  is  to  follow  implicitly  the  dim- 
tions  he  receives,  and  if  those  directions  would  mislead  him  the 
specification  is  bad,  although  a  person  of  skill  and  science,  can- 
vassing it  and  reasoning  upon  it,  would  discover  that  there  in 
a  blunder,  and  the  jury  have  gone  so  far  as  to  say  that  a 
workman  of  ordinary  skill  would  discover  that  it  was  wrong. 
[Parke,  B. :  Is  there  any  case  (the  impression  I  had  at  the  trill 
was,  that  there  was  no  case)  which  went  so  far  as  to  say  tbfc 
you  might  correct  a  blunder  in  the  specification  by  the  tes- 
timony of  ordinary  workmen  only;    that  they  were  to  read 
expressions  that  were  obscure  to  ordinary  men  ?     Is  there  any 
case,  supposing  this  to  be  a  blunder,  in  which  it  has  been 
allowed  to  correct  that  blunder  by  means  of  the  testimony  of 
men  of  ordinary  knowledge  on  the  subject  ?]     We  can  find  no 
such  case.     What  then  does  the  case  turn  out  to  be  ?    TbA 
Mr.  Neilson  had  a  notion  that  hot  air  might  be  used  beneficially. 
He  supposes  that  the  form  and  shape  of  the  vessel  are  imma- 
terial.    It  is  said  that  some  benefit  will  arise  whatever  the  fonn 
or  shape  of  the  vessel  may  be ;  he  either  does  not  tell  you  what 
is  the  proper  form  of  the  vessel,  or  he  misleads  you  entirely  by 
saying  the  form  and  shape  of  the  vessel  are  immaterial    K 
they  are  material,  he  has  stated  in  an  important  part  of  the 
specification  what  is  false,  what  will  mislead  a  workman  in  car- 
rying his  specification  into  effect ;  and  after  that,  how  can  it  be 
said  that  he  has  truly  ascertained  and  described  the  manner  in 
which  his  invention  is  to  be  performed  ?     On  these  grounds,  I 
submit  that  the  defendants  are  entitled  to  retain  the  verdict  on 
the  fourth  issue. 

Sir  F.  Pollock,  against  the  rule :  After  what  has  fallen  fironn 
the  court,  it  is  unnecessary  for  me  to  dwell  on  the  notice  of 
objections,  or  on  the  objection  to  the  title,  and  I  propose  to 
point  out  what  is  the  meaning  of  the  specification,  and  the 
objection  which  arises  upon  it,  if  it  be  one,  and  then  whether 
that  be  cured  by  any  finding  of  the  jury.  An  expression  which 
fell  from  Mr.  Baron  Alderson  appears  to  be  the  key  of  the 
intention  of  the  patentee,  that  he  confounded  the  heat  of  the 
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lir  vessel  with  the  heat  of  the  contained  air.    The  directions  In  the  Exchequer 
pren  throughout  the  specification  do  not  apply  to  the  air,  but  E' T#  1841' 
to  die  vessel  which  is  to  contain  the  air. 

I  entirely  agree  with  what  fell  from  one  of  your  lordships, 
that  if  it  had  been  distinctly  stated  in  terms  like  these — a 
Wowing  apparatus  is  old,  methods  of  heating  air  are  as  various 
as  any  other  processes  in  the  arts,  and  my  invention  consists  in 
rising  the  temperature  of  the  air  to  600  degrees  Fahrenheit,  or 
thereabouts,  by  any  process  known  to  the  scientific  or  to  the 
nechanical  world,  and  then  applying  the  air  so  heated — that 
night  have  been  an  exceedingly  good  patent  for  aught  I  know. 
But  that  is  not  the  patent  which  Mr.  Neilson  has  taken  out. 
He  had  never  made  any  experiment  as  to  what  was  the  proper 
temperature;  he  had  some  vague  notion  that  the  heating  of  air 
was  beneficial,  without  ever  having  reduced  that  notion  suffi- 
ciently into  practice,  or  made  it  the  subject  of  experiment,  so  as 
to  give  it  to  the  world.  He  appears  to  have  made  some  ex- 
periments upon  a  small  scale  with  smith's  forges — where  you 
would  use  a  vessel  so  small  that  it  would  not  present  the  diffi- 
colty  of  heating  the  air,  on  account  of  the  surface  to  which  the 
Mr  was  exposed  being  very  considerable  in  comparison  with  the 
volume — and  to  have  succeeded ;  and  then,  by  a  process  of  in- 
fection, to  have  come  to  the  conclusion  that  the  multiplication 
of  that  process  on  a  larger  scale  would  be  attended  with  bene- 
ficial results,  without  ever  attending  to  the  important  element 
b  enlarging  these  vessels  advantageously,  that  you  must  take 
care,  as  vessels  in  point  of  capacity  increase  as  the  cube,  and  in 
point  of  surface  increase  only  as  the  square,  you  must  take  care 
to  alter  your  shape  when  you  come  to  increase  the  size,  you 
most  alter  your  shape  if  you  enlarge  your  dimensions,  so  that 
the  surface,  which  increases  as  the  square,  shall  be  in  the  same 
proportion  to  the  volume,  which  increases  as  the  cube,  in  order 
to  produce  the  same  effect  on  a  large  scale  that  you  would  on  a 
ooall  one.  You  will  see,  both  from  the  evidence  at  the  trial, 
*nd  from  the  specification,  that  this  is  the  true  solution  of  the 
difficulty  into  which  Mr.  Neilson  ultimately  got  when  he  came 
to  specify  the  invention.  It  is  never  mentioned  that  the  air  is 
to  be  heated,  except  as  a  sort  of  general  conclusion.  Air  is 
n*ver  the  nominative  case  at  all.  The  heating  the  air  vessel  is 
the  only  one.  {Alderson,  B. :  It  is  so  throughout.]  I  contend 
toat  the  vice  of  the  specification  is,  that  it  directs  nothing  but 
toe  heating  of  the  vessel,  and  assumes  the  heating  of  the  air  as 
*  consequence,  and  yet  tells  you  that  the  shape  and  form  of  the 
teasel  which  is  to  be  heated  for  the  purpose  of  producing  the 
result,  are  quite  immaterial  to  the  effect  to  be  produced.  I  have 
bo  doubt  that  Mr.  Neilson  thought  so ;  that  the  experiments  he 
iad  performed,  the  progress  he  had  made  in  this  discovery,  were 
uch  only  as  to  induce  him  to  form  that  opinion ;  he  had  not  the 
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Sir  F.  Pollock  least  idea  of  the  important  principles  that  are  involved  in  the-, 
azaimnh€r"le-  extension  of  this  discovery  to  larger  and  other  matters,  and 
therefore  he  gave  a  statement  which  was,  so  far  as  he  was  thea 
concerned,  perfectly  candid ;  that  was,  as  far  as  he  knew,  per- 
fectly true  ;  but  when  it  comes  to  be  applied  to  the  larger  anA 
to  the  greater  and  more  important  objects,  of  which  he  had. 
some  notion,  there  is  no  doubt  the  information  he  communis 
cated,  that  the  shape  and  form  are  immaterial,  turned  oat 
to  be  without  foundation.  Every  witness  was  obliged  to  admit 
it  was  not  true,  and  ultimately  the  jury  found  it  was  not  tn% 
and  then  we  come  to  this — is  this  to  be  corrected  by  the  jmjj 
saying  that  a  workman  of  experience  would  not  be  misled  byitt 
because  that  is  after  all  the  only  point  my  friends  can  rest  oa 
as  getting  rid  of  the  objection.  It  appears  to  me,  looking  at  4 
the  cases,  that  the  rule  laid  down  is  something  of  this  sort 
Every  mistake  you  make  a  mistake,  as  by  calling  air  an  imponderable  substance 
!?od  wnuot*"  wnere  you  have  described  what  you  mean — you  have  describe^ 
vitiate  a  patent,  air — and  it  is  manifest  from  the  rest  of  the  specification,  thrt 
what  you  mean  is  the  atmospheric  air  which  we  breathe— i 
is  of  no  importance  whatever,  whether  you  have  made  th% 
blunder  of  calling  it  an  imponderable  substance;  and  the  way  ia 
which  that  objection  was  put  was  this — that  it  might  mislead 
the  public  to  apply  other  imponderable  substances ;  but  as  tk 
only  imponderable  substances  which  the  philosophers  admit  an 
light  and  electricity — [AUkrson,  B. :  That  is  only  a  questioa 
whether  it  is  imponderable  because  they  cannot  weigh  them,  or 
because  they  are  not  to  be  weighed  at  all.]  [Rolfe,  B. :  So 
you  say  that  a  fixed  star  is  at  an  immeasurable  distance,'abecan* 
there  is  no  means  of  computing  it.]  Your  lordships  are  awai% 
that  if  the  modern,  and  apparently  the  more  correct  theory  con- 
cerning light  be  true,  that  it  is  the  vibration  of  a  medium,  and 
not  the  transmission  of  the  particles — then  light  can  no  most 
be  weighed  than  sound.  I  believe  most  persons  who  are  coia- 
petent  to  entertain  the  opinion  at  all,  are  now  of  opinion  that  it 
is  a  vibration,  and  not  the  transmission  of  an  actual  substance 
I  think,  also,  there  was  a  case,  which  is  not  reported,  where 
sulphur  was  spoken  of  as  a  metal. 

Where  therefore,  by  referring  to  another  part  of  the  specifi- 
cation, suppose  to  the  drawing,  an  obvious  mistake  made  is  col5- 
rected — there  are  several  cases  of  this  sort  not  reported  where  it 
was  left  to  the  jury — where,  for  instance,  two  parts  in  a  drawing 
appeared  to  be  connected,  but  in  the  description  it  was  quite 
obvious,  that  by  some  incaution  a  connexion  was  left  which 
ought  to  have  been  cut  off — you  are  to  take  the  whole 
together,  and  if  you  may  correct  the  statement  by  the  drawing* 
you  may  correct  the  drawing  by  the  statement.  You  have  no 
right  to  fix  on  a  particular  blunder,  and  say,  this  is  what  the 
man  meant.     No,  he   says,  I  do   not  mean   that,  here  is  * 
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mistake,  you  must  collect  my  meaning  From  the  whole.     But  is  in  theEicheqwr 
there  any  case  which  says  this — that  if  a  man  in  the  manipula-  E#  T,» 1841# 
1km,  or  in  the  statement  of  the  machine  that  is  made,  deli- 
berately states  something,  not  by  mistake,  but  deliberately  states 
it,  and  it  turns  out  to  be  wrong  and  to  be  material — that  in  the 
my  operation  itself  he  makes  a  mistake — is  there  any  case 
liich  will  justify  this  doctrine,  that  a  skilful  person  coming  in 
fill  see  this,  though  an  ingenious  man,  did  not  thoroughly  under- 
hand the  subject ;  it  is  a  pity  he  did  not  make  himself  better 
acquainted  with  certain  parts  of  it — but  I,   coming  in,  can 
correct  that,  and  I  will  do  so  ?    Is  there  any  pretence  for  saying 
that  any  case  decides  any  thing  like  that  doctrine  for  your  lord- 
abips  ?     It  would  place  the  whole  law  of  patents  altogether  at 
the  mercy  of  a  jury.     [Alderson,  B. :  Lord  Eldon  lays  down 
the  principle  so  long  ago  as  1800.     He  says,  patents  are  to  be  The  patent,  a 
considered  as  bargains  between  the  inventor  and  the  public,  to  ^e^emiMd 
be  judged  of  on  the  principles  of  good  faith,  by  making  a  fair  the  public,  to  be 
disclosure   of   the   invention,   and  to   be   construed   as   other  ^"nc.piet  of the 
bargains.     That  is  the  principle  which  must  be  taken  to  be  the  good  faith, 
ttond  principle.]     Exactly.     [Lord  Abinger,  C.B. :  I  take  the 
true  distinction  between  a  specification  that  a  man  of  science 
Bay  construe,  and  another  man  may  not  understand,  is  this : 
Where  the  specification  uses  scientific  terms,  which  are  not 
Understood  except  by  persons  acquainted  with  the  nature  of  the 
business,  the  specification  is  not  bad  because  an  ordinary  man 
foes  not  understand  it,  provided  a  scientific  man  does ;  but 
riiere  the  specification  does  not  make  use  of  technical  terms, 
there  it  uses  common  language,  and  where  it  states  that  by 
which  a  common  man  may  be  misled,  though  a  scientific  man 
tfould  not — when  it  does  not  profess  to  use  scientific  terms,  and 
an  ordinary  man  reading  the  specification  is  misled  by  it — it 
would  not  be  good.] 

The  judgment  in  R.  v.  JVheeler  (2  B.  &  Aid.  349)  is  con- 
clusive.    "  A  specification  which  casts   upon   the  public   the  A  specification 
expense  and  labour  of  experiments  and  trial,  is  undoubtedly  whicll  re<luire8 

i   j      __  .     .  .,i  ii     i  ....  ,,  ./  experiments  or 

bad.  If  it  be  said  that  all  these  matters  will  be  well  or  easily  correction  is 
known  to  a  person  of  competent  skill  (and  to  such  only  thebad' 
patentee  may  be  allowed  to  address  himself),  then  the  invention 
*fll  not  in  reality  have  given  any  useful  or  valuable  information 
to  the  public ;  so  that,  in  either  way  of  viewing  the  case,  there 
fc  either  no  certain  and  clear  process  described,  or  the  process 
described  is  such  as  might  be  practised  without  the  assistance 
°f  the  patentee."  If  a  person  of  skill  is  to  come  in,  and  by 
toeans  of  his  skill  and  experience  without  experiment  is  to 
collect  the  blunder,  and  not  to  follow  the  directions,  because 
he  says  that  the  writer  of  those  directions  did  not  understand 
the  subject  upon  which  he  was  writing,  and  had  not  sufficiently 
matured  his  discovery,  or  performed  his  experiments  so  as  to 
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Sir  F.  Pollack 
against  the  rule, 


The  patent  is 
not  for  the  prin- 
ciple, but  for 
the  mode  of  car- 
rying the  prin- 
ciple into  prac- 
tice. 


give  the  world  the  information  they  had  a  right  to  ask,  and  in 
consequence  of  that  has  fallen  into  that  error,  then,  I  say,  this 
doctrine  of  R.  v.  Wheeler  applies.  [Alderson,  B. :  I  take  the 
distinction  between  a  patent  for  a  principle,  and  a  patent 
which  can  be  supported,  is,  that  you  must  have  an  embodiment 
of  the  principle  in  some  practical  mode  described  in  the  specifi- 
cation of  carrying  the  principle  into  actual  effect,  and  then  you 
take  out  your  patent,  not  for  the  principle,  but  for  the  mode  of 
carrying  the  principle  into  effect.  In  Watt's  patent,  which 
comes  the  nearest  to  the  present  of  any  you  can  suggest,  die 
real  invention  of  Watt  was,  that  he  discovered  that  by  con- 
densing steam  in  a  separate  vessel  a  great  saving  of  fuel  would 
be  effected  by  keeping  the  steam  cylinder  as  hot  as  possible, 
and  applying  the  cooling  process  to  the  separate  vessel  and 
keeping  it  as  cool  as  possible,  whereas  before  the  steam  was  con- 
densed in  the  same  vessel;  but  then  Mr.  Watt  carried  thai 
practically  into  effect,  by  describing  a  mode  which  would  effect 
the  object.  The  difficulty  which  presses  on  my  mind  here  k, 
that  this  party  has  taken  out  a  patent,  in  substance  like  Watt* % 
for  a  principle,  that  is,  the  application  of  hot  air  to  furnaces,  bnt 
he  has  not  practically  described  any  mode  of  carrying  it  into 
effect.  If  he  had,  perhaps  he  might  have  covered  all  other 
modes  as  being  a  variation]  (c).  With  respect  to  what  has 
fallen  from  your  lordship,  about  taking  out  a  patent  for  a 


(c)  At  a  subsequent  part  of  the  case,  the  fol- 
lowing remarks,  closely  connected  with  the  pre- 
ceding, occurred  :— 

Alder  son,  B. :  It  is  very  difficult  to  see  why 
Watt's  patent  was  not  for  a  principle. 

Sir  W.  Follett :  It  was  not  for  the  principle 
alone. 

Alderum,  B. :  It  is  very  difficult  to  sec  what  is 
a  patent  for  a  principle,  and  for  a  principle  em- 
bodied in  a  machine,  because  a  patent  can  only 
be  for  a  principle  embodied  in  a  machine. 

Sir  W.  Follett :  Your  lordship  sees,  if  any 
strict  rule  is  laid  down  on  such  a  subject,  what  effect 
that  would  operate,  because  all  great  discoveries 
are  in  fact  discoveries  of  principles ;  and.  there- 
fore, if  the  principle  is  at  all  capable  of  being 
carried  into  effect,  it  seems  extremely  hard  that 
a  party  who  has  made  a  most  valuable  discovery 
should  not  be  protected. 

Atderion,  B. :  Only  you  cannot  take  out  a 
patent  for  a  principle. 

Sir  W.  Follett:  Unless  you  point  out  a  mode 
of  carrying  the  principle  into  effect. 

Parke,  B. :   It  must  be  for  a  manufacture. 

Alderton,  B. :  I  have  always  thought  that  the 
real  test  was  this ;  that  in  order  to  discover 
whether  it  is  a  good  or  a  bad  patent,  you  should 
consider  that  what  you  cannot  take  out  a  patent 
for  must  be  considered  to  have  been  invented  pro 
bono  publico — that  is  to  say,  the  principle  must  be 
considered  as  having  had  an  anterior  existence 
before  the  patent.  Now,  supposing  in  Watt's 
case  it  had  been  known  that  to  condense  in  a  se- 


parate vessel  was  a  mode  of  saving  fuel,  then  Writ 
certainly  would  have  taken  out  a  patent  for  ant- 
ing into  effect  that  principle  by  a  parties)* 
machine ;  but  then  his  patent  would  have  bees 
for  a  machine ;  and  if  I  invented  a  better  madnM 
for  carrying  out  the  principle,  I  do  not  infringe 
his  patent,  unless  my  machine  is  a  coIoarabM 
imitation. 

Sir  W.  Follett :  That  would  depend  on  the 
nature  of  the  machine. 

Alder  son  t  B. :  But  you  must  embody  the  pris* 
ciple  in  the  machine,  and  you  stop  all  possible 
improvements,  because  you  infringe  the  principle, 
which  you  have  no  right  to  do ;  it  is  the  principle 
of  the  machine.  It  is  very  difficult  for  a  jury  to 
distinguish  that,  but  it  is  the  most  essential  thing 
possible.  Now,  here,  supposing  it  had  bees 
known  that  hot  air  applied  to  a  furnace  was  * 
great  improvement  on  cold  air,  and  that  tk» 
person  had  taken  out  his  patent,  and  this  patent 
was  a  patent  for  the  application  of  a  well-known 
thing,  the  hot  air  to  furnaces ;  then  he  takes  oat 
a  patent  for  applying  it,  by  means  of  an  inter- 
mediate reservoir  between  the  blast  furnace  and 
the  bellows ;  then  surely  anv  body  else  may  apply 
the  same  principle,  provided  he  does  not  do  h  by 
a  reservoir  intermediately  between  the  blast  fur- 
nace and  the  bellows,  and  the  question  for  a  jnry 
is,  whether  or  not  a  long  spiral  pipe  is  a  re- 
servoir ;  if  it  be  not  a  reservoir,  or  a  colourable 
imitation  of  a  reservoir,  it  is  no  infringement. 
Printed  case,  222.  See  per  Sir  F.  Pollack  on  tan 
same  subject,  ante  145. 
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inciple,  it  is  theoretically  true,  but  practically  it  is  not  true.  7n  theExchajuer 
•ctically,  you  can  have  a  patent  for  a  principle,  that  is,  if  you  E#  T*  ,841% 
ibody  your  principle  in  any  clear,  definite,  and  distinct  form,  ,^1^  tLre 
•  other  person  shall  be  allowed  to  take  that  principle  and  may***  patent 
ibody  it  in  some  other  form  merely  copied  from  yours.  oraPnnciPe* 
'Merson,  B. :  But  then  you  must  perform  the  previous  con- 
ions,  and  embody  it  in  some  practical  form.]    Tes,  you  must 
relope  your  principle,  and  you  must  correctly  develope  it, 
3  you  must  put  it  in  some  shape,  and  when  you  put  it  in  that 
fcpe  no  person  can  be  allowed  to  come  and  steal  the  spirit  of 
s  invention,  and  put  it  into  some  other  shape  different  from 
nrs,  provided  the  jury  think  that  that  other  shape  is  an 
station  of  your  shape.     Here  the  party  states  that  the  shape 
i  form  are  immaterial,  whereas  not  only  the  witnesses  did 
»ve  the  fact,  but  without  proof  it  is  abundantly  obvious,  and 
it  quite  clear,  that  the  shape  and  the  form  are  of  the  very 
tence  of  carrying  it  out  to  the  extent  of  which  Mr.  Neilson 
napkins,  that  is,  an  imitation  or  an  infringement  of  his  patent. 
Udcrson,  B. :  Tou  see  you  do  not  interfere  with  any  benefit 
ach  the  inventor  has,  if  the  inventor  knows  of  no  particular 
kle  of  carrying  his  principle  into  effect;  you  do  not  interfere 
Hi  any  benefit  which  he  ever  had,  if  he  never  had  a  practical 
kle  of  carrying  it  into  effect.   Your  practical  mode  of  carrying 
into  effect  does  not  interfere  with  him.     Then  the  question 

whether  that  is  so?]  I  trust  that  the  direction  of  the 
orned  judge  who  presided  at  the  trial  will  be  considered  as 
rfectly  correct,  that  the  specification  contains  an  important 
itement  with  reference  to  carrying  into  effect  the  supposed 
fention,  which  statement  is  not  true ;  and  that  it  is  contrary 

the  first  principles  of  law,  that  with  reference  to  an  instru- 
ct of  this  description  a  jury  might  be  permitted  to  say,  that 
Kause  a  person  coming  with  skill  adapted  to  the  subject 
ight  correct  that  blunder  or  misstatement,  that,  therefore,  the 
lecification  is  in  compliance  with  the  proviso  contained  in  the 
iters  patent. 

8ir  W.  Foliett  {Kelly  and  Butt  with  him),  in  support  of  the  Sir  W.  Fallen 
de  to  enter  a  verdict  for  the  plaintiffs.  It  is  necessary,  my  J."  ^pport  * 
lids,  that  we  should  understand  the  position  in  which  the 
Mies  were  at  the  time  this  patent  was  taken  out,  what  it  was 
then  out  for,  and  what  it  is  that  has  been  done  under  it;  for  I 
o  not  deny  that  improvements  may  have  been  made  on 
he  patent  of  Mr.  Neilson — that  parties  may,  by  experiment, 
«ft  improved  on  what  he  discovered.  It  may  or  may  not  be 
Ow  The  form  of  vessel  used  by  the  defendants  may  be  the  best 
dqrted,  or  it  may  not  be,  for  heating  the  blast  furnace.  If  it  be 
D  improvement,  or  if  there  be  any  thing  in  that  invention,  or  in 
bt  mode  of  carrying  it  into  effect,  which  is  an  improvement  on 
be  patent  of  Mr.  Neilson,  it  may  be  that  the  parties  might  have 
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s\r vt. Fallen     been  entitled  to  a  patent  for  that  improvement;  but  Ida) 

rlbtotMtaf     tnc*r  ™Snt  to  use  tnat  vesse^  or  to  use  tnat  mode  of  heating 
verdict  for  the    furnace,  during  the  existence  of  Mr.  Neilson's  patent    Not 
pimtffs.         would  pray  of  your  lordships  to  consider  the  position  in 

the  parties  stood  at  the  time  the  patent  was  taken  out    It 
said  to  be  a  patent  for  a  principle.    The  real  discovery  in 
was  this,  that  inasmuch  as  prior  to  Mr.  Neilson's  discovery 
iron  masters  and  smelters  of  iron  had  used  the  blast  few 
blast  furnaces  cold,  that  they  had  considered  the  cold  blast 
best  adapted  for  the  purpose  of  the  furnaces  for  smelting 
that  was  the  course;  adopted  prior  to  this  patent — the 
The  principle  of  ciple  of  this  discovery,  and  the  principle  for  which  the  patent 
that1youna^ento',  taken  out,  accompanied  with  the  mode  of  carrying  it  into 
""^"'j-    is,  that  instead  of  using  cold  air,  it  will  be  an  improvement 
the  smelting  of  iron  to  use  heated  air  in  the  furnace.    11 
is  the  valuable  discovery.     I  agree  that  that  in  itself  is  a 
principle ;  it  is,  that  you  are  to  use  hot  air  instead  of  cold- 
very  valuable  discovery,  and  a  most  important  one.     Then  it 
necessary  that  the  patentee  should  not  only  have  discover! 
that  principle,  which  is  in  itself  so  valuable,  but  that  he  sh< 
find  out  a  mode  by  which  air  may  be  introduced  in  a  hi 
state  into  the  furnace,  and  if  he  finds  out  a  mode  by  which 
may  be  introduced  in  a  heated  state  into  the  furnace,  then 
apprehend  he  is  entitled  to  take  out  a  patent  for  the  valuak 
discovery  he  has  made,  accompanied  with  the  mode  of  canryii 
it  into  effect.    That  is  the  position  in  which  Mr.  Neilson  stool 
It  has  been  said  that  Mr.  Neilson  was  not  aware  of  the  natal 
and  principle  of  his  discovery.     It  arose  from  the  knowledge 
the  fact  that,  if  you  poured  the  air  in  a  cold  state  into  tl 
furnace,  the  operation  of  the  heat  would  be  employed  to  hi 
that  cold  air,  and  that  if  you  put  it  in  a  hot  state  that  degn 
of  heat  would  not  be  taken  from  the  combustible  materials 
the  furnace.     That  was  a  discovery  partly  from  knowledge  « 
partly  from  experience  in  the  heating  of  furnaces.     Now  that 
to  be  carried  into  effect.    The  way  of  heating  air  was  not  a  d» 
covery  of  Mr.  Neilson's,  and  I  cannot  help  thinking  that  a 
part  of  the  argument  on  the  other  side,  and  a  great  part  of 
discussion,  have  arisen  from  confounding  the  heating  of  air 
the  application  of  heated  air  to  the  furnace.     The  mode 
heating  air  was  perfectly  well  known;  it  was  no  discovery cf 
Mr.  Neilson's,  every  body  knew  it    Air  had  been  heated,  tti 
there  had  been  different  shaped  vessels  employed  for  heatag* 
the   air;    for  heating  the   air  economically,   and   for  heating 
it  to  a  higher  or  lesser  degree  of  temperature;  all  that  w» 
perfectly  well  known.     Mr.  Neilson,  therefore,  does  not  p»» 
fess  to  take  out  a  patent  for  heating  air,  nor  does  he  profc» 
to  give  any  instructions  or  give  any  directions  as  to  the  mod* 
in  which  air  can  be  heated,  because  that  was  a  matter  pc*» 
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ty  well  known  before;  and  I  apprehend  that  if  he  had  In theEichequcr 
le  as  a  part  of  his  patent  any  statement  with  respect  to  *  '' 
principle  of  heating  air,  as  that  of  giving  a  more  extended 
bee  for  heating,  or  described  any  mode  by  which  the 
perature  might  be  increased,  and  had  inserted  that  as 
art  of  the  specification  of  his  patent,  the  patent  would 
s  been  altogether  bad,  because  that  was  perfectly  well 
urn  and  practised  at  the  time.  The  mode  of  heating  air 
g  known,  and  the  principle  of  Mr.  Neilson's  discovery 
g  that  it  would  be  better  to  apply  air  heated  to  a  furnace, 
t  is  it  he  claims  by  his  patent  ?  Does  he  give  any  mode  of 
(ring  that  principle  into  effect  ?  Now  I  will  read,  without 
statements  of  my  own,  the  observations  of  one  of  your 
ihips  on  that  point,  because  it  puts  the  matter  in  a  very 
r  light.  I  do  not  read  it  in  the  way  of  a  judgment,  but  as  a 
|estion  coming  in  as  to  what  really  was  done  by  Mr.  Neilson 
i  regard  to  this  patent.  The  learned  judge  at  the  trial  stated 
{round  thus :  "  If  the  specification  is  to  be  understood  in 
sense  claimed  by  the  plaintiffs,  the  invention  of  heating  air 
rcen  the  time  it  leaves  the  blowing  apparatus  and  is  intro- 
Kl  into  the  furnace  in  any  way  in  any  close  vessel  which  is 
used  to  the  action  of  heat,  there  is  no  doubt  that  the 
ndants'  machinery  is  an  infringement  of  that  patent."  What 
learned  judge  there  referred  to  was,  the  question  upon  this 
isge  in  the  specification,  which  has  been  the  subject  of 
nssion  before  your  lordships,  not  that  the  patent  was  not 
dy  because  it  was  only  for  a  principle,  because  here  there  is 
ode  of  carrying  that  principle  into  effect,  and  the  mode  of 
lying  that  principle  into  effect  is  this — that  you  shall  heat  the 
b  a  closed  vessel,  between  the  blowing  apparatus  and  the  fur- 
t,  and  the  air  is  to  pass  from  the  common  blowing  apparatus 
>  a  closed  vessel ;  and  in  that  closed  vessel  it  is  to  be  heated, 
I  then  to  pass  from  that  closed  vessel  into  the  furnace.  Now, 
ie  may  be  many  other  modes  suggested,  for  aught  I  know,  in 
ich  heated  air  may  be  introduced  into  blast  furnaces.  It  may 
is;  but  the  patent  of  Mr.  Neilson  is  for  introducing  heated  air 
I  blast  furnaces,  by  means  of  a  vessel  which  is  to  heat  the 
[between  the  blowing  apparatus  and  the  furnace.  Now  that 
he  patent  which  Mr.  Neilson  takes  out.  There  is,  therefore, 
istinct  mode  of  carrying  the  principle  into  effect.  Now,  one 
your  lordships  observed,  that  the  blowing  apparatus  was 
fectly  well  known  before;  the  heating  of  air  was  perfectly 
1  known  before:  you,  therefore,  have  a  blowing  apparatus  well 
mn,  you  have  the  heating  of  air  well  known,  and  you  have 
mode  of  smelting  iron  in  a  furnace  well  known.  What  is  this 
ent  taken  out  for  ?  Why  the  patent  is  taken  out  for  passing 
:  air  hot  instead  of  cold,  and  by  doing  it  in  this  mode, 
ady,  by  haying  one  close  vessel  between  the  blowing  appa- 
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ratus  and  the  furnace.     What  is  there,  therefore,  to  find  S 
with  in  the  patent  as  regards  the  discovery  of  the  plainti$ 
doubt  a  most  valuable  principle ;  though  I  do  not  deny  t 
my  friend  may  be  perfectly  right  in  this,  that  since  Mr.  Natal 
discovery  a  mode  has  been  found  out  by  which  there  msy 
a  great  economy  of  fuel.     I  do  not  mean  fuel  in  the 
because  there  is  no  evidence  of  that  at  all ;  the  great  adfuli 
of  the  different  shaped  vessel  is,  that  you  save  the  fuel  in 
heating  of  the  vessel,  and  which  becomes  less  expennn 
having  a  particular  construction  of  vessel  to  save  the  fuel  tin 
[Parke,  B. :  You  save  the  fuel  in  the  furnace  also  by 
ducing  hot  air.]    Yes,  my  lord,  by  introducing  hot  air.   [Ah 
son,  B. :  They  only  save  fuel  in  the  operation  of  heating 
air.]    That  is  to  say,  by  making  the  heating  vessel  of  the  I 
8truction  which  they  say  they  now  do,  those  vessels  require! 
fuel  to  heat  them  in  the  furnace  between  the  blowing  appifl 
and  the  smelting  furnace,  than  they  would  if  made  of  the 
which  Mr.  Jessop,  who  was  the  first  witness,  an  iron  n 
used ;  he  used  the  bottle  shape.    They  save  fuel,  and  then 
they  are  more  advantageous.    And,  my  lords,  they  may 
do  this — they  may  raise  the  air  to  a  higher  temperatuft 
being  of  that  shape.     [Parke,  B. :  And  that  saves  fuel 
furnace.]    That  there  was  no  evidence  of,  because  there 
a  discrepancy  of  opinion  on  the  subject,  whether  the 
the  air  carried  beyond  a  certain  point  is,  or  is  not,  benefil 
[Parke,  B. :  There  is  no  difference  of  opinion  upon  the  endl 
as  to  that  the  greater  the  heat  of  the  air  the  better.  But  the 
culty  of  that  is,  that  it  renders  greater  expense  necessary  in 
structing  the  furnace  of  such  materials  as  to  resist  great  i 
heat.]  There  is  a  difference  of  opinion  as  to  whether  the 
the  air  above  a  certain  temperature  may  be  beneficial  or  not; 
the  question  on  this  rule  is,  whether  upon  the  specification 
evidence  there  is  any  thing  to  render  the  patent  wholly 
It  has  been  said — "  Is  it  right  that  after  the  iron  masters 
brought  this  to  such  perfection,  Mr.  Neilson  shall  come  ani4 
this  is  an  infringement  of  my  patent  ?"    Why  may  I  not  nN 
whether  after  Mr.  Neilson  has  made  this  most  invaluable  i 
covery,  that  the  application  of  heated  air  to  a  furnace  is  sogfli 
an  improvement,  and  has  taken  out  a  patent  for  that  pmptf 
and  the  mode  of  carrying  it  into   effect— that  pending i 
existence  of  that  patent,  is  it  right  to  avail  themselves  of  M 
Neilson 's  discovery,  and  turn  that  discovery  to  their  own  pw 
and  advantage,  without  any  compensation  to  him?    It  mij ' 
perfectly  true,  for  aught  I  know,  that  their  mode  of  doing  ft 
the  best  mode  that  can  be  adopted ;   but  it  does  not  it J 
follow,  therefore,  that  they  have  a  right  to  infringe  on  H 
patent  of  Mr.  Neilson,  who  discovered  that  principle,  and  i 
mode  of  applying  it.    It  may  be  that  they  have  made  in  i 
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prorement,  and,  as  I  said  before,  it  may  be  the   subject   of  £' i'^u^ 

apfttent,  yet  the  defendants  are  not  the  persons  who  did  that. 

Qtker  parties  who  have  used  this  thing  for  years  have  paid 

Ur.  Neilson  regularly  for  a  license,  and  your  lordships  will 

ekserve  we  are  now  approximating  almost  to  the  close  of  this 

pttent,  when  these  defendants  have  thought  it  right  to  set  up 

tts  question,  on  the  form  in  which  they  are  using  the  vessel, 

m  an  answer  to  the  claim  of  the  plaintiff. 

Bat  on  what  grounds  is  it  this  specification  is  defective? 
four  lordships  will  observe,  that  it  is  not  taken  out  even  for 
fcs  most  effectual  mode  of  smelting  iron  in  a  furnace — it  is  taken 
■ft  for  an  improvement  on  the  old  method  of  smelting ;  it  is 
lid,  this  is  an  improved  mode  of  introducing  the  air  into  the 
famace  for  the  purpose^of  smelting  iron ;  that  is  all  that  the 

Ct  is  for.  And  I  apprehend,  that  if  that  specification  had 
tbed  an  improved  method — if  it  had  shown  an  improved 
jwthod  of  introducing  the  air  into  the  furnace — there  would 
lave  been  no  objection  to  the  validity  of  the  patent,  although 
|  Bight  turn  out  that  other  improvements  and  other  dis- 
omies may  show  that  the  discovery  of  the  patentee  himself 
light  be  carried  into  still  more  beneficial  effect ;  it  would  not 
lake  his  patent  void,  because  he  has  taken  out  his  patent  for  an 
Improvement  on  the  old  mode,  and  the  question  is,  whether 
kb  patent  be,  or  not,  an  improvement  on  the  old  mode,  whether 
bean  be  carried  into  effect  beneficially,  so  as  to  be  a  benefit  on 
fte  old  mode. 

In  this  case,  all  the  witnesses  stated  distinctly  that  no  experi- 
femt  was  necessary,  but  that  any  person  of  ordinary  skill — 
Vhrke,  B. :  That  no  experiment  was  necessary  to  produce  a 
■iffifinl  effect.]  That  is  what  I  am  stating;  I  am  not  stating 
mt  experiments  might  not  be  necessary  to  make  improvements 
91  die  discovery;  but  I  say  the  discovery  is  for  an  improvement 
lithe  mode  of  heating  the  furnace,  and  I  say  that  no  experiments 
Whatever  were  necessary  for  that.  Then  I  say,  you  have  here 
ipon  the  evidence  a  patent  taken  out  for  an  improvement ;  you 
tne  a  patent  taken  out  for  a  principle  carried  into  effect,  which  is 
lid  to  be  an  improvement  on  the  old  course  of  proceeding,  and 
•Wry  witness  in  the  case  states  that,  without  any  experiment  of 
lay  sort  or  kind,  no  person  of  the  most  ordinary  skill  could  fail 
A  carrying  it  into  effect.  The  patent  says,  I  have  discovered  a 
rateable  improvement  in  the  smelting  of  iron;  I  tell  you  my  im- 
provement is,  you  are  to  introduce  the  air  heated ;  I  tell  you 
low  to  do  that,  by  placing  the  heating  vessel  in  one  part  of  this 
ipparatus,  pass  your  air  through  it,  and  into  the  furnace ;  there 
s  no  witness  who  does  not  say  that  that  is  an  improvement — 
hat  it  is  a  great  improvement;  that  it  is  worth  while  for  any 
Mraon  to  adopt  it.  Taking  the  words  which  the  learned  judge 
bought  it  right  to  put  to  die  jury,  taking  every  thing  into  cow- 
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SirW.Fo/fett     sideration  relating  to  the  expense,  that  it  is  an  improrwuMt 

nuutlnter      ^at  n0  one  wou^  hesitate  to  adopt;  that  there  is  no  one  lU 

ver^fir  the    could  not  carry  it  into  effect,  and  that  it  is  a  great  improrenmlj 

*Umtv9'  I  ask,  where  is  the  objection  to  the  patent?  And  if  any  one  faU 

me  that  since  the  patent  was  taken  out  I  have  discovered  otk* 

modes  of  applying  this,  which  are  more  beneficial,  that  is  * 

answer  to  the  patent,  because  the  patent  does  not  profess  AM 

to  be  the  most  beneficial  mode ;  it  professes  to  be  an  impnm( 

raent,  and  it  points  out  the  mode  in  which  that  improves^ 

can  be  effected. 

The  whole  question  upon  the  specification,  supposing  we 
at  liberty  to  enter  into  a  discussion  upon  the  meaning  of 
here  (which  I  apprehend  after  the  finding  of  the  jury  we 
not),  is  on  the  meaning  of  the  word  "effect."     It  means 
form  or  shape  of  the  vessel  is  immaterial  to  the  effect  to 
hot  air  into  the  furnace ;  that  it  is  entirely  immaterial  as  to 
effect  produced,  that  is,  the  passing  of  heated  air  into  the 
nace;    it  does  not  mean  it  is  immaterial  to  the  degree 
heat  to  be  given  to  the  air  in  the  vessel,  but  that  it  is 
immaterial  to  the  effect  of  my  patent,  that  being  for 
heated  air  into  the  blast  furnace,  and  you  may  heat  the 
a  vessel  of  any  shape  you  like.    You  may  adapt  your  vessel  1 
the  local  circumstances ;  you  may  heat  your  air  by  means  of 
vessel  of  a  tubular  shape,  square  shape,  pipe  shape,  or  any  otifl 
shape  you  like — it  is  still  entirely  immaterial  to  the  effect  fi 
which  my  patent  is  taken  out,  for  the  air  will  pass  from  tb 
vessel  so  heated  into  the  blast  furnace  in  a  heated  statf 
[Alderson,  B. :  There  is  another  sense  to  the  word  "effect1 
which  would  equally  answer  your  purpose,  which  is  this;  ifi 
vessel  contain  a  certain  number  of  cubic  inches  of  air  herti 
up  to  a  certain  point,  the  form  or  shape  of  the  vessel  is  imw 
terial,  because  the  access  to  the  cold  air,  which  is  supplied  fiofl 
the  blowing  apparatus  at  a  given  rate,  itself  produces  no  efleq 
the  effect  depending  upon  the  quantity  and  not  on  the  shape] 
that  will  give  full  effect  to  the  word.]     Yes;  but  in  this  wsf d 
looking  at  it  what  I  submit  is,  that  the  word  "  effect*'  does  Ml 
mean  the  effect  of  the  air  in  the  vessel  which  is  heating  it,  wk 
that  was  the  assumption  which  the  learned  judge  made  at  th 
trial,  and  upon  which  the  jury  held  it  to  be  inaccurate.        , 

It  was  not  the  intention  of  Mr.  Neilson  in  this  case  to  pn 
any  direction,  or  to  make  any  observation  at  all,  on  the  efied 
of  heating  air  aecording  to  the  shape  or  form  of  the  vessel;  mi 
I  say  so  for  this  reason,  that  your  lordships  are  aware,  and  it  v 
proved  indeed  by  the  evidence,  that  there  were  many  patents* 
that  time  in  existence  for  particular  shaped  vessels  for  heatin( 
the  air.  Now,  supposing  that  one  of  those  vessels  for  heatin| 
the  air  had  been  made  adapted  to  a  furnace  in  one  particuli 
place  or  situation,  why  the  party  might  use  that  vessel  withoi 
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tny  alteration  of  effect  as  regards  the  object  of  the  patent,  intheExchquer 
namely,  the  passing  of  heated  air  into  a  furnace;  but  it  may  ' 1841* 
10  happen,  that  another  form  of  patented  vessel  for  heating  air 
might  be  used  with  much  more  economy  of  fuel,  or  might  in 
Act  produce  a  higher  temperature  with  a  less  degree  of  ex- 
pense, but  still  it  would  be  perfectly  immaterial  to  the  effect  on 
the  furnace ;  the  form  or  shape  of  the  vessel  would  be  wholly 
immaterial  for  that  purpose,  the  purpose  for  which  the  patent 
wis  taken  out.  Therefore,  the  word  •*  effect"  here,  I  apprehend, 
does  not  mean  at  all  to  apply — it  was  never  considered  by  the 
jury  to  apply  at  all — to  the  degree  of  heat  to  be  given  to  the  air. 
And  if  you  were  to  take  it  even  in  the  way  Sir  F.  Pollock 

■  has,  for  the  first  time,  suggested  (for  we  never  heard  of  this 
r  way  of  reading  it  at  the  trial),  that  the  words  in  the  other 

Ipart  apply  to  the  vessel  itself,  that  the  vessel  itself  is  to  be 
heated  to  a  certain  temperature,  that  leaves  still  the  question  of 
the  specification  untouched,  because  if  the  vessel  is  to  be  heated 

■  to  a  proper  temperature,  no  matter  what  its  size  may  be,  if  the 
air  be  heated. 

I  submit  to  your  lordships  that  the  whole  question  upon  the  S01"6  questions 

■  validity  of  the  specification,  that  is,  on  the  meaning  of  the  spe-  Son  arefor  the 
|  cification,  and  whether  it  can  or  cannot  be  carried  into  effect,  is  Jul7* 

;   a  question  for  the  jury,  and  not  for  the  court,  and  that  the  jury 
are  to  put  their,  construction  upon  the  meaning  of  the  words,  and 
:   that  the  jury  are  to  say  whether  the  words  are  or  not  sufficient, 
and  that  it  is  for  them  to  say,  whether  the  specification  does  suf- 
ficiently show  the  mode  of  carrying  the  invention  and  discovery, 
which  the  patentee  supposed  he  had  made,  into  practical  effect. 
[Lord  Abinger,  C.  B. :  Why  is   the   specification,   which  is  a 
written  instrument,  more  particularly  to  be  considered  by  a 
jury  than  any  other  instrument?     The  meaning  of  scientific 
words  must  be  matter  of  evidence.]     [Alderson,  B. :  The  con- 
struction of  it  is  surely  for  the  court.]     I  do  not  know  quite 
the  extent  to  which  it  is  supposed  the  authorities  have  gone  in 
stating  that  certain  papers  are  for  the  court.     In  many  cases, 
undoubtedly,  written  papers  are  for  the  court,  but  I  apprehend 
that  is  by  no  means  a  general  doctrine  of  law;  but  that  written 
papers  which  involve  a  question  of  fact  like  this,  whether  or  not 
the  party  has  sufficiently  described  the  invention,  that  that  writ- 
ten paper  is  for  the  jury  and  not  for  the  court,  because  it  is  for 
the  jury  to  say,  as  a  matter  of  fact,  whether  there  be,  or  not,  a 
sufficient  description  in  that  instrument  to  enable  the  parties  to 
carry  it  into  effect.  That  I  apprehend  to  be  a  question  entirely  for 
the  jury.     Certainly  the  whole  of  this  is  a  question  of  evidence, 
and  a  question  of  fact.   It  is  a  question  of  fact  as  relates  to  the 
paper ;  it  is  a  question  of  fact  as  regards  the  evidence  at  the 
trial ;  it  is  not  a  question  of  law  at  all ;  and  I  do  not  know  any 
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SirW. Foiiett  rule  which  is  to  say  that  the  court  is  to  construe  that 
l?uU*Taitfr  an<* t0  ta^ie  lt  ^rom  *^e  J^T'  because,  supposing  the  fret  to  be 
verdut  for  the  that  evidence  was  given  at  the  trial  on  scientific  matters,  which 
piamtiffi .  evidence  would  aid  the  meaning  or  the  construing  of  the  instru- 

ment, your  lordships  can  have  no  judicial  notice  of  that  at  aH 
If  it  be  a  written  paper  for  your  lordships  to  decide  upon,  it 
must  be  without  evidence.    It  is  not  that  your  lordships  en 
come  to  a  conclusion  upon  the  meaning  of  the  paper,  by  look* 
ing  at  the  evidence  at  the  trial,  but  if  it  comes  within  the  role, 
that  it  is  a  written  paper  which  the  court  is  to  act  upon,  thea 
it  must  act  upon  the  written  paper  alone.    I  think  I  can  shot 
your  lordships,  that  in  every  single  case  in  which  any  question  h* 
arisen,  it  has  been  submitted  to  the  jury,  not  decided  by  the 
The  meaning  of  court.     [Lord  Abinger,  C.  B. :  Not  consistently  with  my  recol- 
Lh forecourt,  lotions;  I  have  always  thought  that  the  meaning  of  the  speet- 
tbe  words  of  art  fication  was  to  be  determined  by  the  court.    That  meaning  may 
tXretedty  the  ^  v*1^  by  the  evidence  of  particular  words.    A  man  most 
jury.  gather  as  he  goes  along  in  order  to  construe  the  written  instal- 

ment. It  is  quite  new  to  me  that  it  is  not  to  be  considered  by 
the  court.]  [Alderson,  B. :  Surely  the  court  is  to  tell  the  jury 
what  the  specification  has  said.  If  the  specification  contains 
words  of  art,  the  court  is  to  say — If  you  believe  these  words  of 
art  to  mean  so  and  so,  the  specification  has  said  so  and  to; 
leaving  the  question  of  words  of  art  to  the  jury.  But  if  then 
are  no  words  of  art,  what  the  specification  has  said  is  to  be  con* 
strued  by  the  court.  Then  it  is  to  be  left  to  the  jury,  whether 
the  specification  having  so  said,  it  is  or  not  a  sufficient  descrip- 
tion of  the  invention  according  to  their  judgment.]  I  do  not 
mean  the  validity  of  the  specification  as  to  questions  in  which 
you  may  direct  nonsuits  in  point  of  law  arising  out  of  objet» 
tions  of  a  different  kind,  but  that  this  question,  whether  or  not 
the  specification  sufficiently  describes  the  mode  of  carrying  the 
invention  into  effect,  that  every  tiling  relating  to  that  is  for  the 
jury,  and  not  for  the  court — the  meaning  of  the  passages  in  the 
specification,  and  every  thing.  I  should  submit  to  your  lord* 
ships  that  the  whole  of  it  was  for  the  jury,  and  not  for  the 
court  (d).  [Alderson,  B. :  That  there  are  some  things  in  the 
specification  which  are  questions  of  fact  is  true,  and  there  are 
some  things  in  the  specification  which  are  questions  of  law;  the 
construction  is  to  be  given  by  the  court,  but  the  intelligibility 
of  it  is  for  the  jury.]    That  is  all  I  am  contending — [Lord 


(d)T 

of  Hill  7 


d)  The  learned  counsel  referred  to  the  case  relied  on  Boultm  &  Watt  v.  Bull,  2  H.  Bl.463.ifl 
Hill  ▼.  Thompwn,  where  Lord  Eldon  says, "  the  support  of  the  position,  thai  the  finding  of  a  jwj 
utility  of  the  discovery,  the  intelligibility  of  the  on  the  sufficiency  of  the  specification  wii  cos- 
specification,  &c,  are  all  of  them  matters  of  fact  clusire ;  and  the  case  otMinUrr.  Wells,  suit  134, 
proper  for  a  jury ;  but  whether  or  not  the  patent  is  in  illustration  of  a  patent  for  a  priacipk.  ft* 
defective  in  attempting  to  cover  too  much,  is  a  case  of  Turner  v.  Winter,  ante  77,  and  Bktf** 
question  of  law."  Ante  237.     He  also  cited  and  v.  Skewes,  ante  218,  were  also  referred  to. 
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Abmger,  C.B.:   The  intelligibility  means  with  reference  to  in  the  Exchequer 
words  of  science,  or  matters  in  it  which  persons  may  explain  so  ,"   '•     .  " 
m  to  satisfy  the  jury.    You  are  discussing  an  abstract  principle  the\pecification 
where  it  is  not  necessary;  if  you  take  an  abstract  principle.  I  »  matter  of  liw, 

.  .  t    i  ./••         •  Z  *         the  judge  having 

mart  say  the  meaning  of  the  specification  is  a  matter  of  law,  been  informed  of 
ind  that  the  judge  must  be  informed,  by  evidence,  of  the  facts, the  facts- 
ind  then  he  must  leave  those  facts  to  the  jury,  for  them  to  find 
whether  they  be  true  or  not.] 

One  of  the  points  made  in  this  case  was,  as  regards  the  suffi- 
ciency of  the  notice  of  objections.  "  That  the  said  specification 
wu  calculated  to  deceive,"  is  said  to  be  a  sufficient  notice  of 
objection.  Now,  for  a  moment,  suppose  that  it  is.  The  learned 
jftdge  was  good  enough  to  leave  to  the  jury,  in  the  very  words, 
whether  or  not  there  was  any  thing  in  this  specification  calcu- 
lated to  deceive,  and  the  jury  found  distinctly  that  there  was 
not(e) ;  but  in  this  act  of  parliament  it  is  said,  that  the  plaintiff 
ii  entitled  to  recover,  unless  the  defendant  prove  the  objection 
it  the  trial.  The  objection  relied  upon  is,  that  the  specification 
wm  calculated  to  deceive — the  jury  have  found  that  it  was  not 
Calculated  to  deceive.  That  was  the  objection  upon  which  the 
lamed  judge  said  the  defendants  are  at  liberty  to  offer  the 
objection  in  evidence.  The  jury  found  all  of  the  objections, 
infect  they  found  that  the  specification  was  sufficient,  and  they 
found  that  the  description  of  the  apparatus  to  be  employed  was 
mch,  that  any  workman  of  ordinary  skill  could  make  it,  and 
they  found  that  the  specification  was  not  calculated  to  deceive. 
The  jury  have  found  that  the  specification  is  sufficient  to  enable 
t&y  workman  of  ordinary  skill  to  construct  the  apparatus. 
[Parke,  B. :  A  person  acquainted  either  with  the  blowing  appa- 
nfois  or  with  die  heating  apparatus.]  In  fact,  that  the  speci- 
fication is  sufficient  on  the  face  of  it,  without  any  other  help,  to 
enable  a  person  of  ordinary  skill,  acquainted  with  the  mode 
cither  of  constructing  a  blowing  apparatus,  or  of  constructing 
Machines  for  heating  air,  to  carry  into  effect  this  patent  without 
toy  experiment,  and  without  any  thing  else  than  the  specifi- 
cation itself;  so  that  the  jury  have  distinctly  negatived  the  point 
•o  much  insisted  on — namely,  of  the  necessity  of  experiments. 
Now,  it  does  seem  extremely  difficult  to  say,  after  this  finding 
of  the  jury,  that  any  objection  can  be  made  to  this  specification. 

But  the  notice  is  not  sufficient  to  let  in  the  objection  to  the 
particular  passage  which  is  supposed  to  vitiate  the  specification. 


(«)  It  having  been  decided  (ante  209,  n.),  that  by  the  learned  counsel.     But  in  the  case  of 

the  certificate  of  the  judges  under  5  and  6  W.  4,  Walton  v.  Potter,  the  Court  of  Common  Pleas 

C  S3,  s.  6,  is  to  be  with  reference  to  the  parts  of  held,  that  the  learned  judge  having,  in  the  exercise 

the  notice  of  objections  proved,  it  will  frequently  of  his  discretion,  declined  to  take  the  opinion  of 

be  important  to  obtain  the  opinion  of  the  jury  on  the  jury  on  particular  parts  of  the  notice  of  objec- 

the  notice  of  objections  for  the  purpose  of  such  tions,  was  no  ground  for  disturbing  the  verdict. 
certMcatc,  as  weU  as  on  the  ground  here  stated 
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Sir  w.  Foiutt  The  act  of  parliament  requiring  the  objections  received  the 
Tu!tto7nt^     royd  assent  at  the  close  of  the  session  of  1835,  a  considerable 
verdktfor  tht    time  after  the  alterations  in  pleading,  which  came  into  fal 
l^1**         effect  in  Easter  Term,  1834.    Whatever,  then,  the  origmd 
intention  of  the  framers  of  that  act,  it  was  passed  considerably 
after  it  had  been  established  by  law,  that  every  defence  of  tin. 
nature  shall  be  specially  pleaded,  and  we  can  only  construe  tb 
act  as  it  appears  in  the  statute  book,  without  reference  to  An, 
presumed  intention  of  the  parties  who  brought  it  in.    It  \m\ 
been  contended,  on  the  authority  of  a  case  in  the  Comma* 
Pleas  (ante  266),  that  application  should  have  been  made  to  tk 
court,  to  compel  the  party  to  state  more  precisely  the  nature  q 
At  the  tfal  the  the  objections.   But  the  question  comes  to  this — when  a  partjj 
jecrioosmustbehas  given  notice  of  objections,  and  it  appears   at  the  tria^j 
proved.  whether  or  not  you  are  not  then  to  see  whether  he  has  ginij 

that  objection  in  the  way  required  by  the  act  of  parliamejL 
because  the  act  of  parliament  otherwise  throws  the  onus  sntt 
the  burthen  upon  him,  and  whether  he  has  or  has  not  established; 
or  proved  that  objection  at  the  trial.  In  this  case,  the  plaintiftj 
could  not  have  applied  for  a  summons  to  have  better  partdcolntj 
of  the  objections,  and  for  this  reason — the  defendants  do  Mfc 
rely  upon  the  statement  that  the  specification  is  not  enough,  batj 
they  state  the  principal  objection,  upon  which  they  mean  to  relftj 
to  the  specification ;  and,  therefore,  if  we  had  taken  out  ay- 
summons  before  a  judge,  the  judge  would  have  said — whit 
objections  can  you  make  ?  The  defendants  have  here  stated,  d* 
tinctly  and  precisely,  the  various  objections  to  the  specification. 
Then  we  go  to  trial  upon  those  various  objections  to  the  spe- 
cification, and  there,  at  the  trial,  one  particular  objection  ii 
raised  to  the  specification,  and  that  particular  objection  is  in-, 
dependent  of  those  with  regard  to  the  making  and  description 
of  the  apparatus — and  it  is  this,  that  one  particular  sentence  in 
the  specification  is  incorrect.  At  the  trial,  no  observation  bad 
been  made  upon  this  in  the  opening  of  the  plaintiffs'  case,  bat 
the  Attorney  General,  in  his  speech  for  the  defendants,  calling 
no  witnesses,  makes  these  observations  on  the  specification. 
The  learned  judge  thought  that  the  objection,  that  the  specific* 
tion  was  calculated  to  deceive,  was  sufficient  to  let  in  the  objec- 
tion. I,  therefore,  requested  the  learned  judge  to  leave  it  in 
terms  to  the  jury,  and  the  jury  found  that  it  was  not  calculated 
to  deceive.  The  same  question,  as  to  the  notice  of  objection*, 
has  arisen  under  the  Bankrupt  Act,  since  the  alteration  in 
pleading,  and  it  has  been  held  that  notice  must  be  given  with 
the  special  pleas.  And  in  all  cases  when  an  act  of  parlia- 
ment requires  a  notice  to  be  given,  notice  shall  be  given  fnirif 
to  the  party,  and  the  objection  is  to  be  taken  at  the  trial. 

Suppose  a  party,  in  compliance  with  the  proviso  in  the  letters 
patent,  enrol  his  specification,  and  in  that  specification  he  *> 
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scribes  the  nature  of  his  invention,  that  a  practical  mechanic  In  theExchequtr 
b  any  it  into  effect,  and  suppose  there  should  be  some  par-  E,T*' 184L 
ttlar  part  of  that  specification  which,  when  minutely  or  phi- 
ophically  examined,  may  turn  out  not  to  be  a  correct  state- 
lit,  and  no  part  of  the  invention  ;  for  be  it  observed  in  this 
e,  it  is  not  a  question  whether  he  has  sufficiently  or  properly 
Bribed  the  part  invented,  but  it  is  supposed,  in  making  a 
tement  with  reference  to  a  matter  well  known  at  the  time  to 
try  body,  he  has  made  a  mistake  in  the  statement  of  a  matter 
U  known,  not  only  to  persons  of  science,  but  to  every 
ctical  person ;  every  practical  person  would  know  that  there 
i  an  error,  if  error  there  be ;  then  does  it  follow  from  that, 
ft  the  specification  is  void  ?  On  what  ground  is  the  specifi-  Should  a  min- 
ion void?  The  public  are  not  misled:  the  public  have^^J^*** 
rived  all  the  benefit  which  was  intended  by  the  proviso ;  foreign  to  the 
body  is  misled.  Then  why  is  the  specification  void  ?  Upon  whrch^Sinllt1 
at  ground  do  you  say,  that  because  I  have  made  a  mistake  mislead,  vititte 
a  matter  which  every  body  would  correct,  the  most  common  a  8p*n 
ebanic,  and  which  would  apply  equally  well  whether  it  was 
error  in  the  copying,  whether  it  was  a  mere  error  in  writing, 
f  error  of  any  sort  or  kind  in  the  specification  ?  According 
that,  even  the  misuse  of  a  word  would  vitiate  the  whole  spe- 
ication,  although  any  person  reading  it  of  the  commonest 
ill  (because  that  the  jury  have  found)  could  not  be  misled  by 
Now,  my  lords,  I  want  to  know  why  that  should  make  the 
education  void  ?  You  will  observe  that,  in  this  case,  it  was 
>  part  of  what  he  was  communicating  to  the  public ;  he  was 
C  telling  the  public  of  any  means  of  heating  air — he  was  not 
Gog  them  the  principle  or  the  mode  in  which  air  could  be 
ated — that  was  no  part  of  his  patent,  nor  was  he  bound  to 
ike  any  communication  on  the  subject ;  it  was  no  part  of  his 
fention  or  specification ;  and  then,  in  describing  the  mode  of 
■ting  air,  it  is  supposed  for  a  moment  that  he  has  misstated 
facte— namely,  that  the  shape  of  the  vessel  may  be  unimportant 
I  to  the  heating  the  air  which  we  and  the  jury  say  any  body  of 
M  most  ordinary  skill  would  know  was  a  mistake.  I  submit 
bt  a  passage  of  this  sort,  assuming  it  to  be  inaccurate,  does 
at  vitiate  the  specification,  if  it  be  inaccurary  of  this  descrip- 
tor well  known  to  the  most  ordinary  and  common  workman, 
nd  not  any  matter  on  which  the  patent  was  taken  out.  As- 
uning,  then,  the  view  of  the  learned  judge  at  the  trial  to  be 
onect,  that  the  word  *  effect9  meant  effect  on  the  air,  that  would 
tot  make  the  specification  void.  [Parke,  B. :  The  doubt  I  had 
Hi,  whether  any  case  had  gone  so  far  as  to  say  you  could 
onect  a  manifest  error  in  a  specification  by  the  evidence  of 
ttrkmen  acquainted  with  the  subject,  that  they  should  dis- 
card the  error,  and  not  act  upon  it,  and  correct  the  error ;  I 

2  z 


354 


NEILSON's    PATENT. 


Sir  W.  Folleit 
in  support  of 
rule  to  enter 
verdict  for  the 
plaintiff*. 


do  not  think  you  have  found  any  case  that  has  gone  so  fam 
that.]     I  believe  you  will  find  no  case  in  which  any  specific* 
tion  was  ever  held  invalid  upon  the  ground  of  any  misstatemeat" 
of  this  sort  or  kind  in  it,  where  the  jury  have  found  tint  I 
common  workman  could  carry  the  thing  into  effect;  and  III 
undertake  to  say,  that  there  is  no  such  case  to  be  found, 
that  no  specification  and  no  patent  at  any  time  was  ever 
invalid  if  the  specification  was  sufficient  for  a  common 
to  carry  the  patent  into  effect,  and  that  that  is  really  the  qi 
in  every  specification  of  this  kind,  aye  or  no,  does  it  give  suffidfl 
information  to  the  public,  and  is  a  workman  of  ordinary  i 
capable  of  carrying  it  into  effect  ?  This  sort  of  objection  as  to 
wording  of  a  particular  passage  in  a  specification,  I  am 
aware  ever  to  have  seen ;  it  is  not,  my  lords,  an  objection  to 
specification  which  I  can  trace  in  the  books  in  any  case.  Wha 
the  specification  is  of  itself  sufficient  to  enable  a 
workman  to  construct  the  apparatus,  I  am  not  aware  myi 
that  your  lordships,  with  your  greater  experience,  can  at 
whether  there  is  a  case  in  which  the  jury  have  so  found,  I 
the  patent  has,  notwithstanding  that,  been  held  to  be  invalid 
the  ground  of  some  mistake  in  one  particular  passage  in  I 
specification.     I  am  certainly  not  aware  of  any  such  case,  i 
do  I  believe  such  a  case  is  to  be  found,  and  I  think  1 < 
further  venture  to  say,  it  is  contrary  to  every  principle 
has  been  decided ;  because  it  appears  on  this,  that  the  profB 
in  the  patent  requiring  a  specification  to  be  enrolled  which 
standing  such  a  give  sufficient  information  to  the  public,  upon  which  the  who! 
discovery  can  be  used  by  the  public  at  the  expiration  of  ft 
patent,  without  any  experiments  by  the  parties,  has  been  coal 
plied  with  ;  and  if  the  specification  is  sufficient  for  that  purpoaj 
the  patent  is  good.     That,  in  truth,  is  the  issue ;  then,  if  taw 
be  found  by  the  jury,  and  after  the  public  have  had  all  daj 
benefit,  is  that  patent  to  be  held  bad,  assuming  the  finding  oil 
the  jury  to  be  accurate,  which  must  be  done  here,  because  jnotf  j 


The  proviso  is 
fully  complied 
with  notwith 


passage,  in  the  construction  put  on  it  according  to  strict  philoao- 1 
phical  principles,  that  particular  passage  may  not  be  true,  andtU  j 
not  any  part  of  the  invention  at  all,  but  relating  to  a  matter  wlriA  \ 
was  perfectly  well  known  before  ?  [Rolfe,  B. :  You  say  you  art ' 
entitled  to  import  into  this,  that  you  are  to  use  some  of  dn . 
ordinary  shapes  of  heating  vessels;  and  then  you  say,  a  person  *9 
not  be  misled,  because  it  is  said  that  the  shape  is  immaterial* 
Must  you  not  go  further,  and  show  that  as  to  the  shapes  of  vessdi 
in  ordinary  use  for  heating,  that  between  one  shape  and  the  other 
of  those  it  was  immaterial  ?]  So  I  apprehend  it  is.  [Alderxm,  B.5 
This  is  the  very  point  upon  which  the  infringement  takes  phft 
— the  shape  of  the  vessel :  it  is  the  very  point  in  the  can* 
Therefore,  if  you  are  to  take  it  in  this  sense,  he  is  in  efiW 
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(aiming  every  thing;  he  is  claiming  a  principle,  and  there  is  no  Inthe Exchequer 
articular  machine,  a  machine  of  any  size,  or  any  shape,  or  any        • l841, 
vm.]    That  is  the  question  upon  the  infringement;  but  I 
Mmld  answer  it  with  great  deference  thus — I  say  we  do  claim 
rery  vessel,  and  every  shape  of  vessel,  closed  vessel,  in  which  air 
n  be  heated  between  the  blowing  apparatus  and  the  furnace. 
thkrson,  B. :  Then  I  think  that  is  a  principle,  if  you  claim  A  claim  to  a 
•ery  shape.  If  you  claim  a  specific  shape,  and  go  to  the  jury  and  ^J^1-^  ** 
f  that  which  the  other  people  have  adopted  is  a  colourable  imi-  effect  in  any 
ion,  then  I  can  understand  it.    If  you  claim  every  shape,  you  "  "lej^totfie1* 
lim  a  principle  (/).   There  is  no  difference  between  a  principle  principle. 
be  carried  into  effect  in  any  way  you  will,  and  claiming  the 
inciple  itself.     You  must  detail  some  specific  mode  of  doing 
Then  the  rest  is  a  question  for  the  jury.]     Then  the  ques- 
ii  comes,  as  to  what  you  mean  by  a  specific  mode.     Is  it  or 
it  not  the  subject-matter  of  a  patent,  that  a  person  has  dis- 
rered  a  valuable  principle — namely,  that  heated  air  passing 
x>  a  blast  furnace  is  better  than  cold  air,  and  that  he  points 
t  a  mode  by  which  that  principle  can  be  carried  into  effect  ? 
id,  my  lords,  what  is  that  mode  ?     The  mode  is,  that  you 
ill  heat  the  air  in  its  passage  from  the  blowing  apparatus  to 
B  furnace — that  you  shall  pass  it  into  a  closed  vessel,  under 
rich  a  fire  is  to  be  placed,  between  the  blowing  apparatus  and 
t  furnace — and  that,  in  that  vessel  so  placed  between  the 
wring  apparatus  and  the  furnace,  the  air  is  to  be  heated ;  and 
■ay,  with  great  deference  to  your  lordships,  that  until  this 
art  decides  otherwise,  I  shall  venture  respectfully  to  submit 
it  there  could  not  be  a  doubt  that  that  was  a  good  patent, 
it  it  was  a  good  subject-matter  of  a  patent,  and  that  the  party 
d  a  right  to  complain  of  an  infringement  against  any  person 
io  should  heat  the  air  in  its  passage  between  the  blowing 
paratus  and  the  furnace  by  means  of  any  vessel,  whatever  be 
i  shape,  provided   that  vessel  was   a  closed  vessel  placed 
tween  the  blowing  apparatus  and  the  furnace,  subject  to  the 
at  there,  and  the  air  heated  in  its  passage.     That  is  precisely 
e  same  principle  which  is  laid  down  in  these  other  cases,  and 
lit,  I  venture  to  submit  to  your  lordships,  is  the  subject- 
itter  of  this  patent,  and  I  say  the  form  and  shape  of  the  vessel 
I  entirely  immaterial.   Let  me  suppose  for  a  moment  that  there 
is  no  such  passage  in  the  specification ;  would  your  lordships 


f)  Bat  may  not  such  a  claim,  under  certain  from  the  class  of  cases  to  which  the  observation 

■BStances,  be  a  good  claim  ?     Wherein  con-  of  the  learned  judge— that  a  principle  which  is  not 

i  the  difference  between  the  claim  to  the  prin-  the  subject-matter  of  a  patent  must  be  considered 

9  of  blowing  a  furnace  with  hot  air  instead  of  as  having  an  independent  existence,  and  to  have 

]9  aad  the  claim  to  the  principle  of  condensing  been  invented  pro  bono  publico — would  appear  to 

i  separate  vessel!  as  in  Watt's  case,  and  the  be  applicable  (see  antt  342,  n.)>  since  in  the 

■  to  the  principle  of  the  self-adjusting  leverage  above  cases  the  essence  of  the  invention  is  the 

■  applied  to  a  chair,  as  in  Minter's  patent,  application  of  the  principle  to  the  specified  pur- 
126  ?    These  cases  are  all  distinguishable  pose.     Sec  per  Lord  Abingtr,  C.  D.,  putt  356. 


356  neilson's  patent. 

Sir  w.  FoiUtt  then  say,  that  I,  having  taken  out  a  patent  to  apply  this  valuable 
™uUuwttf     principle  for  heating  the  air  in  the  vessel  between  the  blowing 
verdict  for  the    apparatus  and  the  furnace,  was  bound  to  specify  some  particular 
v  Mti^t.         shaped  vessel,  or  whether  it  was  not  sufficient  for  me  to  say,  any 
vessel  in  which  you  can  heat  air?     [Lord  Abmger,  C.B.:  I 
understood  you  to  say  this — u  My  invention  is  to  apply  die 
in  the  appHca-  principle  of  heating  air  in  its  passage  to  the  furnace,  by  into- 
chSeevery'mode  ducing  it  into  an  intermediate  vessel  between  the  bellows  and 
need  not  be  spe-  the  furnace,  in  which  it  is  to  be  heated  by  fire,  no  matter  what 
the  shape  or  size  of  the  vessel  is,  that  must  depend  upon  ct 
cumstances  and  the  judgment  of  the  party,  I  do  not  claim  a 
patent  for  the  particular  vessel.,,     That  brings  the  case  to  thf 
same  as  Watt's  patent  for  condensing  in  another  vessel,  withont 
describing  the  shape  or  the  size.]     I  say  it  is  utterly  impossible 
to  distinguish  the  two  cases.    [Lord  Abinger,  C.B. :  It  appean 
to  me,  I  own,  at  present,  that  a  man  might  take  out  a  patent 
for  inventing  a  mode  of  heating  air  in  a  separate  vessel  withont 
stating  the  size  of  it,  but  the  question  comes  back  to  whether, 
in  the  description  of  the  vessel,  he  does  not  mislead.    Thai 
you  pray  in  aid  the  verdict  of  the  jury,  and  say  that  he  doei 
not.]     No  doubt,  my  lord,  and  your  lordship  will  observe  that^ 
in  arguing  the  case,  I  assumed  until  this  moment  that  we  were 
fully  at  liberty  to  say  the  patent  was  perfectly  good  in  the 
manner  your  lordship  puts  it — namely,  here  is  a  valuable  prin- 
ciple, I  tell  you  how  to  apply  that  principle ;   heat  your  air 
between  the  blowing  apparatus  and  the  furnace — you  can  heat 
it  by  passing  it  through  a  closed  vessel ;  place  a  fire  under  that- 
closed  vessel,  heat  it  in  its  passage — you  get  it  from  the  blowing 
power  by  means  of  a  tube  or  pipe  in  that  receptacle,  and  onto! 
it  by  means  of  a  pipe  or  aperture  into  the  furnace.     The  fom 
and  shape  are  immaterial.     I  say  that  is  a  patent  for  applying* 
principle  by  a  known  and  given  method,  and  that  any  vessel  by 
which  air  was  heated  in  that  place,  for  the  purpose  of  passing 
air  heated  into  the  furnace,  would  be  a  violation  of  that  patent 
That  was  distinctly  the  opinion  held  by  the  judge,  acquiesced  b 
by  my  friend,  and  acted  upon  at  the  trial,  that  that  was  in  truth 
the  patent,  and  the  simple  question  is,  whether  the  specification 
is  sufficient  for  the  purpose.     [Lord  Abinger,  C.B. :  Support 
he  had  stated  in  the  specification,  that  he  recommended  a  ptf* 
ticular  vessel  for  the  purpose  of  heating  air,  for  which  another 
man  had  a  patent,  but  he  says — "  I  do  not  take  out  my  patent 
for  that ;  the  form  and  shape  of  the  vessel  are  immaterial— th*t 
appears  to  be  the  best."]     That  would  be  good  ;  and,  I  subnA 
that  is  in  substance  what  he  does  say,  and  there  is  no  question 
about  this,  that  if  he  had  done  what  it  has  been  said  so  often  be 
ought  to  have  done — if  he  had  pointed  out  a  particular  ve** 
for  heating  the  air,  and  had  not  concluded  with  a  disclaim** 
that  he  did  not  claim  that  as  part  of  his  invention,  there  cm  b* 
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o  doubt  the  patent  would  have  been  void.  Therefore,  sup-  in  the  Exchequer 
onng  he  had  described,  for  instance,  a  mode  of  heating  the  E-T«»1841- 
ir  through  these  pipes,  if  he  had  not  at  the  same  time  said, 
1  do  not  mean  to  claim  that  as  part  of  my  invention/'  the 
■lent  would  have  been  void  for  this  reason.  The  mode  for 
Bating  air  through  pipes  was  perfectly  well  known,  therefore  I 
■are  no  right  to  claim  it  as  part  of  my  invention  at  all.  I  am 
Dt  inventing  a  mode  of  heating  air  at  all,  every  body  knows  it ; 
M  I  do  claim  this — I  claim  the  principle ;  for  I  have  a  right 
»  say,  I  claim  the  principle  of  applying  hot  air  to  a  blast 
mace,  and  I  show  the  mode  in  which  you  can  carry  the  prin- 
Ityle  into  practical  effect,  and  that  mode  is  by  heating  the  air  in 
ta  passage  from  the  blowing  power  to  the  furnace.  There- 
toe,  I  say,  whatever  the  form  or  shape  of  it,  that  would  be  a 
Meetly  good  patent. 

^i  must  now  pray  your  lordships'  attention  for  a  moment  to 
be  meaning  of  the  passage  itself.  It  is  stated,  that  "  the  form 
W  shape  of  the  vessel  or  receptacle  is  immaterial  to  the  effect, 
tad  may  be  adapted  to  the  local  circumstances  or  situation." 
(here  is  no  question,  my  lord,  that  that  is  not  strictly  true,  if 
|ta  word  €€  effect"  means  the  effect  on  the  air  in  the  vessel.  If 
jfcmeans,  that  the  form  or  shape  of  the  vessel  for  heating  air  is 
Immaterial  for  the  purpose  of  heating  air,  there  is  no  doubt  that 
kt  is  inaccurate,  because  the  form  or  shape  of  the  vessel  for 
Batting  air,  like  the  form  or  shape  of  the  vessel  for  heating 
tarter,  is  material  to  the  effect  produced  on  the  water  or  the  air ; 
krefore,  if  it  means  that  it  is  immaterial  to  the  effect  produced 

tthe  air  in  the  furnace,  there  is  no  doubt  that  it  is  inaccurate, 
t  is  that  the  meaning  of  it  ?     Does  it  mean  that  the  form  or 
lhape  is  immaterial  to  the  effect  produced  on  the  air  in  the 
el,  or  does  it  mean  that  you  may  use  any  vessel  you  like  for 
purpose  of  heating  your  air?     Now,  I  conceive  that  the 
taken  of  it  by  my  lord  at  the  trial — who  stated  the  way  in 
^rtrieh  the  jury  were  to  look  at  it,  was,  that  it  had  reference  to 
■tie  heating  of  the  air  in  the  vessel — cannot  be  said  to  be  strictly 
r«r  philosophically  true,  because  the  shape  of  the  vessel  for 
.Starting  the  air,  or  the  way  in  which  the  air  is  heated,  may  very 
Vfcterially  affect  the  air  so  heated.     I  apprehend  that  is  not 
,*hat  was  intended  to  be  expressed  by  this  passage,  and  that  the 
ptentee  here  meant  to  say  nothing,  and  to  give  no  directions 
^hitever,  with  respect  to  the  air.  I  mean,  as  to  the  principle  of 
letting  it,  he  intended  to  give  no  description  upon  that,  as 
lay  part  of  his  invention.     But  what  is  the  meaning  of  this 
pisstge  ?    It  is  that  you,  the  proprietor  of  a  blast  furnace,  may, 
if  you  please,  select  any  form  of  vessel  now  used  for  heating  air 
—you  may  use  any  form  of  it  that  you  like — and  it  would  be 
just  the  same  as  regards  the  effect  upon  the  blast  furnace,  pro- 
vided it  be  kept  at  a  proper  temperature ;  the  effect  of  pouring 
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Sir  W.  FoUstt  heated  air  into  the  furnace  will  be  the  same,  no  matter  wtntbs 
nUtoTntor      ^e  fQTm  0T  8h&P«  of  the  vessel  which  you  use.    The  degreed! 


verdict  for  th$    heat  to  which  you  would  raise  the  air  may  or  may  not  be 
plaintiffs.         ficial,  or  may  or  may  not  be  increased  beneficially ;  bat  as 
the  effect — namely,  the  effect  of  passing  heated  air  into  A 
furnace,  it  is  unimportant  what  be  the  form  or  shape  of 
vessel  you  use.    I  apprehend  this  was  not  intended  to  lay 
as  an  axiom  what  was  contrary  to  all  ordinary  principles 
heating  air — namely,  that  if  you  poured  air  into  a  vessel,  it  1 
immaterial  whether  the  air  was  exposed  to  a  larger  or  si 
quantity  of  heated  surface.  That  was  never  intended  to  be 
but  it  was,  that  having  heated  your  air  properly,  having 
proper  vessel  for  heating  your  air,  it  is  unimportant,  as 
the  effect  produced  upon  the  furnace,  whether  you  use 
description  of  vessel  or  whether  you  use  another.    You  i 
adapt  it  to  the  local  circumstances,  you  may  use  any  thing 
like,  it  will  be  immaterial  to  the  effect  produced. 

The  word  "  effect''  occurs  several  times  in  the  course  of 
specification,  and  in  all  cases  it  applies  to  the  smelting  furnas 
or  the  forge,  and  it  does  not  apply  to  the  air  in  the  f 
naces  ;  and  what  I  apprehend  it  means  is  this,  that  the  ain 
come  into  the  furnace  without  any  mischief  arising  from  \ 
nature  of  the  metal  you  use,  it  will  not  alter  the  effect  of  the 
on  the  furnace,  nor  the  strength  of  the  blast  by  its 
through  a  tube,  nor  the  mode  in  which  the  air  enters 
furnace ;  you  can  do  what  you  please  as  regards  heating  the  si 
If  you  can  only  communicate  with  a  tube  or  pipe  with  tfc 
furnace,  it  will  produce  the  desired  effect  on  the  furnace.  (Lofl 
Abinger,  C.B. :  You  do  not  construe  the  word  "  effect" 
effect  on  the  air,  but  effect  on  the  furnace.]  Yes,  my  lord,  I 
I  say  that  is  the  fair  meaning  of  it  throughout ;  it  makes 
difference  to  the  effect  provided  it  be  properly  heated,  which 
the  whole  thing  assumes.  [Aldersony  B. :  The  difficulty  abort 
that  is,  that  your  view  of  the  word  "  effect/'  in  that  particular 
sentence,  makes  it  almost  nonsense,  because  it  is  utterly  ttflfe 
surely,  to  say,  if  I  have  discovered  that  hot  air  produces  sa 
effect  on  blast  furnaces,  every  body  would  agree  that  it  wool! 
be  immaterial,  if  heated  to  a  proper  temperature,  what  is  tat 
shape  of  the  vessel.]  Your  lordship  will  find,  that  peisoni 
acquainted  with  this  manufacture  were  of  opinion  that  it  pro- 
duced a  very  different  effect  on  the  furnace,  according  to  the 
mode  in  which  it  was  passed  through  for  the  purpose  of  getting 
to  the  furnace ;  and  as  to  the  question,  whether  or  not  they 
would  use  pipes  for  heating  the  air,  one  of  the  witnesses  stated 
that  it  was  the  opinion  that  by  using  the  pipes  the  air  passed  too 
rapidly,  and  that  the  consequence  of  that  was,  that  the  effat 
produced  on  the  furnace  was  not  so  beneficial;  and  thereto* 
the  way  in  which  the  air  passes  into  the  furnace  may  be  very 
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material  in  the  notion  of  some  persons ;  it  was  because,  as  the  l*tk§Exchtqutr 
witnesses  distinctly  stated,  the  air  may  be  materially  affected  by  E"  T'f  1841# 
the  mode  of  constructing  the  vessel  through  which  you  passed 
it    It  was  without  reference  to  heat.     The  question  was, 
whether  parties  in  applying  this  principle  would  use  the  pipes 
for  the  purpose  of  heating  the  air,  and  it  was  with  reference  to 
that—  [Parke,  B. :  There  was  a  prejudice  against  the  use  of 
•tops  in  the  pipe,  because  they  thought  it  might  destroy  the 
proper  force  with  which  the  blast  came.]   There  was  an  impres- 
sion of  that  sort  in  the  iron  manufacturers  beyond  all  question, 
i  which  rendered  it  necessary  for  the  parties  drawing  the  specifi- 
cation to  point  out  to  them  that  it  was  unfounded,  and  that  the 
effect  produced  on  the  air  in  the  furnace  would  be  exactly  the 
■one,  whether  you  passed  it  through  one  form  or  another. 
That  was  distinctly  stated  in  the  evidence.    There  was  that 
feeling,  and  that  was  one  reason  why  they  did  not  use  the  pipes 
to  heat  the  air.    Then,  I  say,  this  statement  in  the  specification 
ia — no  matter  how  you  heat  your  air ;  heat  it  if  you  please  with 
iron;  heat  it  with  copper;  heat  it  with  any  other  metal  you 
Eke,  it  will  not  make  any  difference  in  the  effect  on  the  furnace ; 
r  heat  it  in  any  vessel  you  like ;  that  is,  pass  it  through  pipes 
With  rapidity,  pass  it  if  you  please  into  a  reservoir,  as  one  of 
your  lordships  has  stated ;  use  any  mode  you  like,  still  the  effect 
On  the  furnace  will  be  the  same,  therefore  it  is  unimportant  what 
metal  you  use  for  heating  it ;  it  is  unimportant  what  shaped 
vessel  you  pass  it  through,  and  I  apprehend,  beyond  all  question, 
thai  is  the  meaning  of  it.     Keep  your  air  at  the  temperature 
you  require  for  the  furnace  in  which  you  mean  to  use  it,  and 
then  it  is  utterly  unimportant  what  metal,  or  what  form  or  shape, 
you  use  for  the  purpose.     If  that  be  so,  there  is  an  end  of  any 
question  as  to  the  effect  of  the  finding  of  the  jury.     Surely, 
giving  the  other  construction  is  a  mere  absurdity,  because  that 
is  a  statement  of  a  matter  which  it  was  unnecessary  to  make  a 
statement  upon  at  all,  because  it  was  a  matter  having  no  re- 
ference to  the  subject-matter  of  the  patent,  and  it  was  a  state- 
ment notoriously  untrue  to  every  person  acquainted  with  the 
ordinary  principle  of  heating  air;  therefore  I  cannot  conceive 
why,  in  a  patent  taken  out  evidently  for  a  great  chemical  dis- 
covery, by  a  person  well  acquainted  with  chemistry,  and  the 
way  in  which  that  could  be  applied,  why  your  lordships  are 
to  assume  that  the   sentence  in  the  specification  necessarily 
meant  what  was  an  absurdity,  and  untrue  in  point  of  philoso- 
phical and  chemical  knowledge.    Therefore,  I  submit,  upon  the 
face  of  this  specification,  the  point  does  not  arise  as  to  what  the 
effect  of  the  finding  of  the  jury  is,  for  there  is  nothing  inac- 
curate, and  there  is  nothing  untrue  in  the  statement  of  the  spe- 
cification from  beginning  to  end.     I  believe  that  is  the  only 
passage  in  the  specification  upon  which  anv  question  or  doubt 
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Sir  W.  Follett 
in  support  of 
rule  to  enter 
verdict  for  the 
plaintiffs. 


could  have  been  entertained  at  aAy  time.  Then  we  come  simply 
and  entirely  to  this,  is  that  one  passage  inaccurate?  That  ii tha 
first  question  which  your  lordships  have  to  decide;  and  then,i 
it  be  inaccurate,  has  not  the  finding  of  the  jury  cured  it?  I  firtt 
of  all  submit,  that  it  is  clearly  not  inaccurate;  I  do  not  1 
why  the  court,  where  there  are  two  constructions,  should 
to  that  construction  which  will  vitiate  the  patent,  and,  above  4 
should  lean  to  a  construction  which  is  evidently  absurd  a 
false  on  the  face  of  it.    There  are  two  constructions  which 
least  it  will  bear,  and  I  do  hope  and  venture  to  submit,  that  A) 
court  will  adopt  that  construction  which  will  support  this  patori 
This  is  a  patent  on  the  eve  of  expiring,  to  which  no  objection 
been  raised,  which  the  patentee  has  had  the  benefit  of,  wl 
will  expire  in  one  year  from  this  time,  namely,  in  1842,  andi 
the  patentee  is  likely  to  derive  the  greatest  benefit  and 
greatest  profit  from  that  discovery,  which,  as  your  lordshij 
have  heard  from  the  other  side,  is  one  of  the  most  valuable  di 
coveries  of  modern  times.    This  is  surely  not  a  case  in 
the  court  would  be  astute  to  be  construing  words  of  the  EngGi 
language  in  a  sense  which  may  vitiate  the  patent,  when  it 
plain  they  may  bear  a  meaning  which  will  support  the  patent 
the  fullest  extent.     Upon  that  first  ground,  I  submit  that 
question  arises ;  but  if  it  did,  here  is  the  finding  of  the  juij- 
the  point  on  the  objections  has  been  distinctly  put,  and  foul 
that  no  one  could  be  misled,  no  one  could  mistake  it ;  I  cannfl 
conceive  how,  after  that  finding  of  the  jury,  your  lordships  m 
hold  this  patent  void.    The  patentee  has  given  to  the  puhi 
all  that  he  was  required  to  do — namely,  a  mode  by  which 
most  valuable  principle  and  discovery  could  be  carried  i 
effect — that  he  has  pointed  out  minutely.     Therefore,  I 
submit  to  your  lordships,  that  the  verdict  of  the  jury  ought 
be  entered  for  the  plaintiffs. 
Kelly,  i*  support     Kelly,  in  support  of  plaintiffs'  rule.     I  feel  bound  to  call  tk 
of  plaintiff*       attention  of  the  court  to  the  preliminary  question,  whether  it » 
open  to  the  defendants  to  make  the  objection  which  is  the  sub- 
ject of  the  present  argument ;  and  I  think  your  lordships  fA 
find,  that  if  upon  the  notice  which  the  defendant  has  given  i^ 
it  is  competent  to  him  to  raise  that  objection,  the  provisions  d 
the  statute  to  which  reference  has  been  made  will  be  found  to 
be  wholly  nugatory.     Here  is  an  act  of  parliament  passed  ate 
the  rules  of  court,  requiring  all  defences  to  be  specially  pleaded, 
under  which  act  the  defendant  in  an  action  of  this  nature  is 
bound  to  give  notice  of  all  objections  to  the  patent  or  specific* 
tion  on  which  he  means  to  rely,  and  he  is  at  liberty  (that  issa 
advantage  given  to  him),  even  after  he  has  delivered  in  a  note 
of  his  objections,  to  apply  to  a  court,  or  a  judge,  to  be  at  liberty 
to  add  further  objections,  and  to  deliver  a  further  notice  of  ot 
jections.    What  has  he  done  in  this  case  ?     He  has  delivered 
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A  a  notice  of  objections  which  contains  at  the  commencement  In  tUEs  chequer 
■  objection  in  this  form:  "The  defendants  further  contend  E- T-»1841- 
hit  the  said  patent  is  void,  because  no  sufficient  specification 
m  been  enrolled  in  conformity  with  the  said  letters  patent  in 
Mt  behalf/9  Then  follow  several  particular  and  specific  objec- 
ons;  that  "the  description  of  the  apparatus  to  be  employed  is 
I  defective,  that  no  workman  of  ordinary  skill  would  be  able 
>  manufacture  the  said  apparatus  merely  by  reading  the  said  spe- 
fication ;"  and  then,  that  "  the  said  specification  is  calculated 
» deceive  ?  and  further  on,  that  "the  specification  is  invalid  on 
Icount  of  its  general  vagueness."  Now  with  regard  to  all  these 
tecific  objections,  on  which  reliance  was  made  at  the  trial,  the 
ly  have  disaffirmed  them.  They  have  found  against  the  de- 
ndants  on  all  these  specific  objections.  But  then  it  is  said, 
I  will  point  out  a  particular  passage  in  the  specification,  which 
ling  inaccurate  in  point  of  fact  renders  the  specification 
sufficient,  and  so  renders  the  patent  void,  and  when  it  is 
qected  that  I  have  given  no  notice  of  that  particular  objec- 
OB,  I  say,  that  I  have.  And  why  ? — because  I  have  said  at  the 
Bad  of  the  objections,  that  I  make  this  general  objection — that 
»  sufficient  specification  of  the  said  invention  has  been  en- 
ded in  conformity  with  the  provisions  of  the  said  letters  patent 
Lthat  behalf;  and  under  that  I  may  give  every  objection  to 
ie  specification  in  evidence,  which  counsel  can  raise  at  the 
U?  Now  let  us  see  what  the  effect  of  that  is,  when  we  con- 
nd  that  the  construction  to  be  put  upon  this  notice  is,  that  all 
IB  particular  objections  which  are  enumerated,  are  those  on 
Inch  alone  the  defendants  are  at  liberty  to  rely ;  that  in  truth, 
b  notice  ought  to  be  read  as  if  it  were  in  this  form — "  I  shall 
bject  that  the  specification  is  insufficient  in  this,  to  wit,  that  it 
i  not  sufficient  to  enable  a  workman  to  construct  a  machine ; 
bat  it  is  calculated  to  deceive ;"  with  other  objections:  we 
extending  that  he  says — "  No ;  I  have  a  right  at  the  trial  to 
■ject  all  the  particular  objections  of  which  I  have  given  notice, 
ad  to  insist  on  any  other  objection  which  will  come  within  the 
pneral  form,  that  the  specification  itself  is  insufficient ;"  and 
then  we  contend  that  the  objections  would  only  tend  to  mislead 
fcc  plaintiffs,  the  answer  is  this, — that  if  the  plaintiffs  find  the 
lotice  of  objections  too  general,  or  insufficient,  they  may  call  on 
fcc  defendants  before  a  judge,  on  summons,  to  deliver  further 
Mtice  of  objections ;  and  that  is  an  answer  which  I  apprehend 
Bemed  to  weigh  with  your  lordships  when  you  were  addressed 
■JT  the  Attorney  General.  It  seemed  to  be  considered  for  a 
Mnent  by  the  court,  that  it  is  too  late  at  the  trial  to  object  to 
he  generality  of  this  notice  of  objections — that  the  plaintiffs 
qght  to  have  taken  out  a  summons  for  a  more  specific  notice. 
few  let  us  see  practically,  whether  that  is  an  answer  to  the 
Ejection  which  we  made.     Suppose  we  had  taken  out  a  sum- 
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Kelly,  in  support  mons  before  a  judge,  that  this  was  too  general,  and  called  far 
terdiet  for*!*  more  specific  notice  of  objections — supposing  on  that  the  de- 
plaintiff:  fendants  had  added  twenty  other  different  objections  in  addttam 
to  the  three  or  four  they  had  made  before,  and  we  then  go  dot* 
to  trial.  Why,  my  lords,  they  may  still  reject  every  one  of  wMA 
they  have  given  specific  notice,  and  fall  back  on  the  ex] 
that  the  specification  is  insufficient.  Why,  then,  if  the  notid 
of  an  objection  of  this  kind  is  to  be  held  to  mean  this,  you  n 
not  trouble  yourself  about  the  specific  objections,  they  may 
raised  or  not  by  the  defendant  at  the  trial  as  he  thinks 
but  you  must  be  prepared  to  support  your  whole  specifii 
and  your  whole  patent,  not  on  the  specific  objections  of 
notice  has  been  given,  but  upon  any  other  objection  that  can! 
possibly  made,  of  what  use  is  the  statute  ?  In  every  case 
defendant,  who  has  been  clever  enough  to  discover  some  fli 
and  critical  objection  in  point  of  law  to  a  specification,  or 
point  of  fact,  as  it  may  be,  will  introduce  into  his  notice 
objections  a  general  objection,  that  is,  that  the  specification 
void,  and  he  may  then  follow  it  up  by  twenty,  twenty-five, 
thirty  specific  objections,  to  which,  of  course,  the  attention 
the  opposite  party  will  be  called,  to  which  he  will  adapt  1 
evidence  when  he  comes  to  the  trial ;  they  are  treated  as  of  i 
consequence  by  the  jury  disaffirming  them,  and  then  he  goi 
back  to  some  specific  objection,  which  ought  to  have  been  q 
cified,  under  the  general  terms  he  has  given,  and  I  know  of  i 
escape  for  that. 

The  Court  of  Common  Pleas  (ante  263)  have  held,  that  it 
not  a  sufficient  compliance  with  the  statute  to  give  a  notice 
which  is  a  mere  echo,  or  a  mere  reiteration  of  the  plea.    No«l 
if  that  be  once  settled,  I  do  think  your  lordships  will  find, 
to  hold  that  this  notice  is  in  the  present  case  sufficient  to 
the   raising  of  this  question,  would  be  to  render  the  statotn 
entirely  nugatory.      There  is  a  plea  that  the  specification*; 
insufficient,  not  stating  in  what  it  is  insufficient.     Here  ii  * 
notice  given  of  the  objections  on  which  the  defendants  mean  to 
rely  for  proving  that  the  specification  is  insufficient.    Theyp 
on  with  the  particular  objections,  and  it  is  now  to  be  contended 
that  all  those  particular  objections  are  perfectly  immaterial,  no 
evidence  may  be  offered  upon  them,  or  the  jury  may  negatiw 
them;  they  may  fall  back  upon  the  original^notice;  and  upon  that 
they  may  raise  any  objections  they  may  think  proper.     [Pflffc 
B.:  It  is  not  exactly  so:  they  fall  back  on  the  objection,  that  to 
specification  is  calculated  to  mislead.]     If  they  do  that,  the  jiffj 
have  negatived  it — if  that  is  what  they  rely  on,  I  am  perfecdj 
content,  and  then  I  say,  the  jury  have  negatived  that.     [Park* 
B.:  That  would  be  open  to  the  question,  whether  it  was  com- 
petent to  me  to  leave  such  a  matter  to  the  jury ;  whether  the 
court  is  not  to  consider  the  instrument  itself,  and  if  they  find  it 
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inch  as  in  their  judgment  would  be  likely  to  mislead,  whether  IntheEichequer 
the  patent  is  not  void,  although  the  jury  were  of  a  different  E* T*' 1841# 
opinion.]  That  may  perhaps  embrace  the  general  question. 
[Parke,  B.:  It  is  obvious  if  there  is  not  some  such  control  over 
juries,  it  would  leave  it  to  juries — I  should  rather  say  to  skilful 
engineers  and  scientific  men  on  the  part  of  the  plaintiff — to 
make  any  patent  void,  or  not,  according  as  they  please.]  I  do 
lot  think  there  would  be  any  great  evil  in  that,  if  your  lord- 
ships just  consider—  [Parke,  B.:  Whatever  the  terms  of  the 
specification  may  be,  you  may  say  it  would  be  corrected  by  the 
evidence  of  practical  men.]  [Lord  Abinger,  C.B. :  Your  argu- 
ment is  this — that  if  you  had  taken  out  a  summons  to  have 
better  particulars,  and  they  had  given  you  more  particulars,  but 
lull  had  left  the  general  objection,  that  they  might  have 
ibandoned  all  the  objections  at  the  trial,  and  given  evidence 
under  the  general  head  of  objections,  which  would  have  been  a 
mere  delusion.]  [Parke*  B.:  The  question  is,  whether  this  court 
is  of  opinion,  comparing  the  specification  with  the  fact,  that 
there  is  a  clear  misrepresentation  in  any  part  of  it.  The  ques- 
tion is,  whether  that  can  be  corrected  by  the  evidence  of  men 
acquainted  with  the  subject,  who  say  they  would  be  themselves 
•Me  to  correct  that  error  by  their  knowledge  of  the  subject — 
whether  that  is  permitted.]  That  may  be  a  question  arising  in 
the  cause.  [Parke,  B. :  That  is  the  question  which  I  reserved 
for  the  opinion  of  the  court.  First,  what  is  the  true  construc- 
tion of  the  specification ;  and  if  it  was  as  it  struck  me  at  the 
trial,  whether  it  was  competent  to  correct  such  an  error  as  that 
by  the  evidence  of  men  acquainted  with  the  subject ;  I  do  not 
find  any  case  that  has  gone  so  far.]  That  is,  of  course,  one  im- 
portant question  for  your  lordships'  consideration  on  the  argu- 
ment, but  that  is  not  the  question  which  arises  on  this  notice  of 
objections;  I  am  on  that  point  only,  which  is  a  minor  point,  as 
to  whether  under  this  notice  of  objections,  looking  to  the  terms 
•nd  the  intent  of  the  statute,  it  is  competent  to  the  Attorney 
General  to  raise  the  question  on  this  particular  passage  con- 
taining the  word  "  effect,"  in  the  specification.  This  expression, 
*that  the  said  specification  is  calculated  to  deceive"  must  be 
taken  with  what  precedes  it.  And  what  is  that?  That  the 
description  of  the  apparatus  to  be  employed  is  so  defective,  that 
K)  workman  of  ordinary  skill  would  be  able  to  manufacture  the 
aid  apparatus  merely  by  reading  the  specification.  That  the 
aid  specification  is  calculated  "to  deceive."  It  is  almost  a 
orollary  or  conclusion  from  that  which  has  preceded  it.  He 
ays  this  (and  this  is  a  mere  question  of  fact  for  the  jury)— 
Why  your  specification  is  such  that  no  workman  could  make 
tie  machine  in  question  from  that  specification  alone,  and  so 
tie  said  specification  is  calculated  to  deceive  or  to  mislead." 
low  that  very  question,  in  fact,  was  put  by  your  lordship  to 
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Kelly ,in  support  fa  july.  The  jury  have  found  in  every  way  in  which  it  ml 
wrtUtfiTtfo  put,  under  every  modification  of  language,  that  the  spedkatwj 
plaintiffs.  was  sufficient  to  enable  any  workman  to  construct  the  1 

in  question,  and  that  it  was  not  calculated  to  mislead  ortodtl 
ceive  at  all.  So  that,  my  lords,  as  a  question  of  fact,  and  < 
these  specific  objections,  I  conceive  that  the  jury  luwe  < 
eluded  the  question;  they  have  found  that  the;spedficatkni 
not  calculated  to  mislead  or  to  deceive.  The  question  f 
whether  if  the  finding  of  the  jury  has  at  once  defeated  1 
objection,  of  which  specific  notice  has  been  given,  can 
defendants  fall  back  on  the  general  notice,  in  the  form  in  ^ 
it  here  appears,  that  is,  that  there  has  been  no  sufficient  i 
cation  within  the  statute?  If  they  can,  it  seems  to  me  thati 
consequence  will  follow  which  I  have  suggested,  and  for 
reason  the  answer  given  is,  that  you  may  take  out  a 
before  a  judge,  and  the  judge  will  order  them  to  specify; 
is,  to  give  you  more  specific  objections.  If  we  had  done  so,  i 
they  had  given  us  more  specific  objections,  they  would 
have  multiplied  the  specific  objections  which  they  had  i 
given ;  they  might  have  given  twenty  instead  of  three.  [I 
Abinger,  C.  B.:  Suppose  the  judge  made  an  order  on  that,  1 
they  should  deliver  particular  objections  and  strike  out 
general  ones.]  If  there  be  any  power  at  all  in  the  plaintiff* 
defeat  such  a  general  objection  as  this,  it  must  be  because  tte 
judge  might  have  power  to  order  that  this  should  be  struck  oo^ 
for  that  is  what  it  would  come  to,  the  judge  must  have  power  to 
order,  not  that  the  objection  should  be  specified,  but  that  tfce 
general  form  of  objection  should  be  struck  out — and  that,  wifc 
submission,  I  apprehend  the  judge  has  no  power  to  dfc 
A  notice  of  ob-  [Alderson,  B. :  I  take  it  he  has ;  he  has  a  general  power  of  reg* 
te^of  thep?ea  lating  those  matters.  Suppose  you  take  the  decision  of  th 
may  be  suf.  Court  of  Common  Pleas,  that  that  means  objections  differing 
went.  from  tjie  pjea  jtsej^  t|ien  any  objection  delivered  in  the  wonli 

of  the  plea  itself  would  not  be  an  objection  delivered  under  th 
statute.  I  do  not  know  that  I  go  that  length,  because  I  thinli 
that  if  the  objection  in  the  pleading  is  sufficiently  specific,  u 
stated  in  the  words  of  the  plea,  I  am  not  prepared  to  say  that  jro 
need  give  a  more  specific  objection.  I  do  not  know  that  jw 
must  necessarily.  It  may  be  that  the  plea  itself  is  quite  wt 
ficiently  explicit,  therefore  it  would  be  enough  that  it  should  h 
the  words  of  the  plea.  It  may  be  that  the  words  of  the  plea  in 
not  sufficiently  explicit,  in  that  case  they  must  be  more  specific 
I  am  not  aware  that  the  Court  of  Common  Pleas  have  laid  th* 
down.]  I  look  on  it  that  it  really  comes  round  to  this  question 
whether  upon  the  notice  given,  beginning  certainly  in  th 
general  form,  and  then  being  followed  up  by  a  number  of  vcf] 
specific  objections,  whether  the  fair  construction  of  that  notice  i 
not  that  it  is  the  specific  objections,  and  those  alone,  that  in 
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to  be  relied  on;  because,  my  lords,  certainly  one  does  not  see  inth$Exchequer 
how,  if  that  be  not  the  fair  construction  of  a  notice  of  objections  E*  T,» 1841# 
of  this  kind,  the  statute  can  be  of  any  use  to  a  plaintiff: 
on  the  contrary,  one  would  be  led  to  infer  that  the  statute 
would  be  mischievous,  because  it  directed  the  attention  of 
parties  to  some  specific  objections,  leaving  those  perhaps  on 
which  the  party  means  to  rely  entirely  unnoticed,  so  that  they 
ve  brought  upon  him  by  surprise. 

With  regard  to   the  great  question  which   is  raised  here, 
assuming  that  it  is  the  province  of  the  court  to  put  a  construc- 
tion on  the  specification,  it  really  turns  on  the  meaning  of  the 
word  "  effect,"  and  the  meaning  is  this.     We  propose  to  attain 
a  certain  end,  to  bring  about  a  certain  effect  by  our  patent,  that 
is,  beneficially  to  use  hot  instead  of  cold  air  in  feeding  furnaces, 
and  we  are  giving  you  a  description  of  apparatus  and  the  means 
by  which  this  may  be  done.     One  part  of  the  apparatus  is  a 
vessel  intermediate   between  the  blowing  apparatus   and  the 
furnace,  in)  which  air  is  to  be  heated,  and  we  say,  in  order  to 
attain  the  end  sought  by  our  patent,  the  form  and  shape  of  the 
Teasel  are  immaterial.     [Alderson,  B.:  The  end  of  the  patent,  as 
you  say,  I  suppose  is  the  application  of  heated  air  to  the  fur- 
nace.]   That  is  the  end  and  object,  and  I  would  take  the  very 
words  appearing  in  the  specification.     The  effect  sought  by  the 
patent  is  the  introduction  of  a  sufficient  quantity  of  heated  air, 
and  heated  to  a  sufficient  degree,  into  the  furnace,  to  produce  a 
beneficial  effect  in  the  smelting  of  iron.    And  therefore  I  con- 
ceive, now,  that  even  if  your  lordships  have,  as  a  matter  of  law, 
to  put  a  construction  on  this  sentence,  or  in  other  words  on  the 
meaning  of  the  word  "  effect,"  that  bearing  in  mind  the  nature 
rf  the  patent,  and  the  object  of  the  patent  —bearing  in  mind 
•lso  the  object  and  use  of  the  specification — that  you  will  say 
the  word  "effect"  here  means  the  effect  contemplated  by  the 
patent,  and  that  it  does  not  mean  any  particular  effect,  such  as 
the  degree  of  heat  to  be  produced    on  any  thing  else  that 
imagination  may  suggest,  and  that  if  it  be  taken  to  mean  the 
effect  contemplated  by  the  patent,  namely,  supplying  a  sufficient 
quantity  of  heated  air  beneficially  to  heat  the  furnace,  and  to 
effect  a  considerable  improvement,  that  then  for  that  purpose 
the  form  or  the  shape  of  the  vessel  is  entirely  immaterial.    And, 
my  lords,  before  I  quit  that  subject,  I  cannot  help  asking  you 
what  would  be  the  case  if  the  converse  had  been  stated.  It  is  said 
that  this  is  untrue.    If  it  be  untrue,  supposing  what  they  meant 
to  contend  to  be  the  truth  had  been  stated — supposing  they  had 
said  "the  form  and  shape  of  the  vessel  or  receptacle  are  material 
to  the  effect,  and  cannot  be  adapted  (for  it  is  all  one  sentence)  to 
local  circumstances  or  situation."     Why,  then,  if  we  had  said 
that  the  form  or  shape  of  the  vessel  was  material  to  the  effect, 
we  must  have  stated  what  the  form  or  shape  was  to  be.     Sup- 
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Kelly,  in  <up-    posing  the  patentee  had  done  so,  what  form  or  shape  must  they 

%l£Z*t% have  stated  ?  Must  they  have  stated  this» which  ^pi*^  *' 

the  plaintiffs,     be  the  one  the  defendants  use  ?    The  specification  would  tat! 
been  void  if  he  had  done  so,  and  void  on  two  grounds;  first,  it] 
would  have  been  claiming  then,  as-  part  of  the  invention, 
which  was  no  part  of  his  invention,  but  was  perfectly 
known  before.     But,  independent  of  that,  I  apprehend  it 
have  been  void  on  this  ground — that  if  a  person  states  in  a 
cification  that  the  form  or  shape  of  a  part  of  the  machine  i 
material,  that  it  must  be  of  the  form  or  shape  he  specifies;  if 
object  be  equally  well  attained  in  any  other  form  or  shape, 
specification  is  void  on  that  ground.    Not  only  might  it 
pirated  with  impunity  on  that  ground,  for  that  would  be 
small  consequence,  but  the  specification  itself  would  be 
for  it  would  import  that  it  could  only  be  by  a  vessel  of  a 
ticular  and  specific  form  or  shape  that  the  object  of  the 
could  be  obtained,  whereas  it  might  be  attained,  though  not 
so  beneficial  a  degree,  but  still  might  be  attained,  by  a  vessel  i 
some  other  form  much  cheaper,  and  to  particular  persons, 
particular  circumstances,  much  more  convenient. 

I  have  submitted  these  observations  on  the  assumption  tint 
your  lordships  have  to  put  a  construction  on  this  sentence, 
that  it  is  immaterial  whether  the  jury  would  have  put  a  differed 
construction  on  it.  I  would  venture  to  submit,  that  no  authfr* 
rity  is  to  be  found  for  that  proposition.  If  this  be  so,  it  is  quit* 
unnecessary  to  go  down  to  trial.  The  question  may  be  nisei 
on  the  record;  the  plea  actually  sets  out  the  specification 
[Parke,  B. :  You  would  want  the  fact,  that  quantity  of  surfws 
is  material  with  a  view  to  the  effect.  You  must  ask  the  joy 
that  fact ;  the  question  is,  whether  you  are  to  ask  more.]  Yot 
must  ask  it  in  the  terms  of  the  specification,  and  that  was  wbt 
we  were  perfectly  content  should  have  been  done ;  but  your 
lordship  put  a  construction  on  the  word  effect,  and  then,  on  the 
assumption  of  the  word  meaning  that,  asked  the  jury  simplicity 
is  that  true  ?  Of  course  it  is  not  true ;  the  question  here  it* 
whether  it  is  for  your  lordship  to  put  a  construction  upon  this 
particular  word  ?  [Parke,  B. :  Suppose  the  specification  set 
forth  in  the  plea  and  the  statement,  that  the  size  and  shape 
were  material  to  the  degree  of  effect  produced.]  That  would 
not  be  a  good  plea.  The  answer  to  it  would  be,  that  you  mint 
look  to  the  whole  specification.  [Alderson,  B. :  It  must  not  be 
pleaded  in  that  form ;  because  that  would  be  a  denial  that  it 
would  be  material  in  whatever  sense  the  word  effect  is  used. 
The  plea  must  state  that  it  is  immaterial  to  the  effect  produced 
in  heating  the  air  in  the  vessel.]  Still  how  could  any  deter- 
mination be  come  to  without  the  aid  of  a  jury  ?  [Parke,  B.: 
What  facts  are  to  be  left  to  the  jury  ?]  That  is  the  question; 
and  with  reference  to  this,  1  would  submit  some  observations 
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i  the  nature  and  objects  of  the  specification.     It  is  not  a  con-  JntheEachequer 

V  T     IS41 

let,  or  a  grant,  or  a  libel  which,  subject  to  the  right  of  the  jury       '' 
i  pot  a  construction  upon  particular  words,  is  to  be  construed 
rthe  court.    The  specification  is  to  describe  what  the  inven- 
n  is,  and  to  point  out  the  mode  in  which  ordinary  workmen 
»  to  carry  it  into  effect.     In  truth,  it  is  nothing  better  than 

instruction  given  by  the  patentee  to  workmen,  in  the  par- 
ttlar  trade  or  business  to  which  the  patent  may  refer,  to 
able  them  to  exercise  the  invention ;  it  is  generally  addressed 

scientific  persons.     \Alders<m>  B. :   You  are  proposing  to 
ire  to  the  jury  the  construction  of  that  which  really  limits  the 
ftount  of  the  right  of  the  patentee  as  regards  all  subsequent 
rentions.    To  what  an  extravagant  length  that  goes.]     [Lord 
Vnger,  C.  B. :  The  question,  whether  a  patent  is  so  worded  as  Some  question! 
it  a  person  of  ordinary  knowledge  will  understand  it  and  work  J^  are'for'the" 
r  it,  is  for  the  jury.    Then  the  jury  find  the  meaning  of  the  jury,  and  others 
xds,  and  what  persons  may  understand  by  them ;  but  suppose  or  *  e  cou 
question  to  arise  upon  a  specification,  whether  a  man  has 
ken  out  a  patent  for  a  principle  or  an  invention — who  is  to 
nstrue   that?    The  jury?     Suppose  a  workman   says,  the 
oment  I  see  what  the  invention  is  (a  new  one),  I  know  how 
»  apply  it,  but  all  the  instructions  I  do  not  follow,  still  I 
iderstand  perfectly  how  to  do  it ;  it  would  not  deceive  me, 
scause  I  should  know  he  had  made  a  mistake  in  every  sen- 
ace  ;  it  would  not,  therefore,  be  by  following  the  instructions 
■t  he  would  make  the  invention,  it  would  be  his  own  know- 
dge,  science,  and  experience,  that  would  tell  him  what  to  do.] 
lowever  that  may  be,  there  is  a  distinction  between  considering 
la  whole  specification,  and  taking  any  particular  sentence,  in 
ider  to  determine  the  meaning  of  that  sentence.    Now,  there 
uy  be  some  sentences  in  a  specification  which  it  might  be 
roper  for  the  court  to  construe ;  but  surely  there  may  also  be 
ome  sentences  in  a  specification  which  it  would  be  peculiarly 
ke  province  of  a  jury  to  construe ;  words — words  of  art,  words 
1  commerce,  words  which  are  used  in  some  sense  different 
fan  their  ordinary  sense;   those  are  for  the  jury,  and  the 
pry  only,  to  construe  as  matters  of  fact.     The  present  case 
•  something    between    the    two — it  is    something    between 
potting  a  legal  construction  upon  the  whole  specification  as 
me  instrument,  or  even  on  any  particular  branch  of  the  spe- 
cification, and  the  putting  by  the  jury  a  construction  upon 
i  particular  expression.     This  is  a  sentence  in  the  specificat- 
ion, and  not  a  sentence  in  that  part  of  the  specification  which 
toceeds  to  define  the  rights  of  the  patentee  or  the  extent  of  his 
ivention,  but  it  is  a  part  of  a  mere  direction  to  a  workman  to 
o  the  work ;  he  may  be  supposed  to  be  speaking  to  a  workman 
ot  at  all  about  the  extent  of  his  own  rights  under  the  patent, 
at  merely  to  be  informing  the  workman  as  to  the  size,  the 
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folly,  in  $up-    shape,  the  metal  of  a  vessel,  which  is  to  be  made  as  pert  of 
portofruUto    machinery.     Now,  I  cannot  say  that  I  see  any  evidence,  or 

enter  verdict  far  .  *    i       »  .  *     %  •  •         AT_, 

the  ptaintiffu     usurpation  of  the  functions  of  the  court  in  saying,  that  where 
man  is  giving  directions  to  a  workman  in  a  particular  trade 
manufacture  to  construct  a  particular  vessel,  and  those 
relate  to  the  material,  that  is  the  metal,  and  the  size,  and 
form,  and  the  shape,  that  it  may  be  for  a  jury  to  give  a  mean 
to  those  directions.   Suppose  a  person  had  been  examined  al 
whether  certain  directions  given  by  an  engineer  to  anfl 
facturer  for  the  making  of  a  boiler,  or  of  a  pipe,  were  snffiov 
to  have  enabled  the  manufacturer  to  have  constructed  a  pi 
ticular  instrument,  and  those  instructions  as  to  the  size,  and d 
shape,  and  the  material  of  which  the  boiler  was  to  be  compos 
were  set  forth  in  special  pleading,  would  it  be  a  question  ft* 
jury  what  was  the  meaning  of  those  instructions  ?    I  apprehai 
that  it  would.     The  court  cannot  be  supposed  to  know  I 
thing  about  the  shape  and  size  of  boilers,  or  of  the  shape 
vessels  for  heating  air.     The  jury,  by  means  of  evidence, 
know  whether  a  particular  direction  for  making  a  vessel  to 
air  had  a  particular  meaning  or  not ;  therefore,  my  lords, 
really  does  seem  to  me  to  range  itself  within  the  admitted 
ciple,  that  the  jury  are  to  put  a  construction  on  words,  and 
which  your  lordships  have  laid  down,  of  leaving  the  con: 
of  written  instruments  to  the  court.     Conceding  that,  this  i 
something  between  the  two:  here  is  a  direction  given  by  * 
engineer,  or  a  man  of  science,  to  an  ordinary  workman  to 
struct  a  vessel  for  heating  air — he  tells  him,  first  of  all, 
thing  about  the  metal  or  material  of  which  it  may  be  made,! 
then  he  says,  the  form  or  shape  of  the  vessel  is  immaterial 
the  object  you  have  in  view,  and  that  it  may  be  adapted  to  to 
circumstances.     [Lord  Abinger,  C.B. :  You  think  the 
of  the  word  "  effect"  there  is  to  be  construed  by  the  jury.  TM 
is  precisely  a  case  in  which  the  meaning  of  the  words  should  to 
construed  by  the  judge.     If  the  words  be  ambiguous,  in  orf 
sense  to  support,  and  the  other  to  destroy  it,  I  should  say  ttot 
this  is  to  be  contended  in  support  of  the  patent ;  but  tto 
meaning  of  the  word  "effect"  is  for  the  judge  to  determine,  sal 
not  the  jury.     Whether  the  word  "effect"  means  the  effect" 
the  hot  air,  or  the  effect  on  the  blast,  is  a  matter  of  construct** 
entirely.]      [Parke,  B. :  Assuming  the  construction  I  inclind 
to  at  the  trial  to  be  correct,  I  wish  for  some  information  ty 
cases,  whether  it  is  competent  to  arrest  that  by  the  evidence  of 
scientific  men,  supposing  there  is  an  error.]     I  have  not  been 
able  to  find  any  authority  in  which  it  has  been  directly  and  dis- 
tinctly held,  that  a  clear  and  manifest  inaccuracy  would  not 
vitiate  the  specification.     Neither  do  I  find  any  authority  fa 
saying,  that  an  inaccuracy  which  would  not  mislead  would  vitiate 
the  specification.     I  do  not  think  that  it  would  be  safe  to  set 
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sme  cases,  because  undoubtedly  one  may  put  a  case  of  intheEschequcr 
valuable  discovery,  but  which  was  to  be  carried  into  *  "' 
ome  known  machinery,  in  which  the  machinery  would 
atively  immaterial,  and  in  which  there  might  be  such 
blunders  and  inaccuracies  in  the  specification  as  to 
fact,  from  the  beginning  to  the  end,  an  untrue  state- 
le  modus  operandi,  and  yet  there  might  be  workmen 
efore  the  jury  who  would  say,  we  understand  this 
rell  that  we  should  not  be  misled  by  it.  But  the 
j,  whether  any  inaccuracy  of  language — the  inaccurate 
gle  word,  "effect" — it  is  here  of  the  word  effect — which 
lislead  any  body,  which  will  not  mislead  the  manu- 
a  blowing  apparatus — [Lord  A  dinger,  C.B.:  Nobody 
t  mere  inaccurate  use  of  words,  which  words  are  often 
sy  are  explained  by  the  context,  will  necessarily  avoid 
.]  I  do  not  know  what  more  this  is.  [Alderson,  B. : 
i  a  remarkable  instance,  which  we  mentioned  in  the 
t  of  the  argument,  where  the  French  word  "  vice"  was 
bat  was  the  case  of  Bloxam  v.  Elsee.  The  French 
;e"  meaning  a  screw;  the  English  word  meaning 
very  different ;  yet  the  word  "  vice"  was  used,  and  in 
i  specification.  [Lord  Abinger,  C.  B. :  Yes,  and  the 
owed  what  it  meant.]  [Alderson,  B. :  I  think  that  a 
uch  was  annexed  to  the  patent,  showed  that  it  was  a 
'hese  cases  go  to  this  extent,  to  show  that  an  inac- 
the  use  of  an  expression,  or  perhaps  of  several  ex- 
if  looking  at  the  whole  instrument  together  would 
d  any  ordinary  competent  workman,  they  would  not 
specification.  It  seems  to  me,  that  if  this  construc- 
it  on  the  word  "  effect,"  it  could  mislead  nobody, 
this  case  mainly  on  the  ground,  that  at  least  one 
lay  be  put  on  it — namely,  that  for  which  we  contend, 
our  lordships  will  give  it  that  meaning  which  is  cal- 
sustain  the  patent.  And  I  further  contend,  that  this 
>tful ;  that  fairly  and  reasonably  looking  at  the  whole 
sification,  the  word  "  effect"  means  the  object  to  be 
r  the  patent,  and  does  not  mean  any  particular  effect, 
ticular  part  of  the  operation.  On  these  grounds  I 
it,  looking  to  the  specification  itself,  and  taking  the 
he  jury,  there  is  no  substantial  objection  to  the  speci- 
id  that  the  plaintiff  is  entitled  to  enter  a  verdict  on 
i  question.  Cur.  adv.  vult. 


B. :  In  this  case  of  Neilson  and  Harford,  at  the  Judgment. 
my  Lord  Abinger,  I  proceed  to  deliver  his  lordship's  Junc  26' 184L 
and  that  of  the  rest  of  the  court  on  this  question. 
e,  after  much  consideration,  and  not  without  some 
hesitation,  arrived  at  the  conclusion  that  the  present 
3  ii 
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Judgment. 


The  notice  of 
objections  in- 
tended to  give 
the  plaintiff 
more  informa- 
tion than  the 
plea  ;  so  that  in 
general  a  notice 
in  the  terms  of 
the  plea  will 
not  be  sufficient 


At  n'ui  prituthe 
only  question, 
whether  the 
terms  of  the 
notice  fairly  in- 
clude the  ob- 
jection.taken. 


The  construc- 
tion of  all  writ- 
ten instruments 
is  for  the  court, 
the  meaning  of 
the  words  and 
surrounding  cir- 
cumstances 
having  been  as- 
certained by  the 
jury. 


NEILSON'8  patent. 

rule,  obtained  by  Sir  William  Foilett,  for  entering  the  veriirt 
for  the  plaintiff  on  the  fourth  issue,  should  be  made  absolute. 

Several  points  were  made  at  the  time  of  the  argument,  trr 
which  we  propose  very  shortly  to  advert.  In  the  first  place,  il 
was  contended  that  the  objection  to  the  specification  on 
I  proceeded  at  the  trial,  was  not  sufficiently  raised  by  the  notifll 
given  under  the  provisions  of  Lord  Brougham's  act,  but  we 
think  it  was.  We  concur  in  the  opinion  of  the  Court  of  Cc* 
mon  Pleas,  in  the  cases  cited  by  Sir  William  Follett,  that  th 
act  must  be  construed  to  mean  that  a  mere  copy  of  the  phi 
will  not  be  a  sufficient  compliance  with  its  provisions.  It 
passed  after  the  new  rules  had  required  the  several  defence!  I 
be  pleaded,  and  must,  therefore,  be  considered  as  having 
tended  to  give  to  a  plaintiff  some  additional  advantage  beyoi 
the  information  which  the  record  would  give  him.  But 
did  not  mean  to  say,  nor  do  we  think  the  Common  Fleas 
to  decide,  that  it  would  not  be  sufficient  in  some  cases  to  gif 
notice  in  the  terms  of  the  plea  itself;  the  objection  may  be  ■ 
completely  and  so  fully  expanded  on  the  record,  that  a 
transcript  of  the  plea  itself  may  be  sufficient;  in  other  cases 
plea  may  be  so  general  in  its  language  as  to  be  insufficient  u 
notice,  if  transcribed  from  the  plea  merely.  Each  case 
depend  on  its  peculiar  circumstances.  But  at  nisi  prims 
think  the  only  question  for  the  judge  is,  whether  the  langtag 
of  the  notice  fairly  includes  the  objection  taken.  If  the  notiti 
be  too  general,  a  previous  application  must  be  made  to  th 
court  or  a  judge  at  chambers  for  redress.  Here  the  langoajl 
of  the  notice  was  very  general,  and  we  think  it  included 
objection  relied  upon. 

Then  we  come  to  the  question  itself,  which  depends  on 
proper  construction  to  be  put  on  the  specification  itself.  It 
contended,  that  of  this  construction  the  jury  were  to  judge, 
are  clearly  of  a  different  opinion.  The  construction  of 
written  instruments  belongs  to  the  court  alone,  whose  dutyit 
to  construe  all  written  instruments,  as  soon  as  the  true  m< 
of  the  words  in  which  they  are  couched,  and  the  surroundi< 
circumstances,  if  any,  have  been  ascertained  by  the  jury;  and* 
is  the  duty  of  the  jury  to  take  the  construction  from  thecort 
either  absolutely,  if  there  be  no  words  to  be  construed  as  ««* 
of  art,  or  phrases  used  in  commerce,  and  the  surrounding  <*" 
cumstances  to  be  ascertained,  or  conditionally,  where  thotf 
words  or  circumstances  are  necessarily  referred  to  them.  Unta* 
this  were  so,  there  would  be  no  certainty  in  the  law,  for  a  m* 
construction  by  the  court  is  the  proper  subject,  by  means  of  abffl 
of  exceptions,  of  redress  in  a  court  of  error,  but  a  misconstrue* 
tion  by  the  jury  cannot  be  set  right  at  all  effectually.  Tta 
taking  the  construction  of  this  specification  upon  ourselves,  * 
we  are  bound  to  do,  it  becomes  necessary  to  examine  what  the 
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nature  of  the  invention  is  which  the  plaintiff  has  disclosed  by  in  theEichequtr 
this  instrument  It  is  very  difficult  to  distinguish  it  from  the  A,D' 1841' 
specification  of  a  patent  for  a  principle,  and  this  at  first  created 
in  the  minds  of  some  of  the  court  much  difficulty ;  but  after 
fall  consideration,  we  think  that  the  plaintiff  does  not  merely 
claim  a  principle,  but  a  machine  embodying  a  principle,  and  a 
very  valuable  one.  We  think  the  case  must  be  considered  as  if 
the  principle  being  well  known,  the  plaintiff  had  first  invented 
a  mode  of  applying  it  by  a  mechanical  apparatus  to  furnaces; 
and  his  invention  then  consists  in  this — by  interposing  a  recep- 
tacle for  heated  air  between  the  blowing  apparatus  and  the 
furnace.  In  this  receptacle  he  directs  the  air  to  be  heated  by 
the  application  of  heat  externally  to  the  receptacle,  and  thus  he 
accomplishes  the  object  of  applying  the  blast,  which  was  before 
of  cold  air,  in  a  heated  state  to  the  furnace. 

Now,  in  the  specification,  after  stating  that  the  air  heated  up 
to  red  heat  may  be  used,  but  that  it  is  not  necessary  to  go  so 
fur  to  produce  a  beneficial  effect,  he  proceeds  to  state  that  the 
aixe  of  the  receptacle  will  depend  on  the  blast  necessary  for  the 
farnace,  and  gives  directions  as  to  that.  And  then  he  adds — 
"the  shape  of  the  receptacle  is  immaterial  to  the  effect,  and 
may  be  adapted  to  local  circumstances."  It  is  this  part  of  the 
ipecification  which  has  raised  the  difficulty.  At  the  trial  I 
construed  this  passage  as  meaning,  that  the  shape  was  imma- 
terial to  the  degree  of  effect  in  heating  the  blast,  and  if  this 
were  so,  the  jury  having,  by  their  finding,  negatived  the  truth 
and  accuracy  of  this  statement,  the  specification  would  be  bad, 
aa  containing  a  false  statement  in  a  material  circumstance,  of  a 
nature  that,  if  literally  acted  upon  by  a  competent  workman, 
would  mislead  him,  and  cause  the  experiment  to  fail. 

Nor  do  we  think  that  the  point  contended  for  by  Sir  William 
Follett,  that  if  a  man  acquainted  well  with  the  process  of  heating 

fair  were  employed,  this  misstatement  would  not  mislead  him, 
would  at  all  relieve  the  plaintiffs  from  the  difficulty ;  for  this  would 
be  to  support  the  specification  by  a  fresh  invention  and  correc- 
|       tion  by  a  scientific  person ;  and  no  authority  can  be  found  that 
[       in  such  a  case  a  specification  would  be  good.     To  be  valid,  we 
!"      think  it  should  be  such  as,  if  fairly  followed  out  by  a  competent 
Workman,  without  invention  or  addition,  would  produce  the  ma- 
chine for  which  the  patent  is  taken  out,  and  that  such  machine 
so  constructed  must  be  one  beneficial  to  the  public.    If  therefore 
we  had  thought,  on  consideration,  that  the  construction  which  I 
put  on  this  clause  of  the  specification  was  the  true  one,  we  should 
have  concluded  that  the  patent  was  bad,  and  we  should  have 
thought  that  the  verdict  should  remain  as  found  by  the  jury  on 
the  fourth  issue. 

But  my  lord  and  my  brothers,  after  considerable  hesitation, 
are  of  opinion,  that  a  construction  may  reasonably  be  put  upon 


372  NEILSON'8  patent. 

Judgment.  this  clause  which  will  support  the  patent ;  and  though  I  myself 
still  entertain  great  doubt  whether  such  is  the  true  construction, 
I  am  not  prepared  to  say  that  it  is  not,  and  I  am  very  glad,  that 
in  so  meritorious  an  invention  as  this  is  admitted  to  be,  in  this 
view  of  the  case,  the  inventor  wall  not  be  deprived  of  his  reward. 

The  word  "  effect ''  occurs  four  times  in  the  specification; 
and  it  is  a  just  rule  of  construction  to  judge  of  the  meaning  of  a 
particular  phrase  by  taking  the  whole  instrument  together.  In 
the  first  sentence,  the  patentee,  speaking  of  the  temperatnre 
being  as  high  as  that  of  "  red  heat/'  adds,  that  u  so  high  a  tempe- 
rature is  not  absolutely  necessary  to  produce  a  beneficial  effect* 
Then  he  adds,  that  the  receptacle  "  may  be  made  of  iron,  but 
as  the  effect  does  not  depend  upon  the  nature  of  the  material, 
other  metals  or  convenient  materials  may  be  used."  Here  he 
cannot  mean  that  all  metals  or  convenient  materials  will  equally 
be  heated  by  application  of  external  fire ;  for  some  heat  more 
easily,  others  more  slowly ;  but  he  means  that  the  quality  of  the 
heated  air,  whether  heated  in  an  iron  vessel  or  any  other  (if 
heated  at  a  proper  temperature),  will  not  materially  alter  the 
beneficial  effect  on  the  furnace  to  which  it  is  applied.  "  Effect? 
here,  then,  is  equivalent  to  a  beneficial  effect ;  and  the  passage 
is  this — "  but  as  the  effect"  to  be  a  beneficial  effect  a  does  not 
depend  on  the  nature  of  the  material,"  and  so  forth.  The  same 
is,  we  think,  obviously  the  meaning  of  the  word  "  effect''  in  the 
concluding  sentence  of  the  specification.  The  manner  of  apply- 
ing the  heat  to  the  air  vessel  is,  however,  immaterial  to  the 
effect,  if  it  be  kept  at  a  proper  temperature :  in  other  words,  the 
effect  will  be  a  beneficial  effect  on  the  furnace,  whatever  be  the 
manner  in  which  you  apply  heat  to  the  air  vessel,  provided  only 
that  you  so  apply  it  as  to  raise  its  temperature  sufficiently. 

Then,  if  so,  it  is  not  unreasonable,  we  think,  to  construe  the 
word  ((  effect,"  in  the  sentence  on  which  this  question  turns,  hi 
a  similar  manner,  and  to  hold  it  to  mean  an  assertion  by  die 
patentee,  that  though  the  size  of  the  vessel  must  be  regulated  ai 
directed,  yet  the  shape  of  the  air  vessel  is  immaterial  to  the 
effect ;  that  is  to  say,  any  shape  will  produce  a  beneficial  effect, 
and  may  be  adapted  to  the  local  circumstances.  Now,  if  this  be 
so,  still  it  casts  upon  him  the  necessity  of  proving  to  the  satia- 
faction  of  the  jury,  that  any  shape  in  which  the  air  vessel  could 
reasonably  be  expected  to  be  made  by  a  competent  workman 
would  produce  a  beneficial  effect,  and  be  a  valuable  discovery. 
On  the  present  occasion  we  are  bound,  as  to  this  point,  by  the 
finding  of  the  jury,  who  have  arrived  at  this  conclusion  of  feet; 
and  if  they  are  right,  we  think  the  verdict  was  not  correctly 
entered  for  the  defendant  on  this  fourth  issue,  but  that  it  should 
have  been  entered  for  the  plaintiff.  The  rule,  therefore,  mitft 
be  absolute. 

There  is  another  point,  which  I  need  only  notice  shortly,  which 
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•  made  by  the  Attorney  General,  as  to  the  title  of  the  patent.  intheExchequtr 
ft  contended  that  the  title  of  the  patent  was  itself  defective, A* D#  1841' 
A  did  not  agree  with  the  invention ;  and  he  insisted  also  that 
'Vis  competent  to  raise  that  objection  upon  the  issue  raised 
*m  the  fourth  plea — and  probably  it  was.  But  we  have  already 
imated,  in  the  course  of  the  argument,  that  we  thought  that 
■ft  objection  was  not  well  founded.     The  title  of  the  patent  is 
r  the  "  improved  application  of  air."     Though  that  is  am-  An  ambiguous 
goous,  it  is  sufficiently  explained  by  the  specification,  and  is  ^^he  specif 
ft  at  variance  with  it,  as  was  the  case  in  the  King  v.  Wheeler,  tion  wUlnot 
kerefore  we  think  the  verdict  on  the  fourth  plea  must  be  entered  VItiate* 
r  the  plaintiff. 

Rule  absolute. 


Cor.  Lord  Lyndhurst,  L.  C. 

Hie  Lord  Chancellor  Lyndhurst  :  This  was  a  motion  to  re-  In  Chancery. 
lean  injunction.   The  injunction  had  been  dissolved  by  the  late    ec.'    ' 
uncellor,  the  defendants  undertaking  to  keep  an  account,  and  injunction. 
*  plaintiffs  either  to  bring  or  to  proceed  in  an  action  at  law,  for  injunction  re- 
ft purpose  of  trying  the  validity  of  the  patent.    The  action  has  ^u^titer 
Me  been  tried,  and  judgment  has  been  entered  up  in  the  Court  judgment  in  an 
!  Exchequer.    It  is,  under  these  circumstances,  almost  a  matter  action  at 
f  course  that  the  injunction  should  be  allowed. 
On  the  part  of  the  defendants  it  has  been  stated,  that  the 
irned  judge  who  tried  the  cause,  and  who  was  one  of  the  judges 
J  the  court  where  the  question  was  finally  decided,  dissented 
Dm  the  opinion  of  the  rest  of  the  court ;  and  it  is  also  stated, 
i  the  part  of  the  defendants,  that  from  the  course  which  the 
neeedings  took,  they  were  deprived  of  their  right  of  bringing  a 
lit  of  error. 

I  have,  in  consequence  of  these  objections,  thought  it  my 
«ty  to  read  the  report  of  the  trial,  and  of  the  proceedings  in  the 
Sourt  of  Exchequer.  I  do  not  find  that  the  learned  judge,  to 
fcom  reference  was  made,  did  dissent  from  the  opinion  of  the 
St  of  the  court.  He  said,  undoubtedly,  that  it  was  a  question 
f  nicety,  and  he  entertained  great  doubts  with  respect  to  the 
Qestion ;  but  he  himself  delivered  the  judgment  of  the  court, 
ad  said,  in  the  course  of  delivering  that  judgment,  that  he  could 
it  say  that  the  construction  put  by  the  court  upon  the  speci- 
fction  was  wrong. 

With  respect  to  the  other  objection  that  was  made,  namely, 
at  the  defendants  were  deprived,  by  the  course  of  proceeding, 

bringing  a  writ  of  error,  the  facts  of  the  case  appear  to  be 
ese.  Towards  the  conclusion  of  the  trial,  the  learned  judge 
ggested  as  the  proper  course  to  be  pursued,  that  the  facts 
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Motion  to  revive  should  be  stated  in  the  shape  of  a  special  case,  or  that  they 
injunction.        should  be  put  upon  the  record,  in  order  that  the  case  might  gn^ 
if  necessary,  to  the  last  resort*  The  counsel  for  the  plaintiffs  a* 
sen  ted  to  this ;  at  least  he  assented  to  have  the  facts  stated  in  tl* 
shape  of  a  special  case,  with  a  view  to  its  being  afterwards  torni 
into  a  special  verdict,  in  order  that  the  question  might  be  npoJ 
the  record.    The  counsel,  however,  for  the  defendants,  thehtf 
Attorney  General,  finding  the  opinion  of  the  learned  judge  li 
him,  thought  that  a  different  course  would  be  most  advantages 
for  his  client,  and  he  adopted  it.     He  insisted  that  the  vc 
should  be  entered  on  the  issues;  and  I  think  in  pursuing  d 
course,  he  waived  any  further  right  to  a  writ  of  error,  and  i 
his  election  to  abide  by  the  decision  of  the  Court  of  Excheqpn 
Under  such  circumstances,  I  do  not  think  it  reasonable,  thed 
cision  of  the  court  being  against  him,  that  he  should  now 
round,  and  say,  that  I  ought  to  have  the  advantage  of  the  o& 
course  of  proceeding  at  the  expense  of  the  plaintiffs. 

I  am  the  less  disposed  to  depart  from  the  usual  course  in 
of  this  kind,  after  having  attentively  considered  the  judgment 
the  court  as  compared  with  the  specification.     I  think  the 
struction  put  upon  the  specification  is  a  reasonable  construct* 
The  whole  question  turns  upon  the  meaning  of  the  word  "  efied 
in  the  specification,  as  to  the  sense  in  which  that  word  was  m 
by  the  patentee ;  and  I  think,  adverting  to  the  other  parts  of  1 
specification,  that  the  construction  put  upon  it  by  the  Court 
Exchequer  is  a  reasonable  and  proper  construction;  and  I  tho^ 
adverting  to  the  last  clause  of  the  specification,  that  that  nurf 
be  the  meaning  of  the  word  effect  in  that  clause;  and  that,  that* 
fore,  it  would  be  difficult,  consistently  with  the  rules  of  lsw,U 
which  an  instrument  must  be  construed  taking  it  altogether.  If 
have  put  another  construction  on  the  instrument. 

An  objection  was  taken,  arising  out  of  the  form  of  pleadbg 
by  Mr.  Roupell ;  but  it  does  not  appear  to  me  that  there  is  mf 
validity  in  that  objection.  The  case  is  of  this  description.  Ths 
plaintiffs  allowed  the  defendants  to  use  the  patent,  by  way  of  tri4< 
for  a  certain  period.  They  did  use  it  for  that  period,  andkq* 
an  account,  and  rendered  that  account.  They  were  allowed  to 
make  this  trial  with  a  view  afterwards  of  taking  a  license,  tmi 
paying,  if  they  thought  proper,  a  certain  allowance  for  usng 
the  patent.  They  did  not  take  the  license.  They  afternnh 
continued  to  use  it.  They  refused  to  render  any  further  account 
in  consequence  of  which  notice  was  given  to  them  to  disco* 
tinue  using  the  patent ;  and  after  that  notice  was  served  upot 
them,  it  was  clear,  if  they  continued  the  use  of  the  patent,  and 
they  did,  they  would  be  liable  to  an  action,  and  liable  also  toi 
proceeding  in  this  court,  and  an  injunction.  For  these  reason* 
I  am  of  opinion  that  this  injunction  ought  to  be  allowed. 

Injunction  revived. 
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Btters  patent,  28th  Sept.  1836  (7  W.  4),  to  George  Crane,  for  Title. 
improvement  in  the  manufacture  of  iron.'9 

the  said  George  Crane,  do  hereby  declare  the  nature  of  my  Specification. 
ition,  and  the  manner  in  which  the  same  is  to  be  performed, 
ally  described  and  ascertained  in  and  by  the  following  state- 
t  thereof,  that  is  to  say:  According  to  the  ordinary  practice 
btaining  iron  from  iron  stone,  mine,  or  ore,  in  this  country, 
ron  stone,  mine,  or  ore,  either  calcined,  or  in  the  raw  state, 
rding  to  its  respective  qualities,  is  put  into  suitable  fur- 
s  with  coke,  produced  from  bituminous  coal,  formerly 
d  pit  coal,  in  contradistinction  to  charcoal  produced  from 
1,  which  was  the  fuel  employed  in  this  country  previous  to 
introduction  of  pit  coal  in  the  smelting  and  manufacture  of 
Now  as  there  are  districts  in  which  are  to  be  found  large 
itities  of  iron  stone,  mine,  or  ore,  in  the  immediate  neigh- 
rhood  of  what  is  known  as  stone  coal,  or  anthracite  coal,  it 
long  been  considered  as  a  desirable  object  to  employ  such 

for  the  smelting  and  manufacture  of  iron,  and  although 
mpts  have  been  made  to  apply  such  description  of  coal  in 
smelting  and  manufacture  of  iron,  the  same  have  failed  and 
)  been  abandoned.  In  addition  to  such  advantages  to  be 
fined  from  the  using  of  anthracite,  or  stone  coal,  in  the  dis- 
i  where  such  coal  is  found,  together  with  iron  stone,  mine, 
ire,  from  the  practice  I  have  had,  I  am  induced  to  believe 
i  coal,  from  its  properties,  will  be  found  to  produce  a  quality 
ron  more  nearly  resembling  iron  obtained  by  the  aid  of 
stable  charcoal.  Now,  the  object  of  my  invention  is,  the 
lication  of  such  anthracite,  or  stone  coal,  combined  with  a 
air  blast  in  the  smelting  or  manufacture  of  iron  from  iron 
e,  mine,  or  ore.    And  in  order  to  give  the  best  informa- 

in  my  power  for  enabling  a  workman  to  carry  out  my 
ntion,  I  will  describe  the  process  or  means  pursued  by 
and  in  doing  so,  I  will  suppose  the  furnace  of  an  ordinary 
itruction  to  be  in  blast,  and  that  the  machinery  and  appara- 
are  adapted  for  the  application  of  hot  air  blast,  as  is  well 
erstood  and  extensively  applied  in  many  places  where  the 
nary  fuel  (coke  of  bituminous  coal,  or  the  coal  in  a  raw 
e)  is  employed  in  the  manufacture  of  iron  from  iron  stone, 
e,  or  ore,  and  I  have  found  that  a  furnace  having  suitable 
■ratus  for  heating  the  blast  to  about  600°  of  Fahrenheit  a 
d  arrangement  for  carrying  out  my  invention;  though  so  high 
egree  of  temperature  is  not  indispensably  necessary,  but  I 
eve  preferable.  In  charging  such  a  furnace,  I  throw  in 
rat  three  hundred  weight  of  anthracite,  or   stone   coal,  or 


374  neijlson's  patent. 

Motion  to  revive  should  be  stated  in  the  shape  of  a  special  case,  or  that  they 
injunction.  sn0uld  be  put  upon  the  record,  in  order  that  the  case  might  go, 
if  necessary,  to  the  last  resort.  The  counsel  for  the  plaintiffs  »» 
sented  to  this ;  at  least  he  assented  to  have  the  facts  stated  in  At 
shape  of  a  special  case,  with  a  view  to  its  being  afterwards  toned 
into  a  special  verdict,  in  order  that  the  question  might  be  npoa. 
the  record.  The  counsel,  however,  for  the  defendants,  the 
Attorney  General,  finding  the  opinion  of  the  learned  judge  wiA 
him,  thought  that  a  different  course  would  be  most  advantage* 
for  his  client,  and  he  adopted  it.  He  insisted  that  the 
should  be  entered  on  the  issues ;  and  I  think  in  pursuing 
course,  he  waived  any  further  right  to  a  writ  of  error,  and  i 
his  election  to  abide  by  the  decision  of  the  Court  of  Excheqoa 
Under  such  circumstances,  I  do  not  think  it  reasonable,  thedl 
cision  of  the  court  being  against  him,  that  he  should  now  tan 
round,  and  say,  that  I  ought  to  have  the  advantage  of  the  otiM 
course  of  proceeding  at  the  expense  of  the  plaintiffs. 

I  am  the  less  disposed  to  depart  from  the  usual  course  in 
of  this  kind,  after  having  attentively  considered  the  judgment 
the  court  as  compared  with  the  specification.  I  think  the  oo 
struction  put  upon  the  specification  is  a  reasonable  construct^ 
The  whole  question  turns  upon  the  meaning  of  the  word  "effect 
in  the  specification,  as  to  the  sense  in  which  that  word  was 
by  the  patentee ;  and  I  think,  adverting  to  the  other  parts  of  th 
specification,  that  the  construction  put  upon  it  by  the  Court  I 
Exchequer  is  a  reasonable  and  proper  construction;  and  I  thiflfc 
adverting  to  the  last  clause  of  the  specification,  that  that  snri 
be  the  meaning  of  the  word  effect  in  that  clause;  and  that,  tboff 
fore,  it  would  be  difficult,  consistently  with  the  rules  of  law,ij 
which  an  instrument  must  be  construed  taking  it  altogether,  H 
have  put  another  construction  on  the  instrument. 

An  objection  was  taken,  arising  out  of  the  form  of  pleadbfe 
by  Mr.  Roupell ;  but  it  does  not  appear  to  me  that  there  is  Nf 
validity  in  that  objection.  The  case  is  of  this  description.  Tin 
plaintiffs  allowed  the  defendants  to  use  the  patent,  by  way  of  tnH 
for  a  certain  period.  They  did  use  it  for  that  period,  and  kept 
an  account,  and  rendered  that  account.  They  were  allowed  to 
make  this  trial  with  a  view  afterwards  of  taking  a  license,  ui 
paying,  if  they  thought  proper,  a  certain  allowance  for  uang 
the  patent.  They  did  not  take  the  license.  They  aftenranb 
continued  to  use  it.  They  refused  to  render  any  further  account 
in  consequence  of  which  notice  was  given  to  them  to  disco* 
tinue  using  the  patent ;  and  after  that  notice  was  served  upoa 
them,  it  was  clear,  if  they  continued  the  use  of  the  patent,  aid 
they  did,  they  would  be  liable  to  an  action,  and  liable  also  to* 
proceeding  in  this  court,  and  an  injunction.  For  these  reason 
I  am  of  opinion  that  this  injunction  ought  to  be  allowed. 

Injunction  revived 
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Letters  patent,  28th  Sept.  1836  (7  W.  4),  to  George  Crane,  for  Title. 
1  an  improvement  in  the  manufacture  of  iron.'9 

I,  the  said  George  Crane,  do  hereby  declare  the  nature  of  my  Specification. 
tmntion,  and  the  manner  in  which  the  same  is  to  be  performed, 
le  fully  described  and  ascertained  in  and  by  the  following  state- 
Bent  thereof,  that  is  to  say:  According  to  the  ordinary  practice 
i  obtaining  iron  from  iron  stone,  mine,  or  ore,  in  this  country, 
he  iron  stone,  mine,  or  ore,  either  calcined,  or  in  the  raw  state, 
ceording  to  its  respective  qualities,  is  put  into  suitable  fur- 
■ees  with  coke,  produced  from  bituminous    coal,  formerly 
■Bed  pit  coal,  in  contradistinction  to  charcoal  produced  from 
food,  which  was  the  fuel  employed  in  this  country  previous  to 
he  introduction  of  pit  coal  in  the  smelting  and  manufacture  of 
■on.     Now  as  there  are  districts  in  which  are  to  be  found  large 
goantities  of  iron  stone,  mine,  or  ore,  in  the  immediate  neigh- 
bourhood of  what  is  known  as  stone  coal,  or  anthracite  coal,  it 
his  long  been  considered  as  a  desirable  object  to  employ  such 
DSftl  for  the  smelting  and  manufacture  of  iron,  and  although 
Ittempts  have  been  made  to  apply  such  description  of  coal  in 
tke  smelting  and  manufacture  of  iron,  the  same  have  failed  and 
Im  been  abandoned.     In  addition  to  such  advantages  to  be 
obtained  from  the  using  of  anthracite,  or  stone  coal,  in  the  dis- 
tricts where  such  coal  is  found,  together  with  iron  stone,  mine, 
or  ore,  from  the  practice  I  have  had,  I  am  induced  to  believe 
Ouch  coal,  from  its  properties,  will  be  found  to  produce  a  quality 
of  iron  more  nearly  resembling  iron  obtained  by  the  aid  of 
vegetable  charcoal.    Now,  the  object  of  my  invention  is,  the 
application  of  such  anthracite,  or  stone  coal,  combined  with  a 
kot  air  blast  in  the  smelting  or  manufacture  of  iron  from  iron 
■tone,  mine,  or  ore.     And  in  order  to  give  the  best  informa- 
tion in  my  power  for  enabling  a  workman  to  carry  out  my 
mention,  I  will  describe  the  process  or  means  pursued  by 
Be,  and  in  doing  so,  I  will  suppose  the  furnace  of  an  ordinary 
construction  to  be  in  blast,  and  that  the  machinery  and  appara- 
tau  are  adapted  for  the  application  of  hot  air  blast,  as  is  well 
understood  and  extensively  applied  in  many  places  where  the 
ordinary  fuel  (coke  of  bituminous  coal,  or  the  coal  in  a  raw 
state)  is  employed  in  the  manufacture  of  iron  from  iron  stone, 
mine,  or  ore,  and  I  have  found  that  a  furnace  having  suitable 
tpptratus  for  heating  the  blast  to  about  600°  of  Fahrenheit  a 
pod  arrangement  for  carrying  out  my  invention;  though  so  high 
*  degree  of  temperature  is  not  indispensably  necessary,  but  I 
ktieve  preferable.     In   charging  such  a  furnace,   I  throw  in 
•bout  three  hundred  weight  of  anthracite,  or   stone   coal,   or 
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Specification,     culm,  to  each  five  hundred  weight  of  calcined  argillaceous  iron 
stone,  with  a  proper  quantity  of  flux,  as  if  working  with  the 
coke  of  bituminous  coal;   such  charging  of  the  furnace,  and  the 
general  working,  with  the  exception  of  the  using  of  anthracite,  ] 
or  stone  coal,  is  to  be  pursued  as  if  working  with  coke  of  j 
bituminous  coal ;  and  I  would  remark  that  the  quantities  above 
given  are  such  as  I  have  hitherto  employed  in  making  the  be* 
qualities  of  pig  iron,  viz.  No.  1,  or  No.  2,  at  my  works,  fan 
the  anthracite,  stone  coal,  or  culm,  found  in  the  neighbourhood 
of  the  Yniscedwyn  Iron  Works ;  but  those  quantities  may  hi 
varied  according  to  local  circumstances,  and  the  refractory! 
nature  of  the  iron  stone,  mine,  or  ore,  or  otherwise,  to  hej 
reduced,  and  the  quality  of  iron  desired  to  be  obtained,  as  is  Ai 
case  in  ordinary  working,  and  at  the  judgment  and  disaetin] 
of  the  manager,  as  heretofore :  and  I  would  remark  that  the 
anthracite,  or  stone  coal,  or  culm,  may  be  coked  in  like  manitf 
to  bituminous  coal,  before  charging  the  furnace;  but  from  of 
experience  I  have  not  (so  far  as  my  practice  goes  in  woriof 
with  the  coal  obtained  in  my  neighbourhood)  found  that  sod 
coking  is  necessary,  or  that  a  more  advantageous  result  is  ob- 
tained than  in  applying  the  anthracite,  or  stone  coal,  directly 
from  the  mine.    And  it  is  desirable  to  observe  I  have  found  it 
of  advantage  that  the  blast  of  hot  air  should  be  as  free  and  at- 
impeded  as  possible,  and  from  that  account  I  have  hitherto  ml 
only  anthracite,  or  stone  coal,  the  smaller  parts  of  which  wodi 
not  pass  through  a  sieve  of  an  inch  mesh,  but  where  the  pill* 
or  volume  of  blast  is  considerable,  say  two  pounds  and  upwanb 
on  the  square  inch,  this  precaution  is  not  necessary. 

Claim.  Having  thus  described  the  nature  of  my  invention,  and  the 

manner  of  carrying  the  same  into  effect,  I  would  have  it  undefr 
stood,  that  I  do  not  claim  the  using  of  a  hot  air  blast  separately 
in  the  smelting  and  manufacture  of  iron  as  of  my  invention 
when  uncombined  with  the  application  of  anthracite,  or  stone 
coal,  and  culm ;  nor  do  I  claim  the  application  of  anthracite 
or  stone  coal,  in  the  manufacture  or  smelting  of  iron,  wh» 
uncombined  with  the  using  of  hot  air  blast.  But  what  I  do 
claim  as  my  invention  is,  the  application  of  anthracite,  or  stone 
coal,  and  culm,  combined  with  the  using  of  hot  air  blast  in  die 
smelting  and  manufacture  of  iron,  from  iron  stone,  mine,  or 
ore,  as  above  described.     In  witness,  &c.  (a) 


(a)  The  epochs  in  the  history  of  the  manufac- 
ture of  iron,  of  which  the  above  invention  con- 
stitutes one,  have  already  been  briefly  noticed, 
ant*  16,  n.  The  following  inventions,  relating  to 
the  use  of  anthracite,  are  referred  to  in  the  subse- 
quent legal  proceedings,  as  showing  the  previous 
attempts  to  apply  that  fuel  iu  the  manufacture  of 
iron. 

Utters  patent,  23d  June,  ?H04  (44  G.  3),  to 


Edward  Martin,  "for  making  of  pig  and  cast  IB 
of  every  description  from  iron  stone,  iron  ■■* 
and  iron  ore,  and  of  remelting,  preparing,  mi  *■ 
fining  of  pig  and  cast  iron  of  every  tort,  and** 
the  making  of  such  pig  and  cast  iron  into  wroagk* 
or  bar  iron,  by  using  raw  stone  coal  and  cab* 
be  worked  and  made  by  blast.** 

Specification. —  I,  the  said  Edward  Martjt,* 
hereby  describe  and  ascertain  the  naturt  rf*7 
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declaration  assigned  as  breaches,  that  the  defendants  did  Declaration. 
manufacture,  and  make  iron,  on  the  said  improved  plan, 
imitation  of  the  said  invention  of  the  plaintiff,  and  did 
ron  so  smelted,  manufactured,  and  made.  That  the  de- 
ts  did  use  and  put  in  practice  the  said  invention,  by 
tg,  manufacturing,  and  making  iron,  in  imitation  of  the 
mention.  That  the  defendants  did  counterfeit,  imitate, 
lemble  the  said  invention,  and  did  make  colourable  addi- 
lereto,  and  subtractions  therefrom.  That  the  defendants 
elt,  manufacture,  and  make  iron,  with  certain  improve* 
in  the  process  of  such  smelting,  which  were  intended  to 
and  resemble,  and  did  imitate  and  resemble,  the  said 
ement  of  the  plaintiff, 
defendants  pleaded — 1.  Not  guilty,    g.  That  the  plain-  Pleas. 


ition,  and  the  manner  in  which  the  same 
erformed,  and  the  method  I  use  to  make 
I  and  culm  to  stand  the  blast,  as  follows, 
saj : — To  light  the  fire  in  the  furnace 
bearth,  with  free  burning  wood,  and  as 
be  wood  is  sufficiently  ignited,  then  to 
tall  quantities  of  raw  stone  coal  or  culm, 
ist  (broken  into  the  size  of  a  common 
),  to  continue  to  feed  the  furnace  finery 
with  raw  stone  coal  or  culm,  till  it  is 
of  vivid  fire,  before  any  blast  is  intro- 
sn  (in  making  pig  or  cast  iron)  charge 
*  in  the  common  way,  with  due  propor- 
iw  stone  coal  or  culm,  clear  of  dust  (in- 
Dke  or  charcoal),  with  iron  stone,  iron 
ron  ore  and  limestone,  then  to  introduce 
in  a  very  gentle  manner  for  the  first 
irs,  then  to  increase  the  blast  gradually, 
day,  for  the  first  week  of  blowing,  till 
e  is  sufficiently  hot  and  burthened,  and 
ow  to  any  extent  the  machinery  or  the 
capable  of  bearing,  and  by  keeping  the 
gdfarly  and  properly  fed  with  materials, 
(ping  up  a  sufficient  blast,  the  process 
npleted.  And  in  remelting,  preparing, 
ng,  of  pig  and  cast  iron  of  every  sort, 
naking  such  pig  and  cast  iron  into 
n*  bar  iron,  the  foregoing  method  of 
id  feeding  the  hearth  or  finery,  till  it  is 
d  stone  coal  or  culm,  must  be  pursued 
finery  or  hearth  is  charged  with  metal, 
st  introduced;  then  by  charging  with 
.  feeding  the  finery  or  hearth  with  raw 
or  culm  (instead  of  coke  or  charcoal), 
reducing  the  blast  in  the  common  way, 
.for  success  will  be  produced.     In  wit- 

and  Harpur's patent  ( A.D.  1824),  "for 
ed  method  of  combining  and  applying 
Kb  of  fuel." 

3  C 


The  specification,  dated  August  28, 1824,  de- 
scribes the  invention  to  consist  in  combining  and 
applying  for  the  general  purposes  of  fuel  the 
common  bituminous  coal  with  stone  coal,  culm, 


or  anthracite,  in  proportions  varying  from 
fifth  to  one-third  bituminous  coal,  and  the  remain- 
der stone  coal,  culm,  or  anthracite;  the  object 
being  to  use  only  so  much  of  the  bituminous  coal 
as  may  be  found  necessary  to  keep  up  fire  suitable 
to  the  purpose  required,  without  producing  the 
nuisance  or  smoke.  "  Such  proportions  will  be 
found  to  vary  according  to  the  qualities  of  the 
coals,  which  vary  in  different  situations,  and  ac- 
cording as  the  stove  grate  or  furnace  in  use  has 
more  or  less  capacity  of  draft  or  windage;  but 
these  will  be  easily  ascertained  by  trial.  We 
have  generally  found  one-fourth  bituminous  coal 
to  be  a  good  proportion,  where  the  bars  of  the 
grate  are  not  more  than  an  inch  wide  and  half  an 
inch  asunder.  The  stone  coal  may  be  either 
applied  in  the  usual  form  of  such  coal,  or  mixed 
with  the  small  or  culm  thereof,  in  proportions 
which  we  recommend  to  be  about  one-half,  such 
proportions,  however,  varying  as  before,  accord- 
ing to  the  draft  or  windage.  By  this  combina- 
tion the  heat  and  combustion  of  the  fire  are  easily 
kept  up,  and  the  fires  of  steam  engines  and  other 
large  stoves  and  furnaces  of  almost  every  sort 
may  be  maintained." 

Philip  Taylor's  (A.D.  1825),  "for  certain  im- 
provements in  making  iron."  The  invention, 
among  other  things,  consisted  in  injecting  car- 
buret ted  hydrogen  gas  into  the  furnace  in  which 
stone  coal  was  to  be  used,  so  as  to  supply  artifi- 
cially that  gas,  the  absence  of  which  appeared  to 
constitute  a  material  difference  between  anthracite 
and  bituminous  coal. 

As  to  the  patents  of  Botfield,  Neilson,  and 
De  Vaux,  also  given  in  evidence}  and  referred  to, 
3ee«tife274&275,  n. 
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tiff  was  not  the  true  and  first  inventor.  3.  Setting  out  the 
specification,  and  averring  that  the  said  improvement  was  not  t 
new  manufacture,  invented  by  the  plaintiff,  within  the  intenfc 
and  meaning  of  the  statute,  as  to  the  public  use  and  exercbe 
thereof,  4.  That  the  nature  of  the  said  invention,  and  in  wbat 
manner  the  same  was  to  be  performed,  were  not  particularly 
described  by  the  said  specification.  5.  After  setting  forth  ta* 
specification  by  reference  to  the  third  plea,  and  the  proviso  m 
the  plaintiff's  letters  patent  against  their  interfering  with  anf 
previous  grant  (A),  the  plea  stated  the  grant  of  letters  patent  to 
J.  B.  Neilson,  and  averred  that  the  hot  blast  was,  before  to 
plaintiff's  patent,  in  public  use  with  Neilson's  license  into 
smelting  of  iron,  and  was  the  hot  air  blast  in  the  specification 
mentioned  and  referred  to.  The  plea  then  averred  that  Neilsorii 
patent  was  in  full  force,  and  that  the  plaintiff  could  not  use  to 
said  hot  air  blast  without  Neilson's  license,  and  that  he  obtained 
such  license  before  the  grant  of  his  patent;  and  averred  further 
that  the  using  by  the  plaintiff  of  the  said  hot  air  blast,  as  in  to 
specification  mentioned,  was  a  using  and  imitating  of  NeilWi 
invention,  whereby  plaintiff's  patent  was  void. 
Replication  and  The  plaintiff  in  his  replication  took  issue  on  the  first,  second, 
rejm  *'  third,  and  fourth  pleas ;  and  to  the  fifth  plea  replied,  setting  fortfc 
Neilson's  specification,  and  averring  that  the  said  invention,  0 
described  and  ascertained  in  the  said  specification  of  the  said 
Neilson,  was  not  and  is  not  the  same  as  the  said  hot  air  bint 
and  the  machinery  and  apparatus  adapted  for  the  application 
thereof,  mentioned  and  referred  to  in  the  plaintiff's  said  specifi- 
cation, as  then  being  well  understood  and  extensively  appfid 
in,  &c. ;  nor  was  nor  is  the  using  by  the  plaintiff  of  the  said 
invention,  as  described  in  his  said  specification,  a  using  or 
imitating  of  the  invention  of  the  said  Neilson,  as  described  is 
his  said  specification,  contrary  to  the  form  and  effect  of  the  said 
proviso ;  which  averment  was  traversed  by  the  defendants  is 
their  rejoinder  (c). 
Notic*  of  objec-  The  following  notice  of  objections  was  delivered  with  to 
turns.  pleas: — 1.  That  the  alleged  invention  mentioned  in  the  decla- 

ration which  the  plaintiff  in  his  specification  claims,  and  alleges 
to  consist  in  the  application  of  anthracite  or  stone  coal  and  culm, 
combined  with  the  using  of  hot  air  blast  in  the  smelting  and 
manufacture  of  iron,  from  iron  stone,  mine,  or  ore,  is  not  a  net 

(6)  See  Law  and  Practice.     Pr.  F.,  XIII.,  n.  in  me  by  the  plaintiff  and  others,  was  an  «&*■£ 

m„  and  post  397,  n.  i.  ment  on  Neilson's  patent,  assuming  the  feet  4* 

(c)  The  plaintiff  having  replied  to  the  fifth  the  apparatus  described  in  his  specification  etdi 

plea  instead  of  demurring,  the  real  issue  was,  not  produce  the  degree  of  effect,  or  amoatt  J 

whether  the  hot  air  blast  used  by  the  plaintiff  temperature,  necessary  for  the  plaintiff**  itw* 

was  the  hot  air   blast   protected  by   Neilson's  tion.     These  pleadings  and  the  trial  were  f* 

patent.    The  pleadings  admit  that  the  plaintiff  to  the  decision  on  Neilson's  patent,  which  decsfc 

had  a  license  from  Neilson,  but  that  circumstance  such  improved  apparatus  to  be  protected  If  K 

does  not  affect  the  real  question,  whether  the  im-  patent.     Ante  369. 
proved  apparatus  for  applying  the  hot  blast,  then 
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Manufacture  within  the  meaning  of  the  statute  of  21  James  1,  H.  Vac,,  1840. 
c3,s.  6,  for  which  a  patent  can  be  granted,  but  only  using  at 
the  same  time  of  a  well-known  article — namely,  anthracite,  or 
■tone  coal  or  culm — and  of  the  hot  air  blast  (the  latter  admitted 
in  the  plaintiff's  specification  to  be  then  well  known),  each 
separately  in  use  for  smelting  and  manufacturing  iron  before  the 
date  of  the  said  letters  patent     2.  That  anthracite,  or  stone 
coal  or  culm,  had  been  publicly  used  as  the  only  fuel  in  the 
•melting  and  manufacture  of  iron  by  Mr.  Thomas  Harper,  at 
Ins  furnace  at  Abercrave,  in  the  county  of  Brecon,  and  had  been 
soused,  mixed  with  other  fuel,  by  the  British  Iron  Company,  at 
their  works  at  Abercrave  aforesaid,  and  at  the  Tniscedwin  Iron 
Works,  the  Landore  Iron  Works,  the  Millbrook  Iron  Works, 
and  the  Neath  Abbey  Iron  Works,  in  the  county  of  Glamorgan, 
before  the  date  of  the  said  letters  patent ;  and  the  alleged  in- 
vention of  the  plaintiff  is  only  the  use  of  anthracite,  or  stone 
coal  or  culm,  with  hot  air  blast.     3.  That  the  using  of  hot  air 
blast  in  the  smelting  or  manufacture  of  iron  was  not  the  inven- 
tion of  the  plaintiff,  but  was  well  known  and  in  use  before  the 
grant  of  the  said  letters  patent  to  the  said  plaintiff,  as  admitted 
in  the  specification  thereof;  and  the  alleged  invention  of  the 
plaintiff  is  only  the  use  of  the  said  hot  air  blast  with  the  well- 
known  anthracite  stone  coal  or  culm ;  and  that  the  hot  air  blast 
was  used  in  the  smelting  and  manufacture  of  iron  prior  to  the 
and  letters  patent,  at  the  works  of  the  said  plaintiff,  called  the 
Yniscedwin  Iron  Works,  at  the,  &c.  (specifying  a  great  number 
of  other  works  and  places),  and  also  at  a  great  many  iron  works 
in  the  kingdom,  too  numerous  to   be  individually  specified. 
4.  That  the  alleged  invention  of  the  plaintiff  necessarily  involves 
the  use  of  another  invention,  which  was  patented  before  the 
date  of  the  plaintiff's  letters  patent— namely,  the  hot  air  blast 
of  J.  B.  Neilson ;  and  that  the  application  thereof  to  anthracite 
or  stone  coal,  which  was  a  well-known  fuel,  was  an  application 
all  persons  were  and  are  at  liberty  to  make,  who  had  permission 
to  use  the  said  invention  of  the  said  J.  B.  Neilson.     5.  That 
the  exclusive  use  of  the  hot  air  blast  having  been  previously 
pmted  to  J.  B.  Neilson  by  letters  patent,  the  subsequent  patent 
granted  to  the  plaintiff  for  the  same  invention  is  void.     6.  The 
anthracite,  or  stone  coal  or  culm,  having  been  well  known  and  in 
use  as  a  fuel  prior  to  the  said  plaintiff's  patent,  the  application 
of  such  fuel  to  the  smelting  or  manufacture  of  iron  by  well- 
known  methods,  is  not  a  new  manufacture  within  the  meaning 
of  the  statute.     7*  That  the  use  of  the  hot  air  blast,  described 
in  the  said  specification,  produces  substantially  only  the  same 
effect  when  the  anthracite,  or  stone  coal  or  culm,  is  used  as  fuel 
in  the  smelting  and  manufacture  of  iron,  as  when  any  other 
kind  of  coal  or  coke  is  used  for  the  same  purposes.     8.  That 
the  specification  is  defective,  inasmuch  as  it  does  not  describe 
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the  kind  of  furnace  to  which  the  alleged  invention  is  applicable, 
and  it  is  not  applicable  to  all  kinds  of  furnaces.  9.  That  the  nit 
specification  does  not  clearly  state  whether  or  not  it  is  intendei 
to  apply  to  the  use  of  anthracite,  or  stone  coal  and  culm,  as  At 
only  fuel,  or  whether  it  is  intended  to  include  the  use  of  at* 
thracite,  or  stone  coal  and  culm,  together  with  other  fuel. 
Sir  F.  Pollock  Sir  F.  Pollock  stated  the  plaintiff's  case.  Gentlemen  of  tht 
for  the  plaintiff.  jury .  The  jfofatfff  j^  5^  engaged  during  the  whole  of  his  Hi 

in  the  manufacture  of  iron,  by  smelting  it  from  the  ore.  H» 
works  are  at  Yniscedwin,  in  South  Wales,  at  no  great  distance 
from  the  works  of  the  defendants  at  Neath  Abbey,  who  are  al 
manufacturers  of  iron.  The  plaintiff  is  the  discoverer  of  one 
the  most  important,  valuable,  and  useful  discoveries  that,  perl 
(as  I  think  I  should  not  use  an  expression  too  strong  if  I 
has  shed  lustre  on  modern  times,  and  modern  improvements, 
modern  intelligence  and  enterprise.  And,  perhaps,  in  the  whotej 
history  of  the  manufactures  of  this  country,  future  days  w9] 
present  the  name  of  Mr.  Crane  on  the  same  level  with  thoee 
persons  who  have  advanced  the  prosperity  of  their  country  a 
the  most  eminent  degree. 

I  dare  say,  gentlemen,  you  are  all  of  you  aware,  in  a  general 
way,  of  the  nature  of  the  smelting  of  iron.  The  ore  of  the  iroa 
is  first  roasted,  which  reduces  it  to  the  state  nearly  of  an  oxidft 
of  iron,  mixed  with  earth.  It  is  then  smelted,  an  operatm 
which  consists  of  exposing  it  to  the  action  of  some  carbonic  or 
charcoal  principle  at  a  very  high  temperature.  The  charcoal 
unites  with  the  oxygen,  which  makes  the  metal  an  oxide;  and 
that  restores  the  metal,  or  rather  brings  it  into  what  is  called  ill 
natural  state,  or  rather  its  pure  state,  as  the  regulus  of  the 
metal,  and  in  this  state  flows  down  to  the  lower  part  of  the  fa- 
nace ;  when  this  is  tapped  or  opened  it  flows  away,  constituting 
that  sort  of  iron,  in  its  first  state,  called  pig  iron  or  cast  iroa, 
in  some  of  the  states  in  which  we  find  it.  Sometimes  it  flows  oat 
at  once,  to  be  applied  to  useful  purposes,  by  running  into  mouldi, 
and  is  immediately  employed  for  the  useful  purposes  of  life.  At 
other  times,  it  flows  into  the  shape  of  pig  iron,  which  is  after- 
wards  submitted  to  other  processes,  in  order  to  bring  it  into  the 
character  of  wrought  iron. 

This  was  a  process  that,  in  former  times,  as  you  may  readily 
suppose,' was  performed  chiefly  by  wood ;  that  is,  by  charcoal,  or 
charred  wood.  The  volatile  parts  of  the  wood  were  driven  off 
by  great  heat ;  charcoal  was  formed,  and  then  the  charcoal  and 
the  iron  ore  were  exposed  to  beat  in  the  furnace,  an  operation 
which  is  called  smelting.  As  far  back  as  the  reign  of  James  the 
First,  the  woods  of  this  country  having  been  exhausted,  it  became 
of  great  importance  to  apply,  if  possible,  the  immense  quantities 
of  coal  that  were  ascertained  to  be  in  various  parts  of  this  king- 
dom., and  to  apply  that  fuel  instead  of  charcoal,  which  by  that 
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i  had  become  very  dear.  The  Lord  Dudley,  whoae  invention  Sir  F.  Pollock 
constitutes  an  exception  to  the  statute  of  monopolies,  passed  in-'or  tke  &****&- 
lie  reign  of  James  I.,  under  which  all  patent  rights  that  are 
dtimed  in  modern  times  are  claimed,  first  discovered  that  iron 
amid  be  manufactured  from  pit  coal  or  bituminous  coal.  Now, 
I  do  not  propose  to  occupy  you  in  any  detail  of  the  process 
which  he  adopted.  It  was  chiefly  by  the  application  of  a  blast, 
in  consequence  of  which  he  was  able  to  make  pit  coal  appli- 
cable to  the  purpose  of  manufacturing  iron.  For  many  years  the 
process  was  comparatively  imperfect,  but  it  was  very  important. 
lion  was  made  in  this  country  in  great  abundance,  and  as  the 
process  of  Lord  Dudley  came  to  be  better  understood,  and  when 
the  vast  power  of  the  steam  engine  was  applied  to  increase 
die  blast  that  worked  the  furnaces,  greater  results  followed. 
For  many  years  the  iron  was  not  so  good  as  the  Swedish  iron, 
Blade,  from  the  abundance  of  wood  in  that  country,  chiefly  or 
altogether  from  charcoal. 

It  was  discovered  that  the  manufacture  could  be  considerably 
improved  in  various  ways.    The  practice  of  coking  the  coal 
*wis  suggested;  that  was  a  great  improvement.     Some  other 
improvements  were  introduced,  by  which  it  was  supposed  that, 
&r  many  purposes,  we  had  at  length  an  iron  which  was  equal  to 
Swedish  iron.     However,  some  years  ago  it  was  ascertained,  I 
may  say  a  great  many  years  ago,  that  there  were  large  fields  (I 
Urdly  know  how  to  use  a  term  capacious  enough  to  give  you  a 
lotion  of  the  immense  tracts  of  country),  which  in  South  Wales 
produce  a  particular  species  of  coal,  called  stone  coal,  or  an- 
thracite.   This  is  a  substance,  though  called  by  the  name  of 
ml,  that  differs  very  much  from  the  ordinary  or  bituminous 
coil  that  you  are  accustomed  to  see  blazing  in  your  grates.   The 
common  coal,  from  whatever  place  derived,  blazes  away  in  a 
cheerful  fire,  and  breaks  up  readily;  but  the  anthracite,  or  stone 
coal,  differs  both  in  appearance,  structure,  and  character,  from 
common  coal.     It  has  a  lustre  which  is  vitreous  and  almost  me- 
tallic: it  does  not  break  up  easily  into  pieces,  and  for  many 
purposes  of  combustion  is  wholly  and  entirely  useless.     If  a 
piece  be  put  into  a  common  fire,  an  ordinary  kitchen  fire,  for  a 
considerable  time  it  would  give  the  impression  that  a  stone  had 
been  put  in ;  it  would  remain  dark  and  cold  apparently,  not  at 
t&  contributing  to  the  combustion,  but  rather  impeding  the  fire. 
At  length,  if  the  heat  were  considerable,  it  would  itself  ignite, 
t&dburn  very  slowly,  with  no  flame;  and  if,  after  having  obtained 
by  great  care  and  artifice  a  fire,  well  burnt  up,  composed  chiefly 
of  this  coal,  the  blast  of  a  pair  of  bellows  be  applied  by  way  of 
making  it  burn  brighter,  which  of  course  you  would  do  with  an 
Ordinary  fire,  the  fire  would  be  blown  out.    This  coal  has  been 
known  to  exist  for  centuries ;  it  was  known  to  be  of  no  use  for 
domestic  purposes ;  it  had  never  been  applied  to  any  of  the 
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Sir  F.  Pollock  great  processes  of  smelting ;  attention  had  been  called  to  it  in 
forthcpimntif.  y^^  ways#  jt  wa8  thought  that  there  must  be  some  mode 
by  which  so  plentiful  an  article,  and  apparently  so  tempting 
and  so  promising  a  subject  for  the  philosopher  or  for  the  enter- 
prising manufacturer,  could  be  brought  into  use.  You  will  find 
that  it  had  been  the  subject  of  much  consideration,  of 
attempts,  and  some  patents ;  it  had  been  the  subject  of 
prizes;  rewards  were  offered  for  the  purpose,  to  any  person  who 
could  make  use  of  it,  or  bring  it  to  bear  advantageously  in  the 
manufacture  of  iron.  But  until  the  time  that  Mr.  Crane  fiflt 
discovered,  that  provided  you  would  use  a  blast  previously  nisei 
to  a  temperature  of  about  600  degrees  of  Fahrenheit — until  hs 
had  discovered  that  which  was  the  subject  with  him  of  repeated 
experiments,  and  that  sort  of  expense  which  I  dare  say  you  ait 
aware  of  when  the  subject  of  experiment  is  a  furnace  on  a  voy 
large  scale — nothing  had  been  done  successfully;  but  Mr.  Craft 
having  distinctly  ascertained  the  fact,  took  out  his  patent,  enrolled 
his  specification,  and  published  to  the  world  that  which  lift 
had  done. 

Gentlemen,  probably  there  has  very  rarely  been  a  discovery 
of  this  importance  and  magnitude,  the  full  value  of  which  wis 
instantly  appreciated.  Within  a  very  short  time  the  value  of  all 
the  property  around  Mr.  Crane's  premises,  and  around  all  the  other 
smelting  works,  that  under  his  license  have  begun  to  work,  was 
greatly  advanced  in  value.  I  believe  I  speak  short  of  the  mirk,  j 
when  I  say  that  this  property  became  three  times  its  prevkw  J 
value.  The  iron  itself  was  discovered  to  be  much  more  abundmt 
in  quantity ;  the  same  weight  of  ore  gave  what  they  call  a  laiger 
yield  of  metal,  and  the  metal  that  was  obtained  was  itself  of  i 
much  more  valuable  quality.  The  process  itself  was  one  of  con- 
siderable economy  compared  with  the  other,  for  a  smaller  quantity 
of  fuel  was  actually  used.  These  advantages  were  so  clear  and 
acknowledged,  so  instantly  felt  in  the  neighbourhood  where 
Mr.  Crane  lived,  that  the  influential  people  in  that  country  met 
together  to  give  Mr.  Crane  a  dinner ;  and  he  was,  undoubtedly, 
then  hailed  as  one  of  the  greatest  benefactors  that  had  ever  come 
forward  to  advance  the  manufactures,  and  thereby  the  prosperity, 
of  the  country.  And  the  effect  of  this  discovery  is,  that  we 
shall  be  able  not  merely  to  compete  on  the  subject  of  iron,  of 
the  best  sort,  with  any  country  on  the  face  of  the  globe,  but  that 
we  can  now  by  this  process  manufacture  a  much  better  iron  than 
any  that  we  have  been  in  the  habit  of  importing,  for  any  pur- 
pose, from  any  part  of  the  world.  I  speak  chiefly,  of  course,  of 
Swedish  iron,  which  has  long  been  considered,  for  certain  pur- 
poses,  the  best  iron;  and  even  at  the  present  time,  Swedish 
iron,  no  doubt,  is  used  for  some  purposes,  although  to  a  much 
less  extent  than  was  the  case  a  few  years  ago. 

Mr.  Crane  then  has  brought  into  use — into  most  efficient  use 
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-large  tracts  of  this  description  of  coal,  which  before  his  inven-  H.  Vac.,  1840. 
ion  undoubtedly  was  considered  to  be  of  little  or  no  use,  beyond 
■Rushing  fuel  to  some  few  manufactories.  The  supply  to  the 
London  market  was  very  small,  indeed  so  small  that  the  price 
I  this  coal  was  higher  than  the  ordinary  coal ;  not  that  the 
oil  itself  was  dearer,  for  it  was  a  mere  drug,  it  was  to  be  had 
fc  a  lower  price  than  any  other  coal  at  the  place  where  it  was  to 
e  obtained ;  but  the  demand  for  it  was  so  small,  and  the  quan- 
ty  which  came  so  inconsiderable,  that  they  could  not  afford  to 
ring  it.  It  was  not  an  article  in  sufficient  demand  to  come 
lifch  that  facility  so  as  to  be  furnished  at  the  cheap  rate  at 
duch  it  would  have  been,  if  there  had  been  the  same  sort  of 
bmand  as  there  is  for  bituminous  coal.  This  invention  and 
Us  discovery  has  created  a  source  of  wealth,  wherever  stone 
ml  exists,  that  had  no  existence  whatever  before.  Probably 
le  price  of  that  article,  the  value  of  it,  is  more  than  quadrupled, 
nr  instead  of  being  an  article  of  no  value,  it  has  become  now 
if  a  value  as  great  as  bituminous  coal  itself,  and  for  the  pur- 
ines of  this  manufacture  its  tendency  is  entirely  to  supersede 
ft;  wherever  it  can  be  obtained,  it  would  supersede  it. 

But  this  is  not  the  only  important  matter ;  it  gives  a  larger 
|tontity  of  iron.  That  is  a  matter  of  evidence,  and  will  be 
ttrie  out,  I  believe,  to  your  entire  satisfaction.  The  iron 
ibdf  is  of  far  greater  value ;  and  if  it  be  required  that  a  dis- 
Dovery  should  give  to  the  world  a  new  manufacture  or  substance, 
At  iron  that  is  produced  by  Mr.  Crane's  invention  undoubt- 
edly has  this  remarkable  feature  of  novelty — that  it  is  far 
Wronger,  and  far  more  valuable,  than  any  other  iron  that  has 
yet  been  made  by  any  other  process. 

The  defendants  first  say,  they  are  not  guilty ;  by  which,  as  I 
understand,  they  mean  to  contend  that,  because  they  do  not  use 
id  anthracite  they  are  not  infringers.  They  admit  the  use  of 
Ike  hot  blast,  of  the  temperature  described  in  the  specification, 
and  the  use  of  a  portion  of  stone  coal.  The  plaintiff's  invention 
i not  limited  to  the  sole  and  exclusive  use  of  stone  coal;  he 
T*a  discovered  that  the  use  of  a  fuel  never  before  used  to  any 
plctical  extent  in  the  making  of  iron  is  practicable  in  all  and 
*eiy  proportion,  and  that  the  more  of  that  fuel  is  used  the 
better  will  be  the  iron.  The  use  of  that  fuel  at  all  is  pro  tanto 
*&  infringement  of  the  patent. 

The  third  plea  may  either  mean  that  iron  was  made  before  by 
tile  combination  of  the  hot  blast  with  the  use  of  stone  coal,  or 
ftat  the  invention  is  not  a  manufacture.  The  former  will  be 
disproved  by  the  evidence,  and  the  latter  will  be  for  the  decision 
°f  his  lordship.  Undoubtedly  the  iron  produced  is  a  new 
Manufacture,  for  such  iron  was  never  produced  at  all  before, 
**id  no  iron  was  ever  produced  in  the  same  way  before.  Had 
4>e  article  produced  been  the  same,  which  it  is  not,  the  pro- 
curing it  by  a  different  process  would  have  been  as  much 
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Sir  P.  Poiioek   protected  by  a  patent  as  the  production  of  an  entirely  new 
for  th*  plaintiff,  substance  not  previously  known.    The  second  plea  says,  that 
the  plaintiff  was  not  the  true  and  first  inventor,  and  the  fourth, 
that  the  specification  is  insufficient.    The  notice  of  objection! 
delivered  in  pursuance  of  the  statute  states  the  specification  to 
be  defective  in  not  stating  the  kind  of  furnaces,  and  whether 
applicable  to  all.    The  invention  is  applicable  to  all  the  furnaces 
alluded  to  in  the  specification,  and  to  any  ordinary  furnace  that 
is  made  and  so  constructed  as  to  be  in  blast,  and  capable  of 
having  a  hot  air  blast  applied  to  it* 

The  fifth  plea  is  principally  matter  of  law.     [The  Lord  CM 
Justice  Tindal:  The  greater  part  of  this  seems  to  be  matter  of 
law.     You  might  almost  make  a  case  of  it.     The  question  is, 
whether  the  plaintiff  is  the  true  and  first  inventor,  if  the  de- 
fendants have  any  evidence  to  show  that  a  hot  blast  was  applied 
to  anthracite  before.]      [SirT.  Wilde,  S.G.:  It  will  termmsjto 
beyond  all  doubt  in  a  question  of  law.    There  are  some  fads 
which  are  material — when  the  plaintiff  invented  it,  when  he 
obtained  his  patent,  and  some  other  things.]    The  true  question 
raised  by  the  issue  on  this  plea  I  apprehend  to  be,  whether  it 
is  impossible  for  any  one  to  use  a  hot  air  blast  of  any  sort 
without  infringing  Neilson's  patent,  because,  if  there  be  a  single 
mode — if  there  be  any  possible  hot  air  blast  of  any  sort  which 
is  not  Neilson's,  then  the  issue  raised  on  these  pleadings  most 
be  found  for  the  plaintiff.     Be  it  admitted  that  Neilson  dis- 
covered one  mode  of  using  hot  air  blast  for  any  purpose  what- 
ever, not  applying  it  at  all  events  to  the  making  of  iron  with 
stone  coal,  the  plaintiff  gives  to  the  world  as  his  discovery  a  hot 
air  blast  of  a  temperature  of  600  degrees  Fahrenheit,  that  is, 
about  the  temperature  at  which  lead  will  melt.     I  shall  shot 
that  there  did  exist  before  Neilson's  patent  a  mode  described 
of  a  hot  air  blast  for  a  furnace  {ante  274,  n).    If  any  one  existed; 
all  that  the  plaintiff  was  called  upon  to  say  was  this, — I  care  not 
where  or  how  you  get  the  hot  air  blast ;  whether  by  license 
under  Neilson,  or  by  means  before  given  to  the  public,  of  some 
other  improved  method.     The  hot  air  blast  is  well  known;  I 
claim  nothing  in  respect  of  it,  except  the  using  it  in  combini- 
tion  with  anthracite,  and  not  even  that  as  against  any  patent 
If  it  be  necessary  that  I  should  have  a  license  to  use  a  par* 
ticular  kind  of  hot  air  blast,  I  admit  that  I  must  get  that  license. 
If  Neilson  had  a  complete  monopoly  of  all  the  hot  air  blasts  in 
the  world,  the  patent,  as  an  improvement  on  another  patent,  is 
unquestionably  good.    The  plaintiff  has  discovered  that  the  hot 
air  blast  used  in  a  particular  manner,  for  a  particular  purpose, 
will  produce  a  result  incomparably  better  than  has  been  done 
by  the  combination  of  any  other  matter  to  produce  the  ssn* 
results ;  if  a  particular  form  of  hot  air  blast  cannot  be  vmA 
without  a  license,  that  license  must  be  obtained. 

But  it  will  be  said  the  plaintiff  took  a  license  from  Neilson. 
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He  plaintiff's  invention  was  of  infinite  importance;  none  in  H.  Vac.,  1840. 
■odern  times  to  compare  with  it  in  the  benefits  it  has  con- 
fared  upon  the  country;  the  plaintiff  was  desirous  by  every 
pwtihle  means  to  carry  it  on  to  perfection,  and  having  occasion 
to  see  what  improvements  had  been  made  upon  the  hot  air 
Mist,  which  after  all  was  no  part  of  his  invention,  he  could  not 
toll  tat  that  many  of  the  experiments  might  fall  within  Neilson's 
intent,  and  therefore  it  was  much  better  for  him  to  pay  the 
mall  sum  demanded  by  Neilson  than  involve  himself  in  litiga- 
ion  at  the  earliest  moment  when  his  patent  came  before  the 
nblic.  The  question  is,  whether  the  plan — the  very  plan  pointed 
at  by  Mr.  Crane— is  within  the  scope  and  compass  of  Neilson's 
i?ention.  It  appeared  better  to  traverse  the  fact,  believing  it 
ot  to  be  true,  than  to  demur  to  the  plea  in  point  of  law. 
faugh  we  had  a  clear  ground  to  ask  for  the  judgment  of  the 
nut,  I  believe  this  to  be  of  no  sort  of  importance ;  but  still  as 
Egards  the  fact,  the  plaintiff  will  be  entitled  to  the  verdict 
lie  plaintiff  does  not  suggest  the  use  of  Neilson's  hot  blast 
idusively ;  his  patent  is  not  for  a  mode  of  getting  a  hot  air 
last,  of  which  plenty  were  known,  or  for  a  mode  of  raising  the 
anperature  to  600  degrees ;  but  he  says — *c  Get  the  hot  blast 
f  a  temperature  of  600  degrees  Fahrenheit,  by  any  mode  in 
our  power,  either  under  license  or  not,  and  having  got  it, 
pply  it  to  the  making  of  iron  with  the  assistance  of  stone  coal, 
lid  you  will  produce  that  superior  article  for  which  the  plaintiff 
aims  to  have  a  valid  patent." 

The  following  is  an  abstract  of  the  evidence  : — John  Morgan  Plaintiff's  ai. 
•I  am  agent  to  the  plaintiff,  who  carries  on  the  Yniscedwin  dence' 
rorks.  I  know  the  Neath  Abbey  Works.  I  was  sent  there 
r  the  plaintiff  in  May,  1838.  The  fillers  were  then  using  an- 
nate, or  stone  coal ;  about  5  cwt.  1  qr.  of  that  coal ;  no  corn- 
on  coal  except  coke ;  of  that  about  9  cwt.  There  was  about 
r  cwt.  of  mine  or  iron  stone  to  the  charge.  The  hot  air  blast 
is  used.  I  have  been  under  the  plaintiff  sixteen  or  seventeen 
an.  I  partly  know  the  process  by  which  he  manufactures  his 
IB.  I  know  the  furnace  No.  1.  In  that  furnace  the  plaintiff 
es  hot  blast  and  coke  with  stone  coal.  Sometimes  half,  some- 
lies  three-fourths,  of  stone  coal.  In  furnace  No.  2,  all  stone 
al  is  used.  In  No.  3,  he  uses  all  stone  coal  at  present,  at 
ist  when  we  started  from  home  (c).  Before  that  he  had  used 
Ice  partly.  The  plaintiff  has  now  a  full  supply  of  stone  coal, 
te  plaintiff's  hot  blast  melts  lead.  I  could  not  tell  the  heat 
the  blast  at  the  Neath  Abbey  Works.     I  cannot  tell  whether 


c)  It  was  suggested  on  the  part  of  the  plaintiff,  of  Reece  Davis  on  cross-examination  (  Printed  eatet 

i  the  ate  of  common  coal  or  coke,  spoken  to  26).     But  the  same  witness  also  states,  that  they 

•one  of  the   witnesses,  was  owing   to  the  found  that  in  the  large  furnace,  No.  3,  they  did 

■tiff  being  short  of  stone  coal,  his  colliery  not  make  so  lanre  a  quantity  of  iron  with  more 

'mm  been  newly  opened,  and  moreover  the  than  two-fifths  of  stone  coal ;  that  they  had  been 

ernsting  at  one  time  got  into  it.  See  evidence  working  half  and  half  for  several  months. 

3  D 
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Piaintift  m-    the  apparatus  used  was  the  same  or  different.     I  have  been  in 
dence%  plaintiff's  service  upwards  of  sixteen  years.    The  quality  of  the 

iron  made  by  the  plaintiff  by  the  use  of  stone  coal  is  better 
than  that  made  with  the  cold  blast  or  the  heated  air  and  coke; 
we  call  it  a  combination  of  stone  coal.  The  iron  made  with  the 
stone  coalps  the  better  iron.  I  do  not  know  the  purposes  for  which 
the  iron  is  used,  or  particularly  about  the  quantities  of  fuel  used. 
On  cross-examination  —  I  overlook  the  plaintiff's  colliery, 
about  four  and  a-half  or  five  miles  from  the  works.  It  is  bite* 
minous  coal.  The  plaintiff  has  had  all  his  coal  from  that  place 
since  1832.  I  went  alone  to  the  Neath  Abbey  Works.  The 
usual  charging  is  by  so  many  barrows  of  one  sort  of  thing  ind 
so  many  of  another.  I  took  an  exact  account  in  writing;  it 
was  May  1st,  1838.  I  have  only  been  there  an  hour  or  two. 
They  put  in  one  barrow  of  stone  coal  to  three  of  coke.  The 
furnace  was  charged  three  times  during  the  hour  or  two  I  was 
there.  The  mine  is  in  boxes ;  the  fillers  told  me  there  wu 
14cwt.  I  saw  the  hot  blast;  I  looked  into  the  apparatus; 
there  is  a  place  to  see  it;  I  said  what  I  came  for.  I  know 
nothing  about  the  management  of  furnaces ;  what  I  have  said 
about  the  proportions  varying,  1  have  heard  from  the  workmen. 
1  was  told  to  go  and  look  at  the  furnaces  before  I  started  from 
home.  No.  3  had  all  stone  coal ;  I  saw  it  at  the  top ;  I  could 
not  see  it  at  the  bottom ;  I  was  not  there  when  the  furnace  was 
charged.  The  plaintiff  gets  stone  coal  close  by  his  works.  They 
were  not  using  free  burning  coal  (d)  at  the  Neath  Abbey  Works; 
it  was  coke.  1  was  last  there  on  the  7th  of  June,  1838.  I 
have  seen  free  burning  and  bituminous  coal  coked  when  mixed. 
I  have  never  seen  small  free  burning  coal  coked.  I  am  cote 
to  the  plaintiff.  I  have  tried  several  times  to  coke  small  free 
burning  coal,  but  could  not  succeed.  Anthracite  will  not  coke. 
I  was  last  at  the  Neath  Abbey  Works  on  the  7th  of  June,  1838. 
On  re-examination — On  the  7th  of  June  they  were  using 
5  cwt.  and  1  qr.  of  stone  coal,  and  coke  of  bituminous  coal,  ai 
in  the  month  of  May. 

John  Buckland — I  am  master  moulder  to  the  plaintiff.  I 
have  been  on  the  works  thirty-six  years.  The  works  are  situated 
on  the  anthracite  or  stone  coal  formation,  which  extends  to 
Pembrokeshire,  between  sixty  and  seventy  miles.  I  have  known 
of  several  attempts  to  smelt  iron  with  stone  coal ;  they  sD 
failed.  In  1827,  we  used  a  small  quantity  of  stone  coal,  bat  it 
was  drawn  off;  that  is,  no  more  was  put  in,  we  ceased  using  it 
The  effect  was,  that  in  a  short  time  the  twires  were  shut  up,  the 
blast  could  not  get  in  $  it  was  all  clogged.     I  remember  many 

(d)  The  coal  called  free  burning  coal  wag  said      other  of  a  crystallized  structure.    That  m  bsra- 
by  the  counsel  for  the  defendants  to  be  very  nearly      ing  it  exhibits  no  appearance  of  t  * 


stone  coal,  but  not  to  fall  properly  under  that  binding  matter,   but  contains  pure 

name ;  this,  however,  was  denied  on  the  part  of  hydrogen  with  a  carbonaceoat.ratidimm;  A* 

the  plaintiff.     Mr.  Mushet  informs  me,  that  free  the  resulting  coke  is  open,  and  not  at  all  boasi 

burning  is  the  very  opposite  to  anthracite,  and  of  together   by  a  bituminous   cement.     Bee  ss* 

two  kinds— the  one  of  a  reedy  and  laminated,  the  394,  n.  o. 
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other  experiments  in  the  neighbourhood,  here  and  there ;  they  H.  Vac,  1840. 
all  Jailed ;  we  never  saw  one  succeed,  or  heard  of  one  succeeding. 
I  know  the  plaintiff's  furnace,  No.  2 ;  it  was  set  to  work  about 
February,  1837-  A  hot  blast  apparatus  was  put  up;  it  was 
Hoe  that  (pointing  to  a  model).  The  furnace  was  eleven  feet 
two  inches  across  the  boshes,  the  widest  part,  and  forty-three 
eet  high;  it  was  what  is  called  a  cupola  furnace.  It  was 
forged  with  stone  coal  directly  it  was  done.  There  was  a  little 
oke  put  in  to  begin,  and  then  all  stone  coal,  and  no  other 
ince ;  the  blast  lasted  two  years  and  four  months,  then  it  was 
town  out,  and  we  put  a  new  hearth  in,  and  put  it  in  blast 
pin.  It  was  out  of  blast  four  weeks.  It  has  been  in  blast 
lur  or  five  weeks,  and  was  in  blast  when  1  came  from  home. 
lie  temperature  is  about  600  degrees ;  it  will  melt  lead ;  there 
i  a  hole  in  the  pipe  which  is  stopped  by  an  iron  plug,  and 
be  blast  is  tested  by  putting  a  piece  of  lead  over  the  hole. 
Wore  March,  1887,  the  No.  2  furnace  was  burnt  with  bitu- 
unous  coaL  I  have  seen  the  iron  produced  from  that  furnace 
rhen  common  coal  and  cold  blast  were  used ;  the  stone  coal 
tm  is  a  great  deal  stronger;  it  makes  very  good  bar  iron,  bolt 
xm,  and  cable  iron.  The  furnace  yields  more  iron  from  the 
line  put  in.  The  quantity  of  fuel  is  less ;  it  may  be  to  the 
mount  of  one-sixth. 

On  cross-examination — I  am  the  moulder,  and  have  had 
othing  to  do  with  charging  the  furnaces.  The  person  who 
nperintended  the  attempts  with  stone  coal  was  David  Thomas ; 
te  is  in  America.  I  saw  them  throwing  stone  coal  in  at  times  in 
wy  small  quantities.  I  saw  stone  coal  used  three  or  four  times 
t  Abercrave,  about  two  miles  distance ;  it  was  about  thirteen 
f  fourteen  years  ago.  Mr.  Ward  was  the  manager ;  he  is  dead. 
i  would  be  in  1827*  The  plaintiff  tried  a  small  quantity  in 
1827,  about  the  same  time ;  I  cannot  say  within  a  month  or 
wo.  It  did  not  last  long  at  Abercrave.  I  was  there  to  look  at 
t  about  three  times,  and  each  of  these  three  times  they  were 
browing  in  stone  coal.  I  never  saw  so  much  as  a  barrowful 
Jed  before  the  hot  blast  came  among  us ;  a  shovelful  I  saw 
very  charge.  It  was  thrown,  most  of  it,  on  the  twire.  I  do 
ot  think  it  hurt  the  iron ;  it  gobbed  up  the  twire.  [Sir  N. 
1tndaly  C.  J. :  I  do  not  see  the  object  of  this  cross-examination, 
ecause  at  the  most  it  is  only  an  attempt  made  in  1827,  in  which 
ley  did  not  exactly  succeed.  There  is  no  doubt  the  thing  is 
one.  The  defence  is,  it  is  not  new.]  The  hot  blast  was  put 
p  by  Allan  Mc  Kenzie.  I  thought  he  came  from  Mr.  Neilson ; 
s  began  with  No.  2  furnace.  It  is  one  of  the  smallest  size 
unaces.  It  was  set  to  work  before  Mc  Kenzie  left.  A  short 
me  after  it  was  set  to  work  it  was  blown  out  The  two  other 
irnaces,  No.  1  and  No.  3,  are  larger  than  this  one.  There  was 
one  coal  in  all  of  them  about  three  months  after  Mc  Kenzie 
ft.    We  have  used  stone  coal  in  No.  3  for  two  years,  not 


3g9  crane's  patent* 

Ftaintift  «w-    alone,  but  with  other  coal.     I  know  the  iron  is  stronger  hj 
dence'  the  using  it.     We  cast  with  it,  and  knew  whether  it  would  hold 

pressure  or  not.  I  do  not  myself  take  any  account  of  the  yidi 
On  re-examination — The  men  are  paid  by  the  ton  of  in* 
made.  There  is  more  iron  made  in  No.  2  and  No.  3.  I  new 
knew  the  stone  coal  used  at  all  with  the  hot  blast  before 
plaintiffs  patent.  The  moulder  casts  his  own  moulds.  I  as 
caster,  and  turn  out  the  castings.  That  enables  me  to  judge  of 
the  quality.  The  strongest  iron  I  have  ever  seen  is  the  stone 
coal  iron.     I  never  saw  iron  run  better. 

Reece  Davis — I  have  been  furnace  manager  to  plaintiff  for 
three  years.  The  hot  blast  apparatus  was  erected  before  I  got 
there.  I  went  there  the  last  day  of  January,  1837-  The 
plaintiff  succeeded  in  making  iron  from  stone  coal.  The  tem- 
perature of  the  blast  is  kept  as  near  as  we  can  to  melting  lead. 
There  was  coke  in  No.  2  when  I  was  first  there ;  we  began  soon 
after  to  put  stone  coal  in.  About  the  7th  or  8th  of  February, 
we  got  all  stone  coal  on.  That  continued  for  two  yean  and  three 
months.  The  iron  is  stronger,  and  the  quantity  from  the  smal 
furnace  greater;  we  get  from  30  to  32  tons  a  week  on  the 
average,  and  before  we  only  got  22  or  23  tons.  We  burn  less 
coal ;  from  30  to  32  cwt.  of  stone  coal  makes  a  ton  of  iron. 
[Sir  N.  Tindai,  C.  J. :  All  this  examination  goes  to  the  useful* 
ness — there  is  no  issue  on  that.  They  do  not  say  it  is  not 
useful ;  they  only  say  other  people  knew  it  before.]  [Sir  P. 
Pollock :  In  a  question  of  prior  use  or  not,  the  extent  of  the 
utility  must  frequently  be  a  very  important  ingredient,  because 
if  it  had  been  used  by  any  body  else,  the  extraordinary  differ- 
ence would  instantly  have  struck  the  person  so  using  it.  It  it 
utterly  impossible  that  it  would  not  have  got  into  general  know- 
ledge and  use.]  The  bituminous  coal  is  the  dearest  in  that  part 
of  the  country,  I  think  by  a  shilling  or  two  a  ton.  No.  3  was 
begun  to  work  about  two  years  ago.  No.  2  was  the  first  which 
began  with  stone  coal.  The  furnace  was  blown  in  with  coke 
and  cold  blast,  and  as  soon  as  the  apparatus  was  ready  we  pot 
stone  coal  in ;  the  hot  blast  was  then  used.  The  iron  is 
strongest  when  all  stone  coal  is  used.  I  was  at  the  Netth 
Abbey  Works  twice  in  April  or  May,  1837.  I  saw  the  de- 
fendant, Joseph  Price.  I  told  him  the  plaintiff  had  sent  me  up  to 
see  how  the  furnaces  were.  I  told  him  how  we  got  on  at  Ynisced- 
win,  and  for  them  to  go  on  in  the  same  way ;  the  furnaces  woaU 
become  in  better  order.  He  asked  me  some  questions  about  oar 
furnaces — what  we  did  there.  There  was  stone  coal  in  use  at 
that  time  at  the  Neath  Abbey  Works,  and  hot  blast  He  toM 
me  to  thank  my  master  for  sending  me  up  there ;  he  said,  we 
are  all  old  hands  here,  we  shall  find  it  out ;  we  shall  find  out  the 
best  way  of  doing  it.  He  said,  that  at  that  time  their  furnaces 
were  not  making  so  much  iron,  not  doing  so  much ;  but  he  smJ, 
they  were  old  enough,  they  would  find  it  out  if  they  had  a  little 
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tine.   I  was  speaking  to  Mr.  Hosgood,  and  I  told  him  the  best  H.  Vac,  1840. 

wtj  we  found  of  going  on,  and  I  had  been  on  the  top  of  the 

fanace  and  round  the  yard  with  him.     I  was  in  the  service  of 

the  British  Iron  Company,  at  Abercrave,  in  1826  and  1827, 

md  for  a  long  time  before.    They  used  the  cold  blast;  I  never 

■v  the  hot  blast  at  all.    Mr.  Harper,  before  that,  tried  stone 

ml.    He  built  a  small  furnace  to  try  an  experiment.     The 

ixst  furnace  was  three  feet  on  the  boshes,  and  fifteen  feet  high. 

le  bad  been  trying  in  that  furnace,  and  he  pulled  the  inside 

town  and  made  it  a  foot  larger,  and  built  it  nineteen  or  twenty 

bet  high  and  four  feet  on  the  boshes.     He  succeeded  in  the 

mailer  one,  and  that  made  him  build  the  larger  one.    The 

vger  one  did  not  succeed.     In  the  smaller  one  he  first  used 

oke,  and  then  it  came  to  stone  coal.    They  tried  the  first  time 

fl  coke,  and  mixed  some  stone  coal  with  it,  and  it  failed  three 

r  four  times.    I  do  not  know  how  many  times ;  and  at  last 

hey  had  all  stone  coal.     It  succeeded  in  the  smaller,  but  they 

aly  did  that  to  try  an  experiment.    After  the  larger  furnace 

Md  been  worked  about  a  month,  Mr.  Harper  sold  the  works  to 

he  British  Iron  Company.    They  kept  it  at  work  ten  or  twelve 

■onths.    They  sometimes  blew  the  furnace  with  all  coke; 

Mr.  Northall  then  put  some  stone  coal  in.     After  the  British 

Iron  Company  had  it,  the  blast  was  never  stone  coal ;  not  all 

tone  coal.    The  twires  were  sometimes  shut  up,  and  we  cut 

them  out ;  that  happens  in  every  furnace. 

David  Mushet — I  have  been  acquainted  with  the  iron  dis- 
tricts forty  years.  In  1826,  I  was  managing  director  of  the 
British  Iron  Company.  I  visited  the  works  of  the  British  Iron 
Company,  at  Abercrave,  twice  in  1826.  They  were  endeavour- 
log  to  use  as  large  a  quantity  of  stone  coal  as  could  be  done 
with  propriety.  At  one  time  they  were  using  three-eighths  of 
•tone  coal  to  five-eighths  of  bituminous  coal,  and  at  another 
time  nearly  equal  quantities;  various  proportions  had  been 
endeavoured  to  be  used  before  that.  The  iron  was  forge  iron ; 
inferior  for  casting  purposes  ;  the  quantity  was  moderate ; 
during  the  first  four  months  of  the  blast  they  made  12  tons, 
ind  during  the  last  four  from  22  to  24  tons  per  week.  I  should 
consider,  in  these  days,  that  to  be  a  very  small  quantity.  I 
thought  the  iron  wretched.  The  average  yield  of  furnaces  in 
South  Wales  is  nearly  50  tons  a  week.  In  my  judgment,  it  did 
not  pay  for  making ;  during  the  last  four  months,  it  came  to 
SL  per  ton,  and  during  the  previous  four  to  8/.  per  ton.  The 
company  never  realized  4/.  per  ton  by  it.  I  sold  one  boat  load 
to  die  Neath  Abbey  Company,  and  Mr.  Price  (one  of  the  de- 
fendants), on  being  pressed  to  take  more,  said  it  was  so  bad 
they  could  not  use  it.  The  iron  was  sent  to  Staffordshire. 
He  works  were,  by  my  advice  and  direction,  abandoned.  The 
»mpany  were  under  a  sleeping  rent  of  400/.  a  year.    With 
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PUtntijps  evi-   more  powerful  machinery,  a  larger  quantity  of  iron  would 
dtnc€'  been  made,  and,  so  far  as  that  went,  this  would  have  it 

the  common  charges  on  the  cost  of  production,  bat  it 
not  have  altered  the  quality  of  the  iron.  The  anthracite 
an  untractable  nature ;  I  have  heard  that  many  attempt! 
been  made  during  the  last  thirty  years  to  make  iron  with 
coal.  It  was  a  great  desideratum  in  the  trade;  sine 
plaintiff's  discovery,  two  very  extensive  works  have  been  c 
on  the  usual  scale  of  pig  iron  manufactories.  I  made  c 
merits  on  the  strength  of  the  iron.  According  to  Mr. 
gold's  experiments,  the  breaking  weight  of  a  bar  made 
ordinary  way  is  173  lbs.  I  found  the  breaking  weigh) 
similar  bar,  made  in  furnace  No.  2,  with  all  stone  coal  ai 
blast,  to  be  2091,  and  in  furnace  No.  3,  with  two-thirds 
coal,  to  be  199,  and  from  No.  1,  with  one-third  stone  coal 
180  lbs.  The  iron,  with  one  exception,  followed  the  i 
being  the  stronger,  according  to  the  quantity  of  stone  coal 
White  iron  is  that  species  of  iron  which  is  deteriorated 
which  fuel  enters  in  a  less  proportion  than  any  other.  It 
fusible  5  brittle  and  inapplicable  to  any  purpose  unless 
with  other  iron.  I  saw  no  white  iron  at  die  works  at  all \ 
of  the  furnaces  were  making  white,  they  were  all  maku 
cellent  grey  iron.  There  is  an  anthracite  association  f 
purpose  of  promoting  the  adoption  of  stone  coal.  The* 
cimens  are  superb  iron.  This  would  do  uncommonly  n 
rails  and  chain  cables  (i). 

Francis  Northall — I  was  at  Abercrave,  from  April  II 
February  1827.  There  was  one  furnace  there.  The  ftu 
was  stone  coal  and  partly  coke,  but  the  greater  quantity  wai 
it  was  cold  blast.  I  tried  the  stone  coal  from  April  to  Fet 
and  Mr.  Ward  had  tried  it  before :  it  failed  altogether, 
had  known  as  much  as  we  do  now,  we  could  have  mastei 
business ;  but  we  did  not  know  it;  we  wanted  the  hot  bli 
other  thing  will  do  but  that.  The  iron  cost  61.  a  ton ;  th 
pany  were  losing  21.  a  ton,  if  not  more.  Some  of  it  was 
good,  some  middling,  and  some  ordinary  iron.    I  have  ob 


(•)  This  witness  was  cross-examined  at  great  any  coal  of  a  bituminous  character,  eknc 

length  as  to  the  coal  basin  of  Wales,  and  the  charac-  thick  lamina.  Ibid,  49.  Mr.  Musket  forth 

ter  of  anthracite  and  of  free  burning  coal,  and  as  to  stone  coal  to  be  a  well-known  article 

the  way  in  which  the  different  species  pass  into  merce,  sold  in  large  quantities  for  dryi 

each  other,  whether  gradually  and  by  transition  and   well  distinguished  from  bhumino 

through  an  intermediate  species  between  stone  That  as  to  the  term  anthracitious,  no  on 

and  bituminous,  to  which  the  term  anthracitious  those  who  pusxled  themselves,  knew  a 

might  be  applied,  or  abruptly ;  whether  in  some  about   it ;    that  very  few  distinguished 

cases  the  anthracite  and  bituminous  did  not  alter-  citious  from  anthracite ;  that  it  is  callet 

nate  in  very  thin  layers,  so  that  a  person  working  culm  in  the  Swansea  market.  Ibid.  43. 
fairly  down  would  take  the  two  together,  and  ob-  Mr.  Mushet  informs  me,  thai  his  end 

tain  therefrom  a  good  coke.   Printed  case,  35.  But  the  alternation  of  the  stone  and  " 

Mr.  Brough,  mineral  surveyor  for  forty  or  fifty  had  reference  only  to  the  first  n 

years,  stated  that  he  had  never  seen,  and  was  not  the  anthracite  principle  in  the  coal  i 

aware  of,  any  instance  where  the  strata  of  stone  ing  along  the  edge  of  the  Welsh  basin, 

coal  alternate  with  strata  of  bituminous  coal,  or  394,  n.  a. 
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iring  of  the  plaintiff's  furnaces;  the  hot  blast  answers  H. Vac,  1840. 

impose  to  him.    The  quality  of  the  iron  is  very  good, 

dinaiy  good ;  there  is  no  such  iron  made  in  this  kingdom 

inthracite  coal  iron  made  at  Yniscedwin.    That  made  at 

we   was  tender  cold  short  iron.     On  cross-examina- 

s  says — When  we  could  get  the  blast  through,  the  iron 

Idling  at  times;  when  there  was  one  ton  or  two  that  was 

ig,  there  were  ten  tons  which  were  bad  (/). 

William  Carpmael — Nearly  seventy  patents  connected 

16  manufacture  of  iron  have  from  time  to  time  been 

[.  The  first  making  any  mention  of  the  use  of  anthracite  is 

's  (g).  The  mode  proposed  is  ingenious,  but  it  would  fail 

1  as  the  blast  comes  upon  it*     He  speaks  of  the  blast ; 

linary  blast  of  that  period  was  the  cold  blast ;  the  cold 

lows  anthracite  black  instead  of  aiding  the  combustion. 

ject  of  Philip  Taylor's  (A)  patent  was  to  use  carburetted 

en  gas,  for  the  purpose  of  supplying  to  anthracite  that  in 

it  appeared  to  differ  from  other  coal :  it  failed.    A  blast 

was  to  be  used ;  the  ordinary  blast  at  that  time  was  the 

ast.    Botfield's  invention  is  to  use,  with  or  without  the 

y  blowing  apparatus,  heated  air  (t).    It  is  not  applied  to 

oal.    His  invention  cannot  be  used  without  blowing  hot 

}  the  furnace,  if  the  ordinary  blowing  apparatus  be  used 

junction  with  the  other  apparatus  (A).    1  never  heard  of 

everal  other  witnesses  were  called,  but  it  John  Arthur — I  had  the  Pwlfaron  Colliery ;  it 

lfficient  to  advert  generally  to  the  nature  is  stone  coal.     I  sold  it  to  the  defendants  in  Oc- 

evidence.     Thomas  Strick  spoke  to  the  tober,  1837.    It  was  after  Mr.  Crane's  patent.    I 

made  by  the  plaintiff  being  better  than  had  for  some  time  before  offered  it  for  sale.    The 

r  iron,  and  to  the  great  change  that  had  value  of  stone  coal  is  increased, 

see  in  the  value  of  property  in  oonse-  John  Crowe  Richardson,  a  chain  cable  manu- 

f  the  discovery,  facturer — I  received   some   iron  manufactured 

m  Brough,  mineral  surveyor  and  civil  en-  from  stone  coal ;  the  specimen  produced  is  part 

h*  between  forty  and  fifty  years,  was  well  of  it ;  it  was  strained  in  the  usual  manner  by  the 

id  with  the  Welsh  coal  basin ;  it  is  about  hydraulic  press,  and  bore  19  tons :  the  iron  of  the 

es  in  breadth  and  seventy  in  length.  There  same  dimensions  which  I  used  before  would  only 

*d  difference  between  the  anthracite,  or  bear  16  J  tons,  and  the  iron  was  much  better  than 

d  the  bituminous  coal.     Had  never  seen  any  which  1  had  before  used  or  seen  used  in  the 

et  where  the  stone  coal  and  bituminous  trade. 

mate  in  strata.    Pwlfaron,  the  defend-  John  Buckland  was  recalled  to  identify  the 

ierv,  is  perfectly  stone  coal.    Tennant's  specimens  spoken  to  by  Richardson,  and  to  prove 

hich  is  a  branch  of  the  Neath  Canal,  near  tnat  they  were  made  of  all  stone  coal. 

■danta*  works,  communicates  with  the  Mr.  David  Rosier,  a  master  smith — Never  saw 

al  district.     1  saw  lead  melted  by  the  iron  so  good  as  the  anthracite  iron, 

be  defendants*  works.  John  Taylor,  a  bricklayer,  was  examined  at  great 

rose's  discovery  has  brought  many  spe-  length  as  to  the  progress  of  the  application  of  the 

into  the  country;  it  is  new  and  useful.  hotblast,  with  the  view  of  showing  that  the  hot  blast 

I  anthracite  tried  with  the  cold  blast,  and  used  by  the  plaintiff  was  not  that  discovered  by 

The  value  of  estates  has  been  greatly  Neilson.   Mr.  Campbel  was  examined  to  the  same 

L     One  which  only  yielded  30/.  a  year  points. 

vface,  now  yields  100/.  in  addition,  and  Mr.  Hazeldine,  engineer  at  the  iron  works  near 

ably  yield  from  300/.  to  400/.  shortly.  Wednesbury,  Staffordshire,  spoke  to  the  use  of 

mthrache  lies  many  fathoms  under  the  the  hot  blast  in  their  works  since  1835. 

•a;  and  in  Caermarthen  and  Pembroke-  (g)  Ante  376,  n.,  bearing  date  June  23,  1804. 

s*  is  no  bituminous  at  all,  because  there  (h)  Ante 377,  n.,  specification  dated  February  7, 

MBbd  to  hold  the  veins ;  they  have  been  1826. 

,  or  sever  existed.    The  anthracite  is  (i)  See  specification,  ante  274. 

iy200)  fathoms  under  the  free  burning  (fc)  This  witness  spoke  to  the  difference  between 

ary  are  never  intermixed :  free  burning  the  hot  air  blast  of  the  plaintiff  and  of  Neilson, 

•  not  coke.  and  as  to  Botfield's  and  De  Vaux's  inventions. 

Printed  caje ,  68-76. 
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deftndantt. 


stone  coal  combined  with  the  hot  air  blast  until  Mr*  Crane's  dis- 
covery. So  far  as  my  knowledge  goes,  any  attempt,  both  in 
America  and  England,  to  use  any  real  quantity  of  anthracite  it 
the  making  of  iron  has  failed,  any  portion  of  it  added  in  As 
working  of  the  furnace  requiring  an  increased  quantity  of  cob 
in  order  to  make  iron  at  all. 

Mr.  George  Cottam — I  have  been  acquainted  with  the  milnf 
of  iron  for  thirty  years.   That  which  is  set  forth  in  the  plaintift 
specification  is  new.    I  always  make  experiments  on  any  nor 
iron.     1  cast  a  bar  or  two  of  the  plaintiff's  iron,  and  found  il 
very  strong.    According  to  my  general  experience,  a  bar  4 
ordinary  iron,  an  inch  square  and  four  feet  long,  supported  4 
both  ends  and  loaded  in  the  middle,  will  break  with  from  440 II 
445  lbs.    A  similar  bar  of  the  plaintiff's  carried  a  weight  of  on* 
third  more  before  it  took  a  permanent  set ;  it  broke  with  599  Oft 
I  made  some  very  thin  castings,  less  than  a  quarter  of  an 
with  it.    I  never  met  with  any  thing  so  tough  and  strong, 
some  Swedish  pigs  made  with  charcoal.    I  had  some  very 
Scotch  hot  blast,  which  broke  at  403.      I  mixed  some 
plaintiff's  iron,  and  it  immediately  raised  it  to  500 lbs;  I 
518 lbs.  was  the  breaking  weight,  and  we  used  it  all  up  forth 
purpose,  but  it  was  too  dear  to  go  on  with.    The  iron  is  an  (f 
ceedingly  good  iron,  and  much  better  than  the  other  iron  whei 
strength  or  where  hardness  is  required ;  it  is  tough  and  haii 
which  is  an  advantage.     I  have  tried  a  great  many  experimefll 
with  stone  coal.     I  tried  it  under  my  engine,  and  by  putting  I 
blast  to  it  I  found  that  I  could  not  get  a  heat;  1  hadabhd 
instead  of  a  red  surface* 

Sir  T.  Wilde,  S.6.,  for  the  defendants.— Gentlemen  of  A 
jury :  It  is  of  great  importance  that  due  encouragement  shoal 
be  given  to  talent,  genius,  and  industry,  and  the  expenditure « 
capital  in  the  endeavour  to  discover  and  produce  useful  inte* 
tions;  but  the  fair  course  of  trade  and  commerce  must  not  I* 
intercepted  by  persons  seeking  to  appropriate  to  themsehtf 
that,  in  which,  if  there  be  any  merit,  it  belongs  to  others,  tfi 
which  the  whole  public  have  just  as  much  right  to  use  as  them- 
selves. The  plaintiff  has  no  merit  in  bringing  the  hot  bW 
before  the  public;  he  heard  of  it  in  common  with  the  rest  of 
the  world  :  the  use  of  stone  coal  in  the  manufacture  of  iron  w* 
an  idea  which  the  plaintiff  had  no  pretence  to  the  merit  « 
having  originated ;  its  use,  and  the  advantages  to  be  dented 
therefrom  for  smelting  iron,  and  a  variety  of  other  purpose* 
were  known.  The  hot  blast,  when  brought  before  the  pubfc 
was  not  to  be  limited  in  its  application  to  any  particular  pat* 
pose ;  and  Mr.  Neilson  had  a  right  to  apply  it  to  any  of  &! 
purposes  to  which  it  could  be  made  applicable.  What  it  tb*» 
in  Neilson's  patent  to  prevent  his  applying  the  hot  blast  to 
stone  coal? 
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The  dates  are  material.  Did  the  plaintiff  spend  one  sixpence,  h.  Vac.,  1840. 
or  make  any  experiments  before  the  date  of  his  patent  ?  His 
patent  is  dated  in  September,  1836,  and  then  he  sends  for 
Neilson's  man,  and  the  apparatus  is  not  put  to  work  until  the 
December  or  January  following.  Neilson's  patent  is  perfectly 
general,  and  the  mode  in  which  the  hot  blast  is  to  be  applied 
to  every  kind  of  furnace,  burning  any  kind  of  fuel,  is  described. 
The  plaintiff  has  done  nothing  but  apply  Neilson's  patent  to 
known  articles,  by  known  means,  to  effect  a  known  object. 
Stone  coal  has  been  applied  to  the  manufacture  of  iron ;  atten- 
tion was  drawn  to  it ;  there  was  no  distinction  whatever  between 
the  mode  of  manufacturing  iron  with  that  sort  of  coal  and  with 
any  other  sort  of  coal.  [Sir  N.  C.  Hndal,  C.J. :  Is  it  any  thing 
bat  a  question  of  law  at  the  last  ?]  I  think  not.  [Sir  N.  C. 
Undo/,  C.  J. :  I  think  it  is  not.  I  have  been  listening  with 
great  attention  to  it;  it  must  come  at  last  to  what  is  the  mean- 
ing of  the  word  "  manufacture"  under  the  statute ;  whether  the 
application  of  a  known  mode  of  working  the  blast,  applying  it 
to  all  purposes,  when  applied  to  a  known  purpose,  is  a  manu- 
facture; and  then  you  come  to  the  other — whether  he  is  the 
true  and  first  inventor.  Then  it  is  again  a  question  of  law, 
Irhether  the  applying  this  knowledge,  which  is  a  part  at  least  of 
the  invention,  and  a  very  important  one,  applying  it  to  that 
which  is  also  known,  makes  him  or  not  the  true  and  first  in- 
ventor. I  do  not  see  any  thing  to  leave  to  the  jury.  The 
better  course  will  be  a  verdict  here  pro  formd,  subject  to  a 
motion,  either  for  a  nonsuit,  or  a  special  case,  or  a  special 
verdict,  the  court  to  draw  any  inferences.] 

Verdict  for  the  plaintiff  accordingly. 


Crane  v.  Price  &  Others. 

Car.  SirN.  C.  Tindal,C.J.;  Ersldne,J.\  Coltman9J.;  Maule,J. 

Jan.  17,  22,  &  27,  a.d,  1842. 

A  rule  having  been  obtained  in  pursuance  of  the  leave  re-  H.  T.,  1842. 
served  at  the  trial,  it  was  arranged,  at  the  suggestion  of  the 
court,  that  the  case  should  come  on  as  a  special  case,  to  be 
signed  as  nearly  as  possible  as  if  moving  on  the  judge's  notes ; 
the  defendants'  counsel  to  begin  and  to  reply;  and  that  the 
printed  copy  of  the  short-hand  writer's  notes  of  the  evidence  of 
the  trial  should  be  adopted,  and,  with  the  pleadings  and  the 
specifications  of  certain  patents  given  in  evidence  at  the  trial, 
constitute  the  special  case  for  the  opinion  of  the  court. 

3  E 
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Argument  for  Bompas,  Sergt.,  and  Rotch,  for  the  defendants.  This  to  an 
the  defendants.  action  for  the  infringement^  the  plaintiff's  patent,  the  fids 
connected  with  which  are  the  following.  The  hot  blast  was  wd 
known,  Neilson  having  published  this  to  the  world  under  the 
title  of  an  improved  application  of  air  to  furnaces.  TT» 
plaintiff  does  not  assign  any  particular  proportions  or  mode 
of  working,  but  says  simply,  you  are  to  use  anthracite  or 
stone  coal,  and  an  ordinary  quantity  of  mine,  in  the  ordinary 
way,  and  to  apply  the  well-known  hot  blast  to  the  furnace  in 
the  ordinary  way. 

It  will  be  important  to  consider  the  nature  of  this  mineral,  Hi 
position  with  respect  to  other  minerals,  and  its  applicability  to 
the  same  purposes  as  the  other  sorts  of  coal  (a). 

Anthracite  is  a  valuable  fuel,  has  been  used  in  various  way*, 
and  made  the  subject  of  several  patents  (4).  It  could  be  used 
advantageously  only  under  particular  circumstances,  as  in  die 
small  furnace  at  Abercrave  (c) ;  it  could  not  be  used  so  wA 
in  large  furnaces,  and  it  must  be  admitted  that  it  could  not  be 
used  with  equal  advantage  with  the  ordinary  coal — but  still  it 
was  used  in  some  manner. 

The  plaintiff  had  three  furnaces,  two  large  ones  and  a  cupola 
furnace,  at  his  works  in  the  western  part  of  the  coal  field;  le 
sent  for  Neilson's  man  to  put  up  a  hot  blast  apparatus,  which 
being  completed,  stone  coal  is  burnt  in  the  furnaces  with  die 
hot  blast.  There  is  no  proof  of  any  previous  experiment  or 
expenditure;  and  the  specification  itself  admits  the  preriow 
knowledge  of  stone  coal  as  a  fuel. 

With  respect  to  the  issues : — The  defendants  are  entitled  to 
have  the  verdict  entered  for  them  on  the  first  issue.  There  has 
been  no  infringement.  The  specification  is  for  using  all  stone 
coal ;  the  defendants  are  only  proved  to  have  used  one-third  stone 
coal  with  two-thirds  coke  (d) ;  if  a  patent  be  taken  out  for  using 
stone  coal,  the  using  any  considerable  portion  of  other  coal, 
unless  it  be  merely  as  a  colourable  evasion,  is  no  infringement 


(a)  The  learned  counsel  relied  much  on  the  thracite  at  the  lower  and  western  end.    See 

statement  of  Mr.  Mushet,  that  anthracite  and  Martin  on  the  South  Wales  Coal  Basin;  <b» 

bituminous  coal  occasionally  alternate  with  each  Foster  on  the  same ;  and  Encyclo.  Brit,  4* 

other — but  considerable  doubt  appears  to  exist  Coal  Basin.    The  difference  in  the  coutitatNfc 

on  this   head ;    ante   390,   n.   e.     It  was   con-  chemically  and  mechanically  considered,  b  •*» 

tended,  that  the  bituminous  and  stone  coal  pass  matter  of  great  uncertainty— what  it  is  wkkk,  H 

imperceptibly  the  one  into  the  other  in  the  South  fire  being  applied,  occasions  the  two  species  rf 

Wales  coal  basin,  and  that  they  are  intermixed  layer  coal  to  exhibit  such  different  properties.    See 

by  layer,  so  that  persons  in  some  situations,  and  analysis  by  Mr.  Mushet,  in  his  "  Papers  oo  **■ 

among  others  the  defendants,  would  of  necessity  and  Steel.'* 

use  a  mixture  of  the  two  in  the  ordinary  conduct  (b)  The  learned  counsel  commented  ofl  Ike 

of  their  works,  and  that  the  coal  in  some  places  use  of  anthracite  disclosed  in  the  serenl  pe*"* 

might  be  called  anthracitious.     It  appears  that  put  in.     Ante  376. 

the  bituminous  coal  overlays  the  anthracite,  the  (c)  See  ante  389,  as  to  the  dimensions  of  Hi* 

latter  being  in  some  cases  200  fathoms  below  the  furnace, 
other,  and  that  the   coal  is  bituminous  at  the  (d)  Ante  385. 

1  eastern  end  of  the  coal  basin,  but  an- 
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It  appears  from  the  evidence,  that  a  great  number  of  persons  H.  T.,  1842. 

toe  used  a  considerable  portion  of  stone  coal  before ;  and  the 

plaintiff  says,  I  have  found  out  how  all  stone  coal  may  be  used : 

the  defendants  only  use  it  in  the  above  proportion,  and  the 

court  will  have  to  say,  whether  this  is  an  infringement.     It  was 

agreed  between  the  parties,  that  the  evidence  contained  in  the 

report  should  be  referred  to  as  part  of  the  case,  and  that  the 

court  should  be  at  liberty  to  draw  the  same  inference  from  it  as 

a  jury  might  draw. 

Every  species  of  coal  had  been  used  in  furnaces.  Neilson 
publishes  to  the  world  the  use  of  the  hot  blast,  which  had  been 
ued  to  a  very  great  extent  when  the  plaintiff  sends  for  Neilson's 
man,  and  sets  a  furnace  to  work,  and  then  finds  out  that  to  be 
true  which  Mr.  Neilson  had  said,  that  it  would  be  of  great  use 
to  apply  the  hot  blast  to  blast  furnaces.  The  plaintiff  has 
claimed  the  use  of  anthracite  coal,  and  in  the  same  manner 
my  other  person  might  claim  the  use  of  any  other  coal  or  par- 
ticular species  of  fuel. 

Further,  the  so-called  invention  is  not  a  new  manufacture 
within  the  meaning  of  the  statute.  The  stone  coal  was  well 
known  as  a  fuel  for  furnaces,  the  hot  blast  was  well  known 
fcr  the  manufacture  of  iron,  the  using  them  together  in  a 
known  manner  is  not  a  new  manufacture.  In  the  case 
<d  Brunton  v.  Hawkes  (4  B.  &  Aid.  541),  it  appeared  that  the 
method  described  of  uniting  the  two  parts  of  the  anchor 
was  the  same  as  that  by  which  the  different  parts  of  the 
common  hammer  and  the  pick-axe  were  united  together,  and 
ftafey,  J.,  said,  "A  patent  for  a  machine,  each  part  of  which  was 
in  use  before,  but  in  which  the  combination  of  the  different 
parts  is  new,  and  a  new  result  produced,  is  good,  because  there  is 
novelty  in  the  combination  (e) ;  but  here  the  case  is  perfectly  dif- 
ferent ;  formerly  three  pieces  were  united  together,  the  plaintiff 
tody  unites  two,  and  if  the  union  of  those  had  been  effected  in  a 
Diode  unknown  before,  as  applied  in  any  degree  to  similar  pur- 
poses, I  should  have  thought  it  a  good  ground  for  a  patent,  but 
Unfortunately  the  mode  was  well  known  and  long  practised.  I 
think  that  a  man  cannot  be  entitled  to  a  patent  for  uniting  two 
things  instead  of  three,  where  that  union  is  effected  in  a  mode 
well  known  and  long  practised  for  similar  purposes  (/)." 

In  the  present  case  it  is  quite  clear  the  anthracite  and  the  hot 
dast  were  put  together  in  a  way  well  known  for  purposes  well 


(•)  It  may  be  remarked  that,  on  the  test  here  (J)  This  dictum  of  the  learned  judge  roust 

uposed,  the  anthracite  iron  would  be  a  new  evidently  be  limited,  and  interpreted  according  to 

ttufactnre,  since  a  new  result  %is  attained,  the  the  special  circumstances  of  the  case,  since  cases 

idence  showing  —  first,  that  iron  was  never  may  be  supposed  in  which  the  avoiding  a  joining 

fore  made  from  anthracite  alone  ;  secondly,  might  be  of  the  greatest  importance. 
at  such  iron,  or  iron  having  such  qualities,  was 
rrer  known  before. 
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Argument  far  known  before  for  the  manufacture  of  iron.  Every  one  knew  thrt 
the  defendants,  j^  y^  covi^  be  used  for  that  purpose,  and  stone  coal  was  md 
had  been  used,  though  not  so  advantageously.  There  cannot  bi 
a  patent  for  using  a  thing  for  the  same  purpose,  in  a  way  which 
every  body  knows.  In  the  case  of  Cornish  v.  Keene  (3  Binj 
N.  C.  370)  it  was  said  that  that  was  not  the  subject-matter  oft 
patent,  or  a  new  manufacture,  or  an  improvement  of  an  old  ma" 
nufacture,  which  was  merely  the  application  of  a  known  materisl 
in  a  known  manner  to  a  purpose  known  before,  but  the  court 
thought  the  invention  a  new  manufacture,  and  that  the  latter  part' 
of  the  description  did  not  apply.  In  the  case  of  Kay  v.  JfaratdT 
(5  Bing.  N.C.),  it  appeared  that  flax  had  been  spun  at  variMi 
distances,  and  that  this  was  a  fundamental  principle  of  dry 
spinning ;  that  the  machine  was  made  with  varying  reaches  M 
suit  the  length  of  the  staple,  and  that  cotton  had  been  con- 
stantly spun  at  a  distance  of  from  two  to  six  and  a  half  inchefc 
The  court  were  of  opinion  that  the  spinning  flax,  at  a  girti 
distance,  as  two  and  a  half  inches,  or  such  other  degree  of 
shortness  as  would  suit  the  continuity  of  the  roving,  was  not 
a  new  manufacture.  In  the  present  case  every  thing  is  the 
same :  the  furnace  is  the  same ;  coal  of  every  shade,  from  the 
bituminous  to  the  anthracite,  had  been  used  before;  tin 
effect  of  Mr.  Neilson's  patent  is  well  known ;  can  a  person  hsfl 
a  patent  for  applying  that  which  every  body  knows  is  applica- 
ble to  fuel,  to  one  species  ?  In  Kay's  case,  every  one  knew  tint 
flax  could  be  spun  at  various  distances,  and  that  the  machine! 
could  be  adapted  to  any  distance ;  so  every  one  knew  that  the 
blast  could  be  applied  to  any  furnace. 

In  Minier  v.  Mower  (g)  a  patent  was  bad,  because  the  spccifr 
cation  included  that  which  had  been  invented  before,  on  the 
ground  that  it  would  have  prevented  the  prior  inventor  fiat 
using  his  invention ;  so  this  includes  that  which  had  been  used 
before,  and  would  have  prevented  Neilson  from  applying  his  hot 
blast  to  furnaces  and  to  a  fuel,  the  use  of  which  in  such  furnaces 
was  well  known  (A).  These  cases  clearly  show,  that  the  use  of 
that  which  is  well  known  for  purposes  that  are  well  known  and 
in  a  manner  well  known,  is  not  the  subject  of  a  patent. 

As  to  the  fourth  issue,  the  specification  is  defective  in  not 
stating  the  kind  of  furnace,  since  it  is  doubtful  whether  anthra- 
cite can  be  used  beneficially  in  large  furnaces ;  the  objection 
is,  therefore,  that  the  specification  should  have  described  die 
difference  between  a  small  and  a  large  furnace,  or,  at  all  eventi, 
have  described  the  kind  of  furnace  with  greater  particularity. 

The  issue  on  the  fifth  plea  is,  whether  the  hot  air  blast 
described  by  the  plaintiff  is  the  same  as  Neilson 's,  and  the 


(*)  Ante  142 ;  S.  C.  6  A.  &  E.  735.  of  Saunders  v.  Aston,  3  B.  &  Ad.  881,  «*  74. 

(h)  The  learned  counsel  also  cited  the  cases       See  post  401. 
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ie  same  a  using  of  Neilson's  invention,  and  in  the  event  H.T.,  1842. 

me  being  found  in  favour  of  the  defendants,  leave  has 

1  to  move  to  enter  a  verdict  for  the  plaintiff.    It  has 

,  that  if  there  be  any  hot  air  blast  but  Neilson's,  the 

s  entitled  to  a  verdict ;  but  if  Neilson's  be  a  hot  air 

e  in  England,  the  defendants  are  entitled  to  the  verdict ; 

f  there  are  some  hot  air  blasts  which  the  plaintiff  may, 

which  he  may  not  use,  this  should  have  been  stated 

ecification.    If  the  plaintiff  claims  to  use  the  com- 

of  every  hot  air  blast,  then  Neilson's, is  included. 

hot  air  blast  than  Neilson's  is  suggested,  and  the 
forked  under  a  license  from  him.  It  is  said  that  the 
rould  be  entitled  to  judgment  non  obstante  veredicto, 
mding  the  proviso  in  the  patent  against  interfering 
previous  patent.  The  object  of  the  patent  is,  that  the 
)taining  it  shall  use  the  specific  thing,  and  nobody 
bat  which  is  granted  includes  a  patent  granted  before, 
1  be  entitled  to  an  exclusive  use  of  the  same  thing. 
>wn  has  the  right  to  grant  this  second  patent,  it  grants 
using  to  two  in  succession,  and  the  two  grants  cannot 
lince  the  crown  grants  to  Mr.  Neilson  the  sole  using  of 
r  blast,  and  to  the  plaintiff  the  right  of  using  it  for  a 

purpose.  The  crown  says — I  grant  this  patent,  pro- 
oes  not  interfere  with  any  other — it  does  not  say,  pro- 
l  obtain  a  license;  this  second  grant  is  void,  and 
iff  cannot  be  entitled  to  judgment  non  obstante  vere- 
lie  letters  patent  restrain  every  one  from  using  the 

without  the  license  of  the  patentee;  that  is  a  pro- 
id  a  privilege  granted  to  the  patentee ;  but  the  clause 
ded  to  is  for  the  patentee  expressly,  and  has  no 
to  the  public  (i). 


blowing  is  the  proviso  in  question  *.  quiring  a  specification  (11  Anne),  but  also  in 
I  also,  that  these  our  letters  patent,  those  before  the  statute  of  monopolies.  See  anU 
herein  contained,  shall  not  extend,  or  15,  n.  The  object  of  the  proviso  appears  to  be 
to  extend,  to  give  privilege  unto  the  explained  by  reference  to  the  history  of  the 
his  executors,  administrators,  or  as-  times.  It  was  the  practice  to  make  successive 
ofjthem,  to  use  or  imitate  any  inven-  grants  of  the  same  thing.  A  statute,  6  H.  8,  c.  15 
t  whatsoever  which  hath  heretofore  (Law  $  Practice,  Tit.  Statutes),  was  passed,  de- 
id  or  found  out  by  any  other  of  our  daring  all  such  second  grants  to  be  void,  unless 
tsoever,  and  publicly  used  or  exer-  the  former  grant  and  its  determination  should  be 
said  part  of  our  United  Kingdom  of  recited  in  the  second  letters  patent.  In  the  case 
a  and  Ireland,  &c.  aforesaid,  unto  of  Dudley's  patent,  in  which  this  proviso  appears, 
ke  letters  patent  or  privileges  have  there  had  been  several  other  grants,  some  of 
granted  for  the  sole  use,  exercise,  which  had  been  surrendered,  ants  16,  n. ;  there 
lereof;  it  being  our  will  and  pleasure  would  also  be  many  others  practising,  with 
A.  B.,  his  executors,  administrators,  greater  or  less  success,  the  making  of  iron  with 
and  all  and  every  other  person  and  pit  coal.  It  would  have  been  contrary  to  the 
bom  like  letters  patent  or  privileges  common  law  of  the  realm,  that  such  second  grant 
ready  granted  as  aforesaid,  shall  dis-  of  letters  patent  should  have  been  made,  whereby 
id  practise  their  several  inventions  by  any  one  would  have  been  restrained  in  that  whicn 
ad  and  found  out,  according  to  the  he  did  before.  The  observations  of  Sir  £•  Coke, 
tad  meaning  of  the  same  respective  3  Inst.  181,  and  anU  31,  n.  p.,  are  material ;  where 
t  and  of  these  presents.1'  he  says — u  and  thus  in  Bircot's  case  it  was  also 
i  proviso  existed  in  the  earliest  letters  resolved,  that  if  the  new  manufacture  be  substan- 
only  in  those  before  the  clause  re-  tially  invented  according   to  law,  yet  no  old 
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Argummtfer        Sir  F.  Pollock,  A.G.,  R.  V.  Richards,  Montague  Smith,  md 
ths  plaintiff.      Websteri  for  the  plaintiff. 

The  question  of  infringement  is  not  now  open  to  the  defend- 
ants ;  that  is  not  a  question  of  law,  but  one  of  fact,  which  was  am-  ! 
ceded  at  the  trial,  or  the  opinion  of  the  jury  would  have  beet 
taken  upon  it.    It  appears  from  Morgan's  evidence  (*),  that  the 
defendants  were  using  a  considerable  proportion  of  stone  coil, \ 
and  for  any  thing  that  appears  to  the  contrary,  when  Reece  Dm  ■ 
was  at  their  works,  in  April  or  May,  1837,  they  were  using  al 
stone  coal  and  hot  blast  (/) ;  it  further  appears,  that  the  defend- 
ants' colliery,  purchased  since  the  plaintiff's  patent,  is  stone  oo4 
and  that  the  hot  blast  in  use  at  the  defendants'  works  was  of  a 
temperature  to  melt  lead,  which  is  known  to  take  place  abort 
600  degrees  Fahrenheit  (m).    The  plaintiff's  invention  is  the  ] 
beneficial  use  of  anthracite.    A  partial  use  of  anthracite  k 
equally  an  infringement  of  the  patent,  which  is  for  making  im 
by  the  combination  of  hot  blast  and  anthracite.     The  evident 
being,  that  the  best  iron  is  that  made  with  all  anthracite  (n),  the 
patent  is  not  to  be  evaded  by  a  party  using  a  part  of  the  invtt- 
tion,  and  being  contented  with  a  part  of  the  advantage. 

Under  the  second  issue,  whether  the  plaintiff  was  the  true 
and  first  inventor,  it  must  be  assumed  that  some  invention  bai 
been  made ;  the  only  question  then  is,  whether  the  plaintiff  im 
the  person  who  first  published  this  invention  to  the  world) 
Now,  it  has  not  even  been  suggested  that  any  person  before  the 
plaintiff  made  and  published  to  the  world  the  beneficial  use  of 
anthracite,  in  combination  with  the  hot  blast,  in  the  manufac- 
ture of  iron.  The  various  patents  put  in  (o),  independent  of  the 
other  evidence,  show  how  many  other  persons  had  made 
attempts  and  experiments — but  it  is  not  suggested  that  the 
plaintiff  learned  his  invention  from  these  or  any  other  sources;  on 
the  contrary,  the  plaintiff  is  recognised  and  hailed  by  a  large  body 
of  his  neighbours  deeply  interested  in  the  prosperity  of  Sooth 


manufacture  in  use  before  can  be   prohibited.  strictly  satisfied,  the  grant  will  be  void  or  ral 

The  question  then  would  appear  to  be  one  of  able,  but  it  is  a  proviso  for  the  protection  of  prior 

fact ;  was  the  manufacture  said  to  be  prohibited  patentees  and  of  the  public,  declaring  that  their 

in  use  before — was  it  in  actual  use?   not  was  it  rights  shall  not  be  interfered  with  under  coionrrf 

so  included  or  involved  in  that  which  was  done  the  subsequent  grant.    This  clause  would  ia  iB 

or  published  before,  that  its  use  might  be  con-  probability  be  a  good  plea  in  confession  and  avoid- 

ceived  to  have  been  contemplated.     The  words  ance,  or  a  ground  tor  repealing  letters  psttftt 

of  the  proviso  make  this  clear  and  distinct ;  it  which  had  been  used  in  fact  to  the  prejudice  d 

forbids  to  use  or  imitate  any  invention  heretofore  prior  patentees,  but  it  would  appear  to  differ  ver? 

invented  and  found  out."    The  proviso  in  effect  materially  from  the  other  provisos  above  refcrni 

says  this — the  before-mentioned  grant  shall  not  to.   In  effect,  it  seems  to  amount  to  a  declaring, 

extend  to  give  you  the  exclusive  use  of  any  thing  that  the  said  letters  patent  shall  not  be  an  answer 

which  was  the  common  property  of  the  public  at  to  any  action  by  a  party  for  an  infringement  oi 

the  time  of  the  grant,  or  of  any  thing  in  which  his  prior  patent. 

another   had    already    an    exclusive    privilege.  («)  Ante  388. 

And  it  is  material  to  observe  with  respect  to  the  (0  Ibid. 

above  proviso,  that  it  differs  in  form  and  in  legal  (m)  Ante  391,  in  Mr.  Brough's  evidence, 

effect  from  the  other  provisos  contained  in  the  (n)  Antt  390,  in  Mr.  Musbetfs  evidence, 

letters  patent ;  it  is  not  like  them  a  condition  (o)  See  the  patents,  antt  376-7,  in  notes,  far 

upon  which  the  grant  is  made,  and  which,  if  not  the  use  of  stone  coal. 
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he  discoverer  of  something  which  was  a  great  benefit  H  T  j84^ 
itry,  and  to  all  connected  with  the  anthracite  district. 
us  fully  borne  out  by  the  evidence  as  to^the  sudden 

the  value  of  that  species  of  property.  %,The  observa- 
if  the  defendant,  Joseph  Price,  that  they  were  all  old 
.  would  soon  find  it  out  (p),  is  an  admission  that  the 
as  the  inventor  of  something,  for  the  discovery  of 
expenditure  of  time  and  thought  was  necessary, 
contended  under  the  third  issued  that  this  something 

plaintiff  has  discovered  is  not  a  new  manufacture 
>  statute  of  James.  This  involves  two  questions — 
her  the  said  invention  is  a  manufacture?  and,  se- 
a  manufacture,  whether  it  be  new  ?     On  the  latter  of 

questions,  a  doubt  can  hardly  be  entertained.  It 
om  the  evidence,  and  in  fact  it  is  admitted  on  the 
,  that  a  great  variety  of  attempts  had  been  made  to 
i  with  anthracite  or  stone  coal,  but  that  they  had  all 
been  abandoned.  It  is  for  the  defendants  to  make 
he  invention  or  manufacture  was  used  before.  The 
as  shown  certain  general  facts,  from  which  the  con- 

the  novelty  of  the  invention  or  manufacture  almost 
r  arises — as,  for  instance,  the  extent  of  the  anthracite 
;  the  great  desideratum  of  a  method  of  using  it ;  that 
ne  of  the  plaintiff's  patent  there  was  not  a  single 
nelting  iron  from  anthracite ;  hence,  for  the  purpose 
inufacture  of  iron,  the  discovery  of  the  beneficial  use 
rite  was  the  discovery  of  a  new  fuel  or  ingredient  in 
ng  furnace.  The  defendants  say  it  was  used  before — 
,  where,  and  to  what  extent  ?  Was  it  in  use  at  all  at 
of  the  plaintiff's  invention  ?  Had  it  even  been  used 
tation  with  the  hot  blast  ?  There  is  no  evidence  what- 
8  having  been  so  used.  The  patents  which  have  been 
id  which  have  been  relied  on  in  the  argument  on  the 
e,  furnish  the  strongest  evidence  in  support  of  the 

case,  showing,  as  they  do  distinctly,  the  nature  of  the 
which  had  been  made.  But  it  is  said  that  iron  was 
oade  in  1827,  at  Abercrave,  with  anthracite.  What 
cts  ?  That  in  a  model  furnace,  three  feet  across  the 
lat  is  in  the  widest  part,  and  fifteen  feet  high  (an  ordinary 
►eing  fifteen  feet  across  the  boshes  and  forty-five  feet 
jy  succeeded  in  making  iron  with  anthracite  and  cold 
hey  then  set  to  work  with  a  larger  furnace,  but  the 
on  was  small,  the  quality  so  indifferent — tender  and  cold 
at  it  could  hardly  be  got  rid  of,  even  at  a  loss  of  from 
a  ton.    After  struggling  on  for  about  a  twelvemonth, 


(p)  AnU  388-9. 
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Argument  for  the  works  were  abandoned,  although  the  company  were 
ep  "'  a  sleeping  rent  of  400/.  per  annum.  Contrast  this  with  tfc 
state  of  things  immediately  after  the  publication  of  the  pbintifl 
invention.  A  sudden  advance  takes  place  in  the  value  of 
anthracite  property ;  the  iron  is  pronounced  to  be  the  best  i 
made ;  the  plaintiff  is  hailed  as  a  great  discoverer;  and,  on 
argument,  the  great  value  of  the  invention  has  been 
admitted. 

But  it  is  said  that  the  invention  is  not  a  manufacture  1 
which  a  patent  can  be  granted — that  it  is  simply  the  use  of  i 
thracite,  a  known  fuel,  in  a  way  well  known  before.    Notts 
is  more  fallacious  than  this  mode  of  speaking  of  an  invent 
that  it  is  only  so  and  so;  discoveries  which  have  reflected i 
greatest  honour  and  benefit  on  mankind  have  been  but 
application  of  some  well-known  substance,  or  some  weU-knu 
laws  and  properties  of  matter ;  obvious  and  simple  in  the 
treme  when  found  out.    The  invention  may  be  considered 
any  of  the  following  ways ;  as  the  introduction  of  a  new  fat 
the  smelting  of  iron ;  as  a  new  mode  of  making  iron;  or 
mode  of  making  a  new  iron,  ue.  as  a  new  article,  a  new  coi 
tion  of  matter.   Had  anthracite  been  recently  discovered  as  a  i 
can  it  be  doubted  for  an  instant  that  its  application  to 
manufacture  of  iron  would  have  been  the  subject-matter  < 
letters  patent  ?    Wherein  consists  the  difference  between  th 
and  the  present  case  ?     It  was  known  and  used  as  a  fad  f 
some  purposes,  but  practically  useless  for  the  manufacture 
iron.    The  plaintiff  has  published  to  the  world  in  what  mad 
it  may  be  rendered  useful.    There  are  many  cases  in  which  4 
application  of  a  well-known  article,  in  a  manner  well 
before,  in  the  manufacture  of  an  article  well  known  before^ 
been  held  to  be  the  subject-matter  of  a  patent.    In 
case  (q)9  the  invention  was  the  application  of  charcoal  as  ft 
filtering  medium  for  syrups  of  sugar.  Charcoal  was  well  knon 
and  had  been  used  as  a  filtering  medium  for  almost  every  lk|J| 
but  before  the  patent  had  not  been  applied  to  the  manufcct* 
of  sugar.     In  Hall's  patent  (r),  the  invention  was  the  appfe 
tion  of  the  flame  of  gas  to  singe  off  the  superfluous  fibres « 
lace,  and  other  similar  fabrics,  having  holes  and  interstice* 
In  Dudley's  patent  (*),  excepted  in  the  statute  of  monopofi* 
the  invention  was  die  use  of  pit  coal  instead  of  wood  in  A* 
manufacture  of  iron.     In  all  these  cases  the  result  attained** 
old,  but  the  novelty  or  invention  consisted  in  the 


(o)  Ant*  152.     See  also  Hartley's  patent,  ants      for  melting  iron,  &c,  with  atone  coal****! 
64,  and  end  note.  and  ManselTs  patent,  *mt*  17,  lor     *   *"  "a"- 


(r)  Ant*  97  &  99,  n.  coal  for  wood  in  the  mannfiactnre  of  glass,   ft] 

(i)  Ante  14.  It  appears,  ant*  16,  n.,  that  a  great  similarity  between  the  sabject-nattar  of  these  m 

variety  of  patents  for  the  same  object  had  been  the  plaintiff's  patent  is «--"- 

granted,  but  failed.     See  also  Hu«kV  invention 
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tabling  the  result;  the  novelty  of  a  manufacture  may  consist  H.T.,1842. 
her  in  a  new  mode  of  attaining  an  old  result,  or  in  a  new 
rait  attained  by  old  modes.  Suppose  the  iron  in  the  present 
le  to  be  old,  that  is,  to  be  substantially  the  same  material  as 
*  obtained  before.  Then  the  novelty  consists  either  in  the 
Dcess  of  making,  or  in  its  being  composed  of  certain  materials. 
ppose  the  invention  a  mere  process,  then  any  change  in  the 
ler  of  the  process,  or  generally  in  the  modus  operandi,  con- 
futes a  new  manufacture  (/).  The  inventor  may  fail  in  the 
xafication  of  the  invention,  and  in  all  the  cases  cited  in  the 
rument  for  the  defendants,  with  the  exception  of  Brunton's 
ie,the  defect  has  been  of  this  nature.  In  Saunders  v.  Aston  (u)9 
5  real  invention  was  an  improved  button,  in  which  the  old 
rible  shank  was  substituted  for  the  old  metal  shank  by  the 
ecial  aid  of  a  collet,  but  this  was  not  so  claimed  or  pointed  out 

the  specification  as  the  invention.  In  Kay's  case  there  was 
5  same  kind  of  defect.  The  immediate  result  of  Kay's  invention 
m  to  put  flax  spinning  on  the  same  footing  as  cotton  spinning, 
d  to  increase  the  manufacture  of  that  article  many  thousand 
d.  No  one  who  is  aware  of  what  Kay  did  for  that  depart- 
snt  of  our  manufactures  can  doubt  for  an  instant  that  an 
mention  existed,  in  fact,  which  if  properly  specified  was  the 
bject  of  a  valid  patent.  But  the  court  on  the  construction  of 
e  specification  separated  the  invention  into  two  distinct  parts, 

respect  of  either  of  which,  taken  independently,  the  patent 
old  not  be  supported  (47).  The  position  of  the  plaintiff  resettl- 
es that  of  Mr.  Kay,  in  respect  of  the  extraordinary  nature  of 
e  result  produced.  The  large  coal  basin  of  South  Wales,  before 
mparatively  valueless,  has  now  become  most  valuable  pro- 
srty.  In  the  case  of  Brunton  v.  Hawkes(y)  the  objection  was 
at  the  anchor  was  not  new,  the  adze  or  mushroom  anchor, 
tving  the  parts  united  in  the  manner  described  in  the  specifi- 
tion,  being  in  use  before  the  patent;  so  that  a  part  of  the 
vention  specified  and  claimed  in  that  case  was  old.  Further,  the 
nervations  in  that  case  respecting  the  amount  of  the  invention, 
'  its  sufficiency  to  support  letters  patent,  cannot  be  relied  on, 
id  reasoning  of  that  kind,  as  has  been  already  remarked,  is 


ft )  A  remarkable  instance  of  the  kind  has  re-  then  in  a  solution  of  soap.     The  effect  is,  that  by 

jfdy  occupied  the  attention  of  the  Court  of  the  first  immersion  every  fibre  becomes  iropreg- 

Iten's  Bench,  in  the  case  of  HeUiuell  v.  Dear-  nated  with  the  alum,  the  sulphuric  acid  of  the 

a.    Hie  object  of  the  plaintiff's  invention  was  alum  being  neutralized  by  the  carbonate  of  lime, 

r  rendering  fabrics  waterproof,  but  at  the  same  and  by  the  second  immersion  the  oily  quality 

le  leaving  such  fabrics  pervious  to  air.     It  ap-  rendering  it  rcpellant  of  water  is  given  to  every 

ired,  that  before  the  plaintiff's  patent  a  solution  fibre,  so  that  each  fibre  is  rendered  waterproof 

1  and  soap  was  made,  and  the  fabric  to  be  instead  of  the  surface  only ;  but  the  whole  fabric 


idered  waterproof  was  immersed  therein.    By  continued  pervious  to  air. 

1  means  a  waterproof  surface  was  produced  on  (u)  3  B.  &  Ad.  88 1,  and  ante  75,  n. 

i  fabric,  but  it  was  not  of  a  lasting  nature — it  (i)  Kay  v.  Marshall,  5  Bing.  N.  C.  492,  &  post, 

n  off.     According  to  the  plaintiff  s  invention,  (y)  4  B.  &  Aid.  450.    See  note  on  this  case, 

» fabric  is  immersed  first  in  a  mixture  of  a  so-  post  409,  n.  e, 
ion  of  alum  with  some  carbonate  of  lime,  and 

3    F 
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Argument  for    extremely  fallacious.     What  evidence  can  the  result  furnish  of 
the  piamtij.      t|ie  ja|)0ur  ^  painful  thought  which  may  have  been  expended? 
The  perfection  of  invention  is  simplicity  of  means  to  die  end; 
and  the  progress  of  any  particular  invention  is  always  marked 
by  the  adoption  of  simpler  and  cheaper  methods.    It  has  bees 
expressly  held  to  be  no  objection  to  a  patent  that  the  invention 
was  the  result  of  accident  (*),  many  of  the  greatest  discoveries  i 
have  originated  from  that  source.    What  test  or  measure  am  : 
exist  of  the  amount  or  magnitude  of  the  invention  ? — the  onlj  j 
practical  test  is  its  benefit  and  utility.  What  merit  in  respect  of 
the  invention  is  due  to  the  introducer  of  a  manufacture  firan 
abroad?     But  the  rights  of  such  patentees  are  recognised bf 
law.     It  is  for  the  benefit  to  the  country  and  the  public  tbt 
the  patentee  is  rewarded.     The  magnitude  and  nature  of  the 
consequences  produced  afford  the  best  evidence,  and  a  certai 
measure,  of  the  sufficiency  of  an  invention  to  be  the  subject  d 
letters  patent.     In  the  present  instance,  there  is  abundatf 
evidence  of  design,  labour,  and  expense.    It  has  been  urged  th* 
the  plaintiff  has  done  no  more  than  any  one  might  have  dooQ 
namely,  get  a  license  from  Neilson,  and  use  the  hot  blast  to  Mi 
furnace,  charged  with  stone  coal.     But  how  came  it  to  pass  tiat 
no  other  person  did  that  during  eight  years  ?  Was  it  so  obviofl, 
after  the  repeated  attempts  to  make  iron  with,  and  the  abandon 
ment  of,  this  untractable  fuel,  that  it  could  be  used  benefidiBf 
for  this  purpose  ?     Did  it  require  no  experiment  to  determine , 
that  a  temperature  of  about  600  degrees  Fahrenheit  was  the 
proper  temperature,  or  to  ascertain  what  would  be  the  probibfc 
effect  of  the  hot  blast  on  the  anthracite,  or  on  the  quality  of  die  \ 
iron,  and  yield  of  the  furnace,  it  being  an  indisputable  fact  tW  j 
the  use  of  the  hot  blast  produces  in  many  cases  iron  of  inferior  | 
quality  to  that  made  with  the  cold  blast  ?    Was  it  quite  obviflB  I 
what  proportions  of  coal  and  mine  would  answer,  or  wWi 
should  be  the  size  of  the  pieces  of  anthracite  under  a  certaa 
pillar  of  blast,  it  being  well  known  that  one  insuperable  objec- 
tion was  the  difficulty  of  getting  the  blast  through  the  anthn- 
cite?     The  plaintiff  has,  in  his  specification,  given  directioof 
on  all  these  points,  and  yet  it  is  to  be  said  that  he  has  made* 
experiments,  that  it  has  been  a  mere  lucky  hit,  so  obvious  to 
every  one  that  no  merit  is  to  be  given  to  the  inventor,  notwith- 
standing the  benefit  derived  from  the  invention  and  the  map* 
tude  of  the  result.     What  experiments  would  satisfy  the  other 
side ;  experiments  requiring  an  outlay  of  many  thousands,  *» 
a  duration  of  many  years?     Iron  cannot  be  made  in  model  fa* 
naces,  as  the  failure  of  the  Abercrave  speculation  shows,  or  m 
private ;  and  the  policy  of  the  patent  law  renders  it  imperatit* 


(:)  Per  Lord  Mansfield,  ante  54,  and  see  note  d,  ibid* 


CRANE  V.   PRICE    AND    OTHERS,  '403 

on  a  person  to  hazard  his  scheme  before  in  some  cases  he  can  H.  T.,  1842. 
have  assured  himself  of  its  success.    The  plaintiff  has  boldly 
ran  the  risk,  and  the  principle  of  the  patent  law  is,  that  he  who 
has  had  the  charge  shall  reap  the  reward. 

Further,  the  result  of  the  manufacture,  the  iron  produced,  is  a 
new  substance ;  a  new  combination  of  materials.  An  attempt 
bs  been  made  to  show  that  anthracite  and  bituminous  coal  run 
into  each  other,  and  that  in  some  places  one  could  not  be  used 
without  also  using  the  other ;  this  is  absolutely  denied  by  some 
of  our  witnesses,  and  appears  to  have  been  a  misunderstand- 
ing (a).  But  is  it  doubted  for  an  instant  that  the  intractable 
substance  called  by  the  name  of  anthracite,  or  stone  coal, 
which  becomes  black  when  blown  with  cold  blast,  is  not  well 
known  ?  The  defendants'  own  notice  of  objections  states  it  to 
be  a  well-known  substance  (£).  Is  then  an  invention'  of  this 
nature  to  be  frittered  away  by  the  chemical  and  scientific  evi- 
dence of  persons,  who  tell  you,  in  conclusion,  that  no  one  knows 
any  thing  about  it  theoretically  but  those  who  puzzle  them- 
•dves  (c),  but  that  practically  every  one  knows  what  is  meant 
by  stone  coal?  Further,  suppose  a  person  to  have  discovered 
that  iron  could  be  made  from  rubbish,  hitherto  rejected  as  use- 
less, by  dealing  with  that  rubbish  in  a  particular  manner,  this 
would  be  a  perfectly  good  subject-matter  of  a  patent.  This  was 
decided  by  Lord  Eldon,  L.  C,  when  he  said,  there  may  be  a 
valid  patent  for  a  new  combination  of  materials  previously  in 
ase  for  the  same  purpose,  or  for  a  new  method  of  applying 
such  materials  (rf),  in  which  case  also  part  of  the  invention  was 
making  iron  from  slags  or  cinders.  The  combination  of  the  hot 
Wast  and  anthracite  is  new,  and  the  result  produced  is  a  new 
iron ;  an  iron  of  better  quality  than  any  before  produced,  and  with 
less  consumption  of  fuel  (e).  What  other  test  can  be  adopted  ? 
Tie  substances  were  never  employed  together  before,  and  the 
lesult  obtained  is  for  the  purpose  of  use  and  commerce  a  better 
and  a  cheaper  article ;  it  resembles  more  nearly  than  any  other 
fte  iron  from  vegetable  charcoal.  The  uniform  tenour  of  the 
decisions  shows  any  modification  in  the  manner  of  making  an 
Article  of  commerce,  whereby  the  price  is  diminished,  or  the 
quality  and  general  utility  of  the  article  produced  are  increased, 
to  be  a  new  manufacture,  even  though  all  the  substances  were 
known  and  used  (/*)•  It  has  been  objected,  that  the  plaintiff 
continued  his  experiments  after  the  grant  of  the  letters  patent; 


(•)  See  Mr.  Musket's  evidence,  ante  390,  and  («)  AnteZBT. 

ate  «_  (J)  The  following  cases  were  cited  and  rc- 

(•)  Ante  379.  ferred  to :   Per  EUenborough,  C.  J.,  in  Huddart  v. 

(c)  Ibid,  390,  n.  e.  Grimthaw,  ante  86 ;  per  Eyre,  C.  J.,  in  Boiilton  tf 

{d)  Hill  t.  Thompson,  ant*  237.     See  also  per  Watt  v.  Bull,  2  H.  Bl.  494,  and  ante  56,  n.     Sec 

Jfaft,  C.J„  in  H.  ?.  Wheeler,  cited  in  the  judg-  also  per  Bulter,  J.,  ante  71,  n.  e.t  and  the  cases 

■Bt,  pott  409.  mentioned  in  the  judgment,  \mt  409 . 
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Argument  fir    but  this  he  is  bound  to  do,  and  to  give  the  public  the  bo* 

the  ptamtif.      means  ^fa  which  he  is  acquainted  up  to  the  time  of  making 

his   specification.     This  question   was  decided  in  Orossleg  v. 

Beverley  (^),  and  the  authority  of  that  case  has  been  confirmed 

by  many  subsequent  decisions. 

On  the  fourth  issue,  the  sufficiency  of  the  specification  to 
enable  any  person  acquainted  with  the  manufacture  of  iron  to 
practise  the  invention,  no  question  has  now  been  made.  It  is 
clear  on  the  evidence,  that  anthracite,  in  combination  with  the 
hot  blast,  may  be  used  beneficially  in  all  furnaces ;  but  it  is  • 
question  yet  undecided,  what  size  of  furnace  is  the  very  best  fct 
the  manufacture  of  iron  according  to  the  plaintiff's  invention. 
Further,  every  specification  must  be  examined  according  to  die 
state  of  knowledge  at  the  time  (h). 

Upon  the  fifth  issue,  several  questions  have  been  made.  It 
is  contended  on  the  part  of  the  plaintiff,  that  the  specification 
includes  every  kind  of  hot  blast;  and  then,  with  reference  to  the 
issue  of  fact,  the  question  arises,  whether  the  hot  air  blast  used, 
or  contemplated  to  be  used,  by  the  plaintiff,  was  substantially 
the  same  as  Neilson's  (»).  With  respect  to  the  latter  part  of 
the  issue,  the  question  is  simply  whether,  supposing  the  hot 
blast  referred  to  in  the  plaintiff's  specification  to  be  the  same  u 
Neilson's,  and  that  the  plaintiff's  invention  cannot  be  practised 
without  the  use  of  that  hot  air  blast,  his  patent  is  void  by  reason 
of  the  particular  proviso  inserted  in  the  letters  patent  (*)?  or, 
which  is  the  same  question,  whether  letters  patent  for  an  inven- 
tion which  cannot  be  put  into  practice  without  infringing  on  * 
previous  patent  still  in  force,  or  letters  patent  for  an  improve- 
ment on  a  patent  still  in  force,  are  void  in  law  ?  It  is  said,  that 
Neilson  has  a  grant  for  using  hot  air  blast  for  all  purposes,  and 
that  the  plaintiff  has  a  subsequent  grant  for  using  it  for  a  par- 
ticular purpose;  and  that  therefore  the  latter  grant  interfere* 
with  the  former,  contrary  to  the  above-mentioned  proviso  of 
the  letters  patent.  But  grants  of  this  nature  must  be  construed 
according  to  the  state  of  knowledge  at  the  time,  and  the  inten- 
tions of  the  party,  as  they  can  be  gathered  from  the  words  of  bin 
specification  and  his  acts.  In  Crossley  v.  Beverley  (/),  it  w*f 
objected  that  a  patent  for  a  gas  apparatus  was  bad,  because  the 
specification  spoke  generally  of  coal  and  any  other  substance 
capable  of  producing  gas  for  illumination,  and  it  was  proved 


(g)  Ante,  117.    Sec  also  per  Tindal,  C.  J.,  in  the  improved  method  of  obtaining  the  botbla* 

Jones  v.  1 1  eat  on.     "  The  patentee  is  bound  to  give  subsequently  introduced  was  held  to  be  indnded 

in  his  specification  the  most  improved  state  of  his  in  his  patent.     It  is  unnecessary  here  to  grtenj 

invention  up  to  the  time  of  enrolling  his  specifi-  report  of  the  argument  on  this  point.    See  mM 

cation."  378,  n.,  and  judgment,  post  412. 

(A)  On  this  point,  see  post  405.  (k)  See  the  proviso,  ante  397,  and  tome  obter- 

(i)  As  to  this,  sec  the  judgment  of  the  court,  vations  upon  its  form  and  effect. 

post  412.      The  trial  at   ni»i  ptius  was  prior  to  (/)  Ante  107. 
the  decision  in  Neilson^  case,  ante  369,  by  which 
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hat  the  apparatus  described  would  not  answer  at  all  for  making  h.  t.,  1842. 
■s  from  oil.  But  Lord  Tenterden,  C.  J.,  said — "  the  patentee 
lost  be  understood  to  mean  things  that  were  in  use,  and  not 
imgs  which  would  produce  gas,  as  every  thing  inflammable 
unld,  but  from  being  so  expensive  was  never  expected  to  be  in 
n."  And  again — "  a  man  must  have  the  spirit  of  prophecy  if 
B  knows  that  people  will  apply  those  things  to  the  purpose  for 
bich  they  were  not  considered  applicable  at  the  time"  (m). 
[ad  Neilson,  or  any  person,  the  least  conception  that  anthracite, 
tat  intractable  fuel,  the  attempts  to  use  which  were  so  fruitless 
mt  a  company  abandoned  their  works  though  under  a  sleeping 
at  of  400/.  per  annum  (n),  could  be  rendered  useful  for  smelting 
an?  Neilson's  patent  was  in  existence  for  eight  years  before 
le  plaintiff's  patent.  Suppose  the  patent  had  expired,  and  a 
nsiderable  interval,  say  fifty  years,  had  elapsed,  before  any 
Breon  had  been  at  the  pains  and  expense  to  try  once  more  that 
(tractable  fuel,  and  to  see  whether,  by  a  proper  hot  blast  and 
proper  adaptation  of  other  things,  it  could  be  used  in  smelting 
on*  Can  it  be  doubted  that,  under  such  circumstances,  the 
■tent  would  have  been  valid  ?  Is  the  invention  then  less  the 
ibject  of  a  patent,  because  the  hot  blast  itself  has  only  been 
iscovered  for  some  eight  years,  instead  of  having  been  known 
ir  a  longer  period,  or  always  known  ?  But  it  is  said  that 
faQson  is  prejudiced.  In  point  of  fact  he  has  been  greatly 
enefitted,  since  by  reason  of  this  discovery  a  license  under  his 
■tent  has  been  taken  not  only  by  the  plaintiff  but  by  many 
thers. 

The  proviso  can  only  mean,  that  a  subsequent  patentee  shall 
ot  use  the  prior  invention  without  a  license  from  the  prior 
■tentee.  If  this  be  not  the  meaning,  the  greatest  mischief 
istead  of  benefit  would  result,  since  the  progress  of  improve- 
lent  would  be  stopped  during  the  term  of  the  prior  patent.  If 
iters  patent  for  an  invention,  involving  the  use  of  an  invention 
be  subject  of  an  existing  patent,  or  for  an  improvement  on  an 
listing  patent,  be  void  in  law,  the  author  of  such  invention  or 
nprovement  must  wait  until  the  expiration  of  the  prior  patent 
rfore  procuring  letters  patent  for  his  own  invention  and  pub- 
tthing  it  to  the  world,  whereby  he  will  run  great  risk  of  losing 
U  reward,  the  prior  patentee  will  be  deprived  of  the  advantage 
wilting  from  the  extended  use  of  his  own  invention  during  the 
esidue  of  the  term  of  his  letters  patent,  and  the  public  will  run 
he  risk  of  losing  the  invention  altogether  by  the  death  of 
&e  party,  or  at  all  events  will  be  deprived  of  the  enjoyment  of 
it  for  the  time  during  which  the  invention  is,  so  to  speak,  in 
■beyance(o).     Many  instances  might  be  cited,  in  which  prior 


(*)  Ibid.  108,  and  see  ante  1 10,  n.  f».  (o)  Sec  in  Morgan  v.  Seatoard,  where  it  is  said 

(«)  Anu  389.  that  letters  patent  for  an  invention  altogether 
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Argument  for  patents  have  been  rendered  many  times  more  valuable 
ths  pimmijff.  before  by  reason  of  some  subsequent  improvement  or  add 
which  was  the  subject  of  other  letters  patent.  A  patent  f 
improvement  generally  is  valid  (jp).  What  difference  e 
make,  whether  the  thing  improved  upon  be  or  be  not  itsd 
subject  of  a  patent  ?  But  this  question  has  been  exp 
decided  by  Lord  Eldon,  L.  C,  who,  on  opposition  at  the 
seal,  allowed  letters  patent  for  an  improvement  on  an  ex 
patent  (9).  Further,  this  objection  has  never  been  raised  i 
course  of  litigation  on  any  patent,  notwithstanding  that 
great  number  of  cases  the  patent  in  dispute  was  for  an  imp 
ment  on  an  existing  patent  (r) ;  and  such  an  objection,  if  all 
would  be  prejudicial  to  the  prior  patentee,  the  improver,  ai 
public. 
Tk$  npiy.  llompas,  Serjt.,  in  reply :  The  question  of  infringement  11 

to  the  defendants,  for  the  court  were  to  be  at  liberty  to 
the  same  inference  as  a  jury.  If  the  defendants  used  1 
stantial  part  for  the  purpose  of  evading  the  patent,  that 
undoubtedly  be  an  infringement ;  but  if  the  patent  be  for 
all  stone  coal,  then  there  has  been  no  infringement.  The  p 
case  differs  essentially  from  any  that  has  been  cited,  as  f 
using  of  known  substances  in  known  manners.  Here 
thing  is  old — the  materials,  the  manner  of  using,  the  * 
there  is  no  novelty,  every  thing  takes  place  according  t 
ordinary  method— the  plaintiff  has  done  nothing  more 
adopt  Neilson's  patent ;  he  uses  that  which  was  known  I 
in  a  manner  known  before,  and  for  a  purpose  known  b 
No  case  has  gone  so  far  as  to  decide  that  such  can  be  the  si 
of  letters  patent. 

The  fifth  issue  is  one  partly  of  fact  and  partly  of  law. 
plaintiff  cannot  have  judgment  mom  obstante  veredicto.  Th 
citication  must  be  considered  as  included  in  the  letters  pi 
the  grant  would  there  appear  to  be  the  using  hot  blast  1 
thrueit*.  Now*  XeilsMn  has  a  prior  grant  for  using  hot  bl 
all  kind*  of  fuel ;  anthracite  was  a  known  fuel ;  how  the 
the  plaintiff**  patent  be  good  for  using  hot  blast  to  a  part 
punxv*  ?  Such  a  jrant  in  edect  gives  the  right  of  usb 
patent  of  another*  but  sack  a  grant  is  cfeariv  roid  in  law; 
cannot  be  fw\*  grants  of  the  same  dung  to  different  pa 
Although  patents  have  Kwn  taken  out  in  many  instants 
uupwranents  cm  patents*  a  $rast  of  usii^  a  patent  for  1 


**w  w  **  W*  vtf  ***K  *•*  ^navffcN  «v«k  »  m  wnpss  rf  sraciaB.  Sec  n  j4 

v^*vav  %jAkv  »*  wtiHhj*  v*  hih«v*<«n«*  j*  need  w  **  i. 

«*  *w»*^  <v**Ai  W  «MAj-  >»  **•  *iv  iur-nic  »    y>*-»  *^  5nnm.  mat  51,  ml  Ml 

tfc* W****«*NVV*  ^WnKUKV^V  %>i:K*i£  AHJjj>rr<  .  i      li  tr  Wrt  £<xs_  ML 
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ieolar  purpose  is  not  good.     Without  a  patent  the  plaintiff  H.  T.,  1842. 

odd  not  have  used  the  hot  blast ;  the  using  it  with  a  patent  is 

I  much  an  infringement  as  the  using  of  it  without  a  patent. 

[lie  proviso  means  that  the  grant  shall  not  interfere  with  any 

revious  grant.  No  case  has  been  cited  in  which  the  subsequent 

■tent  included  the  use  of  the  former  patent ;  for  such  second 

ftot  would  of  necessity  be  void.  Cur.  adv.  vult. 


Sir  N.  C.  Tindal,  C.  J.:  This  was  an  action  on  the  case  for  Judgment. 
be  infringement  of  a  patent,  granted  to  the  plaintiff  on  the  28th  June     ' 
of  September,  1836,  for  an  improvement  in  the  manufacture  of 
iron.    The  declaration  was  in  the  usual  form,  and  the  de- 
fendants pleaded   thereto,   first,    that   they  were  not  guilty; 
secondly,  that  the  plaintiff  was  not  the  first  and  true  inventor 
of  the  said  improvement.     Upon  each  of  which  pleas  issue  was 
joined.    Thirdly,  after  setting  out  at  length  the  plaintiff's  spe- 
cification, the  defendants  pleaded,  that  the  alleged  improvement 
therein  described  was  not  a  new  manufacture,  invented  by  the 
plaintiff,  within  the  intent  and  meaning  of  the  statute,  as  to  the 
public  use  and  exercise  thereof  in  England;  which  allegation  was 
traversed  by  the  plaintiff  in  his  replication.     Fourthly,  the  de- 
fendants pleaded,  that  the  nature  of  the  plaintiff's  invention, 
and  the  manner  in  which  it  was  to  be  performed,  was  not  parti- 
cularly described  or  ascertained  by  the  plaintiff  in  his  specifica- 
tion; upon  which  plea  issue  was  joined.     And  in  their  last  plea 
tke  defendants,  after  referring  to  the  plaintiff's   specification 
before  set   out  in  the  third  plea,  stated  the  grant  of  letters 
patent,  dated  the  11th  of  September,  1828,  to  one  James  Beau- 
mont Neilson,  for  an  improved  application  of  air  to  produce 
beat  in   fires,  forges,  and  furnaces,  where  bellows  and  other 
Mowing  apparatus  were  required ;  that  Neilson's  invention  was 
the  production  and  application  of  a  hot  air  blast,  and  was  in 
public  use,  with  Neilson's  license,  in  the  smelting  and  manufac- 
turing of  iron  from  iron  stone,  and  was  the  hot  air  blast  in  the 
plaintiff's  specification  mentioned;  that  the  plaintiff  .could  not 
use  the  hot  air  blast  mentioned  in  his  specification  without 
Neilson's  license ;  and  that  he  had  obtained  such  license  before 
lie  grant  of  his  letters  patent;    and  that  the   using  by  the 
)laintiff  of  the  hot  air  blast  in  the  smelting  of  iron  from  iron 
(tone,  combined  with  anthracite  or  stone  coal,  as  mentioned  in 
lis  specification,  was  a  using  and  imitating  of  Neilson's  inven- 
ion,  whereby  the  plaintiff's  patent  was  void.     The  plaintiff 
eplied  to  this  last  plea,  that  Neilson  s  invention  was  not  the 
tame  hot  air  blast;  and  that  the  machinery  and  apparatus 
tdopted  for  the  application  thereof,  mentioned  and  referred  to 
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Judgment.  in  the  plaintiff's  specification,  was  not  nor  was  the  using  by  the 
plaintiff  of  the  invention  as  described  in  his  specification  a 
using  and  imitating  of  Neilson's  invention,  described  in  Neil- 
son's  specification:  which  allegation  is  traversed  by  the  defen- 
dants in  their  rejoinder. 

At  the  trial  before  me,  the  verdict  was  entered  for  the  plain- 
tiff on  all  the  issues,  subject  to  the  opinion  of  the  court  upon 
the  evidence  given  at  the  trial,  as  contained  in  a  report  agreed 
upon  between  the  parties,  the  court  being  at  liberty  to  draw  the 
same  inference  froin  it  as  a  jury  might  draw. 

On  the  argument,  it  was  contended  by  the  defendants,  that 
the  verdict  ought  to  be  entered  for  them  on  each  of  the  issues 
joined  on  the  record ;  but  as  the  main  question  between  the 
parties  turns  on  the  third  issue,  which  involves  the  question, 
whether  the  invention  of  the  plaintiff  is  a  manufacture  within 
the  intent  and  meaning  of  the  statute  of  James;  that  is,  whether 
it  is  or  is  not  the  subject-matter  of  a  patent;  and  as  the  deter- 
mination of  this  issue  in  favour  of  the  one  party  or  the  other, 
will  render  the  decision  of  the  other  issues  free  from  difficulty, 
the  simplest  way  will  be,  to  apply  ourselves  in  the  first  instance 
to  that  question. 

Now,  in  order  to  determine  whether  the  improvement  de- 
scribed in  the  patent  is  or  is  not  a  manufacture  within  the 
statute,  we  must  in  the  first  place  ascertain  precisely  what  is  the 
invention  claimed  by  the  plaintiff;  and  then  by  the  application 
of  some  principles  admitted  and  acknowledged  in  the  applica- 
tion of  the  law  relating  to  patents,  and  by  the  authority  of 
decided  cases,  determine  the  question  in  dispute  between  the 
The  invention    parties.    The  plaintiff  describes  the  object  of  his  invention  to 
claimed  is  the    j^  fl^  application  of  anthracite  or  stone  coal  combined  with 
and  hot  blast  in  hot  air  blast  in  the  smelting  or  manufacture  of  iron  from  iron 
thTinan^ure  stone>  m^y  or  ore,  and  states  distinctly  and  unequivocally,  at the 
of  iron.  end  of  his  specification,  that  he  does  not  claim  the  use  of  a  hot  tir 

blast  separately  as  of  his  invention,  when  uncombined  with  the 
application  of  anthracite  or  stone  coal.  Nor  does  he  claim  die 
application  of  anthracite,  or  stone  coal,  when  uncombined  with 
the  using  of  hot  air  blast;  but  what  he  claims  as  his  inven- 
tion is,  the  application  of  anthracite  or  stone  coal  and  culm, 
combined  with  the  using  of  hot  air  blast,  in  the  smelting  and 
manufacture  of  iron  from  iron  stone,  mine,  or  ore.  And  the 
question,  therefore,  becomes  this — whether,  admitting  the  using 
of  the  hot  air  blast  to  have  been  known  before  in  the  manufac- 
ture of  iron  with  bituminous  coal,  and  the  use  of  anthracite,  or 
stone  coal,  to  have  been  known  before  in  the  manufacture  of 
iron  with  cold  blast,  but  that  the  combination  of  the  two  toge- 
ther (the  hot  blast  and  the  anthracite)  were  not  known  to  be 
combined  before  in  the  manufacture  of  iron,  whether  such  com- 
bination can  be  the  subject  of  a  patent. 
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are  of  opinion,  that  if  the  result  produced  by  such  a  com-  Any  combina- 
m  is  either  a  new  article,  or  a  better  article,  or  a  cheaper  j^cVroattw'of'a 
to  the  public,  than  that  produced  before  by  the  old  me-  patent,  if  the  re- 
that  such  combination  is  an  invention  or  manufacture  JJJ  *  better*  or  a 
ed  by  the  statute,  and  may  well  become  the  subject  of  a  cheaper  article. 
(ft).     Such  an  assumed  state  of  facts  fells  clearly  within 
inciple  exemplified  by  Abbott,  C.  J.  (c),  where  he  is  deter- 
j  what  is  or  what  is  not  the  subject  of  a  patent,  namely,  it 
>erhaps,  extend  to  a  new  process  to  be  carried  on  by 
implements  or  elements  acting  upon  known  substances, 
timately  producing  some  other  known  substance,  but  pro- 
it  in  a  cheaper  or  more  expeditious  manner,  or  a  better 
re  useful  kind.    And  it  falls  also  within  the  doctrine  laid 
>y  Lord  Eldon  (d)y  that  there  may  be  a  valid  patent  for  a 
ambulation  of  materials  previously  in  use  for  the  same 
ie,  or  even  for  a  new  method  of  applying  such  materials, 
e  specification  must  clearly  express,  that  it  is  in  respect 
1  new  combination  or  application. 

re  are  numerous  instances  of  patents  which  have  been  The  use  of  a 
d,  where  the  invention  consisted  in  no  more  than  in  the  ktt^  ?I??lm 

.  <■  j  .  .  ,      ,  *  known  man- 

things  already  known,  and  acting  with  them  in  a  manner  ner,  to  produce 
T  known,  and  producing  effects  already  known,  but  pro-  Jubjecun^r* 
those  effects  so  as  to  be  more  economically  or  beneficially 
d  by  the  public.  It  will  be  sufficient  to  refer  to  a  few  in- 
s,  some  of  which  patents  have  failed  on  other  grounds, 
me  on  the  ground  that  the  invention  itself  was  not  the 
t  of  a  patent  (e). 

may  first  instance  Hall's  patent,  for  applying  the  flame  of 
singe  off  the  superfluous  fibres  of  lace ;  where  a  flame  of 
I  been  used  before  for  that  same  purpose  (/)•     Derosne's 

m  per  Buller,J.,  in  R.   v.  Arkwright,  In  Saunders'  or  the  button  case  (Saunders  v. 

and  note  e.  Aston,  3  B.  &  Ad.  881),  the  real  invention  was 

i  The  King  v.  Wheeler,  2  B.  &  Aid.  349.  the  substitution  of  a  flexible  shank,  which  was  old, 

I  Hill  v.  Thompson,  ante  237.  by  the  special  aid  of  a  toothed  collet ;   had  this 

may  be  observed,  that  no  case  is  reported  been  properly  claimed,  the  patent  would  have 
wed  i 


in  any  of  the  books  in  which  a  pa-  been  \ 

Ruled,  simply  on  the  ground  of  the  inven-  In  Kay's  case  (Kay  v.  Marshall,  5  Bing.  N.  C. 

being  the  subject-matter  of  letters  patent ;  491),  the  real  defect  was  not  in  the  subject-matter, 

er  ground,  as  want  of  novelty,  or  defective  but  in  the  subject-matter  as  disclosed  on  the  face 

ion,  having  been  the  real  cause  of  failure,  of  the  letters  patent  and  in  the  specification.    The 

union's  case  (Brunton  v.  Hawkes,  4  B.  ac  result  of  the  invention  was,  the  introduction  of  a 

),  a  careful  examination  of  the  judgments  new  mode  of  spinning,  which  has  since  been  ap- 

irned  judges  will  show,  that  the  real  ob-  plied  to  many  other  manufactures,  and  the  placing 

rat   want  of    novelty,  a   particular  de-  the  flax  on  a  similar  footing  with  the  cotton   ma* 

of  anchor  having  been  made  in  the  same  nufacture.      No  one  can  doubt  inventions  such  at 

we.    The  dictum  of  the  learned  judge,  those  being  the  subject-matter  of  letters  patent ; 

t  could  not  be  a  patent  for  making  in  one  but  Kay,  and  his  great  forerunner  Arkwnght,  in 

see  what  before  had  been  in  two  pieces,  the  other  branch  of  the  manufactures  of  the  coun- 

had  reference  to  the  particular  case,  and  try,  both  failed  to  secure  to  themselves  the  full 

received  and  applied  with  great  caution,  benefit  of  their  industry  and  ingenuity  from  the 

t  at  it  is  clear  that  cases  may  occur,  in  same  cause,  namely,  a  defective  specification.  See 

e  making  in  one  piece,  so  as  to  avoid  a  ante  74,  n. 

would  be  an  essential  and  material  im-  (/)  See  ante  97.     The  particular  fact  here 

bU    Whether  an  improvement   or  not,  mentioned,  does  not  appear  in  the  evidence  on  the 

ppear  to  be  the  real  question.    See  ante  trial  for  the  infringement  of  this  patent  (Hall  v. 

i  Boot,  ante  100—103) j  but  it  has  been  repeatedly 

3  o 
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Jndgment.  patent,  in  which  the  invention  consisted  in  filtering  the  synxpof 
sugar  through  a  filter,  to  act  with  animal  charcoal,  and  charcoal 
from  bituminous  schistus,  where  charcoal  had  been  used  before 
in  the  filtering  of  almost  every  other  liquor  except  the  syrup  of 
sugar  {g).  Hill's  patent,  above  referred  to,  for  improvements  in 
the  smelting  and  working  of  iron ;  there  the  invention  consisted 
only  in  the  use  and  application  of  the  slags  or  cinders  thrown 
off  by  the  operation  of  smelting,  which  had  been  previously 
considered  useless  for  the  production  of  good  and  serviceable 
metal,  by  the  admixture  of  mine  rubbish.  Again,  DanielPs  pa- 
tent was  taken  out  for  improvements  in  dressing  woollen  cloth, 
where  the  invention  consisted  in  immersing  a  roll  of  cloth,  ma- 
nufactured in  the  usual  manner,  into  hot  water  (K). 

The  only  question,  therefore,  that  ought  to  be  considered  on 
the  evidence  is,  was  the  iron  produced  by  the  combination  of 
the  hot  blast  and  the  anthracite  a  better  or  a  cheaper  article 
than  was  before  produced  from  the  combination  of  the  hot 
blast  and  the  bituminous  coal ;  and  was  the  combination,  de- 
scribed in  the  specification,  new  as  to  the  public  use  thereof  in 
According  to     England.     And,  upon  the  first  point,  upon  looking  at  the  eri- 
yield  is  greater,  dence  in  the  cause,  we  think  there  is  no  doubt,  that  the  result 
the     d  thy  bet  °*  t*ie  com'>ination  of  the  hot  blast  with  the  anthracite  on  the 
pense  less.      "  yield  of  the  furnaces  was  more,  the  nature,  properties,  and  qua- 
lity of  the  iron  better,  and  the  expense  of  making  the  iron  less, 
than  it  was  under  the  former  process,  by  means  of  the  combi- 
nation of  the  hot  blast  with  the  bituminous  coal. 

It  is  to  be  observed,  that  no  evidence  was  produced  on  the 
part  of  the  defendants,  to  meet  that  given  by  the  plaintiff  on 
these  grounds ;  and  that  it  was  a  necessary  consequence,  from 
the  proof  in  the  cause,  that  from  the  substitution  of  the  anthra- 
cite coal,  in  whole  or  in  part,  instead  of  or  in  the  place  of  bitu- 
minous coal,  the  manufacture  of  the  iron  should  be  obtained  it 
less  expense  (t). 

It  was  objected,  in  the  course  of  the  argument,  that  the  qua- 
lity or  degree  of  invention  was  so  small,  that  it  could  not 
become  the  subject-matter  of  a  patent;  that  a  person  who  could 
procure  a  license  to  use  the  hot  air  blast  under  Neilson's  patent, 
had  a  full  right  to  apply  that  blast  to  coal  of  any  nature  what- 
ever, whether  bituminous  or  stone  coal.  But  we  think,  if  it 
were  necessary  to  consider  the  labour,  pains,  and  expense,  in- 
curred by  the  plaintiff,  in  bringing  his  discovery  to  perfection, 

mentioned  in   argument  in  subsequent  cases,  as  (?)  See  ante  152. 

well  as  on  the  present  occasion.    See  per  Lord  (h)  See  ante  71,  n.  e,  and  The  King  w.DemkO, 

Abinger,  C.  B.,  in  T^sh  v.  Hague,  ante  207.  This  Godson  on  Pat.  274. 

fact  was  probably  stated  in  the  affidavits,  on  the  (i)  The  plaintiff's  works  being  szraate  on  *• 

motion  for  a  new  trial,  on  which  occasion  Lord  stone  coal  district,  other  species  of  coal  was  ft- 

Tenterden,  C.  J.,  is  reported  to  have  said,  that  no  taincd  at  increased  expense    of  carriage,  or  if 

man  could  tell  a  priori  what  would  be  the  effect  carriage  and  coking.     See  ante  386, 

on  the  article  of  a  change  from  oil  to  gas. 
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that  there  is  evidence  in  this  cause,  that  the  expense  was  consi-  June  13, 1842. 
derable,  and  the  experiments  numerous.     But  in  point  of  law,  The  labour  of 
the  labour  of  thought,  or  experiments,  and  the  expenditure  of  of °J™rimcm? 
money,  are  not  the  essential  grounds  of  consideration  on  which  expended  on  an 
the  question,  whether  the  invention  is  or  is  not  the  subject-  ™^£\\u°l 
matter  of  a  patent,  ought  to  depend.     For  if  the  invention  be  point  of  law  to 
new  and  useful  to  the  public,  it  is  not  material  whether  it  be  the  leuere^ten? 
result  of  long  experiments  and  profound  research,  or  whether  by 
aome  sudden  and  lucky  thought,  or  mere  accidental  discovery. 

The  case  of  monopolies  (k)  states  the  law  to  be,  that  where  a 
mm,  by  his  own  charge  or  industry,  or  by  his  own  wit  or  in- 
vention, brings  a  new  trade  into  the  realm,  or  any  engine  tending 
to  the  furtherance  of  a  trade  that  never  was  used  before,  and 
that  was  for  the  good  of  the  realm,  that  the  king  may  grant  him 
the  monopoly  of  a  patent  for  a  reasonable  time.  If  the  combina- 
tion now  under  consideration  be,  as  we  think  it  is,  a  manufacture 
within  the  statute  of  James,  there  was  abundant  evidence  in  the 
enue,  that  it  had  been  the  great  object  and  desideratum,  before 
the  granting  of  the  patent,  to  smelt  iron  stone  by  means  of  an- 
thracite coal,  and  that  it  had  never  been  done  before ;  there  was 
w>  evidence  on  the  part  of  the  defendants  to  meet  that  which  the 
plaintiff  brought  forward.  These  considerations,  therefore,  en- 
Ale  us  to  direct,  that  the  verdict  ought  to  be  entered  for  the 
plaintiff  on  the  third  issue;  that  it  was  a  new  manufacture — new 
tt  to  the  public  use  and  exercise  thereof  within  England  and 
Wales. 

On  the  same  ground,  also,  the  second  issue  is  disposed  of  in 
farour  of  the  plaintiff.  No  evidence  was  produced  on  the  part 
of  the  defendants,  to  show  any  inventor  earlier  than  the  plaintiff; 
nor  does  the  fact,  that  there  was  an  earlier  inventor,  appear  from 
the  cross-examination  of  the  plaintiff's  witnesses. 

As  to  the  first  issue,  namely,  whether  the  defendants  have  in- 
fringed the  patent,  we  think  it  clearly  appears  on  the  evidence, 
Jiat  the  defendants  had  used,  either  in  part  or  in  whole,  the 
»mbination  described  in  the  specification  of  the  plaintiff's  pa- 
ent.  The  plaintiff's  evidence  goes  fully  to  show  certain  in- 
ringements,  and  that  is  not  met  by  any  explanation  on  the  part 
4  the  defendants.  Indeed,  the  defendants'  case  did  not  appear 
o  rest  on  this  point  at  the  trial,  so  much  as  on  the  important 
[uestion  raised  by  them — whether  the  improvement  described 
a  the  specification,  was  a  manufacture  within  the  statute  of 
Fames. 

Upon  the  fourth  issue,  which  raised  no  more  than  the  usual 
nquiry,  whether  the  nature  of  the  invention  was  sufficiently 
[escribed  in  the  specification,  the  usual  evidence  was  given,  that 
lersons  of  competent  skill  and  experience  could,  by  following 
he  directions,  produce  the  manufacture  described  with  success, 

(k)  See  anti6-,  and  1 1  Co.  Rep.  84 ,  Voy  ttfc. 
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Judgment. 


Patent  good 
although  it 
requires  the  use 
of  that  to 
which  another 
has  an  exclu- 
sive right,  or 
that  which  is 
public,  if  that 
be  not  claimed 
in  the  specifica- 
tion. 


and  the  evidence  was  entirely  unopposed ;  upon  this  issue  ibo 
the  verdict  ought  to  be  entered  for  the  plaintiff. 

With  respect,  however,  to  the  issue  raised  in  the  rejoinder  in 
the  plaintiff's  replication  to  the  fifth  plea,  we  are  of  opinion,  that 
taking  the  whole  evidence  brought  forward  by  the  plaintiff,  it 
is  impossible  to  perceive  any  substantial  or  real  distinction 
between  the  hot  air  blast  and  the  machinery  and  apparatus 
described  in  Neilson's  specification,  from  that  described  and 
referred  to  in  the  plaintiff's — or  to  say,  that  the  using  by  the 
plaintiff  of  the  invention  described  in  his  specification  was  any 
other  than  a  using  and  imitating  of  the  invention  described 
in  Neilson's  specification  (/).    The  plaintiff,  indeed,  worked  by 
license  under  Neilson's  patent  at  the  time  of  his  discovery. 
On  this  fifth  issue,  therefore,  we  think  the  verdict  should  be 
entered  for  the  defendants.    Then  arises  the  question,  whether 
the  plaintiff  is,  or  is  not,  entitled  to  the  judgment,  notwith- 
standing the  verdict  on  this  fifth  issue;  on  which  point, the 
argument  on  the  part  of  the  defendants  is,  that  the  taking  oat 
a  patent  for  an  invention,  which  invention  cannot  be  used  or 
enjoyed  by  the  public  except  by  means  of  the  former  inven- 
tion of  another  person,  which  former  invention  is  itself  the 
subject-matter  of  a  patent  still  in  force,  is  void  by  law.    Un- 
doubtedly, if  the  second  patent  claims,  as  part  of  the  invention 
described  in  it,  that  which  had  been  the   subject-matter  of  a 
patent  then  in  force,  it  would  be  void,  on  the  double  ground 
that  it  claimed  that  which  was  not  new  (which  indeed  would 
equally  be  the  case  if  the  former  patent  had  expired),  and  also 
that  it  would  be  an  infringement  of,  and  inconsistent  with,  a 
former  grant  of  the  king  still  in  force,  which  latter  consideration 
alone  would  make  a  new  grant  void  (m).    But  in  this  case  then 
is  an  express  disclaimer  of  any  part  of  the  invention  extending 
to  the  use  of  the  hot  air  blast  which  was  covered  by  Neilson's 
patent,  the  specification  describing,  that  the  application  of  the 
hot  air  blast  was  well  understood  and  extensively  applied  in 
many  places  where  ordinary  fuel  is  employed.    The  validity, 
therefore,  of  the  plaintiff's  patent  cannot  be  impeached  on 
either  of  the  grounds  above  adverted  to.     Unless,  therefore,  the 
grantee  of  the  new  letters  patent  is  bound  by  law  to  specify 
whether  such  former  invention,  which  is  excepted,  was  so  ex- 
cepted on  the  ground  of  its  being  generally  known  and  used  by 


(/)  It  should  be  borne  in  mind,  that  the  trial  at 
nut  priut  was  before,  and  the  argument  on  the 
special  case  subsequent  to,  the  proceedings  esta- 
blishing the  validity  of  Neilson  s  patent.  Neil- 
son's invention  consisted  in  applying  hot  air  to 
furnaces,  that  air  being  heated  in  a  vessel  inter- 
mediate between  the  furnace  and  the  blowing 
apparatus;  the  vessel  described  in  Neilson *s  spe- 
cification was  abandoned  as  of  no  value  in  com- 
parison with  the  series  of  pipes  subsequently 
introduced,  and  which  the  plaintiff  and  Ne\\*on.'t 
other  licenseaa  then  used,  and  a  main  quvAvou  \u 


Neilson's  case  was,  whether  the  use  of  any  lead, 
and  series  of  vessels,  or  receptacles,  as  a  set  of 
pipes,  was  protected  by  his  patent,  and  the  Coart 
of  Exchequer  decided  that  it  was.  See  Nmkm  r. 
Harford  q  othen,  ante  369. 

(m)  See  "  an  act  for  avoiding  second  IttMn 
patent  granted  by  the  king"  (6H.8,c.  15),  va«t- 
by  it  was  enacted,  that  in  all  cases  of  grants  sf 
second  letters  patent  for  the  same  tkamg,  the  de- 
termination of  the  former  grant  should  btexpresftd. 
Laic  4;  Practice,  tit.  Statutes,  and  antt  397,  n.t 
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blic,  or  on  the  ground  that  it  was  the  subject  of  a  patent  June  13, 1842. 

cured  the  use  of  it  to  a  former  patentee,  the  new  patent 

good.     But  that  distinction  is  as  much  in  the  knowledge 

public  as  of  the  grantee  of  the  patent.     If  indeed  the  new 

had  been  taken  out  for  improvements  or  alterations  in 

sntion  secured  by  a  former  patent,  there,  for  obvious  rea- 

^eater  particularity  would  be  necessary  to  distinguish  the 

>m  the  old.    But  the  present  specification  expressly  says, 

the  whole  of  the  invention  already  well  known  to  the 
,  and  I  combine  it  with  something  else. 

r  it  is  further  argued,  that  in  point  of  law,  no  patent  can  A  patent  includ- 
en  out  which  includes  the  subject-matter  of  a  patent  still  j^^"?^ 
g  or  in  force.    No  authority  was  cited  to  support  this  tent  still  inform, 
ition,  and  the  case  which  was  before  Lord  Tenterden,  and  w  va    m  aw' 
ch  he  held,  that  where  an  action  was  brought  for  an  in- 
nent  of  improvements  in  a  former  patent  granted  to 
or  person,  and  still  in  force,  that  the  plaintiff  must  produce 
mer  patent  and  specification;  that  at  least  affords  a  strong 
ice  that  the  second  patent  was  good  (ri).    The  case  of 
ir  v.  Playne(o)  is  a  clear  authority  on  the  same  point;  and 
reason  and  principle  there  appears  to  be  no  objection  (/?)• 
ew  patent,  after  the  expiration  of  the  old  one,  will  be  free 
every  objection,  and  whilst  the  former  exists,  the  new 
;  can  be  legally  used  by  the  public  by  procuring  a  license 
Seilson,  or  by  purchasing  the  apparatus  from  him  or  some 

agents;  and  the  probability  of  the  refusal  of  a  license  to 
le  applying  for  it,  is  so  extremely  remote,  that  it  cannot 
into  consideration  as  a  ground  of  legal  objection, 
the  whole,  therefore,  we  think  the  verdict  is  to  be  entered 
e  plaintiff  on  all  the  issues  except  the  fifth;  that  the  ver- 
\  to  be  entered  for  the  defendants  on  the  fifth  issue;  but 
lotwithstanding  such  verdict,  the  judgment  must  be  given 

3  plaintiff.  Judgment  for  the  plaintiff. 

lie  case  of  Lewis  v.  Davis,  3  Car.  &  P.  502.  (p)  For  suppose  a  particular  article,  starch  for 

4  Vet.  Jr.  130  j  11  East,  101;  Dav.Pat.      instance,  to  be  the  subject  of  letters  patent,  and 
See  also  that  all  the  starch  in  the  country  was  patent  starch ; 

For,  Ex  parte.  there  are  attached  to  the  making  and  selling  of 
Eldon, L. C. :  "If  the  petitioners  have  in-  that  article  certain  exclusive  privileges,  but  the  in- 
:ertarn  improvements  upon  an  engine  for  dividual  who  has  purchased  it  of  the  patentee  has 
.  patent  has  been  granted,  and  those  im-  a  right  to  sell  it  again,  and  to  use  it  at  his  will  and 
ots  could  not  be  used  without  the  original  pleasure ;  the  exclusive  privileges  are,  in  respect  of 
at  the  end  of  fourteen  years  the  petitioners  that  particular  portion  of  the  article  so  sold,  at  an 
ake  use  of  a  patent  taken  out  upon  their  end,  and  do  not  pursue  it  through  any  subsequent 
Dents;  though  before  that  period  expired  stage  of  its  use  and  existence,  otherwise  every  pur- 
ild  have  no  right  to  make  use  of  the  other's  chaser  of  starch  would  be  obliged,  according  to 
im.  At  the  end  of  that  time,  the  public  has  a  the  terms  of  the  letters  patent,  to  have  a  license 
etween  the  patents."  1  Ves.6cB.67.,  or  post.  in  writing,  under  the  hand  and  seal  of  the  pa- 
mceding  was  an  opposition  to  a  patent  by  tentee ;  the  absurdity  of  which  is  manifest.  Hence 
t  the  great  seal,  on  the  ground  that  it  was  it  is  obvious,  that  if  a  person  legally  acquires,  by 
i  from  an  existing  patent ;  the  patent  was  license  or  purchase,  title  to  that  which  is  the  sub- 
Many  patents  on  which  litigation  has  ject  of  letters  patent,  he  may  use  it  or  improve 
lace  were  open  to  the  objection  of  being  upon  it  in  whatever  manner  he  pleases ;  in  the 
meats  on  an  existing  patent,  but  the  ques-  same  manner  as  if  dealing  with  property  of  any 
i  not  appear  to  have  been  made  in  any  of  other  kind. 
s,                        ■ 
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[5  Mee.  &  W.  675.] 

2d5Sti?1B  By  order  of  the  Vice-Chancellor,  the  foUowing  case  was  sent 
cense  to  use  a    for  the  opinion  of  this  court : — 

m^idatethe*  Letters  patent  were  duly  granted  under  the  great  seal  of 
patent  itself,  Great  Britain,  bearing  date  the  29th  day  of  August,  1838,  to 
patentmay  be  Arthur  Dunn,  for  his  invention  of  certain  improvements  in  the 
vested  in  twelve  manufacture  of  soap. 

EfwboUy  Imroa-  T^e  casc  tnen  set  forth  the  letters  patent,  which  were  in  the 
terial  to  its  va-  usual  form,  and  of  which  the  following  only  is  material  to  be 
nnmbe?of  per-  stated  : — "  Provided  nevertheless,  and  these  our  letters  patent 
sons  such  a  are  upon  this  express  condition,  that  if  at  any  time  hereafter 
whether  exclu-'  these  our  letters  patent,  or  the  liberties  and  privileges  hereby  by 
sive  or  not.       us  granted,  shall  become  vested  in  or  in  trust  for  more  than 

Such  a  li-  °  _   '  . 

cense  would  not  the  number  of  twelve  persons  or  their  representatives  at  any 
theditricteor    one  **me  M  P8**1161,8*  dividing  or  entitled  to  divide  the  benefits 
district  covered  or  profits  obtained  by  reason  of  these  our  letters  patent  (reckon- 
ncMedtbT    ™S  executors  or  administrators  as  and  for  the  single  person 
whole  extent  of  whom  they  represent,  as  to  such  interest  as  they  are  or  shall  be 
the  patent.        entitled  to  in  right  of  such  their  testator  or  intestate),  that  then 
these  our  letters  patent,  and  all  liberties  and  advantages  what- 
soever  hereby  granted,    shall    utterly  cease,   determine,  and 
become  void,  any  thing  hereinbefore  contained  to  the  contrary 
thereof  in  anywise  notwithstanding:    Provided,  that  nothing 
herein  contained  shall  prevent  the  granting  of  licenses  in  such 
manner  and  for  such  consideration  as  they  may  by  law  be 
granted." 

A  proper  and  sufficient  specification  of  the  said  patent  in- 
vention was  duly  enrolled  in  the  High  Court  of  Chancery, 
within  the  time  limited  by  the  said  letters  patent  for  that 
purpose. 

Before  the  month  of  July,  1839,  and  at  the  time  of  granting 
the  license  next  after  mentioned,  the  said  letters  patent,  and  the 
liberties  and  privileges  thereby  granted,  became  and  were  vested 
in  twelve  several  persons,  partners,  dividing  or  entitled  in  their 
own  rights  respectively,  and  not  by  representation,  to  divide  the 
benefits  or  profits  obtained  by  reason  of  the  said  letters  patent 
On  the  1st  July,  1839,  the  said  twelve  patentees,  or  persons  in 
whom  the  said  letters  patent  were  so  vested  as  aforesaid,  signed 
and  executed  an  instrument  in  writing,  whereby,  after  reciting 
that  they  had  agreed  with  Samuel  Guppy  and  Philip  Protheroe 
to  grant  unto  them  an  exclusive  license  for  the  use  and  exercise 
.  of  the  said  invention  within  the  city  of  Bristol,  and  at  sod 
other  place  or  places  within  thirty-five  miles  therefrom,  tf 
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described  on  the  map  with  a  compass,  having  Bristol  for  its  intheExchequer 
centre,  as  they  should  think  proper,  and  in  consideration  thereof, 
Jw  said  Samuel  Guppy  and  Philip  Protheroe  had  agreed  to  be 
Jound  by  such  terms,  restrictions,  stipulations,  and  agreements 
hereinafter  mentioned  and  expressed ;  it  was  by  the  said  license 
witnessed,  that  in  pursuance  of  the  said  agreement,  and  in  con- 
sideration of  the  covenants,  provisions,  and  agreements  therein- 
after contained,  they,  the  said  twelve  patentees  or  persons  in 
thorn  the  said  letters  patent,  and  the  liberties  and  privileges 
thereof,  were  so  vested 'as  aforesaid,  did  give  and  grant  unto  the 
■id  Samuel  Guppy  and  Philip  Protheroe,  and  the  survivor  of 
them,  during  the  remainder  of  the  term  of  fourteen  years  men- 
tioned in  the  said  letters  patent,  and  for  which  the  said  letters 
patent  were  granted,  the  full  and  free  liberty,  sole  and  exclusive 
ieense  and  authority,  to  and  for  them  the  said  Samuel  Guppy 
md  Philip  Protheroe,  and  the  survivor  of  them,  for  their  and 
Us  own  use  and  benefit,  subject  to  the  provisoes  and  stipulations 
thereinafter  contained,  to  use  the  said  discovery  or  invention 
within  the  city  of  Bristol,  and  at  such  other  place  or  places 
within  thirty-five  miles  from  the  said  city  as  aforesaid,  as  the  said 
Stmuel  Guppy  and  Philip  Protheroe,  or  the  survivor  of  them, 
should  think  proper  (a). 

Under  the  said  license,  the  said  Philip  Protheroe  and  Samuel 
Gappy  have  used  and  exercised  the  said  patent  invention  within 
the  city  of  Bristol,  and  such  other  places  within  thirty-five  miles 
thereof  as  they  have  thought  fit,  and  they  have  since  assigned 
the  said  license,  and  the  benefit  thereof,  to  or  in  trust  for  a  com- 
T*ny  or  copartnership  consisting  of  more  than  twelve  persons, 
who  are  now  using  and  exercising  the  same,  and  have  duly  paid 
the  rents  made  payable  by  virtue  of  the  said  license. 

On  the  2d  of  July,  1839,  the  said  twelve  patentees  or  per- 
sons in  whom  the  said  letters  patent  and  the  liberties  and 
privileges  thereof  were  so  vested  as  aforesaid,  gave  and  granted 
twelve  other  similar  exclusive  licenses  to  use  and  exercise  the 
said  patent  right  and  invention,  in  twelve  several  districts  other 
than  the  said  city  of  Bristol  and  places  within  thirty-five  miles 
thereof,  of  which  said  twelve  licenses  eleven  were  granted 
severally  to  eleven  individuals  (that  is  to  say,  each  to  one  dis- 
tinct person),  and  the  twelfth  was  granted  to  a  certain  partner- 
dap  consisting  of  thirteen  persons. 

The  districts  covered  by  the  licenses  are  parts  of  England 
only — they  do  not  comprise  the  whole  of  England. 

(«)  Here  followed  the  usual  covenants  by  the      To  keep  regular  accounts,  and  proviso  that  no 
—  to    manufacture  a  certain    quantity      other  licenses  should  be  granted  on  more  farour- 


*eekly,  to  pay  the  license  dues,  to  deliver  ac-      able  terms.    Covenant  on  the  part  of  the  grantors 
~  of  the  quantities  made,  and  penalty  for      not  to  grant  any  other  licenses  within  the  same 


aoavcomplianoe.  Power  on  part  of  licensees  to  district,  or  themselves  use  the  invention.  Power 
determine  the  license.  Not  to  prejudice  letters  of  revocation  on  default.  See  as  to  the  usual 
Went  by  any  acta,  but  assist  in  supporting  them.      form  of  licenses,  Law  ty  Practice,  Pr.  F.,  XIX. 
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Special  cote.  The  questions  for  the  opinion  of  this  court  are : — 

1st.  Has  the  grant  of  the  said  first-mentioned  exchuive 
license  to  the  said  Philip  Protheroe  and  Samuel  Guppy  iron- 
lidated  the  letters  patent  of  itself,  without  reference  to  the  sub- 
sequent facts  ? 

2d.  Has  the  assignment  to,  and  vesting  of,  the  said  first- 
mentioned  license  in  the  said  partnership  of  more  than  twelve 
persons,  invalidated  the  letters  patent  of  itself  and  without  re* 
ference  to  the  other  facts  stated  ? 

3d.  Has  the  grant  of  the  said  twelve  last-mentioned  exclusive 
licenses,  or  of  any  and  which  of  them,  invalidated  the  said  ktten 
patent  ? 

4th.  If  the  third  question  should  be  answered  in  the  affirma- 
tive, would  the  result  be  the  same  if  the  last  of  the  twelve 
licenses  had  been  granted  to  a  less  number  than  twelve  personal 

5th.  If  all  the  grantees  of  all  the  licensees  were  to  coaleatt 
and  become  jointly  interested  in  such  licenses,  would  the  kttoi 
patent  be  thereby  invalidated,  if  not  otherwise  invalidated  ? 

6th.  Would  the  letters  patent,  if  not  otherwise  invalidated, 
have  been  so  if  the  districts  covered  by  the  licenses  had  included 
the  whole  of  England,  Wales,  and  Berwick-upon-Tweed  ? 

7th.  Would  they  have  been  so  if  such  districts  had  included 
the  whole  of  England,  Wales,  Berwick-upon-Tweed,  and  the 
Colonies  ? 

Roupctt,  for  the  plaintiff:  The  points  for  the  consideration 
of  the  court  are  in  substance  two  only — 1st.  Whether,  under 
the  present  form  in  which  patents  are  granted,  as  contrasted 
with  the  form  in  use  before  the  year  1832,  an  exclusive  license 
to  use  a  patent  invention  can  or  cannot  be  legally  granted,  and 
so  as  not  to  invalidate  the  patent  when  the  patent  itself  ii 
invested  in  twelve  persons.  2d.  Whether  an  exclusive  liceiue, 
if  granted,  can  be  legally  assigned  so  as  to  become  vested  m 
more  than  twelve  persons  without  invalidating  the  patent. — He 
was  proceeding  to  argue  these  points,  when  he  was  stopped  by 
the  court,  who  called  upon 

Hatch,  for  the  defendants.  [Parke,  B.:  Do  you  mean  to  con- 
tend that  the  license  is  to  be  considered  as  part  of  the  patent) 
If  not,  how  can  it  invalidate  it?]  That  has  been  considered  m 
doubtful,  and  is  untouched  by  any  decision.  He  intimated  that 
the  parties  merely  wished  to  have  the  opinion  of  the  court. 

The  court  expressed  a  decided  opinion  that  an  exclusive 
license  was  no  more  than  a  common  license,  and  that  it  me 
wholly  immaterial  to  the  validity  of  the  patent  in  what  number 
of  persons  a  license  was  vested,  whether  such  license  were  an 
exclusive  license  or  not ;  and  they  said,  that  the  questions  nnut 
all  be  answered  in  the  negative  except  the  fourth,  which  required 
no  answer,  not  having  arisen  before  the  court. 
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bllowing  certificate  was  afterwards  sent : — 
have  heard  this  case  argued  by  counsel,  and  considered 
b,  and  are  of  opinion — 

That  the  grant  of  the  first-mentioned  exclusive  license 
aid  Philip  Protheroe  and  Samuel  Guppy  did  not  inva- 
e  letters  patent. 

That  the  assignment  to,  and  vesting  of,  the  said  first- 
jd  license  in  the  said  partnership  of  more  than  twelve 
did  not  invalidate  the  letters  patent. 
That  the  grant  of  the  said  twelve  last-mentioned  ex- 
censes,  nor  of  any  of  them,  did  not  invalidate  the  said 
atent. 

That  if  all  the  grantees  of  all  the  licenses  were  to 
and  become  jointly  interested  in  such  licenses,  the 
stent  would  not  be  thereby  invalidated. 
That  the  letters  patent  would  not  be  invalidated  if  the 
covered  by  the  licenses  had  included  the  whole  of 
Wales,  and  Berwick-upon-Tweed. 
That  they  would  not  have  been  so  if  such  districts  had 
the  whole  of  England,  Wales,  Berwick-upon-Tweed, 
Colonies. 
d  this  20th  day  of  November,  1839. 

(Signed)  "  Abinger. 

"J.  Parke. 

"J.  GURNEY. 

"  R.  M.  Rolfb." 


e  limiting  the  interest  in  letters  patent 
vnU  414),  differs  somewhat  in  form 

clause,  limiting-  that  interest  to  five 
rtiee,  Pr.  F.,  XIII.,  n.  n.) ;  but  under 
I   the    above  decision,   considerable 

entertained  whether  a  sole  and  el- 
ite to  a  greater  number  of  persons 
vnder  the  letters  patent  void.  See 
irman,  536.  The  above  case  esta- 
ever,  a  clear  distinction  between  an 
letters  patent,  and  an  interest  in  a 
nr  letters  patent.  The  grantee  of  a 
lusive  license  has  an  equitable  title, 

with  the  grantee  or  assignee  of  the 
it;  his  legal  title,  however,  is  very 
ir  he  cannot  sue  in  his  own  name  for 
j,  he  cannot  enter  a  disclaimer,  or 
a  of  alteration  (unless  indeed  a  very 
erpretation  should  be  put  upon  the 
n    than  was  done  in  the  recent  case 

v.  Abbott,  ante  258,  so  as  to  give 
word  "  otherwise"),  nor  can  he  avail 
e  provisions  of  the  statute  as  to  con- 
I  extension.  On  these  grounds  it  is 
it  a  license  deed,  which  is  to  confer 
jractically  amounting  to  an  assign- 
.  specially  provide  for  the  grantee  or 
the  letters  patent  doing  all  acts  ne- 
nable  the  grantees  of  the  license  to 
Ives  of  the  advantages  of  the  statute. 


It  has  been  decided  under  the  old  clause,  that 
no  action  could  be  maintained  upon  a  bond  con- 
ditioned for  the  payment  of  a  sum  of  money,  on 
the  formation  of  a  company  which  should  consist 
of  four  thousand  shares,  and  be  the  assignees  of 
certain  letters  patent,  such  a  condition  being 
illegal,  Duvergier  v.  Fellowa,  2  M.  &  P.  384 ;  in 
error,  10  B.  &C.  826 ;  and  in  the  House  of  Lords, 
C.  C.  &  F.  89.  It  has  also  been  decided,  that 
the  above  proviso  is  confined  to  assignments  by 
act  of  the  party,  and  not  by  operation  of  law ; 
Bloxam  v.  E/sw,  6  B.  &  C.  169. 

Questions  of  difficulty  arise  as  to  the  assign- 
ment  of  shares  in,  or  parts  of,  letters  patent,  and 
the  partnerships  thereby  created  by  the  participa- 
tion in  profits ;  for  it  is  obvious  that  a  share  in 
letters  patent  can  only  be  a  share  in  the  profits 
made  by  working  the  same  ;  letters  patent  not 
being  divisible  into  portions  like  an  estate,  and 
yielding  no  profit  unless  the  invention  be  worked. 
Some  of  these  consequences  may  be  avoided  by  a 
license  instead  of  an  assignment;  the  rent  or 
license  dues  being  reserved  by  way  of  per  cent- 
age  on  the  gross  amount  of  the  sales,  instead  of 
by  way  of  share  in  the  profits,  or  per  ccntag e  on 
the  net  returns.  See  Elgi*  v.  Webster,  5M.& 
W.  518  ;  and  Ridgway  v.  Philip,  1  Cr.  M.  &  R. ; 
5  Tvr.  131. 

The  assignment  of  a  bankrupt's  effects  will 
pass  any  letters  patent  which  may  be  granted  to 

II 
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Re  CUTLER'S    PATENT. 

Cor.  Lord  Cottenham,  L.C. 

April  18  &  19,  1839. 

The  Petition.         The  proceedings  in  this  case  were  on  a  petition  to  the  Loiu 
Chancellor  to  affix  the  great  seal  to  certain  letters  patent,  against 
which  a  caveat  had  been  lodged.     The  petition  and  accompany- 
ing affidavits  stated  the  following  facts.     The  application  of  the 
petitioner  for  letters   patent  for    "an  improved   method  or 
methods  of  constructing  chains  for  suspension  bridges,  cables, 
mining,  and  other  purposes,  and  for  an  improved  method  or 
methods  of  making  the  bars,  links,  and  bolts  thereof;"  the 
Attorney  General  (Sir  J.  Campbell)  reported  in  due  course  in 
favour  of  the  patent,  there  having  been  no  opposition  on  i 
caveat  upon  which  notice  was  given ;  the  delivery  of  the  prity 
seal  bill,  bearing  date  the  11th  day  of  March,  on  the  same  day  -j 
at  the  great  seal  patent  office,  and  that  in  due  course  the  patent  | 
would  have  been  engrossed  and  sealed  on  the  12th.    That  on   , 
the  11th  of  March  notice  was  received  of  a  caveat  having  been 
entered  on  the  9th,  whereby  the  patent  was  stopped,  and  on 
the  12th  a  petition  was  presented  by  Cutler,  that  the  cava! 
might  be  discharged,  and  the  letters  patent  sealed ;  but  before 
this  petition  could  be  heard  affidavits  were  filed  on  behalf  of  the 
opponent  Haines,  stating  that  he  had  invented  a  chain  which 
he  believed  Cutler  to  have  pirated,  and  to  be  attempting  to 
obtain  letters  patent  for  the  same.     That  at  the  hearing  of  this 
petition  on  the  25th  of  March,  the  Lord  Chancellor  ordered 
that  the  matters  of  the  said  petition  should  be  referred  to  the 
Attorney  General,  to  inquire  and  report  whether  the  letten 
patent  ought  to  issue;  that  all  parties  should  be  restrained  from 
doing  any  act  relating  to  the  said  invention  until  after  the 
report  of  the  Attorney  General,  which  was  to  be  made  to  the 
Lord  Chancellor;  and  that  if  the  Attorney  General  should  report 
that  the  patent  ought  to  issue,  that  the  same  should  be  soled 
as  of  the  12th  of  March,  but  not  to  be  sealed  until  further  order; 
the  question  of  costs  reserved.     That  at  the  hearing  before  die 


the  bankrupt  before  be  obtains  his  certificate.  the  subject  of  trust.     It  has  also  been  dodbtea 

Hester. Stevenson,  3  B.  &  P.  565.  whether  letters  patent  on  a  secret  trust  fer  • 

See  Cartwright  v.  Amatt,  2  B.  &  P.  43,  as  to  alien  enemy  were  valid ;    but  any  objectm  «■ 

the  assignment  of  letters  patent  taking  effect  on  this  ground  would  appear  to  be  confined  to  tb 

the  occurrence  of  a  certain  future  event.  remedy  of  such  alien  enemy  on  a  contract,  6*  T.  I. 

A  doubt  was  casually  expressed  by  Lord  Thur-  23 ;  2  Ves.  &  B.  323 ;   13  Ves.  Jnn.  71 ;  1  B» 

low  {ex  parte  O'Reilly.  1  Ves.  Jun.  129,  &  post  Moore,  133;  7  Taunt.  439;  4  Y.  &  C.  4*5. 

432),  whether  letters  patent  could  be  the  subject  See  ante  291,  as  to  question  of  estoppel  ssl 

of  a  trust;  but  the  doubt  appears  to  be  without  contracts  in  respect  of  letten  patent  TomMe  * 

any  foundation.     Letters  patent  are  con*\*a\ty  law. 
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attorney  General  on  the  27th  of  March,  it  was  agreed  that  each  A.D.  1859. 
■rty  should  produce  a  model  of  his  invention,  and  the  Attorney 
Jeneral  decided,  and  the  opponents  admitted,  that  there  was 
o  similarity  between  the  inventions.  That  the  opponents 
hereupon  attacked  the  novelty  of  the  invention,  and  a  drawing 
is  produced  from  a  specification  of  a  patent  granted  to  FusseU 
id  Douglas  in  1799,  but  the  Attorney  General  decided  that  the 
mentions  were  different,  and  that  Cutler  was  entitled  to  have 
s  patent  allowed;  he  required,  however,  that  an  outline  of  the 
tecification  should  be  left  with  him,  which  was  accordingly 
me  on  the  27th  of  March ;  and  that  the  Attorney  General 
quired  a  fuller  description  as  to  part,  so  as  to  show  more 
•tinctly  the  invention  claimed,  and  promised  to  report  to  the 
Md  Chancellor  on  receiving  the  order  of  reference.  The  fuller 
•cription  required  was  supplied  by  certain  drawings,  which, 
gether  with  the  order  of  reference,  were  left  with  the  Attorney 
eneral  on  the  28th,  and  Mr.  Cutler  left  town,  considering  the 
after  settled.  That  on  the  30th  the  opponents  obtained  the 
ppointment  of  another  hearing  before  the  Attorney  General,  on 
statement  that  the  drawing  which  had  been  exhibited  as,  and 
eiieved  to  be,  a  correct  representation  of  Messrs.  FusseU  and 
taglas's  invention  was  incorrect,  and  upon  examination  of  the 
riginal  specification  it  clearly  appeared  that  the  invention  for 
fhich  Cutler  had  applied  was  old.  That  Cutler  on  hearing  of 
fab  had  some  models  made  according  to  the  specification  and 
wirings  of  FusseU  and  Douglas's  patent,  and  requested  the 
kttorney  General  to  see  these  models  before  making  his  report ; 
at  this  request  being  refused,  notice  was  immediately  given 
bt  application  would  be  made  to  the  Lord  Chancellor  for  an 
ider  for  a  further  hearing,  and  that  the  Attorney  General 
kould  in  the  mean  time  withhold  his  report.  That  the  Attorney 
3eneral,  however,  on  the  2d  of  April  made  his  report,  whereby 
is  certified, — "that  having  examined  aU  proper  parties,  and 
nspected  and  considered  aU  necessary  papers  and  documents 
dating  to  the  matters  in  his  lordship's  order  mentioned,  he 
*u  of  opinion  that  the  patent  ought  not  to  issue,  on  the 
{round  that  the  alleged  inventions  are  not  new  and  useful." 
tad  he  further  certified,  "  that  this  was  a  different  ground  from 
that  upon  which  the  caveat  was  lodged  against  the  said  patent, 
md  that  it  was  not  until  the  second  meeting  that  the  party 
Ejecting  to  the  said  patent  was  prepared  to  substantiate  the 
lid  ground  of  objection  thereto/' 

The  petition  then  stated,  as  exceptions  to  the  above  report, 
hat  the  ground  aUeged  therein  not  being  before  the  Attorney 
General  under  the  Chancellor's  order  of  the  25th  of  March,  as 
latter  included  in  the  caveat  against  the  great  seal  being 
ttached  to  the  patent,  the  Attorney  General  was  not  authorized 
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to  go  into  such  foreign  matter,  or  to  adopt  the  proceeding!  k 
had  adopted ;  that  the  Attorney  General  haying  admitted  et 
parte  statements  and  evidence,  the  petitioner  was  entitled  to 
have  been  allowed  to  disprove  such  statements  and  evidence; 
that  the  ground  of  the  report,  that  the  inventions  were  not  net 
and  useful,  applied  to  only  one  of  the  four  inventions ;  that  the 
report  was  grounded  on  false  and  fraudulent  drawings  and 
representations;  and  that  no  disinterested  person  of  science 
had  been  called  in  competent  to  assist  the  Attorney  General  is 
coming  to  a  proper  conclusion. 
Argument  for  Wigram  (Girdlestone  and  Jenkins  with  him)  for  the  petitioner. 
This  case  comes  before  the  court  under  circumstances  which 
are  certainly  not  of  very  frequent  occurrence.  Mr.  Cutler  had 
invented,  as  he  says,  a  new  and  useful  invention  for  making 
chains ;  that  he  had  applied  for  a  patent,  and  the  application 
had  regularly  gone  through  all  the  offices  preceding  your  lord- 
ship's  office,  and  which  came  there  with  a  view  to  your  lord- 
ship's seal  being  affixed,  and  it  would  have  been  affixed  on  the 
12th  of  March,  had  not,  a  few  days  before,  on  behalf  of  a  peraoa 
of  the  name  of  Haines,  a  caveat  been  lodged,  which  prevented 
the  great  seal  from  being  affixed  to  the  patent. 

A  petition  was  then  presented,  praying  that  the  great  ted 
might  be  put  to  the  patent,  on  which  your  v  lordship  thought, 
upon  its  coming  before  you,  that  the  most  convenient  com* 
was,  that  it  should  be  referred  to  the  Attorney  General  to  repre- 
sent to  your  lordship  how  the  case  stood.    The  case  made  bf 
the  respondents  to  that  petition  was,  that  the  invention  far 
which  we  were  seeking  to  obtain  a  patent  was  an  invention  of 
their  own,  and  that  a  communication  having  taken  place  be» 
tween  themselves  and  Mr.  Cutler,  he  had  thereby  acquired  ike 
knowledge  of  their  invention,  and  was  about  fraudulently  to 
obtain  a  patent  for  that  invention.     It  was  quite  open  for  then 
to  suggest  any  thing  as  to  the  novelty  or  the  utility,  became 
that  was  the  case  they  suggested.    An  application  for  a  patent 
is  not  ex  debito  justituR,  and  the  parties  are  at  the  discretion  of 
those  who  advise  the  crown  whether  it  should  go  on  or  not, 
and  therefore  the  case  cannot  be  put  as  one  in  which  there  vai 
any  infringement  of  the  right  between  the  parties,  because! 
supposing  all  the  world  were  willing  that  you  should  put  yotff 
seal  to  the  patent,  if  you  are  of  opinion  that  it  is  not  a  proper 
patent,  you  would  not  do   it.    The  parties  went  before  the 
Attorney  General,   and  your   lordship   made  it   part  of  the 
order,  that  if  the  report  should  be  in  favour  of  the  patent,  yon 
would  affix  your  seal  to  it,  as  upon  an  antecedent  day  to  the 
order  of  the  12th  of  March,  so  as  to  prevent  any  evilariang 
from  the  intermediate  discovery.    The  parties  met  before  the 
Attorney  General,  and  when  they  went  there  the  only  questk* 
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to  be  raised  before  the  Attorney  General  was,  whether  what  we  A.D.  1839. 
oiled  our  invention  was,  as  alleged  by  the  respondents,  the 
invention  of  Mr.  Haines,  who   had  lodged  the  caveat;  the 
J&ttorney  General  as  to  that  ground  of  objection,  taken  by  Mr. 
lUnes, reported  that  there  was  no  foundation  for  it  at  all;  con- 
sequently if  it  rested  upon  that  alone,  there  would  be  no 
difficulty  in  the  present  case.     But  the  case  took  a  turn,  which 
las  involved  Mr.  Cutler  in  this  difficulty.  The  parties  appeared 
Iwfore  the  Attorney  General,  and  it  being  a  part  of  the  order 
thai  the  patent  should  be  sealed  as  of  an  antecedent  day,  there 
ymm  no  object  whatever  for  one  party  concealing  from  the  other 
•whs*  his  invention  in  truth  was.    It  was  then  agreed  between 
the  parties,  and  this  is  sworn  to  by  two  witnesses,  and  not 
denied,  that  each  should  produce  his  own  model  for  the  inspec- 
1km  of  the  Attorney  General,  and  if  it  turned  out  that  Mr. 
Cutler's  invention  was  not  the  invention  of  Mr.  Haines,  that 
the  patent  should  go.     That  was  a  contract  to  which  the 
Attorney  General  was  no  party,  and  neither  he  nor  the  parties 
therefore  would  be  bound  by  that  agreement ;  but  that  was  the 
agreement  sworn  to  between  the  parties,  and  it  was  understood 
tbtt  no  further  impediment  should  be  thrown  in  the  way  of  the 
pstent  being  sealed,  if  it  turned  out  not  to  be  the  same  inven- 
tion.   Mr.  Cutler  did  produce  a  model  of  his  chain,  and  the 
other  party  produced  a  model  of  their  chain,  and  the  Attorney 
General  was  clearly  of  opinion  that  the  two  were  in  no  respect 
similar,  and  he  was  also  of  opinion  that  Mr.  Cutler's  patent  was 
a  meritorious  invention,  and  one  which  entitled  him  to  a  patent, 
and  that  the  patent  should  go.    The  Attorney  General  did 
afterwards,  in  point  of  fact,  prepare  a  report  in  our  favour.    It 
appears  that  Mr.  Farey,  the  scientific  gentleman  who  had  acted 
on  behalf  of  Mr.  Haines,  to  explain  to  the  Attorney  General 
what  the  nature  of  Mr.  Haines's  invention  was,  on  the  Attorney 
General  being  of  opinion  that  there  was  no  similarity  between 
the  two,  and  that  that  appeared  upon  a  comparison  between 
diem  as  amicus  curia,  stated  that  the  invention  was  not  new, 
and  the  Solicitor  General  said  that  he  should  take  the  opinion 
of  the  court  on  the  present  case,  not  as  to  whether  Mr.  Haines 
has  a  right  to  oppose  this  on  the  ground  that  it  is  a  copy  of  his 
invention,  but  whether  upon  the  mere  ground  of  discretion  in 
the  crown,  whether  the  court  will  or  not  consider  this  as  a 
useful  invention  for  which  a  patent  should  be  granted ;  and  if 
he  is  to  advise  the  court  on  the  case  or  give  information,  of 
course  it  is  immaterial  whether  he  is  heard  as  counsel,  or  in  any 
other  way  whatever.    But  what  have  the  parties  done  ?    It  is 
agreed,  as  sworn  to  by  two  witnesses,  and  not  contradicted  by 
any  one,  that  it  was  agreed  between  these  parties,  that  if  Mr. 
Cutler's  invention  was  not  the  same  as  Mr.  Haines's,  the  patent 
should  go*    Mr.  Farey  tells  the  Attorney  General  that  he  knew 
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Argument  for  of  a  patent  granted  to  two  persons  of  the  name  of  Fussell  and 
petitioner.  Douglas,  in  the  year  1 799,  which  had  turned  out  to  be  a  usekas 
patent,  and  that  although  Mr.  Cutler's  patent  bore  no  sort  of 
resemblance  to  Mr.  Haines's,  it  was  the  same  thing  as  the  patent 
.  granted  in  1799  to  Fussell  and  Douglas;  and  he  then  produced 
or  made  certain  drawings,  in  which  he  informed  the  Attorney 
General  of  what  Fussell  and  Douglas's  invention  was,  and  whit 
their  patent  was  for.  The*  Attorney  General,  on  the  inspection 
and  comparison  of  these  drawings  with  Mr.  Cutler's  invention, wm 
still  of  opinion  that  Mr.  Cutler's  invention  was  new,  and  useful, 
and  original,  and  that  a  patent  ought  to  be  granted  for  it,  and 
there  was  a  report  actually  prepared  by  the  Attorney  Genenl 
to  your  lordship  in  favour  of  Mr.  Cutler's  patent.  This  took 
place  on  the  27  th  of  March,  and  the  parties  went  away  con- 
ceiving the  case  was  closed.  It  appeared  that  Mr.  Farey  after- 
wards went  to  the  patent  office,  and  upon  the  inspection  of  the 
specification  of  Messrs.  Fussell  and  Douglas,  he  wrote  to  the 
Attorney  General  informing  him  he  had  done  so,  and  that  upon 
a  more  close  inspection  and  examination  of  the  case  than  he 
had  been  able  to  give  it  before,  it  appeared  to  him  that  Cutler's 
invention  was  the  same  as  Fussell  and  Douglas's,  although  it  had 
not  appeared  to  be  so  from  that  drawing  on  the  27th.  That 
having  been  stated  to  the  Attorney  General,  the  parties  met 
again  by  appointment  before  the  Attorney  General,  but  it  hap- 
pened then  most  unfortunately  that  Mr.  Cutler,  supposing  all 
concluded,  had  gone  away;  but  his  solicitor  and  Mr.  Carpmael 
attended  for  him,  and  endeavoured  to  satisfy  the  Attorney 
General  that  the  two,  in  point  of  fact,  were  different,  and  that 
primd  facie  upon  comparison  the  difference  appeared  to  be  per- 
fectly clear.  The  report  made  by  the  Attorney  General,  there- 
fore, as  it  now  stands,  is  in  these  words :  he  reports  on  the 
2d  of  April,  "That  he  was  of  opinion  that  this  petitioner's 
patent  ought  not  to  issue,  on  the  ground  that  the  alleged  inven- 
tions of  the  petitioner  are  not  new  and  useful."  That  wholly 
depends  on  the  comparison  of  the  two  chains ;  and  he  further 
certifies,  that  "  this  was  a  different  ground  from  that  upon  which 
the  caveat  was  lodged  against  the  said  patent,  and  that  it  was  not 
until  a  second  meeting  before  him  that  the  party  objecting  to 
the  said  patent  was  prepared  to  substantiate  the  said  grounds 
of  objection  thereto."  There  are  several  affidavits  of  scientific 
men,  and  it  will  appear  that  the  Attorney  General  fell  into  the 
mistake  by  a  comparison  of  the  drawings,  the  two  models  of  the 
two  inventions  showing  them  to  be  most  essentially  distinct 
from  each  other,  and  further  that  the  invention  is  obviously 
one  of  a  very  ingenious  kind,  and  likely  to  be  of  great  public 
utility ;  at  all  events,  where  an  invention  is  new,  and  there  is 
the  strong  opinion  of  scientific  men  that  it  will  be  useful,  and 
be  found  of  great  use  in  practice,  the  seal  will  not  be  refused  to 
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i  patent  because  some  one  is  found  to  say  that  it  will  not  turn  A.D.  1839. 
out  to  be  useful,  though  it  is  new.  *  *(a) 

The  attention  of  the  Attorney  General  could  not  have  been 
sufficiently  called  to  that  part  of  the  case ;  he  considered  there 
was  nothing  in  that  part  of  the  case  which  had  not  been 
examined  before,  and  therefore  that  he  might  at  once  dispose  of 
the  whole  case.  If  a  person  obtains  a  patent  that  is  too  large, 
and  in  part  is  not  new,  then  the  patent  is  void ;  but  if  any  ap- 
plication be  made  to  the  crown  for  a  patent  for  an  invention  of 
which  part  is  only  new,  there  is  nothing  to  prevent  the  crown 
from  saying,  that  it  will  grant  a  patent  for  that  part  which  is 
new.  This  is  not  a  case  of  a  patent  granted,  but  to  be  granted. 
The  Attorney  General  required  to  be  produced  before  him  a  sort 
of  a  description  of  the  two  things,  and  a  description  was  sent 
him  beforehand  by  a  very  eminent  counsel,  and  the  Attorney 
General  wrote  at  the  foot  of  the  paper,  that  the  party  was 
entitled  to  the  patent  as  soon  as  the  order  of  reference  was 
brought  him;  the  Attorney  General  afterwards  unfortunately 
changed  his  opinion,  and  the  case  now  comes  before  the 
court  on  the  point,  as  to  whether  the  Attorney  General  was 
light  or  not  in  making  such  a  report.  [Lord  Cottenham,  L.C. : 
For  what  do  you  claim  the  invention  ?]  We  state  that  in  the 
specification.  [Lord  Cottenham,  L.  C. :  That  is  the  way  in  which 
you  describe  it,  but  you  must  show  your  title  by  showing  what 
the  invention  is.]  The  application  for  a  patent  is  on  two 
grounds — first,  for  an  improved  method  of  constructing  chains ; 
and,  secondly,  for  an  improved  method  of  making  the  bars, 
links,  and  bolts,  of  which  the  chains  are  constructed ;  and  to 
itate  in  one  word  what  is  the  improvement  we  claim  in  the  con- 
struction of  chains,  it  is  the  combination  of  what  is  termed  the 
pommel  and  socket,  with  the  pin  passing  through  the  whole 
substance  of  the  chain,  so  as  to  give  the  additional  strength  that 
is  given  by  the  combination  of  the  two  parts  of  the  chain.  The 
combination  of  the  pummel  and  socket,  we  say,  in  all  chains 
manufactured  before  these  has  not  been  that  combination ;  the 
pummel  and  socket  are  altogether  new  in  themselves,  and  there 
has  never  been  in  the  making  of  them  that  which  gives  the 
strength  and  benefit  resulting  from  the  combination ;  moreover, 
we  claim  this  as  altogether  new,  the  whole  chain  being  con- 
structed of  wrought  iron,  instead  of  being  constructed  partly  of 
wrought  and  partly  of  cast  iron.  With  respect  to  the  improved 
method  of  constructing  the  bars,  links,  and  bolts,  what  we  claim 
there  is  a  method  by  which  we  make  those  links  and  bolts  in 
moulds  and  frames  different  from  any  which  have  ever  before 


(«)  It  ii  unnecessary  here  to  advert  to  the  pe-  and  Douglas.  These  will  sufficiently  appear  in 
coiiar  features  of  the  invention,  or  to  the  points  the  judgment  of  the  Lord  Chancellor.  Post  426. 
in  which  it  differed  from  the  invention  of  Fussell 
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been  invented  on  that  subject ;  our  models  and  frames  have  art 
been  produced,  and  no  question  having  been  raised  before  the 
Attorney  General  on  that  part  of  the  application,  it  was  not 
considered  necessary  to  produce  them. 
Argument  m         Sir  R.  M.  BoJfe,  S.  6. :   Before  proceeding  to  any  obw- 
^^  ^         vations  on  the  nature  of  this  invention,  it  will  be  necessary  tl  i 
call  attention  to  a  circumstance  which  will  require  your  laid-  ! 
ship's  judgment  before  the  party  shall  be  called  upon  to  go  into  i 
the  points  of  resisting  the  proposition  that  this  is  a  new  inra- ! 
tion — namely,  whether  your  lordship  has  any  jurisdiction  m 
the  subject  ?     I  cannot  say  there  is  no  jurisdiction,  but  I  hm 
in  vain  endeavoured  to  call  to  my  recollection  any  case  in  vbkk 
a  party  came  to  the  great  seal,  as  Mr.  Cutler  does,  applying  far 
a  patent  in  the  first  instance — it  is  just  the  same  thing  as  if  he 
had  never  been  before  the  Attorney  General — nay,  it  is  won^ 
because  he  has  been  before  the  Attorney  General,  and  the , 
Attorney  General  represents  that  there  ought  not  to  be  t 
patent,  and  the  same  case  now  comes  before  your  lordship  by 
way  of  appeal  from  that  decision.    I  can  see  no  principle  whkk 
can  entitle  this  party  to  ask  your  lordship  to  decide  against  the 
Attorney  General,  that  will  not  in  every  case  where  a  patents 
rejected  by  the  Attorney  General  entitle  the  party  to  come  sad 
say  the  Attorney  General  has  decided  wrong.     [Lord  Cottah 
ham,  L.  C. :  I  have  all  the  authority  here,  as  if  it  had  com 
before  me  originally  without  objection.  At  the  last  moment  tbe 
Lord  Chancellor  may  refuse  to  affix  the  great  seal.    I  sent  it  to 
the  Attorney  General  before  for  my  own  information.    I  hue 
all  the  authority  for  affixing  the  great  seal.]     In  fact  it  is  not 
substantially  before  your  lordship  in  the  same  way,  in  point  ef 
substance,  as  if  the  Attorney  General  had  said  there  ongbtto 
be  a  patent  granted.     [Lord  Cottenham,  L.  C. :  The  question 
now  before  me  is,  whether  it  appears  to  me  that  there  is  suffi- 
cient reason  for  not  obeying  the  direction  I  received  from  tbe 
crown  for  affixing  the  great  seal  to  this  patent?     Do  not  let  it 
be  understood  I  exercise  original  jurisdiction  over  the  matter.] 
The  difficulty  is  this — the  matter  has  once  come  before  yotf 
lordship.    You  have  a  jurisdiction  on  the  subject  by  virtue  of  i 
an  erroneous  report  of  the  Attorney  General,  that  is,  bean* 
the  matter  was  not  brought  under  his  consideration,    [had 
Cottenham,  L.  C. :    I  do  not  act  on  the  Attorney  Geneftfr 
report  at  all.    That  report  is  for  the  Secretary  of  State.]    Totf 
lordship  acted  on  the  seal  bill  of  course.    The  question  theni* 
as  to  what  your  lordship,  as  holding  the  great  seal,  should  do 
on  the  facts  of  the  case  as  they  are  now  disclosed.    Now,  ho* 
does  this  matter  come  on  ?     It  came  before  your  lordship  oni 
petition  that  you  should  obey  the  privy  seal,  and  affix  the  gftf* 
seal  to  a  patent.    Your  lordship  has  reason  to  doubt  wbetber 
that  course  should  be  taken — whether,  in  fact,  the  crown  bsi 
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not  been  ill  advised — and  therefore  refers  it  to  the  Attorney  A.D.  1839. 
General,  just  in  the  same  way  as  if  the  great  seal  had  been 
affixed,  and  some  party  had  then  applied  by  scire  facias  to  have 
these  letters  patent  repealed.  Your  lordship  refers  it  to  the 
Attorney  General  to  see  whether  the  patent  ought  to  issue, 
fliat  was  the  reference.  The  party  opposing  the  issuing  of 
fte  letters  patent  goes  before  the  Attorney  General,  and  con- 
tends that  they  ought  not  to  issue  because  the  invention  is  not 
nev,  and  because  it  interferes,  as  he  supposes  (not  knowing 
exactly  what  it  is),  with  an  invention  of  his  own,  and  con- 
wpently,  of  course,  cannot  be  new.  He  goes  before  the 
Attorney  General  and  produces  his  invention,  and  Mr.  Cutler 
produces  his  invention,  and  there  is  this  advantage,  which 
does  not  arise  in  the  ordinary  cases,  that  the  parties  go,  and 
each  one  discloses  his  own  invention — because  Mr.  Haines,  not 
■king  for  a  patent  for  his  own  invention,  does  not  care  about 
Baking  it  public,  and  Mr.  Cutler,  having  got  the  matter  in  such 
I  state  that  his  patent  will  bear  date  on  an  anterior  day,  will 
not  be  prejudiced  by  producing  his  invention — so  that  both 
parties  produced  their  inventions.  Mr.  Haines  produces  his 
invention,  which  is  not  now  in  question,  which  it  is  necessary 
I  should  draw  your  lordship's  attention  to,  just  to  show  what 
that  is.  The  Attorney  General  was  of  opinion  that  the  inven- 
tions were  substantially  different,  and  that  there  was  sufficient 
wwdty,  and  that  he  would  report  in  favour  of  the  invention. 
The  opponents  at  this  time  were  but  ill  informed  of  the  real 
nature  of  PusselPs  invention ;  afterwards,  in  consequence  of 
farther  information,  another  Meeting  was  appointed,  a  scientific 
person  attended  on  both  sides,  and  the  matter  went  on  till  the 
Attorney  General  came  to  the  opinion,  on  looking  more 
minutely  into  the  matter,  that  there  was  no  novelty  or  sufficient 
novelty  in  the  invention  of  Mr.  Cutler.  I  mention  this  in 
*der  to  get  rid  of  the  impression  that  seems  to  have  been 
seated,  that  there  had  been  some  sort  of  mala  fides  on  our  part, 
because  it  was  referred  to  the  Attorney  General  to  report  what 
me  the  real  merits  of  the  invention.  Suppose  Mr.  Farey's 
otion  was  right,  and  suppose  Mr.  Cutler's  was  not,  would  it 
ot  have  been  monstrous  to  have  let  the  Attorney  General 
port  to  your  lordship,  that  it  was  fit  that  a  patent  should 
sue  only  to  put  the  parties  to  the  expense  of  coming  the  next 
ly  for  a  scire  facias  to  repeal  it  ?  It  was  the  duty  of  the  party, 
he  means  to  question  it,  not  only  his  obvious  interest,  but  his 
ity  towards  the  other  party,  to  question  it  on  that  stage  which 
wild  give  rise  to  the  least  expense  and  inconvenience.  The 
atter  was  brought  before  the  Attorney  General,  and  he  came 
the  conclusion  that  he  did  not  think  Mr.  Haines's  invention 
terfered  in  point  of  novelty  with  Cutler's,  yet  that  Fussell  and 
onglas's  did,  and  therefore  he  reported  to  your  lordship  that  no 
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patent  ought  to  issue.  It  was  further  discussed  before  tk 
Attorney  General,  I  believe  upon  the  second  ground,  {or  the 
invention  claimed  consists  of  two  distinct  propositions,  the  one 
in  the  mode  of  putting  together  the  chain,  the  other  the  mode 
of  making  the  links  of  which  the  chain  is  composed,  and  it  was 
contended  before  the  Attorney  General  on  the  second  ground, 
that  there  was  ample  reason  for  reporting  against  the  patent, 
because  every  body  had  a  perfect  right  under  patents  that  wee 
granted  to  stamp  any  thing  out  of  wrought  iron.  Of  cour* 
there  could  be  no  patent  for  that,  it  being  well  known  that 
wrought  iron  must  be  stamped  in  this  way  to  make  any  shape 
or  machine  of  any  piece  of  metal  for  whatever  purpose  used; 
it  would  be  monstrous  that  there  should  be  a  patent  granted  for 
stamping  a  particular  thing,  the  process  of  stamping  bars  and 
other  things  of  wrought  iron  being  a  process  perfectly  veD 
known,  and  for  which  a  patent  was  granted  twenty-five  yew 
ago.  That  being  the  report  made  by  the  Attorney  General,  the 
matter  comes  before  your  lordship.  The  Attorney  Genenl 
being  of  opinion  the  patent  ought  not  to  be  sealed,  the  partw 
come  before  your  lordship,  and  say  your  lordship  is  commanded 
by  writ  of  privy  seal  to  put  the  great  seal  to  this  patent;  and 
now  the  judgment  of  the  Attorney  General  is  controverted,  and 
the  question  is,  whether,  under  the  circumstances,  novelty  ii 
made  out  so  as  to  justify  the  putting  the  great  seal  to  this 
patent  ?  This  brings  us  to  see  what  the  real  invention  is  of 
Fussell  and  Douglas.  *  *  *  I  trust  your  lordship  wB 
think  that  this  is  not  a  fit  case  in  which  a  patent  should  be 
granted,  putting  the  parties  to  the  inconvenience  of  instituting 
proceedings  at  law  for  the  purpose  of  trying  this  question,  but 
that  your  lordship  will  at  once  stop  this,  and  say  that  it  is  not 
a  fit  subject  for  a  patent. 

Lord  Cottenham,  L.  C. :  The  first  proposition  on  this  case 
was  on  the  supposition,  that  those  who  now  appear  to  resist  the 
patent  were  the  discoverers  of  an  alleged  invention  similar  to 
that  for  which  a  patent  is  now  applied  for ;  that,  upon  inves- 
tigation, turns  out  to  be  not  well  founded,  and  is  not  now  per- 
severed in.  In  the  course  of  discussing  that  matter  between 
the  parties,  an  objection  is  raised  of  a  general  nature,  not 
growing  out  of  the  patent  right,  but  a  general  objection  to  the 
patent,  on  two  grounds — first,  it  does  not  exhibit  any  invention 
of  any  thing  new ;  and,  secondly,  that  what  is  proposed  to  be 
done  would  not  be  useful  if  introduced  in  practice.  With 
It  is  not  always  regard  to  the  second,  it  is  not  very  easy  sitting  here  to  form 

necessary  to  en-      °  ,      .  .    .  *  -  i  .     . 

teruin  the  ques-  any  very  conclusive  opinion  as  to  the  usefulness,  nor  is  it  tery 

tioo  of  utility,    necessary  to  inquire  into  that  (particularly  considering  from 

whom  the  objection  emanates),  because  if  it  be  so  perfectly 

useless  as  is  represented,  it  will  interfere  with  no  man's  rights? 

and  it  will  be  a  mere  dead  letter,  which  no  man  would  wish  to 


Judgment. 
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imitate  if  they  had  the  right  (b) ;  but  as  far  as  I  can  come  to  any  A.D.  1839. 
conclusion  from  what  is  represented  to  me,  I  consider  it  is  a 
considerable  improvement.  I  may  be  mistaken ;  but  certainly 
it  present  I  am  not  satisfied  it  is  not  an  improvement.  With 
regard  to  the  novelty,  there  really  seems  to  me  to  be  very  little 
doubt  or  difficulty.  It  appears  hitherto  ail  chains  have  been 
famed  on  either  one  or  two  principles— either  by  one  branch  of 
tte  chain  being  linked  into  the  next,  and  that  is  the  ordinary 
most  simple  chain,  or  else  the  different  branches  are  connected 
together  by  holes  perforated  through  each  and  connected  by  a 
pin  or  screw;  these  appear  to  have  been  the  two  modes 
adopted  in  all  manufactories  of  chains.  The  present  party  who 
applies  for  a  patent  says — I  adopt  bolts,  and  I  unite  the  two, 
and  the  joint  of  my  chain  consists  not  only  of  that  which  con- 
stitutes a  link,  and  therefore  would  be  operative  without  a  pin, 
but  it  is  also  constituted  of  a  pin,  and  instead,  therefore,  of 
having  a  joint  of  one  character  on  the  other,  my  chain  has  two 
joints,  one  consisting  of  the  link,  the  ordinary  link,  the  other 
consisting  of  the  pin.  That  was  the  view  the  Attorney  General 
took  of  it  when  the  case  was  first  brought  before  him  on  the 
Deference  back  by  me,  and  he  was  of  opinion  there  was  that 
onion  and  combination  of  the  two  principles  which  entitled  the 
party  to  a  patent  for  the  alleged  course  he  intended  to  pursue. 
It  appears  afterwards  the  Attorney  General's  opinion  was 
altered,  on  the  ground  that  he  had  it  represented  to  him,  and 
he  considered  the  case  as  it  was  represented,  that  Fussell  and 
Douglas's  patent  also  had  this  application  of  the  pin,  or  at  least 
an  application  so  similar  to  what  is  now  proposed,  as  to  deprive 
4c  party  to  the  claim  of  novelty  in  the  invention.  I  think  the 
facts  could  not  have  been  brought  under  the  Attorney  General's 
consideration  as  they  have  been  brought  under  my  consideration, 
because  the  sole  similarity  is  in  the  term  used.  It  is  one  of 
those  many  instances  in  which  a  conclusion  arises  from  an  inapt 
use  of  the  same  term.  This  thing  may  be  called  a  pin,  and  may  The  identity  of 
be  correctly  called  a  pin,  and  the  other  no  doubt  may  be  called  not^of^awie*1  is 
i  pin,  but  it  is  not  because  they  go  by  the  same  name  they  are  the  criterion  in 
o  be  considered  as  identical — they  are  not  used  for  the  same  ^^f"  0*  e 
impose  in  any  one  respect.  This  of  Fussell  and  Douglas  is  a  dissimilarity  of 
ariation  from  the  original  mode  of  making  chains— namely,  of invenQon8' 
ne  branch  of  chain  being  linked  within  and  turning  in  the 
iher.    This  section  of  the  model  of  Mr.  Cutler's  chain,  which 


(*)  It  may  be  a  question  whether  letters  patent  such  useless  invention.    See  Morgan  v.  Seaward, 

r  an   invention  so  absolutely  useless  as  here  ante  197.     Letters  patent  for  an  invention  ab- 

acribed  would  not  be  void  in  law,  as  prejudicial  solutely  useless  would  also  be  void,  by  reason  of 

the  public,  by  reason  of  such  a  grant  inter-  false  suggestion.    See  ante  41 ;  Law  fy  Practice, 

log  with  the  progress  of  improvement,  and  Ind.  tit.  Usclcssness.      But  a  case  of  the  ez- 

■daring  it  necessary  for  any  person  who  should  treme  nature  here  supposed  is    not   likely  to 

Mover  the  means  of  rendering  the  useless  inven-  arise. 
o  useful,  to  come  to  terms  with  the  patentee  of 


428  CAVEAT  AT  THB  GREAT  SEAL. 

Judgment.        I  have  had  given  to  me  to-day,  exhibits  this  in  a  very  dear 
light.     Take  away  one  of  the  links,  and  see  how  this  stands 
when  the  next  link  is  taken  away.     Here  is  a  solid  substance— 
that  is,  solid  except  that  it  forms  two  parts,  consisting  entirely 
of  the  substance  of  one  of  the  links,  which  next  link  is  con- 
nected with  it,  and  a  joint  is  formed  by  being  inserted  within 
that  link  so  perforated,  and  that  is  a  link  in  the  ordinary  sense 
of  the  term,  varied  in  form,  but  still  it  is  the  same ;  there  is  no 
joint  constituted  with  any  pin,  but  there  is  the  introduction  of 
one  link  into  the  substance  of  the  other,  and  so  they  are  con- 
nected, and  that  constitutes  a  joint.    It  is  true,  for  a  purpose 
which  I  shall  presently  explain,  according  to  my  view  of  tbe 
case,  that  in  the  more  solid  branch  of  the  chain  there  is  that 
which  is  called  a  pin  going  into  the  solid  part,  and  projecting  to 
a  certain  extent  beyond  the  surface  of  it     To  suppose  that  wu 
inserted  for  the  purpose  of  strengthening  this  part  might  be  s 
rational  conclusion,  if  it  were  not  from  the  form  and  shape  of  the 
link  which  is  to  be  connected  with  it.    Which  of  the  two  is  the 
strongest?     And  it  would  be  the  greatest  absurdity  in  the 
world  to  strengthen  that  which  is  strong,  and  to  leave  unaided 
that  which  is  entirely  weak,  as  of  course  the  chain  would  pre 
way  in  the  weakest  part,  if  any  part  of  the  chain  gave  way. 
There  cannot  possibly  be  a  doubt,  if  a  weight  were  suspended 
on  the  chain  beyond  the  power  which  it  has  the  strength  to  bear, 
it  would  not  be  the  solid  substance  which  would  give  way,  it 
would  be  that  part  which  is  perforated,  and  which  is  left  com- 
paratively weak  5  it  cannot,  therefore,  possibly  be  for  the  pur- 
pose of  adding  strength,  if  it  would  add  any  strength,  but  the 
specification  explains  what  it  is.    The  specification  says,  that 
connexion — that  pin,  as  it  is  called — shows  the  different  parts 
coming  together  by  means  of  wire  pins  cast  in  the  iron ;  this  sub- 
stantial link  consists  of  three  parts,  which  are  so  connected! 
that  when  they  have  one  in  use  they  may  maintain  relative 
positions.    Therefore  it  is  the  centre  part,  as  connected  by  the 
pin  at  the  two  extremities,  which  enter  into  part  of  the  exterior 
piece  to  keep  it  in  its  proper  position,  which  exactly  corresponds 
with  the  description  here — pieces  coming  together  by  means  of 
wire  pins  cast  in  the  iron.     This  model  does  not  represent  this 
piece  as  perforating  that  central  part,  and  therefore  is  not  cal- 
culated to  add  to  its  strength,  but  is  well  calculated  to  maintain 
it  in  its  position,  because  it  does  enter  to  a  certain  depth.  That 
corresponds  also  with  the  specification  in  Fussell  and  Douglss's 
patent,  where  it  describes  it  that  R  represents  the  different  parts 
all  completely  put  together,  which  are  kept  in  that  position  by 
means  of  a  screw  placed  in  the  centre,  not  by  means  of  a  pin  at 
the  two  extremities,  but  by  means  of  a  screw  placed  in  the 
centre,  accurately  describing  the  model  put  in  by  Mr.  Cutler, 
but  not  at  all  accurately  describing  the  model  of  the  other 


IX  THE  MATTER  OP  CUTLER'S  PATENT.  429 

,  because  that  does  represent  these  pins  as  coming  through  A.  D.  1839. 

entre,  which  is  contrary  to  the  plate  in  this  book  copied 

the  specification,  and  also  contrary  to  the  plate  I  asked 

t  in  order  that  I  might  ascertain  whether  there  was  any 

Ice,  the  plate  being  small  in  the  book,  and  therefore  not 

to  ascertain  what  is  represented.     I  have  no  difficulty 

ever  in  considering  this  as  the  accurate  representation  of 

date,  as  it  is  to  be  found  in  the  specification  in  Fussell  and 

{las*s  patent.    Supposing  it  had  gone  through — not  going 

igh  tends  more  distinctly  to  prove  it  is  not  intended  for 

purpose — but  supposing  it  had  gone  through,  it  would  only 

to  strengthen  the  crank,  and  could  not  possibly  be  appli- 

to  the  purpose  of  forming  the  means  of  connecting  the 
inks.  It  would  have  had  nothing  to  do  with  that,  because 
the  whole  substance  in  which  the  other  link  is  to  turn  is 
ituted  of  the  substantial  part  of  the  adjoining  link.  The 
oes  not  come  in  contact  with  the  other  link  at  all;  the  two 
are  not  connected  together  by  it,  and  the  utmost  use  it 
I  be  of,  would  be  to  strengthen  the  parts  through  which  it 
i.  On  the  other  hand,  when  I  look  at  the  proposed  chain, 
I  it  does  in  all  respects  adopt  the  two  principles  of  the 
.     It  entirely  adopts  the  principles  of  the  two  parts  of  the 

being  linked  together  by  their  own  substance,  the  best 
of  which  is,  that  there  is  no  pin  in  this,  and  as  long  as 
two  exterior  parts  are  kept  together  and  pressed  on  the 
part,  there  is  perfect  security,  and  nothing  can  give  way 
se  there  is  that  pummel  and  socket,  the  two  exterior  ones 
sting  far  enough  into  the  interior  one  to  constitute  a  joint 
elf,  and  it  furnishes  a  complete  chain  as  far  as  the  next 
xterior  parts  rest  in  the  middle  part.  No  doubt  it  would 
te  so  strong,  because  there  would  be  a  perforation  going 
gh  the  whole,  which  would,  of  course,  diminish  from  the 
jth  of  the  otherwise  solid  substance  that  is  supplied  by 
—a  pin  which  will  act  and  constitute  a  proper  joint,  and 
itute  a  proper  connexion  if  the  two  links  of  the  pummel 
ocket  were  entirely  out  of  the  way — not,  of  course,  of  the 
strength,  but  operating  as  a  joint,  and  as  a  means  of  con- 
ig  the  two  parts  together ;  this  chain,  therefore,  has  both 
iples  in  actual  operation  at  every  moment.     It  is  either  a 

depending  on  the  pin  or  screw  through,  or  it  is  a  chain 
iding  on  the  two  parts  of  the  chain  being  linked  together, 
o  constituting  a  chain  on  the  original  principle  on  which 
s  were  made,  and  that  appears  to  me  to  be  a  combination 
ese  two  parts  which,  according  to  the  opinion  of  the  At> 
y  General,  formed,  when  he  understood  the  matter  as  it 

does  exist,  a  combination  of  principles  which  was  properly 
lated  to  support  a  patent.  The  Attorney  General  was  im- 
ed  with  the  idea,  that  the  pin  used  in  Fussell  and  Douglas's 
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Judgment.  patent  was  on  the  same  principle  as  that  proposed  to  be  used 
in  the  patent  under  consideration.  On  examination,  it  tuna 
out,  though  it  is  called  a  pin,  to  be  a  piece  of  metal  applied  to 
a  totally  different  purpose,  not  performing  the  same  duties  or 
applicable  to  the  same  object.  If  I  find  any  part  of  that  which 
is  claimed  sufficient  to  entitle  the  party  to  a  patent,  my  opiniot 
is,  he  is  entitled  to  his  patent  for  that  application  of  the  tw 
principles  constituting  the  joints  of  the  chain  as  they  are  cat 
stituted.  It  is  for  him  to  consider  to  what  extent  he  can  mab 
the  claim,  and  in  the  present  state  of  the  matter,  I  have  m 
reason  to  consider  how  far  he  may  establish  his  patent  beyond 
that  which  is  directly  under  my  consideration.  The  patent 
only  gives  him  a  right  to  that  which  he  may  choose  to  specify 
in  the  specification.  I  am  of  opinion  this  patent  is  good,  md 
it  is  for  him,  of  course,  to  consider  whether  he  will  carry  it  aj 
further. 

Wigram :  I  trust  your  lordship  will  think  we  ought  to  hi* 
the  costs  of  the  proceedings  before  the  Attorney  General— it 
was  entirely  a  misrepresentation. 

The  Lord  Chancellor:  What  jurisdiction  have  I  to  orfa 
costs? 

Wigram:  It  was  on  our  petition  your  lordship  referred  it  to 
the  Attorney  General. 

The  Lord  Chancellor  :  What  is  the  course  about  costs  in  aa 
application  of  this  sort,  Mr.  Wigram  ?  If  you  think  you  en 
show  there  is  jurisdiction  about  costs,  I  will  give  them.  My 
difficulty  is,  whether  I  have  jurisdiction;  I  certainly  should 
give  the  costs  in  the  case,  if  I  found  it  was  within  the  profiitt 
of  the  court  to  do  so. 

Wigram :  Your  lordship  reserved  the  costs  under  the  order 
which  you  made,  and  for  that  reason  I  should  think  your  lord- 
ship would  have  the  power  of  giving  the  costs ;  perhaps  yo«r 
lordship  will  allow  us  to  mention  it  again. 

Upon  a  subsequent  hearing  costs  were  allowed,  and  the 
letters  patent  were  sealed  as  of  the  12  th  of  March  (c). 


(c)  The  power  of  the  Chancellor  to  seal  letters       See  Law  $  Practice,  tits.  Caveat  and  Oppa&mi 
patent  as  of  an  earlier  day,  is  controlled  by  statute       the  practice  of  opposing  at  the  Privy  Seal  ssl 


18  H.  6,  c.  1 ,  which  enacts,  that  the  date  shall  be  Signet  Offices  being  quite  obsolete  and  ab 

the  day  of  delivery  of  the  king's  warrant  into  Cases  sometimes  occur  in  which  the  party  has  ksi 

chancery,  and  not  before  in  anywise.     Generally,  no  other  opportunity  of  opposing,  as  where  betas 

etters  patent  bear  date  the  day  of  sealing,  unless  not  received  intelligence  of  the  invention  until  it 

there  are  some  special  grounds  rendering  it  ad-  has  been  too  late  to  oppose  at  any  other  stajfc 

visable  that  they  should  be  dated  as  early  as  pos-  The  following  are  the  principal  cases  of  petKJo* 

sible.     See  Law <5f  Practice,  tit.  Statutes.  and  caveats  at  the  great  seal: — 

Ex  parte  Beck. 

Caveatt  at  the  Great  Seal.— Opposition  to  the  A  caveat  having  been  entered  against  patnsf 

sealing  of  letters  patent,  or  at  the  great  seal,  is  the  great  seal  to  a  patent  for  an  invention  «sk£ 

not  very  usual,  this  being  the  last  stage  at  which  bore  date  12th  August,  1784,  the  Lord  ^ 


a  patent  can  be  opposed.    The  granting  of  letters      lor  Thurlow,  upon  bearinff  the  petition,  tookiL 
patent  is  usually  opposed  before  the  Attorney  or      time  to  consider  of  it,  and  did  not  make  InsoisV 
Solicitor  General  on  the  report,  or  on  the  bill.      for  discharging  the  caveat  until  the  27th  Avg** 
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did  not  enrol  his  specification  until 
somber,  1784,  supposing  the  patent 
day  the  final  order  was  made,  bat 
tola  the  four  months  limited  for  the 
the  specification  had  elapsed. 
•jte  now  petitioned  the  Lord  Chan- 
the  patent,  by  making  it  bear  date 
ust  instead  of  the  12th,  but 
Chancellor  said,  that  although  he 
satisfied  that  the  patentee  was  well 
i  patent,  and  that  his  case  was  a  very 
t  be  could  not  make  such  a  use  of 
keeper  of  the  great  seal  as  to  alter  a 
degree  upon  an  application  of  this 
erhaps  upon  the  petitioner's  applying 
tent,  the  officers  mi^ht,  under  these 
i,  be  induced  to  remit  their  fees,  but 
give  no  relief  upon  the  present  pe- 
t>.  Ch.  C,  578. 

Ex  parte  Fox. 

raers  having  applied  for  a  patent  in 
tain  improvements  in  steam  engines, 
entered  under  an  existing  patent, 
t  was  alleged  the  new  patent  was 
d  with  which  it  would  interfere ;  the 
i  engineer  stating  that  they  were  not 
tr  in  any  respect  resembling  each 

I  Romilly  and  Mr.  Johnson  in  sup- 

etitioner. 

'or  the  other  patentee. 

Chancellor  Eldon .  I  take  it  to  be 
man  may,  if  he  chooses,  annex  to  his 
a  picture  or  a  model  descriptive  of 
ecification  must  be  in  itself  sufficient, 
ad  it  will  be  bad.  If  the  petitioners 
1  certain  improvements  upon  an  en- 
ch  a  patent  had  been  granted,  and 
ements  could  not  be  used  without 
mgine,  at  the  end  of  fourteen  years 
rs  could  make  use  of  a  patent  taken 
r  improvements ;  though,  before  that 
•d,  they  would  have  no  right  to  make 
her's  tubstratum.  At  the  end  of  that 
lie  has  a  choice  between  the  patents. 
>pinion  is,  that  this  patent  must  go ; 
fad  the  affidavits,  and  see  the  parties 
dels. 

1  Chancellor :  This  is  a  very  difficult 
al  with,  but,  upon  not  an  inattentive 
i,  I  think  I  am  not  justified  in  with- 

patent.  I  do  not  like  to  give  costs 
ibis  kind.  I  cannot  say  the  jealousy 
side  was  unreasonable.  1  V.  6c  B.  67. 

parte  Heathcote  in  r§  Lacy. 

in  application,  praying  the  court  not 
great  seal  to  a  patent  about  to  be 
«acy,  by  which  he  would  be  enabled 
pecification  secret  for  fifteen  months, 
ratrary  to  the  policy  of  the  law,  and 
tice  to  the  public. 

fed  on  behalf  of  Lacy,  that  no  injus- 
>e  done  to  the  public,  and  that  the 
be  benefitted  in  a  peculiar  way.  Lacy 
sted  a  machine  for  making  French 
lost  beautiful  texture  ;  and  if  the  be- 
ivention  was  secured  to  him  by  ena- 
lodge  the  specification  under  certain 
this  country  would  be  enabled  to  rival 
in  the  sale  of  that  article  in  the  conti- 
ets.  At  present,  the  French,  by  hav- 
erials  ana  labour  at  a  much  cheaper 


rate,  could  afford  to  undersell  us  considerably  in 
that  verv  important  branch  of  their  manufactures ; 
but  if  tnis  patent  were  granted,  the  saving  with 
respect  to  labour  would  be  more  than  equal  to 
the  difference  in  price  of  the  materials.  This  was 
the  principal  object  for  wishing  to  keep  the  spe- 
cification secret ;  for  there  was  reason  to  appre- 
hend, that  if  the  particular  description  or  the 
invention  should  be  enrolled  within  the  usual 
period,  copies  thereof  would  be  obtained  by  fo- 
reign agents,  and  transmitted  to  foreign  countries, 
the  inhabitants  of  which  would  have  the  benefit 
of  making  use  of  the  invention  before  his  ma- 
jesty's subjects  could  by  law  make  use  of  the 
same ;  which  would  not  only  prevent  the  patentee 
from  deriving  the  full  advantage  which  he  has 
reason  to  expect,  but  might  also  tend  to  diminish 
the  benefit  which  the  lace  manufacturers  of  this 
country  might  otherwise  derive  therefrom.  This 
was  the  ground  upon  which  the  legislature  had 
thought  proper  to  grant  an  act  of  parliament  (53 
Geo.  3,  c.  179)  to  Mr.  Lee,  for  securing  his  in- 
vention of  preparing  hemp  and  flax ;  by  a  proviso 
in  the  letters  patent  granted  to  him,  the  specifi- 
cation was  to  be  kept  secret  for  fifteen  months ; 
and  the  act  directed  that  it  should  then  be  delivered 
to  the  Lord  Chancellor,  and  be  deposited  with 
one  of  the  masters  in  Chancery,  and  only  in- 
spected under  certain  restrictions  during  the  first 
seven  years  of  the  letters  patent,  when  it  was  to 
be  enrolled  for  the  benefit  of  the  public.  There 
was  an  affidavit  by  Lacy,  stating  his  intention  to 


apply  for  a  similar  act. 

The  Lord  Chancellor  Eldon  said,  that  he  could 
not  put  the  great  seal  to  a  patent  which  £ave  the 

farty  fifteen  months  to  make  out  his  specification, 
n  the  present  reign  20,000  patents  had  been 
granted,  and  this  indulgence  was  extended  only 
in  two  or  three  of  them.  Where  the  letters  pa- 
tent were  for  an  invention  to  be  used  in  England, 
Scotland,  and  Ireland,  the  usual  period  for  en- 
rolling the  specification  was  six  months;  but 
where  they  were  confined  to  England  only,  three 
or  four  months  was  the  given  time.  Mr.  Lee's 
case  was  a  very  peculiar  one ;  it  was  for  securing 
to  the  state,  in  a  time  of  war,  the  benefit  of  a  most 
important  discovery.  If  Mr.  Lacy  could  make 
out  that  the  state  was  to  be  benefitted  by  his  in- 
vention in  any  peculiar  way,  as  in  the  case  of  pre- 
paring hemp  and  flax,  it  might  be  doubtful  whether 
he  might  not  have  a  secret  specification.  His  lord- 
ship was  of  opinion,  however,  that  the  legislature 
would  pause  a  long  time  before  they  passed  such 
an  act  in  future ;  and  he  thought  he  might  venture 
to  say,  that  if  Mr.  Lacy  were  to  apply  for  such  an 
act,  he  would  not  procure  it.  The  gentleman  had 
said,  that  if  this  specification  was  not  kept  secret, 
the  French  might  copy  it ;  but  his  lordship  could 
not  establish  a  new  principle  merely  to  prevent 
the  French  from  smuggling ;  neither  could  he  put 
the  great  seal  to  a  patent  without  seeing  the  spe- 
cification ;  for  it  might  turn  out  not  to  be  worth 
a  farthing-,  and  then  public  genius  would  be  dis- 
couraged merely  for  the  benefit  of  the  patentee. 
Many  cases  of  this  nature  had  occurred.  The 
patent  could  not  pass  without  the  responsibility  of 
the  great  seal ;  and  if  his  lordship  could  bring 
himself  to  pass  it,  he  might  be  called  upon  to  give 
an  account  in  parliament  why  he  had  extended  this 
particular  privilege  to  this  individual  contrary  to 
the  general  policy  of  the  law  ;  and  he  could  not, 
in  justice  to  the  king's  subjects,  affix  the  great  seal 
to  it,  merely  because  it  was  a  manufacture  which 
other  countries  had  in  common  with  this. 
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CAVEATS   AT   THE    GREAT   SEAL. 


Ex  part*  Henson  m  re  Alcock. 

This  was  on  application  on  a  caveat  lodged  by 
Benton  against  sealing  letters  patent  to  Alcock  for 
improvements  in  machinery  for  making  bobbin  net 
lace. 

Henton  stated  on  affidavit  his  belief  that  the  in- 
vention for  which  Atcock  was  soliciting  letters 
r;nt  was  the  deponent's  invention,  and  which 
had  communicated  in  confidence  to  Alcock, 
who  was  his  nephew. 

It  was  argued  on  the  part  of  Alcock,  that  Hen- 
torn  had  no  right  to  oppose  at  this  stage,  the  time 
for  opposing  having  gone  by,  the  Attorney  Gene- 
ral having  issued  his  bill ;  but 

Lord  Chancellor  Brougham :  "  I  cannot  look 
at  this  case,  and  deny  that  they  (the  agents  of 
Henson)  have  a  strict  right  to  be  here,  but  it  is 
a  right  which  must  be  exercised  very  sparingly ; 
and  a  discretion  must  necessarily  be  vested  in  the 
court.  In  the  very  peculiar  circumstances  of  this 
case,  I  am  disposed  to  give  them  the  benefit  of  it, 
exercising  it  in  a  somewhat  roundabout  way  by 
sending  it  to  the  Attorney  General ;  but  the  very 
circumstance  upon  which  that  suspicion  rests  leads 
me  to  reserve  the  question  of  costs.** 

The  case  was  then  sent  for  the  decision  of  the 
Attorney  General,  as  to  whether  the  inventions 
were  the  same,  the  Lord  Chancellor  observing, 
that  it  was  in  the  nature  of  an  inquiry  before  the 
Attorney  General  to  assist  the  conscience  of  the 
court  to  see  whether  the  sealing  should  go.  It  was 
then  agreed  that  the  Attorney  General  should  re- 
port whether  the  patent  should  be  granted,  and 
that  what  was  produced  before  him  should  be  af- 
terwards enrolled  as  the  specification. 

The  Attorney  General  directed  that  the  patent 
should  be  sealed,  the  improvements  being  dissi- 
milar to  those  of  Henson,  and  not  infringing  upon 
his  inventions.  The  letters  patent  were  sealed  as 
of  the  day  on  which  they  came  to  the  great  seal. 
See  2  Newton's  Lon.  J.  Conj.  Ser.  32. 

The  following  cases  of  opposition  or  caveats  at 
the  great  seal  to  granting  letters  patent  for  other 
matters  than  new  inventions,  will  illustrate  the 
principles  which  have  been  adopted : — 

Ex  parte  Daly. 

This  was  a  petition  by  Mr.  Daly,  manager  and 
proprietor  of  tho  Theatre  Royal,  Dublin,  to  the 
Lord  Chancellor  of  Ireland,  praying  him  to  with- 
hold the  great  seal  from  a  patent  professing  to 
have  been  granted  by  the  crown  under  tho  powers 
vested  in  it  by  26  Geo.  3,  c.  57,  and  authorising 
Mr.  Astley  to  have  a  theatre  for  exhibiting,  during 
certain  months  in  the  year,  feats  of  horsemanship 
and  musical  pieces,  &c.  Daly,  in  November, 
1786,  bad  obtained  a  patent  for  the  Theatre 
Royal,  and  now  opposed  the  passing  of  Astlcy's 
patent,  on  the  ground  of  the  great  prejudice  it 
would  be  to  him  after  the  expense  he  had  been  at 
in  fitting  up  and  supporting  the  theatre. 

The  Lord  Chancellor :  There  are  several  stages 
of  opposing  the  passing  of  patents. 

The  first  is  an  application  to  the  crown,  while 
the  granting  of  the  patent  is  under  the  considera- 
tion of  his  majesty ;  upon  such  an  application  the 
crown  would  refer  it  to  the  great  officers  of 
state. 

Secondly — When  it  comes  to  the  privy  seal,  a 
like  application  may  be  made.  The  Lord  Privy 
Seal  has  sometimes  heard  the  matter  himself,  at 
other  times  he  has  referred  it  to  a  committee. 


Thirdly — An  application  may  ben 
great  seal  if  the  grant  be  illegal ;  or  if 
be  imposed  on  or  deceived  in  such 
Chancellor  will  withhold  the  seal,  fa 
as  to  the  matter  of  discretion  whether 
ought  or  ought  not  to  grant  snch  a  pa* 
nothing  to  do  with  that.  The  sing' 
here  is,  whether  these  exhibitions  of  j 
the  subject  of  a  patent  within  the  act? 

The  objections  made  to  this  patent 
that  it  is  illegal ;  or,  secondly,  that  it 
tent  with  that  granted  to  Daly— that  i 
more  places  of  entertainment  than  one, 
will  be  divided.  As  to  the  first,  the 
power  to  the  crown  to  grant  licenses  f< 
me  and  keeping  a  theatre,  and  enact 
others  than  those  who  are  so  licensed  i 
interludes,  tragedies,  &c.  But  the 
power  by  the  act  to  grant  from  time  t 
when  and  as  often  as  it  think  fit,  oi 
letters  patent  to  one  or  more  perse 
tablishing  and  keeping  one  or  more  th 
so  that  if,  instead  of  this,  the  grant  to 
been  of  a  theatre  in  as  ample  a  manne 
can  there  be  any  doubt  but  that  i 
good  ?  Besides,  there  is  a  reservatic 
patent  of  such  as  should  be  thereafter 

As  to  the  second  objection,  that  it i 
Daly's  patent  —  that  it  tends  to  d 
profits.  Certainly,  the  more  places  o 
ment  there  are,  it  will  make  some  d 
all.  Perhaps  it  is  better  there  shoo 
It  is  said  be  has  laid  out  money  on 
having  an  exclusive  patent.  He  had 
of  the  power  of  the  crown  to  grant 
his  own  expressly  reserved  it.  It  is 
ought,  as  keeper  of  the  king's  coi 
withhold  the  great  seal.  But  the 
this  patent  has  been  considered  b; 
Lieutenant,  so  I  do  not  think  I  hai 
to  do  with  that.  If,  indeed,  the  ] 
illegal,  it  would  be  otherwise.  I  ca 
the  great  seal.     Vern.  &  Scriv.  499. 

Ex  parte  O'Reilly. 

In  this  case  several  caveats  were  cnt 
affixing  the  great  seal  to  letters  patei 
one  years,  authorizing  the  pctitionei 
house  for  the  representation  of  Itatia 
a  new  site,  the  old  house  having 
down.  A  great  number  of  matter 
cussed  in  the  above  case,  before  the 
cellor  Thurlow,  of  which  the  follow 
noticed :    1  Yes.  Jun.  112: 

The  court  refused  to  seal  a  paten 
senting  Italian  operas,  because  the  p 
carrying  it  on  were  by  agreement  wi 
Chamberlain,  his  executors  and  ad 
and  the  right  to  the  patent  was  nol 
connected  with  the  property  in  the  h 

It  is  not  sufficient  for  the  party  appl 
to  answer  objections ;  he  must  lay  a 

Upon  such  application,  the  court  w 
that  the  king  is  not  deceived,  nor  hi 
appointed ;  and  will  represent  the  n 
king,  but  will  not  decide  upon  the  n 
various  claimants. 

The  court  will  not  seal  a  patent  wl 
put  the  parties  under  some  control,  t 
is  no  caveat. 

A  patent  in  fee  could  not  stand  if  a 

A  patent  must  be  under  proper  res 

Query,  if  a  patent  can  be  the  suhjtl 
See  ante  418,  n. 
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APPEAL  FROM  THE  COURT  OF  SESSION  (a). 


Jambs  Brown  {Appellant). 

Alexander  An  nan  dale  &  Son  (Respondents). 

[In  the  House  of  Lords,  24  &  25  February,  1842.] 

This  was  an  appeal  from  the  first  division  of  the  Court  of  Ses-  The  public  use 
lion  of  Scotland,  wherein  the  appellant  complained  of  certam  J^^™^011 
interlocutors  pronounced  under  the  following  circumstances.        prior  to  the  date 

The  appellant  had  obtained  letters  patent  under  the  seal  aP"  ?0fr  s^tTa^wiil 
pointed  by  the  Treaty  of  Union  to  be  used  in  place  of  the  great  invalidate  such 
sod  of  Scotland,  on  a  warrant  under  the  sign  manual,  dated  at  j£^f^!*tntlnc 
St  James's,  26  Jan.  1836,  and  written  to  the  seal  registered  and  use  of  an  inven- 
ted at  Edinburgh,  4  Feb.  1836,  for  "  a  certain  improvement  ^e  wiomes°f 
or  certain  improvements  in  the  making  or  manufacturing  of  abroad  would 

^^    >»  invalidate  sub- 

■W8*-  sequent  letters 

The  specification  was  enrolled  in  the  Chancellory  of  Scotland,  patent. 
Ql  Jan.  1836;  but  it  is  unnecessary,  for  the  purposes  of  this  re- 
port, to  state  any  particulars  of  the  invention. 
,  The  appellant  (the  pursuer  in  the  court  below)  applied  to  the 
MJourt  of  Session,  for  suspension  and  interdict  against  the  re- 
spondents (the  defenders  in  the  court  below),  in  using  certain 
■machinery  in  the  manufacture  of  paper.  The  respondents,  in 
their  answers  to  the  note  of  suspension,  denied  that  the  machi- 
nery complained  of  was  substantially  the  same  as  that  described 

I  die  specification ;  and  stated  further,  that  the  letters  patent 
i  void,  because  the  alleged  invention  was  not  new,  having 
i  known,  and  publicly  used  and  practised,  both  in  England 
mi  Scotland,  before  the  date  of  the  patent. 

The  note  of  suspension  and  interdict  was  then  merely  passed 
,  to  try  the  two  questions,  of  the  infringement,  and  the  validity  of 
[the  patent ;  the  interdict  was  not  pressed. 
:  The  appellant  then  instituted  a  summons  for  damages ;  in  an- 
tler to  which  the  defendants,  as  before,  denied  the  infringement 
**d  the  validity  of  the  patent,  on  the  grounds,  1.  that  the  speci- 
fication had  not  been  enrolled  in  time  (fl) ;  2.  that  the  invention 
*U  not  new,  having  been  known  and  publicly  used  both  in 
England  and  Scotland  prior  to  the  patent. 


(«)  See  a  report  of  and  observations  on  this  case  that  this  specification  was  in  time  ;  the  letters 
If  Mr.  Shearman,  one  of  the  respondents'  agents,  patent  bear  date  on  the  day  of  sealing ;  and  the 
»  Newton's  London  Journal,  vol.  xxi.  C.S.  See  time  for  specifying  runs  from,  or  exclusive  of,  that 
Aa»  the  ease  of  Roebuck  v.  Stirling,  ant*  45.  day.   See  ante  154,  n.  a. ;  also  ante  430,  n.  c.  at  to 

(»)  It  seems  to  have  been  admitted  afterwards      the  sealing  as  of  an  earlier  day. 
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Trial  of  the 
issue*. 


The  above  two  processes  having  been  (according  to  the  prac- 
tice of  the  Scotch  courts)  conjoined  by  interlocutor,  a  re- 
cord was  made  up,  and  certain  admissions  and  issues  were 
agreed  to. 

The  issues  came  to  be  tried  before  Lord  Mackenzie,  one  of 
the  judges  of  the  First  Division  of  the  Court  of  Session,  and  a 
jury,  on  the  14th  and  15th  days  of  May,  1841 ;  and  after  the 
evidence  on  the  pursuer's  part  had  been  concluded,  the  counsel 
for  the  defenders,  in  his  address  to  the  jury,  stated,  that  it  would 
be  a  part  of  the  defenders'  case  to  bring  evidence  to  prove,  inter 
alia,  his  averment  on  the  record,  that  the  invention  specified  by 
the  pursuer  had  been  publicly  used  in  England  before  the  date 
of  his  patent.  Whereupon  the  admissibility  of  any  such  evi- 
dence was  objected  to  by  the  pursuer's  counsel,  on  the  ground, 
that  previous  public  use  of  the  invention  in  England  was  not  a 
ground  for  invalidating  the  pursuer's  patent  for  Scotland.  Lord 
Mackenzie  overruled  the  objection,  and  decided  that  the  evi- 
dence was  admissible,  as  proving  a  ground  of  the  invalidity  of 
the  patent.  Against  this  judgment  the  counsel  for  the  pursuer 
excepted,  and  lodged  the  following  minute : — 

"  In  respect  of  the  opinion  of  the  judge,  that  the  use  and  prafr 
tice  averred  as  to  England  is  competent  in  evidence  to  establish 
the  first  issue  for  the  defenders,  the  pursuer  admits  that  the  ver- 
dict must,  in  point  of  fact,  go  on  that  first  issue  for  the  defen- 
ders, subject  to  exception  to  the  opinion  of  the  judge ;  the  pur- 
suer admitting  that,  if  the  above  point  of  law  is  decided  against 
him,  the  defenders  are  entitled  to  judgment  in  the  cause." 

Upon  which  the  jury,  "  In  respect  of  the  matters  proven  be- 
fore them,  and  of  the  minute  of  the  counsel  for  the  pursuer,  find 
for  the  defenders  on  the  first  issue." 

The  bill  of  exceptions  came  to  be  argued  before  their  lordships 
of  the  First  Division  of  the  Court  of  Session,  when,  on  the  8th 
of  July,  1841,  they  pronounced  the  following  interlocutor:— 
"  The  lords  having  heard  counsel  for  the  parties,  disallow  this 
bill  of  exceptions." 

The  above  decision  in  favour  of  the  defenders  was  further  car- 
13  July,  1841.  ried  out  by  the  following  additional  interlocutor,  or  decree :— 
"  The  lords,  in  respect  of  the  verdict  of  the  jury  in  this  cause, 
apply  the  same ;  and  in  the  process  of  suspension  and  interdict, 
find  the  letters  orderly  proceeded,  and  dismiss  the  suspension; 
and  in  the  action  of  declarator  and  damages,  assoilzie  the  defen- 
ders from  the  conclusions  of  the  summons,  and  decern;  find  the 
defenders  entitled  to  expenses  in  the  said  conjoined  actions,  and 
remit  the  accounts  when  lodged  to  the  auditor  to  tax  and 
report." 

Against  the  above  two  interlocutors  the  appellant  (the  pur- 
suer below)  brought  the  present  appeal,  praying  that  their  lord- 
ships would  be  pleased  to  reverse,  vary,  or  alter  the  same,  or  that 


Verdict. 


Interlocutors, 
8  July,  1841. 
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he  might  have  such  relief  in  the  premises  as  to  their  lordships 
should  seem  meet,  and  for  the  two  following  reasons  : — 

1.  There  is  no  communication  of  rights  under  patents  for  in-  Appellant's  cam 
yentions  between  the  subjects  of  the  two  parts  of  the  United 
Kingdom,  and  therefore  the  fact,  that  the  improvement  invented 
by  the  appellant  in  Scotland  had  been  previously  used  in  Eng- 
land, is  not  a  ground  in  law  for  invalidating  the  patent  for  Scot- 
land. The  power  of  the  crown  in  Scotland  to  grant  exclusive 
privileges  in  respect  of  new  inventions,  is  not  given  by  any  sta- 
tute, but  is  founded  on  the  immemorial  usage  of  the  crown,  and 
the  acquiescence  of  the  nation.  The  attempts  made  to  stretch 
this  prerogative  beyond  its  just  limits,  gave  rise  to  the  act  of 
monopolies  (A),  which  was  declaratory  of  the  principles  of  the 
common  law,  but  left  the  prerogative  of  the  crown  untouched. 
The  terms  of  the  Scotch  patents  varied,  some  being  for  thirteen, 
others  for  twenty-one  years;  since  the  union,  the  term  pre- 
scribed by  the  statute  of  monopolies  for  England  has  also  been 
adopted  for  the  Scotch  patents  (c),  but  there  is  nothing  to  limit 
it  to  this. 

The  grants,  and  the  extent  of  the  rights  thereby  conferred, 
«e  as  distinct  since  the  union  as  before,  each  being  confined  to 
its  own  country ;  and  in  this  respect  each  part  of  the  United 
Kingdom  must  be  considered  as  a  distinct,  separate,  and  inde- 
pendent country  and  jurisdiction  relatively  to  the  other ;  for  were 
it  not  so,  but  the  kingdoms  of  England  and  Scotland  are  to  be 
considered  as  but  one  country,  all  rights  of  patents  for  inventions 
should  be  co- extensive  and  equally  effectual  in  both  parts  of  the 
United  Kingdom,  a  conclusion  directly  at  variance  with  the  ac- 
knowledged fact,  since  the  patent  for  each  country  is  strictly 
confined  to  that  country ;  the  freedom  and  intercourse  of  trade 
deferred  to  in  the  articles  of  union  do  not  extend  to  such  rights 
••  patents  in  either  country.     Patents  for  invention  are  not  the 
only  rights  as  to  which  a  similar  distinction  exists  respecting  the 
rights  of  trade,  since  by  the  Scottish  statute  in  favour  of  the 
royal  burghs,  the  exclusive  right  of  importing  all  foreign  com- 
modities for  sale  is  conferred  on  the  merchant- freemen  of  the 
■oyal  burghs  (rf);   and,  according  to  the  legal  construction  of 
hat  statute,  the  word  foreign  must  apply  to  England.     But  the 
ase  as  to  the  rights  under  letters  patent  for  inventions  is  much 
tronger ;  for  letters  patent  are,  in  their  nature,  matters  of  pri- 
vate right,  constituted  by  grant  ex  speciali  gratid  on  the  part  of 
he  crown,  and  accordingly  pass  in  Scotland  under  the  seal  ap- 


(b)  Acts  of  Charles  I.;  A.D.  1641 ;  ante  33.  that  none  but  the  guild  brethren,  as  contradistin- 

(c)  Ante  34,  n.    See  also  Dallas's  System  of  guished  even  from  the  trades  of  the  borough,  could 
tyles;  Edin.  1697.  import  from   England   commodities  which   were 

(d)  See  Act,  1693,  c.  12.      It  was  accordingly  either  the  native  produce  of  that  country,  or  of  the 
djudged  in  the  case  of  the  incorporate  trades  of  colouies  abroad.     Mor.  Diet.  1779. 

.beraeen  against  the   Magistrates  and   Guildry, 
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Appellant's  case,  pointed  by  the  24  th  article  of  the  Treaty  of  Union,  to  be  kept 
and  used  in  Scotland  in  all  things  relating  to  private  rights  or 
grants  which  have  usually  passed  under  the  great  seal  of  Scotland, 
and  which  only  concern  offices,  grants,  commissions,  and  private 
rights,  within  that  kingdom.  Further,  letters  patent  are  accom- 
panied by  no  interchange  of  rights  and  privileges  between  the 
subjects  of  the  two  parts  of  the  United  Kingdom,  but  letters  pa- 
tent for  one  country  are  entirely  confined  thereto,  and  have  no 
effect  whatever  in  the  other.  But  except  in  regard  to  such  pri- 
vileges and  advantages  of  trade  and  commerce,  as  to  which  it  wu 
provided  by  the  Treaty  of  Union  that  there  should  be  full  free- 
dom and  intercourse  between  the  subjects  of  the  United  King* 
dom,  and  for  the  regulation  of  which  the  laws  were  after  the 
union  to  be  the  same  in  Scotland  as  in  England,  the  18th  article 
of  the  Treaty  of  Union  expressly  declares,  "  that  all  other  lews 
in  use  within  the  kingdom  of  Scotland  do,  after  the  union,  re- 
main in  the  same  force  as  before  (e)." 

It  would  appear  to  follow,  therefore,  that  all  questions  touch- 
ing the  validity  of  letters  patent  for  Scotland,  must  be  tried  and 
determined  according  to  the  law  of  that  country  alone,  and  with- 
out reference  to  the  legal  condition  of  the  subject-matter  of  sack 
letters  patent  as  to  freedom  or  restriction  in  England,  or  any 
other  country.  The  general  requisites  of  the  law  of  Scotland 
with  respect  to  letters  patent,  are  the  same  as  of  the  law  of  Eng- 
land, except  as  regards  the  limits  of  their  respective  jurisdic- 
tions ;  but  in  applying  those  requisites,  the  matter  must  be  con- 
sidered solely  with  reference  to  the  validity  of  letters  patent  in 
Scotland,  and  the  effects  of  rights  arising  under  them  in  that 
country,  just  as  if  England  had  no  connexion  with  it. 

2.  Because,  according  to  the  just  construction  and  true  mean- 
ing of  the  letters  patent  granted  to  the  appellant  in  Scotland,  the 
requisite  as  to  the  novelty  of  the  improvement  is,  that  it  iraa 
invented  in  Scotland  by  the  appellant ;  and  there  is  no  condition, 
expressed  or  implied,  that  the  mere  circumstance  of  its  having 
been  previously  known  or  used  in  England  should  infer  a  nullity 
of  the  patent. 

The  parts  of  the  letters  patent  material  to  advert  to,  are  the 
following.  First,  the  recital  of  the  petition,  which,  having  stated 
the  invention  by  the  appellant,  proceeded  as  follows :  Quam  ta- 
ventionem  credit  pro  generali  beneficio  et  commotio  Jutwram  ene, 
dictam  inventionem  novam  esse  et  kaud  unquam  ante  hoc  factito- 
tarn  aut  usitatam  fuisse  per  ullam  aliam  personam  out  perxmm 
quascunque  intra  k<e  regna  ffj  ut  intelligit  et  credit.     Then  fol- 


(«)  At  to  the  meaning  of  the  sixth  article  of  the  of  letters  patent  is  a  translation  of  the  usual  < 

Treaty  of  Union,  and  this  question  generally,  see  for  England ;  the  words  he  rtgna  being  suosbl 

ante  48,  in  note.  for  England,  &c.  at  this  nlace,  but   Scotland  tf 

(f)  It  will  be  material  to  observe,  that  this  form  others,  as  in  the  prayer  in  the  next ~ 
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I  the  prayer  for  the  grant  of  the  letters  patent :  Intra  ittam  A.D.  1842. 
tent  Regm  nostri  Uniti  Magna  Britannia  et  Hibernue  Sco- 
i  vocatam  pro  termino  quatuordecim  annorum,  secundum  sta- 
mineo  casu  factum  et  provisum.  The  letters  patent  then 
9eed9  in  the  usual  form,  to  make  the  grant  in  the  terms  of  the 
per :  Pro  et  durante  termino  annorum  in  prasentibus  mentio- 
>,  Tenend.  et  habend,  fyc.  pro  et  durante  spatio  quatuordecim 
mm  et  usque  ad  plenum  exitum  et  terminum  eorum  a  data 
sentium  proxime  et  immediate  insequent.  The  letters  patent 
1  contain  the  prohibitory  part,  and  the  following  among 
er  provisoes :  Proviso  semper,  fyc.  dictam  inventionem  quoad 
Scum  ejus,  in  ilia  parte  Regni  nostri  Uniti,  Scotia  vocata, 
n  et  exercitum  non  esse  novam  inventionem  vel  a  dicto  Jacobo 
wn  ut  pradicitur  non  esse  invent  am. 

!*he  statute  referred  to  in  the  petition  is  the  English  Statute 
Monopolies  (21  Jac.  1,  c.  3) ;  but  no  conclusion  can  be  drawn 
q  this  circumstance  inconsistent  with  the  appellant's  argu- 
it  as  to  the  foundation  of  the  law  of  patents  in  Scotland;  for 
lie  dispositive  or  granting  clause,  as  well  as  in  the  tenendum, 
limitation  is  simply  u  pro  et  durante  spatio  quatuordecim 
orum  a  datoprasentium,"  without  any  reference  to  the  statute; 
jreas,  in  the  form  of  letters  patent  for  England,  the  tenendum 
tains  there  also  the  words  "  according  to  the  statute  in  such 
\  made  and  provided"  (g) ;  whether  with  reference  to  the  term 
pears  only,  or  generally  to  the  authority  on  which  the  grant 
seeds,  may  be  doubted ;  but  the  latter  construction,  if  the 
5  one,  affords  a  strong  illustration  of  the  difference  between 
English  and  a  Scotch  patent,  in  regard  to  the  foundation  of 
authority  of  the  crown  in  the  two  cases  (A). 
The  insertion  of  the  words  intra  ha  regno,  so  far  as  applicable 
>ther  portions  of  the  United  Kingdom  different  from  Scot- 
i,  though  perfectly  consistent  with  the  fact  as  regards  the 
>wledge  and  belief  of  the  appellant  at  the  time,  is  superfluous 
1  immaterial.  And  it  appears  on  searching  the  register  of 
gnts,  granted  for  Scotland  during  the  last  two  years,  the  pe- 


rt Ste  Law  and  Practice,  Pr.  F.,  XIII.  has  nothing  whatever  to  do  with  the  authority  of 

ft)  The  force  and  import  of  these  words,  and  the  crown  to  make  grants  of  this  nature ;  such  au- 

reasoo  of  their  insertion  in  the  English,  and  thority  being  part  of  the  common  law  prerogative 

r  omission  in  the  Scotch  letters  patent,  are,  of  the  crown,  declared  and  defined,  but  not  created, 

I  conceived,  obvious.      Before  the  statute  of  by  any  statute.     Prior  to  the  union,  the  termi 

wpolies,  the  letters  patent  for  England  were  granted  by  the  Scotch  patents  were  for  periods  both 

various  terms,  as  of  twenty-one  years,  and  linger  longer  and  shorter  than  fourteen  years,  anU  34,  n. ; 

ode.     The  effect  of  the  statute  was  to  impose  but  since  the  union,  the  crown  of  England,  in  the 

two  following  conditions — viz.  that  the  grantee  exercise  of  the  common  law  prerogative  of  the 

it  be  the  true  and  first  inventor,  and  that  the  crown  of  Scotland,  has  adopted  the  same  period  of 

i  most  not  exceed  fourteen  years ;   and  even  fourteen  years  for  all  its  grants.     The  insertion  of 

limited  period  Sir  E.  Coke  appears  to  have  the  words  "  according  to  the  statute"  in  a  petition 

ndered  as  too  loog ;  ante  31,  n.    The  letters  pa-  presented  by  the  petitioner,  is  not  a  circumstance 

subsequent  to  the  statute  consequently  express,  on  which  any  argument  can  be  founded ;  but  bav- 

fce  face  of  them,  that  the  grant  in  both  these  ing  been  inserted  in  the  petition,  their  appearance 

acts  ia  in  accordance  with  the  conditions  im-  in  the  letters  patent,  which  recite  the  petition,  fbl- 

xi  by  the  statute.    The  insertion  of  these  words  lows  necessarily. 
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AppeiimnV$  cate.  tition  states  the  invention  not  to  have  been  used  in  Scotland, 
accordingly  to  the  petitioner's  knowledge  and  belief.  And  the 
proviso  declares  the  grant  to  be  void,  in  case  it  shall  not  be  new 
within  Scotland. 

The  court  below  has  found,  that  the  simple  fact  of  the  in- 
vention having  been  used  before  in  England  is  sufficient  in  tar 
to  render  the  grant  void ;  there  is  no  statement  as  to  any  pre- 
vious use  in  Scotland;  had  this  existed,  the  question  would  hut 
arisen,  as  to  how  far  a  misrepresentation  in  the  petition  in  tin 
particular  would  vitiate  a  grant,  even  supposing  the  invention  to 
have  been  first  introduced  into  Scotland  by  the  party  obtainiag 
the  grant  (t).     But  this  question  does  not  arise. 

The  first  condition  of  validity  contained  in  the  proviso  i^thsft 
the  said  invention  be  new  as  to  the  public  use  and  exerw 
thereof  within  that  part  of  the  United  Kingdom  called  Scotland 
Now  without  relying  on  the  words  "public  use  and  exercise,"  ft 
is  clear  that  a  thing  invented  in  Scotland  is  a  new  invention  it 
that  country,  although  it  had  been  previously  invented  and  used 
in  England.  Under  these  circumstances,  the  invention  in  Scot- 
land,  though  not  absolutely  with  reference  to  all  the  world  the 
first  invention,  yet  with  reference  to  Scotland  is  a  new  invention. 
And  this  completely  satisfies  the  condition  of  the  patent,  whkk 
only  requires  that  the  invention  should  be  a  new  invention  in 
Scotland.  This  view  is  supported  by  the  words  of  the  statute  of 
James,  which  declares,  that  patents  shall  be  valid  "  of  the  sole 
working  or  making  of  any  manner  of  new  manufacture  withm 
this  realm  to  the  true  and  first  inventor  or  inventors  of  such  ma- 
nufactures, which  others  at  the  time  of  making  such  letters  patent 
and  grant  shall  not  use ;"  upon  which  it  was  held,  in  an  earij 
case  (k),  that  letters  patent  for  a  thing  practised  in  foreign  parts,  bat 
granted  to  the  person  who  introduced  it  into  England,  was  valid. 
The  second  requisite  in  the  proviso  is,  that  the  said  invention 
shall  have  been  invented  by  the  said  Brown.  But  if  truly  in* 
vented  by  him,  which  fact  is  not  brought  into  dispute,  the  6ct 
of  its  having  been  previously  invented  by  another  in  England, 
is  clearly  irrelevant.  The  same  thing  may  have  been  found  out 
by  two  persons  in  different  countries  simultaneously,  or  at  dif- 
ferent times,  or  an  art  formerly  practised  may  have  been  lost,  or 
a  machine  well  known  and  used  in  another  country  wholly  un- 
known here ;  surely  any  person  who,  by  the  application  of  the 
powers  of  his  own  mind,  shall  restore  the  one  or  invent  the  other, 
is  not  the  less  entitled  to  the  character  of  an  inventor,  than  he 
would  have  been  if  the  art  referred  to  had  never  been  before 
known,  or  the  machine  used  elsewhere.  And  the  advantages  re- 
sulting to  the  inhabitants  of  Scotland  from  the  invention  are  not 

(i)  It  is  perfectly  clear,  that  any  statement  false  (&)  Edgebury  v.  Stephens,  ante  35;  seeib* 

in  fact,  and  which  may  form  part  of  the  considera-      ante  126,  w. 
tion  of  the  grant,  is  ground  for  avoiding  a  patent 
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>y  the  circumstance  of  its  having  been  practised  else-  A.D.  1842. 

are. 

art  below  were  influenced  in  their  decision  by  the  case 

*  fy  Garbett  v.  Stirling  %  Son(l),  for  when  the  bill  of 

i  came  to  be  advised  nothing  more  was  said  by  any  of 

,than  that  the  case  was  a  direct  precedent,  and  that  they 

id  to  decide  accordingly.     But  that  case  differed  from 

it  in  various  essential  particulars :  for  the  evidence  was 

to  establish  the  fact  of  previous  user  in  Scotland ;  and 

cvas  strongly  insisted  on :  also  it  was  admitted  that  the 

had  been  practised  by  the  patentees  in  secret  many 
»re  the  patent,  which  circumstance  was  alone  sufficient 
the  patent.  The  House  of  Lords  in  that  case  did  ncft 
m  the  one  ground  of  the  manufacture  having  been 
r  known  and  practised  in  England  (m). 

ipondents*  case  stated  evidence  of  the  prior  public  use  Respondents9 
ufacture  or  machine  in  England,  to  be  admissible  to  *"*' 
the  invalidity  of  a  patent  in  Scotland  for  the  same 
ire  or  machine,  on  the  following  grounds : 
•pellant  obtained  his  patent  on  the  statement  that  he 
rst  and  true  inventor  of  his  alleged  improvements,  and 
same  had  not  been  used  by  any  other  person  at  the 
aking  the  letters  patent  (n). 

otch  statute  (o)  and  the  declaratory  act  of  James  (/?)  set- 
law  as  to  the  extent  of  the  royal  prerogative,  and  since 
i  of  the  two  kingdoms  the  same  law  in  regard  to  trade 
its  has  prevailed  in  both  (q).  For  by  the  6th  article  of 
y  of  Union  it  is  expressly  declared,  "  That  all  parts  of 
d  Kingdom  for  ever  from  and  after  the  union  shall  have 

allowances,  encouragements,  and  drawbacks,  and  be 
same  prohibitions,  restrictions,  and  regulations  of  trade, 
t  to  the  same  customs  and  duties  on  import  and  export : 
the  allowances,  encouragements,  and  drawbacks,  prohi- 
id  restrictions  and  regulations  of  trade,  and  the  customs 
is  on  import  and  export,  settled  in  England  when  the 
oimences,  shall,  from  and  after  the  union,  take  place 
at  the  whole  United  Kingdom"  (r).  And  by  the  25  th 
is  enacted  and  declared,  "that  all  laws  and  statutes 
kingdom,  so  far  as  they  were  contrary  to  the  articles  of 


15.     In  the  House  of  Lords,  27  May,  (p)  Statute  of  Monopolies,  21  Jac.l,  c.3,  ante  29. 

(q)  The  practice  as  to  Scotch  patents  has  been 

Interlocutor  and  Judgment,  ante  48,  guided  by  the  practice  as  to  English  patents,  and  the 

ions  thereon.  same  general  principles  of  law  are  common  to  both 

rords  "  within  these  realms  to  the  best  realms.     Ante  49. 

ledge  and  belief  should   follow  the  (r)  The  latter  part  of  this  article  would  seem  to 

ike  the  statement  of  the  petition  per-  explain  the  former,  and  to  show  that  the  regula- 

:t.      The  words,  within  these  realms,  tions  spoken  of  are  of  a  fiscal  nature.    See  per 

regno,  will  appear  hereafter  to  have  Lord  hldon,  L.C.,  ante  48,  n.,  as  to  the  meaning  of 

aterial.  this  article, 
jf  Charles,  A.  D.  1641,  ante  33. 
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ition  of  these  laws  was  no  difficult  matter,  but  the  mode  of  A.  D.  1842. 
Btering  them,  or  any  change  in  the  courts  or  peculiar 
by  which  they  were  administered,  was  a  different  and  more 
t  matter.  The  nature  of  the  land-rights  of  Scotland,  and 
other  obstacles,  rendered  an  absolute  union  of  the  two 
ms  next  to  impossible,  and  therefore  the  existence  of  se- 
judicatories  and  forms  was  indispensable.  It  might  as 
:  said,  that  the  law  regarding  the  revenue  and  trade  in  the 
ngdoms  was  different,  because  there  are  separate  courts 
:hequer,  and  separate  boards  of  excise  and  customs,  and 
mps  and  taxes  (y).  The  law  relating  to  patents  is  only  a 
d  parcel  of  the  law  by  which  the  trade  of  the  United  King- 
regulated,  restrained,  or  encouraged,  though  the  execution 
law  may  be  by  the  means  of  different  courts  in  the  two 
f  the  island  (z). 

a  invention  be  disclosed  and  made  public  in  either  part  of 
rated  Kingdom  before  both  patents  are  sealed,  neither  is 
le.  And  accordingly,  in  practice,  in  order  to  enable  a 
o  obtain  a  patent  for  both  parts  of  the  kingdom  before 
ecification  becomes  due  in  either,  and  the  necessity  for 
blication  of  the  invention  arises,  the  period  of  enrolling 
deification  is  enlarged  (a). 

rther  argument  against  Scotland  being  considered  a  foreign 
y  to  England  in  respect  of  patents,  arises  from  the  fact, 
patent  would  not  be  granted  on  the  application  of  an  in- 
il  importing  an  invention  from  Scotland,  not  even  from  a 
er  residing  in  Scotland ;  nor  from  a  native  of  Scotland 
g  in  France,  because  he  would  not  be  a  foreigner  (&). 
Jy,  the  case  of  Roebuck  v.  Stirling  is  precisely  in  point ; 
>  adverse  judgment  of  any  of  the  courts  in  either  country 
en  discovered  (c).  The  practice  of  the  legislature  in  ex- 
g  letters  patent  for  England  for  the  renewed  term   to 

he  act  of  anion  declares,  that  the  laws  session  of  an  invention,  &c.     See  Law  o)  Prac- 

o  the  revenue  and  trade  shall  be  the  same.  tiee,  Pr.  F.,  I.     It  may  be  questioned  how  far  this 

le  X  VIII.,  and  post  453.  form  is  correct ;  whether  the  words  of  the  statute 

throughout  the  whole  of  the  respondents'  should  not  be  strictly  pursued. 
t,  it  is  essential  to  assume  that  the  laws  (c)  The  respondents  referred  also  to  the  King  v. 

o  patents  are  laws  relating  to  trade,  which  Arkwright,  as  a  case  in  which  evidence  of  the 

aitted  they  clearly  are  not  in  the  sense  in  prior  use  of  the  machine  in  Scotland  was  given 

U  term  is  used  in  the  act  of  union.    Every  without  objection  ;  but  the  witness  is  there  speak- 

t  may  be  bought  and  sold  is  in  some  sense  ing  of  a  variety  of  persons  for  whom  he  had  made 

ct  of  trade.    See  post  453.  the  machine  in  question  ;  one  of  whom  resided  in 

he  time  is  enlarged  from  two  months  to  Scotland.     Printed  cux,  184;  Dav.  Pat.  C.  134. 

the  applicant  declares  it  to  be  his  inten-  This,  therefore,  is  no  authority, 
•tain  a  patent  for  Scotland  and  Ireland  as  The  respondents  referred  also  to  Tennant's  case, 

Ingland  ;  see  ante  49;  and  Law  if  Prac-  ante  125,  in  which  one  of  the  grounds  of  nonsuit 

P.,  II.,  n.  k.    But  the  enrolment  of  the  was,  that  a  chemist  at  Glasgow  had  suggested  to 

ion  relates  back  to  the  date  of  the  letters  the  plaintiff  a  material  part  of  the  process, 
unless,  therefore,  the  patents  in  all  the  Also  to  a  case  before  Lord  Mansfield,  25  April, 

be  sealed  on  the  same  day,  a  prior  pub-  1776,  of  Clark  v.  Layeock.     It  was  referred  to  in 

0  law  most  exist  in  one  or  more  of  the  Rivbnck  v.  Stirling,  as  a  ca«*  of  an  Knglish  patent 
ntries.  net  abide  on  the  evidence  of  Scotch  witnesses,  of 
lis  would  not  appear  in  the  petition  or  de-  the  art  having  been  practiced  in  Scotland  before 
,  nor,  consequently,  in  the  letters  patent.  the  date  of  the  patent.    Hut  it  is  extremely  doubt- 

1  statement  in  a  petition, in  the  ca^e  of  an  ful  whether  any  such  evidence  was  given  m  that 
invention,  is,  that  in  consequence  of  a      case ;  and  Mr.  Shearman  informs  me,  that  from  a 

cation  from  abroad,  the  party  is  in  pos-      subsequent  perusal  of  the    memorials »  Sec,  \a 

3  L 
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Scotland  by  the  same  statute,  there  being  no  patent  for  Soot- 
land,  shows  these  countries  to  have  been  considered  as  one  in 
respect  of  patents  (d).  The  respondents  appended  to  their 
case  the  judgments  of  the  Court  of  Session  in  Roebuck's  case(e). 


Argument  at  The  case  came  on  for  argument  in  the  House  of  Lords  on 
the  hearing.  Thuradayj  the  24th  of  February,  1842.  Sir  F.  Pollock,  A.  6. 
and  Biggs  Andrews  were  counsel  for  the  appellant;  Kelly  and 
Godson  for  the  respondents.  The  Lord  Chancellor  Lyndhunt 
presided,  assisted  by  Lords  Brougham  and  Campbell. 
Sir  F.  PoittKk  The  Attorney  General  having  opened  the  appellant's  case,  by 
hrthe  appei.  sn0rtly  stating  the  relative  positions  of  the  parties,  and  the  na- 
ture of  the  contest  between  them,  and  having  read  from  the 
printed  case  the  issues  and  bill  of  exceptions,  and  the  interlocu- 
tors on  which  the  appeal  arose,  described  the  questions  to  be 
considered  as  simply  whether,  according  to  the  laws  of 
England,  Scotland,  and  Ireland,  as  they  now  stand  with  regard 
to  letters  patent  for  inventions,  the  condition  of  novelty  inserted 
in  the  grants  extends  beyond  those  parts  of  the  United  King- 
dom respectively  for  which  the  grants  were  made,  that  is,  whe- 
ther it  is  not  sufficient  that  the  invention  be  new,  quoad  the 
country  for  which  the  grant  is  made. 

The  appellant  contends  that  all  grants  of  this  kind  proceed 
from  the  prerogative;  that  the  statute  of  James  regulating  English 
patents  was  merely  restrictive ;  that  these,  namely,  English  pa- 
tents, as  well  as  Scotch,  derive  their  force  solely  from  the  pre- 
rogative, and  not  from  any  statute  law.     The  only  difference  is, 
that  in  England  there  is  a  restraining  statute — in  Scotland  there 
is  none :  each  country  is  perfectly  distinct.      [Lord  Broughm: 
But  if  before  the  statute  a  person  represented  to  the  crown  that 
his  invention  was  new,  and  not  before  used  in  these  kingdoms, 
would  not  the  grant  have  been  equally  void  for  misrepresenta- 
tion ?]     That  might  be.      The  proviso  making  the  patent  void 
is   the  same   in  English  and  in   the  Irish  patents  as  in  the 
Scotch ;  the  proviso  regulates  the  extent  of  novelty  in  each,  «w- 
tatis  mutandis.     It  is  no  ground  therefore  to  set  aside  the  patent 
because  it  might  have  been  used  in  some  other  part,     I  contend 
that  the  crown  has  the  same  right  to  grant  patents  in  Scotland, 

Roebuck's  case  in  the  Court  of  Session,  Clark's  dence  of  the  use  of  the  invention  in  Scotland  wu 

case  appears  to  have  been  cited   for  a  different  given.     In  the  report  of  the  case  of  Clark  v.  l*f 

frarpose,  namely,  to  show  that  the  action  would  cock,  in  Morrison,  5045,  nothing  is  paid  about  lie 
ie,  for  in  no  part  of  the  arguments  upon  the  use  of  the  invention  ;  and  the  statement  by  tbe  re- 
question  of  previous  knowledge  of  the  inven-  spondents  is  taken  from  Lord  Hailes'  decision*,  ae4 
tion,  was  the  slightest  reference  made  to  Clark's  is  said  to  have  been  a  mistake  of  Lord  Gardeostsa. 
case;  further,  the  respondents,  Stirling  and  Son,  (d)  See  act  extending  Liardet's  patent,  avtt 51 
never  refer  to  it  in  their  long  and  elaborate  printed  Supposing  the  communication  of  rights  to  be  ti 


case,  which  is  almost  conclusive  as  to  no  such  evi-  contended  for  by  the  respondents,  this  and  I 

dence  having  been  given.     In  the  course  of  the  acts  would  deprive  the  people  of  Scotland  of  their 

subsequent  argument  on  the  principal  case,   the  vested  rights  to  use  an  invention  old  in  Engf    * 

Lord  Chancellor  Lvndhurst  remarked,  with  respect  and  be  pro  tanto  a  repeal  of  tbe  Union.    Sea 

to  Clark  v.  Lajt/cocfc,  that  the  respondents  were  not  cited,  ante  40,  n. 
justified  in  their  statement  of  the  effect,  of  that  case,  (e )  Post  451-2.    These  are  a  valuable 

there  being  nothing  whatever  to  ahow  that  awf  ei\-  to  \k&  to^rx,  <n\u  4&« 
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I  it  had  before  the  union  of  the  two  kingdoms.  The  act  of  sir  l\  Pollock 
mines  has  no  force  whatever  in  Scotland.  The  crown  may  an->rl*'fl«*'/a,u- 
bz  what  conditions  it  pleases  to  its  grants.  They  proceed 
»lely  from  the  prerogative.  This  prerogative  is  restrained  in 
gland,  but  it  is  not  so  in  Scotland.  [Lord  Campbell:  But  it  has 
ays  been  considered  that  the  sixth  article  of  the  union  has  made 
i  law  of  Scotland  the  same  as  in  England  with  reference  to  pa- 
nts (/) .]  [Lord  Brougham :  All  English  cases  are  cited  in  Scotch 
it  cases,  just  as  in  England.  The  leading  cases  are  cited  as 
there  as  much  as  here  ($r).]  It  is  immaterial  to  me  whether 
t  statute  of  James  applies  or  not.  My  argument  is  independent 
*  that  entirely.  Assuming  that  to  be  so,  still  the  crown  of  Scot- 
is  in  the  same  situation  as  respects  granting  patents  as  the 
of  England.  [The  Lord  Chancellor  and  Lord  Brougham : 
ben  you  must  contend,  under  the  words  of  the  proviso  of  the 
section  of  the  statute  of  James,  that  any  person  importing 
Ijato  invention  into  Scotland  from  England,  is  equally  entitled  to 
•  patent  as  if  he  brought  it  from  beyond  seas.]  I  do ;  Scotland 
pfe  a  foreign  country  as  to  England  for  this  purpose.  [Lord 
z&rougham:  But  do  you  consider  a  man  has  the  same  merit 
i^rlo  brings  over  a  foreign  invention  from  beyond  seas,  as  if  he 
«*erely  brought  it  across  the  Tweed — from  Berwick,  for  instance  ?] 
2  contend  he  is  quoad  hoc  the  inventor.  He  may  either  call 
■  Aimself  the  inventor,  or  he  may  state  the  fact  of  his  having  first 
'introduced  the  invention. 

The  question,  then,  is  this.    Is  not  the  crown  entitled  to  grant 
*.  patent  to  an  inventor,  inventing  or  bringing  an  invention  into 
Scotland,  just  the  same  as  it  can  to  an  inventor  in  England  ? 
[Lord  Brougham :   The  word  "  realm"  in  the  statute  of  James, 
of  course  meant  England  at  that  time?]    Yes,  and  still  must  mean 
tte  same  ;  and  if  it  is  to  be  subsequently  applied  to  Scotland,  it 
*irast  mean  the  realm  of  Scotland  only.    [Lord  Brougham :   That 
does  not  get  rid  of  my  difficulty.   The  petitioner  states  in  his  ap- 
plication, that  his  invention  has  not  been  before  used  intra  ha 
Ttgna  these  kingdoms ;  he  deceives  the  crown,  and  the  grant  would 
le  void,  independently  of  the  statute  (A).]    [The  Lord  Chancellor: 
If  the  word  realm  means  the  United  Kingdom,  then  the  proviso 
in  all  English  patents  is  illegal,  and  the  consequence  would  be 
that  every  English  patent  would  be  void  (t).]     It  would  be  so  if 
such  is  the  right  construction.    This  shows,  therefore,  that  each 
country  must  still  be  considered  distinct  for  these  purposes. 

(/)  It  is  respectfully  submitted,  that  the  sixth  are  of  an  entirely  different  nature,  and  derive  their 

article  of  the  Treaty  of  Union  cannot  have  the  effect  authority  simply  fiom  the  prerogative  of  the  crown. 

here  stated  without  a  forced  construction.    See  the  See  ante  48. 

6th  article,  post  453.  Further,  that  the  law  relating  to  (g)  The  principles  of  the  common  law  of  the  two 

pjatents  is  in  no  respect  a  law  relating  to  the  regula-  ancient  kingdoms,  are  unquestionably  the  same, 

turn  of  trade,  within  the  meaning  of  that  article,  but  ante  34,  n. ;  there  is  no  report  of  any  case  of  pa- 

tbat  tbe  peculiar  words,  allowances  encourage-  tents  in  Scotland  before  the  union,  and  but  few  have 

snoots,  drawbacks,  bhow  the  kind  of  regulations  occurred  ;  ko  that  the  cases  decided  in  this  country 

alluded  to,  namely,  such  as  are  the  subject  of  na-  are  the  only  cases  which  could  be  referred. to. 
▼igation,  excise,  and  customs  law.     That  the  pro-  (h)  See  post  453. 

bibttioos  and  restrictions  granted  by  letters  patent,  (i)  See  ;  ost  453. 
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Sir  f.  Pollock        The  court  below  has  decided  on  the  authority  of  Roebuck  y. 

forthiappttimnt.  Stirling,  and  I  admit,  that  if  that  decision,  as  mentioned  in  the 
printed  cases,  is  to  stand  good,  I  have  not  another  word  to  ny 
in  support  of  the  present  appeal.    [The  Lord  Chancellor:  There 
is  no  doubt,  I  suppose,  that  the  invention  was  known  in  England 
before  the  date  of  the  Scotch  patent?]    Oh,  certainly.    But  the 
patentee  bond  fide  took  out  his  patent  without  knowing  that 
He  was  certainly  the  original  inventor  in  Scotland — that  was  not 
disputed.     Now  there  has  been  one  uniform  practice  as  to  the* 
matters  ever  since  the  union.     There  is  no  single  case  or  tries 
of  any  thing  on  the  point  in  any  single  book,  English  or  Scotch. 
I  undertake  to  speak  positively  as  to  English  books.      It  is  the 
opinion  also  of  all  Westminster  Hall,  without  one  dissentient 
voice  (and  several  most  eminent  opinions  have  been  taken),  that 
looking  at  the  language  of  the  patent  and  of  the  statute,  die 
condition  of  novelty  only  applies  to  the  country  for  which  the 
patent  is  granted.     [The. Lord  Cliancellor:  The  words  of  the 
proviso  are  decisive,  if  they  are  justified  by  the  statute.    They 
are  the  same,  I  suppose,  in  English  and  Irish  patents.     How  n 
it  in  the  West  Indies? — a  patent  for  the  colonies,  I  mean.] 
[Lord  Campbell:  These  are  granted  either  by  including  them  is 
the  English  patent,  or  by  an  order  in  council,  extending  the  grant 
to  certain  colonies.]     [The  Lord  Chancellor :  How  is  the  prac- 
tice as  to  obtaining  the  Scotch  patents?     Are  they  obtained 
simultaneously,  or  afterwards  ?]     In  both  ways ;  if  the  petition 
for  the  English  states  an  intention  to  proceed  for  the  Scotch  and 
Irish  patents,  an  extension  of  time  to  enrol  the  specification  i* 
given.     [The  Lord  Chancellor :  It  seems  to  me  to  turn  on  the 
construction  of  the  act.     The  crown  can  only  grant  a  patent  for 
what  is  new.  The  question  is,  where  new  ?]   You  have  evidence 
of  the  construction  of  the  act  in  a  long  course  of  usage — I  mean 
in  the  form  of  the  proviso.     [Lord  Campbell :  But  how  can  you 
apply  "lue  regno"  in  the  recital  to  Scotland  only?]    Thatphrasi 
might  well  be  used,  as  the  sovereign  speaks  in  the  plural,  "  We, 
&c."     [Lord  Brougham :  Was  it  not,  do  you  think,   "hoc  rep* 
num"  before  the  union?]     [The  Lord  Chancellor:  It  would  be 
a  monstrous  thing  if  an  invention,  having  full  publicity  in  one 
part  of  the  United  Kingdom,  could  be  made  the  subject  of  a  pa- 
tent in  another  part  of  it.]    [Lord  Campbell :  If  the  crown  weie 
made  aware  of  that  fact,  the  grant  would  be  refused.]     Is  a  uni- 
form practice  of  two  hundred  years  to  be  upset  by  a  legal  de- 
cision ?  It  will  be  very  doubtful,  if  it  be  decided  that  the  proviso 
is  too  limited,  whether  any  patent  is  good.     [The  Lord  Chffh 
cellor:  It  is  a  restrictive  proviso  less  than  the  act  authorised, 
no  doubt,  if  we  hold  the  act  is  to  be  so  construed.]    Then,  if  the 
proviso  is  bad,  very  great  and  serious  doubts  will  arise  if  the 
patent  is  not  bad  altogether.      The  real  question  is,  whether  a 
practical  construction  of  the  act  shall  be  set  aside  merely  by  » 
legal  decision,  ot  wYiettax  Hx  &o\QAti&\,\iOs^  tt&u&of  the  legis- 
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htore,  to  be  brought  in  for  the  express  purpose,  particularly  5;,.  pm  roiiock 
considering  the  vast  interests  grown  up  under  the  supposed  state/,,rt*Cfl«*//tf,,t- 
of  the  law. 

The  decision  upon  which  the  court  below  proceeded,  namely, 
die  judgment  in  the  House  of  Lords,  in  the  case  of  Roebuck  v. 
Stirling,  in  1774,  was  on  other  grounds.  [Lord  Brougham : 
*As  well  as  for  the  reasons  therein,"  that  is  in  the  interlocutors.] 
No  doubt ;  I  must  admit  that  refers  to  the  reasons  assigned  in 
the  interlocutor.  I  do  not  know  if  I  may  resort  to  the  Scotch 
kw  of  disuetude  in  this  case.  The  statute  has  been  entirely 
disused  in  this  respect  for  above  seventy  years. 

(The  lords  having  consulted  together,  and  referred  to  the  printed 
oses  in  Roebuck  and  Stirling,  and  to  the  journals  of  the  House 
of  Lords) — [The  Lord  Chancellor:  If  we  are  to  take  that  accord- 
ing to  the  letter,  it  is  a  distinct  decision  on  the  very  point.  It 
ippears  that  Lord  Mansfield  was  present  as  well  as  Lord  Thur- 
low,  when  the  judgment  was  given.]  [Lord  Brougham :  It  is 
quite  clear  that  Lord  Mansfield  was  there  on  purpose  to  take 
put  in  the  case.  He  was  not  there  on  the  day  before,  or  on 
die  day  after.]  The  lords  having  again  consulted — [The  Lord 
Chancellor :  I  can  readily  understand  why  this  form  of  letters 
pitent  was  so  framed  before  the  union,  and  it  has  not  been 
altered  since,  as  it  should  have  been  (£).] 

It  is  singular  enough  that  the  respondents  in  Roebuck  &  Stir- 
ing never  put  their  case  on  this  ground;  so  little  did  they  expect 
to  succeed  on  this  point,  that  they  scarcely  mentioned  it  in  their 
lessons.  [Lord  Campbell:  It  is  raised  distinctly  (/).]  [Lord 
Brougham:  They  having  taken  two  points,  the  House  says,  we 
form  our  affirmation  on  that  ground,  as  well  as  others.] 

To  what  extent,  then,  are  judgments  of  this  house  to  be  held 
binding?  of  course  the  house  has  the  same  power  to  review  its 
judgments,  as  the  courts  below  have.  [The  Lord  Chancellor  : 
They  are  binding  on  all  inferior  jurisdictions,  but  not  absolutely 
binding  on  this  house ;  but  it  would  require  strong  reasons  for 
us  to  set  aside  a  decision  on  the  very  point.]  The  true  rule  I 
fcke  to  be,  whether  the  decision  is  binding,  beyond  the  strict 
lecessity  of  the  case.  If  it  be  found  applicable  on  other  grounds, 
t  is  open  to  question.  The  reasons  assigned  form  no  part  of 
he  judgment.  The  decision  does  not  make  the  reasons  assigned 
aw.  If  the  judgment  be  right,  and  clearly  maintainable  on 
ither  grounds,  then  it  is  open  to  me  to  re-argue  the  other  points. 
The  Lord  Chancellor:  This  is  part  of  the  judgment  of  the 
louse  itself,  the  reason  is  made  an  essential  part  of  the  judg- 
nent.     It  is  not  the  opinion  of  any  single  lord,  on  which  he 

(fc)  This,  it  is  apprehended,  applies  to  the  form      union,  the  petition  used  the  words  hoe  rtgnuwi,  and 
f  the  proviso,  ana  not  to  the  question  suggested      not  A'rrgua. 
j  Lord  Brougham,  ante  444,  whether,  before  the  (I)  See  ante  45  and  47. 
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Sir  F.  Poiirck  founded  his  judgment,  but  of  the  whole  house.]  It  is  dearth* 
jar  the  appellant.  tnere  was  prior  usage  there,  by  the  party  himself,  in  Scotland. 
That  was  quite  a  sufficient  ground,  therefore,  to  set  aside  the 
patent,  and  support  the  judgment.  Another  circumstance  is, 
that  no  costs  appear  to  be  given.  This  is  evidence  that  the  de- 
cision was  not  given  on  the  ground  taken.  I  come  back  to  the 
circumstance,  that  the  practice  has  been  uniform  the  other  wiy, 
for  above  200  years.  This  I  contend  is  a  practical  construction 
of  the  act  of  parliament,  during  all  that  period.  [Lord  Camp- 
bell :  An  English  patent  might  remain  good  with  the  old  form  of 
proviso,  notwithstanding  the  union,  although  a  Scotch  patent 
might  not  be  so.  I  don't  mean  to  say  that  that  is  so.  The 
crown  would  not  then  be  deceived  in  its  grant,  and  the  patent 
void  on  that  account.]  No  decision  could  be  more  inconTe- 
nient,  than  that  an  English  patent  would  not  be  vitiated  by  prior 
use  in  Scotland,  although  a  Scotch  one  would  by  prior  use  h 
England;  this  would  not  be  putting  the  subjects  of  both  countria 
on  an  equality.  But  the  6th  article  of  the  union  does  not,  in  feet, 
apply  to  this  case.  It  has  nothing  on  earth  to  do  with  mo- 
nopolies for  inventions.  There  was  a  patent  law  in  Scotland 
long  before.  It  was  precisely  the  same  as  in  England,  no  statute 
before  or  since  the  union  in  any  way  affecting  it.  [The  Lori 
Chancellor ;  What  is  a  form  of  a  patent  for  a  foreign  communica- 
tion ?  If  an  inventor  stated  he  has  imported  an  invention  from 
England  not  before  used  in  Scotland,  would  he  get  a  patent  for 
it?]  I  very  much  doubt  if  it  appears  on  the  face  of  the  patent, 
that  the  invention  was  imported  from  abroad,  if  it  would  not  lie 
void.  It  was  not  formerly  usual  to  state  the  fact  of  having  im- 
ported it,  but  the  applicant  was  called  the  inventor :  I  beh'ew 
they  have  lately  put  in  the  petition,  that  he  has  brought  the  in- 
vention from  abroad  (*»).  [Lord  Brougham  (having  read  seve- 
ral passages  from  a  Scotch  patent  for  a  foreign  invention) :  This 
is  very  different  to  a  patent  for  an  original  invention.  It  is  not 
called  his  invention.  It  states  the  fact  of  his  having  received  it 
from  a  certain  foreigner  residing  abroad,  and  the  proviso  is  dif- 
ferent (n).]  The  question  comes  back  to  this.  Has  the  crow 
power  to  grant  a  patent  in  this  form  or  not  ?  Did  the  crown 
lose  by  the  act  of  union  the  power  to  grant  a  patent  for  one 
kingdom  separately  from  another  as  before.  If  it  be  a  good 
patent,  the  proviso  makes  it  clear,  that  no  prior  usage  except  in 
Scotland  will  vacate  it.  Every  patent  both  English  and  Sootek 
is  in  jeopardy  if  this  is  not  right.     At  least  it  will  be  extremely 


(m)  In  such  a  case  the  common  statement  in  the  (n  )  The  Attorney  General  objected  to  this  pafcat 

petition  is,  that  in  consequence  of  a  communication  being  referred  to  as  any  authority,  as  it  had  bed 

from  abroad,  the  party  is  in  possession  of  an  in-  granted   since   the   present   question  was  nasi 

▼ention  for,  &c. ;  but  the  more  proper  form  would  There  is  little  doubt,  but  that  since  the  "*~ 

appear  to  be  to  pursue  the  words  of  the  statute.  petitions,  &c.  for  Scotch  patents  have 

See  Law  a)  Practice,  Pr.  F.,  I.t  and  pat.  translations  of  the  English,  mutatu 
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ble,  whether  a  patent  granted  in  a  form  not  warranted  A.D.  1842. 
t,  would  not  be  set  aside  on  scire  facias. 
Andrews  followed  on  the  same  side.  The  respondents 
>f  right  to  control  the  prerogative.  They  say  the  patent 
have  an  additional,  or  more  restrictive  proviso.  [The 
incellor:  If  the  proviso  is  made  more  extensive  than 
uthorizes,  it  would  no  doubt  be  void  by  the  statute.] 
e  bargains  between  the  subject  and  the  crown.  [The 
ancellor :  But  the  crown  cannot  make  a  bargain  con- 
aw.]  But  if  the  crown  had  the  power  before  the  union, 
>f  its  prerogative,  it  is  well  established  that  such  prero- 
>uld  not  be  taken  away,  except  by  express  act  of  parlia- 
The  Lord  Chancellor :  No  doubt  the  crown  had  much 
towers  as  respects  letters  patent  formerly,  before  the 
>f  James  took  it  away.]  Yes.  It  was  restrictive  of 
jgative  and  declaratory.  I  am  willing  to  take  it  upon 
rhat  effect  is  fairly  to  be  put  upon  that  restriction  ?  By 
common  law  the  crown  clearly  had  a  power  to  grant 
rithout  restrictions  (o).  The  statute  limits  the  crown's 
14  years,  and  confines  it  to  new  inventions.  The  ques- 
is,  what  is  the  meaning  of  the  words,  "  which  others  at 
shall  not  use."  Clearly  others  within  the  country  for 
e  patent  was  to  be  granted.  Within  the  realm,  whether 
invented  or  brought  into  it,  as  in  the  case  of  Edgebury 
ms  (/?).  In  English  patents,  until  very  recently  no  dis- 
was  made  between  foreign  and  native  inventions.  The 
«ras  equally  called  the  inventor.  And  this  was  the  cor- 
of  describing  him  :  I  doubt  if  any  other  be  legal :  in 
,  he  could  only  be  called  the  in ventor {q) .  [Lord  Brougham  : 
m  any  case  you  know  to  be  a  foreign  invention,  where 
non  form  is  used  ?]  I  have  not ;  but  I  can  find  no  other 
any  book  on  patents  until  the  last  edition  of  Mr. 
s,  where,  in  a  note  at  the  second  page  of  the  appendix, 
le  first  time  mentions  a  difference  in  the  form, 
tatute  refers  only  to  England.  There  was  no  statute  for 
I  whatever.  The  act  of  1641,  which  has  been  alluded  to, 
;  apply  to  patents  for  inventions  at  all  (r). 


the  general  statement  of  the  old  law  in  merit,  then  sworn  and  now  declared,  is  evidently 

from  Noy  's  Reports,  ante  6.      The  sta-  false  in  fact,  although  not  in  law,  the  importer  being 

d  two  new  conditions :  1.  that  the  grantee  in  law  the  true  and  first  inventor.  But  then  the  next 

i  true  and  first  inventor,  that  is,  that  he  words  were  useless  as  well  as  false.     In  modern 

ave  learnt  it  from  any  source  within  the  practice  this  form  has  been  modified ;  but  the  words 

1,2.  that  the  term  must  not  exceed  four-  of  the  statute  have  not  been  adopted.     See  Law 

#  Practice,  Pr.  F.,  I. 
e,  35.  (r)  This  statute,  ante  33,  appears  to  apply  to 

form  of  petition,  given  in   the  older  all  monopolies,  and  in  subject-matter  very  much 

stents,  after  stating  that  the  party  has  resembles  the  English  statute.    It  is  frequently  re- 

cc,  further  6tates,  "  That  1  am  the  true  fcrrcd  to  as  declaratory  of  the  law  of  patents  in 

aventor  thereof,  and  that  the  same  has  Scotland. 

lade  or  used  by  any  other  person  or  per-  The  learned  counsel  proceeded  to  refer  to  the 

soever,  to  the  best  of  my  knowledge  and  case  of  Scotch  patents  granted  between  the  time  of 

See   Hands    and   Collier   on    Patents.  the  passing  the  English  statute,  25  May,  1624, 

t  of  an  imported  invention,  such  a  state-  and  the  union,  1  May,  1707 ;  see  ante  34.     Thii 
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Biggt  Andrewt       It  is  admitted  by  the  respondents,  that  before  the  union  the 
for  the  appellant.  crown  had  the  power  to  have  made  this  grant,  and  any  conditions 
in  the  patent  must  necessarily  have  had  reference  to  Scotland 
only.    Then  my  argument  is  brought  down  to  the  consideration 
of  the  effect  of  the  union.     If  it  be  conceded  that  the  crown 
had  the  power  before  contended  for,  how  is  the  prerogative  taken 
away?    It  is  a  maxim,  that  it  can  only  be  taken  away  by  expresi 
act  of  parliament.     [Lord  Brougham :  That  is   stated  too  ge- 
nerally; take  the   case  of  the   crown's  prerogative  of  issuing 
writs  to  summon  members  to  parliament  at  discretion,  taken 
away  by  the  effect  of  the  union;   and  many  other  instances 
where  the  prerogative  has  been  abridged  inferentially.]      [He 
Lord  Chancellor ;  Read  also  the  recitals  of  the  act  of  James, 
which  have  especial  reference  to  the  prerogative,  and  speak  rf 
the  inconvenience  of  it.]      The  effect  of  the  union  was  merely 
to  extend  a  mutuality  of  rights,  to  apply  the  statute  of  James  to 
Scotland,  as  if  it  had  been  passed  in  Scotland  before  the  union. 
In  that  view,  "realm"  will  mean  in  England  as  before,  and  in 
Scotland,  the  realm  of  Scotland.      [The  Lord  Chancellor:  Sup- 
pose the  invention  is  found  not  to  be  new  in  the  colonies?  It 
would  be  void,  because  they  are  part  of  the  realm.     All  became 
one  realm  at  the  union ;   England,  Scotland,  and  the  Colonies.] 
[Lord  Campbell:  There  is  no  separate  patent  for  the  colonies (i). 
It  may  be  extended  to  the  colonies  as  part  of  the  realm.]    H« 
articles  relied  on  are  the  6th  and  18th.     By  them  it  is  argued, 
the  two  countries  are  to  be  made  one  as  to  patents.     [Lord 
Brougham :  There  are  other  general  words  incorporating  then 
into  one.]     If  so,  the  great  seal  would  be  used  for  Scotch  pa- 
tents ;   if  patents  are  public  matters,  then  they  clearly  should 
pass  under  the  great  seal  of  England.     If  private,  then  they  are 
expressly  exempted  by  the  44th  article  from  the  operation  of  the 
act.     They  always  have  been  sealed  under  the  seal  of  Scotland. 
Therefore,  they  must  be  private  matters.      If  not,  one  patent 
would  run  over  both  countries;  but  in  practice,  each  is  confined 
to  the  country  it  issues  from.    \The  Lor d  Chancellor :  But  patent 
rights  surely  affect  the  public.    They  may  be  given  for  part,  or 
for  the  whole  realm.      For  England,  for  instance,  without  the 
colonies ;  or  for  Scotland,  and  not  for  England,  and  vice  vend: 
they  are  distinct  countries  only  as  to  the  form  and  extent  of  the 
grant.     The  sealing  has  only  reference  to  the  form  of  the  grant, 
and  the  officer  who  is  to  superintend  the  issuing  of  it.]     [Lord 
Brougham:  There  might  be  a  patent  for  one  county  only.] 


part  of  the  subject  is  left  in  much  obscurity  by  both  Shearman  informs  me,  of  the  above  cast  1 

the  appellant  and  respondents;  and  the  case  of  the  Lord  Eldon  being  cited  and  relied  on. 

Universities  of  Oiftrrk  and  Cambridge  v.  Richard-  (*)  That  is  to  say,  there  is  no  separate  F*1 

son,  6  Ves.  659,  before  Lord  Eldon,  L.  C,  and  his  seal  for  the  colonies.     But  there  are  several  »• 

opinions,  were  never  adverted  to.    See  ante  48,  n.  stances  of  distinct  prants  for  the  colonic*;  swa 

The  respondents  in   their  case  referred    to   the  patents  pass  as  English  patents  under  the  gieatiwl 

saving  clause,  21  Jac.  1,  c.  3,  s.  10,  of  letters  of  the  United  Kingdom:  one  such  west 
patent  relating  to  printing,  in  expectation,  as  Mr, 
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[The  Lord  Chancellor:  If  a  patent  were  granted  for  England  A. D.  1842. 
and  Jamaica,  how  would  it  be  if  it  was  found  not  new  in 
Jamaica;  would  it  not  be  wholly  void  ?]     It  would  no  doubt  be  A  patent  or 
wholly  void.     [The  Lord  Chancellor ;  If  for  England  only,  and  Jen^0didrebn; 
it  was  not  new  in  Jamaica,  it  would  be  equally  void,  because  the  previous  use 
Jamaica  is  part  of  the  realm.    The  question  is,  as  to  the  power  °n  ^'"f  *|°e,<m 
of  the  crown  there,  for  it  does  not  affect  the  words  of  the  in-  colonic. 
strument.    There  is  but  one  realm.]     Then  the  word  realm  can 
only  mean  England :  if  not,  the  crown  cannot  grant  a  patent 
for  England  alone.    The  subjects  of  both  countries  would  not 
be  under  one  prohibition,  &c.,  unless  all  patents  extended  to  the 
whole  realm.     Every  English  patent  would  then  be  void.     It 
cannot  be  one  realm  for  one  purpose,  and  not  for  another. 
. [The Lord  Chancellor:  The  party  is  at  liberty  to  take  out  his 
patent  for  the  whole  realm,  or  for  part  of  it,  as  he  chooses ;   or 
he  may  dispense  with  part  of  his  rights,  or  not  enforce  them. 
There  is  a  dispensing  power  in  the  patentee.]    [Lord  Brougham : 
I  know  no  reason  why  the  crown  could  not  grant  a  patent  for 
all  counties  on  this  side  the  Trent.     It  would  not  be  incon- 
sistent with  the  statute  so  long  as  the  invention  was  new  all 
through  the  realm.]      [Lord  Campbell:  The  effect  of  the  union 
is  to  extend  that  clause  of  the  statute  of  James  to  Scotland.] 
So  it  might,  and  yet  leave  the  crown  in  the  same  situation  as  to 
its  Scotch  subjects  as  it  was  in  before  towards  its  English.   Thus 
there  would  be  a  perfect  equality;  where  could  be  the  hardship 
of  this? 

The  reason  given  by  Lord  Chief  Justice  Clerk,  in  Roebuck 
and  Stirling,  is,  that  where  there  was  a  new  manufacture  intro- 
duced into  England  it  would  be  hard  if  that  new  manufacture 
could  not  be  introduced  at  once  into  Scotland  (/).  Suppose  a 
manufacture  to  have  existed  in  England  for  a  number  of  years, 
and  that  the  Scottish  public  had  been  inattentive  to  it,  or  should 
know  nothing  of  it  until  brought  to  their  own  doors  by  some 
individual  having  introduced  it  under  a  patent ;  is  it  fair  thai 
such  persons  should  be  told,  you  are  not  entitled  to  take  out  this 
patent?  [Lord  Campbell:  The  argument  as  to  inconvenience 
is  of  no  avail.  The  law  may  be  with  you,  but  no  argument  of 
inconvenience  will  help  you.]  Scotland  is  still  a  foreign  coun- 
try as  to  several  matters ;  bills  of  exchange,  for  instance.  As  to 
the  other  authorities  cited, —  [The  Lord  Chancellor :  I  must  say 
that  the  authorities  cited  by  the  respondents,  when  compared 
with  the  cases,  are  not  borne  out.  There  is  nothing  before  the 
house  to  justify  the  respondents'  statements  (u).  There  is  a  total 
misapprehension    both   as   to   the   cases   of   Arkwright's   and 


if)  See  judgment,  post  452.  England.  Ante 441  ,n.  c.  Evidence  of  this  kind  has 

m)  This  is  with  reference  to  these  being  ad-  been  repeatedly  rejected  by  learned  judges  in  this 

daced  as  instances  in  which  user  in  Scotland  had  country,  and  the  feeling  of  the  profession  has  been 

1 1  admitted  as  evidence  of  want  of  novelty  in  unanimous  against  its  admissibility.     Ante  AAA. 

3  M 
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Higgs  Amirem  Tennantfs  patents.]  As  to  Roebuck  and  Stirling,  it  is  quite 
for  th$  appellant.  ^  fafc  the  house  did  not  give  judgment  on  this  ground 
solely.  [The  Lord  Chancellor :  How  can  we  aver  against  the 
very  terms  of  the  judgment  itself,  which  is  on  record  in  that  case? 
It  is  affirmed  for  one  reason,  as  well  as  many  reasons  in  die 
court  below.  Does  not  that  terminate  the  question? — tint 
decision  has  been  pronounced,  and  it  must  be  considered  as 
binding  upon  us,  unless  you  can  show  some  very  strong  reasons 
indeed  to  the  contrary ;  so  strong  as  to  satisfy  us  that  the  judg- 
ment was  without  foundation.]  [Lord  Campbell:  The  ad- 
ministration of  the  law  in  Scotland  is  different  in  form  from 
England.  The  ratio  decidendi  is  often  given.  If  the  House  of 
Lords  had  repudiated  that  reason,  it  would  have  so  appcaitn 
on  the  journals.  On  the  contrary,  the  reason  is  approved  of. 
It  appears  to  me  it  would  be  attended  with  great  inconvenience 
and  some  absurdity  if  it  were  otherwise.]  The  question  is  one 
of  the  greatest  importance,  as  there  are  a  great  number  of 
patents  in  the  same  unfortunate  situation  as  the  appellant's;  and 
very  strong  opinions  have  been  given  by  most  eminent  lawyers, 
that  previous  use  in  Scotland  did  not  vitiate  an  English  patent 

The  Lords  having  consulted, — 

The  Lord  Chancellor  Lyndhurst  :  As  far  as  I  am  concerned, 
I  feel  bound  by  that  decision. 
Ju^meni.  Lord  Brouoh am  :  The  case  of  Roebuck  v.  Stirling  appears 

to  me  perfectly  to  decide  this  case.  The  Court  of  Session  had 
dismissed  the  suit,  because  it  appeared  that  the  process  in  ques- 
tion was  known  to  and  practised  by  different  persons  in  England. 
This  house  adjudged,  "That  the  interlocutors  complained  of 
be  affirmed,  for  other  reasons  as  well  as  the  reasons  specified 
therein/9  That  implies  that  they  concurred  in  the  reasons  dm 
given  on  the  face  of  the  interlocutor.  What  other  reasons 
there  may  have  been  for  the  affirmance  may  be  a  question,  bat 
that  reason  was  put  forward  by  the  court  below  as  the  ground 
of  its  decision,  and  being  so  put  forward,  was  at  all  events  one 
of  the  reasons  for  the  affirmance  of  the  judgment,  with  other 
reasons  not  stated  by  the  house. 

Lord  Campbell  :  There  is  an  express  decision  applying  in 
its  terms  to  the  present,  just  as  much  as  if  other  reasons  had 
not  been  introduced  into  the  judgment  of  the  house.  That 
bein£  an  express  decision  upon  the  point  in  question,  unless  it 
is  shown  that  the  house  was  under  some  great  mistake  at  the 
time,  it  must  be  considered  as  binding.  I  entirely  concur  in 
the  decision;  I  think  it  is  perfectly  right;  and  if  it  had  been 
res  integra,  I  should  have  so  decided,  but  especially  after  that 
decision ;  I  perfectly  concur  in  the  affirmance  of  the  judgment 
of  the  court  below.  My  opinion  is,  that  the  law  was  quite  cor- 
rectly laid  down  by  this  house  in  the  year  1774. 

Lord  Bko\juilvm.*.  VTYvkh  I  stated  that  I  proceeded  on  the 
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rf  this  house  in  Roebuck  v.  Stirling,  in  the  year  1774, 
1  to  have  added,  that  I  should  have  so  decided  without 
«dent;  I  entirely  agree  with  my  noble  and  learned 
at  if  this  had  been  res  Integra,  I  should  have  so  de- 

nd  Godson  for  the  respondents :   Your  lordships  pur- 
affirm  that  judgment  without  hearing  the  respondents' 
we  have  to  ask  that  it  may  be  affirmed  with  costs, 
3ctly  in  the  face  of  a  judgment  of  this  house. 
Andrews:   No  argument  was  allowed  in  the  court 

ord  Chancellor  :  Here  has  been  a  decision  of  a 
ige,  then  of  the  whole  court,  as  we  think  they  ought 
lecided;  and  therefore,  I  think  the  interlocutors  must 
id,  and  the  appeal  dismissed  with  costs. 

Judgment  accordingly. 


of  the  Court  of  Session  in  Roebuck  o) 
Garbeit  v.  Stirling  $  Son, 

wring  report  of  the  judgments  of  the 
e  Court  of  Session,  the  appeal  from 
KNted,  ante  45,  was  appended  to  the 
case: — 

lis  :  A  ?ery  momentous  question  oc- 
Messrs.  Roebuck  and  Company  con- 
although  they  were  not  the  inventors 
il  of  vitriol  in  lead  vessels,  still  their 
be  good  to  exclude  others,  because 
le  first  that  practised  that  art  in  Scot- 
r  lordships  will  not  establish  this  pro- 
thout  maturely  weighing  its  conse- 
ich  seem  exceedingly  strange.  I  will 
t  I  mean  by  a  few  familiar  examples, 
ocking-loom  in  Scotland  was  esta- 
lasgow  between  thirty  and  forty  years 
rding  to  Messrs.  Roebuck  and  Com- 
an  who  first  established  that  stocking- 
have  sought  and  obtained  a  patent, 
all  othen  in  8cotland  from  establish- 
ling-loom  in  Scotland  for  fourteen 
same  would  be  the  case  as  to  the 
itablishment  of  looms  for  silk,  gauze, 
i,  so  necessary  in  the  present  ruined 
r  linen  manufactures.  At  this  day 
\  alt  velvet,  or  of  any  other  manufac- 
n  England,  but  not  m  Scotland,  [may 
nibed  by  patent  for  fourteen  years, 
new  manufactures  may  be  limited  in 
>  one  man  for  the  space  of  fourteen 
6  only  person  in  Scotland  who  has 
anklin's  conductor  for  lightning  is  Dr. 
t  that  gentleman  less  benevolent  than 
iffht  monopolize  Dr.  Franklin's  inven- 
tland  for  fourteen  years.  According 
Slider's  argument,  he,  as  the  first  user, 
the  inventor,  may  have  a  patent.  Al- 
ttning  were  as  frequent  and  as  fatal  in 
i  in  Virginia  and  Pennsylvania,  no  man 
he  conductor  without  Dr.  Litid's  pcr- 
,  not  even  Dr.  Franklin  himself.  Take 
ivcntion  of  all,  Dr.  Irvine's  method  of 


making  salt  water  fresh  ;  the  process  is  simple ;  I 
may  set  it  a  going  in  Scotland,  procure  a  patent, 
and  prohibit  all  the  inhabitants  in  Scotland  from 
making  salt  water  fresh.  Again,  there  is  in 
Edinburgh  one  Dallaway,  who  understands  the 
method  of  enamelling  on  white  iron,  as  practised 
at  Birmingham.  This  art  is  not  known  in  Scot- 
land ;  it  is  a  manufacture  which  would  maintain 
thousands  of  hands ;  there  can  be  no  doubt  of  the 
publicus  usus  et  extra!  turn  of  Dallaway,  for  I  have 
seen  his  work ;  he  may  therefore  obtain  a  valid 
patent  to-morrow,  and  prevent  the  further  intro- 
duction of  the  manufacture  into  Scotland  for 
fourteen  years.  Many  more  examples  might  be 
given ;  but  these  may  suffice  to  call  your  lord- 
ships' attention  to  this  question, — whether  that 
proposition  can  be  true  in  law,  whereof  the  con- 
sequences are  obviously  ruinous  to  the  whole 
system  of  improvements  m  Scotland. 

Lord  Gardenstoh:  Here  is  such  an  improve- 
ment as  may  be  held  an  invention.  There  is 
nothing  in  the  objection,  that  Roebuck  and  Com- 
pany had  privately  carried  on  the  trade  for  a 
number  of  years.  The  great  difficulty  is  here, 
that  the  work  in  lead  vessels  had  been  carried  on 
in  England  before  the  date  of  the  patent.  I 
should  even  doubt  whether  a  patent  might  be 
granted  to  the  person  who  first  introduced  any 
foreign  invention  into  Britain.     In  matters  of 

{>rerogative  there  is  no  distinction  between  Eng- 
and  and  Scotland.  This  distinction  was  taken 
away  by  the  happy  Union. 

Lord:  Kaimes  :  This  is  a  matter  of  considerable 
moment,  because  it  concerns  the  good  of  the 
public  and  manufactures.  The  suspenders  take 
the  benefit  both  of  the  act  of  James  the  First,  and 
of  the  general  prerogative  of  all  princes  touching 
patents  to  new  inventions.  The  radical  point  is, 
whether  Messrs.  Roebuck  and  Company  have  in- 
vented any  thing  material  ?  They  certainly  have. 
The  use  of  lead  vessels  instead  of  glass  is  a  matter 
of  great  moment.  It  has  been  said,  that  if  the 
use  of  lead  vessels  was  known  in  England  before 
the  date  of  the  patent,  Messrs.  Roebuck  and 
Company  cannot  support  their  patent ;   and  to 
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illustrate  this,  the  use  of  the  stocking-loom,  &c, 
has  been  mentioned.  I  am  not  sure  that  the 
king  could  not  have  granted  a  patent  to  the 
person  who  introduced  the  stocking-loom  into 
Scotland.  The  cases,  however,  are  different,  for 
the  stocking-loom  was  a  public  manufactory  in 
England,  to  which  every  one  had  access ;  where- 
as they  who  made  oil  of  vitriol  in  lead  vessels  at 
Bridgenorth  or  Bewdley,  wrought  privately,  and 
work  privately  still. 

Lord  Monboddo:  The  invention  of  Messrs. 
Roebuck  and  Company  has  proved  useful :  it  has 
been  found  by  this  court  that  it  is  sufficiently  pub- 
lished. I  do  not  sec  the  case  of  the  Glasgow 
Merchants  in  so  favourable  a  light,  they  had  no 
certain  knowledge  of  Roebuck's  method ;  they 
sent  one  of  their  servants  to  corrupt  the  sen-ants 
of  Roebuck,  and  to  discover  the  secret.  Yet  wc 
must  determine  on  grounds  of  law,  not  of  favour. 
The  first  objection  is,  that  there  is  no  new  dis- 
covery. Ans.  Call  it  a  discovery,  or  call  it  an 
improvement,  it  is  so  material  as  to  entitle  Messrs. 
Roebuck  and  Company  to  a  reward.  The  second 
objection  is,  that  the  patentees  had  used  this 
method  for  fourteen  years  before  the  date  of  the 
patent.  Ans.  1st,  In  point  of  fact,  it  is  long  since 
they  began  to  try  it ;  but  they  did  not  till  of  late 
bring  their  trials  to  perfection :  2d,  there  was  no 
occasion  for  applying  to  obtain  a  patent  till  there 
was  a  danger  of  discovery.  The  third  objection 
is,  that  the  discovery  was  not  made  by  Roebuck 
and  Company.  I  do  not  see  any  evidence  of  the 
art  having  been  practised  in  Scotland.  The 
charger's  pretensions  for  discovery  are  ridiculous. 
It  is  acknowledged  that  there  is  no  proof  as  to 
Steel.    With  respect  to  England,  that  the  art  was 

¥ractised  in  England  before  the  date  of  the  patent, 
am  satisfied.  It  is  probable  that  the  discovery 
came  from  Roebuck  himself  by  the  treachery  of 
one  Fauconbridge,  a  discarded  servant.  (This  is 
probable  conjecture.  The  company  gave  Faucon- 
bridge 10s.  a-week,  and,  on  his  proving  idle  and 
drunkensome,  dismissed  him.  It  is  likely  that  he 
told  all  he  knew  to  the  English  artists,  and  that 
though  he  might  not  be  able  to  explain  the  whole 
process,  yet  could  tell  enough  to  set  chemists  on  the 
right  scent;  it  was  a  poor  saving  to  the  company  to 
suffer  so  dangerous  a  man  as  Fauconbridge  to  go  at 
large,  because  he  was  not  worth  his  wages.)  How- 
ever, I  lay  not  stress  on  the  circumstance  of  the 
discovery  having  come  from  Roebuck  and  Com- 
pany. The  question  then  comes  to  this, — will  not 
Roebuck's  patent  be  good,  as  he  first  brought  the 
art  into  Scotland?  Even  in  that  view,  as  the  in- 
troductor  of  this  art,  he  is  a  great  benefactor  to 
the  nation.  The  art  was  not  publicly  practised  in 
England ;  its  being  secretly  practised  there  will  not 
affect  Roebuck's  patent.  But  I  will  suppose  that 
the  art  was  publicly  practised  in  England;  still  I 
think  it  the  same  thing  as  if  Roebuck  had  intro- 
duced it  into  Scotland  from  beyond  seas.  In  the 
sense  of  law,  England,  with  respect  to  us,  is  be- 
yond seas.  (There  is  a  decision  of  the  court, 
finding  the  contrary  in  express  terms.)  The 
Article  of  Union  touches  not  this  case.  This  is 
not  a  matter  of  trade,  though  it  may  be  useful  in 
trade.  There  is  no  communication  of  the  law  of 
patents  between  the  two  nations. 

Lord  Coalstok  :    I  am  clear  that  there  is  no 


relevancy  on  the  first  and  second  ob 
sole  difficulty  lies  in  the  third  objec 
art  had  been  practised  in  England  i 
before  the  date  of  the  patent.  TV 
cither  as  to  the  Stirlings  or  as  to 
not  sufficient  that  others  may  htm 
others  did  not  use  it.  The  patent ' 
so  says  the  act  of  king  James  I.,  wh 
admit  to  be  the  law  of  Britain ;  bat 
of  its  having  been  practised  in  Ei 
ficient  to  void  the  patent.  I  admit 
practised  in  foreign  parts  would  i 
objection.  It  is  proved  to  have  bee 
Bridgenorth  and  Bewdley ;  this  I  tl 
objection  in  the  words  of  the  Artk 
rpon  this  clause  of  the  Articles 
statute  of  James  I.  is  admitted  to 
Britain.  At  the  time  of  the  Unit 
scarcely  one  manufacture  proper!; 
Scotland.  Most  of  the  manufacturi 
were  then  known  in  England.  Wa 
to  the  statute  of  monopolies,  or  to  1 
Union,  that  any  subject  of  ScotlsjM 
for  a  patent  respecting  any  manufac 
England  but  not  in  Scotland?  Tl 
to  be  determined  upon  the  Articles 
there  was  any  doubt  as  to  this,  the 
incommodo  are  unanswerable.  As  U 
that  this  art  is  kept  secret  in  Engl 
is,  that  manufactures,  especially  in 
way,  are  kept  secret  as  much  as  ; 
after  a  patent. 

Lord  Justice  Clerk  :  I  would  r 
and  second  objections  ;  but  the  third 
As  to  what  is  said,  that  this  bush* 
secret,  it  is  notoriously  known,  that 
most  valuable  manufactures  in  Engl 
with  patent  or  without,  are  condu 
imaginable  secrecy.  The  words  jm 
tium,  though  in  the  patent,  are  not  i 
I  should  be  sorry  that  wc  adopted  tl 
cision,  holding  that  a  patent  would  be 
establishing  manufactures  in  Scotia 
practised  in  England ;  this  destroys 
from  the  king's  patent,  that  Roel 
original  inventor.  The  law  of  mon 
neral,  with  the  exception  of  the  first 
Lord  Gardenston  :  In  the  cast 
Laycock,  decided  in  the  King's  Bern 
a  patent  for  both  kingdoms ;  his  pi 
aside  upon  the  evidence  of  Scots  vi 
the  art  had  been  practised  in  Scotia 
date  of  Clark's  patent. 

Lord  Monboddo:  1  regard  not  i 
incommode ;  we  must  judge  accordin 
conveniency.  If  there  are  such  evil « 
from  patents,  why,  let  the  king  gran 
or  let  the  legislature  regulate  then 
understood  me.  I  endeavoured  to  si 
consequences  that  that  could  not  t 
necessarily  produced  such  effects.) 

On  the  4th  of  March,  1774,  the  L 
proved,  "  That  the  method  of  making 
in  vessels  of  lead,  was  practised  in 
fore  the  date  of  Messrs.  Roebuck  an* 
patent ;  and,  therefore,  found  the  le 
proceeded."  Act. — J.  M'Laurin,  A, 
Alt. — A.  Crosbie,  H.  Dundas.  B 
in  i   Cr.RnK.   Diss.  Kaimes,  Pit  four, 
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lowing  are  the  articles  referred  to  in  the 
ase: — 

VI. — "That  all  parts  of  the  United 
Tor  ever,  from  and  after  the  union,  shall 
aune  allowances,  encouragements,  and 
,  and  be  under  the  same  prohibitions, 
i,  and  regulations  of  trade,  and  liable  to 
ostoms  and  duties  on  import  and  export ; 
the  allowances,  encouragements,  and 
,  prohibitions,  restrictions,  and  regula- 
•ade,  and  the  customs  and  duties  on  im- 
export,  settled  in  England  when  the 
mences,  shall,  from  and  after  the  union, 
throughout  the  whole  United  Kingdom ; 
and  reserving  the  duties  upon  export 
t  of  such  particular  commodities,  from 
persons,  the  subjects  of  either  kingdom, 
lly  liberated  and  exempted  by  their  pri- 
i,  which  after  the  union  are  to  remain 
jntire  to  them  in  all  respects,  as  before 

And  that,  from  and  after  the  union,  no 
e  carried  into  England  shall  be  liable  to 
duties  either  on  the  public  or  private 
than  those  duties  to  which  the  cattle  of 
ire  or  shall  be  liable  within  the  said 

And  seeing  by  the  laws  of  England, 
wards  granted  upon  the  exportation  of 
ids  of  grain,  wherein  oats  grinded  or  un- 
e  not  expressed;  that  from  and  after  the 
en  oats  shall  be  sold  at  fifteen  shillings 
sr  quarter,  or  under,  there  shall  be  paid 
gs  and  sixpence  sterling  for  every  quar- 
oatmeal  exported  in  the  terms  of  the  law, 
ind  so  long  as  rewards  are  granted  for 
n  of  other  grains,  and  that  the  beer  of 
have  the  same  rewards  as  barley :  and 
the  importation  of  victual  into  Scotland, 
place  beyond  sea,  would  prove  a  dis- 
ent  to  tillage,  therefore  that  the  prohibi- 
w  in  force  by  the  law  of  Scotland  against 
•n  of  victuals  from  Ireland,  or  any  other 
md  sea  into  Scotland,  do,  after  the  union, 
the  same  force  as  now  it  is,  until  more 
d  effectual  ways  be  provided  by  the  par- 
f  Great  Britain  for  discouraging  the  lm- 
of  the  said  victuals  from  beyond  the  sea. ' 

XVIII. — "That  the  laws  concerning 
i  of  trade,  customs,  and  such  excises  to 
rtland  is  by  virtue  of  this  treaty  to  be 
the  same  in  Scotland,  from  and  after  the 

in  England ;  and  that  all  other  laws  in 
i  the  kingdom  of  Scotland,  do,  after  the 
i  notwithstanding  thereof,  remain  in  the 
e  as  before  (except  such  as  are  contrary 
onsistent  with,  this  treaty),  but  alterable 
rliament  of  Great  Britain ;  with  this  dif- 
etwixt  the  laws  concerning  public  right, 
d  civil  government,  and  those  which  con- 
'ate  right,  that  the  laws  which  concern 
jht,  policy  and  civil  government,  may  be 
same  throughout  the  whole  United  King- 
t  that  no  alteration  be  made  in  laws  which 
private  right,  except  for  evident  utility  of 
cts  within  Scotland." 
J  XXIV.— "That  from  and  after  the 
aerc  be  one  great  seal  for  the  United 
i  of  Great  Britain,  which  shall  be  differ- 
t  the  great  seal  now  used  in  either  king- 
id  that  the  quartering  the  arms,  and  the 

precedency  of  the  lyon  king  at  arms  of 
;dom  of  Scotland,  as  may  best  suit  the 


union,  be  left  to  her  Majesty ;  and  that  in  the 
meantime,  the  great  seal  of  England  be  used  as 
the  great  seal  of  the  United  Kingdom ;  and  that 
the  great  seal  of  the  United  Kingdom  be  used  for 
sealing  writs  to  elect  and  summon  the  parliament 
of  Great  Britain,  and  for  sealing  all  treaties  with 
foreign  princes  and  states,  and  all  public  acts,  in- 
struments, and  orders  of  state,  which  concern  the 
whole  United  Kingdom,  and  in  all  other  matters 
relating  to  England,  as  the  great  seal  of  England 
is  now  used ;  and  that  a  seal  of  Scotland  after  the 
union  be  always  kept  and  made  use  of  in  all  things 
relating  to  private  rights  or  grants,  which  have 
usually  passed  the  great  seal  of  Scotland,  and 
which  only  concerned  offices,  grants,  commissions, 
and  private  rights,  within  that  kingdom ;  and  that, 
until  such  seal  shall  be  appointed  by  her  Majesty, 
the  present  great  seal  of  Scotland  shall  be  used 
for  such  purposes  ;  and  that  the  privy  seal,  signet 
casset,  signet  of  the  Justiciary  Court,  quarter  seal, 
and  seals  of  court  now  used  in  Scotland,  be  con- 
tinued; but  that  the  said  seals  be  altered  and 
adapted  to  the  state  of  the  union,  as  her  Majesty 
shall  think  fit ;  and  the  said  seals,  and  all  of  them, 
and  the  keepers  of  them,  shall  be  subject  to  such 
regulations  as  the  parliament  of  Great  Britain 
shall  hereafter  make ;  and  that  the  crown,  sceptre, 
and  sword  of  state,  the  records  of  parliament,  and 
all  other  records,  rolls,  and  registers  whatsoever, 
both  public  and  private,  general  and  particular, 
and  warrants  thereof,  continue  to  be  kept  as  they 
are  within  that  part  of  the  United  Kingdom  now 
called  Scotland :  and  that  they  shall  so  remain  in 
all  time  coming,  notwithstanding  the  union.'1 

Article  XXV.— "That  all  laws  and  statutes  in 
either  kingdom,  so  far  as  they  are  contrary  to,  or 
inconsistent  with,  the  terms  of  these  articles,  or 
any  of  them,  shall,  from  and  after  the  union,  cease 
and  become  void,  and  shall  be  so  declared  to  be  by 
the  respective  parliaments  of  the  said  kingdoms. 

Act  of  Union.    Ireland.    40  G.  3,  c.  67 The 

same  questions  which  arose  in  the  principal  case 
in  reference  to  the  Act  of  Union  for  Scotland  may 
also  arise  under  the  6th  article  of  the  Act  of  Union 
for  Ireland,  which  enacts  that  it  be  the  6th  article 
of  union,  that  his  Majesty's  subjects  in  Great  Bri- 
tain and  Ireland  shall,  from  and  after  the  1st  day 
of  January,  1801,  be  entitled  to  the  same  privi- 
leges, and  be  on  the  same  footing,  as  to  encou- 
ragements and  bounties  on  the  like  articles,  being 
the  growth,  produce,  or  manufacture  of  either 
country,  respectively,  and  generally  in  respect  of 
trade  and  navigation  in  all  ports  and  places  in  the 
United  Kingdom  and  its  dependencies :  and  that 
in  all  treaties  made  by  his  Majesty,  his  heirs  and 
successors,  with  any  foreign  power,  his  Majesty's 
subjects  of  Ireland  shall  have  the  same  privileges, 
and  be  on  the  same  footing  as  his  Majesty's  sub- 
jects of  Great  Britain,"  &c.  ficc.  The  article  then 
goes  on  to  declare,  that  prohibitions  and  bounties 
on  the  export  of  produce  or  manufactures  recipro- 
cally shall  cease,  and  what  produce  or  manufac- 
ture of  either  country  shall  be  imported  duty  free, 
and  to  provide  as  to  reciprocal  countervailing  du- 
ties and  drawbacks  on  produce  or  manufactures  of 
importation,  as  to  exports  through  either  country 
of  home  productions,  and  as  to  the  duties  on  the 
import  of  foreign  or  colonial  goods  into  either 
country.  The  following  section  also  is  import- 
ant:—'* And  be  it  enacted,  that  the  great  seal  of 
Ireland  may,  if  his  Majesty  shall  so  think  fit,  after 
the  union,  be  used  in  like  manner  as  before  the 
union,  except  where  it  is  otherwise  provided  by  the 
foregoing  articles,  within  that  part  of  the  United 
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Kingdom  called  Ireland;  and  that  his  Majesty 
may,  so  long  as  he  shall  think  fit,  continue  the 
privy  council  of  Ireland  to  be  his  privy  council  for 
that  part  of  the  United  Kingdom  called  Ireland. 

Observation*. — The  confirmation  by  the  House 
of  Lords  of  the  case  of  Roebuck  v.  Stirling  (ante 
45),  decided  in  1774,  which,  strange  to  say,  ap- 
pears entirely  to  have  escaped  the  attention  of  the 
profession  until  the  case  of  Brown  v.  AnnandaU,  in 
1841,  has  established  a  doctrine  not  only  at  va- 
riance with  the  uniform  course  of  practice,  but 
with  the  almost  unanimous  opinion  of  the  profes- 
sion. See  per  Sir  F.  Pollock,  ante  444.  But  the 
consequences  of  this  decision,  and  the  intimations 
thrown  out  in  the  course  of  the  argument,  pre- 
sent many  important  considerations  in  reference  to 
the  law  and  practice  of  letters  patent  for  inven- 
tions. 

Their  lordships  have  intimated  that  their  judg- 
ments would  have  been  the  same  had  the  case 
occurred  now  for  the  first  time.  Under  these  cir- 
cumstances, it  is  important  to  point  out  the  grounds 
which  are  relied  upon,  and  it  is  somewhat  remark- 
able that  their  lordships  would  appear  to  rely  on 
different  and  independent  grounds. 

Lord  Lyndhunt  would  appear  to  rest  his  judg- 
ment on  the  effect  of  the  statute  of  James,  in 
restraining  generally  the  prerogative.  That  the 
common  law  prerogative  of  the  crown,  as  to  grants 
of  this  nature,  was  thereby  limited  and  restrained 
absolutely  and  unconditionally,  without  reference 
to  the  place  in  which  such  grants  were  to  be  exer- 
cised ;  and  that,  consequently,  the  crown  cannot 
now  grant  exclusive  privileges  by  way  of  letters 
patent  for  any  part  of  its  dominions,  unless  the 
subject-matter  of  such  grant  be  new  in  every  part 
of  the  realm ;  that  none  of  the  colonies  or  posses- 
sions abroad  are  foreign  parts  from  which  an  in- 
vention may  be  introduced  into  England,  and 
become  the  subject  of  letters  patent.  The  learned 
lord  also  rests  his  judgment  on  the  inconvenience 
of  a  contrary  decision,  and  suggests  whether  all 
letters  patent  granted  with  a  proviso  less  re- 
strictive in  extent  than  is  warranted  by  such  a 
construction  of  the  statute,  are  not  void  or  void- 
able.    Ante  447 ',  448,  and  449. 

Lord  Brougham  would  appear  to  rest  his  Judg- 
ment on  the  terms  of  the  petition,  in  which  the 
petitioner  represents  the  invention  to  be  new  intra 
hit  regno,  and  that,  consequently,  the  crown  had 
been  deceived  by  a  false  suggestion,  which  of  ne- 
cessity would  vitiate  the  grant.    Ante  443. 

Lord  Campbell  appears  to  rest  his  judgment  on 
the  effect  of  the  Act  of  Union.     Ante  449. 

It  may  be,  as  suggested  by  Lord  Lyndhurst,  ex- 
tremely inconvenient,  under  the  present  facilities 
of  intercourse,  that  an  invention,  having  full  pub- 
licity in  one  part  of  the  United  Kingdom,  should 
become  the  subject-matter  of  a  patent  in  some 
other  part ;  but  if  policy  dictates  such  a  doctrine, 
it  surely  ought  not  to  extend  to  the  colonies  and 
foreign  possessions;   and  the  intimation  of  that 


learned  lord  as  to  the  effect  of  a  publication  many 
part  of  the  realm,  and  the  too  limited  form  of  the 
proviso,  ought  to  lead  to  some  legislative  enact- 
ment. It  may  be  doubted  bow  far  any  proviso  is 
material,  and  whether  it  may  not  be  rejected  » 
surplusage,  but  then  there  is  the  further  question 
whether  the  letters  patent  having  been  granted  on 
the  representation  or  suggestion  of  the  mve&noa 
being  new  in  a  part  of  the  realm,  are  not  granted 
on  an  insufficient  consideration. 

It  has  been  suggested  above  (ante  443,  n.f.\ 
that  the  6th  article  of  the  Act  of  Union,  when  it 
speaks  of  prohibitions,  restrictions,  and  regula- 
tions of  trade,  relates  to  such  matters  as  are  tbe 
subject  of  the  customs,  excise,  and  navigation 
laws,  and  not  to  the  exclusive  privileges  panted 
by  letters  patent  in  respect  of  the  working  of  mini- 


factures  which  may  themselves  be  the  subject  of 
such  laws.  The  questions  raised  in  the  prineipil 
case  under  the  Act  of  Union  for  Scotland,  aw 
also  arise  under  the  Act  of  Union  for  Ireland. 
The  effect  of  the  Acts  of  Union  on  the  prmnnr 
patents  has  been  considered  in  several  cases,  tad 
particularly  by  Lord  Eldon,  L.  C.  See  ante  48,  a. 
It  has  been  said  that  the  prerogative  of  the  crows, 
as  to  the  printing  patents,  was  not  affected  by  the 
Statute  of  Monopolies ;  but  the  terms  of  the  Art 
of  Union  would,  on  the  authority  of  Lord  Ctsnv 
bell,  establish  a  community  of  rights  between  tbe 
three  countries.  Lord  Eldon,  L.  C,  however, 
after  reviewing  several  preceding  cases  of  a  si- 
milar kind,  held  that  the  Act  of  Union  gave  no 
authority  to  send  Bibles  printed  in  Scotland  for 
sale  to  England,  or  vice  vcrsd,  there  being  dis- 
tinct patents  for  printing  Bibles  in  the  two  coun- 
tries.   See  ante  48,  n. ;  and  6  Ves.  Jun.  709. 

It  being  however  now  established  law,  that  the 
prior  public  use  and  exercise  of  an  invention  in 
one  part  of  the  United  Kingdom  will  vitiate  sab- 
sequent  letters  patent  for  any  other  part,  it  be- 
comes important  to  consider  the  extent  to  wkicb 
this  principle  is  to  be  applied.  It  should  be  ob- 
served, that  neither  in  Roebuck's  nor  in  Brown's  case 
was  the  grantee  of  the  letters  patent  tbe  true  and 
first  inventor  in  England ;  and  it  is  apprehended 
that  the  above  decision  would  not  be  held  to  applj 
to  a  case  in  which  the  true  and  first  inventor  in 
one  part  of  the  realm  was  the  grantee  of  the  let- 
ters patent  in  the  other  part:  otherwise,  unless 
the  letters  patent  in  England,  Ireland,  and  Scot- 
land, be  sealed  as  of  the  same  day,  there  will  be  a 
prior  publication  in  law  in  one  or  more  of  the  conn' 
tries ;  for  the  specification  which  relates  back  ts» 
the  date  of  the  letters  patent  is  a  publication; 
though  it  may  be  doubted  how  far  such  publica- 
tion is  evidence  of  a  public  use  and  exercise. 
See  in  Cornish  v.  Keene,  post  519. 

It  is  obvious,  that  so  long  as  the  present  practice 
of  granting  letters  patent  continues,  very  consider- 
able intervals  must  in  cases  of  opposition  elapse 
between  the  sealing  of  the  different  patents;  and 
that  the  patentee  has  no  control  over  such  delays. 
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WHITEHOUSE'S  PATENT. 

Letters  patent,  26  February,  1825,  to  Cornelius  Whitehouse,  Title. 
for  certain  improvements  in  manufacturing  tubes  for  gas,  and 
other  purposes. 

I,  the  said  Cornelius  Whitehouse,  do  hereby  declare  that  the  Specification. 
nature  of  my  said  invention,  and  the  manner  in  which  the  same 
is  to  be  performed,  are  particularly  described  and  ascertained  in 
and  by  the  drawing  hereunto  annexed,  and  the  following  de- 
scription thereof;  that  is  to  say : — My  improvements  in  manu- 
facturing tubes  for  gas  and  other  purposes,  consist  in  heating 
the  iron  of  which  such  tubes  are  to  be  made  in  a  blast  furnace, 
and,  immediately  after  withdrawing  them  from  the  furnace, 
passing  them  through  swages,  or  other  such-like  instruments,  in 
manner  following.  I  prepare  a  piece  of  flat  iron,  commonly 
called  plough  plate  iron,  of  a  suitable  substance  and  width, 
according  to  the  intended  calibre  of  the  tube ;  this  piece  of  flat 
iron  plate  is  prepared  for  welding  by  being  bent  up  on  the 
sides,  or,  as  it  is  commonly  called,  turned  over,  the  edges  meet- 
ing or  nearly  so,  and  the  piece  assuming  the  form  of  a  long 
cylindrical  tube.  This  tube  is  then  put  into  a  hollow  fire 
heated  by  a  blast,  and  when  the  iron  is  upon  the  point  of 
fusion,  it  is  to  be  drawn  out  of  the  furnace  by  means  of  a  chain 
attached  to  a  draw-bench,  and  passed  through  a  pair  of  dies  of 
the  size  required,  by  which  means  the  edges  of  the  iron  will 
become  welded  together. 

The  apparatus  which  I  employ  for  this  purpose  is  shown  in 

the  drawing  at  Pig.  1  (a),  which  is  a  side  view  of  the  furnace  a,  and 

of  the  draw-bench  b9  with  its  spur-wheel  c,  which  may  be  put 

in  operation  by  a  hand-winch,  or  by  attaching  its  axle  to  the 

moving  part  of  a  steam  engine ;  d  is  a  screw  press  in  which  the 

dies  are  placed  for  swaging  and  uniting  the  edges  of  the  iron 

Wte  e9  as  it  passes  through.     A  front  view  of  this  screw  press, 

*ith  its  dies,  is  shown  at  Fig.  2,  and  one  of  the  dies  removed 

bom  the  press  is  shown  at  Fig.  3.     The  iron  tube  e,  having 

^1  heated  to  the  point  of  fusion  in  the  blast  furnace  a,  is 

"^Wn  out  by  the  chain  of  the  draw-bench,  and  the  screw  of  the 

P^a^  d  being  turned  so  as  to  bring  the  dies  to  their  proper 

P°*Ut  of  bearing,  the  two  edges  of  the  iron  become  pressed 

^S^ther,  and  a  perfect  welding  of  the  tube  is  effected.     The 

f^^-clamp  or  other  fastening,  /,  by  which  the  end  of  the  tube 

ls  **^ld  and  attached  to  the  chain,  is  now  opened,  and  the  tube 

^^oved  5  the  reverse  end  of  the  tube  is  then  grasped  by  it, 

***<!  that  part  which  has  not  been  welded  is  introduced  into  the 

^^ace,  and  after  being  heated  is  drawn  through  the  dies  and 

Wfelded  in  the  manner  above  described. 

l^*)  See  the  Repy.  of  Arts,  vol.  I,  N.  S.,  for  a  plate  of  the  drawings  accompanying  tta  vpedfaaxW 
^^  referred  to. 
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Specification.  The  process  of  welding  these  tubes  may  be  performed  with- 
out the  screw  press  and  dies  above  described.  A  pair  of 
pincers,  as  shown  at  Fig.  4,  may  be  employed  instead,  having  a 
hole  for  the  tube  to  pass  through  similar  to  the  dies :  one  aim 
and  chap  of  these  pincers  is  shown  at  Fig.  5,  for  the  purpose  of 
exhibiting  the  conical  figure  of  the  hole  which  the  tube  is  to 
pass  through.  As  the  tube  e  is  drawing  out  of  the  furnace  by 
the  chain  of  the  draw-bench,  a  workman  brings  the  pincers  and 
takes  hold  of  the  tube,  resting  the  pincers  against  the  standard  d 
as  a  steadying  place,  and  as  the  tube  passes  through  the  hole  of 
the  pincers  the  welding  of  the  edges  of  the  iron  is  effected. 

I  have  thus  described  the  modes  which  I  have  employed 
and  found  fully  to  answer  the  purpose  of  welding  tubes  of  iron; 
but  I  do  not  confine  myself  to  the  employment  of  this  precise 
construction  of  apparatus,  as  several  variations  may  be  made, 

Claim.  without  deviating  from  the  principles  of  my  invention,  which  is 

to  heat  the  previously  prepared  tubes  of  iron  to  a  welding  heat, 
that  is,  nearly  to  the  point  of  fusion,  and  then  after  withdrawing 
them  from  the  fire  to  pass  them  between  dies,  or  through  holes, 
by  which  the  edges  of  the  heated  iron  may  be  pressed  together, 
and  the  joint  firmly  welded.  The  advantages  of  this  tube,  com- 
pared with  those  made  in  the  ordinary  way,  are  these :  The  iron 
is  considerably  improved  by  the  operation  of  the  hollow  fire,  the 
heat  being  generally  diffused  ;  the  length  of  the  pieces  of  tube 
thus  made  is  likewise  a  great  advantage,  as  by  these  means  they 
may  be  made  from  two  to  eight  feet  long  in  one  piece ;  whereas 
by  the  old  modes  the  length  of  tubes  cannot  exceed  four 
feet  without  considerable  difficulty,  and,  consequently,  an  in- 
creased expense.  These  tubes  are  likewise  capable  of  resisting 
greater  pressure  from  the  uniformity  of  the  heat  throughout  at 
which  they  have  been  welded;  and  lastly,  both  their  internal 
and  external  surfaces  are  rendered  smooth,  and  greatly  resem- 
bling drawn  lead  pipes.     In  witness,  &c. 


The  following  were  referred  to  in  the  subse- 
quent legal  proceedings  on  the  above  patent. 

James  %  Jones*  Patent. 

Letters  patent  to  Henry  James  and  John  Jones, 
26  July,  1811,  for  "an  improvement  in  the  manu- 
facture of  barrels  of  all  description  of  fire-arms 
and  artillery.** 

Sptcijicatum. — "  We,  the  said  Henry  James  and 
John  J.we*t  do  hereby  declare  that  our  snid  inven- 
tion is  described,  ascertained,  and  performed  in 
manner  following ;  that  is  to  say :  Take  a  skelp,  or 
piece  of  iron  adapted  for  the  purpose  of  making 
barrels  for  muskets,  or  any  other  fire-arms ;  let  it 
be  turned  or  brought  into  a  proper  form  for  weld- 
ing :  heat  it  in  an  air  or  reverberatory  furnace,  or 
a  hollow  fire,  or  any  other  fire  proper  for  the  pur- 
pose, and  which  is  to  be  so  constructed  as  to  give 
a  regular  welding  heat  to  one  half  of  the  barrel  at 


a  time,  or  to  any  other  given  proportion  desired: 
when  it  is  heated  to  a  proper  welding  heat,  tke 
maundril  or  stamp  is  to  be  expeditiously  put  into 
it,  and  the  barrel  placed  or  held  on  an  anvil  or 
swage,  grooved  to  fit  the  form  of  it,  upon  which 
several  hammers  worked  by  steam,  water,  or  ast 
other  mechanical  power,  are  caused  to  fall  or 
strike  with  great  velocity  upon  such  portion  of 
the  barrel  desired  to  be  welded  ;  and  when  suf- 
ficiently welded  and  hammered,  which  would  be 
well  known  to  a  person  accustomed  to  weld  gsn 
barrel?,  the  stamp  or  maundril  is  to  be  quickly 
struck  out,  before  the  hot  barrel  has  time  to  cos- 
tract  too  close  or  adhere  upon  it,  to  prevent  the 
stamp  or  maundril  from  being  got  out  while  the 
barrel  is  hot;  but  should  that  be  the  case,  the 
barrel  must  be  left  until  it  is  cold,  when  it  shoaU 
be  lightly  hammered,  which  will  cause  the  barrel 
to  expand  a  little  round  the  stamp  or  maasdnlt 
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nffidently  to  come  out;  and  for 
better  to  facilitate  the  getting  out 
manndril  from  so  large  a  portion 
'elded  at  a  time,  let  the  stamp  or 
de  of  as  regular,  smooth,  and  per- 
nio as  possible,  and  of  a  gradual 
1  to  point.  The  number,  weight, 
the  hammers  may  be  varied  ac- 
i  description  of  barrel  desired; 
barrels,  which  are  generally  from 
e  inches  to  three  feet  six  inches 
wished  to  weld  them  at  two  beats, 
six  hammers;  the  hammers  should 
straight  line,  side  by  side,  as  true 
gether  as  they  will  work  free,  and 
»  of  about  twenty  inches,  and  in 
our  or  fire  inches.  They  should 
■  upon  the  swage  or  anvil,  and  rise 
lier,  or  nearly  together,  or  alter- 
res  of  the  hammers  may  be  either 
ed  out  a  little  in  those  parts  which 
barrel  when  welding.  The  ham- 
fixed,  connected,  and  worked  by 
rording  to  any  of  the  well-known 
orking  hammers.  Or,  instead  of 
arrels  by  hammers,  as  before  de- 
may  be  welded  between  a  pair  of 
d  to  fit  the  form  of  the  barrel,  the 
rither  an  alternate  or  rotary  motion, 
'  steam,  water,  or  other  mechanical 
e  consider  the  hammers  to  be  the 
4  makiog  the  soundest  and  most 
;.  in  either  way  care  should  be 
the  edges,  seams  or  joints  of  the 
of  iron  placed  true  together,  to 
s  regular  welding  heat,  and  to  put 
t  the  stamp  or  maundril  as  quick  as 
i  advantages  of  our  aforesaid  me- 


thod of  heating  barrels  in  a  hollow  fire,  or  an  air 
or  reverberatory  furnace,  and  welding  them  by 
hammers  or  rollers  worked  by  machinery,  is,  that 
we  are  enabled  to  make  them  much  sounder  and 
more  accurately  and  expeditiously  than  they  are 
at  present  made ;  we  prevent  cinders,  ashes,  or 
dirt,  from  getting  into  the  inside  of  the  barrels,  or 
between  the  welding  seam  or  joint,  which  now 
often  happens,  and  which  causes  the  barrels  to 
bore  black,  or  prove  otherwise  unsound.  Our  in- 
vention also  extends  to  the  turning  of  all  kinds 
and  descriptions  of  barrels  for  muskets  or  other 
fire-arms,  in  an  improved  turning  machine  or 
lathe,  with  cutters  or  sharp  steel  instruments  or 
tools,  worked  by  machinery,  with  steam,  water, 
or  any  other  mechanical  power/'  The  specifica- 
tion then  proceeds  to  describe  the  turning  machine, 
and  the  advantages  of  the  invention.  See  20 
Rcpy.  Arts,  265,  2d  Series. 

Cook's  Patent. 

Letters  patent  to  Benjamin  Cook,  28th  March, 
1808,  for  a  "  method  of  making  barrels  for  fowl- 
ing pieces,  muskets,  pistols,  and  other  similar  fire- 
arms, and  ramrods  for  the  same." 

The  part  of  the  invention  alleged  to  relate  to 
Whitehouse's  patent  was  described  as  follows: 
"  My  second  method  is  to  take  plates  or  skeins  of 
iron  or  steel,  drawn  under  the  hammer,  or  rolled, 
or  otherwise  made  to  a  proper  size,  form,  and 
thickness,  which  I  turn  over  a  maundril  beak 
iron,  or  any  thing  suitable  to  the  purpose,  and 
weld  them.  I  then  draw  or  force  them  through 
holes,  or  plates  with  graduated  holes,  as  above ; 
or  I  pass  them  between  rollers  with  grooves 
in  them,  as  before  specified,  until  they  have  at- 
tained the  length,  size,  form,  and  thickness  desired." 
See  14  Repy.  of  Arts,  21,  2d  Series. 


Russell  v.  Cowley  &  Dixon. 
Cor.  Lord  Brougham,  L.  C. 


In  Chancery. 


having  set  forth  the  grant  of  the  letters  patent,  and  Bill  filed, 
cation,  and  the  assignment  to  the  plaintiff,  after  the  Aug' 6' 1832, 
ges,  prayed  a  discovery  and  disclosure  of  the  matters 
fore   stated,  and  an  account  of  ail  the  iron  tubing 

sold  by  the  defendants  by  the  use  of  the  said  inven- 
of  all  the  profits  made  thereby,  and  that  the  defend- 
t  pay  to  the  plaintiff  what  should  be  found  due  on 
ch   account,  and   be   restrained  from  making  tubes 

to  the  plaintiff's  invention  during  the  term  of  the 

i  affidavits  were  filed  on  both  sides,  and  on  the  motion  June  20, 1833 


I.  Sugden  for  the  plaintiff  stated,  that  as  an  action  must 
it,  he  would  accede  to  the  terms  proposed  by  the  other 
ely,  that  an  account  should  be  kept,  and  two  persons 
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appointed  on  each  side  as  inspectors  of  the  works,  for  the  pur- 
pose of  giving  evidence  on  the  trial  of  the  action,  which  waste 
be  brought  forthwith.     It  was  accordingly  ordered — 
Order.  That  the  plaintiff  should  be  at  liberty  to  bring  such  actiea 

June  20, 1833.  at  jaw  ng^,^  the  defendants  as  he  should  be  advised,  pro- 
vided he  delivered  a  declaration  within  a  month  from  that  tine. 
And  that  the  defendants  should  keep  an  account  of  all  mooeji 
received  by  them  on  account,  or  in  respect  of,  all  iron  pipes  or 
tubes  for  gas  and  other  purposes,  made  according  to  or  in 
infringement  of  the  letters  patent  of  Cornelius  Whitehoose,  in 
the  plaintiff's  bill  mentioned,  and  that  the  said  defendants  should 
permit  and  suffer  the  solicitor  of  the  said  plaintiff,  together  witk 
Messrs.  M.  I.  Brunei  and  B.  Donkin  (each  party  to  be  it 
liberty  to  name  two  other  persons,  to  be  submitted  to  the  Lord 
Chancellor  for  his    approbation,  if  the  other  party  object  to 
them,  and  each  party  was  to  furnish  the  other  with  the  pro- 
posed names,  on  or  before  the  22d  day  of  July  instant,  and  the 
objection,  if  any,  was  to  be  made  within  four  days  after  the  Git 
of  the  names  is  furnished,  and  if  the  names  are  objected  to,  the 
Lord  Chancellor  would  decide  what  persons  should  be  allowed), 
to  go  over  the  manufactory  of  the  said  defendants,  situate  it 
Walsal,  in  the  county  of  Stafford,  and  inspect  the  machinery 
set  up  there  for  making  iron  pipes  or  tubes  for  gas  or  other 
purposes,  and  to  observe  the  method  or  methods  of  manufac- 
turing such  pipes  or  tubes  by  the  said  defendants,  for  which 
purpose  the  said  defendants  were  to  put  their  machinery  to 
work  in  the  presence  of  the  said  viewers,  and  to  afford  every 
facility  to  them  to  ascertain  the  process  of  welding  tubes  by 
means  of  such  machinery,  and   every  part  thereof,  it  being 
the  object  and  intention  of  this  court  to  enable  the  said  plain- 
tiff to  give  such  evidence  to  the  court  and  jury  on  the  trial  of 
the  aforesaid  action  at  common  law,  as  will  enable  him  to  make 
out  (if  the  fact  be  so)  the  infringement  complained  of  by  his 
bill  in  this  court.     And  that  the  said  plaintiff  should  in  lib 
manner  permit  and  suffer  the  solicitors  of  the  said  defendants, 
together  with  Messrs.  Bramah  and  Clegg,  and  such  other  per- 
sons as  aforesaid,  in  their  company,  to  go  over  the  manufac- 
tory of  the  said  plaintiff,  situate  at  Wednesbury,  in  the  county 
of  Stafford,  and  inspect  the  machinery   set   up   there  for  ma- 
nufacturing iron  pipes  or  tubes  for  gas,  and  other  purposes, 
and  to  observe  the  method  or  methods  of  manufacturing  such 
pipes  or  tubes  by  the  said  plaintiff,  for   which  purpose  the 
said  plaintiff  was  to  put  his  machinery  to  work  in  the  presence 
of  the  said  viewers,  and  to  afford  every  facility  to  them  to  as- 
certain the  process  of  welding  tubes  used  by  him,  according  to 
the  terms  of  the  specification  of  the  letters  patent  in  the  plain- 
tiff's bill  particularly  mentioned,  it  being  the  object  and  inten- 
tion of  this  court  to  enable  the  said  defendants  to  give  such 
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ace  to  the  court  and  jury  on  the  trial  of  the  aforesaid 
i  at  law  as  will  enable  them  to  prove  (if  the  fact  be  so)  the 
ive  of  the  infringement  complained  of  by  the  said  plain- 
bill  And  that  the  plaintiff's  and  defendants'  solicitors 
i  respectively  give  notice  to  each  other  of  the  day  and 
Dn  which  the  viewers  should  respectively  appoint  to  visit 
dew  the  respective  works,  the  day  to  be  named  in  such 
ts  respectively,  being  at  the  distance  of  one  week  from  the 
17  of  such  notices  respectively,  and  the  hours  of  inspee- 
3  be  from  ten  in  the  morning  until  four  in  the  afternoon, 
said  viewers  should  require  to  remain  so  long  upon  the 
ses,  and  the  said  viewers  respectively  should  be  at  liberty 
rry  away  with  them  any  specimen  of  the  pipes  or  tubes 
ted  upon  by  them,  or  in  their  presence,  as  they  might  ; 
proper,  in  order  to  their  production  in  court  on  the  trial 

said  action. 

ras  further  ordered,  that  J.  Hobbins  (the  superintendent  of  Order. 
iffs  works)  and  C.  Whitehouse  (as  showers)  should  attend  July  27,  l833# 
*.  M.  I.  Brunei  and  B.  Donkin  in  going  over  the  manufac- 
f  the  defendants,  for  the  purposes  mentioned  in  the  above 

but  they  were  not  to  be  produced  as  witnesses  on  the 
t  law  as  to  any  matter  or  thing  which  should  come  to 
knowledge  by  means  of  such  inspection. 


Russell  v.  Cowley  &  Dixon* 

Cor.  Lord  Lyndhurst,  C.B. 

5  declaration  stated  the  grant  of  the  letters  patent  to  Trial  at  law. 

shouse,   and    the  assignment   to  the   plaintiff,   and   as- Feb' 14, 1834' 

1  several  breaches  in  the  usual  form.    The  defendants 

id,  not  guilty. 

James  Scarlett  stated  the  plaintiff's  case,  and  described 

ro  former  modes  of  making  gas  pipes,  the  one  by  boring  in  a 

out  of  the  solid,  the  other  by  turning  up  the  edges  of  a  flat 

so  as  to  make  them  lap  over,  and  then  heating  the  iron 

relding  heat,  when  the  metal  could  be  united  by  means  of 

lers,  and  the  use  of  a  maundril  or  metal  rod  inserted 

1  the  tube  for  the  purpose  of  keeping  it  of  a  circular  form, 

listing  the  blows  applied  to  the  metal. 

5  invention  of  Whitehouse,  which  had  been  assigned  to 

laintiff,  consists  in  turning  up  a  piece  of  plate  of  iron  so 

he  edges  abut  on  each  other,  or  nearly  so,  heating  the 

so   prepared,  and  drawing  it  when  at  a  welding  heat 
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Tr^i  at  law.  through  dies,  having  a  conical  hole,  which  admits  a  rather 
larger  tube  on  one  side  than  on  the  other,  and  by  th£  compression 
which  the  edges  receive  in  the  drawing,  the  tube  becomes  per- 
fectly formed  and  welded,  without  the  use  of  the  maundriL  The 
effect  of  this  mode  of  manufacturing  tubes  produced  a  complete 
revolution  in  the  trade,  at  once  reducing  the  price  of  tubes  by 
one-third;  besides,  the  tubes  so  made  are  of  much  greater 
length  and  of  greater  uniformity,  both  internally  and  externally, 
and  the  trade  of  making  tubes  came  immediately  after  the 
patent  almost  entirely  into  the  hands  of  the  plaintiff. 

The  defendants  pass  tubes  through  grooved  rollers,  by  which 
they  ar*  said  to  be  completely  welded,  and  afterwards  through 
what  they  call  a  scorpion,  which  is  in  effect  the  plaintiffs  die, 
but  which  the  defendants  contend  to  be  only  for  the  purpose 
of  scraping  and  lengthening,  and  not  for  the  purpose  of  welding; 
but  it  would  appear  that  the  welding  could  not  be  completed 
without  the  scorpion  by  the  rollers  alone ;  the  weld  made  by 
rolls  alone  being  so  imperfect,  that  the  tubes  would  not  be 
marketable.  The  defendants  contend  that  the  scorpion  is  only 
for  the  purpose  of  scraping  and  lengthening,  and  not  for  the 
purpose  of  welding ;  if  this  be  so,  why  is  it  made  bell-mouthed, 
and,  in  fact,  exactly  like  the  plaintiff's  pincers  or  dies?  It  is 
further  said  by  the  defendants,  that  their  tubes  when  passed 
through  the  scorpion  are  not  at  a  welding  heat;  first,  because 
water  is  poured  on  the  iron,  and  secondly,  because  of  the  distance 
to  which  the  tube  is  conveyed  before  being  passed  through  the 
scorpion.  But  the  heat  of  the  iron  is  so  intense,  that  the  water 
has  no  effect  on  the  iron  at  a  welding  heat;  and  with  respect  to 
the  distance,  it  will  be  shown  that  the  iron  will  continue  at  a 
welding  heat  though  carried  fifty-eight  instead  of  fifteen  feet; 
that  it  retains  a  welding  heat  for  seventeen  or  eighteen  seconds, 
whereas  it  may  be  carried  from  the  furnace  to  the  scorpion  in  kss 
than  two  seconds.  The  rollers  are  introduced  to  give  a  colour 
to  avoid  the  plaintiff's  patent  (x).  An  attempt  was  made  before 
the  Chancellor  to  show  that  one  Cook  was  the  original  in- 
ventor of  the  plaintiff's  mode;  but  Cook's  invention  consists 
in  passing  iron  through  a  series  of  graduated  holes  until  it 
assumes  the  form  of  a  tube,  and  Cook  now  purchases  tubes 
from  the  plaintiff. 

Piahttiff't  Mr.  Donkin  and  Mr.  Brunei  were  then  examined  as  to  the 

result  of  their  inspection  of  the  plaintiff's  and  defendants'  works 
in  pursuance  of  the  order  of  the  Chancellor  (y).  They  described 
having  seen  tubes  made  at  plaintiff's  works  by  heating  and 
drawing  through  conical  holes  in  the  manner  described  in 
the  specification  of  Whitehouse's  patent.     They  detailed  some 


(x)  The  plaintiff  ultimately  succeeded,  on  cvi-      in  the  iron,  as  described  in  the  specification. 
d,.M,.A  »Hit  these  rollers  alone  produced  a  welding      Post,  462.  (jr)  4**456. 


evidence. 
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experiments  in  which  the  tube  was  carried  fifty-five  feet  from  the  Evidtna/tn- 
furnace,  and  then  passed  through  the  tongs  and  welded.  At  the  the  vlamtiff' 
defendants'  works  the  skelp  was  heated  in  an  air  furnace ;  the 
rollers  (which  were  placed  three  inches  from  the  furnace)  had 
four  grooves  in  each ;  the  diameter  of  the  rollers  at  the  bottom  of 
two  of  the  grooves  being  5  inches,  and  of  the  other  two  4  J 
indies.  The  scorpion  had  three  graduated  conical  holes ;  it  was 
fixed  to  a  cast  iron  frame,  and  resembled  a  pair  of  tongs.  The 
rollers  made  about  one  hundred  and  twenty  revolutions  a 
minute.  When  the  heat  of  the  skelp  was  sufficient,  the  revo- 
lution of  the  rollers  passed  it  through,  the  upper  roller  being 
pressed  down  by  the  hand;  the  tube  having  passed  once 
through  the  rollers  was  returned  to  the  fire  and  reheated,  then 
passed  three  times  through  the  rollers  in  quick  succession,  and 
then  drawn  through  each  of  the  holes  in  the  scorpion  in  succes- 
sion; the  tube  continuing  all  the  time  at  a  welding  heat. 
The  passage  through  the  scorpion  elongated  the  tube*  con- 
siderably. Tubes  made  by  passing  through  the  rollers  alone 
would  not  be  cylindrical  or  marketable.  The  defendant  Cowley 
and  his  solicitor  refused  to  allow  any  tubes  to  be  made  by 
drawing  through  the  scorpion  alone.  The  tubes  made  by  the 
rollers  alone  were  misshapen ;  one  part  of  the  iron  being  driven 
past  the  other.  The  tubes  made  by  passing  through  the 
rollers  and  scorpion  are  as  good  as  the  plaintiff's ;  the  scorpion 
is  precisely  the  same  thing  as  the  plaintiff's  tongs.  Better 
pipes  would  be  made  by  passing  the  skelp  through  the  scorpion 
alone,  than  by  passing  through  the  rollers  and  scorpion.  The 
defendants'  process  was  very  dilatory,  and  would  occasion  a 
great  increase  of  expense.  At  the  plaintiff's,  the  tube  can  be 
welded  and  completed  by  passing  once  through  the  die.  One 
purpose  of  passing  several  times  through  the  die  is  to  lengthen 
the  pipe.  The  defendants'  scorpion  was  not  for  scraping. 
Water  was  dripping  on  the  scorpion  at  the  defendants',  and  the 
tongs  were  dipped  in  water  each  time  at  the  plaintiff's. 

Mr.  Carpmael  described  the  pipes  manufactured  by  the 
plaintiff  as  very  superior  to  those  made  in  the  old  way ;  that 
pipes  previously  welded  by  passing  through  the  rollers  would 
be  greatly  improved  by  the  scorpion;  they  would  become 
more  intimately  welded,  and  any  inequality  in  the  welding 
or  on  the  surface  would  be  removed,  and  the  pipes  rendered 
perfectly  cylindrical,  and  those  before  unmarketable  would  be 
rendered  marketable  by  being  drawn  through  the  scorpion. 
Tubes  were  formerly  made  about  four  feet,  but  by  the  plaintiff 
fifteen  feet,  in  length.  The  pipes  could  be  made  as  perfect  by 
the  scorpion  of  the  defendants,  as  by  the  plaintiff's  dies.  The 
rollers  are  useless  and  injurious.  The  diameter  of  the  innermost 
parts  of  the  grooves  in  each  roller  being  less  than  the  diameter  of 
the  outer  parts,  the  surface  of  one  part  of  the  groove  travels  at 

3  o 
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Trial  at  hw.  a  greater  velocity  than  another  part,  and  drags  the  parts  of  die 
tube  at  a  different  rate.  There  is  a  tendency,  therefore,  in  pro- 
portion to  the  size  of  the  grooves,  to  separate  the  parts  un- 
equally, that  is,  the  fibres  of  the  tube,  which  is  drawn  through 
only  by  friction  or  adhesion  to  the  surface  of  the  grooves  (z). 

At  the  close  of  the  plaintiff's  case,  the  learned  judge  recalled 
Mr.  Brunei  and  Mr.  Donkin,  when  the  following  questions  were 
put,  and  answers  given : — 

Lord  Lyndhurst,  C.B. :  "  When  the  upper  roller  is  down,  its 
lower  edge  lies  upon  the  upper  ledge  of  the  under  roller;  and 
there  is  a  hole  between  the  rollers,  and  through  that  hole,  by 
means  of  the  revolution  of  the  rollers,  the  heated  tube  is  drawn. 
Now  I  wish  to  ask  you,  whether  that  (without  the  scorpion) 
which  they  say,  by  pressure,  welds  the  heated  tube — the  sides 
of  the  hole,  they  say,  weld  the  tube— is  in  your  judgment 
similar;  though  not  exactly  the  same,  similar  to  the  invention 
of  the  plaintiff;  the  plaintiff  stating  that  his  invention  is  of  this 
description — '  The  principle  of  my  invention  is  to  heat  the 
previously  proposed  tubes  of  iron  to  a  welding  heat,  that  is, 
nearly  to  the  point  of  fusion,  and  then,  after  withdrawing  them 
from  the  fire,  to  pass  them  between  dies,  or  through  holes,  by 
which  the  edges  of  the  heated  iron  may  be  pressed  together, 
and  the  joint  firmly  welded  ;9  I  want  to  know,  whether  that 
effect  is  produced  by  the  rollers,  although  not  so  perfectly  as 
by  the  dies  ?"     Mr.  Brunei—"  It  is  produced  by  the  rollers." 

"  Then  I  want  to  know,  whether  the  passing  them  through 
the  rollers  in  that  way  alone  is  not  similar,  although  not  so 
perfect,  as  passing  them  through  the  dies  or  through  the 
tongs  ?"    Mr.  Brunei — "  It  is  my  opinion  that  it  is  the  same." 

"  It  is  by  the  pressure  of  the  sides  of  that  hole  that  the 
edges  of  the  heated  iron  are  welded  together  ?"  Mr.  Brunei 
— "It  is." 

"  By  passing  through  the  holes  of  the  dies,  it  is  by  the  pres- 
sure of  the  sides  of  the  hole  that  the  edges  of  the  heated  iron 
are  welded  together  ?"     Mr.  Brunei — "  Quite  so." 

"  Then,  I  ask,  whether,  if  it  is  a  question  of  welding,  the  one 
is  in  your  judgment  similar  to  the  other?"  Mr.  Brunei— 
u  It  is." 

"  Mr.  Donkin,  you  have  heard  the  questions  I  have  put  to 
Mr.  Brunei— -I  wish  to  have  your  opinion  upon  the  same 
point?"  Mr.  Donkin — "I  think  the  holes,  when  closed  one 
upon  the  other,  produce  a  similar  effect,  and  the  method  of 
welding  is  therefore  the  same." 


(s)  Several  other  witnesses  were  examined  as  scorpion  at  a  welding  heat — the  plaintiffs 

to  the  effect  on  the  trade,  the  diminution  in  price,  being  that  the  tubes  were  in  fact  made  by  tat 

and  the  utility  of  the  invention.     Also  to  show  scorpion,  and  that  tbe  rollers  were  but  < 

that  the  rollers  were  useless,  or  not  intended  to  be  ~ 
used;  and  that  the  tubes  were 


-  not  intended  to  be      But  this  evidence  became  unimportant  m  the  rt- 
dsawii  itaough  \fo     wit.    Sec  par  Sir  J.  Campbtll,  A.G,  seal  46t 
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"Then  you  do  think  one  invention  in  principle  is  similar  to  A.o.  1834. 
he  other?"    Mr.  DemJhV-"  I  do." 

Lord  Lyndhurst,  C.  B. :  I  confess  it  appeared  to  me  from 
etding  the  specification,  that  without  the  scorpion  the  one  is 
n  imitation  of  the  other ;  because  this  party  says,  "  I  do  not 
laim  this  particular  apparatus  only.  I  do  it  by  the  die,  or  I 
lo  it  by  the  tongs ;  the  principle  of  my  invention  is,  to  pass 
he  heated  tubes  through  the  hole  at  a  welding  heat,  and  by 
Tessure  occasioned  by  that  hole  to  unite  together  the  heated 
dges  by  welding/*  That  maybe  done  more  or  less  perfectly — 
rhether  it  is  by  the  rollers  or  by  the  tongs,  it  is  not  very  ma- 
erial;  the  one  is  similar  in  principle  to  the  other. 

Sir  J.  Campbell,  S.  6.,  for  the  defendants.  It  is  evident  from 
be  answers  last  given,  that  the  plaintiff  cannot  sustain  this 
ttent.  The  patent  granted  to  James  &  Jones  is  for  welding  by 
oilers,  precisely  upon  the  same  principle,  and  in  substance  the 
ime,  as  that  granted  to  Whitehouse.  The  process  is  to  be 
ompleted  by  means  of  pressure,  by  means  of  a  circle  through 
rhich  the  object  passes;  whether  this  be  done  by  rollers,  or 
law-bench,  or  through  a  ring,  signifies  not,  the  principle  is  the 
ime,  to  produce  a  welding  by  circular  pressure.  But  not  only 
ws  welding  by  rollers  perfectly  well  known  before  White- 
loose's  patent,  but  in  1808  Cook  took  out  a  patent  for  making 
nbes  by  drawing  them  through  graduated  holes.  The  tubes 
irere  first  welded  on  a  maundril,  and  then  finished  by  drawing 
irough  a  draw-plate,  which  is  the  same  as  the  defendants* 
icorpion. 

The  learned  counsel  then  proceeded  to  comment  on  the  evi- 
dence adduced,  and  to  state  the  nature  of  the  case  on  the  part 
of  the  defendants.  At  the  close  of  his  address,  after  some 
discussion,  it  was  arranged  that  there  should  be  a  verdict  for 
the  plaintiff,  with  liberty  to  the  defendants  to  move  for  a 
wmsuit.  Verdict  accordingly. 


In  the  Exchequer,  E.T.,  1834. 

Sir  J.  Campbell,  A.G.,  in  pursuance  of  the  leave  reserved,  moved  Motion  fa- 
ir a  rule  to  show  cause  why  the  verdict  should  not  be  set  aside 
id  a  nonsuit  entered.  The  question  will  be,  whether,  on  ac- 
lunt  of  a  prior  patent,  the  plaintiff's  patent  is  invalid,  because 
'  the  specification  claiming  more  than  the  novelty  extends  to. 
x>rd  Lyndhurst,  C.B. :  The  invention  claimed  seems  to  be 
is,  that  of  bringing  to  a  welding  heat  a  long  piece  of  iron  of 
e  proper  quality  after  having  turned  up  its  edges,  and  then 
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iW'onfor        healing  it  to  a  welding  heat,  and  drawing  it  through  a  hole  of 
nomuit.         .  t|ie  pr0per  gjze  0f  fae  intended  tube,  so  as  to  compress  together 
the  edges,  and  give  it  a  complete  circular  form.]  To  make  it  pass 
through  a  hollow  cylinder.     [Lord  Lyndhurst,  C.  B. :  I  mean 
any  circle,  either  a  die,  as  described  here  (referring  to  the  speci- 
fication), or  a  pair  of  pincers,  or  in  any  other  way  in  which  a 
cylinder  can  be  produced.]     The  defendants  turn  up  the  skelp 
and  heat  it  in  the  furnace,  and  pass  it  through  two  rollers  with 
grooves.     Rotary  motion  being  given  to  the  rollers,  and  the 
skelp  introduced  into  the  groove,  it  passes  through  the  hollow 
cylinder  by  means  of  that  rotary  motion ;  the  compression  takes 
place  in  the  hollow  cylinder,  and  the  welding  is  accomplished. 
But  besides  these  rollers  there  is  what  is  called   a  scorpion, 
which  in  fact  was  a  die,  and  very  much  resembled  the  die  in  the 
plaintiff's  specification,  and  the  great  controversy  during  the 
first  day's  trial   was,  whether  the  process  of  welding  by  the 
defendants  was   consummated  by  the   skelp  passing  through 
the  rollers,  or  whether  its  passing  through  the  rollers  was  not 
merely  colourable,  and  that  by  the  passage  through   the  die, 
which  the  defendants  call  a  scorpion,   the  welding  was  com- 
pleted.    But  the  defendants'  case  was,  that  the  welding  was 
accomplished  by  the  rollers.     It  struck  his  lordship,  that  the 
defendants  upon  their  own  showing  had  infringed  the  plaintiff's 
patent,  because,  according  to  the  evidence  of  Mr.  Brunei  and 
Mr.  Donkin,  the  mode  of  welding  by  rollers  and  by  dies  was  in 
reality  and  essentially  the  same.   So  that  it  may  be  assumed  that 
the  defendants  have  infringed  the  plaintiff's  patent,  though  the 
scorpion  had  never  been  used  at  all,  but  the  welding  had  been 
completed  by  the  rollers  alone,  because  it  was  clearly  an  adop- 
tion of  the  plaintiff's  principle,  though  by  a  different  method. 
The  question  will  then  be,  whether  the  same  principle  is  not 
disclosed  in  the  specification  of  James  &  Jones's  patent.     They 
first  describe  the  skelp,  then  the  mode  of  welding  by  ham- 
mering, by  introducing  a  maundril,  and  then  hammering  on  the 
anvil ;  and  then  a  mode  of  welding  by  hollow  rollers,  which  is 
an  exact  description  of  the   mode  in  which   the  defendants' 
welding  is  accomplished.     [Lord  Lyndhurst,  C.B. :  As  it  struck 
me  at  the  time,  that  is  done  on  the  maundril.     It  struck  me, 
that  the  only  difference  between  the  two  was,  that  the  one  was 
done  with  the  maundril  and  the  other  without.     They  say  it  is 
of  great  importance  dispensing  with  the  maundril.     If  that  be 
so,  the  patent  should  be  for    doing  without  the  maundriL 
When  it  was  said  to  be  the  same  thing,  it  was  contended  an  the 
part  of  the  counsel  for  the  plaintiff  that  it  was  not  the  same 
thing,  for  in  that  patent  the  maundril  was  used.    Then,  I  think, 
I  observed  to  Sir  James  Scarlett ,  "  Then  your  patent  should  be 
for  dispensing  with  the  use  of  the  maundril,"  and  I  was  in- 
clined to  consider  the  objection  as  fatal.     But  I  thought  the 
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er  course,  in  consequence  of    the  long  inquiry,  to  go  on.  A.D.  1835. 
i  then  the  Attorney  General,  after  no  inconsiderable  consul- 
m,  said  he  would  rest  the  case  on  that  objection.] 

Rule  nisi  granted. 


;  Lord  Lyndhurst,  C.B.;  Parke,  B.;  Aldersony  B.;  Gurney,  B. 

Sr  James  Scarlett,  Rotch,  and  Follett,  now  showed  cause  Argument  on 
inst  the  above  rule,  and  argued  at  considerable  length  the  JJJ^j?* 
stion  of  infringement,  but  the  judgment  of  the  court  did  not 
1  upon  that  point.  The  matter  for  the  consideration  of  the 
rt  is  this,  whether  James  &  Jones's  patent,  upon  mere  in- 
ction,  without  a  single  witness,  or  any  evidence  whatever 
dered  in  explanation  of  it,  necessarily  shows  that  the  inven- 
t  claimed  by  the  plaintiff  is  not  new*     It  is  contended,  that 

plaintiff's  method  of  welding,  by  passing  the  tubes  through 
ie,  is  the  same  as  that  of  welding  by  rollers,  described  in 
ie*&  Jones's  specification :— "  or  instead  of  welding  the  barrels 
laramers,  as  before  described,  they  may  be  welded  between  a 
•  of  rollers,  grooved  to  fit  the  form  of  the  barrel,  the  rollers 
ing  either  an  alternate  or  rotary  motion,  and  worked  by 
.m,  water,  or  other  mechanical  power ;  but  we  consider  the 
imers  to  be  the  best  method."  Shall  the  plaintiff's  patent 
lefeated  by  what  is  a  mere  speculation  as  to  the  possibility  of 
5S  being  welded  by  passing  them  through  a  roller  ?  Suppose 
;  in  some  old  treatise  on  the  manufacture  of  iron  a  sugges- 
i  were  found  that  pipes  might  by  possibility  be  welded  by 
ting  them  through  rollers,  could  it  be  contended  that  this 
Id  invalidate  the  patent  ? — and  yet  nothing  more  is  done  in 
\es  &  Jones's  specification.  To  substantiate  the  defence,  the 
2rs  themselves  ought  to  have  been  produced  at  the  trial,  and 
wn  to  be  the  same  in  effect  and  power  as  the  die.  There  is 
•eat  difference  between  the  operation  of  the  roller  and  the 
In  using  the  roller,  all  parts  of  the  tube  have  not  an  equal 
isure  at  the  same  time ;  and  the  larger  the  tube  the  greater 
imperfection  in  its  manufacture.  The  use  of  the  maun dril 
>  is  another  important  distinction  between  the  two  methods. 
ras  proved  that  the  maundril  could  not  be  used  in  the  ma- 
acture    of  a  tube   of  any  length,  and  the  reason  is,  that 

instrument  is  obliged  to  be  withdrawn  while  the  tube  is 
i  very  hot.  It  is  impossible,  consequently,  to  manufacture 
es  with  the  maundril  of  greater  length  than  a  fowling  piece, 
another  particular,  also,  the  die  differs  from  the  roller.  The 
i  have  a  conical  or  bell  mouth,  to  admit  the  tube  being  of 
jer  dimensions  when  it  goes  in  than  when  it  comes  out. 
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Argument  m     This  cannot  be  effected  by  means  of  rollers.    The  pipe  in  pass- 
ed rule.  -^  thr0Ugh  t^e  die  assumes  a  diminished  form.     This  is  an 
essential  part  of  the  principle  of  the  plaintiff's  patent,  and  the 
operation  of  the  roller  in  revolution  cannot  embrace  any  part  of 
A  different       that  principle.     [Lord  Lyndhurst,  C.B. :  Suppose  a  patent  had 
Snathe  same"1"  ^een  ta'cen  out  ^or  welding  tubes  by  means  of  rollers,  could 
object,  as  weld-  there  not  have  been  another  for  effecting  that  object  by  means 
instead       of  fixed  dies  ?J     Certainly  there  could.     [Parke,  B. :  The  plain- 
of  rollers,  or      tiff's  patent  is  for  drawing  tubes  through  fixed  dies  without  the 
omission  of  a  *  use  °^  ^e  maundril ;  if  so,  it  is  not  the  same  as  James  &  Janet's 
maundrii  pre-    patent.]     [Lord  Lyndhurst,  C.  B. :  It  is  the  same  as  if  the  spc- 
uTgood^ubV    cification  had   stated  that  the  operation  was  to  be  effected 
ject-matter.       without  the  assistance  of  a  maundrii.    If  the  words,  u  without 
a  maundrii,"  had  been  inserted  in  the  specification,  would  not 
that  have  shown  the  invention  to  be  perfectly  new  ?] 

Sir  J.  Campbell,  A.G.,  Piatt,  and  Richards,  contr&.  The  speci- 
fication claims  too  much,  and  the  plaintiff  seeks  to  appropriate 
to  himself  what  is  not  a  new  invention.  The  real  question  is 
this ;  is  the  invention  claimed  that  of  welding  tubes  by  means 
of  circular  pressure  ?  It  is  perfectly  immaterial  whether  that 
pressure  is  applied  by  drawing  an  instrument  through  the  tube, 
or  the  tube  through  an  instrument.  At  the  trial  it  was  as- 
sumed that  the  two  modes  were  the  same  in  effect,  and  the 
question  made  was,  whether  there  had  been  an  infringement? 
The  defendants'  mode  of  welding  was  by  means  of  rollers. 
That  circular  pressure  in  general  is  the  principle  claimed  by  the 
plaintiff,  appears  from  the  following  part  of  the  specification  :— 
*'  I  do  not  confine  myself  to  the  employment  of  this  precise 
construction  of  apparatus,  as  several  variations  may  be  made 
without  deviating  from  the  principle  of  my  invention,  which  is 
to  heat  the  previously  prepared  tubes  of  iron  to  a  welding  heat, 
that  is,  nearly  to  the  point  of  fusion,  and  then,  after  withdrawing 
them  from  the  fire,  to  pass  them  between  dies,  or  through  holes, 
by  which  the  edges  of  the  heated  iron  may  be  pressed  together, 
*nd  the  joint  firmly  welded."  [Lord  Lyndhurst,  C.  B. :  a  Them," 
means  the  prepared  tubes  of  iron,  that  is,  tubes  without  a 
maundrii.]  The  operation,  as  described,  depends  upon  the 
drawing  of  the  tube,  whether  there  be  a  maundrii  or  not  Is 
the  operation  of  the  rollers  it  is  the  same  as  if  the  tube  passed 
through  a  hole,  and  this  specification  in  fact  claims  the  system 
of  the  roller,  which  produces  a  hole  through  which  the  tube  is 
passed.  According  to  the  specification,  what  is  there  to  prevent 
the  plaintiff  from  using  the  roller  to  effect  the  welding  instead 
of  the  die? 

The  principle,  then,  claimed  by  the  specification  being  that 
of  welding  by  means  of  concentric  pressure,  is  the  same  as  that 
of  James  &  Jones* s  patent.  Their  specification  slates  that, 
"  instead  of  welding  the  barrels  by  hammers,  as  before  described, 
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they  may  be  welded  between  a  pair  of  rollers,  grooved  to  fit  the  M.  T.,  1835. 
form  of  the  barrel,  the  rollers  having  either  an  alternate  or  a 
rotary  motion,  worked/'  &c.  [Lord  Lyndhurst,  C.  B.:  The 
material  point  for  you  to  establish  is,  that  James  &  Jones's 
patent  included  welding  without  the  use  of  the  maundril.  If 
dtt  maundril  is  inserted,  where  is  the  difference  between  pro- 
ducing it  by  pressure  and  producing  it  by  the  hammer? J 
James  &  Janes  in  their  specification  show  a  method,  according 
to  which,  by  passing  the  tube  through  a  hole,  the  welding  is 
complete,  and  according  to  the  plaintiff's  own  evidence,  the 
effect  of  the  roller  and  of  the  die  is  the  same  in  producing  the 
welding.  [Parke,  B. :  The  question  is,  whether  the  plaintiff 
claims  the  invention  of  welding  without  the  assistance  of  any 
internal  support.  It  is  quite  clear  to  me  that  any  man  of 
intelligence,  reading  the  specification,  must  see  that  the  pa- 
tentee claims  to  effect  his  invention  without  the  application  of 
any  internal  substance,  and  the  only  point  is,  whether  the 
general  words  at  the  end  of  the  specification  include  too  much.] 
[Lord  Lyndhurst,  C.  B. :  It  is  obvious  that  the  patent  excludes 
die  use  of  the  maundril.  This  appears  from  the  latter  part  of 
die  specification,  in  which  the  effects  of  the  new  invention  are 
stated.  The  greater  length  of  the  tubes  shows  that  the  maun- 
dril is  not  intended  to  be  used.  The  particular  description 
excludes  the  use  of  it,  and  the  general  description,  taking  it  in 
connexion  with  the  effects  stated,  likewise  excludes  it.]  After 
all  the  question  amounts  to  this,  whether  James  &  Jones's 
patent  does  not  come  within  the  large  principle  claimed  by  the 
plaintiff's  specification.  Suppose  James  &  Jones's  patent  had 
been  posterior  to  that  of  the  plaintiff,  would  it  not  have  been 
contended  to  be  an  infringement? 

Lord  Lyndhurst,  C.  B. :  There  is  no  question  in  this  case  Judgment- 
ii  to  the  infringement,  at  least  there  is  no  question  before  us 
it  present  as  to  the  infringement ;  and  the  first  question  is,  is 
this  a  new  and  useful  invention  ? 

That  it  is  a  new  invention,  and  that  it  is  a  useful  invention, 
10  man,  I  think,  can  entertain  any  doubt.    The  invention,  as  I 
inderstand  it,  in  fact,  without  referring  at  present  to  the  objec- 
ion  made  to  the  form  of  the  specification,  is  to  make  pipes  of 
his  description  without  the  use  of  the  maundril,  that  it  is  to 
reld  them  without  hitting  them  upon  any  solid  surface,  or  trith- 
at  hammering  them  on  any  solid  surface;   and  though  that 
eems  to  be  a  very  simple  invention,  it  has  been  productive  of 
reat  advantages ;  inasmuch  as  it  has  enabled  the  manufacturer  The  invention. 
o  construct  pipes  for  gas  and  other  purposes  very  correctly,  C^mi^ 
nd  also  of  lengths  much  beyond  what  could  be  done  previously  ance,  and  new, 
o  this  discovery.     I  think,  therefore,  in  fact,  practically,  it  is  a  ^2^ 
lew  invention,  and  an  invention  of  great  importance.    But  then,  m*y  chim  to* 
t  is  said  on  this  specification  as  claimed  that  it  is  not  new,  or  in  muc  ' 
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Judgmtnt.        other  words,  that  too  much  is  claimed  on  the  specification. 
Now  the  question,  therefore,  resolves  itself  into  this,  whether  in 
point  of  fact  on  the  true  construction  of  this  specification  too 
much  has  been  claimed  ?     Now  as  I  read  the  specification  (and 
I  will  refer  to  it  more  particularly  presently),  it  appears  to  me 
that  the  claim  upon  this  specification  is  to  manufacture  tubes  of 
this  description  without  having  any  maundril,  or  any  thing  equi- 
valent to  the  maundril,  within  it;  the  maundril  is  excluded:  it  is 
excluded  in  the  particular  description ;  it  is  excluded  also  in  the 
general  claim.     First,  as  to  the  particular  description.    It  de- 
scribes, in  the  first  instance,  the  turning  up  a  plate  of  iron  and 
forming  it  into  a  tube,  and  after  it  has  been  so  formed  into  a 
tube  it  is  heated  in  a  furnace  to  a  welding  heat,  and  is  thee 
drawn  through  a  die,  or  that  which  is  equivalent  to  a  die — thoie 
pincers  (pointing  to  them) — and  by  those  means  the  manufacture 
is  completed ;  that  is  the  particular  description  which  excludes 
the  maundril,  not  only  excludes  the  maundril,  but  excludes  any 
internal  support;  because  the  difference  between  this  and  the 
former  mode  of  manufacture  is,  that  the  welding  was  produced 
by  blows  or  pressure  on  the  iron,  the  iron  being  supported 
on  the  inside  by  some  solid  substance.     That  being  then  the 
particular  description,  is  the  claim  extended  further  by  the  ge- 
neral description,  or  the  general  claim  ?     In  my  opinion  it  is  not, 
because,  when  we  advert  to  the  terms  of  the  specification,  they 
are  these :  "  I  do  not  confine  myself  to  the  employment  of  this 
precise  construction  of  apparatus,  as  several  variations  may  be 
The  invention  is,  made"  in  the  apparatus :  the  principle,  he  says,  is  "  to  heat"— 
the  heating  the  wnafc  ? — « to  heat  the  previously  prepared  tubes  of  iron,"  tubes 

tube8,previously  i      i   i  •        i  *       •  i  i  • 

prepared  with-   of  iron  that  had  been  previously  prepared  without  any  thing 

t°oU a  wddn"1"1'  w^1"11  ttem'  t0  heat  those  tubes  to  a  welding  heat,  that  is, 
heat,  and  then    nearly  to  a  point  of  fusion,  and  then  after  drawing  them  from 
though  fwni-  the  fire  t0  P^8  them  between  dies  or  through  holes,  "by  which 
cai  hole,  so  as  to  the  edges  of  the  heated  iron  may  be  pressed  together,  and  die 
jSwtion1^601  Joint  firody  welded.*     Now,  what  does  that  amount  to  but 
this  ? — "  I  have  described  the  apparatus  by  which  these  prepared 
tubes  of  iron,  having  nothing  in  them,  are  welded  together;  I 
have  described  the  particular  apparatus  by  which  that  is  effected. 
I  do  not  confine  myself  to  that  precise  description  of  apparatus, 
but  these  previously  prepared  tubes  of  iron,  which  I  have  de- 
scribed, may  be  heated  to  a  welding  heat,  and  may  by  variations 
in  this  apparatus  be  drawn  through  dies,  or  holes,  and  formed 
in  this  way."     But  there  is  no  suggestion  that  any  alteration  is 
to  take  place  in  what  I  consider  the  nature  of  die  invention, 
namely,  that  this  is  to  be  done  without  any  internal  support, 
and  if  you  go  on  further  it  is  quite  clear  it  was  to  be  done 
without  internal  support,  because  he  goes  on  and  describes 
what  the  effects  are — he  says,  "  the  advantages  of  this  tube  com- 
pared with  those  made  in  the  ordinary  way,  are  these— the  iron 
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b  considerably  improved  by  the  operation  of  the  hollow  fire,  M.T.,i835. 
the  heat  being  generally  diffused."    Then  he  says,  "the  length 
of  the  pieces  of  tube  thus  made  (that  is  the  principal  advan- 
tage) is  likewise  a  great  advantage,  as  by  these  means  they  may 
be  made  from  two  to  eight  feet  long  in  one  piece,  whereas  by 
die  old  modes" — so  that  he  refers  to  the  old  modes  of  welding 
bjr  the  maundril— "  whereas  by  the  old  modes  the  length  of  the 
tubes  cannot  exceed  four  feet  without  considerable  difficulty,  and 
Consequently  an  increased  expense.    These  tubes  are  likewise 
capable  of  resisting  greater  pressure,  from  the  uniformity  of  the 
bat  throughout  at  which  they  have  been  welded ;  and  lastly* 
both  their  internal  and  external  surfaces  are  rendered  smooth, 
and  greatly  resembling  drawn  lead  pipes/5— -So  that  indepen- 
dently of  the  words  of  the  general  claim,  which,  in  my  opinion, 
standing  by  themselves  would  exclude  the  idea  of  any  maundril 
being  used,  when  he  Comes  to  point  out  the  particular  advan- 
tages resulting  from  this  mode  of  manufacturing  tubes,  he  points 
out  advantages  which  are  absolutely  inconsistent  with  the  use  of 
the  maundril.     If  so,  then  I  think  he  has  accurately  described 
and  limited  his  invention,  which  is  an  invention  to  manufacture  The  invention  i* 
lubes  for  gas  and  other  purposes,  by  welding  them  without  the  {J^Ju5SSSni 
use  of  any  maundril,  or  internal  support,  by  which  certain  ad-  them,  without 
Vantages  are  produced.  1? hose  advantages  are  of  the  greatest  con-  maundril f  or  aiit 
Sequence  to  the  public.     It  appears  to  me,  therefore,  he  has  internal  support. 
limited  his  claim  to  that  which  is  really  the  invention,  and 
having  limited  his  claim  to  that  which  is  really  the  invention, 
that  being  new,  it  appears  to  me  that  the  patent  is  supported. 
I  am  of  opinion,  therefore,  that  the  verdict  for  the  plaintiff 
fchould  stand. 

Parke,  B. :  I  am  also  of  the  same  opinion:  and  after  the 
manner  in  which  the  case  has  been  noticed,  it  will  be  unneces- 
my  to  make  any  observations  at  great  length  upon  it.  It  has 
ippeared  to  me,  from  the  moment  I  understood  the  case-,  that 
die  question  at  last  would  resolve  itself  into  a  question  of  the 
construction  of  the  specification.  It  appears  to  have  done  so, 
and  the  whole  turns  on  the  meaning  of  the  specification.  If  it 
is,  as  alleged  by  the  Attorney  General,  a  claim  for  every  mode 
of  uniting  pipes  by  passing  iron  heated  to  a  state  of  welding  heat* 
then  it  is  bad,  because  there  was  a  mode  before  in  existence  and 
known  before,  which  is  described  in  James  &  Jones's  specification, 
by  which  the  same  thing  might  be  done ;  but  if  the  claim  is;  as  was 
illeged  on  the  part  of  the  plaintiff — a  claim  only  of  a  different  mode 
>f  making  iron  pipes  in  the  particular  manner  described,  by  pass-^ 
tng  that  iron  in  a  state  of  welding  heat  through  a  circular  hole, 
rithout  any  maundril  or  internal  support — then  it  certainly  is 
not  the  same  thing  that  was  done  before.  It  appears  to  me,  on 
reading  this  specification — reading  it  with  that  degree  of  intelli- 
gence which  persons  bring  to  bear  on  such  subjects — that  the 

3  p 
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judgment.  meaning  of  the  patent  itself,  is  only  that  limited  claim  to  the  in- 
vention of  making  gas  pipes  by  means  of  passing  the  iron 
through  a  circular  hole,  without  maundril  or  internal  support; 
and  I  think  we  ought  to  read  this  patent  without  a  disposition 
to  upset  it,  which  has  been  too  frequently  the  case  in  many  in- 
stances on  such  subjects,  that  we  ought  to  read  it  fairly,  in 
order  to  understand  what  the  meaning  of  the  patentee  is.  It  is 
unnecessary  to  refer  to  every  part ;  but  reading  the  concluding 
part  in  connexion  with  what  goes  before — by  which  description 
every  man  who  understands  the  subject  must  know  that  a  maundril 
is  not  meant  to  be  used ;  and  also  reading  what  comes  after,  when 
the  advantages  of  this  mode  are  pointed  out,  it  is  perfectly  clear 
that  he  means  to  exclude  the  maundril;  and  then,  if  so,  there  is  no 
doubt  the  defendants  have  been  guilty  of  an  infringement  I 
am  certainly  exceedingly  happy  to  concur  in  the  opinion  which 
his  lordship  has  expressed,  by  which  the  fruits  of  a  very  inge- 
nious invention  will  be  secured  to  the  person  deserving  it 

Alderson,  B. :  I  entirely  concur  in  the  opinion  of  my 
Lord  Lyndhurst  and  Mr.  Baron  Parke.  It  seems  to  me  that, 
reading  the  specification  of  this  patent,  the  plaintiff  lays  claim 
to  the  drawing  of  the  heated  tubes  through  a  die  for  the  purpose 
of  welding  them  by  that  operation.  When  you  examine  the 
specification  which  the  plaintiff  has  put  in,  after  making  it 
clear  that  the  iron  is  first  brought  into  the  form  of  a  long 
cylindrical  tube,  the  operation  then  is  thus  described.  "  This 
tube  is  then  put  into  a  hollow  fire,  heated  by  a  blast,  and  when 
the  iron  is  upon  the  point  of  fusion,  it  is  to  be  drawn  out," 
(that  is  the  tube)  without  any  maundril,  because  if  the  maundril 
were  put  in  the  furnace  with  it,  the  maundril  would  be  heated 
too,  and  there  is  no  description  of  the  maundril  being  put  in 
after  the  heating,  previously  to  the  second  part  of  the  operation. 
In  James  &  Jones's  patent  I  find  the  process  just  the  reverse; 
for,  after  describing  that  the  tubes  are  to  be  heated  to  a  proper 
heat,  the  maundril  is  to  be  expeditiously  put  in,  then  the 
beating  it  by  the  hammer  as  described  is  consecutive.  But  here 
there  is  no  mention  of  any  maundril  being  put  in ;  and  the 
question  is,  whether  any  person  reading  that  would  not  see  that 
this  is  a  description  of  an  operation  that  was  to  be  performed 
by  means  of  drawing  a  hollow  tube,  previously  heated,  through 
dies  for  the  purpose  of  welding ;  and  if  that  be  the  limited  con- 
struction to  be  put  on  the  whole  of  the  specification,  fairly  and 
clearly  and  candidly  taken  together,  which  I  think  ought  to  be 
the  construction  put  upon  patents — we  ought  not  to  be  under- 
stood to  deprive  people  of  advantages  which  their  own  ingenuity 
and  talents  entitle  them  to  receive — we  ought  to  give  them  a  fair 
and  candid  construction— certainly  not  by  any  means  being 
astute  to  pick  holes  in  their  specifications.  On  these  grounds, 
not  going  through  the  other  part  of  the  case,  but  now  confining 
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to  this  observation,  which  appears  to  me  to  be  confirmed  M.T.,  1834. 

»t  degree  by  the  view  which  his  lordship  and  my  brother 

have  taken  of  the  case,   I  have  only  to   express  my 

i,  that  this  patent  should  stand. 

net,  B. :  I  can  only  express  my  entire  acquiescence  in 

is  fallen  from  my  learned  brothers,  and  can  add  nothing 

to  what  they  have  stated.  Rule  discharged. 


Cor.  Lord  Lyndkvrst,  L.  C.  jn  chaw*ry. 

was  a  motion,  grounded  on  the  result  of  the  preceding  Dec.  24, 1834. 
it  law,  for  a  perpetual  injunction  to  restrain  the  defend-  Injunction 
>m  making,  using,  or  vending  iron  tubes  or  pipes  for  gas,  |™?1*  ata{^ 
sr  purposes,  according  to  the  invention  of  Whitehouse, 

a  reference  to  the  Master  to  tax  the  costs  of  the  two 
ng  applications  (a),  on  the  consideration  of  which  the 
n  of  costs  was  reserved  (A). 

V.  Home,  on  the  part  of  the  defendants,  opposed  the  ap- 
n  for  costs  as  premature,  it  not  being  the  practice  to 
ny  order  as  to  costs,  in  cases  of  injunction,  except  where 
tosition  was  without  foundation,  until  the  hearing. 
I  Lyndhurst,  L.  G. :  You  are  entitled  to  the  injunction. 
5  the  question  of  costs  until  the  hearing. 

Order  accordingly  (c). 


the  20th  of  June  and  27th  of  July,  1833,  fendant  could  apply  for  a  nonsuit,  or  a  new  trial, 

or  bring  a  writ  of  error,  without  the  leave  of  the 

wctiu  as  to  costs  of  trials  at  law. — The  Court  of  Chancery.     Hit  lordship  dismissed  the 

;re  silent  as  to  the  costs  of  the  trial  at  summons,  and  the  motion  to  the  Chancellor  was 

on  the  plaintiff  entering  up  final  judg-  abandoned. 

his  verdict,  the  defendants  took  out  a  (o)  The  plaintiff  by  an  order,  24th  Jan.  1835, 
for  a  stay  of  proceedings  as  to  taxing  of  amended  his  bill,  without  prejudice  to  the  above  in. 
evying  execution  for  the  amount,  without  junction,  by  adding  the  three  other  partners  as  de- 
a  to  the  court,  and  also  gave  a  notice  of  fendants,  and  by  stating  that  the  plaintiff  had  been 
fore  the  Chancellor  that  the  costs  of  the  in  sole  possession  of  the  said  invention,  except  so 
mid  abide  the  hearing  of  the  cause  on  far  as  he  had  been  interfered  with  by  certain  per- 
fections, and  that  the  plaintiff  should  sons,  against  whom  he  had  obtained  injunctions, 
xecution  for  such  costs.  and  who  had  submitted ;  adding  also  a  charge  of 
mmons  was  heard  before  Mr.  Baron  selling  pipes  at  prices  greatly  under  their  real 
chambers,  and  reference  was  made  to  value,  with  a  prayer  that  the  defendants  might 
i  of  Chancery  practice,  as  to  costs  of  account  for  the  profits,  which  might  or  ought  to 
actions  directed  by  the  court,  but  the  have  been  made.  The  five  defendants  put  in 
idge  held  that  this  was  neither  an  issue  their  answer  in  June,  1835,  and  immediately  after- 
ion  directed,  but  one  permitted  and  left  wards  an  arrangement  was  made,  the  plaintiff 
;  the  option  of  the  plaintiff,  to  bring  or  accepting  £6000,  with  all  costs  of  suit,  and  the 
should  be  advised,  and  that  the  ques-  injunction  being  (9th  Feb.  1836)  made  perpetual 
therefore  be  governed  by  the  rules  of  against  all  five  defendants, 
aw,  inasmuch  as  either  plaintiff  or  de- 
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Russell  v.  Barnsley. 

in  Chancery.  Cor.  Sir  L.  Shadwell,  V,  C, 

Jan.  23, 1834.  An  ex  parte  injunction  had  been  obtained  in  this  case  from 
Lord  Brougham,  L.  C.  (15th  April,  1833),  and  it  was  part  of 
the  order  that  the  motion  should  be  heard  before  the  Vice 
Chancellor. 

The  bill  stated  that  the  defendant  had  made,  and  by  himself 
and  his  agents  offered  for  sale  and  sold,  large  quantities  of  pipes 
according    to   Whitehouse's   invention,    and,   after  the  usual 
charges,  prayed  an  account  and  injunction.     The  defendant  in 
his  answer  denied  the  novelty  of  the  invention,  and  stated  that 
he  was  a  vendor  and  not  a  maker  of  tubes ;  that  according  to 
his  belief  there  is  no  material  variance  between  the  plaintiff's 
process  and  the  one  referred  to  by  him;  but  of  that  one  Willctt 
was  the  inventor,  and  had  used  it  for  many  years,  and  long 
before  the  patent  of  Whitehouse.    That  he  had  long  ago  relin- 
quished  the  business  of  manufacturing  to  Willett,  but  continued 
to  supply  iron,  and  purchased  tube  back  from  him.     The  de- 
fendant also  denied  the  novelty  of  the  invention  by  reason  of 
Cook's  patent  (d).    The  quantities  of  pipes  sold,  and  prices,  were 
set  forth  in  a  schedule  annexed. 
Knight  now  moved  to  dissolve  the  injunction. 
The  motion  was  opposed  on  the  part  of  the  plaintiff  by  Sir 
E.  Sugden  and  Campbell,  who  argued  that  under  the  circum- 
stances of  the  case  and  the  long-continued  enjoyment  of  the 
plaintiff,  and  while  an  action  was  pending  against  other  parties 
which  would  decide  the  question  of  the  validity  of  the  patent, 
the  plaintiff  would  not  even  be  put  under  terms  of  bringing  an 
action. 
The  fact  of  a         Sir  L,  Shadwell,  V,  C. :  I  shall  certainly  continue  the  in- 
actio^a^M?11  Junct*onJ   I  may  be  wrong,  but  it  really  does  appear  to  meat 
another  party,  is  present  that  the  principle  in  Whitehouse *s  specification — the 
^und  for Mnt  thin8  he  claims  to  have  done— is  to  draw  the  tube  when  it  is  in 
continuing  an    a  state  of  fusion  immediately  from  the  furnace,  throijgh  the  die, 
injunction,        so  ^at  ^e  very  extraction  from  the  furnace  is  to  be  simnl- 
without  putting  taneous  with  the  passage  through  the  die,  and,  consequently, 
bring  an  action  ^e  state  of  fusion,  or  rather  that  approximation  to  a  state  of 
against  the  new  fusion,  will  remain  throughout  the  process,  and  th*t  is  different 
to  what  is  stated  by  Mr.  Knight. 

I  do  not  myself  recollect  a  case  in  which,  where  the  defendant 
has  stated  his  wish — a  defendant  against  whom  a  bill  is  filed  for 
the  infraction  of  a  patent — to  try  the  question  at  law,  that  the 

(4)  Ante  457, 
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is  refused  to  give  him  that  opportunity;  and  what  Lord  A.D.  1834. 
ays  in  that  case,  of  Hill  v.  Thompson,  is  this — "  It  was 

on  the  part  of  the  plaintiff,  and  the  court  agreed  to 
rition,  that  where  a  person  has  obtained  a  patent,  and 
exclusive  enjoyment  under  it,  the  court  will  give  so 
edit  to  his  apparent  right  as  to  interfere  immediately, 
iction,  to  restrain  the  invasion  of  it,  and  continue  that 
ition  until  the  apparent  right  has  been  displaced"  (e), 
oes  not  at  all  follow,  because  it  appears  to  me  at  present 
j  patent  is  good,  that  there  may  not  be  a  different  view 
en  by  a  court  of  law.  I  apprehend  that  the  legal  view 
hing  is  that  which  must  ultimately  bind  this  court,  and 
laintiff  wishes  to  have  the  question  tried  at  law,  he  must 
erty  to  do  so. 
.,  Sugden  :  Of  course  I  must  admit  the  general  principle, 

only  ground  on  which  I  put  it  is  the  pendency  of  the 
stion. 

'.  Shadwell,  V,  C. :  At  present  I  do  not  know  enough 
lat  case  to  say  it  will  determine  this.  It  seems  to  me 
per  course  to  pursue  will  be  to  continue  the  injunction 
rther  order,  on  the  terms  of  the  plaintiff  undertaking  to 
1  action  within  three  months,  for  the  purpose  of  trying 
iity  of  the  patent.    The  infringement  is  to  be  admitted. 

Order  accordingly  (/). 


IN  THE  PRIVY  COUNCIL. 

Extension  of  Whitehouse's  Patent. 

was  an  application  on  behalf  of  Mr.  Russell,  for  an  ex-  Dec  12, 1838. 

of  the  term  assigned  to  him  in  Whitehouse's  patent. 

petition  set  forth  briefly  the  history  of  the  progress  o(  The  petition. 

m  and  improvement  in  the  manufacture  of  iron  tubes, 

gun  barrels  and  gas  pipes ;  the  invention  of  Whitehouse, 

nious  mechanic  in  the  petitioner's  employ ;  the  taking 

etters  patent  for  the  invention  for  England,  Ireland,  and 

d,  at  the  petitioner's  expense,  and  the  assignment  of  the 

patent  to  the  petitioner  for  a  valuable  consideration. 

le  demand  for  the  tubes  became  general  so  soon  as  the 


fr,  236.  fendant  was  subsequently  committed  for  contempt 

te  action  was  brought,  and  the  defendant  of  court  by  breach  of  the  injunction,  but  du- 

mt  subsequently  withdrew  bis  pleas,  and  charged  on  undertaking  to  commit  no  further 

tiff  had  judgment  by  default.    The  de-  infringement,  and  payment  of  costs. 
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Evidence. 


Petition,  first  prejudice  was  overcome,  and  very  extensive  worts  were 

erected  to  meet  the  increasing  demand,  at  an  expenditure  of  up- 
wards of  £10,000.  That  the  pipes  became  applied  to  a  great 
variety  of  new  purposes,  as  the  warming  of  buildings  by  die 
circulation  of  hot  water  and  steam,  the  boilers  of  locomotive*, 
shafts  for  machinery,  axles,  and  various  purposes,  where  light- 
ness and  strength  were  required. 

That  so  soon  as  the  merit  of  the  invention  became  weB 
known,  every  kind  of  expedient  was  resorted  to  for  the  evasion 
of  the  patent,  and  the  petitioner  has  been  involved  in  continual 
litigation  from  Hilary  Term,  1850,  against  various  parties,  and 
has  been  uniformly  successful ;  the  expense  of  which,  however, 
in  addition  to  the  capital  expended,  and  the  loss  incurred  bv 
surreptitious  manufacture  and  sale,  had  prevented  the  petitioner 
from  the  enjoyment  of  the  advantages  which  he  had  a  right  to 
expect  from  so  important  and  successful  an  invention. 
Dec.  12, 1838.  Cresswell  (James  Campbell  with  him)  appeared  for  the  petition- 
ers, and  having  opened  the  case,  the  Attorney  General  said 
that  he  did  not  appear  to  oppose  the  petition  from  any  doubt  of 
the  originality  or  utility  of  the  invention,  but  to  watch  the  proof 
that  the  parties  had  not  been  remunerated,  and  to  what  period 
the  extension  should  be  allowed  to  afford  remuneration. 

Mr.  A.  M.  Perkins  stated,  that  he  was  the  patentee  of  an 
invention  for  warming  buildings;  that  no  other  tubes  than 
Russell's  would  have  enabled  him  to  carry  out  his  invention; 
that  he  had  tried  other  tubes,  but  they  would  not  bend  cold; 
that  it  was  essential  to  him  to  be  able  to  bend  pipes  cold  into 
the  form  required,  without  bulging  or  splitting.  The  usual 
pressure  to  which  the  pipes  were  proved  was  5000  lbs.  on  the 
square  inch.  Another  excellence  of  the  pipes  was  the  manner 
in  which  they  could  be  screwed  together.  He  generally  used 
them  in  lengths  of  twelve  or  thirteen  feet ;  he  had  used  nearly 
a  million  of  feet  during  seven  years,  and  had  found  them  of  the 
greatest  advantage  to  his  invention. 

Mr.  Francis  Bramah  :  I  inspected  the  premises,  and  should 
think  that  from  £10,000  to  £12,000  must  have  been  expended 
for  the  plant  as  it  stands — the  machinery,  buildings,  and  steam 
engines.  If  the  patent  were  thrown  open,  there  would,  from 
the  simplicity  of  the  manufacture,  be  a  great  reduction  in  the 
value  of  the  premises  and  of  the  outlay.  A  great  deal  of  the 
machinery  is  fitted  only  for  the  particular  purpose,  and  is  not 
convertible  to  other  purposes,  and  would  not  pay  for  the 
removal.  The  manufacture,  if  thrown  open,  would  hardly  be 
worth  following ;  it  is  so  beautifully  simple,  that  it  would  be 
almost  within  the  reach  of  every  person  of  capital.  In  the  caae 
of  the  hydraulic  presses,  of  which  my  father  was  the  inventor, 
we  are  not  now  able  to  compete  in  the  London  market  with  the 
Scotch  and  Staffordshire  manufacturers.     As  the  son  of  an 


The  merit  and 
utility  of  the 
invention,  and 
outlay. 
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inventor,  who  had  between  twenty  and  thirty  patents,  I  should  A.D.  1838. 
say  (considering  the  risk,  and  trouble,  and  expenditure),  that 
twenty- five  per  cent,  profit  upon  the  outlay  would  be  a  mode- 
rite  remuneration  for  so  valuable  an  article  as  that  given  to  the 
public  by  Mr.  Russell.  If  machinery  be  kept  in  a  constant 
state  of  repair,  it  is  of  equal  value  to  the  party  working  it  at  the 
expiration  of  eight,  or  ten,  or  fifteen  years.  If  the  monopoly  be 
continued,  I  should  be  glad  to  give  £20,000  for  the  plant,  &c, 
with  a  view  to  profit.  The  most  valuable  use  to  which  we  put 
the  pipe  is  for  connecting  the  pumps  with  the  hydraulic  press. 
It  was  very  difficult  to  obtain  pipes  that  would  stand  the 
enormous  pressure  of  our  presses,  which  are  proved  for  three 
tons  on  the  inch.  The  copper  pipe  made  for  these  purposes 
cost  the  public  10*.  a  foot;  now  the  public  has  a  better  article 
for  Is.  3d.  a  foot. 

Mr.  F.  P.  Hooper:  I  have  been  solicitor  to  the  petitioner  in  Lawtrpemes. 
all  the  cases ;  six  in  equity  and  two  at  law.  My  costs  amounted 
to  £2,942,  of  which  £1,039  18*.  have  been  paid  by  the  other 
parties.  There  were  expenses  in  the  country  amounting  to 
£380 ;  besides,  there  were  two  suits  in  Scotland,  of  which  the 
costs  were  £700.  The  damages  at  law  were  nominal  only ;  the 
compensation  in  one  case  was  arranged  at  £6000 ;  in  the  other 
the  party  went  to  gaol.  Mr.  Russell's  law  expenses  have  been 
upwards  of  £4000,  and  his  life  was  endangered  by  the  anxiety 
of  the  Chancery  proceedings. 

Mr.  J.  Hobbins,  clerk  to  the  petitioner.  Many  experiments 
were  made  and  expenses  incurred  by  Mr.  Russell  in  perfecting 
Whitehouse's  invention.  The  ground,  buildings,  and  machinery, 
cost  about  £14,000.  This  includes  the  restoration  and  en- 
largement, but  not  the  wear  and  tear.  This  applies  wholly  to 
the  present  invention.  The  books  were  placed  in  the  hands  of 
Mr.  Puckle,  an  accountant.  About  ninety  men  and  boys  are 
employed  on  the  patent  business  merely.  The  manufactory 
and  the  whole  of  the  mill  apparatus  has  been  down  once ;  it 
was  worn  out.  ' 

Mr.  Puckle.  The  books  of  Mr.  Russell  were  put  into  my  The  profia. 
hands  for  the  purpose  of  extracting  the  amount  of  profits.  I 
extracted  the  whole  of  the  tubing  from  the  rough  day  books, 
and  consolidated  them  under  various  heads  and  sizes,  and  ascer- 
tained the  average  cost.  The  expenditure  connected  with  the 
outlay  I  took  from  the  cash  book.  I  ascertained  the  average 
yearly  sales,  and  deducting  the  average  cost,  which  I  procured 
from  Mr.  Hobbins,  I  got  at  the  profit.  [Mr.  Hobbins  recalled. 
I  made  out  the  statement  of  the  cost  from  calculations  formed 
on  my  general  experience  of  the  concern,  and  the  workmen's 
wages  which  passed  through  my  hands.  The  day  books  con- 
tain a  correct  account  of  the  sales  made,  and  the  prices  charged. 
The  pipe  is  sold  at  4irf.  per  foot;  in  Jan.  1825,  it  was  7d.,  and 
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before  that,  9rf.  The  entries  in  the  day-book,  from  which  the 
accountant  has  made  the  account,  are  principally  in  my  own 
hand.]  The  bad  debts  I  took  from  the  ledger.  The  returned 
goods  are  credited.  I  allowed  interest  on  the  outlay,  which  I 
ascertained  from  the  various  books.  The  balance  of  net  profits 
is  £13,173,  up  to  last  Midsummer.  The  outlay  has  increased 
during  the  last  five  years.  In  1834,  it  is  put  down  at  £11,000 j 
in  1831,  at  £7429.  The  premises  (the  patent  being  out)  would 
not  let  at  more  than £150  a  year;  so  that  their  value  at  twenty 
years'  purchase  would  be  £3000.  The  machinery  is  not  costly, 
but  the  deterioration  is  very  great  in  all  fire  processes.  This 
account  is  a  correct  copy  of  the  one  made  by  me. 
The  advcrtiu-  Mr.  T.  W.  Fletcher  (solicitor  of  the  petitioner). produced  the 
"  London  Gazette"  of  the  9th,  12th,  and  10th  of  October,  1838, 
the  "  Morning  Herald,"  the  "  Morning  Chronicle,1'  and  the 
"  Times,"  of  the  6th  of  October,  and  the  "  Wolverhampton 
Chronicle/'  of  the  3rd,  10th,  and  17th  of  October,  containing 
the  advertisement  of  the  application ;  also  the  several  original 
letters  patent,  and  the  specification.  The  manufactory  is  at 
Wednesbury;  there  is  no  paper  published  nearer  than  Wolver- 
hampton. The  only  manufactories  are  at  Wednesbury  and  in 
London.  Some  profits  have  been  made  by  sales  in  Scotland 
and  Ireland.  The  profits  have  decreased  from  £7300  to  £5300 
during  the  last  year,  which  arises  partly  from  the  reduction  in 
the  selling  price,  and  the  corresponding  decrease  in  the  license 
dues.  There  are  eight  licenses  in  existence ;  most  of  them 
granted  before  the  act  for  extending  patents  (g).  They  do  not 
contain  any  additional  clause  applicable  in  case  of  the  extension 
of  the  patent,  but  they  were  all  aware  of  this  application,  and 
Mr.  Russell  intended  to  continue  them  on  reduced  terms.  Tie 
first  rent  reserved  was  £25  per  cent. ;  Mr.  Russell  had  reduced 
them  voluntarily,  and  is  willing  to  agree  to  continue  them  on 
lower  terms. 

The  assignment  to  Mr.  Russell  was  put  in)  it  contained  a 
clause  securing  to  Mr.  Whitehouse  an  annuity  of  £300 ;  it  ww 
suggested  by  one  of  their  lordships,  that  as  the  extension  of  the 
term  would  occasion  considerable  additional  profits,  the  inventor 
should  have  a  larger  annuity  secured  to  him.  Mr.  Fletcher 
(after  conferring  with  Mr.  Whitehouse)  put  in  an  agreement, 
signed  by  him  in  behalf  of  Mr.  Russell,  to  secure  to  Whitehouse 
an  annuity  of  £500  during  the  existence  of  the  patent  (A). 


(g)  5  &  6  W.  4,  c.  83.     Passed  Sep.  10, 1835.      this  annuity  was  further  recited  at  part  of  tte 
(h)  Effect  was  given  to  this  suggestion  of  their      consideration  of  the  grant  of  the  new  letters  pi- 
lordships,  and  the  undertaking  of  Mr.  Fletcher      tent  to   Russell ;    and  then   there 


by  the  new  letters  patent,  reciting  that  the  judicial  other  provisos,  a  proviso  that  the  said  new  lettm 

committee  of  the  Privy  Council  had  recommend-  should  be  void  if  the  said   Russell  should  not 

ed  an  extension  of  the  term  of  the  said  letters  secure  the  annuity  to  Whitehouse,  to  long  as  the 

patent  for  six  years,  upon  Mr.  Russell  securing  said  new  letters  patent  should  last.     Toe  new 

the  said  annuity  to  Whitehouse.    The  securing  letters  patent  bear  date  the  2Gth  day  of  Feb.  lW 
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Sir  J.  Campbell,  A.G.,  on  the  part  of  the  crown,  said,  that  A.D.,  1838. 
he  did  not  feel  it  necessary  to  address  their  lordships,  as  he 
concurred  in  their  opinion  as  to  the  originality  and  utility  of 
the  invention,  and  that  the  remuneration  received  had  not  been 
sufficient,  and  he  begged  to  express  his  great  satisfaction,  that 
in  consequence  of  the  care  and  attention  of  their  lordships,  the 
author  of  so  important  and  beautiful  an  invention  would  not  go 
without  his  fair  share  of  the  benefit  resulting  from  the  exten- 
sion of  the  patent. 

Lord  Brougham  :  Their  lordships  having  taken  the  whole  of  Judgment. 
this  matter  into  account,  retain  the  opinion  which  they  have  had 
impressed  upon  their  minds  from  the  "very  beginning,  that  this 
is  an  invention  of  extraordinary  merit,  doing  the  greatest  honour 
to  the  inventor,  and  conferring  great  benefit  on  the  community ; 
founded  in  this  eminent  merit,  being  not  merely  the  application  The  merit  and 
of  a  known  principle,  embodying  it  in  new  machinery,  and  ap-  ^[J,,0.  *  e  ln" 
plying  it  to  practical  purposes,  but  involving  the  discovery  of  a 
new,  curious,  and  most  important  principle,  and  at  the  same 
time  applying  that  principle  to  a  most  important  purpose. 

Their  lordships  have  on  the  same  side  of  the  question  taken  The  merit  of 
into  account  (which  it  is  material  to  mention)  Mr.  Russell's  |^ndu"0c^g  tbe 
merit  in  patronizing  the  ingenious  and  deserving  author  of  this 
invention,  in  expending  money  till  he  was  enabled  to  complete 
this  invention,  and  in  liberally  supplying  the  funds  which 
were  requisite  for  the  purpose  of  carrying  the  invention  into 
execution. 

On  the  other  hand,  their  lordships  have  taken  into  mature  The  amount  of 
consideration  (which  they  always  do  in  such  cases)  the  profit  g™ateMhan  the 
made  by  the  patentee,  Mr.  Russell  standing  in  the  situation  of  ordinary  profit* 
the  inventor.     They  find,  that  it  is  not  a  case  as  in  claims  of on8toc  • 
other  inventions  of  great  ingenuity,  and  certainly  of  great  public 
benefit,  of  actual  loss  in  some,  and  of  very  scanty,  if  any,  profit 
realized  in   others,  but  that  a  considerable   profit   has    been 
realized,  and,  upon  the  whole,  no  loss.     It  is  to  be  observed  that 
that  profit  is  not  perhaps  very  much  greater,  if  at  all  greater,  than 
the  ordinary  profits  on  stock  to  that  amount,  employed  without 
the  privileges  and  extra  profits  of  a  monopoly.     It  is  proper  to  The  annoyances 
consider  that  one  great  item  of  deduction  from  those  profits  J^*™^  be 
also  involves  great  pain,  and  anxiety,  and  suffering  to  the  party,  considered. 
namely,  the  litigation  to  which  he  has  been  subjected,  and  which 
is  generally  found  to  be  in  proportion  to  the  merit  and  the  use- 
fulness of  a  patent,  namely,  the  temptation  to  infringe  it,  and 
to  set  at  nought  the  right  of  the  patentee,  both  in  the  Court  of 
Chancery,  when  he  applies  for  protection  by  injunction,  and 
afterwards  in  a  court  of  law,  when  he  comes  to  claim  compen- 
sation for  damages ;  the  temptation  being,  as  I  have  stated,  in 
proportion  to  the  benefit  of  and  the  demand  for  the  invention. 
That  is  an  item  which  has  to  a  considerable  degree  attracted 

3   Q 
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Judgment.  the  attention  of  their  lordships  in  this  profit  and  loss  account, 
which  has  been  laid  before  them  in  the  coarse  of  these  trail- 
actions. 

Taking  the  whole  of  the  matter  into  consideration,  the  merits 
of  the  patentee*  the  merits  of  Mr.  Russell,  and  the  loss  thstbai 
been  sustained  in  the  litigation,  and  setting  against  those,  on 
the  other  hand,  the  profits  which  have  been  made,  their  lord- 
ships are  of  opinion  that  the  term  ought  to  be  extended,  and 
upon  due  execution  being  given  to  the  undertaking  (*)  which 
has  been  just  given  on  behalf  of  the  inventor,  that  the  term 
ought  to  be  extended  for  the  period  of  six  years. 

Report  accordingly. 


SOUTHWORTH'S  PATENT, 

rau.  Letters  patent,  19th  April,  1823,  to  William  Southworth,  for 

"certain  machinery,  or  apparatus,  adapted  to  facilitate  the 
operation  of  drying  calicoes,  muslins,  linens,  or  other  similar 
fabrics." 

Specification.  My  invention  consists  in  the  application  of  certain  machinery 
or  apparatus,  adapted  to  perform  the  operation  of  hanging  or 
suspending  damp  or  wet  calicoes,  linens,  or  other  similar  fabrics 
(over  a  series  of  rails,  or  staves,  situated  in  a  stove  or  drying 
house),  for  the  purpose  of  drying  the  same ;  the  said  machinery 
being  also  adapted  to  perform  the  operation  of  taking  down  or 
removing  the  said  calicoes,  muslins,  linens,  or  other  similar 
fabrics  (from  off  the  said  rails  or  staves),  after  they  have  been 
sufficiently  dried ;  by  means  of  which  invention  a  considerable 
saving  of  labour  and  expense  may  be  effected  in  the  operation 
of  drying.  I  construct  the  above  stove  or  drying  house  in  a 
manner  nearly  similar  to  that  at  present  in  use ;  and  I  arrange 
the  rails  or  staves  (over  which  the  cloth  or  fabric  is  intended  to 
be  hung  or  suspended)  near  to  the  upper  part  of  the  stove  or 
drying  house ;  I  then  construct  a  frame  or  carriage  in  such  a 
manner  as  to  be  capable  of  moving  freely  upon  guides  or  sup- 
ports from  one  end  of  the  drying  house  to  the  other,  the  said 
carriage  being  situated  immediately  above  the  range  of  rails  or 
staves,  but  so  as  not  to  bear  upon  them ;  this  carriage  is  fur- 
nished with  proper  supports  for  receiving  certain  rollers  or 
boxes,  upon  the  circumferenoe  of  which  rollers  or  boxes  the 
wet  cloth  or  fabric  has  been  previously  wound.  The  carriage 
is  also  furnished  with  certain  cylinders  or  drums,  which  are 


(i)  See  preceding  note  as  to  the  mode  of  effecting  this. 
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caused  to  revolve  in  such  a  manner  as  to  draw  or  wind  the  Specification. 
wet  doth  or  fabric  from  off  the  aforesaid  rollers  or  boxes  in  a 
regular  manner;  thus,  if  the  frame  or  carriage,  with  its  ap- 
pendages, be  slowly  moved  along  upon  its  guides  above  the 
nils  or  staves,  at  the  same  time  that  the  wet  cloth  or  fabric 
b  in  the  act  of  being  drawn  off  the  circumference  of  the  rollers 
or  boxes,  by  the  operation  of  the  revolving  cylinders  or  drums 
before  mentioned,  the  wet  cloth  or  fabric  will  descend  in  the 
vacancies  between  the  rails  or  staves,  and  will  hang  down  in 
loops  or  folds,  so  as  effectually  to  expose  its  surface  to  the 
action  of  the  dry  or  heated  air,  and  in  order  to  suit  the  depth  or 
height  of  the  stove  or  drying  house.     The  depth  or  length  of 
the  said  loops  or  folds  may  be  regulated  or  determined  by  the 
length  of  cloth  or  fabric,  which  would  be  given  out  by  the  re- 
volving cylinders  or  drums,  during  the  passage  of  the  frame  or 
carriage  from  one  stave  to  the  next.     When  the  cloth  or  fabric 
has  been  hanging  a  sufficient  length  of  time  to  become  dry,  it 
may  be  taken  up  again,  or  drawn  off  the  rails  or  staves,  and 
wound  again  upon  the  circumference  of  the  rollers  or  boxes. 
This  operation  I  perform  by  simply  causing  the  frame  or  car- 
riage, with  its  appendages  of  rollers  and  cylinders,  to  traverse 
slowly  along  the  drying  house  in  the  contrary  direction  to  what 
it  moved  during  the  operation  of  hanging  the  cloth,  at  the  same 
time  that  the  cylinders  or  drums  are  caused  to  revolve  in  a 
suitable  direction  for  taking  or  winding  up  the  cloth  or  fabric 
upon  the  circumference  of  the  rollers  or  boxes;  by  this  means 
the  dry  cloth  may  be  wound  evenly  upon  the  circumference  of 
the  rollers  or  boxes,  and  removed  from  the  machine.     In  some 
situations  I  find  it  advisable  to  vary  the  mode  of  arrangement, 
by  causing  the  rails  or  staves  (over  which  the  cloth  or  fabric  is 
intended  to  be  hung)  to  be  connected  together  with  chains  or 
ropes,  somewhat  in  the  manner  of  a  rope  ladder,  being  con- 
nected by  endless  chains  or  ropes,  with  a  train,  or  wheels,  or 
other  well-known  machinery,  so  as  to  be  moved  slowly  along 
upon  guides  from  one  end  of  the  stove  or  drying  house  to  the 
other;  in  this  last-mentioned  arrangement,  the  frame  or  carriage 
containing  the  revolving  cylinders  or  drums,  for  giving  out  and 
taking  up  the  cloth  remains  stationary  at  one  part  of  the  stove 
>r  drying  house.     The  operation  of  this  machinery  would  be 
rimilar  to  the  one  before  described  with  the  traversing  carriage  5 
for  as  the  cylinders  or  drums  are  caused  to  revolve  and  give  out 
the  cloth  or  fabric  at  the  same  time  that  the  chain  of  rails  or 
staves  were  moving  slowly  beneath  the  cylinder  or  drum,  the 
doth  or  fabric  would  descend  between  the  staves  and  hang 
down  in  loops  or  folds,  in  a  manner  similar  to  the  machine  with 
the  moving  carriage.     [Here  follows   the   description   of  the 
drawings  annexed.] 
I  have  now  described  fully  one  mode  of  carrying  my  inven- 
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Specification,     tion  into  effect,  and  1  do  hereby  declare,  that  I  consider  my 
claim  of  invention  to  extend  to  the  application  of  the  machinery 
or  apparatus,  as  hereinbefore   described,  for  the  purpose  of 
facilitating  the  operation  of  drying  calicoes,  muslins,  or  other 
similar  fabrics ;  which  machinery  or  apparatus  is  adapted,  by 
means  of  a  revolving  and  traversing  cylinder  or  cylinders,  situ- 
ated over  a  series  of  stationary  rails  or  staves,  arranged  in  t 
stove  or  drying  house  in  such  a  manner  that  the  pieces  of 
calico,  muslins,  linen,  or  other  similar  fabrics,  may  be  previously 
wound  upon  the  circumference,  and  by  the  revolving  and  tra- 
versing motion  of  the  aforesaid  cylinder  or  cylinders  over  the 
stationary  rails  or  staves,  or  otherwise  by  the  revolving  motion 
of  the  cylinder  or  cylinders  and  the  traversing  movement  of 
the  rails  or  staves  themselves,  may  be  caused  to  descend  in  the 
spaces  between  the  said  rails  or  staves,  and  hang  down  in  long 
loops  or  folds,  in  order  to  spread  the  pieces  quickly,  and  expose 
their  surfaces  so  as  to  facilitate  the  operation  of  drying  the 
same ;  the  said  machinery  or  apparatus  being  also  adapted  to 
perform   the  operation  of  taking   up    or    removing  the  said 
calicoes,  muslins,  linens,  or  other  similar  fabrics,  from  off  the 
said  rails  or  staves,  and  winding  or  rolling  them  upon  the  cir- 
cumference of  a  roller  or  rollers,  so  that  they  may  be  remoTed 
from  the  machine  after  being  sufficiently  dried ;  at  the  same 
time  I  must  observe,  that  the  form  and  proportion  of  the  differ- 
ent parts  may  be  varied  according  to  the  situation,  or  discre- 
tion of  the  workmen  employed  in  constructing  the  same;  the 
materials  of  which  the  same  may  be  made  may  also  be  varied, 
according  to  the  circumstances  of  the  case,  without  departing 
from  the  intent  and  object  of  my  invention,  as  above  described 
and  set  forth.     In  witness,  &c. 


Haworth  v.  Hardcastle. 
[4  M.  &  Sc.  720 3  1  Bing.  N.  C.  182.] 
Cor.  Sir  N.  Tlndal,  C.J. ;   Parke,  J. ;   Gaselee,  J. ;  Alderwn,  J. 

E.T.,  1834. 

Not  essential  to  This  was  an  action  for  the  infringement  of  the  above  patent, 
the  validity  of  a  0f  whicn  the  plaintiff  was  the  assignee.     At  the  trial  of  the  cause 

patent,  that  the..        ■*«■».         a*  *  / w  «*r  x    • 

invention  should  before  Mr.  Justice  Alderson  (M.  Vac,  1833),  it  appeared  that  the 
the^Mes  to' aU  °^  Process  of  drying  calicoes,  linens,  muslins,  and  the  Uke  fabrics, 
which  it  is  pro-  was  performed  in  a  place  called  a  stove  or  drying  house,  about 
pUcab!£ap"  twenty  feet  high,  or  upwards,  divided  into  three  stages  or  floors, 
if  a  »drt  facia*  which  were  formed  of  rails  or  staves,  traversing  the  buikfiag 
wJrTlJiugbethe  horizontally.    The  cloth  intended  to  be  dried  was  then  carried 


HAWORTH   V.    HARDCASTLE.  481 

to  the  upper  part  of  the  drying  house,  and  dropped  by  hand  less  inclined  to 
over  the  top  row  of  staves,  a  man  standing  on  the  second  row  objection  to  the 
to  guide  its  descent,  and  to  give  notice  to  the  person  above  validity  of  the 
when  sufficient  had  been  allowed  to  fall  to  form  a  loop  about palem* 
six  feet" long :  and  when  the  upper  compartment  of  staves  was 
covered  in  this  manner,  the  second  and  lower  floors  were  simi- 
larly hung.    This  method,  besides  being  expensive  and  tedious, 
was  found  very  inconvenient,  the  number  of  loops  and  of  staves 
preventing  the  free  passage  of  the  heated  air  in  the  stove.    The 
object  of  the  patent  upon  which  this  action  was  brought,  was 
for  the  adaptation  of  certain  machinery  to  supersede  the  labour 
of  man  in  the  process  of  hanging  up  and  taking  down  the  cloth, 
and  to  obviate  the  other  inconveniences  that  were  found  to 
attend  the  old  method  of  drying  it. 

It  appeared  upon  the  evidence,  that  prior  to  the  year  1823,  Plaintiff 't  case. 
some  drying  houses  had  been  constructed  with  one  row  of  staves 
only,  placed  in  the  upper  part  of  the  building;  and  also  that  a 
machine  had  some  years  before  been  used  by  Ainsworth  §  Fogg, 
for  the  purpose  of  letting  down  cloth  from  staves  placed  at  the 
top  of  a  drying  house,  consisting  of  a  carriage  similar  to  that  used 
by  the  patentee,  but  having  only  one  roller,  on  which  the  cloth 
was  placed,  and  which  was  turned  with  a  winch.  Fogg,  who 
was  called  as  a  witness,  stated  that  he  had  used  this  machine 
for  about  six  months,  and  then  discontinued  it,  finding  it  of 
little  use.  The  defendant  had  used  three  machines,  one  of 
which  was  purchased  by  him  from  the  patentee,  but  was  used 
without  a  license ;  the  other  two  varied  in  some  degree  from 
the  patent  machine.  The  latter  when  traversing  the  staves  was 
followed  by  a  stop  roller,  to  determine  the  length  of  the  loop  of 
cloth,  by  nipping  or  pressing  it  upon  the  edge  of  the  stave,  so 
as  to  hold  it  until  the  succeeding  loop  became  of  sufficient 
length  to  balance  by  its  weight  the  preceding  one.  This  was 
found  not  to  answer  the  purpose  intended,  in  consequence  of 
the  heat  of  the  drying  house  causing  the  staves  to  warp ;  and 
therefore  the  inventor  substituted  a  dropping-board  or  flapper ; 
and  in  one  of  the  machines  used  by  the  defendant,  a  bag  of 
shot  was  the  substitute  for  the  stop  roller.  It  was  proved  by 
several  witnesses,  and,  amongst  others,  by  the  son  of  the 
patentee,  that  the  machine  did  not  answer  the  purpose  of  taking 
up  some  descriptions  of  cloth,  by  reason  (as  some  of  them 
stated)  of  the  deception  used  in  the  manufacture. 

On  the  part  of  the  defendant  it  was  contended,  that  the  patent  Defendant's 
was  void,  on  the  grounds  that  the  specification  claimed  as  new  ca$e- 
the  placing  the  staves  or  rails  at  the  top  of  the  drying  house ; 
that  it  claimed  the  invention  of  that  which  had  previously  been 
used  by  Ainsworth  fy  Fogg,  and  that  it  was  not  adapted  to  the 
taking  up  the  cloth,  as  stated  in  the  specification. 


482  southworth's  patent. 

The  learned  judge  left  it  to  the  jury  to  say,  whether  the  in- 
vention was  new  and  properly  described  in  the  specification— 
whether  the  machine  was  capable  of  taking  up  cloth  for  any 
useful  purpose — and  whether  the  machines  used  by  the  de- 
fendant were  infringements  on  the  plaintiff's  patent,  or  fair 
improvements  on  the  original  invention  of  Ainsworth  if  Fogg. 

Special verdkt.  The  finding  of  the  jury  was  as  follows: — The  jury  find  that 
the  invention  is  new,  and  useful  upon  the  whole;  and  that  die 
specification  is  sufficient  for  a  mechanic,  properly  instructed,  to 
make  a  machine,  and  that  there  has  been  an  infringement  of 
the  patent ;  but  they  also  find  that  the  machine  is  not  useful 
in  some  cases  for  taking  up  goods. 

A  verdict  was  thereupon  entered  for  the  plaintiff,  leave  being 
reserved  to  the  defendant  to  move  to  set  it  aside,  and  enter  a 
nonsuit. 

Rule  nisi.  Stephen,  Sergt,  accordingly  obtained  a  rule  nisi  to  enter  a 

nonsuit  on  the  grounds  urged  at  the  trial,  and  also  on  the 
ground  that  the  finding  of  the  jury  in  effect  negatived  the  use- 
fulness of  the  invention  for  which  the  patent  was  obtained,  to 
the  extent  stated  in  the  specification ;  and  also  for  a  new  trial, 
on  the  grounds  that  the  verdict  was  against  evidence,  and  that 
the  jury  had  been  misdirected— -contending  that  the  jury  should 
have  been  directed  to  consider  whether  Southworth's  invention 
was  new,  regard  being  had  to  that  of  Ainsworth  $  Fogg;  and 
whether  the  plaintiff's  machine  was  adapted  to  the  taking  up  of 
goods  according  to  the  specification,  that  being  a  material  part 
of  the  improvement  claimed  (*). 

Wilde  and  Coleridge,  Sergts,,  showed  cause  against  the  above 
rule.  The  substance  of  the  patent  was  an  invention  of  ma- 
chinery adapted  to  facilitate  the  drying  of  the  goods  mentioned 
in  the  specification ;  and  the  patent  is  not  avoided,  because  the 
inventor  has  gone  on  to  state  that  the  machinery  is  also 
adapted  to  the  taking  up  the  cloths  when  dry.  In  the  cases 
cited  on  the  part  of  the  defendant,  the  patents  were  held  to  be 
void,  because  the  several  machines,  or  the  processes  described 
in  the  specification,  were  utterly  unadapted  to  the  accomplish- 
ment of  the  purposes  for  which  they  were  intended.  Here  the 
main  object  which  the  patentee  professed  to  attain  has  been 
accomplished ;  as  far  as  regards  the  letting  down  the  cloths,  it 
is  admitted  that  the  machine  is  faultless ;  and  it  is  constructed  * 
and  worked  precisely  in  the  mode  pointed  out  in  the  specifica- 
tion, with  the  exception  of  a  flapper  being  substituted  for  the 
stop  roller,  which  was  found  not  to  work  well,  where,  in  conse- 
quence of  the  staves  or  rails  warping,  an  uneven  surface  was 


(h)  The  learned  counsel  in  moving  for  the  rule       Carrpion  v.  Benyon,  6  B.  M.  71 ;  Rex  y,  Wheeler, 
cited  the  cases  of  Turner  v.  Winter,  1  T.  R.  602,       4  B.  &  Aid.  541.     See  ante,  83. 
and  ante,  77  ;   Bloxam  v.  Elite,  6  B.  &  C.  169; 


HAWORTH   V.   HAADCA8TLE.  483 

aented.  Even  suppose  the  taking  up  to  be  an  essential  part  a.d.  1834. 
the  invention,  the  finding  of  the  jury  does  not  negative  the 
lend  usefulness  of  the  machine  in  this  particular,  though  it 
les  it  not  to  be  useful  in  some  cases — evidently  pointing  to 
Me  cases  adverted  to  by  the  witnesses,  viz.  where  the  goods 
re  fraudulently  manufactured  (/). 

Stephen,  Sergt.  in  reply,  in  addition  to  the  points  contended 
on  showing  cause,  objected  that  the  patent  was  taken  out 
machinery,  whereas  the  specification  showed  the  invention 
consist  in  the  application  of  machinery,  or  in  a  method  of 
ng  the  apparatus.  Cur.  adv.  vult. 


Tindal,  C.  J.:  This  case  has  been  brought  before  us  upon  Judgment. 
notion  for  a  rule,  either  to   enter  a   nonsuit   upon  leave 
;n  for  that  purpose  by  the  judge  at  the  trial,  or  for  a  new 
[  on  the  ground  of  misdirection  of  the  learned  judge  who 
d  the  cause,  and  also  that  the  verdict  of  the  jury  had  been 
m  against  the  weight  of  the  evidence.     Upon  the  discussion 
ch  took  place  upon  the  original  motion,  the  court  were  satis- 
that  the  direction  of  the  learned  judge  was  right,  and  the 
was  consequently  granted  upon  the  two  remaining  grounds. 
he   motion  for  entering  a  nonsuit  was  grounded  on  two  A  finding  of  the 
its;  first,  that  the  jury  had,  by  their  special  finding,  nega-]^1^^. 
d  the  usefulness  of  the  invention  to  the  full  extent  of  what  ful  on  the  whole, 
patent  and  specification  had  held  out  to  the  public ;  se-  usefuUnMme ' 
fly,  that  the  patentee  had  claimed  in  his  specification  the  cases,  is  not  a 
ration  of  the  rails  or  staves  over  which  the  cloths  were  hung,  *^n  °  D0D* 
it  all  events,  the  placing  them  in  a  tier  at  the  upper  part  of 
drying  room*    As  to  the  finding  of  the  jury,  it  was  in  these 
ds:   "  The  jury  find  the  invention  is  new  and  useful  upon 
whole ;  and  that  the  specification  is  sufficient  for  a  mecha- 
properly  instructed,  to  make  a  machine,  and  that  there  has 
n  an  infringement  of  the  patent;  but  they  also  find  that  the 
shine  is  not  useful  in  some  cases  for  taking  off  goods."  The 
ofication  must  be  admitted,  as  it  appears  to  us,  to  describe 
invention  to  be  adapted  to  perform  the  operation  of  remov- 
the  calicoes  and  other  cloths  from  off  the  rails  or  staves  after 
f  have  been  sufficiently  dried.     But  we  think  we  are  not 
Tanted  in  drawing  so  strict  a  conclusion  from  this  finding  of 
jury  as  to  hold  that  they  have  intended  to  negative,  or  that 
f  have  thereby  negatived,  that  the  machine  was  useful  in 


)  The  case  of  CrouUy  v.  Beverley,  ante  110,  case  of  Lewis  v.  Marling,  post  490,  where  it  was 

relied  on  at  an  authority  to  show  that  the  expressly  held,  that  the  fact  of  one  part  of  an  in- 

rion  to  give  directions  in  the  specification,  as  vention  not  being  useful,  will  not  vitiate  the  grant, 

tatters  which  are  within  the  knowledge  of  The  same  case  was  also  cited  on  the  question 

r  person  capable  of  carrying  out  the  inven-  of  novelty  and  user,  as  to  which  see  ante  126,  n. 


will  not  invalidate  the  patent.     Also  the 
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Judgment.        the  generality  of  the  cases  which  occur  for  that  purpose.    After 
stating  that  the  machine  was  useful  on  the  whole,  the  expres- 
sion, that  'in  some  cases  it  is  not  useful  to  take  up  the  cloths,' 
appears  to  us  to  lead  rather  to  the  inference  that  in  the  gene- 
rality of  cases  it  is  found  useful.     And  if  the  jury  think  it  useful 
in  the  general,  because  some  cases  occur  in  which  it  does  not 
answer,  we  think  it  would  be  much  too  strong  a  conclusion  to 
hold  the  patent  void.     How  many  cases  occur,  what  proportion 
they  bear  to  those  in  which  the  machine  is  useful,  whether  the 
instances  in  which  it  is  found  not  to  answer  are  to  be  referred 
to  the  species  of  cloth  hung  out,  to  the  mode  of  dressing  the 
cloths,  to  the  thickness  of  them,  or  to  any  other  cause  distinct 
and  different  from  the  defective  structure  or  want  of  power  in  the 
machine,  this  finding  of  the  jury  gives  us  no  information  what- 
ever.    Upon  such  a  finding,  therefore,  in  a  case  where  the  jury 
have  given  their  general  verdict  for  the  plaintiff,  we  think  that 
we  should  act  with  great  hazard  and  precipitation  if  we  were  to 
hold  that  the  plaintiff  ought  to  be  nonsuited  upon  the  ground 
that  his  machine  was  altogether  useless  for  one  of  the  purposes 
described  in  his  specification  (m). 
A  patentee  to  be     As  to  the  second  ground  upon  which  the  motion  for  a  non- 
mtTnTto  claim  su*fc  Procee(kd,  we  think,  upon  the  fair  construction  of  the 
things  which  he  specification  itself,  the  patentee  does  not  claim  as  part  of  his 
iniUusekn0Wt0be  inventi°n>  either  the  rails  or  staves  over  which  the  calicoes  and 
other  cloths  are  to  be  hung,  or  the  placing  them  at  the  upper 
part  of  the  building.     The  use  of  rails  and  staves  for  this  pur- 
pose was  proved  to  have  been  so  general  before  the  granting  of 
this  patent,  that  it  would  be  almost  impossible  a  priori  to  sup- 
pose that  the  patentee  intended  to  claim  what  he  could  not  but 
know  would  have  avoided  his  patent,  and  the  express  statement 
that  he  makes,  "  that  he  constructs  the  stove  or  drying  house  in  a 
manner  nearly  similar  to  those  which  are  at  present  in  use,  and 
that  he  arranges  the  rails  or  staves  on  which  the  cloth  or  fabric  is 
intended  to  be  hung  or  suspended,  near  to  the  upper  part  of  the 
said  stove  or  drying  house,"  shows  clearly  that  he  is  speaking 
of  those  rails  or  staves  as  of  things  then  known  and  in  common 
use,  for  he  begins  with  describing  the  drying  house  as  nearly 


(m)  The  above  decision  is  in  strict  conformity  distinguishable  from  those  in  which  the  , 

with  a  preceding  decision  of  the  Court  of  Queen's  wholly  fails ;  that  is,  those  in  which  the  uVenooa 

Bench  in  the  case  of  Lewis  v.  Marling,  where  it  as  described  is  useless,  as  in  the  case  of  Jfaaawv* 

was  held  not  to  be  essential  that  all  the  parts  of  an  Parker,  where  it  appeared  that  the  object  of  the 

invention  should  be  useful,  post  490 ;   and  with  a*  invention — viz.  the  construction  of  a  hammer  for 

subsequent  decision  of  the  Court  of  Exchequer  in  fowling  pieces  and  small  arms,  which  should  let 

Morgan  v.  Seaward,  where  it  was  said  the  court  out  the  air  from  the  barrel,  and  cause  a  < 


does  not  mean  to  intimate  any  doubt  as  to  the  cation  between  the  powder  in  the  pan  and  the 

validity  of  a  patent  for  an  entire  machine  or  sub-  powder  in  the  barrel,  without  at  the  saae  tis» 

ject,  which  is,  taken  altogether,  useful,  though  a  letting  out  the  powder — wholly  failed,  the  fret 

Jiart  or  parts  may  be  useless,  always  supposing  no  being  that  the  powder  and  air  passed  through  ths 

alse  suggestion :  ante  197.    See  also  in  Cross  Uy  v.  same  hole.    Ante  193. 
Beverley,  ante  110.    The  above  cases  are  clearly 
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rimilar  to  those  in  common  use;  he  gives  no  dimensions  of  the  a.d.  1834. 
nils  or  staves,  no  exact  position  of  them,  nor  any  particular  de- 
scription by  reference,  as  he  invariably  does  when  he  comes  to 
tint  part  of  the  machinery  which  is  peculiarly  his  own  inven- 
tion.   There  can  be  no  rule  of  law  which  requires  the  court  to  The  specific. 
make  any  forced  construction  of  the  specification,  so  as  to  ex-  r°aY*o°a»d  con- 
tend the  claim  of  the  patentee  to  a  wider  range  than  the  facts  sistemiy  with 
would  warrant;  on  the  contrary,  such  construction  ought  to  be  ^e,a*^g£ort 
made  as  will,  consistently  with  the  fair  import  of  the  language  will  make  the 
wed,  make  the  claim  of  invention  co-extensive  with  the  new  gjvewUiTthe  ac- 
discovery  of  the  grantee  of  the  patent.     And  we  see  no  reason  tual  discovery. 
to  believe  that  he  intended  under  this  specification  to  claim 
either  the  staves,  or  the  position  of  the  staves  as  to  their  height 
in  the  drying  house,  as  a  part  of  his  own  invention. 

As  to  that  part  of  the  rule  which  relates  to  the  granting  of  a 
lew  trial  on  the  ground  of  the  former  verdict  being  against 
radence,  this  case  comes  before  us  under  such  peculiar  circura- 
tances,that  unless  we  were  thoroughly  satisfied  that  the  verdict 
ras  wrong,  we  hold  that  we  ought  not  to  interfere.     The  trial 
x>k  place  before  a  special  jury,  it  occupied  two  days  of  close 
rid  laborious  investigation;  the  questions,  whether  the  inven- 
ion  was  new,  and  whether  there  was  any  infringement,  were 
pecifically  and  pointedly  left  to  the  jury ;  the  jury  found  their 
erdict  for  the  plaintiff,  which  verdict,  we  are  authorised  to  say, 
ras  entirely  to  the  satisfaction  of  the  learned  judge  who  pre- 
ided  at  the  trial.    These  circumstances  alone  would  be  suf- 
cient  in  ordinary  cases  to  induce  the  court  to  refuse  to  interfere. 
(at  in  addition  to  these  strong  grounds  for  the  course  we  take  The  fact  of  a 
m  this  occasion,  it  should  be  observed  that  this  is  the  case  of  a  fj^"''^  a 
latent  granted  in  the  year  1823,  having  therefore  now   only  ground* for  re- 
hree  years  longer  to  remain  in  force;  and  further,  the  defendant  (^;^^ 
ir  some  other  persons  have,  since  this  action  has  been  tried,  to  the  patent. 
procured  a  scire  facias  to  avoid  the  patent.     As  this  is  a  mode 
if  trial  in  which  the  precise  objections  to  the  patent  may  be 
-aised  by  the  pleadings,  and  the  questions  made  on  the  former 
arial  may  be  carried  by  writ  of  error  to  a  higher  tribunal,  we 
lo  not  feel  ourselves  called  upon,  unless  upon  a  much  stronger 
*ase  than  the  present,   to   take  away   from   the   plaintiff  the 
benefit  of  the  verdict  which  the  jury  have  given  him.     If  this 
further  proceeding  by  scire  facias  had  not  been  instituted,  and 
now    pending,  we  might  have   felt   ourselves  called  upon  to 
discuss  and  consider  one   objection  advanced  by  the  learned 
counsel  for  the  defendant,  viz.  that  the  patent  is  taken  out  for 
machinery,  whereas  the  specification  is  made  for  the  application 
of  machinery,  or  for  a  method  only.     But  as  this  objection  as 
well  as  the  others  can  receive  a  more  solemn  decision  upon  the 
occasion  to  which  we  have  adverted,  we  shall  offer  no  opinion 
on  it  now,  which  we  think  we  are  the  less  called  upon  to  do  on 
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this  occasion,  as  it  was  not  an  objection  taken  upon  the  trial 
of  the  cause  before  the  jury,  but  for  the  first  time  raised  when 
the  defendant  was  heard  in  support  of  his  rule. 

Rule  discharged  (»). 


IN  THE  PRIVY  COUNCIL. 


Jan. 10, 1837. 


Southworth's  Patent. 


Extension  of 
term  of  fm  tent. 


This  was  an  application,  by  the  assignees  of  the  patentee  and 
of  certain  persons  claiming  under  an  original  license  from  the 
patentee,  for  an  extension  of  the  term  of  the  above  patent 

Stephen,  Sergt.,  appeared  in  support  of  the  petition,  and  in 
reply  to  a  question  from  the  court  said,  that  all  the  parties 
having  licenses  under  the  letters  patent  had  been  seen,  and 
arrangements  made  with  them. 

The  papers  (o)  containing  the  advertisements  were  put  in; 


(n)  Practice  as  to  hearing  rules  and  staying  pro- 
ceeding* pending  a  tcire  Jacms. —  Alter  the  trial  in 
the  above  case,  a  scire  fucLis  had  been  sued  out  by 
the  defendant  to  repeal  the  patent,  and  the  above 
rule  to  show  cause  why  a  nonsuit  should  not  be 
entered  having  been  obtained,  a  further  rule  was 
obtained  to  show  cause  why  that  rule  should  not 
be  enlarged  to  another  term,  in  order  that  the 
scire  facias  might  be  tried  first,  and  that  the  de- 
fendant or  the  question  might  not  be  prejudiced 
by  a  previous  decision  of  the  rule  for  entering  a 
nonsuit.  It  appeared  that  the  action  had  been 
brought  in  pursuance  of  an  order  of  the  Vice 
Chancellor,  bearing  date  the  1st  of  March,  1832, 
and  the  trial  took  place  after  Michaelmas  Term, 
1833,  and  that  the  patent  would  expire  in  1837. 
The  affidavits  in  support  of  the  rule  stated,  that  the 
proceedings  by  scire  facias  were  commenced  with 
the  full  intention  of  going  to  trial,  and  not  for 
the  purpose  of  delay. 

Sir  N.  Tinditl,  C.  J.  •.  In  the  exercise  of  our 
discretion,  I  think  we  ought  not  to  make  this  rule 
absolute.  It  appears  that  the  patent  in  question 
was  granted  so  long  ago  as  the  year  1824 ;  and 
that  the  order  of  the  Vice  Chancellor,  upon  which 
the  present  action  was  brought,  was  made  on  the 
1st  of  March,  1832,  more  than  two  years  since. 
After  so  long  a  delay,  and  coming  now  at  the 
last  moment,  when  the  rule  for  entering  a  non- 
suit or  for  a  new  trial  is  ripe  for  argument,  I 
think  the  application  is  not  one  that  deserves 
favour.  The  plaintiff  has,  in  strict  justice,  a  right 
to  go  on  in  his  action  to  judgment j  and  even  if 
the  scire  facias  avail,  and  the  patent  be  repealed, 
that  will  not  necessarily  prevent  us  from  giving 
judgment  on  the  objections  taken  at  the  trial  of 
this  cause. 

Parke,  J. :    I  think   no  sufficient   ground   has 


been  shown  for  the  interposition  of  the  court. 
The  argument  on  the  rule  has  been  postponed 
merely  for  the  accommodation  of  the  bar;  ind 
the  scire  facias  ii  not  yet  served.  Notwithstand- 
ing the  possibility  of  our  judgment  in  this  case 
being  at  variance  with  the  judgment  of  the  Court 
of  King's  Bench  on  the  trial  of  the  scire  fecm, 
that  is  no  ground  for  delaying  the  discussion;  for, 
iion  constat  that  our  judgment  is  therefore  erro- 
neous.— Rule  discharged.  Hatcorth  v.  Hardeastlt, 
4  M.  &  Sc. 

In  the  recent  case  of  Walton's  patent,  there 
had  been  two  actions  in  the  Court  of  Common 
Pleas,  in  both  of  which  the  plaintiff  had  bees 
successful ;  there  had  been  a  scire  fac'st  in  wbki 
the  verdict  was  for  the  crown;  the  Court  of 
Queen's  Bench  had  granted  a  rule  to  show  cause 
why  there  should  not  be  a  new  trial  on  the  stbtt 
facias ;  there  was  a  bill  of  exceptions  pending  is 
the  latter  of  the  former  actions ;  a  third  actios 
was  pending  in  the  Court  of  Common  Pleas;  Sir 
N.  lindal,  C.  J.,  on  summons  at  chambers, stayed 
the  proceedings  in  this  third  action. 

Lord  Lyndhuist,  L.  C,  stayed  proceedings  os 
a  scire  facias,  sued  out  to  repeal  the  English  pa- 
tent, during  the  pendency  of  proceedings  in  the 
House  of  Lords  on  the  Scotch  patent ;  the  term  of 
the  English  patent  having  expired.    R,  x.XeVm. 

(o)  These  were  the  "London  Gazette,"  of  the 
28 th  of  June,  and  of  the  1st  and  5th  of  July ;  the 
"  Morning  Chronicle,"  of  the  21st,  the  •'  Globe,*' 
of  the  24th,  and  the  "  Times,"  of  the  29th  of 
June  ;  the  "  Manchester  Guardian,"  of  the  1  Its, 
18th,  and  25th  of  June,  and  the  "  Manchester 
Courier"  and  "  Bolton  Free  Press,"  of  the  same 
date.  The  advertisement  stated  the  application 
to  be  by  the  patentee,  his  assignees,  ana  the  **• 
signees  of  some  other  parties. 
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also  the  assignment  by  way  of  mortgage  to  Haworth;  the  Jan.  10, 1837. 
original  deed  of  license  from  the  patentee  to  Slater,  under 
which  some  of  the  petitioners  claimed  as  assignees ;  also  the 
letters  patent  and  specification,  the  injunction,  the  proceedings 
in  the  action  at  law,  and  under  the  two  bankruptcies,  and 
accounts  of  the  licenses  and  of  the  expenditure. 

It  appeared  in  evidence  that  twenty-two  licenses  were  in  ex- 
istence, and  that  all  the  parties  had  been  seen,  and  were  to  have 
their  licenses  on  the  same  terms  in  the  event  of  the  term  of  the 
patent  being  extended.  That  the  number  of  cubic  yards  of 
stove  paid  for  under  the  licenses  was  1833.  That  the  trade 
and  all  the  licensees  had  been  apprised  of  the  application,  and 
that  some  licenses  had  been  taken  since  the  proceedings  on  this 
petition  had  commenced.  That  the  amount  received  for  in- 
fringements and  by  way  of  license  was  £8915. 

Evidence  was  also  given  as  to  the  expense  incurred  and 
experiments  made  by  the  patentee  in  perfecting  his  invention,  in 
rhich  from  d£l500  to  £2000  was  expended,  and  great  interrup- 
ion  of  his  business  occasioned ;  that  at  the  time  of  the  bank- 
nptcy  of  the  parties  who  had  the  original  license,  the  trade 
ere  on  the  point  of  taking  licenses,  but  they  took  advantage  of 
ie  bankruptcy,  and  refused  to  enter  into  any  arrangements 
ntil  after  the  end  of  the  legal  proceedings.  Evidence  was 
iven  as  to  the  utility  of  the  invention ;  the  saving  of  time, 
bour,  and  expense,  and  the  superiority  of  the  work ;  one-half 
ie  amount  of  the  cost  for  bleaching  being  in  some  cases  saved. 
hat  the  modern  improvements  in  the  chemical  parts  of  bleach- 
»g  admit  of  these  operations  being  carried  on  to  a  very  exten- 
▼c  scale,  which,  until  the  invention  of  Mr.  Southworth,  were 
mited  by  the  drying.  According  to  the  former  method,  the 
oth  was  much  injured  by  the  handling. 

Lord  Brougham  :  Their  lordships  are  of  opinion,  that  the  Judgment. 
rerits  of  this  invention  are  quite  understood.     They  are  also 
f  opinion,  that  it  has  been  proved  that  the  benefit  which  the 
atentee  might  otherwise  naturally  be  expected  to  obtain  from 
lis  specific  patent  has  not  arisen,  in  consequence  of  the  mis- 
ntunes  of  the  patentee  and  of  those  connected  with  him,  as 
gents  and  otherwise,  in  the  management  of  this  patent;  and  The  nature  of 
bey  have  also  taken  into  consideration  in  some  degree  the  cir-  ^JS*60^** 
umstance  of  the  nature  of  the  invention  being  such  that  it  traduction  into 
ronld  not  be  likely  to  come  into  immediate  use.     Upon  these  ^^J^l* con" 
onsiderations  they  are  induced  to  report  to  his  Majesty  their 
pinion,  that  it  would  be  right,  if  his  Majesty  should  think  fit, 
o  give  an  extension  to  the  time  granted  for  the  period  of  five 
ears,   at  the  expiration  of  the  term  of  the  patent  already 
ranted.     That  patent  was  granted  in  1823,  therefore  it  will  be 
ve  years  from  the  19th  of  April,  1837.     The  new  letters  patent  The  new  patent 
lust  be,  by  the  statute,  granted  to  the  party  or  parties  who  mu.rt  *•  to  lbe 
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have  a  legal  interest  in  the  letters  patent  now  existing.  Of 
course  the  parties  must  take  care  that  the  right  party  or 
parties  alone  have  the  patent,  otherwise  it  will  have  no  legil 
effect. 

Stephen,  Sergt. :  Those  having  the  legal  estate. 

Lord  Brougham  :  Those  in  whom  the  subsisting  patent  is 
vested  (p).  Report  accordingly. 


LEWIS'S  PATENT. 

Title.  Letters  patent,  15th  Jan.  1818,  to  J.  Lewis,  W.  Lewis,  ind 

William  Davis,  for  "  improvements  on  shearing  machines,  for 
shearing  or  cropping  woollen  or  other  cloths,  that  may  require 
such  process,  the  same  being  further  improvements  on  a  patent 
obtained  by  J.  Lewis,  for  'an  improved  shearing  machine,' 
dated  27th  July,  1815." 


Lewis  and  Another  v.  Davis. 

hu.  v.,  1829.  Cor.  Lord  Tenterden,  C.  J. 

[3  Car.  &  P.  502.] 

If  the  shearing  This  was  an  action  for  the  infringement  of  the  above  patent; 
t  HrtbjTeLn  the  specification  claimed  as  the  plaintiffs'  invention— Rrst,  the 
be  known,  and  application  of  the  flat  spring  for  directing  and  pressing  the  doth 
fromheendrito  end  to  the  cutting  edges.  Second,  the  application  of  the  triangubr 
by  means  of  ro-  steel  wire  on  the  cylinder.  Third,  a  proper  substance  to  brush 
•*»  known,  all  the  cloth.  Fourth,  to  shear  with  rotary  cutters  from  list  to  list, 
a  person  con-     Jn  the  manner  specified  (q). 

to  shear  from  list  F.  Pollock  for  the  defendant.  As  these  are  alleged  to  be  un- 
to list  by  means  provements  on  a  former  machine,  for  which  a  patent  was  granted 
tiiif0isaynew  in'  in  the  year  1815,  the  specification  of  that  patent  must  be  pro- 
ventioD.aoiiwiii  duced#  How  can  the  jury  say  that  these  are  improvements  with- 
ventor  to  main-  out  they  know  what  the  original  machine  was  ? 


(p)  The  new  letters  were  accordingly  granted  purpose  of  brushes  to  raise  the  pile  as  the  cyfis- 

to  E.  Haworth  for  five  years.  der  went  round  ;  and  so  bring  it  into  contact  whk 

(q)   The  defendant  had  a  patent  for  an  im-  the  edges  of  the  cutter.     The  substantial  part  of 

proved  shearing  machine,  with  certain  novelties  the  invention  was  shearing  from  list  to  lift  by  » 

of  construction  ;  among  others,  the  rotary  cutter  rotary  cutter.     It  was  admitted  that  the  oaly  o- 

had  a  lateral  motion,  by  which  the  operation  of  fringement  was  in  respect  of  the  use  of  the  rotary 

shearing  was  performed  in  a  superior  manner.  cutter.     For  a  description  and  plate  of  the  i** 

The  stripes  of  plush  were  placed  between  the  spective  inventions  of  the  plaintiffs  and  dtfsadisti 

spiral  blades  of  the  rotary  cutter,  and  answer  the  see  2  Newt.  Lon.  J.  256,  2d  Series. 


LEWIS    AND    ANOTHER  V.   DAVI8.  489 

Rotch  for  the  plaintiffs.    I  submit  that  that  is  unnecessary,  tab  a  patent  for 
because  the  plaintiffs'  specification  is  perfect;   any  one  who1' 
leads  that  may  make  the  machine,  without  looking  to  any  earlier 
specification. 

Lord  Tenterden,  C.J. :  When  these  parties  applied  to  the  la  an  action  for 
crown,  in  the  year  1818,  they  might  have  applied  for  a  patent  "aSlem.™^- 
for  their  invention,  without  reference  to  any  thing  that  had  gone  fesang  to  be  an 
before.    Now,  that  they  have  not  done;  on  the  contrary,  they  ^fo^eV^atent! 
profess  to  have  improved  a  machine  already  known.     That  ma-  the  specification 
chine  may  be  used  by  any  one  after  fourteen  years  from  the  ^J^  £w*b* 
earlier  patent,  but  any  new  matter  which  is  included  in  the*f*d-.  . 
present  patent  is  not  open  to  every  body,  till  fourteen  years  material  whe- 
from  a  later  period.     It  is,  therefore,  material  to  show  what  are the* a  »*chjne 

A,     .  .i-i         i   •     >m  t  ^t         ▼  ma<*e  according 

ue  improvements  contained  in  the  plaintiffs   patent.     Now  I  to  that  specifi- 

cannot  say  what  are  improvements  upon  a  given  thing,  without  fi^°\jfnlthe 

bowing  what  that  thing  was  before ;  for  aught  I  know,  all  the  would  be  useful 

things  mentioned  in  the  plaintiffs'  specification  may  have  been  Xwn\bat  a° 

included  in  the  former  specification.  machine  con- 

The  specification  of  the  patent  of  1815  was  read.     That  was  ^g^thTsu^ 
for  a  machine  with  rotary  cutters,  which  were  to  shear  the  cloth  sequent  patent 
from  end  to  end.  *  useful. 

It  appeared  that  the  defendant's  alleged  infringement  of  the 
patent  consisted  in  making  a  machine  with  rotary  cutters,  to 
shear  from  list  to  list,  but  that  he  had  not  used  either  the  first, 
second,  or  third  of  the  improvements  stated  in  the  plaintiffs' 
specification.  It  was  also  proved  that  shearing  from  list  to  list 
by  machinery  to  carry  shears,  was  known  before  the  date  of  the 
plaintiffs'  patent,  and  also  that  rotary  cutters  to  shear  the  cloth 
from  end  to  end  were  known  before  that  time.  It  was  proved 
that  the  plaintiffs'  improvements  were  all  useful. 

F.  Pollock  for  the  defendant.  The  old  mode  of  shearing  was 
from  list  to  list,  by  machinery  to  carry  shears  in  that  way. 
The  plaintiffs  have  combined  a  rotary  cutter,  which  was  a 
thing  well  known  before,  with  three  other  things,  which  the 
defendant  has  not  infringed  upon.  Now  I  submit  that  the 
rotary  cutter  being  old,  we  had  a  right  to  use  it  in  shearing  from 
list  to  list,  which  was  the  old  way  of  shearing  by  means  of 
shears,  though  perhaps  rotary  cutters  had  only  been  used  in 
shearing  from  end  to  end.  The  defendant  has  not  infringed  on 
any  of  the  three  things  which  the  plaintiffs  claim.  The  plain- 
tiffs have  no  right  to  claim  the  going  from  list  to  list  as  their 
invention,  and  we  have  only  sheared  in  that  way  with  a  rotary 
cutter  instead  of  shears,  that  species  of  cutter  being  old,  and 
not  of  the  plaintiffs'  invention. 

Lord  Tenterden,  C.J. :  It  is  not  material  whether  a  ma- 
chine made  under  the  patent  of  1815  is  useful  or  not,  as  it  is 
shown  that  the  plaintiffs'  machine  is  highly  useful.  The  case 
stands  thus ;  it  appears  that  a  rotary  cutter  to  shear  from  end 
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The  ■hearing  to  end  was  known,  and  that  catting  from  list  to  list  by  means 
by  arlou^c?t-  of  shears  was  a*80  known.  However,  if  before  the  plaintifi' 
ter  the  subject-  patent  the  cutting  from  list  to  list,  and  the  doing  that  by  means 
^tentUndeJIe"  of  rotary  cutters,  were  not  combined,  I  am  of  opinion,  thatthis 
dently  of  the  is  such  an  invention  by  the  plaintiffs  as  will  entitle  them  to 
means! "         maintain  the  present  action  (r). 

Verdict  for  the  plaintiffs.    Damages  Is. 


In  the  ensuing  term,  F.  Pollock  moved  for  a  new  trial  on 
affidavits,  but  no  question  was  made  as  to  either  of  the  points 
decided  at  the  trial.  Rule  refused. 


Lewis  &  Another  v.  Marling. 
Trin.V.,  1829.  Cor.  Lord  Tenterden,  C.  J. 

[4  Car.  &  P.  52.] 

A  party  took         This  was  another  action  for  an  infringement  of  the  same 

In  imped  f°r  Patent  as  in  ^  Precedin8  <***. 

shearing  ma-         Scarlett,  A.  G.,for  the  plaintiffs,  contended  that  the  jury  ought 

w^Uen^clot^  to  £*ve  considerable  damages,  as  the  validity  of  the  patent  had 

and  claimed      been  litigated  in  that  case. 

his  bJention8:        ^e  specifications  of  the  two  patents  (s)  were  put  in,  and  read. 

one  of  them  was,  In  the  specification  of  the  second  patent,  upon  which  this  action 

stance^ brush  was   brought,   the  plaintiffs   claimed   as  their  invention  four 

the  cloth.    In   things  (/) ;  one  of  which  was  "  a  proper  substance  to  brush  the 

the  machine      cloth,"  and  this  was  described  in  the  specification  as  follows.*— 

in  the  specifica-  «  \  narrow  strip  of  plush  is  fixed  on  the  surface  of  the  cylinder, 

tion,  he  directed  .  - 

plush  to  be  used  parallel  with  the  wire,  to  answer  the  purpose  of  a  brush  for 
buVhe  nowTre  ra*s*nS  UP  ^e  wo°i>  which  is  to  be  shorn  off  the  cloth ;  or,  in- 
stated that  this  stead  of  the  plush,  bristles  may  be  inserted  on  the  cylinder." 
part  of  h^ma*1  Evidence  was  given  of  the  novelty  of  the  invention,  and  of 
chine.  Before  the  defendant's  infringement  of  the  patent. 
paert* m? Q?e**  A  witness  stated,  that  previous  to  the  use  of  the  plaintifc' 
tion  some  kind  machine,  some  substance  had  been  always  used  to  raise  up  the 
bwiTuniformly  wo°l to  be  sborn,  but  that  it  was  found  that,  in  the  plaintiffs' 
used,  but  it  was  machines,  it  was  unnecessary,  if  more  than  one  cutter  at  a  time 


(r)  This  direction  of  the  learned   judge   is  ventors  of  that  mode  or  principle  of  shearing,  the 

founded  on  the  assumption,  that  the  shearing  from  precise  arrangements  are  of  secondary  considers- 

list  to  list  by  a  rotary  cutter  is  of  the  essence  of  tion. 

the  plaintiffs'  invention,  and  that  the  shearing  (*)  According  to  the  ruling  of  the  learned  judge 

cloth  in  that  manner  would  be  an  infringement  of  in  the  preceding  case.     Ante,  489. 

their  patent,    independently    of   the    particular  (t)  See  ante  488,  &  n.  q. 
means  employed.     The  plaintiffs  being  the  in- 
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wis  used  on  the  cylinder ;  and  that,  in  point  of  fact,  this  plush  «ubsequently 
never  was  used.     He  also  stated,  that  the  plaintiffs  had  only  J^h^hb^a-11*1 
made  one  machine  which  had  it ;  and  that  out  of  one  thousand  chine  no  brush 
and  more  of  their  machines  that  they  had  sold,  none  of  them  H^dTtSTthis 
had  any  plush,  or  any  other  substance^  to  raise  the  wool.  did  not  inrali- 

F.  Pollock,  for  the  defendant :    I  submit  that  the  plaintiffs  Before*  partj*' 
must  be  nonsuited.     The  plaintiffs  claim  this  plush  as  a  part  of  took  out  a  pa- 

....  .  .  .  r_.       .        .  .   ,      ,         .,     j  .      .,      tent  for  a  ma- 

their  invention,  and  its  application  is  minutely  described  in  the  chine,  a  model 
specification.     Now,  the  witness  says,  that  the  plaintiffs  never  of  »«miUr  ma- 

it         .1  ,  .  i         i      i     i  •        ii  i-    j   *.     •*.    chine  wa§  made, 

even  sold  a  single  machine  that  had  this  plush  applied  to  it ;  unknown  to 
and  I  apprehend,  that  where  a  patent  is  taken  out  for  a  ma"  cj^/^be^*" 
chine  consisting  of  several  parts,  and  one  of  them  is  wholly  gun  to  be  made 
useless,  the  patent  is  void.     It  may  be  said,  that  it  is  a  harf- J^|j^^~e 
ship  that  the  party  should  be  obliged  to  make  a  specification  was  ever  used  in 
before  he  has  completed  his  invention ;  but  to  do  that,  time  is  foJJ^jZJnt 
always  given :  I  admit,  that  if  a  machine  is  described  in  general,  Held,  thai  this 
it  would   be  no   objection   that    some   particular   part  might  fi^enTto'dtfeat 
be  made  better,  but  here  this  plush  is  claimed  as  a  specific  the  patent, 
invention. 

Scarlett,  A.  G.,  for  the  plaintiffs :  The  argument  on  the  other 
side  is,  that  if  a  man  makes  an  improved  machine,  combining 
with  it  something  that  was  always  thought  necessary,  and  it  be 
afterwards  found  that  his  improvement  is  so  good  that  it  dis- 
penses with  this  thing  that  was  always  thought  necessary,  he  is 
to  lose  his  patent.  The  public  is  not  deceived,  and  the  only 
objection  now  is,  that  it  was  found,  a  year  after  the  taking  out 
of  the  patent,  that  if  more  than  one  cutter  were  applied  the 
plush  was  unnecessary. 

Brougham,  on  the  same  side.  We  say,  that  one  of  our  no- 
velties is  the  using  of  a  brush  of  plush  upon  the  cylinder,  and 
that  is  an  improvement  upon  the  older  modes  of  brushing ;  in 
the  same  way  we  say,  that  our  rotary  cutters  are  an  improve- 
ment on  shears  used  by  hand. 

P.  Pollock,  in  reply :  If  the  thing  was  beneficial  at  the  time 
of  the  invention,  I  admit  that  it  will  not  vitiate  the  patent  that 
rt  becomes  of  no  use  by  means  of  something  invented  after- 
wards ;  but  here,  the  patentee  claims  as  an  invention  a  thing 
that  with  his  machine  is  useless. 

Lord  Tentbrden,  C.  J. :  This  is  a  patent  for  an  improved  The  claiming  to 
Machine  for  shearing  woollen  cloths,  which  is  to  be  effected  by  usf  a  PartKU,ar 

iw  -  -  ,.  t  t      i  •  •/•    *ub»tance, 

^eans  of  rotary  cutters  going  from  list  to  list.     In  his  specm-  which  is  after- 

^tion  the  plaintiff  claims  several  things  as  of  his  invention,  one  HrardsI aba,1!"   , 
l\t    i  i     •  t  *•  ii    donet*» w"' not 

°<  them  being  the  application  of  a  proper  substance  to  brush  vitiate  a  patent, 
°*e  cloth.     It  appears,  that  before  this  patent  the  universal  jjjj^ £|^rare 
Practice  was  to  raise  the  wool  by  means  of  some  kind  of  brush:  the  crown 
h*re  the  patentee  claims  the  exclusive  use  of  this  plush  for  that  decci*cd- 
Purpose,  but  not  as   an  essential  part  of  his   machine.     He 
claims  it  as  his  invention,  and  states  it  to  be  a  novel  mode  of 
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doing  that  which  was  always  done  before  either  by  a  brush  or 
by  some  other  means.  There  was  a  case  of  a  chemical  com- 
pound, where  the  party  mentioned  in  his  specification  some 
ingredient  that  he  did  not  use,  and  the  patent  was  held  to  be 
void  (u) ;  but  there  the  party  deceived  the  crown,  and  I  think 
that  that  case  is  quite  distinguishable  from  the  present.  Here 
the  party  says,  this  is  a  part  of  my  machine,  but  he  no  where 
says  that  it  is  essential.  I  think,  therefore,  that  there  is  no 
weight  in  the  objection. 
Defendant's  The  defence  was,  that  the  mode  of  shearing  from  list  to  list, 

***"  by  means  of  rotary  cutters,  was  not  new  at  the  time  of  the 

plaintiffs'  patent;  and  it  was  proved,  that  in  the  year  1811, a 
specification  was  enrolled  in  America,  for  a  machine  to  shear 
cloth  from  list  to  list  by  means  of  rotary  cutters,  and  that  in 
that  year  a  model  of  an  exactly  similar  machine  was  brought 
to  England,  and  exhibited  to  three  or  four  persons.    It  was 
also  proved,  that  in  the  year  1811,  Mr.  Thompson,  a  manufac- 
turer in  Yorkshire,  employed  workmen  to  make  a  machine  from 
the  American  specification,  and  that  they  had  set  about  it,  but 
that,  in  consequence  of  the  Luddite  riots,  Mr.  Thompson  was 
afraid  to  have  it  completed.     However,  in  answer  to  this,  it  was 
shown  that,  after  the  riots  had  ceased,  the  machine  was  left  un- 
finished, and  Mr.  Thompson  bought  the  plaintiffs'  machine  (*). 
Lord  Tenterden,  C.  J. :  The  object  of  the  plaintiffs'  patent 
is  a  method  of  shearing  from  list  to  list  by  means  of  rotary 
cutters,  and  if  the  case  rested   on  the  evidence  on  the  part 
of  the  plaintiffs,  there  is  no  doubt  that  the  plaintiffs'  was  the 
first  machine  of  this  kind  used  in  this  country ;  but  on  the  part 
of  the  defendant  it  is  contended,  that  there  is  such  a  want  of 
originality  and  novelty  in  the  plaintiffs'  machine,  as  will  pre- 
vent their  recovering  in  this  action. 
The  introducer       It  is  no  doubt  incumbent  on  the  plaintiffs  to  show  that  their 
is  the  inventor;  machine  is  new,  but  it  is  not  necessary  that  they  should  have 

it  is  sufficient  to  .  i  •     »  i     •  i        *        .      .  ~   .  ,         .      i      u 

support  a  pa.  invented  it  from  their  own  heads ;  it  is  sufficient  that  it  should 
invention  be  ^e  new  as  to  ^e  general  use  an^  public  exercise  in  this  king- 
new  as  to  gene-  dom.     If  it  were  shown  that  the  plaintiffs  had  borrowed  from 

l?ceUx«ciM.PUb" some  one  else>  tlien>  of  course>  their  patent  would  fail.  To 
show  that  the  machine  was  not  new,  evidence  is  given  that  a 
model  has  been  seen  by  three  or  four  persons,  and  that  the 
making  of  a  similar  machine  was  begun ;  but  it  appears  to  me, 


(u)  The  case  supposed  to  be  referred  to  is  by  Mr.  Godson  to  have  been  given  on  the  abore 

Turner  v.  Winter,  1  T.  R..  602,  &  ante  77.  trial.   Godson  on  Patents,  43,  2d  Ed.     This  fcrt  » 

(x)  It  is  stated  in  4  Newton,  Lon.  J.  146,  2d  not  adverted  to  by  the  Lord  Chief  Justice,  or  on 

Series,  to  hare  been  given  in  evidence  at  the  trial,  the  argument,  and  if  the  evidence  were  bettered 

that  a  person  named  Jones,  a  cloth-dresser,  em-  it  shows  an  abandonment  of  the  mode,  and  rais«* 

ployed  for  several  months  several  machines  of  strong  presumption,  that,  as  compared  with  vast 

this  kind,  having  rotary  cutters,  shearing  from  list  the  plaintiffs  had  done,  this  was  only  an  esperi- 

to  list,  in  his  factory  at  Bermondscy,  nearly  twenty  ment.     See  p*r  Sir  N.  Tindal,  C.  J.f  pott  SOk\  a^ 

/ears  Bgo.    Evidence  of  a  *um\ax  VAud  \%  %iaxe&  uqia  note. 


LEWIS    AND   ANOTHER   V.    MARLING.  493 

that  the  defendant  has  failed  to  prove  that  such  a  machine  was 
generally  known  or  generally  used  in  England,  before  the 
taking  out  of  this  patent  by  the  plaintiffs  (y). 

Verdict  for  the  plaintiffs.     Damages  £200  (*). 


Lewis  &  Another  v.  Marling. 
Cor.  Lord  Tenierden,  C.  J. ;  Bailey,  J. ;  Parke,  J.  Motion  for  * 

new  trial. 

[10  B.  &  C.  22;  4  Car.  &  P.  57.]  M' T" 1829* 

Case  for  infringing  a  patent  granted  to  the  plaintiffs  for  in>  where  a  paten- 
provements  on  shearing  machines,  for   shearing   or  cropping  lere  of  an  im- 
woollen  and  other  cloths.     Plea,  not  guilty.    At  the  trial  before  claimed  ^\^B 
Lord  Tenterden,  C.  J.,  at  the  Westminster  sittings  after  last  ^D^£ba  P*rt 
Trinity  Term,  it  appeared  that  the  patent  in   question   was  turned  out  to  be 
granted  in  1818,  and  the  plaintiffs  in  their  specification,  which  th^t^is^dnot 
was  accompanied  by  a  drawing,  claimed  as   their  invention,  vitiate  the  pa- 
thirdly,  the  application  of  a  proper  substance,  fixed  on  or  in  the  Sbnnot??*" 
cylinder  A,  to  brush  the  surface  of  the  cloth  to  be  shorn ;  and  •cribing  it  as 
fourthly,  the  described  method  of  shearing  cloth  across  from  JXhllJe.10  th° 
list  to  list  by  a  rotary  cutter.     The  brush  for  the  surface  of  the     Where  it  ap- 
doth  was  soon  found  to  be  useless,  and  the  plaintiffs  never  sold  ^cet  that Vhe 
any  machines  with  it.   On  this  ground  the  defendant  contended  patentee  himself 
that  they  had  claimed  too  much,  and  therefore  the  patent  was  brought  into  use 
void.     As  to  the  fourth  thing  claimed,  the  defendant  contended  the  machine  for 
that  it  was  not  new,  and  proved  that  a  similar  machine  was  in  tent  was  grant- 
use  at  New  York  twenty  years  ago,  and  that  a  specification  of  it  ^aAut  before 
was  sent  over  in  1811,  to  one  Thompson,  residing  at  Leeds,  who  other  persons 
employed  two  engineers  to  manufacture  a  machine  from  it;  but  Jj^  a^"  mo{m 
this  was  never  finished,  in  consequence  of  the  disturbances  made  fication  of  such 
by  the   Luddites.    This   specification   was   shown   to   several  i5chhwwi 
persons,  but  the  machine  was  never  brought  into  use.     It  ap-  brought  over 
peared  also  that  in  1816,  a  model  for  a  machine  to  shear  from  £j5t  f|JJfJ£ ' 
list  to  list,  by  means  of  a  rotary  cutter,  was  brought  over  from  patentee  was, 


(jf)  This  direction  of  the  learned  Chief  Justice  which  a  plaintiff  has  recovered  more  than  nominal 

as  to  a  general  use  and  knowledge  has  been  dis-  damages.     The  damages  are  generally  obtained 

pnted  on  high  authority.      It  appears  admitted  by  way  of  account  in  equity  ;  but  there  is  no  rea- 

tbe  use  or  exercise  must  be  public,  but  it  is  son  why  real  damages  should  not  be  recovered  at 


doubted  whether  the  use  or  exercise  need  law,  as  has  been  done  in  several  earlier  cases, 
be  at  all  general  in  order  to  vitiate  a  subsequent  The  provisions  of  the  act  5  &  6  W.  4,  c.  83,  s.  3, 
patent.  See  in  Cornish  v.  Ketne,  post,  and  Car-  giving  treble  costs  in  second  actions,  which  pro- 
peller t.  Smith.  See  the  observations  of  the  same  visions  are  now,  however,  substantially  repealed 
learned  judge  on  the  motion  for  a  new  trial.  by  6  Vict.  c.  97,  acted  as  a  penalty  against  sub- 
(s)  I  am  not  aware  of  any  subsequent  case  in  sequent  infringers,  and  in  lieu  of  damages. 

3  s 


4*4  lewis's  patent. 

nevertheless,  to  America  by  one  Smith,  and  he  showed  it  to  three  or  four  per- 
thcTn^cntoT1  8°ns  m  k*3  manufactory,  but  no  machine  was  ever  made  from 
within  the  it,  nor  was  it  publicly  known  to  exist,  and  Smith  always 
rtimte^i  Jac.i, usea*  machines  manufactured  by  the  plaintiffs*  It  appeared 
c.  3, ». 6,  do  also,  that  many  years  ago  one  Coxon  had  made  a  machine  to 
been  manufac-g  shear  from  list  to  list,  which  was  tried  by  a  person  called  on 
tured  and  behalf  of  the  defendant,  but  he  did  not  think  it  answered,  and 
uM^ron/the  soon  discontinued  the  use  of  it  (a).  For  the  defendant  it  was 
model  and  ape-  contended  that  this  evidence  deprived  the  plaintiffs  of  the  right 

crfcation,  and  .     .     .  r  r        _        ,   _  j 

there  being  no   to  a  patent,  as  their  invention  was  not  new.     Lord  Tenteraa, 

tte^tentM  had  C#  J#> told  the  Jury> that  the  first  obJection  failed,  as  the  plain- 
ever  aeen  then),  tiffs  had  not  described  the  brush  to  be  attached  to  the  cylinder 
as  an  essential  part  of  their  invention,  and  therefore  the  patent 
might  be  good,  although  further  investigation  proved  that  part 
of  the  invention  to  be  useless.  And  as  to  the  other,  that  as 
the  invention  of  the  machine  for  shearing  from  list  to  list 
by  a  rotary  cutter  bad  not  been  generally  used  or  known 
in  this  country,  the  plaintiffs  might  be  considered  the  inventors 
within  the  meaning  of  the  statute  21  Jac.  1,  c.  3,  s,  6,  notwith- 
standing the  specification  atid  the  model  which  had  been 
brought  over  from  America,  and  the  making  of  a  machine  ta 
work,  in.  that  manner  by  Coxon;  and  his  lordship  left  to  the 
jury  the  questions,  whether  it  had  been  generally  known,  and 
whether  the  patent  had  been  infringed  by  the  defendant.  Tha 
jury  found  a<  verdict  for  the  plaintiffs;  and  now — 

F.  Pollock  moved  for  a  rule  nisi  fox  a  new  trial,  on  the 
grounds  u*ge4  at  the  triaL  First,  the  patent  was  void  on  the 
ground  that  the  plaintiffs  claimed  as  part  of  their  invention 
the  application  of  a  brush  for  the  purpose  of  raising  the  nap  on 
the  cloth.  That  proved  to  be  entirely  useless,  if  not  prejudicial, 
and,  in  fact,  they  never  sold  any  machines  with  the  brush 
attached.  The  public,  therefore,,  would  be  misled,  if  at  the 
expiration  of  the  time  for  which  the  patent  was  granted,  thcj 
attempted  to  manufacture  a  machine  oa  the  patent  principle. 
The  answer  given  to  this  objection  at  the  trial  was,  that  th* 
specification  did  not  describe  the  brush  as  an  essential  part  of 
the  machine.  But  that  is  no  answer  in  law,  the  defendant  his 
a,  right  to  consider  the  case  as  if  the  patent  had  been,  taken  out. 
for  tba£  only.  In  every  patent  all  that  is  claimed  must  be  new 
and  useful.  Turner  v.  Winter  (b),  Crompton  v.  Ibbotstm(c). 
[Parke,  J. :  The  specification  there  stated  that  a  certain  article 
would  produce  the  desired  effect.  The  evidence  was*  that 
nothing  else  would  do  it]  Secondly,  Lord  TenHrdtn  did  not 
leave  the  question  of  novelty  to  the  jury  in  the  manner  warranted 


(«)  See  a*J«  402,  n.  j,  as  to  other  evidence  of  (b)  1  T.  R.  609 ;  ante  77- 

this  same  kind  hating  been  given.  (c)  Dan.  &t  Lloyd,  33 ;  ante  83. 
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by  former  decisions.  The  substance  of  the  invention  was  the 
application  of  a  rotary  cutter  in  shearing  cloth  from  list  to  list. 
The  evidence  was,  that  thirty  years  ago  one  Coxon  made  such 
a  machine;  in  1811  a  specification,  in  which  that  principle  was 
stated,  was  brought  over  from  America,  and  a  machine  com<- 
menced,  but  never  finished*  In  1816  a  model  of  such  a 
machine  was  brought  over,  and  although  no  machine  was  made 
from  it,  the  model  was  shown  to  various  persons.  The  person 
who  brought  it  over  could  not,  after  that,  have  maintained  a 
patent  for  it ;  and  if  he  could  not,  it  is  difficult  to  understand 
why  the  plaintiffs  should  be  in  a  better  situation.  [Parke,  J. : 
It  might  be  new  in  use,  although  the  principle  was  known  be- 
fore.] Affidavits  were  then  produced  as  to  the  knowledge  of 
that  whereof  the  plaintiffs  claimed  to  be  inventors  before  the 
patent  was  granted. 

Lonl  Tsntbrden,  C.  J. :  I  am  of  opinion  that  we  ought  not 
to  grant  a  rule  to  disturb  the  verdict  in  this  case.     It  is  con- 
trary to  the  usual  practice  to  grant  a  rule  in  such  a  case  on 
affidavits*    If  the  facts  disclosed  in  them  are  sufficient  to  vitiate  New  facts 
the  patent,  it  may  be  repealed  by  scire  facias  (rf).     As  to  the  ^^7?^^ 
objection  on  the  ground  that  the  application  of  a  brush  was  pealing  a  patent, 
claimed  as  a  part  of  the  invention,  adverting  to  the  specifica-  7ei!ed°on^a  mo- 
tion,  it  does  not  appear  that  the  patentee  says  the  brush  is  an  'ion  for  a  new 
essential  part  of  the  machine,  although  he  claims  it  as  an  in- 
vention.    When  the  plaintiffs  applied  for  the  patent  they  had 
made  a  machine  to  which  the  brush  was  affixed,  but  before 
any  machine  was  made  for  sale  they  discovered  it  to  be  un- 
necessary.   I  agree,  that  if  the  patentee  mentions  that  as  an  If  any  thine; 
essential  ingredient  in  the  patent  article,  which  is  not  so,  nor  gentbiluni"^ 
even  useful,  and  whereby  he  misleads  the  public,  his  patent  may  *>  be  useless, 
be  void;  but  it  would  be  very  hard  to  say  that  this  patent  should  totdabie^but 
be  void  because  the  plaintiffs  claim  to  be  the  inventors  of  a  fl/,Ve^f  not  d<- 
certain  part  of  the  machine  not  described  as  essential,  and  lential. 
which  turns  out  not  to  be  useful.     Several  of  the  cases  already 
decided  have  borne  hardly  on  the  patentees,  but  no  case  has 
hitherto  gone  the  length  of  deciding  that  such  a  claim  renders 
a  patent  void,  nor  am  I  disposed  to  make  such  a  precedent. 

The  next  point  was,  an  alleged  misdirection  on  my  part  to 
the  jury*  To  impugn  the  novelty  of  the  invention,  evidence 
was  given  that  one  Coson  had  previously  made  a  machine  for 
shearing  from  list  to  list;  but  it  was  not  approved  of,  and  never 
came  into  use.  Another  piece  of  evidence  was,  that  a  model 
had  been  sent  over  from  America  and  exhibited  to  a  few  per- 
sons, but  no  machine  was  made  from  it,  and  the  very  persons 
who  had  the  model  bought  and  used  machines  manufactured 


(i)  Sto  obtemtions  to  tbe  tame  effect,  in  Cornish  v.  Kane,  post. 
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tje  it  not  a  true  by  the  plaintiffs.     It  was  also  proved  that  a  specification  had 

to^wfthiVthe11  been  brought  over  from  America,  and  two  persons  employed  to 

meaning  of  the  make  a  machine  from  it.     But  that  was  never  completed,  so  that 

^^th^odei8  until  ti*e  plaintiffs'  invention  came  out,  no  machine  was  pub* 

or  specification  licly  known  or  used  here  for  shearing  from  list  to  list.    I  told 

wbse^uenUy      the  jury  that  if  it  could  be  shown  that  the  plaintiffs  had  seen 

patented,  but     the  model  or  specification,  that  might  answer  the  claim  of  in- 

been  in  public    vention,  but  there  was  no  evidence  of  that  kind,  and  I  left  it  to 

ute  and  opera-  them  to  say,  whether  it  had  been  in  public  use  and  operation 

before  the  granting  of  the  patent.     They  found  that  it  had 

not,  and  I  think  there  is  no  reason  to  find  fault  with  their 

verdict. 

Bayley,  J. :  I  think  there  should  be  no  rule.     However, 
our  refusing  a  rule  will  not  hinder  the  defendant  from  applying 
for  a  repeal  of  the  patent,  if  he  should  be  so  advised*    To  sup- 
port a  patent  it  is  necessary  that  the  specification  should  make 
a  full  disclosure  to  the  public.     If  the  patentee  suppresses  any 
thing,  or  if  he  misleads,  or  if  he  does  not  communicate  all  he 
knows,  his  specification  is  bad.     So,  if  he  says  that  there  art 
many  modes  of  doing  a  thing,  when  in  fact  one  only  will  do, 
this  will  also  avoid  the  patent ;  but  if  he  makes  a  full  and  fair 
communication,  as  far  as  his  knowledge  at  the  time  extends,  he 
has  done  all  that  is  required.     Mr.  Pollock  objects  to  that  part 
of  the  specification  which  respects  the  use  of  the  plush.    Now, 
at  the  period  when  this  specification  was  made,  the  plush  was 
in  use,  and  there  is  no  reason  to  believe  that  this  patentee  did 
The  subsequent  not  think  it  was  a  useful  part  of  the  machine.     His  patent  is 
iometh^de-    *or  an  instrument  where  something  of  that  kind  was  always 
•cribed  may  be  thought  material,  and  I  am  of  opinion  that  the  subsequent  dis- 
wTirnoTvitTate'  c0vei7  that  the  plush  was  unnecessary,  is  no  objection  to  the 
a  patent,  if  there  validity  of  the  patent.     If  the  party  knew  that  it  was  unneoes- 
decepUoih  °      sai7  ^e  patent  would  be  bad,  on  the  ground  that  this  was  a 
deception,  but  if  he  thought  it  was  proper,  and  only  by  a  sub- 
sequent discovery  finds  out  that  it  is  not  necessary,  I  think  that 
it  forms  no  ground  of  objection. 

Another  ground  of  objection  is  this — it  is  said  that  communi- 
cations were  made  from  America ;  if  it  had  been  shown  that 
the  plaintiff  had  seen  the  model,  and  had  borrowed  from  it,  he 
would  not  have  been  the  true  inventor,  and  would,  therefore* 
The  party  intro-  have  misled  the  crown :  but  if  I  make  a  discovery,  and  am  en- 
vention  ioto,n"    abled  to  produce  an  effect  from  my  own  experiments,  judgment, 
Pub,ic  uk;  « the  and  skill,  it  is  no  objection  that  some  one  else  has  made  a 
ventor.         °"  similar  discovery  by  his  mind,  unless  it  has  become  public    So 
if  I  introduce  a  discovery,  bond  fide  made,  I  may  have  a  patent 
for  it  (i),  though  a  person  might  have  received  privately  a  com* 


(#)  This  principle  of  the  patent  law,  that  the      and  privilege  of  letters  patent,  has  not  beta* 
introducer  is  the  party  entitled  to  \fee  ptolicXY**     «A%\vac*.lj  stated  in  any  other  modem  cue.   h 
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Branication  from  abroad,  which  would  have  enabled  him  to  have 

made  the  machine*    As  to  the  affidavits,  I  do  not  think  them 

sufficient  to  justify  the  court  in  granting  a  rule. 
Parke,  J. :  The  objection  to  the  patent,  as  explained  by  the 

specification,  may  be  thus  stated.    The  patent  is  for  several 
things,  one  of  which,  then  supposed  to  be  useful,  is  now  found 
not  to  be  so ;  but  there  is  no  case  deciding  that  a  patent  is  on 
that  ground  void,  although  cases  have  gone  the  length  of  decid- 
ing, that  if  a  patent  be  granted  for  three  things,  and  one  of 
them  is  not  new,  it  fails  in  toto.    The  prerogative  as  to  granting 
patents  was  restrained  by  the  statute  21  Jac.  1,  c.  3,  s.  6,  to 
cases  or  grants  "to  the  true  and  first  inventors  of  manufactures 
which  others  at  the  time  of  granting  the  patent  shall  not  use." 
The  condition  therefore  is,  that  the  thing  shall  be  new,  not  that  Utility  is  not  a 
it  shall  be  useful;  and  although  the  question  of  its  utility  has  f^£y  £jf 
been  sometimes  left  to  a  jury,  I  think  the  condition  imposed  by  statute,  which 
the  statute  has  been  complied  with  when  it  has  been  proved  to  invemiondb« th* 
be  new*    There  was  no  evidence  in  this  case  to  show  that  the  new. 
plaintiffs  were  not  the  inventors  of  this  machine,  in  this  country 
at  least.     But  the  statute  further  requires  that  it  shall  not  have 
been  used  by  others,  and  it  is  said  that  the  latter  part  of  the 
condition  has  not  been  satisfied(/l)    But  there  was  no  evidence 
of  the  use  of  such  a  machine  before  the  grant  of  the  patent, 
and  there  is  no  case  in  which  a  patentee  has  been  deprived  of 
the  benefit  of  his  invention,  because  another  also  had  invented 
it,  unless  he  had  also  brought  it  into  use.     Upon  these  grounds, 
I  think  that  neither  of  the  objections  taken  ought  to  prevail, 
and  that  the  plaintiffs  are  entitled  to  retain  the  verdict  found  in 
their  favour.  Rule  refused. 
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Letters  patent,  17th  Jan.  1833,  to  R.  W.  Sievier,  for  €€  an  im-  Title. 
provement  or  improvements  in  the  making  or  manufacturing  of 
elastic  goods  or  fabrics,  applicable  to  various  useful  purposes." 

My  invention  of  and  improvement  or  improvements  in  the  Specification. 
making  or  manufacturing  of  elastic  goods  or  fabrics,  applicable 
to  various  useful  purposes,  are  designed  for  the  production  of 
an  elastic  web  cloth  or  other  manufactured  fabric  for  bandages, 

the  earlier  cases,  before  the  statute  of  James,  this  is  the  true  and  first  inventor  within  the  meaning 

principle  was  acted  on  to  the  neglect  of  the  rights  of  the   Statute  of  Monopolies.     See  the  next 

of  the  inventor ;  bat  since  that  statute  the  intra-  judgment. 

ducer  must  also  be  an  inventor.     If  he  be  an  in-  (/)  The  words  of  the  statute  are,  "  which 

renter  and  introducer  of  that  which  others  at  the  others  at  the  time  of  making  such  letters  patent 

time  of  granting  the  letters  patent  do  not  use,  be  and  grant  shall  not  use."    See  preceding  note. 
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Specification,  and  for  such  articles  of  dress  as  the  same  may  be  applicable  to. 
The  first  object  which  I  propose,  is  to  manufacture  an  article 
by  the  ordinary  knitting  frame,  or  similar  kind  of  machinery!  it 
which  cords  or  strands  of  Indian  rubber  shall  be  introduced  be- 
tween the  loops  or  stitches  of  the  fabric,  for  the  purpose  of 
forming  elastic  cords  or  bands  round  the  margins  or  other  pub 
of  stockings,  socks,  gloves,  night-caps,  drawers,  and  various 
other  articles  of  clothing.  The  second  object  is,  to  manufacture 
in  the  ordinary  loom,  an  elastic  woollen  cloth,  by  the  introduc- 
tion of  cords  or  strands  of  Indian  rubber  among  the  longitudinal 
threads  or  yams  which  constitute  the  chain  or  warp,  and  tbo 
among  the  transverse  threads  or  yarns  which  constitute  the  weft  or 
shoot,  and  which  cloth  shall  be  capable  of  being  afterwards  felted 
and  dressed  with  a  nap.  The  third  object  is  to  produce  doth  foil 
cotton,  flax  or  other  suitable  material,  not  capable  of  felting,  in 
which  shall  be  interwoven  elastic  cords  or  strands  of  Indian  rob- 
ber, coated  or  wound  round  with  a  filamentous  material*  The  first 
of  these  improvements  I  effect  by  preparing  knitting  frames  or 
other  similar  machines,  in  the  usual  way  for  the  production  of 
the  knitted  materials  called  stocking  fabric ;  and  when  the  suae 
are  set  to  work,  and  the  fabric  has  been  manufactured  by  the 
ordinary  knitting  process,  up  to  the  part  at  which  I  desire  to 
introduce  the  elastic  cord  or  strands,  I  then,  by  the  adjusting 
screws  of  the  machine,  provide  for  the  elongation  or  contraction 
of  the  lengths  of  the  loops  or  stitches  of  the  row  next  to  be  pro- 
duced across  the  machine,  in  order  to  form  a  channel  to  reoehe 
the  said  elastic  cord  or  strand ;  and  having  prepared  fine  strips 
of  Indian  rubber,  which  may,  if  desired,  be  coated  or  covered 
with  a  filamentous  material,  as  described  in  the  specification  of 
my  patent,  dated  the  first  day  of  December,  1831,  and  enrolled 
in  the  office  of  the  Rolls'  Chapel  of  the  High  Courts  of 
Chancery,  in  June,  1832 ;  I  conduct  such  thread,  cord,  strand, 
or  strip  of  Indian  rubber,  by  means  of  a  long  needle,  hook,  pin- 
cers, or  other  suitable  apparatus  answering  the  purpose  of  a 
shuttle,  across  the  machine  between  the  row  of  stitches  or  loops 
which  were  last  made,  and  those  which  are  then  about  to  be 
formed ;  and  having  drawn  the  said  Indian  rubber  thread,  cord,  or 
strand,  straight  and  smooth,  I  complete  the  last-mentioned  row  of 
loops  or  stitches  by  the  ordinary  movements  of  the  machine, 
which  encloses  the  Indian  rubber  thread,  cord,  or  strand,  and 
keeps  it  securely  in  its  place,  interwoven  with  the  threads 
of  the  fabric.  A  second  thread  of  Indian  rubber  is  in  like  man- 
ner introduced  between  the  next,  or  other  subsequent  row 
of  stitches,  and  is  in  the  same  way  confined;  and  any  further 
number  of  these  threads,  cords,  or  strands,  may  by  the  same 
means  be  inserted  and  interwoven  into  the  fabric  at  audi  parts 
as  may  be  required  for  the  purpose  of  producing  (when  the  sel- 
vages are  connected  or  whipped  together)  elastic  bandages, 
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bracings,  round  the  stocking,  sock,  glove,  night-cap,  Specification. 

dele  of  wearing  apparel.     If  the  elastic  cloth  so  pro- 

lid  be  intended  for  outward  garments,  with  a  nap 

ir&ce*  I  should  employ,  in  connexion  with  the  Indian 

inds,  yarns  spun  from  short  wool,  which,  after  having 

n>  I  should  finish  as  the  woollen  cloths  are  usually 

lat  is,  felt  the  wool  in  the  fulling  stock,  raise  the  pile 

shinery,  or  by  hand  cards  or  teazles,  and  afterwards 

lap  down  to  a  fine  smooth  surface.     In  manufacturing 

doth  from  cotton,,  flax,  or  other  material,  whieh  is  not 

o  be  milled  or  fulled,  I  introduce  into  the  fabric 

strands  of  Indian  rubber,  which  have  been  previously 

r  winding  filaments  tightly  round  them  through  the 

an  ordinary  covering  machine,  or  otherwise;  these 

Indian  rubber  being  applied  as  warp  or  weft,  or  as, 
-ding  to  the  direction  of  the  elasticity  required.  By 
lining  the  strands  of  Indian  rubber  with  yarns  of  cot- 
•r  other  non-elastic  material,  I  am  enabled  to  produce 
ieh  shall  afford  any  required  degree  of  elastic  pressure, 
» the  proportions  of  the  elastic  and  non-elastic  mate- 
mains  only  to  add,  that  the  strands  of  Indian  rubber 
:  first  instance,  stretched  to  their  utmost  tension,  and 
ion-elastic,  as  described  in  my  former  specification, 

in  that  state  introduced  in  the  fabric,  they  acquire 
icity  by  the  application  of  heat,  after  the  fabric  is 
stjy,  as  my  invention  consists  solely  in  the  employment 

of  Indian  rubber,  in  connexion  with  yarns,  in  the 
ibed,  for  manufacturing  elastic  goods  or  fabrics,  I 
leemed  it  necessary  to  describe  any  particular  kind  of 

for  carrying  the  same  into  effect,  as  such  machinery 
>wn,  and  forms  no  part  of  my  invention. 

In  witness,  &c. 


ng  are  referred  to  in  the  subsequent  terials,  'are  now  commonly  used  in  the  manufac- 
ngs  on  the  above  patent : —  turc  of  many  articles  where  elasticity  is  required ; 
snt,  1st  Dec.  1831,  to  R.  W.  Sievier,  and  as  such  filaments  or  threads  are  oovcred  with 
mprovements  in  the  making  or  ma-  different  materials  by  various  kinds  of  machines 
f  cables,  ropes,  whale  fishing,  and  applicable  to  the  purpose,  it  is  not  necessary  for 
lathe  and  rigger  bands,  bags,  and  mc  to  describe  any  particular  machinery  by  which 
if  which  said  improved  articles  are  the  filaments,  threads,  or  strands  of  Indian  rubber 
other  useful  purposes."  required  for  the  different  articles  to  be  manufac- 
i. — This  invention  consists  in  the  tured  in  my  improved  manner  are  to  be  plaited, 
'  employment  of  filaments,  threads,  intermixed,  or  covered  with  the  materials ;  I 
'  caoutchouc  Indian  rubber,  to  or  therefore  shall  only  state  generally,  that  the  fila- 
ig,  manufacturing,  or  constructing  ments,  threads,  or  strands  of  caoutchouc  are  pre- 
let,  ropes,  whale  fishing  and  other  pared  by  cutting  them  from  any  convenient  sized 
(id  rigger  bands,  bags,  and  purses ;  or  shaped  piece  of  Indian  rubber,  into  long  strips, 
i»  threads,  or  strands  of  caoutchouc  which  are  afterwards  stretched  to  their  utmost 
r  being  previously  plaited  over  or  tension,  and  wound  upon  drums,  reels,  or  bobbins, 
hemp,  flax,  silk,  wool,  cotton,  cat-  ready  to  be  plaited  over  or  covered  by,  or  inter- 
grass,  strips  of  leather,  or  other  woven  with,,  the  various  materials  mentioned. — 
materials,  part  of  which  articles  After  describing  the  mode  of  applying  the  inven- 
lufactured  are  applicable  to  various  tion  to  the  manufacture  of  cables,  &c.  the  specifi- 
«,  as  filaments  or  threads  of  Indian  cation  proceeded  :  My  improved  bags  and  purses 
ed  with  cotton,  silk,  and  other  ma-  are  composed  of  knitting  or  net- work,  made  of 
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strands  or  cords  of  the  filaments,  prepared  as 
above  described,  and  which  are  capable,  of  being 
made  into  purses  or  bags  by  hand ;  or"  the  fila- 
ments, strands,  or  cords,  prepared  as  above  de- 
scribed, may  be  knitted,  netted,  or  plaited,  into 
purses  or  bags  by  machinery  or  by  hand.  As 
there  are  so  many  descriptions  of  bags  to  which 
these  improvements  in  the  construction  may  be 
applicable,  it  is  not  necessary  to  state  further  than 
that,  in  any  case  where  elasticity  may  be  required, 
the  bag  or  purse  may  be  made  wholly  of  the  above 
materials,  or  only  parts  used;  for  instance,  in 
making  carpet  travelling  bags,  I  should  only  form 
the  ends  or  edges  of  the  bags  of  the  elastic  ma- 
terial, covered  when  stretched  to  its  utmost  ex- 
tension with  leather,  or  other  suitable  substance, 
which  will  be  capable  on  collapsing  of  drawing 
up  the  leather  or  other  covering  into  puckers  or 
gathers,  so  as  to  allow  of  the  bag  enlarging  very 
considerably  when  any  extra  quantity  of  articles 
is  put  into  it. 

Letters  patent,  29th  April,  1820,  to  Thomas 
Hancock, "  for  the  application  of  a  certain  material 
to  various  articles  of  dress,  and  other  articles,  by 
which  the  same  may  be  rendered  more  elastic.*' 

Specification. — The  material  I  use  is  caoutchouc ; 
I  cut  it  into  slips  of  a  convenient  length  and 
thickness,  according  to  the  purpose  for  which  it  is 
to  be  used,  and  the  degree  of  elasticity  necessary. 
If  the  quality  of  the  caoutchouc  is  not  the  best,  or 
the  spring  is  not  required  to  be  very  substantial,  I 
prepare  these  strips  by  putting  them  into  hot 
water,  and  steeping  them  awhile  to  prevent  their 
cracking  on  the  edges ;  when  the  substance  of 
the  spring  is  required  to  be  more  considerable,  or 
the  quality  of  the  caoutchouc  better,  I  use  it  with- 
out such  preparations.  I  apply  the  caoutchouc 
spring  to  gloves  in  the  following  manner: — A 
case  or  pipe  of  leather,  linen,  or  cotton,  or  other 
similar  material,  is  made  as  long  as  it  is  necessary 
the  spring  should  stretch ;  the  spring  is  then  fas- 
tened at  the  extremities  of  the  pipe  or  case,  by 
sewing  or  otherwise,  in  such  a  manner  as  that 
the  pipe  may  contract  and  gather  up  very  con- 
siderably. The  case  or  pipe  is  then  fixed  in  the 
wrist  of  the  glove,  so  as  to  contract  the  glove  to 
the  size  of  the  wrist,  care  being  taken  not  to 
make  the  spring  so  strong  but  that  the  glove  will 
easily  draw  over  the  hand.  The  case  or  pipe 
may  be  made  in  the  glove  itself,  and  the  spring 
be  introduced  in  the  manner  I  have  described. 
Attention  must  be  paid  in  fastening  the  caout- 
chouc, that  it  is  not  pierced  any  where  between 
the  extremities  by  the  needle,  otherwise  it  will  be 
liable  to  tear  and  break.  In  a  similar  manner, 
I  apply  the  caoutchouc  spring  to  any  other  article 
of  dress  where  elasticity  is  desirable  at  any  par- 
ticular part.  I  apply  the  caoutchouc  springs  to 
waistcoats  and  waistbands,  to  make  them  contract 
and  sit  close  to  the  body ;  to  coat  sleeve  linings, 
to  draw  them  closer  round  the  wrist;  to  the 
mouth  of  pockets,  to  prevent  their  contents  from 
falling  out  when  in  an  inverted  position,  and  pre- 
vent their  being  easily  picked ;  to  trousers  and  to 
gaiter  straps,  to  enable  them  to  lengthen  and 
shorten  to  the  bend  of  the  knees  and  ancle  joints ; 
to  braces,  instead  of  wire  and  other  springs,  as 
now  commonly  used;  to  stockings,  to  prevent 
their  slipping  down  the  legs ;  to  garters,  to  shirt 
wrists,  to  the  knees  of  drawers  and  breeches,  to 


wigs,  false  curls  and  fronts,  to  keep  tight  on  the 
head ;  to  pocket  books  and  purses,  instead  of  tht 
strop  and  loop,  and  wire  springs ;  to  riding  belts, 
to  stays,  and  such  part  of  the  apparel  and  dresi 
of  women  as  require  to  be  kept  close  to  the  per- 
son,  and  yet  to  be  elastic ;  as  fastenings  to  boots, 
shoes,  clogs,  and  pattens,  when  the  object  is  to 
take  them  off  and  on  without  any  difficulty  of  «a- 
lacing  or  untying.     I  apply  caoutchouc  to  tie 
soles  of  boots,  shoes  or  clogs,  by  making  either 
the  whole  sole  of  caoutchouc,  or  the  inner  or 
outer  sole  only,  or  by  fastening  a  piece  of  essst- 
chouc  between  the   soles ;    and  in  either  case, 
boots,  shoes,  and  clogs,  are  rendered  more  elsinc 
to  the  foot.     I  apply  the  caoutchouc  spring  to 
stiffeners  of  neck-cloths.      I  use  caoutchouc  is 
springs  to  render  them  elastic  to  the  foot,  by 
forming  a  piece  to  the  bottom  of  the  furny, 
which  1  fasten  in  by  having  holes  drilled  in  the 
stirrup,  and  sewing  in  the  caoutchouc  with  wsx 
thread  or  wire,  or  by  rivetting  or  screwing  it  ea 
with  iron.     In  this  specification,  I  do  not  insist  os 
any  particular  mode  of  applying   or  fsstenisg 
caoutchouc  to  the  various  articles  described,  aj 
object  being  to  produce  and  apply  a  better  kind 
of  spring  than  any  now  in  use  for  the  purpose! 
above  mentioned. 

Letters  patent,  14th  Nov.  1832,  to  J.  V.  De* 
grands,  "  for  an  invention  of  a  certain  method  of 
weaving  elastic  fabrics."  The  specification,  es- 
rolled  14th  May,  1833,  contained  the  foUowisg 
passage.  "  And  whereas  cords  or  strands  of  hv 
dian  rubber  have  been  heretofore  used  in  vtrioss 
ways  for  composing  elastic  articles,  as  for  instancr, 
by  introducing  such  India  rubber  cords  or  stringt 
in  the  said  articles  to  act  as  springs,  the  sue 
being  contained  in  pipes  or  cases  of  leather,  liaet, 
and  cotton,  or  other  similar  material,  in  the  mu- 
ner  described  in  the  specification  of  a  patest 
granted  to  Thomas  Hancock,  on  or  about  the  29th 
of  April,  1820.  And  whereas  such  India  robber 
cords  or  strings,  covered  by  plaiting,  winding, 
or  otherwise,  with  cotton,  or  silk,  or  other  lib 
filamentous  material,  have,  or  may  have  been  com- 
bined, by  laying  them  together,  or  putting,  or  is* , 
terplacing,  or  netting  them  together,  to  ibra 
cables,  ropes,  lines,  bags,  and  other  like  fabrics  or 
articles,  as  described  in  the  specification  of  t 
patent,  granted  to  Robert  W.  Sievier,  on  the  U 
of  December,  1831.  And  whereas  also  sack 
cords  or  strings  so  covered  with  cotton  or  silk,  or 
other  like  material,  have  or  may  have  been  won* 
in  combination  with  cotton  or  flax,  or  other  tino- 
lar  yarns,  to  produce  a  fabric  partially  elastic  he. 
&c.  Now,  1  do  hereby  declare,  that  I  do  sot 
claim  the  use  of  cords  or  strings  of  caoutchouc 
when  the  same  are  so  covered  with  silk  or  cotton, 
or  other  like  material,  wound,  plaited,  or  other- 
wise laid  around  tbem,  or  when  the  same  sre 
used  merely  as  springs,  or  in  any  other  way  tain 
that  I  have  described  hereinbefore ;  I  claim  only 
the  method  which  I  have  described  of  wearing 
elastic  fabrics  with  uncovered  or  bare  cords  or 
strings  of  caoutchouc  or  India  rubber,  in  looms  of 
any  of  the  ordinary  constructions,  the  said  hire 
ends  or  springs  of  caoutchouc  forming  either  the 
entirety  or  any  portion  of  the  warp,  or  of  tse 
weft,  or  both  the  warp  and  weft,  of  such  elastk 
fabrics." 
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Cornish  &  Sievier  v.  Keene  &  Nickels. 

Cor.  Sir  N.  C.  Tindal,  C.J.  Dec.  7, 8,  &  9, 

A.  D.  1835. 

The  declaration,  after  stating  the  invention  by  Sievier,  the  Declaration. 
grant  of  the  letters  patent,  and  the  enrolment  of  the  specifica- 
tion, further  stated  that  the  plaintiff  Sievier,  the  7th  of  April, 
1834,  duly  assigned  to  the  plaintiff  Cornish  one  undivided  half- 
part,  or  share,  or  interest,  of  him  the  said  Sievier,  in  the  said 
invention,  and  the  benefit  and  advantage  thereof,  under  and  by 
virtue  of  the  said  letters  patent,  and  that  they,  the  plaintiffs,  on 
the  day  and  year  aforesaid,  became,  and  were,  and  still  are,  in- 
terested in  form  aforesaid,  in  the  said  invention,  and  in  the  said 
letters  patent,  and  in  the  benefit  and  advantage  thereof.  The 
declaration,  after  averring  the  use  of  the  said  invention  by  the 
plaintiffs,  assigned  as  breaches  the  making,  using,  and  putting 
in  practice,  the  said  invention,  the  counterfeiting,  imitating,  and 
resembling  the  same,  the  making  divers  additions  thereto  and 
subtractions  therefrom,  and  the  vending  and  selling  large  quan- 
tities of  goods  and  fabrics,  manufactured  according  to  the  said 
invention  (a). 

The  defendants  pleaded — 1.  Not  guilty.  2.  That  the  plain-  Pleat. 
tiff  Sievier  was  not  the  true  and  first  inventor  of  any  improve- 
ment or  improvements  in  the  making  or  manufacturing  of 
elastic  goods  or  fabrics,  applicable  to  various  useful  purposes. 
3.  That  the  said  invention  was  not  before  and  at  the  time  of 
the  making  the  said  letters  patent  new  as  to  the  public  use  and 
exercise  thereof  in  Great  Britain,  nor  was  the  same  invented  by 
the  plaintiff  Sievier.  4.  That  the  said  invention  was  not  an 
improvement  in  the  making  or  manufacturing  of  elastic  goods 
or  fabrics,  applicable  to  various  useful  purposes.  5.  That  the 
plaintiff  Sievier  did  not  particularly  describe  and  ascertain  the 
nature  of  his  said  invention,  and  in  what  manner  the  same  was 
to  be  performed,  by  any  instrument  in  writing,  in  manner  and 
form,  as  alleged.     Upon  which  pleas  issue  was  joined. 

Sir  J.  Campbell,  A.  G.,  Sir  Thos.  Wilde,  Stephen  Sergt.,  and 
Hmdmarch,  were  counsel  for  the  plaintiffs;  Sir  F.  Pollock, 
Oresswell,  and  Knowles,  for  the  defendants.  The  nature  of  the 
case  and  of  the  evidence  will  appear  from  the  summing  up  of 
the  learned  judge. 

Sir  N.  Tindal,  C.  J. :  Gentlemen,  this  is  an  action  which  is  The  summing 
brought  for  the  infringement  of  a  patent,  which  bears  date  the  up' 
17th  of  Jan.  1833,  and  which  appears  to  have  been  a  patent,  as 
expressed  upon  the  face  of  it,  for  an  improvement  or  improve- 

(«)  Error  was  brought  on  this  declaration,  on       shown.     But  the  Exchequer  Chamber  held  the 
the  grounds  that  the  assignment  was  not  averred      declaration  sufficient  after  verdict. , 
to  be  by  deed ;  also,  that  no  joint  damage  was 
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SifN.C.TWuJ,  ments  in  the  making  or  manufacturing  of  elastic  goods  or 
C.J.,  to  the jury.  faj>ric^  applicable  to  various  useful  purposes.  That  is  the  title 
of  the  patent,  and  it  must  be  substantially  made  out,  of  course, 
by  the  evidence,  that  such  invention  has  been  made  and  given 
to  the  public  before  the  plaintiffs  can  succeed.  However,  the 
defendants  have  put  upon  the  record  and  have  raised  various 
issues,  which  you  are  to  decide  between  them,  and  I  mention 
them  to  you  in  order  that  we  may  at  once  get  rid  of  those  that 
are  in  a  manner  of  less  consequence  to  the  invention  in  the 
present  instance,  and  which  will  require  very  little  consideration, 
so  that  your  attention  may  be  limited  strictly  and  entirely  to 
the  points  that  are  really  in  dispute  between  the  parties  on  the 
present  occasion. 

In  the  first  place,  the  defendants  have  said  that  they  are  not 
guilty  of  an  infringement  of  the  patent  with  which  they  are 
charged.  That  is,  they  have  neither  sold  from  their  own  stock 
any  of  those  articles,  the  exclusive  making  of  which  was  in- 
tended to,  granted  and  confined  to,  the  plaintiff  Sievier.  Then 
they  go  on  to  say,  that  at  the  time  of  granting  this  patent,  Mr. 
Sievier  was  not  the  first  inventor  of  it;  that  raises  another 
question  for  your  determination.  Then  they  go  on  to  say,  that 
the  invention  or  discovery  itself,  at  the  time  when  the  patent 
was  granted,  was  not  a  new  invention  as  to  the  public  use  and 
exercise  thereof  in  England,  which,  I  must  tell  you  beforehand, 
will  be  the  principal  question  you  will  have  to  try;  and  further 
to  say,  that  it  was  not  an  improvement  in  the  making  or  manu- 
facturing of  elastic  goods  or  fabrics,  applicable  to  useful  pur- 
poses. That  again  is  another  question  upon  which  evidence 
has  been  given  on  both  sides,  and  which  you  must  determine. 
And  they  lastly  say,  there  was  no  sufficient  specification,  that  is, 
that  the  party  has  not  by  a  proper  and  apt  description  so  stated 
the  discovery  upon  the  specification,  which  is  enrolled  in 
Chancery,  that  the  public  afterwards,  when  the  time  of  the 
patent  is  expired,  may  reap  the  benefit  of  the  discovery,  by 
being  able  to  manufacture  the  article  by  themselves. 

Now,  with  respect  to  the  first  question,  whether  he  has  or 
not  infringed  the  patent,  supposing  it  to  be  a  good  patent,  that 
depends  upon  the  evidence  of  several  of  the  witnesses,  and  who 
stated  that  they  had  purchased  in  the  month  of  October,  1854, 
from  the  defendant  Keenes  warehouse,  several  articles  which 
resembled  No.  3.  [Mr.  Cresswell:  I  will  not  ask  your  lordship 
to  put  that  question  to  the  jury.]  I  think  upon  the  last  also, 
which  is  the  specification,  very  little  question  arises,  because 
Test*  of  the  *uf- not  only  persons  of  skill  and  science  read  it,  and  say  that  it  is 
•  Cc?ficaUonhe  inte^8*l^e  t°  them  to  make  the  manufacture  from, but  also  two 
or  three  witnesses  were  called  who  actually  made  it  without  any 
instruction  but  the  specification.  No  person  was  called,  who, 
upon  reading  the  specification,  stated  he  could  not  understand 
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it, or  had  been  misled  by  it,  or  incurred  expense  in  endeavouring  A.  D.  1835. 
to  copy  or  to  imitate  it,  or  stated  that  he  was  unable  to  ascertain 
what  was  meant  by  it.  Men  of  science  can  understand  it 
when  read,  and  you  yourselves  can  tell  whether  you  understand 
it;  and  persons  have  been  found  in  the  humble  walks  of  life, 
who  have  been  able  to  make  the  fabric,  without  any  other 
direction  than  that  of  the  specification.  Therefore,  that  will  be 
a  question  not  of  very  serious  consideration  when  brought  to 
your  minds. 

The  next  remaining  question  which  I  shall  call  your  attention 
to  is,  whether  this  was  or  was  not  an  improvement  upon  any 
manufacture  of  any  fabric  of  the  same  kind,  that  was  in  general 
use.  Upon  that  there  is  certainly  contradictory  evidence. 
You,  however,  will  have  to  say  (for  that  is  a  question  made  be- 
tween the  parties),  whether  that  which  is  called  No.  3,  according 
to  the  specimens  which  have  been  exhibited  to  us,  is  or  is  not 
an  improvement  for  the  various  purposes  for  which  this  patent 
was  intended,  over  the  manufactures  which  were  known  in  the 
trade,  namely,  Nos.  1  and  2.  I  allude  to  them  by  the  names 
Nos.  1,  2,  3,  because  we  have  had  those  terms  so  extremely 
familiar  to  our  minds  for  the  last  three  days,  that  it  is  a  com- 
pendious mode  of  describing  the  fabric,  and  perhaps  it  brings  it 
as  clearly  to  your  understanding  as  if  I  were  to  go  through  the 
more  formal  explanation  of  that  which  1,  2,  and  3,  denote. 
Now,  was  this  No.  3,  which  varies  in  its  mode  of  attaining  its 
object  from  either  No.  1,  which  was  entirely  composed  of 
elastic  material,  or  from  No.  2,  which  contains  the  elastic  ma- 
terial in  a  kind  of  sheath  or  case,  was  this  an  improvement 
upon  that  No.  2,  for  the  various  purposes  for  which  the  patent 
was  taken  out?  Because  the  plaintiff  Sievier  undoubtedly  having 
taken  out  this  patent  for  different  objects,  it  is  incumbent  upon 
him  to  show  that  the  various  objects  for  which  he  took  out  his 
patent  and  discovery,  are  such  as  will  improve  the  manufac- 
ture of  the  article  in  their  various  particulars;  and  for  that  pur- 
pose we  must  look  at  what  his  object  was,  and  then  briefly 
refer  to  the  evidence  of  which  you  are  to  be  the  judges.  The  The  objecu  of 
specification  which  he  has  put  in,  after  stating  what  his  inten- the  mv0ntMm* 
tion  was  in  the  terms  to  which  I  have  referred,  says  he  has 
three  different  objects  in  view  in  obtaining  this  patent,  and  he 
gives  you  an  account  of  this  first  object  which  he  proposes, 
which  is  to  manufacture  an  article  by  the  ordinary  knitting 
frame,  or  similar  kind  of  machinery,  in  which  cords  or  strands 
of  Indian  rubber  shall  be  introduced  between  the  loops  or 
stitches  of  the  fabric,  for  the  purpose  of  forming  elastic  cords 
or  bands  round  the  margins  or  other  parts  of  stockings,  socks, 
gloves,  night-caps,  drawers,  and  various  other  articles  of  cloth- 
ing. That  is  one  of  his  objects.  Another  is  to  manufacture 
with  the  ordinary  loom  an  elastic  woollen  cloth  by  introducing 
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sir  N.c.  Timta/,  the  Indian  rubber,  so  as  to  make  it  elastic  either  latitudinallyor 
C.J.,«*«*«./i*rjr.  longitudinally,  and  to  have  a  felt  such  as  will  nap,  if  that  is 
necessary;  that  is  the  second  object.  The  third  object,  which  I 
believe  is  the  principal  one  which  is  contested  between  the 
parties — the  other  two,  although  mentioned  very  necessary  to 
be  proved  to  be  useful,  not  being  that  for  which  the  great  value 
of  the  patent  is  probably  esteemed — is  this.  He  says  the  third 
object  is  to  produce  cloth  from  cotton,  flax,  or  other  suitable 
material,  not  capable  of  felting,  in  which  shall  be  interwoven 
elastic  cords  or  strands  of  Indian  rubber,  coated  or  wound 
round  with  a  filamentous  material. 

Now,  with  regard  to  the  two  first  objects,  but  little  evidence 
has  been  given ;  there  has  been  some  evidence,  and  that  but 
little,  and  I  am  not  aware  that  as  to  the  two  first  there  is  any 
contradictory  evidence  brought  on  the  part  of  the  defendants: 
in  fact,  although  it  is  necessary  to  leave  this  to  you,  it  is  im- 
possible not  to  see  that  the  great  battle  between  these  parties 
has  turned  upon  the  third  object.  That  is,  making  the 
webs  for  braces,  which  are  applicable  to  so  many  purposes  in 
life ;  the  other  two  are  smaller,  both  in  the  estimation  of  the 
patentee  and  the  public.  The  first,  however,  you  observe  by 
the  cotton  articles  which  were  brought  into  court — the  night- 
cap, gloves,  and  other  articles — is  the  interknitting  this  braided 
material,  so  as  to  form  a  part  of  the  fabric,  and  at  the  same 
time  to  give  the  parts  that  require  it  a  degree  of  tension  that  is 
necessary  and  useful  to  the  purpose.  Is  or  is  not  that  a  useful 
discovery  after  the  other  ?  The  persons  who  were  called,  stated 
that  in  their  opinion  they  thought  it  was.  I  am  not  aware,  bat 
if  you  wish  to  have  your  attention  called  to  it  I  will  refer  to 
the  evidence,  but  I  am  not  aware  that  there  was  any  evidence 
specifically  denying  the  utility  of  that  on  the  side  of  the  de- 
fendants. The  next  is,  the  object  of  making  a  woollen  doth 
which  shall  have  the  texture  either  latitudinally  or  longitudi- 
nally extensible,  according  to  the  degree  of  force  that  is  applied 
to  it.  Now  it  certainly  does  not  appear,  as  I  have  stated,  that 
that  was  an  important  part  of  the  patent  to  the  patentees,  at 
least  they  never  have  brought  it  (as  far  as  we  have  evidence) 
into  a  considerable  degree  of  use.  And  I  am  not  aware  of  any 
more  evidence  being  given  of  the  making  of  cloth  than  the  two 
specimens  which  were  exhibited  to  you  in  court;  they  were 
handed  up  to  you,  they  were  placed  each  way  as  you  must  have 
seen,  and  seemed  to  answer  the  description,  and  the  witnessei 
who  produced  them  said,  they  thought  it  would  be  extremely  use- 
ful, that  it  would  make  coats  for  common  people  in  the  ordinary 
class  of  life,  that  it  would  yield  to  the  pressure  applied  to  it, 
and  would  last  out  many  others.  I  am  not  aware  on  this  head 
also  that  any  great,  or  indeed  any  evidence,  was  brought  to 
pontradict  that  evidence,  as  to  the  utility  of  this  pert  of  the  in- 
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rention ;  in  fact,  it  seems  te  me  as  if  by  a  kind  of  consent,  though  A.  D.  1835. 
'.  am  not  able  to  put  it  to  you  in  that  way,  that  the  contest, 
rhether  this  patent  was  valid  or  not,  was  reserved  for  the 
bird  and  greater  object,  namely,  the  making  the  elastic  web  for 
Baking  braces,  garters,  and  other  articles  of  that  sort.  You  are 
ound,  however,  to  say  whether,  with  respect  to  one  and  all,  the 
efendants  or  plaintiffs  have  succeeded  on  that  plea,  namely, 
rhether  the  various  objects  are  useful  improvements  upon  the 
tale  of  the  manufacture  as  it  was  then  practised.  We  come, 
berefore,  to  the  third  point,  that  is,  the  making  these  webs, 
rhich,  where  he  comes  to  state  more  fully  his  mode  of  doing  it, 
e  states  that  the  manufacture  of  elastic  cloth,  as  he  calls  it 
perhaps  the  word  "  web"  would  have  been  more  familiar  to  a 
ommon  comprehension),  but  the  word  "  cloth"  will  cover  it,  it 
nay  be  made  of  flax,  though  it  more  commonly  applied  to  that 
rhich  is  made  of  wool :  he  says,  "  In  manufacturing  an  elastic 
loth  from  cotton,  flax,  or  other  material,  which  is  not  intended 
D  be  milled  or  fulled,  I  introduce  into  the  fabric  threads  or 
trends  of  Indian  rubber,  which  have  been  previously  covered 
ty  winding  filaments  tightly  round  them  through  the  agency  of 
n  ordinary  covering  machine,  or  otherwise ;  these  strands  of 
ndian  rubber  being  applied  as  warp  or  weft,  or  as  both,  accordi- 
ng to  the  direction  of  the  elasticity  required.  By  thus  com- 
nning  the  strands  of  Indian  rubber  with  yarns  of  cotton,  flax, 
>r  other  non-elastic  material,  I  am  enabled  to  produce  a  cloth 
rhich  shall  afford  any  degree  of  elastic  pressure,  according  to 
he  proportions  of  the  elastic  material."  It  was  with  reference 
particularly  to  this,  the  third  object,  that  I  stated  the  evidence 
>n  each  side  was  contradictory,  and  that  you  must  draw  the 
mlance  between  the  parties.  On  the  part  of  the  plaintiffs, 
everal  of  the  witnesses,  particularly  Mr.  Farey  and  Dr.  Ure, 
itated  the  web  and  cloth,  which  was  so  made,  was  an  improve- 
nent  upon  that  which  had  preceded  it ;  that  it  is  lighter,  more 
x>rous,  and  that  it  will  yield  more  than  the  other — that  it  will 
idapt  itself  to  the  human  frame  more  easily  than  the  former — 
ind  that  it  is  much  cheaper.  Now  I  believe  all  sides  agree 
ipon  this,  that  it  is  considerably  cheaper,  and  indeed  it 
stands  to  reason  that  that  which  is  designated  No.  3,  would  be 
nuch  cheaper  than  No.  1,  which  is  entirely  made  of  longitudinal 
;hreads  of  Indian  rubber,  because  the  cotton  that  is  combined 
pith  it  in  No.  3,  is  a  much  cheaper  article  to  make  the  same 
juantity  of  fabric  than  the  other.  That  is  the  account  they 
jive — that  it  is  lighter,  more  porous,  and  in  cases,  they  say, 
jrhere  pressure  is  required,  it  is  admirable  in  its  consequences, 
for  without  compressing  the  parts  within  it,  it  gives  all  that 
proper  degree  of  pressure  which  may  be  required  for  the  pur- 
poses for  which  it  is  used.  And  two  gentlemen  are  called  of 
lie  medical  profession,  Mr.  Skey  and  Mr.  Holt,  and  they  tell  you 
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Sir  N.C.  Tmdai,  that  they  think  it  is  a  very  great  improvement  for  use  in  surgical 
C.J.,tort#;ury.cases  wjiere  bandages  are  required;  that  it  is  vastly  superior 
to  No.  1 — in  which  it  is  entirely  composed  of  Indian  rubber- 
not  only  as  being  more  light,  but  also  as  being  more  porous, 
so  as  to  allow  of  the  possibility  of  perspiration  passing  from  the 
patient — a  matter  of  very  considerable  consequence.    It  is  t 
circumstance  in  the  case  that  it  is  found  useful  for  surgical  pur- 
The  invention    poses.    The  patent,  however,  is  not  taken  out  for  that  purpose, 
mutt  be  an  im-  ^j  fa  would  not  be  sufficient  in  order  to  maintain  the  patent, 
aUpurpo**,      on  the  ground  of  its  being  an  improvement,  to  show  that  it  wis 
notforoneouiy.  an  improvement  in  surgical  cases  for  bandages  only,  because 
the  patent  is  not  only  confined  to  that,  but  they  must  prove 
also  that  it  is  generally  an  improvement  with  respect  to  the 
general  uses  of  that  fabric  or  manufacture  which  was  intended— 
that  is,  with  respect  to  braces,  garters,  and  other  articles  that 
Cheapness  is  an  are  made  of  it.    The  evidence  on  the  part  of  the  plaintiffs 
^fno^aione  to  states  ^at  **  *s  c'lcaPcr*  an^  cheapness  is  an  improvement,  and 
be  considered,    not  to  be  laid  aside  and  thought  nothing  of,  and  you  are  to 
consider  it  among  other  things;    but  that  is   not   the  only 
thing  to  be  considered,  because  they  may  have   a  thing  too 
cheap  to  be  useful,  and  you  must  see  whether  it  combines  with 
it  the  other  property  of  utility,  which  the  former  fabric  when 
used  for  the  same  purpose  possessed.    The  gentlemen  who  are 
called  for  the  plaintiffs  state  that  it  does ;  several  of  the  wit- 
nesses on  the  part  of  the  defendants  (I  don't  say  all)  speak  very 
lightly  of  it.     One  of  them,  the  first  who  was  called,  states  that 
he  thought  it  a  production  calculated  to  bring  No.  1  into  con- 
tempt ;  he  had  at  one  time  made  it,  but  had  soon  relinquished 
it,  and  had  gone  back  to  No.  1,  which  is  made  entirely  of  the 
extensible  material  (the  Indian  rubber) ;  mid  so  several  of  the 
others  stated.     One  stated,  that  he  thought  it  was  not  so  good, 
"  because,"  says  the  man,  "  though  it  is  cheaper  it  is  heavier." 
"  I  found  it/'  says  the  first  witness,  u  not  an  improvement,  but 
quite  the  reverse,  and  calculated  to  bring  the  thing  into  con- 
tempt, and  so  I  gave  it  up,  and  I  afterwards  continued  the  old 
principle,  making  it  all  elastic."     The  plaintiffs'  second  witness 
says,  "it  has  an  advantage  over  No.  1  and  2,  that  is,  much 
cheaper ;  it  is  not  a  better  article  than  No.  1,  it  is  not  so  good— 
not  so  good  for  braces  only."    Then  he  goes  on  to  say,  athat 
No.  3  has  almost  superseded  No.  1,  and  we  sell  more  of  No.  3.* 
Gentlemen,  the  evidence  being  of  this  nature,  you  are  at  liberty 
to  consult  your  own  judgment  of  the  thing,  the  article  having 
been  exhibited  before  you.     You  will  apply  your  own  good 
sense  and  experience  to  them,  and  say  which  of  these  two  aeti 
of  witnesses  are  speaking  that  which  you  must  rely  upon;  and 
The  fact  of  an    it  is  an  observation  not  to  be  lost  sight  of,  that  the  No.  3 
^wTo^dered!  articte  is  one  which,  according  to  the  testimony  of  this  witnea, 
w  weU  as  another,  Via*  YvaA  wv  extensive  sale,  and  by  having  had 
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i  extensive  sale,  we  are  at  liberty  to  ask  ourselves  how  it  ob-  A.  D.  1835. 
ined  that;  and  although  certainly  the  circumstance  of  its 
sing  considerably  cheaper  would  go  a  great  way  to  account  for 
tat,  it  would  not  go  the  whole  way.  Therefore*  you  must 
k  yourselves,  whether  in  making  braces,  garters,  and  other 
tides,  for  which  this  web  was  originally  intended,  and  before 
ie  improvement  was  applied  by  the  public,  this  has  made 
i  improvement  upon  it  before  the  patent  was  applied, 
id  is  more  beneficial  and  useful  to  the  public  than  the  other 
is.  That  is  one  of  the  questions  which  you  will  have  to 
stermine. 

We  are  now  approaching  nearer  the  real  question  in  contest 
stween  these  parties,  that  is,  whether  it  is  a  new  discovery,  of 
hich  the  present  patentee  Mr.  Sievier  was  the  first  inventor, 
•  whether  it  was  known  and  practised  in  England  before,  and 
;  the  time  of  obtaining  the  patent  in  question.     That  question 
pon  this  record  is  resolved  into  two — They  have  said,  that  the 
manufacture  itself  is  not  in  the  language  of  the  plea  a  new  in- 
mtion,  as  to  the  public  use  and  exercise  thereof  in  England— 
ley  go  on  to  say,  that  Mr.  Sievier  is  not  the  true  and  first  in- 
entor  thereof;  I  don't  know  whether  in  this  particular  case, 
ie  second  question  will  become  very  material  upon  the  facts  of 
ie  case,  if  you  dispose  of  the  first,  because  if  the  defendants  es- 
iblish  for  instance  their  case,  that  it  was  something  known  and 
ractised  in  England  generally  at  the  time  of  the  patent,  why  it 
i  useless  to  inquire  any  further,  whether  the  matter  occurred  to 
ievier,  whether  he  was  the  first  inventor  or  not,  because  the 
oswer  would  be,  why  did  he  not  take  out  his  patent  sooner,  so 
s  to  secure  the  right  to  himself;  on  the  other  hand,  if  you  de- 
ide  it  was  a  new  discovery,  and  therefore  that  the  patent  is  a 
ood  one,  that  is,  that  it  was  not  known  and  practised  in  the 
ingdom  at  the  time  the  patent  was  granted,  then,  in  this  par- 
tcular  case,  there  is  nothing  to  deprive  Mr.  Sievier  of  the  merits 
I  being  the  inventor  of  this  improved  manufacture — there  is  no 
Articular  evidence  that  points  to  him  as  having  borrowed  it 
rom  any  body  else,  or  from  the  public  sources  to  which  the 
rablic  has  the  right  of  access.     Sometimes  it  is  a  material  ques-  Two  distinct  is- 
ion  to  determine,  whether  the  party  who  got  the  patent  was™ u^he^e. 
he  real  and  original  inventor  or  not;  because  these  patents  are  whether  the  in- 
panted  as  a  reward,  not  only  for  the  benefit  that  is  conferred  uT*^h"otnert 
ipon  the  public  by  the  discovery,  but  also  to  the  ingenuity  of  whether  the 
he  first  inventor;  and  although  it  is  proved  that  it  is  a  new  $££ another. ' 
liscovery  so  far  as  the  world  is  concerned,  yet  if  any  body  is 
ible  to  show  that  although  that  was  new — that  the  party  who 
got  the  patent  was  not  the  man  whose  ingenuity  first  discovered 
ty  that  he  had  borrowed  it  from  A.  or  B.,  or  taken  it  from  a 
rook  that  was  printed  in  England,  and  which  was  open  to  all 
:he  world — then,  although  the  public  had  the  benefit  of  it,  it 
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that  others  might 
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There  are  cer- 
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Operation. 


Unsuccessful 
experiment 
cannot  vitiate. 


would  become  an  important  question  whether  he  was  the  first 
and  original  inventor  of  it.  The  main  question  is,  whether  this 
No.  3,  which  is  the  principal  subject  of  the  patent,  was  or  was  not 
in  use  in  England  at  the  time  of  granting  these  letters  patent 
Was  it  or  was  it  not,  in  the  language  of  the  act  of  parliament, 
such  a  manufacture  (which  has  a  very  wide  and  extended  mean- 
ing— you  may  call  it  almost  invention),  was  it  or  was  it  not  such 
an  invention,  at  the  time  of  making  the  letters  patent,  as  was 
current  in  use.  If  this  No.  3,  calling  it  technically  and  com- 
pendiously by  that  title,  was  at  the  time  these  letters  patent 
were  granted  in  any  degree  of  general  use ;  if  it  was  known  at 
all  to  the  world  publicly  and  practised  openly,  so  that  any  otter 
person  might  have  the  means  of  acquiring  the  knowledge  of  it, 
as  well  as  this  person  who  obtained  the  patent — then  the  letters 
patent  are  void ;  on  the  other  hand,  if  it  were  not  known  and 
used  at  the  time  in  England,  then  as  far  as  this .  question  is 
concerned  the  letters  patent  will  stand.  Now  it  will  be  a  ques- 
tion for  you,  gentlemen,  to  say,  whether  upon  the  evidence  which 
you  have  heard  you  are  satisfied  that  the  invention  was  or  was 
not  in  use  and  operation,  public  use  and  operation,  at  the  tune 
the  letters  patent  were  granted  ?  It  is  obvious  that  there  are 
certain  limits  to  that  question;  the  bringing  it  within  that  precise 
description  which  I  have  just  given  must  depend  upon  the 
particular  facts  that  are  brought  before  a  jury.  A  man  may 
make  experiments  in  his  own  closet  for  the  purpose  of  im- 
proving any  art  or  manufacture  in  public  use ;  if  he  makes  these 
experiments  and  never  communicates  them  to  the  world,  and 
lays  them  by  as  forgotten  things,  another  person,  who  has  made 
the  same  experiments,  or  has  gone  a  little  further,  or  is  sa- 
tisfied with  the  experiments,  may  take  out  a  patent,  and 
protect  himself  in  the  privilege  of  the  sole  making  of  the  arti- 
cle for  fourteen  years ;  and  it  will  be  no  answer  to  him  to  say 
that  another  person  before  him  made  the  same  experiments,  and 
therefore  that  he  was  not  the  first  discoverer  of  it — because 
there  may  be  many  discoverers  starting  at  the  same  time,  many 
rivals  that  may  be  running  on  the  same  road  at  the  same  time, 
and  the  first  which  comes  to  the  crown  and  takes  out  a  patent) 
it  not  being  generally  known  to  the  public,  is  the  man  who  has 
a  right  to  clothe  himself  with  the  authority  of  the  patent,  and 
enjoy  its  benefits.  That  would  be  an  extreme  case  on  one  side; 
but  if  the  evidence  that  is  brought  in  any  case,  when  property 
considered,  classes  itself  under  the  description  of  experiment 
only,  and  unsuccessful  experiment,  that  would  be  no  answer  to 
the  validity  of  the  patent.  On  the  other  hand,  the  use  of  an 
article  may  be  so  general  as  to  be  almost  universal.  In  a  case 
like  that,  you  can  hardly  suppose  that  any  one  would  incur  the 
expense  and  trouble  of  taking  out  a  patent.  That  would  he 
a  case  where  all  mankind  would  say — "  You  have  no  right  t» 
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step  in  and  take  that  which  is  in  almost  universal  use,  for  that  A.  D.  1835. 
is,  in  fact,  to  create  a  monopoly  to  yourself  in  this  article,  with- 
out either  giving  the  benefit  to  the  world  of  the  new  discovery, 
or  the  personal  right  to  the  value  of  the  patent,  to  which  you 
would  be  entitled  from  your  ingenuity,  and  from  your  appli- 
cation."   Therefore,  it  must  be  between  those  two  (if  I  may 
so  call  it)  limits  that  cases  will  range  themselves  in  evidence, 
and  it  must  be  for  a  jury  to  say,  whether,  supposing  those 
points  to   be  out  of   the   question,   in  any  particular  case, 
evidence  which  has  been  brought  before  them  convinces  them 
to  their  understandings  that  the  subject  of  the  patent  was  in 
public  use  and  operation  at  that  time — at  the  time  when  the  Public  use  at  the 
patent  itself  was  granted  by  the  crown  ?    If  it  was  in  public  use  tI»«^th«srtnt« 
and  operation,  then  the  patent  is  a  void  patent,  and  amounts  to 
a  monopoly;  if  it  was  not,  the  patent  stands  good.  Now,  gentle- 
men, you  will  have  to  apply  your  understanding  to-day  to  the 
evidence  in  this  case,  which  is  in  many  parts  contradictory,  in 
order  to  see  whether  you  bring  the  case  within  the  one  or  the 
other  of  these  two  descriptions,  and  whether  this  patent  is  or 
not  a  new  invention.     On  the  part  of  the  plaintiffs  in  this  case 
(referring  as  I  do,  and  all  my  other  observations  have  been 
made  simply  on  this  part  of  the  case),  the  evidence  is,  as  it 
necessarily   must  be,   of  a  negative  character;   the   assertion 
of  the  plaintiff  Sievier  is,  "  at  the  time  I  took  out  my  patent 
No.  3,  the  subject  of  the  patent  was  not  generally  known,  it  was 
a  new  invention  by  me,  and  was  not  known  to  the  world."  You  The  only  evi- 
cannot  prove  a  negative  strictly — you  can  only  do  so  by  ex-  d*n.ce i£,,*ch  tho 
hausting  the  affirmative  instances  of  it,  by  calling  persons  who  give  on  the  issue 
have  never  heard  of  it  or  seen  it,  and  the  more  those  persons  °[*™f hy'T^M 
are  in  the  way  of  hearing  of  it  or  seeing  it,  if  it  had  existed,  the  who  were  in  the 
stronger  is  that  exhausting  evidence,  if  I  may  so  call  it,  in  its  ^Ahe  m^eDtLn 
effect  and  value  with  the  jury.     From  the  nature  of  the  case,  not  having 
it  is  very  difficult  to  suppose  such  circumstances  as  that  a  party  heard  of  u* 
should  distinctly  and  affirmatively  prove  that  it  was  a  new  in- 
vention, that  it  was  not  known  and  practised  at  the  time  the 
patent  was  obtained;  therefore  he  calls  several  witnesses  to 
prove  that  part  of  the  proposition,  namely,  that  there  were 
persons  who  had  been  in  this  trade  for  several  years.     Mr. 
Rodgers  tells  you,  there  were  but  a  few  of  the  larger  manufac- 
turers of  this  article  in  London,  and  that  previous  to  obtaining 
this  patent,  from  the  intercourse  he  had  had  with  the  trade,  he 
thinks  it  likely  if  there  had  been  such  an  article  in  the  market 
it  would  have  been  offered  to  him  for  sale,  and  none  such  was 
offered ;  the  first  he  ever  saw  of  it,  I  think,  was  in  1834;  he  be- 
came acquainted  with  No.  3,  he  says,  in  1834,  and  first  bought 
it  in  August ;  he  became  acquainted  with  it  some  three  or  four 
months  before.    Now  Minton,  who  is  the  agent  of  the  plaintiff, 
states,  that  since  April  or  May,  1833,  he  had  supplied  the  trade 
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SirN.C.7tfu/a(f  with  it,  and  he  says,  what  he  supplied  them  with  was,  the  alter- 
C.J.ttothejury.  nate  web^  ^  he  gaw  nothing  jjj^  No#  3^  except  that  of  the 

plaintiffs,  until  October,  1834,  when  No.  4,  that  is  what  is 
called  the  imitation  by  the  defendants,  was  first  sent  out  to  the 
public.  Then  again  Hickling  states  pretty  much  to  the  same 
effect;  he  became  acquainted  with  No.  3  in  1834,  and  had  not 
seen  or  heard  of  it  before  that :  Lindsay  speaks  to  the  fact,  that 
before  April,  1833,  he  never  saw  any  thing  of  the  sort;  and  he 
gives  you  this  fact,  which  you  will  have  to  consider  and  con- 
trast with  the  evidence  afterwards  called,  that  he  had  lived  as 
a  servant  of  the  defendants  from  October,  1832,  to  April,  1833, 
and  then  he  went  from  the  defendants  to  the  plaintiffs;  there- 
fore he  gives  you  something  more  than  negative  evidence,  for 
he  says,  that  while  he  was  at  the  defendants',  No.  3  was  not 
made  there.  He  undertakes  to  say  that;  therefore  you  will 
have  to  compare  that  evidence  with  the  evidence  of  Walter, 
Hall,  and  the  other  witnesses,  upon  whom  so  much  observation 
was  made.  Lindsay  is  sure  that  was  so,  because  there  was 
only  one  loom  at  the  defendants  which  could  make  it,  and  he 
took  it  with  him  when  he  went,  and  brought  it  away  when 
he  left  the  defendants'  employ.  That  is  the  negative  ac- 
count, which  is  a  primd  facie  account,  and  sufficient  to  show 
there  was  no  such  article  till  the  affirmative  was  proved. 
Now  the  defendants,  on  the  other  side,  have  undertaken  to  con- 
vince you,  that  at  the  time  when  the  patent  was  granted,  the 
public  were  in  possession  of  this — that  it  was  an  operation 
known  and  used;  they  undertook  to  show  you,  by  affirma- 
tive evidence,  that  it  was  actually  known  and  used,  and  that 
it  was  so  known  and  used  as  that  it  is  impossible  to  have  any 
doubt  upon  the  fact.  They  say,  and  show  you,  not  only  that 
various  persons  were  making  this  before  the  time,  and  dealing 
with  it  as  an  article  of  trade,  but  that  the  defendants  them- 
selves say  they  had  actually  used  it  a  year  before  very  nearly, 
or  a  considerable  time  before  the  date  of  these  letters  patent 
In  order  to  establish  this  affirmative,  they  give  you  three  dis- 
tinct lines  of  evidence :  first  of  all,  they  put  in  the  specification 
of  a  former  patent,  which  had  been  obtained  by  the  plaintiff  on 
the  1st  of  December,  1831,  and  they  say  that  this  specification, 
if  you  look  at  it,  is  in  effect  a  declaration  to  all  the  world  of  this 
so-called  new  discovery,  which  is  the  subject  of  the  patent  of 
A*  to  the  disclo- January,  1833.     Undoubtedly,  if  you  could    show  under  the 

""tata'fo  hand  of  the  Plaintiff>  or  any*  body's  hand,  that  the  secret  had 
specification  of  been  publicly  communicated  to  the  world  which  was  intended 
a  prior  patent.  to  ^e  covere<j  by  tfjC  subsequent  patent,  there  is  an  end  of  that 
patent ;  if  the  world  at  large  had  been  informed  by  this  specifi- 
cation of  the  colour,  fabric,  and  manufacture,  which  is  intended 
to  be  effected  by  the  subsequent  patent,  the  subsequent  patent 
must  fall  to  the  ground,  otherwise  a  man  would  have  nothing 
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do  but  to  take  out  patent  after  patent  when  the  former  has  A.  D.  1835. 
arly  expired,  and  so  afterwards  procure  to  himself  an  un- 
aited  privilege ;  therefore  the  question  is,  does  it  or  not,  when 
u  look  at  it,  carry  with  it  the  discovery  or  invention,  as  it  is 
ntended  it  does,  of  the  new  patent?  When  I  first  saw  it  I  was 
nsiderably  struck  by  the  observation  made  by  the  counsel  at 
e  bar  for  the  defendants,  but  upon  looking  further  at  it,  I  was 
it  prepared  to  tell  you,  nor  would  it  be  proper  to  tell  you,  be- 
use  it  is  a  matter  of  fact  for  your  consideration,  that  this  does 
lbody  in  it  a  discovery  of  the  subsequent  patent.     Reading  it 

a  common  man,  I  should  rather  think  it  applies  to  the  case  in  the  one  pa- 
icre  the  elastic  material  is  combined  at  each  end,  and  bound  lf nt  f,he  e,aftic 

,       .  ,  ,  .  V  ,  strands  are 

»  in  one  mass  or  strand  with  non-elastic  materials,  and  not  bound  together 
icre  they  each  act  separately  and  independently  by  them-JJ^.^1111 
Ives.     If  you  by  looking  at  this  can  find  out  the  other,  and  other  each 
n  see  that  in  this  the  other  is  contained,  there  is  an  end  of  the  ^"^JJiy!" 
cond  patent — if  not,  we  must  pass  it  by,  and  go  to  the  other 
idence  in  the  case. 

The  other  evidence  in  the  case  is  of  two  sorts,  that  is,  the 
her  evidence  is  that  which  applies  to  the  making  of  this  fabric 
f  other  persons  than  the  defendants,  and  then  comes  a  body 
'  evidence  to  show  that  it  was  actually  made  by  the  defendants 
>  far  back  as  June,  1832 — between  June  and  November,  1832. 

either  of  those  is  proved— that  is,  that  it  was  generally  known  General  use  and 
id  practised,  and  not  merely  as  a  matter  of  experiment  and"P?nm.e?"?b6 
ial  kept  secret  by  the  party,  and  thrown  away  as  the  result  of 
at  which  was  of  no  use  to  the  public — the  patent  is  gone ;  or  if 
e  defendants  have   shown  that  they  practised  it  and  pro-  Parties  cannot 
iced  the  same  result  in  their  factory  before  the  time  the  patent  be  strained  »o 

.  J  r  what  they  were 

is   obtained,  they  cannot  be  prevented  by  the   subsequent  doing  before. 

itent  from  going  on  with  that  which  they  have  done.     But 

*t  is  a  mere  question  of  fact,  which  you  are  to  judge  of ;  I  am 

>t  to  judge  of  it  at  all  between  the  conflicting  evidence  which 

is  been  brought  forward  on  both  sides.     Having  now  endea- 

rared  as  far  as  I  am  able  to  simplify  the  case  by  bringing  your 

tention  to  the  true  point,  I  shall  now  proceed  to  read  the  evi- 

mce  to  you  as  far  as  you  wish  it,  and  you  will  then  make  up 

>ur  minds  upon  it.    You  best  know  whether  you  have  that 

^collection  of  it  to  make  it  necessary  or  not,  but  I  shall  have 

reat  satisfaction  in  doing  it  if  you  wish  it  to  be  done.     [The 

breman  of  the  jury  intimated  that  the  jury  had  a  full  recollec- 

on  of  the  evidence,  and  they  merely  wished  to  have  their  atten- 

on  drawn  to  the  particular  points  which  had  borne  upon  his 

trdship's  mind.]     Then,  gentlemen,  I  certainly  shall  not  take 

p  your  time  unnecessarily  by  reading  the  evidence,  but  I  will 

riefly  conclude  what  I  have  to  say,  by  calling  your  attention 

gain  to  the  several  points  which  you  have  to  determine.     You 

lust  say,  whether  the_defendants  have  infringed  the  patent  at 


512  sievier's  patent. 

ttrN.ClWfll,  all;  that  I  suppose  there  is  no  doubt  about;  and  then  you  mnit 
CJ.9toth$jwry.SB;y^  whether  there  is  a  sufficient  description  and  ascertainment 
of  the  nature  of  the  invention,  and  of  the  manner  in  which  it  is 
to  be  performed ;  that  is  the  question  as  to  whether  there  is  t 
specification  or  not.    Then  you  must  say,  was  it  an  improve- 
ment in  the  making  or  manufacturing  of  elastic  goods  or  fabrics, 
applicable  to  useful  purposes.    Then  come  the  remaining  issues, 
one  of  which  is,  was  the  plaintiff  Sievier,  at  the  time  of  making 
the  patent,  the  true  and  first  inventor.    Then  comes  the  main 
question  of  all,  which  is,  whether  the  invention  and  discovery 
at  the  time  that  the  patent  was  granted,  was  a  new  invention  as 
to  the  use  and  public  exercise  thereof  in  England;  those  are 
the  very  terms  upon  which    the  plea  of  the   defendants  is 
founded.     I  am  not  aware  that  by  going  more  fully  into  it,  I  can 
make  you  better  acquainted  with  the  discovery  than  you  must 
The  user  which  be  already.     I  would  only  observe,  that  it  must  not  be  such  a 
^t'bMWBh^  practice  of  it  as  is  only  referable  to  mere  experiments  for  the 
can  be  classified  purpose  of  making  a  discovery,  or  something  secret,  or  eon- 

Vr  Mc^but'  fined  t0  the  Part7  who  ***  making  Jt  at  the  time,  but  that  it 
must  be  public,  must  be,  in  order  to  set  aside  the  patent,  a  case  where  it  was  in 
public  use  and  operation  among  persons  in  that  trade,  and  likely 
to  know  it.  If  you  find  that  it  was  so,  you  will  find  a  verdict 
for  the  defendants ;  if  you  are  not  satisfied  with  that,  and  think 
the  case  made  by  the  defendants  is  not  proved  to  your  under- 
standings, that  there  was  a  public  use  and  exercise  of  the 
invention  in  England,  why  then  you  will  find  a  verdict  for  die 
plaintiffs,  with  a  shilling  damages.  The  question  is  as  to  the 
right  to  the  patent — no  damages  are  sought. 

Verdict  for  the  plaintifis. 


Cor.  Sir  N.  C.  Tindal,  C.  J.;  Park,  J.;  Gaselee,  J.;  bBosanquetjl 

H.T.,  1836. 

Motion  for  iwn-  Sir  F.  PoUock  moved  for  a  nonsuit  on  the  points  reserved— 
$uU,omeu>t  .  ^at  ^e  inventjon  was  n0|.  fl^  subject-matter  of  letters  patent, 
and  that  the  specification  was  insufficient ;  and  for  a  new  trial,  on 
the  grounds — 1.  That  the  verdict  was  against  evidence.  2.  Mis- 
direction. 3.  The  existence  of  a  patent  of  prior  date  by  about 
two  months,  containing  in  its  specification  two  of  the  matters 
in  the  plaintiffs'  patent,  on  an  affidavit  of  this  prior  patent 
having  come  to  the  defendants'  knowledge  since  the  trial.  Tie 
nature  of  the  above  grounds  is  sufficiently  adverted  to  in  the 
judgments  and  argument  on  the  rule. 
Judgment.  Sir  N.  Tindal,  C.  J. :  We  are  satisfied,  from  what  has  been 

stated  by  tVve  counseX  &t  V)h&  \wc,Vta&  ttase  ought  to  be  a  rale 
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for  a  nonsuit,  upon  the  points  which  were  reserved,  H.T.,  1836. 
.  for  a  new  trial,  upon  the  ground  discussed  and  con- 
rod,  whether  the  verdict  was  or  not  against  the  evi- 
oe  in  the  cause,  and  upon  the  new  evidence  that  since  the 
1  of  the  cause  has  come  to  the  knowledge  of  the  parties.  As 
as  I  am  individually  concerned,  I  had  much  rather  that  the 
5  should  go  generally  as  to  the  direction  which  I  gave,  but 

learned  brothers  think  there  is  no  ground  for  moving  as 
>n  a  misdirection. 

'ark,  J. :  We  should  not  lightly  grant  motions  for  nonsuits 
new  trials,  upon  the  ground  of  judges  not  actually  stating 
case  in  the  way  that  counsel  shall  afterwards,  either  then  or 
»  the  time,  consider  ought  to  be  done.  According  to  the 
ament,  which  I  have  no  doubt  is  an  accurate  one,  of  Mr. 
sswell's  note,  it  seems  to  me  it  does  not  furnish  any  founda- 
i  for  a  ground  of  motion  here,  because  it  is  agreed,  that  in 

other  part  of  the  case  my  Lord  Chief  Justice  read  the  act 
parliament  (he  had  it  by  his  side);  and  when  from  those 
rds  which  he  read  from  the  act  of  parliament,  he  afterwards 
ae  to  employ  the  word  "  use,"  whether  he  put  in  the  word 
Bneral"  or  "  public,"  does  not  signify,  because  when  he  em- 
yed  the  word  "  use,"  in  his  observations  to  the  jury,  he  must 
xssarily  have  referred  to  the  use  which  was  prescribed  by  the 

of  parliament;  and  merely  because  it  is  thought  that  my 
rd  Chief  Justice  did  not  sufficiently  take  off  the  edge  of  the 
torney   General's  argument,  I  for  one  think  that  is  not  a 
>und  for  a  motion  for  a  new  trial. 
Die  other  judges  concurring,  Rule  nisi  granted. 


r.SirN.  Tindal,  C.J.;  Gaselee,3.;  Vaughan,  J.;  Bosanquet,  J. 

M.T.,  1836. 

Sir  J.  Campbell,  A.  G.,  Wilde,  Sergt.,  Stephen,  Sergt,  and^^,^, 
ndmarch,  showed  cause.  First,  the  jury  have  found  that  this  rub. 
is  a  new  manufacture  within  the  meaning  of  the  statute  of 
mes,  and  therefore  there  must  be  a  clear  reason  shown  for 
iturbing  the  verdict  on  this  ground.  When  the  title  and  spe- 
icatdon  are  read  together,  the  various  objects  for  which  the 
inufacture  was  designed  are  found  clearly  and  intelligibly 
tted.  It  is  true,  that  before  this  patent  elastic  strands  were 
ill  known ;  but  the  novelty  now  introduced  is  the  union  of 
istic  and  non-elastic  strands,  so  as  to  produce  a  limited  elas- 
rity.  Fabrics  with  elastic  strands  alone  may  be  extended 
til  they  break,  but  by  the  introduction  of  the  non-elastic 
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Argument  on     strands  the  elastic  pressure  is  limited  according  to  the  propor- 
ruU'  tions   of    the  elastic  and  non-elastic  materials.     This  inter- 

mixture of  elastic  and  non-elastic  materials  was  dearly  a  new 
manufacture,  and  it  was  abundantly  proved  that  the  advan- 
tages derived  from  the  discovery  were  very  great.  The  expen- 
diture of  the  Indian  rubber  was  diminished,  and  a  lighter  and 
more  porous  article  than  any  which  had  been  known  before  wai 
introduced.  Secondly,  the  specification  is  perfectly  intelligible, 
and  although  more  scientific  words  might  have  been  used  in  some 
instances,  yet  that  would  have  rather  increased  the  difficulty  of 
understanding  the  subject.  It  states  the  nature  of  the  dis- 
covery, and  the  manner  in  which  it  is  to  be  carried  into  effect; 
and  it  has  never  been  considered  necessary  to  describe  an  ordi- 
nary loom  or  machine.  But  the  objection  to  the  specification 
cannot  be  made  in  the  present  state  of  the  record.  The  fifth 
issue  alone  is  relied  upon  as  raising  the  question.  Now  in  the 
fifth  plea,  the  defendants  say  that  the  plaintiffs  did  not  particu- 
larly describe  and  ascertain  the  nature  of  the  said  invention,  and 
in  what  manner  the  same  was  to  be  performed,  by  any  instru- 
ment in  writing.  This  is  equivalent  to  a  plea  that  no  specifica- 
tion was  enrolled,  but  the  defendants  cannot  show  that  an 
insufficient  specification  was  enrolled.  In  Derosne  v.  Fairie  (A), 
there  was  a  plea  very  similar  to  the  present,  but  the  court 
doubted  whether  any  objection  to  the  sufficiency  of  the  specifi- 
cation could  be  made.  Praed  v.  Duchess  of  Cumberland  (t)  was 
an  action  on  debt,  on  an  annuity  bond,  and  the  defendant 
pleaded  that  there  was  no  such  memorial  as  the  statute  re- 
quired ;  to  which  the  plaintiff  replied,  that  there  was  a  memorial 
containing  the  names  of  the  parties,  and  the  consideration  given. 
The  plaintiff  having  rejoined,  that  the  consideration  was  untruly 
alleged  in  the  memorial,  the  court  held  that  this  was  a  departure; 
that  a  memorial  was  enrolled,  which  upon  the  face  of  it  was  a  good 
one,  and  that  if  the  defendant  wished  to  impeach  it,  he  should 
have  shown  in  what  particular  it  was  defective,  and  then  have 
compelled  the  plaintiff  to  take  issue  upon  that  fact.  And  such 
a  mode  of  pleading  in  this  instance  would  be  objectionable,  not 
only  as  being  a  departure,  but  as  leaving  matter  of  law  to  the 
jury:  and  notwithstanding  the  decision  in  Fisher  v.  PemUejf{t), 
it  has  always  been  the  practice  to  plead  a  defect  in  a  memorial 
according  to  the  rule  laid  down  in  Praed  v.  Duchess  ofCwr 
berland.  And  now  that  the  plea  of  the  general  issue  is  no 
longer  in  force  in  the  spirit  of  the  new  rules,  which  require  iB 
matters  to  be  specially  pleaded,  it  is  expedient  that  the  ancient 


(a)  Ante,  154.     The  question  in  that  case  was,  (0  4  T.  R.  585.  The  cases  of  Mergen  ?.  M<1, 

whether  the  objection,  that  the  title  was  larger  than  1  Sid.  180,  &  Roberts  ▼.  Marriott,  2  Saan.  188, 

the  specification,  arose  under  the  plea,  and  the  court  were  cited  to  the  same'point. 
intimated  an  opinion  that  it  did  not.  Ibid.  161.  (fc)  11  East,  188. 
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le  of  pleading  should  be  resorted  to  in  this  instance.    The  M.  T.,  1836. 

e  raised  is,  whether  the  invention  was  described  by  the 

atiff  by  any  instrument  in  writing,  and  not  whether  the  in- 

ment  is  sufficient  to  support  the  patent,  or  whether  it 

teiently  describes  the  mode  of  manufacture,  or  whether  it 

ms  too  much. 

ir  F.  Pollock,  Cresswelly  and  Knowles,  in  support  of  the  rule. 

tt,  as  to  the  question  of  novelty.     The  plaintiffs  are  bound 

rapport  the  affirmative  of  the  issue,  that  the  invention  is 

f,  and  was  the  invention  of  Sievier.    Now  the  introduction 

Indian  rubber  strands  into  knitted  goods  was  known ;  and 

•  the  use  of  it,  as  described  in  Hancock's  patent,  and  in 

tier's  first  patent.     Covered  strands  of  Indian  rubber  were 

>  intermixed  with  strands  of  other  materials.     So  that  there 

i  nothing  new  in  the  materials  which  were  used,  nor  in  the 

le  of  preparing  them,  nor  in  the  mode  of  weaving  them.     It 

been  contended,  that  the  alternate  mode  of  placing  the 
inds  is  the  subject  of  a  patent.  But  if  that  were  so,  then  a 
ent  might  be  taken  out  for  introducing  a  particular  number 
each  material,  as  one  elastic  strand  in  combination  with 
ee  non-elastic  strands.  It  is  quite  clear  that  the  substitution 
one  material  for  another  in  making  a  manufacture  is  insuf- 
ent  to  support  a  patent.  Every  novelty  is  not  an  invention 
itled  to  the  protection  of  the  statute.  A  new  principle  must 
discovered,  skill  and  ingenuity  must  be  exerted,  to  entitle  an 
enter  to  a  patent;  the  making  of  an  old  machine  of  new  ma- 
uds could  not  be  a  discovery,  and  the  plaintiff  could  claim 

protection  for  an  invention,  the  only  merit  of  which  con- 
ted  in  being  made  of  brass  instead  of  wood.  If  a  new  article 
TC  prepared  in  a  new  manner,  the  case  might  be  different ;  but 
re  an  elastic  article  and  a  non-elastic  article  had  already  been 
edin  combination,  and  the  only  difference  is,  that  a  less  quantity 
one  than  the  other  is  directed  to  be  used.  A  combination  of 
ro  things,  neither  of  which  is  new,  is  not  the  subject  of  a 
itent,  although  they  might  not  have  been  combined  before, 
ins,  in  Saunders  v.  Aston  (/),  which  was  a  patent  for  a  new 
itton,  Littledale,  J.,  said,  "Neither  the  button  nor  the  flexible 
ank  was  new;  and  they  did  not,  by  being  merely  put  to- 
ther,  constitute  such  an  invention  as  could  support  this  pa- 
lt"  And  if  a  patent  fails  in  one  of  its  objects,  it  is  altogether 
id;  Brunton  v.  Hawkesim).  Secondly,  the  plea  is  correctly 
imed  to  entitle  the  defendants  to  object  that  the  specification 
insufficient.  The  plaintiffs  aver,  that  they  enrolled  a  specifi- 
fcion  containing  certain  matters.     The  defendants  say,  they  did 


0  3  B.  &  Ad.  881, &  ante  7 5.  See  ante  409,  as  (m)  4  B.  &  Aid.  541. 

the  requisites  of  an  intention  to  be  the  sub- 
:-matter  of  letters  patent. 
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Argument™     not  enrol  a  document  containing  these  matters.    That  is  a 
rut€-  question  of  fact,  because  it  is  clearly  a  matter  of  evidence, 

whether  the  specification  be  sufficient  or  not.  In  Dudlowi. 
Watchhorn(n)>  the  true  ground  of  the  decision  in  Praedi. 
Duchess  of  Cumberland  (o)  is  stated;  and  it  was  held  sufficient  to 
aver,  that  no  writ  of  capias  was  duly  issued  against  the  de- 
fendant. The  new  rules  of  pleading  do  not  make  any  difference 
in  this  respect.  In  Wakerhan  v.  Sutton  (p)>  where  a  defendant 
in  assumpsit  pleaded  that  the  contract  declared  upon  was  a 
guarantee  for  the  debt  of  another,  and  that  no  memorandum 
thereof  stating  the  consideration  was  in  writing  signed  by  the 
defendant,  or  any  person  authorised  by  him — it  was  held,  that 
the  plaintiff  might  reply,  that  a  memorandum  of  agreement  in 
writing,  stating  the  consideration,  was  signed  by  the  defendant, 
without  setting  out  such  memorandum  in  the  replication. 
Lysaght  v.  Walker  (q)  is  to  the  same  effect,  overruling  Lowe  y. 
Eldred  (r).  There  is  nothing  in  the  specification  to  show  that 
the  Indian  rubber  strands  were  to  be  placed  in  the  same  plane, 
or  that  they  worked  independently  of  each  other,  and  if  the 
article  be  made  without  placing  the  strands  in  the  same  plane, 
then  the  invention  is  in  all  respects  similar  to  that  which  is 
described  in  Siemens  patent  of  1831.  Cur.  ado.  vult. 


Judgment.  Sir  N.  Tindal,  C.  J. :   The  discussion  on  this  case  arises  on 

a  motion  to  the  court  to  set  aside  the  verdict  obtained  by  the 
plaintiffs,  as  assignees  of  the  original  patentee,  in  an  action  for 
the  infringement  of  a  patent,  and  to  grant  a  new  trial  upon  three 
grounds ;  first,  that  in  point  of  law  the  invention  for  which  the 
patent  was  taken  out  was  not  the  subject-matter  of  a  patent; 
secondly,  that  the  verdict  was  against  the  evidence  given  at  the 
trial;  and  thirdly,  upon  facts  disclosed  in  an  affidavit.  The 
patent  in  question,  which  bore  date  the  17th  of  January,  1833, 
was  "for  an  improvement  or  improvements  in  the  making 
or  manufacturing  of  elastic  goods  or  fabrics,  applicable  to 
various  useful  purposes,"  and  the  patentee  in  his  specification, 
which  was  enrolled  in  July,  1833,  described  his  invention  in 
general  terms,  to  be  designed  for  the  production  of  an  elastic 
web  cloth,  or  other  manufactured  fabric,  for  bandages,  and  for 
such  articles  of  dress  as  the  same  might  be  applicable  to,  and 
then  described  more  particularly  the  three  distinct  objects 
which  the  patentee  proposed.  At  the  trial  of  the  cause,  it  was 
admitted  on  the  part  of  the  defendants,  that  the  principal 
ground  on  which  the  patent  was  sought  to  be  impeached,  was 
with  reference  to  the  third  object  described  in  the  specification, 


(m)  16  East,  39.  fa)  5  BHgh,  N.  S.  1 ;  3  Tjr.  234. 

(o)  4  T.  U.  485.  (r)  1  Cr.  &  M.239. 

00  2\.  &V,.1ft. 
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and  the  whole  of  the  evidence  produced  by  the  defendants,  and  Judgment. 
the  main  part  of  the  argument  before  us,  applies  itself  to  that 
object  alone.  The  third  object  proposed  by  the  patentee  was  to 
produce  cloth  from  cotton,  flax,  or  other  suitable  material  not 
capable  of  felting,  in  which  shall  be  interwoven  elastic  cords  or 
strands  of  Indian  rubber,  coated  or  wound  round  with  fila- 
mentous material*  The  patentee  afterwards  describes  the  mode 
of  effecting  the  third  object  to  be,  by  introducing  into  the  fabric 
threads  or  strands  of  Indian  rubber,  which  have  been  previously 
covered  by  winding  filaments  tightly  round  them  through  the 
agency  of  an  ordinary  covering  machine,  or  otherwise,  these 
strands  of  Indian  rubber  being  applied  as  warp  or  weft,  or  as 
both,  according  to  the  direction  of  the  elasticity  required ;  that, 
by  thus  combining  the  strands  of  Indian  rubber  with  yarns  of 
cotton,  flax,  or  other  non-elastic  material,  the  patentee  was  en- 
abled to  produce  a  cloth  which  should  afford  any  degree  of 
elastic  pressure,  according  to  the  proportions  of  the  elastic  and 
non-elastic  material.  The  patentee  added,  that  the  strands  of 
Indian  rubber  were,  in  the  first  instance,  stretched  to  their 
utmost  tension,  and  rendered  non-elastic,  as  described  in  a 
former  specification  to  another  patent,  and  being  in  that  state 
introduced  in  the  fabric,  they  acquire  their  elasticity  by  the 
application  of  heat  after  the  fabric  is  made.  Now  the  first  ob- 
jection made  to  the  patent  so  described  is,  that  the  invention  is 
not  the  subject-matter  of  a  patent;  that  it  is  neither  a  new 
manufacture,  nor  an  improvement  of  any  old  manufacture,  but 
is  merely  the  application  of  a  known  material  in  a  known  man- 
ner, to  a  purpose  known  before.  The  question,  therefore,  as  to 
this  point  is,  does  it  come  under  the  description  of  "  any  manner 
of  new  manufacture,"  which  are  the  terms  employed  in  the 
statute  of  James.  That  it  is  a  manufacture  can  admit  of  no 
doubt;  it  is  a  vendible  article,  produced  by  the  art  and  hand  of 
man,  and  of  all  the  instances  that  would  occur  to  the  mind  when 
inquiring  into  the  meaning  of  the  terms  employed  in  the  sta- 
tute, perhaps  the  very  readiest  would  be  that  of  some  fabric  or 
texture  of  cloth.  Whether  it  is  new  or  not,  or  whether  it  is  an 
improvement  of  an  old  manufacture,  was  one  of  the  questions 
for  the  jury  upon  the  evidence  before  them ;  but  that  it  came 
within  the  description  of  a  manufacture,  and  so  far  is  an  inven- 
tion which  may  be  protected  by  a  patent,  we  feel  no  doubt 
whatever.  The  materials  indeed  are  old,  and  have  been  used  The  particular 
before;  but  the  combination  is  alleged  to  be,  and  if  the  jury  are  cJ)mVinalij)n  of 
right  in  their  finding  is,  new ;  and  the  result  or  production  is  elastic  strands " 
equally  so.  The  use  of  elastic  threads  or  strands  of  Indian  *?  con.stitute  » 
rubber,  previously  covered  by  filaments  wound  round  them,  was  iect-matter  of 
known  before ;  the  use  of  yarns  of  cotton,  or  other  non-elastic  elters  Paten *• 
material,  was  also  known  before;  but  the  placing  them  alter- 
lately  side  by  side  together  as  a  warp,  and  combining  them  by 

3  x 
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Judgment.  the  means  of  a  weft  when  in  extreme  tension,  and  deprived  of 
their  elasticity,  appears  to  be  new ;  and  the  result,  viz.  a  doth 
in  which  the  non-elastic  threads  form  a  limit,  up  to  which  the 
elastic  threads  may  be  stretched,  but  beyond  which  they  cannot, 
and  therefore  cannot  easily  be  broken,  appears  a  production  alto- 
gether new.  It  is  a  manufacture  at  once  ingenious  and  simple. 
It  is  a  web  combining  the  two  qualities  of  great  elasticity  and 
a  limit  thereto. 

The  second  objection  to  the  verdict  is,  that  it  is  against  the 
evidence.     The  only  issue  to  which  this  objection  has  applied 
itself  in  the  course  of  the  argument,  is  the  issue,  whether  the 
invention   was   new  as  to  the  public  use  thereof  in   England. 
Now  the  evidence  at  the  trial  which  applied  itself  to  this  question 
consisted  of  two  perfectly  distinct  heads  or  classes ;  the  docu- 
mentary evidence  of  former  patents  and  specifications,  and  the 
parole  testimony  of  the  witnesses.  It  was  urged  that  the  present 
invention  was,  in  the  whole,  or  a  material  part  of  it,  already 
known  to  the  public,  by  the  specification  to  the  patent  obtained 
by  Hancock,  which  was  enrolled  in  Aug.  1820,  and  the  specifica- 
tion to  the  former  patent  enrolled  by  Sievier  in  June,  1832  ($).  As 
to  Hancock's  patent,  it  is  manifest  that,  if  it  applied  at  all  to  the 
invention  for  which  the  patent  now  under  discussion  was  taken 
out,  it  applied  only  to  the  first  object  stated  in  the  specification, 
all  contention  as  to  which  object  was  given  up  at  the  trial. 
But  the  description  in  Hancocks  patent  shows  a  material  dis- 
tinction between  his  discovery  and  that  of  Sievier.     Hancock's 
patent  was  taken  out  for  a  discovery  "  of  the  application  of  a 
certain  material  to  certain  articles  of  dress,  by  means  of  which 
the  same  may  be  rendered  more  elastic,"  and  the  mode  by  which 
this  was  effected  is  described  in  the  specification,  to  be  that  "of 
applying  strips  of  Indian  rubber  into  cases  or  pipes  formed  in 
the  article  after  it  was  complete."     The  first  object  of  Sievier'* 
patent,  is  that  of  introducing  the  cords  or  strands  of  Indian 
rubber  between  the  loops  or  stitches  of  the  fabric,  so  as  to  form 
a   constituent  part  of  the  fabric  itself;   and  as  to  the  former 
patent  of  Sievier,  it  was  a  patent  taken  out  for  the  making  of 
cables,  ropes,  whale  fishing  and  other  lines,  lathe  and  rigging, 
bands,  bags,  and  purses,  of  filaments  or  threads  of  Indian  rubber, 
covered  with  cotton  or  other  materials;   the  bands  and  bags 
were  to  be  knitted,  not  woven,  and  there  was  no  attempt  to 
mix  with  them  any  non-elastic  material  to  strengthen  them,  or 
to  form  a  limit  to  their  elasticity,  or  for  any  other  purpose. 
These  patents,  therefore,  do  not  by  any  means,  as  it  appears  to 
us,  impeach  the  novelty  of  the  present  invention.     As  to  the 
evidence  of  the  various  witnesses  brought  forward  on  each  side 


(0  See  the  material  parti  of  these  specification*,  cute  499. 
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st  the  trial,  it  must  be  admitted  that  there  was  evidence  on  both  Judgment. 

sides.     The  question  raised  for  the  jury  was  this :  whether  the 

Tarious  instances  brought  forward  by  the  defendants  amounted 

to  proof,  that  before  or  at  the  time  of  taking  out  the  patent,  the 

manufacture  was  in  public  use  in  England ;  or  whether  it  fell 

abort  of  that  point,  and  proved  only  that  experiments  had  been 

made  in  various  quarters  and  had  been  afterwards  abandoned  ? 

This  question  is,  from  its  nature,  one  of  considerable  delicacy;  a  The  question  of 

slight  alteration  in  the  effect  of  the  evidence  will  establish  either  ^lic.  "?•  ■» 

the  one  proposition  or  the  other,  and  the  only  proper  mode  of  jury. 

deciding  it  is  by  leaving  it  to  the  jury.     On  the  present  occasion 

they  heard  the  evidence  patiently,  and  appeared  to  apply  it  with 

intelligence,  and  we  can  see  no  reason  to  be  dissatisfied  with  the 

conclusion  at  which  they  arrived. 

With  respect  to  the  third  ground  upon  which  the  rule  to 
show  cause  was  obtained  in  this  case,  viz.  that  since  the  trial  the 
defendant  has  discovered  a  patent  taken  out  by  one  Desgrand, 
the  patent  being  sealed  in  November,  1832 — without  entering 
into  the  question,  whether  the  invention  for  which  the  patent 
n  dispute  was  taken  out,  was  or  was  not  described  in  the  spe- 
afication  of  Desgrand,  we  think  it  sufficient  to  observe,  that  this 
specification  was  not  enrolled  till  May,  1833,  whereas  the  article  The  specifica- 
nade  under  the  plaintiff's  patent  was  publicly  made  and  sold  on  tl0n  of  a  P"°r 
he  London  market,  to  a  very  large  extent,  in  March  and  April  after  granting  a 
rf  the  same  year,  and  although  the  specification  of  Stealer's  *ubsc<lu«nt  Pa- 
Mtent  was  not  enrolled  till  July,  1833,  we  think  the  mere  fact  taim'ng  part  of 
rf  the  enrolment  of  DesgratuTs  specification  after  the  plaintiff's  Maimed  bTuch 
patent  was  sealed,  and  his  discovery  known  upon  the  market,  subsequent  pa- 
foes  not  of  itself  alone  afford  any  proof  whatever  of  the  want  of  *uJj£  ■*{££" 
lovelty  in  the  manufacture  made  under  the  plaintiff's  patent  (/).  its  validity. 
We    therefore  think  there  is    no   ground   for   disturbing  the 
rerdict,  and  that  the  rule  for  a  new  trial  must  be  discharged. 

Rule  discharged  {z). 

(I)  The  specification  relating  back  to  the  date  (x)  A  writ  of  error  was  brought  on  this  judg- 

A  the  letters  patent,  the  invention  disclosed  in  ment,  the  error  assigned  being,  that  it  did  not 

be  specification  is  to  be  referred  to  such  date;  appear  by  the  declaration  (ante  501)  that  the  as- 

be    consequence  of  which    is  a  temptation  to  signment  to  Cvn>ith  was  by  deed,  by  which  alone 

rand,  by  inserting  in  the  specification  of  a  patent  an  interest  in  letters  patent  could  be  conveyed ; 

nrentions  borrowed  from  others,  and  for  which  and  consequently,  that  it  was  not  shown  that  any 

etters  patent  of  a  subsequent  date  have  been  ob-  joint  damage  had  been  sustained. 
lined*     The  above  decision  is  an  authority,  that  The  Exchequer  Chamber  held  the  declaration 

he  date  of  the  letters  patent  is  not  conclusive  sufficient  after  verdict, 
rndence  of  the  priority  of  invention  as  to  its  pub- 
ic use  and  exercise. 
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Title.  Letters  patent,  18th  August,  1835,  to  E.  Galloway,  for  "cer- 

tain improvements  in  paddle  wheels  for  propelling  vessels." 

Specification.  My  invention  relates  to  the  methods  of  affixing  the  floats  or 
paddles  of  paddle  wheels,  whereby  I  am  enabled  more  advan- 
tageously to  apply  the  power  of  the  engines,  and  at  the  same 
time  in  a  great  measure  prevent  concussions  with  the  floats  or 
paddles  in  entering,  and  avoiding  lifting  so  much  water  on 
leaving  it,  by  which  means  the  swell,  heretofore  so  prejudicial,  is 
in  a  great  degree  avoided.  But  in  order  that  my  invention  may 
be  most  fully  described  and  readily  applied  to  the  varied  circum- 
stances of  different  vessels,  I  will  first  explain  the  diagram, 
having,  however,  first  stated,  that  in  constructing  wheels  to  new 
vessels  it  will  be  necessary  to  make  the  calculations  precisely  in 
the  same  way  as  if  ordinary  fixed  radial  floats  or  paddles  were 
to  be  used,  in  order  to  ascertain  the  quantity  of  surface  for  the 
floats  or  paddles  with  reference  to  the  number  of  strokes  of  the 
engine,  its  power,  and  the  desired  velocity  to  be  obtained  to  the 
vessel ;  but  in  place  of  having  the  whole  depth  of  the  float  of 
one  unbroken  area,  the  floats  as  used  by  me  are  in  divided  por- 
tions, and  it  is  the  method  of  arranging  such  divided  floats 
according  to  the  principle  hereafter  described,  which  constitutes 
the  invention  secured  by  the  present  letters  patent.  *  *(a). 
It  should  be  remarked  that  since  the  sealing  of  my  said  letters 
patent,  I  have  been  informed  that  Joshua  Field,  Esq.,  engineer, 
of  Lambeth,  some  years  before  the  date  of  my  said  patent,  made 
an  experiment  of  a  paddle  wheel  on  a  small  vessel  belonging  to 
him  or  his  partners,  called  the  'Endeavour/  the  floats  of  which 
were  divided  into  portions — but  they  are  not  fixed  according  to 
the  principle,  the  application  of  which  constitutes  the  object  of 
my  invention — and  which  experiment  I  have  been  informed) 
and  from  the  nature  of  the  construction  of  the  wheel  I  verily 
believe,  was  declared  by  him  to  be  a  failure;  and  I  have  only  thus 

(a)  The  specification  then  proceeds  to  describe,  cloidal  curve  intercepted  between  the  magma? 

by  reference  to  drawings,  the  method  of  affixing  circle  b  b  and  the  circle  a  a  through  the  «** 

the  divided  floats.     The  following  explanation  edge  of  the  floats,  that  is,  the  circumference  of 

may  be  useful.     There  are  two  circles,  an  outer  the  wheel,  is  the  curve  upon  which  the  centres  of 

m  a,  and  an  inner  b  b,  about  the  same   centre.  the  portions  of  the  divided  float  boards  are  to  bi 

The  circumference  a  a  represents  the  course  of  fixed  as  radial  floats,  the  plane  of  each  divided 

the  outer  edge  of  the  floats  as  the  wheel  revolves.  float  board  coinciding  with  a  radius  of  the  whed. 

The  circle  6  b  is  supposed  to  be  of  such  a  radius  Each  set  of  floats  arranged  in  this  manner  will 


that  its  circumference  will  represent  the  mca-  enter  the  water  nearly  at  the  same  point,  andtk 
sured  distance  through  which  the  vessel  moves  shock  occasioned  by  a  float  board  with  one  cos- 
each  revolution  of  the  paddle  wheel.  The  circle  tinuous  surface  entering  the  water  be  almost  e> 
bb  being  supposed  to  roll  on  the  water  line,  any  tirely  avoided,  and  the  float  boards  act  neerif  » 
point  d  in  its  circumference  in  such  circle  will  a  solid  float  board, 
describe  a  cycloid,  and  the  portion  dg  of  the  cy- 
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)ticed  this  experiment  in  order  to  state  that  I  do  not  claim  the  Specification. 

(elusive  use  of  divided  floats  or  paddles,  unless  they  be  applied 

•  paddle  wheels  according  to  the  principle  herein  described ; 

id  in  order  to  point  out  more  accurately  the  difference  of  a 

heel  constructed  according  to  my  invention  and  that  experi- 

cnted  on  by  the  said  Joshua  Field,  I  have  annexed  a  drawing 

'a  portion  of  the  said  wheel  so  used  in  the  '  Endeavour/  suf- 

ient  to  show  the  principle  thereof,  but  on  inspecting  the  same 

rawing,  it  will  be  evident  that  the  portions  of  the  floats  are 

rt  affixed  according  to  the  method  described  and  claimed  by 

I  would  in  conclusion  wish  it  to  be  understood,  that  I  lay  no 
iim  to  the  various  parts  of  paddle  wheels  herein  described  and 
snerally  well  known,  when  the  same  are  not  combined  accord- 
g  to  the  method  of  affixing  the  portions  of  floats  as  herein 
[plained;  and  I  do  declare  that  my  invention  consists  in 
Bxing  the  portions  of  floats  or  paddles  according  to  the  ar- 
ngements  herein  described.  In  witness,  &c. 


Galloway  &  Another  v.  Bleaden,  Secretary  of  the 
Commercial  Steam  Packet  Company. 

Cor.  Sir  N.  Tindal,  C.J. 

29th  and  30th  November,  1839. 

The  declaration,  after  stating  the  grant  of  the  letters  patent,  Declaration. 
d  the  enrolment  of  the  specification,  and  the  assignment  of  a 
If-part  or  share  to  Routledge,  assigned  as  breaches,  that  the 
id  company  (c)  made  paddle  wheels  for  propelling  vessels  on 
e  said  improved  plan  or  principle,  and  in  imitation  of  the  said 
vention ;  used  and  put  in  practice  paddle  wheels  in  imitation 
the  said  invention;  counterfeited,  imitated,  and  resembled 
e  said  invention;  made  paddle  wheels,  with  other  improve- 
ents  in  the  construction  thereof,  intended  to  imitate  and 
semble,  and  which  did  imitate  and  resemble,  the  said  invention. 
The  defendant  pleaded — 1.  That  the  said  company  were  not  PUas. 
rilty.  2.  That  the  plaintiff  Galloway  was  not  the  true  and  first 
ventor.  3.  That  the  said  invention,  &c,  was  not  particularly 
sscribed,  &c.,  by  the  specification.     4.  That  the  said  invention 


(ft)  In  the  subsequent  legal  proceedings  on  'of  the  '  Endeavour'  was  an  experiment,  which  had 

is  patent,  there  was  contradictory  evidence  on  failed  and  been  abandoned ,  or  a  complete  and 

b  question  of  the  similarity  of  the  arrangement  perfect  invention. 

the  divided  floats  in  the  two  wheels ;  but  the  (c)  See  post  629,  as  to  the  amendment  of  the 

estkm  left  to  the  jury  was,  whether  the  wheel  declaration. 
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FUat.  was  not  a  new  invention  or  manufacture  within  the  realm,  but 

had  been  and  was  publicly  practised  and  used  by  others  before 
and  at  the  date  of  the  said  letters  patent. 
Notict  ofobjec-      Tte  following  was  the  notice  of  objections : — 1.  That  the  sad 
twn$.  E.  O.  was  not  the  first  and  true  inventor  of  the  said  improve- 

ments, for  which  the  patent  in  the  declaration  mentioned  it 
alleged  to  be  in  force,  but  that  all  said  improvements  before  the 
date  and  grant  of  the  said  letters  patent  had  been  and  were  in- 
vented, used,  and  in  practice,  by  Messrs.  M.  and  F.,  or  one  of 
them.  And  that  the  use  of  divided  floats,  applied  according  to 
the  principle  or  mode  described  in  the  writing  or  specification  in 
the  declaration  mentioned,  was  discovered,  invented,  and  is 
practice,  by  the  said  Messrs.  M.  and  F.,  or  some  or  one  of  them, 
before  the  date  and  grant  of  the  said  letters  patent  2.  Hat 
the  said  alleged  invention,  for  which  said  patent  was  granted, 
is  not  an  invention  of  any  new  manufacture  within  this  realm, 
but  is  merely  an  invention  of  a  principle ;  that  is  to  say,  the 
principle  of  arranging  the  floats  of  paddle  wheels  in  divided  por- 
tions, and  in  a  form  calculated  to  displace  the  least  possible 
quantity  of  water  in  their  immersion,  and  not  for  any  specific 
means  of  applying  that  principle  to  practical  purposes ;  and  that 
said  patent  is  calculated  to  prevent  the  said  principle  from  being 
investigated  and  usefully  applied  by  others.  3.  And  that  the 
specification  of  said  patent  does  not  sufficiently  describe  and 
ascertain  the  nature  of  the  invention,  and  in  what  manner  the 
same  was  or  is  to  be  performed;  and  is  ambiguous, obscure, and 
insufficient  in  this,  that  the  specification  does  not  give  or  suggest 
any  specific  means  of  determining  the  supposed  point,  called  / 
(in  the  drawings  accompanying  said  specification,  No.  l)>tt 
which  it  is  necessary  to  place  the  floats  at  a  less  angle  to  the 
radius  of  the  wheel  than  the  angle  Ide;  nor  does  said  specifica- 
tion state  or  show  at  what  angle  it  is  that  said  patentee  places 
the  bars  or  floats  in  such  positions,  that  they  will  be  nearer  to 
each  other  than  said  position  therein  called  d  to  /;  nor  does  said 
specification  state  or  show  at  what  angle,  or  in  what  line,  whe- 
ther curved  or  straight,  said  bars  or  floats  are  to  be  placed,  when 
the  space  between  any  two  of  them  would  be  too  great  if 
arranged  in  the  cycloidal  form.  4.  And  that  the  principle  of  the 
said  patent,  and  the  application  of  that  principle,  had,  previously 
to  the  date  and  grant  of  said  letters  patent,  been  discovered  and 
known  and  used  by  Messrs.  M.  and  F.,  or  one  of  them;  and 
also  that  said  specification  is  too  large  and  extensive,  and  claims 
too  much,  inasmuch  as  it  includes  a  certain  invention  of  a 
similar  kind,  made,  used,  and  put  in  practice,  previously  to  the 
date  and  grant  of  the  said  letters  patent,  by  the  said  Messrs. 
M.  and  F.,  or  one  of  them,  and  would,  if  valid,  prevent  the 
exercise  of  the  said  invention. 
y^^        Sir  J.  Campbell,  A.  O.,  Bichards,  and  M.  Smith,  were  counsel 
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t  the  plaintiffs;  M.  D.  Hill  and  R.  Alexander,  for  the  de- 
stdant.  The  nature  of  the  case  and  the  evidence  will  suf- 
ciently  appear  from  the  summing  up  of  the  learned  judge. 

Sir  N.  Tindal,  C.  J. :  Gentlemen,  this  is  an  action  against  Tht  summing 
le  Secretary  to  the  Commercial  Steam  Packet  Company,  to  up- 
jcover  nominal  damages  for  the  infringement  of  a  patent  for 
srtain  improvements  in  paddle  wheels  for  propelling  vessels, 
a  answer  to  this  action  the  defendants  set  up  three  grounds  of 
efence :  First,  they  say  they  are  not  guilty,  that  is,  in  other 
rards,  that  the  paddle  wheels  they  have  employed  in  the 
Chieftain/  and  the  other  ship  called  the  '  Grand  Turk,9  are  not 
n  infringement  of  the  patent ;  then  they  say  that  the  nature  of 
be  invention,  and  the  manner  of  its  performance,  have  not  been 
raly  described  in  the  specification.  Now  that  is  a  good  answer 
a  point  of  law ;  it  is  a  condition  on  which  the  party  to  whom 
be  patent  is  granted  obtained  it ;  and  it  being  a  condition,  it 
nost  be  performed  strictly,  that  is,  he  must  communicate  by  his 
ipecification  to  the  world,  a  sufficient  mode  of  making  this  im- 
provement, of  which  he  has  the  exclusive  privilege  for  the  four- 
teen years,  in  order  that,  when  the  patent  has  expired,  the  public 
miy  have  the  full  benefit  of  it  on  reference  to  that  specification, 
rhe  third  and  remaining  ground  of  the  defence  is,  that  the  sup- 
posed invention  was  not  a  new  invention,  but  was  used  in  Eng- 
land before  the  grant  of  the  patent ;  that  again  is  a  sufficient 
uuwer  to  the  validity  of  the  patent,  if  the  crown  was  deceived, 
intending  only  to  grant  a  patent  to  the  original  inventor  of  a 
commodity  or  thing  that  was  not  generally  known  or  used  in 
Sngland  before. 

Now,  with  respect  to  the  first,  that  the  wheel  is  not  an  in-  As  to  the  in- 
ingement — that  the  paddle  wheel  used  by  the  defendants  is  no  fr'mgement. 
ifringement  of  the  patent  granted  to  Mr.  Galloway — the  evidence 
m  in  a  very  narrow  compass.  There  have  been  two  witnesses 
died  on  the  part  of  the  plaintiffs,  viz.  Mr.  Carpmael  and  Mr. 
ottam,  and  they  were  asked,  having  read  the  specification  and 
len  the  model  which  was  produced  before  them,  whether  the 
heels  of  the  '  Grand  Turk'  and  the  '  Chieftain9  are  not  an  in- 
ingement,  a  copy  made  after  and  agreeing  with  the  principle 
id  down  in  the  patent;  and  they  unequivocally  say,  they  think 
ley  are.  No  witnesses  have  been  called  on  the  other  side  to 
horn  that  question  has  been  distinctly  put,  who  have  been 
iked  whether  they  believe  it  to  be  an  infringement  or  not,  but 
rery  witness  was  asked  this  question,  whether  it  agreed  with  a 
srtain  wheel  that  had  been  supposed  to  be  invented  or  dis- 
>vered  by  Mr.  Field,  in  1833,  and  put  on  board  the  'Endeavour/ 
hat  was  the  way  in  which  every  question  was  put;  not  a 
iatinct  question  so  as  to  bring  forth  a  distinct  answer  on  the 
lbject  of  the  infringement,  but  putting  it  in  that  collateral  way, 
leaning,  as  the  defendants  contend,  that  the  plaintiff's  inven- 
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tion  is  borrowed  from  the  one  which  was  known  before ;  virtu- 
ally, therefore,  they  wish  to  show  that  the  two  inventions  were  in 
fact  the  same;  but  it  certainly  appears  to  me,  that  as  they  did  not 
put  the  question  distinctly  and  directly,  whether,  in  the  opinion 
and  judgment  of  the  defendants'  witnesses,  such  infringement  hid 
taken  place  or  not,  that  they  rather  fortified  the  plaintiff's  cub 
than  weakened  it,  by  drawing  out  from  their  witnesses,  that  it 
was  made  on  the  same  principle  as  the  wheel  that  was  put  on 
board  the  'Endeavour/  it  being  a  main  part  of  their  case  tint 
this  was  a  discovery  which  the  plaintiff  Galloway  has  since 
adopted  and  got  a  patent  for. 

The  next  answer  that  is  put  on  the  record  is,  that  the  plain- 
tiff Galloway  did  not  so  describe  the  matter  in  the  specification 
as  by  law  he  was  required;  that  he  has  not,  in  the  language  of 
the  plea,  truly  described  his  invention ;  and  if  there  is  a  want  of 
clearness,  so  that  the  public  cannot  afterwards  avail  themsehres 
of  it,  much  more  if  there  is  any  studied  ambiguity  in  it,  so  as  to 
conceal  from  the  public  that  which  the  patentee  for  a  term  is 
enjoying  the  exclusive  benefit  of,  no  doubt  the  patent  itself 
would  be  completely  void.    This  is   also  a  question  to  be 
determined  on  the  evidence  brought  before  you.     If  it  had  ap- 
peared on  the  face  of  this  specification,  that  it  was  so  manifestly 
ambiguous  in  the  terms  used,  as  that  no  person  of  ordinary 
sense  and  judgment  on  reading  it  could  make  out  what  the  party 
professed  to  disclose  and  was  bound  to  disclose,  then  the  speci- 
fication would  not  be  a  compliance  with  the  patent;  but  it  does 
not  appear  to  me  at  all,  upon  looking  at  it,  that  there  is  such 
doubt  and  difficulty  in  the  construction  of  the   specification 
itself.     There  has  been  a  great  deal  of  stress  laid  on  what  we 
heard  so  often — the  coincidence  of  the  rolling  cylinder,  which  is 
to  represent  the  rate  of  going  of  the  vessel,  and  the  wheel  which 
forms  the  circle  or  boundary  of  the  lower  part  of  the  floats— and 
a  great  many  observations  have  been  made,  that  certain  cases 
that  may  occur  are  not  provided  for  in  the  specification.    It 
does  not,  I  confess,  appear  to  me  on  the  face  of  the  specification 
that  such  is  the  necessary  conclusion,  because  you  are  to  take 
it,  not  by  itself,  but  with  reference  to  the  figures ;  and  when 
you  look  at  that  figure  which  is  called  Fig.  1,  and  compare  it 
with  the  statement  made  in  the  specification,  I  confess  I  am 
unable  to  say,  on  merely  perusing  it,  which  is  all  I  am  bound  to 
say,  that  there  is  that  degree  of  difficulty,  or,  in  fact,  that  I  kd 
any  great  difficulty,  on  the  subject.     But  the  main  question  on 
this  point  is  for  you,  and  that  is,  whether  it  is  such  a  fair  and 
clear  statement,   that  a  person   with   a  competent  degree  of 
knowledge  upon  the  subject-matter  to  which  the  patent  relates, 
would  be  able  to  make  that  which  the  plaintiff  now  enjoys  the 
exclusive  privilege  of.    The  two  first  witnesses  state,  that  in 
their  judgment,  a  perusal  of  this  by  a  workman,  employed  in 
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manufactures  of  this  nature  and  description,  would  qualify  him  A.  D.  1839. 
to  make  a  wheel  of  the  nature  of  those,  in  the  same  manner,  and 
with  the  same  properties  as  those,  which  the  plaintiff  at  present 
enjoys  under  the  patent.     I  do  not  find  that  even  that  is  broken 
in  upon  by  the  other  side,  for  there  is  no  witness  called  to  whom 
that  question  is  put,  except  Mr.  Field ;  and  Mr.  Field's  answer 
to  one  part  of  it,  where  the  question  is  put  to  him,  is  this— he 
ays,  "  I  have  read  the  specification,  and  looking  at  the  specifi- 
cation (which  was  the  main  point  that  was  put  to  him  about 
the  rolling  circle),  I  think  the  rolling  circle  and  the  inner  circle 
of  the  floats  are  intended  to  be  the  same  circle."     He  says,  it 
is  not  expressed  in  the  specification,  whether  d  belonged  to  the 
lolling  circle  of  the  edges  of  the  floats.     If  it  belonged  to  the 
rolling  circle,  all  he  says  is  this,  I  do  not  think  a  workman 
would  know  whether  the  point  d  was  the  point  belonging  to  the 
inner  circle,  or  the  rolling  circle : — that  is  his  judgment.     If  you 
have  had  an  opportunity  of  looking  at  the  figures  as  connected 
with  the  specification,  I  confess  in  my  mind  it  does  not  appear  a 
subject-matter  of  doubt  that  that  d  is  the  point  that  is  formed 
by  the  surface  of  the  common  radial  float  with  that  inner  circle, 
and  this  only  givefs  you  the  point  upon  which  to  set  off,  on  such 
occasion,  to  form  your  cycloid  for  the  new  form  of  floats,  pro- 
Tided  that  may  or  may  not  be  the  case. 

Now,  gentlemen,  the  third  and  last  is  the  main  point  in  this  As  to  the  inven- 
ease,  whether  this  was  an  invention  new  at  the  time,  or  whether  J,1™^!  !annd 
this  improvement  was  new  as  to  the  public  use  and  exercise  at  the  time  of 
thereof  in  England.     The  date  that  I  have  to  call  your  attm-|^^tbdo* 
tbn  to  is  the  date  of  the  patent,  namely,  the  18th  of  August, 
1835  ;  what  you  have  to  ask  yourselves  is,  whether,  on  the  evi- 
dence, that  which  Mr.  Galloway  has  described  in  his  specifica- 
tion  was  new  at  that  time;    or  whether  it   was  known  and 
practised  before  in  the  realm  of  England.     Undoubtedly,  if  it 
was,  there  is  an  end  of  the  patent ;  upon  that  point  the  law  is 
Undoubtedly  now  understood  to  be  this — a  mere  experiment,  or  Experiment  not 
a  mere  course  of  experiments,  for  the  purpose  of  producing  a  brought  to 
result  which  is  not  brought  to  its  completion,  but  begins  and  con/ucted  to  a 
finds  in  uncertain  experiments — that  is  not  such  an  invention  ful1  r.c?ult»  *iU 

1  ,  not  vitiate  the 

is  should  prevent  another  person,  who  is  more  successful,  or  patent  of  a  more 

pursues  with  greater  industry  the  chain  in  the  line  that  has 8UCce8sful  p«- 
'  ...  ?-..%!  i.  *.  .i.       son  in  the  same 

>een  laid  out  for  him  by  the  preceding  inventor,  from  availing  line. 

limself  of  it,  and  having  the  benefit  of  it ;  therefore,  the  main 
point  in  this  case  is,  whether  all  that  is  allowed  to  have  been 
lone  by  Mr.  Field  rested  in  experiment,  and  unsuccessful  ex- 
periment not  conducted  to  its  full  result,  or  whether  it  was  a 
complete  discovery  of  that  which  now  forms  the  subject-matter 
of  the  patent.  On  that,  the  evidence  of  Mr.  Carpmael  and 
Mr.  Cottam  is,  as  you  will  suppose,  only  general,  because  they 
are  called  to  negative  that  this  was  known  before.    Therefore, 

3  Y 
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Ik*  tumming     all  they  can  say  is,  that  they  are  people  who  are  conversant  with 
*'''  subjects  of  this  description,  and  pass  their  time  and  part  of  their 

.dii.milliMie  l*vos  m  understanding  the  nature  of  patents.,  and  in  following 
«  r.  ,*...  ta?*  U|)  nnci  discovering  what  are  the  inventions  that  are  going  on 
.a  « t.  mm  7.  ^^  Wcek  to  week — and  all  that  they  say  is,  that  they  had 
not  before  heard  that  there  had  been  such  a  discovery  previ- 
ously to  the  issuing  of  the  patent  in  August,  1835.  Therefore, 
I  hat  is  enough  to  call  on  the  other  side,  to  show  affirmatively, 
that  it  was  not  new,  that  it  was  an  old  matter,  and  used  and 
exercised  before  within  the  realm  of  England,  and  you  must  ay 
whether  the  evidence  which  they  have  brought  before  you,  in 
the  way  in  which  it  seems  to  me  it  ought  to  be  understood,  hai 
brought  your  minds  to  that  conclusion,  or  not.  That  is  a  mere 
question  of  fact  which  you  must  decide  for  yourselves. 

I'pon  that.  Mr.  Field  is  first  called,  and  gives  an  account  of 
all  that  lie  had  done,  in  the  way  of  invention,  and  carrying  that 
lineman  to  the  purposes  of  practice,  and  the  account  he  gives 
is  «h;s :  he  says,  %"  In  the  year  1S33, 1  made  an  improved  wheel, 
;,  ni«\!fl  ,-f  which  1  took  to  the  Admiralty."  Then  he  gives  yon 
the  »>r.£v.iAi  moJe.1  thai  he  made  at  that  time  ;  he  says,  "This is 
tho  ^c  1  r.v..<c  i:  from,  and  I  conceived  the  idea  of  dividing  the 
*wo\;  v.;^  a  carve*  which  curve  I  obtained  by  holding  my 
}v  v.*.  *:  ::v  iv.cf  of  the  supposed  water  line;  I  then  placed 
i.v  xi.v:e  c.:v.i;.-.:y  of  surface  of  paddle  in  four  bars,  that  is,  a 
,  \  /.^  ,.fc".  .  ..r»<\"  Then  he  says.  ••  This  model  shows  it  better, 
\' u:  i>  :  .*  *w  :v.xwC  th«  1  made:  at  that  period  we  were 
,  v  ...  \^..  :-x  ;:;•  A^.v.iriln-.  and  had  just  completed  six  lazge 
>..■:....  <■  .^.  >rs  1  v-xc  to  ;he  Admiralty."  Then  he  says, in 
.\%  *.\  ,j.-.-.v  .c  ::.i.:,  >■?  afterward*  went  and  attended  there.  He 
m.\*.  ..r  .v».vj:\  v;.s  Tr.x"j«*£  and  explained  by  myself  and 
•:w: .  ,  :.*  ::v  \.ir.-. -s-1m  :  ;*.'fy  wen?  irssrh  pleased,  and  they 
,«,*;,  ■  v..  :/  *.'.*•.■»:  :  .  ::*t  sjj.1.  ;he  nf.xt  vessel  that  arrived 
v*....  \*»v  ;.:i.'  :r.  y\  ^7^;.::/"  A  vessel  did  arrive;  however, 
■•.  "  •  »x  *:.•*:  :  .w  :\Sr  *-*«*£..  Hcrxuse  it  did  not  happen  to 
:*.  .  .  s-.  .v  :.  tx*-.  r»i>:  A-i^if  ;i:.":«jc  person's.  And  then  he 
x»x^  .':>,  ;  .v.',-  ■^•::k;..:w.  i.x*jt  i  v;*k  in  the  Admiralty;  we 
i.».\  .  .  •».  .:s.»  ..^  .-ox  .v  :«iiT  TTiLr.i^arrciTy :  we  showed  it 
..    ».   .  ..■*,     \i.  ,'i.:;-;  v:»-  va*:i?i  :;  arc  it-  arid  to  any  person* 
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we  put  a  paddle  upon  it;  this  paddle  is  suited  for  the  sea,  and  A.D.  183?. 
not  for  fresh  water;  we  put  one  fresh  paddle  on  the  wheel  of 
the  '  Endeavour;'  the  result  was,  the  agitation  of  the  water  was 
quite  removed,  or  scarcely  perceptible :  we  continued  the  ex- 
periment (as  he  called  it),  for  some  weeks ;  we  then  restored  the 
farmer  wheel."  It  is  afterwards  explained,  that  the  reason  why 
tiiis  wheel  was  taken  away,  and  the  old  one  restored,  according 
to  the  captain's  account,  was  because  the  boiler  was  not  large 
enough  to  make  steam  sufficiently  fast  for  this,  which  had  a 
quicker  rotary  motion*  Then  he  goes  on  to  say,  that  in  1835  a 
great  many  experiments  were  made.  "  I  got  this  original  know- 
ledge in  the  year  1833."  And  when  we  are  discussing  whether 
iie  had  brought  that  to  any  degree  of  perfection,  at  that  time,  so 
as  to  be  a  matter  that  was  known,  and  capable  of  being  applied 
to  vessels  at  all,  it  is  odd  and  singular  enough  (but  that  will  be  for 
your  consideration),  that  he  should  go  on  in  1835  making  a  great 
many  more  experiments.  He  says,  "  In  1835,  we  made  a  great 
many  experiments,  of  which  the  general  character  was  to  ascer* 
tain  the  various  qualities  of  wheels,  chiefly  cycloidal  wheek,  and 
comparing  those  wheels  with  Morgan's  wheel.  I  had  a  very 
extensive  apparatus  constructed  for  the  purpose  of  these  experi- 
ments; it  stood  in  a  very  public  part  of  the  premises,  no  person 
was  excluded,  a  great  many  saw  it,  it  was  in  the  thoroughfare  of 
the  manufactory.  We  had  between  400  and  500  employed  at 
that  time  in  our  manufactory."  He  says  how  the  apparatus 
was  constructed  (which  I  think  was  not  very  material),  but  that 
apparatus  they  constructed  merely  for  the  purpose  of  deciding 
upon  these  experiments.  Then  he  says,  "  These  experiments 
were  made  between  the  16th  of  April  and  the  12th  of  June, 
1835.  We  had  a  person  solely  employed  in  these  experiments ; 
no  secrecy  whatever  was  observed ;  on  the  contrary,  we  invited 
people  to  come  and  see  them.  I  first  heard  of  the  patent  taken 
out  by  Mr.  Galloway,  on  the  8th  of  September,  1835.  I  re- 
member a  model  put  up  by  him  in  the  Adelaide  Gallery/'  It 
appears,  therefore,  from  the  month  of  September,  1835,  Mr. 
Field  was  fully  conscious  that  there  had  been  this  patent 
granted  to  Mr.  Galloway,  and  we  do  not  hear  of  any  opposition 
to  it  for  a  very  considerable  period  afterwards.  Indeed,  these 
defendants,  a  year  afterwards,  so  little  are  they  informed,  or 
so  little  do  they  know,  that  there  had  been  a  doubt  as  to  the  va- 
lidity of  the  patent,  that  they  pay  for  the  use  of  these  floats,  for 
a  vessel  of  theirs  called  the  'Calpe/  £40— having  previously, 
in  the  years  1835  and  1836,  just  after  the  granting  of  the  patent, 
had  the  same  patent  improvement  applied  at  a  much  larger 
sum  to  other  vessels.  Then  he  says,  "I  have  carefully  ex- 
amined the  specification  of  Mr.  Galloway;  I  have  seen  the 
models  produced;  the  principle  laid  down  in  that  specification  is 
precisely  the  same  as  mine ;  I  had  the  same  object  in  view — 
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Tht  summing     that  of  arranging  the  floats  in  a  cycloidal  curve ;  I  have  not 
up'  been   able  to  find  in  Mr.  Galloway's  specification  any  dung 

whatever  different  to  what  I  had  in  view,  except  what  I  had 
before ;  the  advantages  mentioned  in  his  specification,  are  the 
very  same  advantages  that  I  contemplated  and  proposed." 
Gentlemen,  then  he  is  cross-examined  as  to  this  point,  and  be 
says,  I  have  taken  out  patents  myself,  altogether  three,  one  of 
them  a  little  time  ago ;  the  idea  crossed  my  mind  for  taking  out 
a  patent  for  this  discovery.  I  entered  a  caveat  for  my  discovery 
in  1833.  I  never  did  any  thing  upon  it.  It  is  now  a  very 
valuable  wheel,  it  is  now  in  general  use ;  a  valid  patent  for  such 
a  wheel  would  be  very  valuable  to  the  patentees,  it  would  be 
valuable  to  me;  I  continued  making  experiments  till  July, 
1835."  Certainly  it  is  not  an  improper  observation,  one  that 
you  should  bring  before  your  own  minds  on  this  question,  that  is, 
whether  it  was  the  invention  of  Mr.  Field  before  Mr,  Galloway, 
and  an  invention  carried  so  far  to  perfection,  that  the  matter 
might  be  known  and  used  in  England  ? — that  as  he  had  entered 
a  caveat  at  the  office  of  the  law  officers  of  the  crown,  he  must 
have  had  notice  of  this — the  patent  would  not  have  passed 
without  some  notice  given  to  him,  that  such  patent  was  takes 
out ;  and  yet  you  see,  though  he  had  put  in  his  caveat  in  the 
year  1833,  and  made  experiments  from  April  to  June,  and  goes 
on  making  experiments  to  1 835,  he  does  not  at  all  interpose, 
or  set  up  his  claim  at  that  time  to  take  out  a  patent.  I  do  not 
mean  to  say  he  was  bound  to  do  it,  or  that  his  not  doing  it 
will  decide  this  question  at  all;  but  when  we  are  considering  the 
course  that  men  ordinarily  pursue  in  looking  after  their  own 
interest,  the  question  is,  whether  he  is  perfectly  to  be  depended 
on  as  to  the  exact  identity  of  this  discovery — that  this,  which  is 
now  the  subject  of  a  patent,  was  the  very  discovery  which  he 
himself  had  made  ?  That  is  for  you,  and  not  for  me,  to  deter- 
mine. Then  he  goes  on  to  say,  t€  I  continued  making  experi- 
ments till  July,  1835.  I  never  fitted  up  a  vessel  for  a  customer 
till  the  c  Dovor  Castle/  that  was  the  name  of  it ;  the  wheels 
were  afterwards  altered  from  three  boards  to  two,  and  so  they 
continued.  That  vessel  did  not  go  faster  nor  slower  than  be- 
fore, but  the  vessel  was  better  for  the  sea ;  she  was  always  a 
slow  vessel.  The  next  vessel  we  fitted  up  with  split  boards 
was  the  '  African  f  that  was  in  the  summer  of  1836."  That  is, 
after  the  period  when  this  patent  is  granted;  therefore,  any  thing 
that  is  done  after  that,  if  it  is  a  wheel  of  the  nature  and  descrip- 
tion of  that  for  which  the  patent  is  granted,  that  is  not  to  be 
brought  in  evidence  against  the  plaintiff,  as  a  prior  discovery, 
except  so  far  as  that  the  party  who  gives  the  evidence  says 
that  it  was  upon  his  own  principle,  and  not  upon  the  principle 
of  the  patent.  The  mere  fact  of  applying  it  so  late  as  the  year 
1836,  the  year  aJtet  i\\fc  patent  was  granted,  would  not  of  itsd£ 
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of  course,  show  that  the  subject-matter  had  been  known  and  A.  D.  1839. 
used  in  England  a  year  before.  Then  he  says, €€  I  am  not  quite 
positive  that  I  fitted  up  any  but  the  €  Dovor  Castle'  with  wheels 
on  this  construction.  I  fitted  up  the  €  Great  Western'  with 
wheels  of  this  construction  in  the  year  1838 ;  the  wheel  is  now 
in  great  repute ;  I  had  no  knowledge  of  the  floats  being  divided 
in  this  way  before  I  did  so  myself.  I  did  nothing  for  the 
Admiralty  before  August,  1835."  Then,  in  fact,  he  says,  "  I 
did  not  do  it  till  the  summer  of  1836.  I  did  take  off  the  new 
wheel,  after  having  satisfied  myself  with  the  experiment,  and 
I  put  on  the  old  boards  again."  He  says,  "  We  did  nothing 
in  1833,  1834,  and  1835 ;  in  1835  we  commenced  our  experi- 
ments, and  we  still  continued  to  make  comparative  experi- 
ments." Then  he  goes  on  to  say  something  more  as  to  the 
specification,  which  is  not  material  (d). 

The  point,  as  it   seems   to   me,  for  your  consideration  is, 
whether  you  are  satisfied  or  not,  that,  at  the  time  when  this 
patent  was  taken  out,  the  invention  for  which  the  patent  was 
obtained  was  a  new  invention,  and  not  used  publicly  in  Eng- 
land, which  are  the  words  of  the  plea  ?     That  there  had  been  Experiment 
many  experiments  made  upon  the  same  line,  and  almost  tending,  abandoned  or 
if  not  entirely,  to  the  same  result,  is  clear  from  the  testimony  to  a  successful 
you  have  heard ;  and  that  these  were  experiments  known  to  """.'t  w,w  no1 

J  .  r  prejudice  a 

various  persons ;  but  if  they  rested  in  experiment  only,  and  had  more  fortunate 
not  attained  the  object  for  which  the  patent  was  taken  out,  ^^S^yinw 
mere  experiment,  afterwards   supposed   by  the  parties   to   be  required  link. 
fruitless,  and  abandoned  because  they  had  not  brought  it  to  a 
complete  result,  that  will  not  prevent  a  more  successful  com- 
petitor, who  may  avail  himself  as  far  as  his  predecessors  have 
gone  of  their  discoveries,  and  add  the  last  link  of  improvements, 
in  bringing  it  to  perfection.     If  that  is  the  case,  the  plaintiffs 
are  entitled  to  your  verdict.     If  it  was  then  known,  at  the  time 
when  the  plaintiff  took  it  up,  and  was  publicly  known  and  used 
in  England,  then  in  that  case  the  patent  is  invalid,  and  in  that 
case  you  would  find  your  verdict  for  the  defendant.     If  you  find 
it  for  the  plaintiffs,  it  will  be  only  nominal  damages ;  the  ques- 
tion is  not  here  for  any  profits,  but  simply  to  decide  the  right 
between  the  parties. 

Verdict  for  the  plaintiffs  (e). 


(<0  His  lordship  rood  the  evidence  of  the  other  being  no  allegation  that  he  was  the  registered 
witnesses  who  had  been  called  as  to  some  of  the  officer  of  the  Company,  pursuant  to  the  act  of 
matters  spoken  to  by  Mr.  Field,  but  this  evidence  parliament,  7  W.  4,  &  1  Vict.  c.  73.  On  a  subse- 
ts not  material  to  be  stated.  quent  day  the  plaintiffs  obtained  a  rule,  calling  on 

(«)  No  application  was  made  to  the  court  to  tne  defendant  to  show  cause  why  the  record  should 

disturb  the  verdict ;  but  a  rule  was  obtained  call-  not  be  amended  by  inserting  the  proper  allegation 

ing  on  the  plaintiffs  to  show  cause  why  judgment  in  the  declaration.    The  court  made  the  latter  rule 

should  not  be  arrested,  on  the  ground  that  the  de-  absolute  on  terms  of  the  plaintiffs  paying  the  costs 

claration  was  defective,  no  right  of  action  being  of  both  rules,  and  foregoing  the  costs  of  the 

shown  against  the  defendant  on  the  record ;  there  action.     See  Galloway  v.  BUaden,  I  M.  &  G.  247. 
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CARPENTER'S  PATENT. 


Title. 


Specification 
and  disclaimer. 


Letters  patent,  18th  January,  1830,  to  J.  Carpenter  and 
J.  Young,  for  "  certain  improvements  in  locks  and  other  secu- 
rities applicable  to  doors  and  other  purposes." 

The  invention  described  in  the  specification  consisted  of  two 
kinds  of  improvements  in  locks,  and  of  improvements  in  hinges. 
By  disclaimer  and  memorandum  of  alteration,  enrolled  15th  of 
July,  1839,  one  class  of  improvements  in  locks  and  the  im- 
provements in  hinges  were  disclaimed,  and  the  words  "other 
securities"  in  the  title  were  also  disclaimed ;  the  remaining  im- 
provement consisted  of  a  combination  of  a  sliding  bolt  and  lever 
latch ;  the  latch  having  one  side  of  its  face  sloped  off  and 
moving  up  an  inclined  plane  on  the  striking  part  of  the  staple, 
and  then  falling  suddenly  into  the  box  of  the  staple.  One 
feature  of  the  improvement  was  the  use  of  a  piece  of  metal 
(marked  e),  by  which  the  latch  could  be  lifted,  and  the  bolt 
of  the  lock  unlocked,  from  the  outside* 


Carpenter  v.  Smith. 


M.  v.,  1841.  Cor.  Lord  Abinger,  C.B. 

Declaration.  The  declaration  set  forth  the  specification  and  disclaimer,  and 

assigned  breaches  after  the  entering  of  the  disclaimer  in  respect 
of  the  part  of  the  invention  not  disclaimed. 

PUat.  The  defendant  pleaded — 1.  Not  guilty.     2.  That  the  plaintiff 

was  not  the  true  and  first  inventor  of  the  part  not  disclaimed. 
3.  That  the  part  not  disclaimed  was  not  a  new  invention  as  to 
the  public  use  and  exercise  thereof.  4.  The  insufficiency  of  the 
specification.  5.  That  the  invention  not  disclaimed  was  not  t 
new  manufacture  within  the  proviso  of  the  statute. 

Objection.  The  following  notice  of  objections  was  delivered  with  the 

pleas: — 1.  That  the  plaintiff  was  not  the  first  and  true  inven- 
tor of  the  said  alleged  invention,  or  for  which  the  said  letters 
patent  were  granted.  2.  That  the  said  alleged  invention  wis 
not  a  new  invention  as  to  the  public  use  thereof  in  England  at 
the  time  of  the  grant.  3.  That  the  specification  set  forth  in 
the  declaration  is  insufficient,  inasmuch  as  it  does  not  set  out 
what  parts  are  old  and  what  new  of  the  lock ;  and  also,  inas- 
much as  it  disclaims  the  separate  parts  of  the  lock,  without 
saying  what  is  intended  to  be  claimed,  while  the  tide  of  the 
patent  is  for  improvements  in  locks  only;  at  the  same  time, 
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Lord  Abinger,  good,  by  striking  out  the  objectionable  parts  of  the  specification. 
C.B.,to  the  jury.  jjut  ^g  objection  to  his  specification  originally,  is  plain  on  the 
face  of  it,  and  it  was  this — it  is  required  as  a  condition  of  every 
patent,  that  the  patentee  shall  set  forth  in  his  specification  a 
The  specific*,  true  account  and  description  of  his  patent  or  invention,  and  it 
guU  "between?"  *s  necessary  in  that  specification  that  he  should  state  what  his 
new  and  old ;  if  invention  is,  what  he  claims  to  be  new,  and  what  he  admits  to 
sumption^that  ^e  °M;  f°r  ^  *e  specification  states  simply  the  whole  ma- 
the  patent  ex-  chinery  which  he  uses,  and  which  he  wishes  to  introduce  into 
whole  and  to  use>  an^  claims  the  whole  of  that  as  new,  and  does  not  state 
each  part.  tnat  ne  c]aims  either  any  particular  part,  or  the  combination  of 
the  whole  as  new,  why  then  his  patent  must  be  taken  to  be  a 
patent  for  the  whole,  and  for  each  particular  part,  and  his  patent 
will  be  void  if  any  particular  part  turns  out  to  be  old,  or  the 
combination  itself  not  new.  Now,  as  the  patent  stood  origin- 
ally, he  neither  claimed  the  combination  nor  the  specific  parts, 
but  when  he  comes  to  make  the  disclaimer,  in  the  year  1839,  he 
disclaims  the  particular  parts ;  but  I  will  not  call  your  attention 
to  them,  because  they  are  not  material,  but  he  retains  his  claim 
to  Fig.  2,  and  disclaims  the  particular  parts;  he  says,  "the 
latch  is  not  new,  the  bolt  is  not  new," — but  it  is  plain  that  he 
claims  the  rest.  Now  the  rest  either  means  the  combination,  or 
it  means  a  combination  within  a  combination,  such  as  it  was 
that  he  claimed  as  his  patent.  Now  that  combination,  as  it  is 
set  forth  in  his  figure,  as  well  as  in  his  patent,  consists  of  a  cer- 
tain brass  plate,  which  is  marked  with  the  letter  e,  and  which 
serves  to  confine  the  movements  of  the  two  bolts,  that  is,  of  the 
latch  and  the  bolt  latch  together,  if  the  party  chooses  so  to  use 
them.  But  he  certainly  states  that  he  may  use  them  sepa- 
rately, without  the  plate  e,  in  which  case  it  is  admitted  that  the 
brass  plate  marked  with  the  letter  e  would  not  be  required. 
But  then  his  counsel  says,  that  the  claim  is  sufficiently  large  to 
entitle  him  to  the  combination  independent  of  that.  Now  that 
is  a  question  upon  which  I  entertain  very  considerable  doubt, 
that  is  a  question  open  for  future  discussion,  but  we  assume,  for 
the  purpose  of  trying  the  question  before  you,  that  he  may 
claim  a  patent  for  a  combination,  independent  of  that  brass  plate 
marked  with  the  letter  e,  which  it  is  admitted  the  defendant  has 
not  used.  Why,  then,  what  is  the  combination  he  claims  ?  he 
does  not  say  that  he  claims  (at  least,  he  does  not  say  in  terms 
that  he  claims)  the  combination  of  the  box  and  the  sliding 
inclined  plane  in  the  box ;  he  does  not  say  he  claims  that  as 
a  part  of  his  combination ;  but  you  are  to  collect  that  in  the 
specification  from  his  figures.  But,  as  I  understand  it,  be 
certainly  claims  the  combination  of  the  two  bolts  in  one 
frame,  and  I  do  not  deny  that,  according  to  the  evidence  he  has 
given,  he  has  proved  that  there  is  more  advantage  in  having 
them  in  one  frame  than  in  two ;  we  must  take  that  for  granted, 
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that  the  advantage  here  is  not  questionable.     Well,  but  then  A.  D.  1841. 
does  he  claim  the  combination  in  that  precise  and  particular 
form  and  no  other  ? — because,  unless  he  goes  on  in  his  specifica- 
tion, and  says,  "  I  claim  the  combination  in  the  precise  form  I 
have  stated,  but  I  do  not  claim  the  combination  in  any  other 
form  whatever,"  his  claim  in  general  is  for  the  combination  of 
the  two  bolts  in  one  frame — the  one  the  bolt,  and  the  other  the 
latch.     Now  on  that  subject  the  counsel  for  the  defendant  says, 
"  I  deny  that  that  combination  is  new — I  deny  that  it  is  new  in 
its  parts,  and  I  deny  that  it  is  new  in  the  combination."    That 
is  the  plea.    The  pleas  are  changed  in  two  or  three  different 
ways,  but  that  is  the  substance  of  the  pleas.     The  plaintiff 
has  certainly  given  evidence  to  show  that  the  witnesses  who 
have  been  called  had  never  seen  the  combination  before — but 
their  evidence  goes  further  than  that ;  for  Mr.  Carpmael  and 
Mr.  Bramah  both  distinctly  say,  not  only  that  they  have  never 
seen  the  combination  before  of  the  two  bolts  in  one  frame,  but 
they  both  say  that  they  never  before  saw  a  lifting  latch  that  was 
raised  up  by  an  inclined  plane  on  the  box,  and  by  a  bearing  off 
of  the  edge  of  the  latch,  so  as  to  accommodate  the  inclined 
plane,  and  to  make  it  rise  more  easily  and  get  into  the  box,  and 
hold  it  fast.     Mr.  Carpmael  says,  in  terms,  that  he  had  never 
wen  that  before ;  Mr.  Bramah  says  the  same  thing,  that  he  had 
never  seen  that  before.    Now,  I  desire  you  to  dwell  with  some 
attention  on  that,  because  a  great  deal  of  argument  has  been 
urged  here,  and  a  very  ingenious  reply  has  been  addressed  to 
you  by  the  plaintiff's  counsel,  and  witnesses  have  been  called, 
some  of  them  persons  of  great  science  and  extensive  knowledge, 
and  these  witnesses  have  been  called  to  prove  that  they  never 
knew  this  before ;  from  which  you  are  desired  to  infer,  that  it 
could  not  have  been  known  before  to  any  purpose  or  effect 
whatever.    Why  the  same  persons   who  tell  you  they  never 
knew  the  combination  before,  also  tell  you  that  they  never 
knew  the  particular  part  in  its  present  form  before,  that  is,  the 
latch ;  when  you  find  from  other  evidence,  that  that  form  was 
well  known,  that  that  form  was  known  to  other  persons,  who 
tad  introduced  it  into  practice,  at  least  it  is  an  argument  to 
show,  that  the  knowledge  of  these  gentlemen,  however  intelli- 
gent they  may  be,  is  not  to   be  altogether  relied  on.     Mr. 
Carpmael  was  evidently  surprised  to  see  the  lock  put  into  his 
hand  from  the  Martello  Tower,  and  admitted  that  he  had  never 
»een  any  tiling  like  it  before.    I  think  there  are  several  instances 
which  I  might  allude  to,  which  show  with  respect  to  the  form  of 
the  latch,  and  the  mode  of  its  being  got  in  the  box,  that  that 
kas  been  used  before.    Then  what  is  it  that  is  new  ?     It  is  the 
combination  that  is  new ;  that  part  is  not  new.     The  box  has 
been  proved  sufficiently  to  have  been  used  before  in  that  form, 
<W  on  the  same  principle — Mr.  Carpmael  admits  it;  therefore,  it 
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I,ord  Abinger, 
C,]i.tU)theju)y 


A  public  use 
and  exercise, 
not  a  use  and 
exercise  by  the 
public. 


Public  use  is, 
that  the  use 
shall  be  public 
as  contradistio- 
guithed  from 
secret. 


is  the  combination  which  is  new.  Now,  is  the  combination 
'  new  ?  Upon  that  you  had  the  evidence  of  the  opinion  of  many 
witnesses  on  behalf  of  the  plaintiff,  that  it  was  not  known  be- 
fore, and  that  they  did  not  know  it  before.  Yon  have  also  the 
facts  adduced  by  the  defendant's  counsel. 

But,  gentlemen,  before  I  come  to  consider  these  facts,  and 
apply  them  to  the  evidence,  I  must  beg  leave  to  make  an  ob- 
servation upon  a  very  important  part  of  the  address  of  the 
counsel  in  reply,  because  I  think  it  is  my  duty  that  you  should 
not  give  your  verdict  under  any  mistaken  impression  of  what 
the  law  may  be.  The  plaintiff's  counsel  has  referred  to  the 
words  of  the  statute,  to  show  that  the  words  "public  use  and 
exercise"  formed  a  part  of  the  patent,  from  which  he  desires 
you  to  take  the  definition  of  what  he  calls  the  legal  meaning  of 
the  word  "new,"  and  he  draws  this  inference — that  unless  it 
has  been  in  public  use  and  in  public  exercise  before,  it  is  new. 
I  repeat  the  words,  that  there  may  be  no  mistake ;  the  inference 
he  draws  from  it  (for  I  took  his  words  down  at  the  time)  is  this— 
that  unless  it  was  in  public  use  before,  and  there  was  a  public 
exercise  of  it  before  (that  is,  exercised  by  the  public  before),  it 
is  new.  Now,  I  differ  altogether  from  the  learned  counsel  in 
that  respect;  and  I  think  what  is  meant  by  a public  use  and 
exercise/9  as  has  been  held  by  my  predecessors  before  (and  1 
think  one's  own  common  sense  leads  one  to  adopt  that  defi- 
nition), is  this ; — a  man  is  entitled  to  a  patent  for  a  new  inven- 
tion, and  if  his  invention  is  new  and  useful,  he  shall  not  be 
prejudiced  by  any  other  man  having  invented  that  before,  and 
not  made  any  use  of  it;  because  the  mere  speculations  of 
ingenious  men,  which  may  be  fruitful  of  a  great  variety  of 
inventions,  if  they  are  not  brought  into  actual  use,  ought  not 
to  stand  in  the  way  of  other  men  equally  ingenious,  who  may 
afterwards  make  the  same  inventions,  and  apply  them.  A  great 
many  patents  have  been  taken  out,  for  example,  upon  sugges- 
tions made  in  a  very  celebrated  work  by  the  Marquis  of 
Worcester,  and  many  patents  have  been  derived  from  hints  and 
speculations  by  that  ingenious  author.  But  yet,  as  he  never 
acted  on  them,  as  he  never  brought  out  any  machines  whatso- 
ever, those  patents  are  good.  So  that  the  meaning  of  the  words 
"  public  use"  is  this— that  a  man  shall  not,  by  his  own  private 
invention,  which  he  keeps  locked  up  in  his  own  breast,  or  in  his 
own  desk,  and  never  communicates  it,  take  away  the  right  that 
another  man  has  to  a  patent  for  the  same  invention.  Now 
S€  public  use"  means  this — that  the  use  of  it  shall  not  be  secret, 
but  public ;  and  in  that  sense  I  must  say,  that  if  you  think  the 
lock  used  by  Mr.  Davies  is  a  lock  which  combines  the  same 
thing  (I  do  not  say  whether  it  does  or  not;  that  is  left  entirely 
for  your  consideration),  I  think  that  is  a  public  use  of  it,  and  is 
within  the  meaning  of  t\v\a  clause  of  the  patent — "public  use 
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and  exercise,"  as  used  in  opposition  to  private  and  secret  use.  A.  D.  1841. 

Therefore,  if  a  man  invents  a  thing  for  his  own  use,  whether  he 

sells  it  or  not,  if  he  invents  a  lock  and  puts  it  on  his  own  gate, 

and  has  used  it  for  a  dozen  years,  that  is  a  public  use  of  it.     If  it 

were  otherwise,  see  what  the  consequence  would  be :  Mr.  Davies 

has  a  lock,  which  he  has  directed  to  be  made  (we  may  suppose 

that  to  be  the  case),  and  put  on  his  gate  some  twenty  years 

ago — sixteen  years  ago  at  least;  if  that  was  not  a  public  use  of  it 

which  prevented  a  man  from  taking  out  a  patent,  any  man 

might  go  and  take  a  model  of  that  lock,  and  get  a  patent  for  it. 

How  can  he  be  the  inventor  of  it  ? — because,  to  obtain  a  patent, 

a  man  must  be  the  inventor ;  and  if  it  has  been  once  in  public 

use  (that  is,  used  in  a  public  manner,  not  used  by  the  public), 

yet  if  it  has  been  used  by  half  a  dozen  individuals,  or  one,  in  a 

public  manner,  any  man  having  access  to  it,  how  can  he  be  said 

to  be  the  inventor,  if  by  merely  gaining  access  to  that  he  takes 

out  a  patent?     For  recollect  that  the  words  of  the  statute 

show  that  the  patentee  is  to  be  the  inventor;  and  one  of  the 

questions  which  you  have  to  try  is,  whether  he  is  the  inventor, 

as  well  as  whether  there  is  any  novelty  in  the  invention.    A 

man  cannot  be  said  to  be  the  inventor  of  that  which  has  been 

exposed  to  public  view,  and  which  he  might  have  had  access  to 

if  he  had  thought  fit  (b). 

Again,  gentlemen,  the  learned  counsel  laid  it  down  as  a  pro- 
position, that  if  an  invention  is  made,  and  actually  used  by  a 
certain  number  of  people,  but  does  not  get  into  public  currency 
and  use  for  twenty-four  years  or  twenty-five  years — not  brought 
into  activity — that  that  will  not  stand  in  the  way  of  another  man 
taking  out  a  patent  for  the  same  invention.  I  cannot  accede  to 
that  view  of  the  law  at  all ;  I  think  that  is  not  the  law ;  nor  do  I 
think  that  any  of  the  summings  up  of  the  learned  judges  which 
have  been  read  to  you,  that  you  might  understand  what  the  law 
was,  at  all  support  him  in  that  proposition  (c).  Well  then, 
again,  he  considers  that  the  evidence  of  the  locks  proved  to  have 
been  made  by  the  two  Walkers,  and  by  Mr.  Tilsley,  supposing 
them  (which  he  seems  to  admit)  to  be  the  same  invention  as  the 
plaintiff's,  to  rest  on  the  same  foundation,  for  he  says,  because 
they  were  made  for  a  foreign  market,  they  do  not  stand  in  the 
way  of  the  plaintiff's  invention.  Now,  gentlemen,  you  will  un- 
derstand this — a  man  has  a  right  to  a  patent,  not  only  for  his 
own  original  invention,  but  he  has  a  right  to  a  patent  if  he  is 
the  first  person  who  brings  into  England  an  invention  which  is 


(b)  The  learned  judge  has  not  adverted  to  the  highly  improbable,  such   independent   inventor 

question,  whether,  supposing  no  presumption  that  and  introducer  could  not  have  a  valid  patent, 

such  subsequent  patentee  had  seen  the  prior  lock,  The  two  issues  would  appear  to  be  distinct.    See 

or  supposing  it  to  be  proved  that  such  patentee  per  Lord  Tenterden,  C.  J.,  ante  492 ;  and  per  Sir 

was  an  original  inventor,  and  that  the  article  had  N.  C.  Tindal,  C.  J.,  ante  507-8. 

been  used  to  a  very  limited  extent,  and  in  such  a  (c)  The  following  cases  were  cited :  Lewis  v. 

manner  as  to  render  the  presumption  of  any  one  Marling,  ante  496 ;   Jmet  v.   Pearce,  ante,  121 ; 

having  become  acquainted  with  its  construction  and  Cornish  v.  Kcene,  ante  508. 
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The  gumming 
up. 


As  to  the  suf- 
ficiency of  the 
specification. 
A  studied  or 
manifest  am- 
biguity will 
vitiate. 


tion  is  borrowed  from  the  one  which  was  known  before;  virtu- 
ally, therefore,  they  wish  to  show  that  the  two  inventions  were  in 
fact  the  same;  but  it  certainly  appears  to  me,  that  as  they  did  not 
put  the  question  distinctly  and  directly,  whether,  in  the  opinion 
and  judgment  of  the  defendants'  witnesses,  such  infringement  had 
taken  place  or  not,  that  they  rather  fortified  the  plaintiff's  case 
than  weakened  it,  by  drawing  out  from  their  witnesses,  that  it 
was  made  on  the  same  principle  as  the  wheel  that  was  put  on 
board  the  ( Endeavour/  it  being  a  main  part  of  their  case  tint 
this  was  a  discovery  which  the  plaintiff  Galloway  has  since 
adopted  and  got  a  patent  for. 

The  next  answer  that  is  put  on  the  record  is,  that  the  plain- 
tiff Galloway  did  not  so  describe  the  matter  in  the  specification 
as  by  law  he  was  required;  that  he  has  not,  in  the  language  of 
the  plea,  truly  described  his  invention ;  and  if  there  is  a  want  of 
clearness,  so  that  the  public  cannot  afterwards  avail  themseba 
of  it,  much  more  if  there  is  any  studied  ambiguity  in  it,  so  as  to 
conceal  from  the  public  that  which  the  patentee  for  a  term  v 
enjoying  the  exclusive  benefit  of,  no  doubt  the  patent  itself 
would  be  completely  void.    This  is  also  a  question  to  be 
determined  on  the  evidence  brought  before  you.     If  it  had  ap- 
peared on  the  face  of  this  specification,  that  it  was  so  manifest^ 
ambiguous  in  the  terms  used,  as  that  no  person  of  ordinary 
sense  and  judgment  on  reading  it  could  make  out  what  the  party 
professed  to  disclose  and  was  bound  to  disclose,  then  the  speci- 
fication would  not  be  a  compliance  with  the  patent;  butitdos 
not  appear  to  me  at  all,  upon  looking  at  it,  that  there  ii  sod 
doubt  and  difficulty  in  the   construction  of  the   specificate 
itself.     There  has  been  a  great  deal  of  stress  laid  on  what  if 
heard  so  often — the  coincidence  of  the  rolling  cylinder,  which* 
to  represent  the  rate  of  going  of  the  vessel,  and  the  wheel  whiek 
forms  the  circle  or  boundary  of  the  lower  part  of  the  floats— and 
a  great  many  observations  have  been  made,  that  certain  casei 
that  may  occur  are  not  provided  for  in  the  specification.  S 
does  not,  I  confess,  appear  to  me  on  the  face  of  the  specificatioB 
that  such  is  the  necessary  conclusion,  because  you  are  to  tab 
it,  not  by  itself,  but  with  reference  to  the  figures ;  and  wad 
you  look  at  that  figure  which  is  called  Fig.  1,  and  compare  it 
with  the  statement  made  in  the  specification,  I  confess  I  ss 
unable  to  say,  on  merely  perusing  it,  which  is  all  I  am  bound* 
say,  that  there  is  that  degree  of  difficulty,  or,  in  fact,  that  I  fed 
any  great  difficulty,  on  the  subject.     But  the  main  question  • 
this  point  is  for  you,  and  that  is,  whether  it  is  such  a  fairaai 
clear  statement,  that  a  person  with  a  competent  degree  of 
knowledge  upon  the  subject-matter  to  which  the  patent  relate* 
would  be  able  to  make  that  which  the  plaintiff  now  enjoys  tk 
exclusive  privilege  of.    The  two  first  witnesses  state,  that  ■ 
their  judgment,  a  perusal  of  this  by  a  workman,  employed » 
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manufactures  of  this  nature  and  description,  would  qualify  him  A.  D.  1839. 
to  make  a  wheel  of  the  nature  of  those,  in  the  same  manner,  and 
with  the  same  properties  as  those,  which  the  plaintiff  at  present 
enjoys  under  the  patent.     I  do  not  find  that  even  that  is  broken 
in  upon  by  the  other  side,  for  there  is  no  witness  called  to  whom 
that  question  is  put,  except  Mr.  Field ;  and  Mr.  Field's  answer 
to  one  part  of  it,  where  the  question  is  put  to  him,  is  this— he 
says,  "  I  have  read  the  specification,  and  looking  at  the  specifi- 
cation (which  was  the  main  point  that  was  put  to  him  about 
the  rolling  circle),  I  think  the  rolling  circle  and  the  inner  circle 
of  the  floats  are  intended  to  be  the  same  circle."     He  says,  it 
is  not  expressed  in  the  specification,  whether  d  belonged  to  the 
lolling  circle  of  the  edges  of  the  floats.     If  it  belonged  to  the 
rolling  circle,  all  he  says  is  this,  I  do  not  think  a  workman 
would  know  whether  the  point  d  was  the  point  belonging  to  the 
inner  circle,  or  the  rolling  circle : — that  is  his  judgment.     If  you 
iare  had  an  opportunity  of  looking  at  the  figures  as  connected 
with  the  specification,  I  confess  in  my  mind  it  does  not  appear  a 
subject-matter  of  doubt  that  that  d  is  the  point  that  is  formed 
by  the  surface  of  the  common  radial  float  with  that  inner  circle, 
tod  this  only  give's  you  the  point  upon  which  to  set  off,  on  such 
Occasion,  to  form  your  cycloid  for  the  new  form  of  floats,  pro- 
vided that  may  or  may  not  be  the  case. 

Now,  gentlemen,  the  third  and  last  is  the  main  point  in.  this  As  to  the  inven- 
Sftse,  whether  this  was  an  invention  new  at  the  time,  or  whether  ^^^,1 ,"  <| 
Sus  improvement  was  new  as  to  the  public  use  and  exercise  at  the  time  of 
Shereof  in  England.    The  date  that  I  have  to  call  your  atten-^P^1111^^ 
Son  to  is  the  date  of  the  patent,  namely,  the  18th  of  August, 
1835 ;  what  you  have  to  ask  yourselves  is,  whether,  on  the  evi- 
tence,  that  which  Mr.  Galloway  has  described  in  his  specifica- 
tion  was  new  at  that  time;    or  whether  it    was  known  and 
Practised  before  in  the  realm  of  England.     Undoubtedly,  if  it 
Ms,  there  is  an  end  of  the  patent ;  upon  that  point  the  law  is 
Kndoubtedly  now  understood  to  be  this — a  mere  experiment,  or  Experiment  not 
fe  mere  course  of  experiments,  for  the  purpose  of  producing  a  brought  to 

_      ,.        i  .  -,     .  *  i  .   .       ..  i   /•  i,i       •  i  completion,  or 

*esult  which  is  not  brought  to  its  completion,  but  begins  and  conducted  to  a 
fends  in  uncertain  experiments — that  is  not  such  an  invention  ful1  r.e?u,t»  ,wi11 

...  *  .  _  not  vitiate  the 

is  should  prevent  another  person,  who  is  more  successful,  or  patent  of  a  more 
Pursues  with  greater  industry  the  chain  in  the  line  that  has  wc**85/"1  P«r- 

°  J  son  in  the  same 

ieen  laid  out  for  him  by  the  preceding  inventor,  from  availing  line. 
limself  of  it,  and  having  the  benefit  of  it ;  therefore,  the  main 
*>int  in  this  case  is,  whether  all  that  is  allowed  to  have  been 
lone  by  Mr.  Field  rested  in  experiment,  and  unsuccessful  ex- 
periment not  conducted  to  its  full  result,  or  whether  it  was  a 
somplete  discovery  of  that  which  now  forms  the  subject-matter 
rf  the  patent.  On  that,  the  evidence  of  Mr.  Carpmael  and 
Hr.  Cottam  is,  as  you  will  suppose,  only  general,  because  they 
fere  called  to  negative  that  this  was  known  before.    Therefore, 

3  Y 
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Lord  Abingcr,    used  abroad,  and  not  known  in  England ;  and  if,  therefore,  any 
C.B.,totfc«jMr^.pergon  was  to  imp0rt  from  America  a  machine,  and  have  that 
machine  used  in  England,  and  was  to  buy  considerable  quan- 
tities of  them,  no  other  person  could  take  out  a  patent  for  that 
because  it  is  a  machine  used  abroad,  and  a  man  might  have  a 
patent  taken  out  for  it  in  England  if  he  is  the  original  importer 
of  it.    But  however,  on  the  case  as  it  stands,  I  see  no  evidence 
before  me  that  these    locks  were   used   in  America.     The- 
question  that  was  asked  in  cross-examination,  was  one  which 
ought  not  to  have  been  asked,  namely,  as  to  the  information 
the  party  received  when  he  received  the  order;  all  the  instruc- 
tions he  had  about  the  order  were  highly  proper  to  be  inquired 
into,  but  what  was  to  be  done  with  it  afterwards,  is  a  matter  of 
fact  collateral  to  it.    But,  however,  the  evidence  is  this — that  a 
trader  living  in  Birmingham,  who  is  very  much  connected  with 
the  American  trade,  produced  to  Mr.  Tilsley  a  model  of  a  lock, 
and  desired  Mr.  Tilsley,  who  was  a  factor,  and  also  a  manufac- 
turer of  hardware  goods,  to  make  him  first  six  dozen  of  the 
locks,  and  at  another  time  a  dozen  and  a  half,  and  Mr.  TiWej 
employed  Walker  to  do  it,  and  gave  Walker  the  model.    This 
was  twenty-six  years  ago,  I  think,  and  six  dozen  of  the  locb 
were  made  at  one  time,  and  a  dozen  and  a  half  at  another  time, 
and  this  gentleman,  Mr.  Freer,  who  traded  with  America,  paid 
The  makinjr  of  the  Walkers  for  them.     Here  you  have  an  article,  manufactured 
rou^tly^thoigh  ^y  an  English  manufacturer,  and  sold,  and,  in  my  opinion, 
for  exportation,  if  it  was  so  Id  even  for  the  assumed  purpose  (of  which  there  is 
^Mmiuent^tP  n0  ^eSa^  evidence),  for  the  assumed  purpose  of  being  sent  to 
America,  I  cannot  but  think  that  that  would  be  a  destruction  of 
the  novelty  of  the  plaintiff's  invention  (d).    And  here  let  me  be 
clearly  understood;  I  do  not  mean  to  say,  that  if  a  man  in 
America  employs  an  agent  to  see  if  he  can  get  an  article  manu- 
factured in  England  by  a  particular  model,  and  chooses  to  take 
out  a  patent  for  it  himself,  but  not  with  a  view  of  making  it 
public  at  all,  I  do  not  mean  to  say  that  that  man  is  to  be  con- 
sidered as  not  entitled  to  the  invention  afterwards,  because  he 
employs  a  workman  to  assist  him  in  it,  or,  that  if  he  had  failed 
entirely,  that  some  other  man  might  make  the  invention  in 
England ;  but  where  a  model  is  sent  to  a  workman,  who  sells 
seven  and  a  half  dozen,  and  sells  them  for  a  certain  price,  I  most 
say,  I  think  the  invention  was  used  and  publicly  exercised. 
There  is  no  secrecy  in  the  manufacture  of  them,  it  is  not  shut 
up  in  the  closet  of  the  workman  who  makes  them,  but  the  man 
who  makes  them  gives  directions  to  another  man  ;  but  he  sells 
them  for  his  own  profit,  and  I  think  it  would  be  the  hardest 
in  the  world,  if  the  Walkers  were  now  to  use  that  model. 


tent ;  unless 
un-ler  special 
circumstances, 
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and  make  lodes  of  the  same  description,  if  they  were  toA.D.  1841. 
be  told  to-day — "you  cannot  do  that  without  violating  Mr. 
Carpenter's  patent,  although  you  did  it  twenty-six  years  ago, 
and  made  a  profit  by  your  manufacture  of  it." 

Haying  made  these  observations,  I  now  come  to  the  par- 
ticular cases.    The  first  introduced  to  you  is  the  locks  made  for 
the  Martello  Towers.    They  are  said  to  be  made  for  the  Mar- 
teflo  Towers,  but  there  is  no  proof  of  that.    You  have  before 
you  the  man  who  manufactured  them;  he  says,  he  was  instructed 
to  make  the  model  of  a  lock,  which  he  thought  might  be  more 
suitable  for  the  Martello  Tower,  and  on  his  own  invention  he 
made  a  model.    He  says,  that  a  part  of  that  model  still  remains, 
which  is  the  box  receiving  the  lock-bolt,  and  that  the  other  part 
has  been  destroyed,  but  that,  from  his  memory,  he  has  made 
exactly  one  of  these  locks  which  were  made  for  the  Martello 
Towers.     He  made  eighty  of  them,  and  received  money  for 
them.    Now,  if  they  be  any  part  of  the  invention  which  the 
plaintiff  claims,  then  we  know  that  is  a  public  use  of  them  for 
the  reason  I  gave  before — because  they  are  used  in  public,  and 
Hot  in  secret.    It  is  not  an  invention  kept  in  the  closet,  but 
there  is  a  public  use  and  exercise  of  it.    But  it  is  stated  to  you 
(and  for  aught  I  know,  that  statement  may  be  perfectly  correct), 
that  these  locks  which  were  used  for  the  Martello  Towers  are 
not  exactly  of  the    same   description  as  the  plaintiff's,  for 
Mr.  Kelly  has  observed  to  you,  and  the  observation  is  very  true 
in  point  of  fact,  that  the  combination  the  plaintiff  claims  is  not 
a  combination  of  a  latch-bolt  together  with  a  lock-bolt  in  the 
same  instrument,  but  of  a  separate  latch-bolt  and  a  separate 
lock-bolt;  whereas  in  the  Martello  Tower  lock  the  bolt  and  the 
latch  were  formed  by  the  same  piece  of  iron ;  so  that  the  one 
end  of  it  is  used  as  a  latch,  and  then,  when  that  was  not  re- 
quired to  be  used,  it  has  a  bolt,  and,  by  means  of  a  key  which 
is  turned,  the  same  piece  of  iron  slides  further  and  makes  the 
bolt.    That  is  the  case  in  almost  every  bed  room  or  drawing 
room  door  lock  which  you  see  in  London,  or  any  where  in  the 
country,  because  most  of  them  have  a  latch,  by  which  you  may 
shut  the  door  without  the  use  of  the  key ;  but  if  you  use  the 
key  the  latch  is  turned  into  a  bolt;  and  I  think  the  learned 
counsel  is  right  in  saying,  that  certainly  is  not  the  combination 
which  the  plaintiff  claims.    But  it  is  this — the  effect  of  that  is 
to  show,  that  the  mode  of  receiving  the  bolt,  the  mode  of  draw- 
ing it  out  of  the  lock,  and  the  mode  of  receiving  it  into  the  box 
by  an  uplifting  latch,  by  an  inclined  plane,  and  by  bearing  off 
the  edges  of  the  bolt,  that  that  is  clearly  not  original.    The 
plaintiff's  patent,  therefore,  if  good  at  all,  cannot  consist  in  the 
adoption  of  that  expedient,  but  in  the  combination  of  it  with 
the  other,  namely,  with  the  bolt. 

Now  we  come  to  the  second  case,  Mr.  Chubb's  patent.    You 


538  carpenter's  patent. 

Lord  Abinger,  will  observe,  that  if  the  plaintiff  had  thought  fit  in  his  spedfica- 
C.B.ttothejury.  ^Qn  to  8a^  «  j  ^g  out  my  patent  for  an  improved  method  of 

An  improved  combining  the  bolt  and  the  latch  in  a  more  skilful  form  than 
t^Tsub^r  has  hitherto  been  adopted,  which  will  remove  from  it  the  in- 
matter  of  letters  tricacy  of  the  machinery,  but  which  effects  the  same  combina- 
patent.  ^on  M  kefore .»  he  might  have  had,  for  aught  I  know,  a  very 

good  patent  (e) ;  but  as  his  patent  is  for  the  combination  of  die 
two,  then  look  at  Mr.  Farey's  evidence,  and  look  at  Mr.  Chubb's 
lock,  which  combines  them ;  it  does  not  combine  them  exactly 
in  the  same  way,  undoubtedly,  but  the  plaintiff  has  not  claimed 
the  particular  way,  for  then  he  makes  the  brass  plate  e  a  part  of 
it.  But  he  says,  he  does  not  mean  to  say  that,  but  that  he 
claims  the  combination  generally,  Mr.  Chubb's  is  undoubtedly 
the  combination  of  the  latch  and  the  bolt,  with  a  more  compli- 
cated machinery  undoubtedly,  because  his  latch  consists  of  four 
parts,  and  the  plaintiff's  bolt  of  one ;  and  it  is  very  true  that  the 
latch  and  the  bolt  must  be  used  together,  if  you  use  them  both ; 
that  is  to  say,  if  you  want  to  lock  the  door,  you  must  latch  it 
also.  There  is  no  great  prejudice  in  that  undoubtedly;  bat 
such  is  the  fact.  It  is  true  that  the  plaintiff's  you  may  use 
separately;  but  the  patent  is  not  for  the  separate  use  of  either, 
but  the  combination.  You  will  consider,  whether  you  think 
Mr.  Chubb's  lock,  as  Mr.  Farey  explains  it,  is  a  combination  of 
the  bolt  and  latch.  Mr.  Farey's  evidence  is  this;  he  says,  "he 
has  been  in  practice  many  years,  and  has  been  acquainted  with 
machinery  of  this  kind  for  thirty  years;  with  all  these  sorb  of 
subjects."  He  says,  "in  a  work  called  the  'Repertory  of  Arti 
and  Sciences,'  published  a  great  many  years  ago,  before  this 
patent"  (and  he  produced  a  copy  of  that  work,  which  he  then 
had) ;  he  says,  "in  that  publication  is  contained  a  statement  of 
an  invention  made  by  Mr.  Chubb,  and  that  he  himself  prepared 
the  drawings  in  order  to  Mr.  Chubb  taking  out  a  patent0 
There  is  no  evidence  that  Mr.  Chubb  took  out  a  patent;  that 
is  not  material  to  the  circumstance.  Mr.  Chubb,  in  the  pub- 
lication, gives  figures  from  which  the  machine  might  be  made; 
a  lock  was  put  into  his  hand,  and  he  says  he  has  one  of 
these  locks  himself,  which  was  given  to  him  by  Mr.  Chubb.  He 
himself  drew  the  figures  from  that  lock.  He  says,  a  this  lock, 
which  I  hold  in  my  hand,  corresponds  with  a  part  of  one  of  the 
inventions  stated  in  this  publication.  There  is  a  description  of 
two  locks—one  being  a  latch-lock,  and  the  other  the  same,  with 
the  addition  of  the  sliding  bolt.  Two  figures  are  described— one 
is  a  separate  latch-lock,  and  the  other  a  latch-lock  combined  with 
a  sliding  bolt  moved  by  a  key.  This  which  I  have  in  my  hand 
is  a  combination  of  both  the  latch  and  the  bolt,  and  is  one  of 


(e)  See  the  case  of  Mister's  patent,  ante,  140  and  142. 
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!  inventions  described  in  this  publication ;  there  is  no  differ-  A.  D.  1841. 
»  in  the  printed  book — the  staple  in  the  plaintiff's  model 
1  that  in  Mr.  Chubb's  lock ;"  that  is  the  lock  already  spoken 
"The  latch  consists  of  four  distinct  latches,  each  of  which 
i  the  under  edge  rounded,  and  the  combination  of  the  four 
[ether  in  action  forms  an  inclined  plane.  The  plan  of  the 
ling  bolt  is  different;  but  the  principle  is  the  same.  The 
ling  bolt  in  Mr.  Chubb's  being  broader  is  above  the  latches, 
i  also  below  them."  That  is  true,  it  comes  out  broader  and 
mpies  the  space  of  the  latches ;  "  and  also  below  the  latches ; 
I?  he  says,  "  the  principle  is  the  same,  the  combination  of 
\  sliding  bolt  with  the  latch ;  that  latch  was  not  new  in  1830, 
t  is  contained  in  this  publication ;  there  is  in  the  staple  an 
lined  plane"  (this  is  in  his  cross-examination) — "  there  is  in 
i  staple  an  inclined  plane  to  raise  the  latch,  and  a  place  or 
ess  for  it  to  fall  into  when  the  door  is  shut,  which  is  exactly 
same  as  the  plaintiff's."  Now  he  says  (and  he  is  a  man  of 
5nce),  he  considers  the  principle  to  be  the  same;  there  is 
doubt  there  are  more  latches  in  the  one  than  in  the  other ; 
as  the  plaintiff  in  his  patent  has  not  distinguished  it,  that 
means  to  take  it  out  in  contradistinction  to  the  more  compli- 
ed machinery — but  it  is  simply  the  combination  of  a  latch 
h  a  bolt — and  you  have  to  say,  whether  that  is  not  the  com- 
ation  of  a  latch  with  a  bolt,  and  something  more — because  his 
ent  is  equally  bad,  if  all  that  it  claims  has  been  found  in 
ther  patent  and  another  invention,  combined  with  some- 
ig  else,  unless  he  makes  a  distinction,  and  shows  that  the 
sntion  for  which  he  claims  the  patent  has  novelty  to  sup- 
tit. 

lie  next  case  is  the  lock  of  Mr.  Davies.  You  have  had  that 
t  in  your  hands,  and  I  own,  according  to  my  inspection  of  it, 
ppears  to  me,  though  more  rough  in  its  form,  to  be  on  ex- 
y  the  s$me  principle  as  the  plaintiff's.  It  consists  of  a 
ing  bolt,  and  it  consists  of  an  uplifting  latch,  and  they  are 
h  in  the  same  frame ;  they  are  both  received  into  the  same 
sptacle,  with,  I  think,  this  difference — that  part  of  the 
aver  which  takes  the  bolt  rises  above  the  enclosed  part  of 
receiver,  and  so  it  is  a  little  outside  of  it ;  but  it  is  raised  to 
same  external  surface.  Now,  Mr.  Kelly  argues  on  this,  and 
s,  this  cannot  be  considered  as  any  attack  on  the  novelty  of 
plaintiff's  patent,  because  it  was  not  in  public  use  and  exer- 
i.  Gentlemen,  in  my  opinion,  if  you  believe  the  witness 
t  the  lock  was  on  Mr.  Davies's  gate  sixteen  years  ago,  and 
t  he  saw  it  every  day  of  his  life,  and  repaired  it  twelve  years 
,  and  has  brought  it  here  and  described  it  to  you  now,  it 
>ears  to  me,  if  you  are  of  that  opinion,  that  that  was  a  public 
i  of  the  invention.  The  application  and  the  practical  utility 
that  before  the  eyes  of  the  public  comes  within  the  meaning 
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The  u«  of  a  of  the  words,  as  I  understand  them,  of  this  patent,  and  it  is  only 
siuiahon  that*  use(*  "*  confe^ktinction  of  a  public  use  and  exercise,  to  which 
the  public  the  public  has  no  access.  If  you  believe,  therefore!  these  wit- 
rpuWiHae  and  nesses  {m&  y°u  8aw  ^e  lock),  and  you  agree  with  me  that  it  is 
exercise  of  the  the  same  in  principle  as  the  plaintiff's  lock,  I  own  it  does 
invention.  appCar  to  me  that  there  is  sufficient  ground  to  justify  you  in 
finding,  that  the  invention  is  not  new. 

Now  we  come  to  the  locks  made  by  the  two  Walkers;  bat 
if  I  understood  the  learned  counsel  rightly,  in  his  very  ingenious 
and  elaborate  reply,  he  admits  that  those  are  similar  in  prin- 
ciple, and  the  only  ground  that  he  takes  on  that  is,  that  they 
were  not  in  public  use  and  exercise.     It  appears  to  me  that 
they  are  similar  in  principle,  for  they  are  exactly  the  shooting 
bolt  and  the  lifting  latch,  and  you  may  use  them  by  a  separate 
application,  and  with  this  addition ;  there  are  two  separate  ap- 
plications— the  one  which  the  witness  called  a  bagpipe  latch! 
which  is  pressing  down  at  the  top — and  the  other,  a  horizontal 
shaft  to  press  it  down,  which  might  act  on  either  side  with 
pressure.    It  opened  the  latch,  and  the  key  opened  the  lock. 
It  seems  to  me  to  be  exactly  the  same  as  the  plaintiff's.    Then 
The  manufac-    we  come  round  to  the  question  which  I  stated  before,  that  the 
withoufseclwy,  manufacture  of  a  dozen  and  a  half  in  the  month  of  May,  and  six 
by  a  workman  dozen  in  February  before,  by  a  British  workman,  who  still 
•n^iwifof "  retems  the  model,  is  a  public  use  and  exercise  of  it ;  he  makes 
locks,  according  no  secret  of  it,  and  they  are  sold  by  him,  and  he  is  paid  for 
whtch^re-       them.     I  think  it  would  be  a  very  hard  thing  to  say,  that  he 
taioed,  is  a  pub-  could  not  use  the  same  invention  now,  because  the  plaintiff  has 
ercbTonbe  In-  taken  out  a  patent  for  it.     However,  it  is  for  you  to  consider, 
vention.  whether  all  these  different  locks  which  have  been  produced  be- 

fore you,  combining  the  latch  with  the  bolt,  are  the  same  in 
combination,  the  same  in  principle;  and  if  you  are  of  opinion 
(not  that  they  were  generally  adopted  by  the  public,  and  used 
by  the  public,  for  that  in  my  opinion  is  a  perfect  fallacy),  that 
the  use  of  them  is  public,  and  the  exercise  of  the  invention  was 
public,  and  not  kept  secret,  so  that  the  public  might  have  no 
benefit  from  it,  then,  I  think,  that  part  of  the  issue  you  ought 
to  find  for  the  defendant. 

Verdict  for  the  defendant 


Carpenter  v.  Smith. 
In  theExchequtr  Cor.  Lord  Abinger,  C.B. :  Alder  son,  B.;  Gurney,  B. 

Motion  for  a 

new  triaL  [9  M.  &  W.  300.1 

H.  T.,  1842.  L 

The  "  public         Case  for  the  infringement  of  a  patent  for  certain  improTe- 
cke',a<>f  aa^n-    menta  "  *n  ^oc^  TO^  ottax  securities,  applicable  to  doors  and 
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other  purposes."    Pleas — first,  not  guilty ;  secondly,  that  the  vention  which 
plaintiff  was  not  the  true  and  first  inventor  of  the  said  im-  Kfn^onSide0™ 
provements;  thirdly,  that  the  said  improvements  were  not  a  a  novelty,  is  a 
new 'invention  as  to  the  public  use  and  exercise  thereof.    On  ?!eJn«£!b,l.c  *° 

*  as  to  come  to 

which  issues  were  joined.  the  knowledge 

At  the  trial  before  Lord  Abinger,  C.B.,  at  the  Middlesex  ^0^10" 
sittings,  after  Michaelmas  Term,  the  main  question  between  the  as  contradistin- 
parties  was,  whether  the  plaintiff's  invention,  the  principle  of  th^use  ofTby 
which  was  a  combination  of  the  bolt  and  latch  of  the  lock  within  himself  in  pri- 
one  frame,  was  or  was  not  a  novelty.     A  witness  called  by  the  not  mean  a  use 
defendant  proved,  that  in  the  year  1816,  he  received  from  a  by the  Pub,ic 
bouse  in  the  United  States  a  pattern  of  a  lock,  similar  in  prin-  Therefore, 
dple  to  the  plaintiff's,  and  that  he  procured  several  dozens  to  be  wherejan  >»- 

*  -  t»»»"i  i«  1  1  i         proved  lock,  for 

made  at  Birmingham,  according  to  the  pattern,  and  sent  them  which  the  plain- 
to  America.    The  defendant  also  produced  a  lock  similar  to  that  Jjffhadapatent. 

*  bad  previously 

of  the  plaintiff's,  which  he  proved  to  have  been  used  for  sixteen  been  used  by  an 
years  on  a  gate,  adjoining  a  public  road  belonging  to  a  clergy-  J^jjjjj^* 
man  of  the  name  of  Davies,  residing  near  Birmingham.     For  the  public  road, 
die  plaintiff  it  was  contended,  that  inasmuch  as  there  was  no  "JJ!^nd  §e- 
proof  that  the  locks  in  question  had  been  brought  into  public  ™*l  dozens  of 
general  use  in  this  country,  the  plaintiff's  might  nevertheless  be  haTbeen  made 
considered  a  new  invention.   The  Lord  Chief  Baron  in  summing  at  Birmingham, 
ap,  stated  that  an  invention  could  not  be  considered  new,  which  receive/ from*1 
had  been  in  public  use  before;  that  the  word  "public"  was  not  America,  and 
equivalent  to  "general/*  but  was  distinguished  from  secret  use :  was  held,  that 
and  he  expressed  his  opinion,  that  the  circumstance  of  a  lock  this  constituted 

•      •*..  *  <*  ^  ^  such  a  public 

similar  in  principle  to  the  plaintiff's  being  on  Mr.  Davies's  gate  use  and  exer- 
for  so  long  a  period,  and  the  manufacture  of  several  dozens  by  c,8e  .of  the !°" 

— ,      ..  ®      r  .  J  vention  as  to 

an  English  artist  for  money,  without  secrecy,  amounted  to  a  avoid  the  pa- 
public  use  of  those  locks.    The  jury  having  found  a  verdict  for tenu 
the  defendant — 

Kelly  now  moved  for  a  new  trial,  on  the  ground  of  misdirec- 
tion. The  rule  of  law  on  this  subject  is  not  so  narrow  as  it  was 
stated  to  be  by  the  learned  judge.  The  mere  manufacture  or 
use  of  an  invention  by  an  individual,  who  may  himself  have  dis- 
covered it,  even  in  such  a  manner  that  a  particular  portion  of 
the  public  in  his  particular  locality  may  have  access  to  it,  but 
without  its  being  sold  or  brought  into  the  market,  does  not  con- 
stitute such  a  public  use  or  exercise  of  that  invention,  as  to 
prevent  another  person,  who  does  not  copy  it,  from  afterwards 
obtaining  a  patent  for  the  same  principle:  Morgan  v.  Seaward  (f). 
[Alderson,  B. :  How  then  do  you  get  over  the  case  of  the  in- 
vention for  which  a  patent  was  avoided,  because  it  had  been 
previously  published  in  a  book  {g)  ? — the  principle  being,  that  it 


(J)  Ants  194 ;   2  M.  &  W.  544.  able  to  obtain  any  account  of  the  proceedings.   If 

(g)  The  case  referred  to  was  understood  to  be      an  invention  be  contained  in  a  book,  a  subsequent 

Dr.  Brewster's  Kaleidoscope,  but  I  have  not  been      though  independent  inventor  is  not,  in  point  of 

4a 
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That  which  ha*  could  be  appropriated  by  any  body,  because  it  had  already  been 
t^^hlic°once  Pven  to  eveiT  body-]  All  that  is  required  by  the  statute 
cannot  be  again  21  Jac.  1,  c.  3,  s.  6,  is,  that  the  grant  shall  be  made  "  to  the  first 
anyone.*  J  an<i  l™6  inventors  of  such  manufactures,  which  others  at  the 
time  of  the  making  of  the  grant  did  not  use."  The  statute  in- 
tended to  prevent  loss  to  the  inventor  of  a  useful  instrument, 
who  brings  it  into  public  use  and  exercise,  by  reason  of  the 
making  of  a  former  similar  invention  not  brought  into  practice, 
or  the  use  whereof  may  be  said  to  have  ceased.  [Lord  Abmger, 
C.  B. :  By  how  many  of  the  public  would  you  allow  it  to  be 
known,  and  what  are  the  public  ?  How  vague  a  rule  you  would 
establish  for  each  case !  Would  you  say  that  the  use  by  a  par- 
ticular club  would  be  a  use  by  the  public;  or  suppose  the 
inventor  of  a  machine  gives  away  a  hundred  among  his  friends, 
and  they  use  it  ?]  In  Lewis  v.  Marling  (A),  a  model  and  a  speci- 
fication of  a  machine  similar  to  that  for  which  the  patent  wis 
granted  had  been  brought  over  from  America,  and  shown  to 
several  persons ;  but  it  was  held,  that  as  no  machine  had  been 
manufactured  and  brought  into  use,  and  as  the  patentee  had  not 
seen  that  model  or  specification,  he  might  still  be  considered  the 
inventor.  So  in  Jones  v.  Pearce  (i),  where  it  was  proved  for  the 
defendant  that  a  Mr.  Strutt  had  constructed  wheels  similar  in 
principle  to  that  of  the  plaintiff's.  Patteson,  J.,  in  summing  np 
to  the  jury,  said  that  if  it  appeared  that  the  wheel  "was  used 
openly  in  public,  so  that  every  body  might  see  it,  and  the 
plaintiff  had  continued  to  use  the  same  thing  up  to  the  time 
of  taking  out  the  patent,  undoubtedly  that  would  be  a  ground  to 
say  that  the  plaintiff's  invention  was  not  new."  [Alders(M,&'- 
That  is  the  very  same  principle  of  law  as  was  laid  down  by  my 
lord  in  the  present  case ;  the  only  restriction  I  should  put  upon 
it  would  be,  that  it  need  not  appear  that  the  machine  was  used 
up  to  the  time  of  taking  out  the  patent.]  People  would  not  be- 
come acquainted  with  the  principle  of  this  invention  by  passing 
along  the  road,  past  the  gate,  by  thousands;  and  yet  thereby! 
person  bond  fide  discovering  it  for  himself,  and  bringing  it  into 
public  use  in  another  part  of  England,  is  to  be  precluded  from 
taking  out  a  patent.  Such  a  construction  of  the  law  is  surely 
too  large. 

Alderson,  B. :  I  think  there  ought  to  be  no  rule  in  this  case. 
I  have  not  the  least  doubt  that  that  is  the  right  construction  of 
the  law  which  my  lord  has  put  upon  it.     Public  use  means  i 


fact,  the  true  and  first  inventor.     Then  arises  the  publication  in  a  book  without  any  use  of  the  is- 

question,  how  far,  under  the  peculiar  words  of  the  vention.     Cases  of  this  kind  would  appear  to  be 

statute,  letters  patent  granted  to  such  subsequent  within  the  meaning  of  the  5  &  6  W.  4,  c  83,  s.  *» 

and  independent  inventor,  who  introduces  the  in.  and  to  require  confirmation.     See  l*v  &  P**' 

vention,  that  is,  the  working  and  making  of  the  tice.  Ind.  Tit.  Confirmation, 

manufacture  under  the  protection  of  letters  pa-  (h)  Ante  496 ;  10  B.  &  C.  22. 

teat,  may  be  valid,  notwithstanding  such  prior  (i)  Ante  121. 
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public,  so  as  to  come  to  the  knowledge  of  others  than  the  Public  use  is  a 
tor,  as  contradistinguished  from  the  use  of  it  by  himself  in  JJ^J0,^  £  *° 
lamber.     How  then  can  it  be  contended  that   the   lock  the  knowledge 

has  been  used  in  public  by  Mr.  Davies  for  so  many  years  °  ol  eri# 
lew  invention  ?     If  the  plaintiff's  doctrine  is   correct,  it 

follow,  that  if  Mr.  Davies  were  to  change  his  lock  to 
3r  gate  he  would  be  liable  to  an  action  for  an  infringement 

plaintiff's  patent  (A).    The  case  of  Lewis  v.  Marling  went 

very  extreme  point  of  the  law. 
rney,  B.,  concurred. 

•dAniNGER,  C.  B. :  I  agree  in  thinking  that  there  is  no 
i  for  disturbing  the  verdict.  I  was  counsel  in  the  cases 
wis  v.  Marling  and  Jones  v.  Pearce,  and  I  recollect  that 
cases  proceeded  on  the  ground  of  the  former  machines 

in  truth,  mere  experiments,  which  altogether  failed.  The 
$  use  and  exercise  of  an  invention,  means  a  use  and  exer- 
i  public,  not  by  the  public*  There  are  some  expressions 
mer  cases  which  were  referred  to  on  the  trial,  which  rather 
towards  Mr.  Kelly's  argument,  and  I  therefore  thought  it 
lay  down  the  rule  of  law  in  the  broad  terms  I  did.  I  have 
i  entertained  the  same  opinion  on  the  subject. 

Rule  refused. 


lie  learned  judge  does  not  appear  to  have 
1  to  the  ambiguity  which  the  terms  "  in- 
'  and  **  the  use  of  or  using  an  invention" 
olve.  If  the  daily  use  or  the  removal  of 
e  a  using  of  an  invention,  within  the  mean- 
le  prohibitory  clause  of  the  letters  patent, 
ith  every  sale  of  a  patent  article  there 
a  be  an  authority  in  writing,  under  the 
id  seal  of  the  grantee  of  the  letters  patent, 
lis  executors,  administrators,  or  assigns. 
lowever,  it  is  respectfully  submitted,  is 
true  construction  to  put  on  the  words  of  the 
latent,  which  are,  in  the  words  of  the  statute, 
anted  for  the  working  or  making  of  a  cer- 
aner  of  new  manufacture,  that  is,  for  the 
ng  of  the  requisite  arts  by  which  such 
*ure  is  to  be  produced ;  the  letters  patent 
the  grantee,  his  executors,  administrators, 
gns,  and  to  no  others,  to  make,  use,  exer- 
1  vend  the  invention,  and  prohibit  all  other 
from  making,  using,  or  putting  in  prac- 
invention,  without  a  license  in  writing, 
*1.  Can  it  be  contended  that  the  employ- 
the  ordinary  purposes  of  life,  of  an  article 
nder  the  patent,  is  such  a  using  of  the 
n  ?  The  omission  of  the  word  "  vend**  in 
ibitory  part  is  remarkable.  The  vending, 
as  defined  by  CoUridge,  J.,  antt  138,  the 
selling,  is  frequently  restrained  by  a  court 
j,  because  it  raises  a  presumption  of  the 
using  and  exercising  the  invention,  and  if 
ined  a  breach  of  the  patent  may  well  be 
therefrom. 
386  the  lock  in  question,  in  the  principal 


case,  to  have  been  brought  by  some  unknown  per- 
son from  abroad,  and  to  have  been  put  and  con- 
tinued  in  use  on  the  gate,  no  one  knowing  its 
internal  construction.  Suppose  it  to  be  a  lock 
of  great  ingenuity,  and  that  such  a  one  had 
never  been  made  in  England.  On  the  authority 
of  the  preceding  case,  the  fact  of  that  lock  having 
been  so  used,  in  ignorance  of  its  construction, 
would  vitiate  a  subsequent  patent  granted  to  a 
party,  who  had  by  great  labour  and  cost  invented 
and  perfected  such  a  lock,  and  introduced  the 
working  and  making  of  such  locks  as  a  new  trade 
into  the  realm.  But  instead  of  a  lock,  or  any 
combination  of  mechanical  elements,  suppose  a 
chemical  compound,  or  a  paint,  or  a  medicine,  or 
a  dye,  to  be  well  known  abroad,  and  that  such  a 
compound,  paint,  medicine,  or  dye,  had  been  im- 
ported into  this  country  for  many  years,  that  the 
secret  of  their  manufacture  was  unknown,  but  a 
matter  of  great  importance  to  the  trade  and  com- 
merce of  the  country  to  be  discovered,  and  that 
this  is  at  last  found  out  by  some  ingenious  man, 
who  publishes  the  art  under  the  protection  of 
letters  patent.  Would  the  previous  importation 
and  use  of  the  articles  so  made  by  an  unknown 
art,  vitiate  such  subsequent  letters  patent  ?  On  the 
authority  of  the  early  cases  such  patents  would  be 
valid,  but  the  importation  could  not  be  prohibited, 
otherwise  people  would  be  restrained  in  that  they 
were  doing  before.  See  the  early  cases,  ante  6, 
and  the  small  patents,  anU  9-13.  The  introduc- 
tion of  the  new  trade  is  the  principle  recognised 
in  the  earliest  cases.    AnU  6. 
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Jones  &  Another  v.  Berger. 
h. T.,  1843.      Cor.  Sir N.  C.  Tlndal,  C.  J.;  Erskine,  J.;  Maule,  J. ;  CressweU,!. 

The  notice  of        This  was  an  action  for  an  infringement  of  a  patent,  granted 

^dmSu  the^  30th  ^"^  1840>  to  the  Pontiff  J<*e*  for  improvements  in 
defence  with  treating  or  operating  on  farinaceous  matter,  to  obtain  starch 
ES^thS'Sr  and  other  Products>  and  in  manufacturing  starch.  The  dedara- 
record.  tion  was  in  the  usual  form,  and  the  pleas  were — 1.  Not  guilty. 

to^SS1^  2-  That  the  Pontiff  Jones  was  not  the  true  and  first  inventor, 
should  be  3.  That  the  plaintiff  did  not  particularly  describe  and  ascertain 
scribed/  The  the  nature  of  the  invention,  and  in  what  manner  the  same  was  to 
court  will  see  be  performed,  in  pursuance  of  the  proviso  in  the  letters  patent 
tion1 1  stated    4-  That  the  said  invention  was  in  use  by  others  before  the  date 

with  reasonable  0f  the  patent. 

cordbg^o  the  °  The  notice  of  objections  delivered  with  the  pleas  was  as 
drcumstances  follows :— I.  That  the  said  Jones  was  not  the  true  and  first  in- 
ventor of  the  said  invention,  the  same  having  been  published  in 
^ceofobjec-  the  specification  of  certain  letters  patent,  granted  to  Thomas 
Wickham,  and  which  specification  was  enrolled  on  or  about  the 
10th  day  of  March,  A.  D.  1824,  and  also  in  the  specification  of 
certain  other  letters  patent  granted  to  William  Prince,  and 
which  specification  was  enrolled,  on  or  about  the  2d  day  of 
May,  1768;  and  also  by  other  persons  in  other  books  and 
writings,  before  the  date  of  the  said  letters  patent  of  Jama. 

2.  That  the  said  specification  does  not  sufficiently  distinguish 
between  what  is  old  and  what  is  new ;  that  the  processes  therein 
described  are  not  beneficially  applicable  to  obtaining  starch  from 
all  farinaceous  matters ;  that  Jones  did  not  state  in  the  said  spe- 
cification the  most  beneficial  method  with  which  he  was  then 
acquainted  of  practising  his  said  invention;  that  the  proportions 
and  directions  given  are  not  such  as  to  enable  an  ordinary 
workman  to  make  starch  of  a  quality  suitable  for  the  general 
purposes  of  commerce ;  that  the  said  specification  is  in  other 
respects    uncertain,    insufficient,  and    calculated   to    mislead. 

3.  That  the  said  invention  was  in  use  by  many  persons  before 
and  at  the  time  of  the  date  of  the  said  letters  patent,  and  par- 
ticularly that  the  use  of  rice  as  and  for  starch,  and  the  use  of 
rice  flour  as  and  for  starch,  and  the  preparing  rice  flour  to  be 
used  as  starch,  and  the  preparation  of  starch  from  whole  rice 
and  from  rice  flour,  were  known  and  practised  by  persons  en- 
gaged in  the  manufacture  and  finishing  of  lace  and  similar 
fabrics  at  Nottingham  and  elsewhere,  before  and  at  the  time  of 
the  grant  of  the  said  patent  to  Jones. 
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Sir  T.  Wilde  haying  obtained  a  rale  calling  on  the  defendant  Argument  <m 
to  show  cause  why  farther  and  better  particulars  should  not  be  the  rule' 
delivered,  cause  was  shown  by 

Channel,  Sergt.  This  case  differs  materially  from  those  in 
which  the  court  has  had  to  consider,  whether  it  would  compel  a 
party  to  give  the  names  of  persons  who  may  have  used  the 
invention,  or  whether,  when  a  defendant  objects  to  some  part  of 
die  improvement  as  not  new,  he  will  be  required  to  state  what 
part  is  not  new.  The  first  objection  is  addressed  to  the 
principle,  not  to  the  use  of  the  invention ;  that  the  principle  is 
not  new,  having  already  been  the  subject  of  two  patents  and  con- 
tuned  in  published  works.  Two  specifications  are  pointed  out, 
and  it  could  never  be  intended  that  a  defendant  should  give  an 
account  of  all  the  cyclopaedias  in  which  the  subject  is  men- 
tioned. [SirN.  C.  Tindal,  C.J. :  You  may  have  kept  your  best 
evidence  behind,  and  then  start  on  them  some  article  in  an 
encyclopaedia.]  The  objection  is,  that  the  principle  is  perfectly 
notorious;  that  the  obtaining  starch  from  farinaceous  matters 
was  well  known  to  the  chemical  world.  Suppose  a  person 
were  to  claim  a  patent  for  making  rum  from  sugar  or  molasses, 
surely  any  one  would  be  entitled  to  say  that  is  not  a  new  prin- 
ciple, it  is  disclosed  by  all  the  scientific  publications  of  the  day. 
The  plaintiff's  witnesses,  who  come  to  support  a  patent  like 
this,  ought  to  be  in  a  situation  to  know  whether  it  has  been 
discussed  in  the  leading  scientific  treatises  of  the  day;  the  use 
of  a  particular  substance  to  a  certain  extent,  and  so  far  as  the 
plaintiff  may  have  considered  secretly,  and  yet  large  enough  to 
invalidate  the  patent,  seems  to  stand  on  a  different  ground. 

The  objections  to  the  specification  are  specific,  and  the  de- 
fendant is  willing  to  strike  out  the  general  words  at  the  end. 

The  last  objection  specifies  the  purpose  for  which,  and  the 
place  at  which,  the  invention  is  said  to  have  been  in  use ;  this  is 
different  from  the  cases  in  which  the  question  has  been,  whether 
names  should  be  given,  and  is  sufficient,  looking  at  the  nature  of 
the  invention.  The  case  of  Bulnois  v.  Mackenzie  (a)  decided 
that  it  would  be  going  too  far  to  require  the  names  and  ad- 
dresses to  be  given.  The  case  of  Fisher  v.  Bewick  (b)  does  not 
apply  to  the  names  and  addresses  of  the  parties.  [Bompas, 
Sergt. :  The  report  of  that  case  does  not  go  to  the  full  extent ; 
the  Lord  Chief  Justice  in  all  the  pleas  struck  out  the  words 
"and  other  persons" (c).]  If  the  objection  had  been  simply, 
that  the  invention  was  used  by  certain  persons,  without  giving 
any  information  as  to  their  particular  trade,  it  would  have  been 
sufficient  upon  the  authority  of  the  cases  (d). 


(«)  Ante  260.  (d)  The  learned  counsel  referred  to  the  note, 

(b)  Ante  266.  ante  268. 

(c)  See  ante  266,  n.  a,  and  the  further  particu- 
lars of  this  case,  jfost  551. 
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Arguwunt  on         Bompas*  Sergt.,  in  support  of  the  role.    These  objections  are 
th»  ruU.  insufficient,  in  respect  of  certain  words  which  tend  to  throw 

them  open,  and  make  them  no  notice  whatever.  The  difficult? 
in  respect  of  the  words,  "  other  books  and  writings/'  at  the 
end  of  the  first  objection,  is  this : — A  witness  comes  into  the  box 
to  give  evidence.  A  book  is  put  into  his  hands,  which  he  his 
never  seen  before,  and  he  is  asked  to  give  his  opinion  as  to 
whether  what  is  there  described  is  within  the  patent.  The  wit- 
ness cannot  give  a  satisfactory  answer  on  a  long  statement  at 
once;  he  is  taken  by  surprise.  It  is  essential  in  applying 
the  testimony  of  scientific  men,  that  the  witnesses  should  have 
had  an  opportunity  beforehand  of  seeing  such  statements.  The 
evidence  to  be  given  is  not  like  the  knowledge  of  a  feet  which 
he  is  bound  to  know;  it  is  an  opinion  on  a  long  scientific  state- 
ment. It  is  impossible  for  satisfactory  and  consistent  evidence 
to  be  given  in  such  cases  without  an  opportunity  of  prior  ex- 
amination. And  as  regards  written  published  accounts,  the 
defendant  cannot  be  prejudiced,  since  he  may  have  the  notice 
amended  within  any  time  of  the  trial  that  a  judge  may  think 
reasonable.  This  is  not  a  case  in  which  there  can  be  any  tam- 
pering with  witnesses  or  evidence ;  each  party  has  a  fair  oppor- 
tunity of  examining  it,  and  forming  his  opinion  upon  it.  If  this 
be  not  done,  the  witnesses  may  be  taken  by  surprise,  and  the 
effect  of  the  trial  thereby  rendered  abortive.  The  peculiar 
nature  of  patent  cases  requires  that  the  plaintiff  should  hare 
notice  of  all  written  documents  or  publications  intended  to  be 
adduced  in  evidence.  In  the  case  of  Fisher  v.  Dewick,  the  Lord 
Chief  Justice  struck  out  the  words  "  divers  other  persons,"  the 
notice  having  mentioned  certain  persons,  remarking  at  the  same 
time,  "  if  the  defendant  discovers  other  persons  not  named  in 
these  objections,  he  has  the  power  of  applying  to  a  judge  to 
add  them,"  and  this  case  is  precisely  the  same  as  that. 

As  to  the  objection  that  the  plaintiff  Jones  has  not  described 
the  best  method  with  which  he  was  acquainted,  we  have  no  idea 
what  is  meant.  [Sir  N.  C.  Tindal,  C.  J.:  You  must  know, if 
you  at  one  time  thought  of  putting  such  a  method  into  your 
specification.  It  lies  within  your  own  knowledge  better  than 
the  defendant's.  The  defendant  cannot  prove  it  unless  some- 
thing of  that  sort  has  taken  place.]  [Erskitie,  J.:  Suppose  the 
defendant  to  prove  that  you  have  produced  an  article  which 
clearly  could  not  be  produced  by  the  mode  described  in  the  spe- 
cification, by  what  other  mode  the  witness  cannot  say,  would 
not  that  be  evidence  to  show  you  had  not  described  the  best 
mode  with  which  you  were  acquainted  ?] 

The  fourth  objection  is  nothing  more  than  the  plea,  that  it 
was  used  publicly.  [Maule,  J. :  It  goes  further.  Persons  of  a 
particular  trade  at  Nottingham  and  elsewhere.]  That  is  not  at 
all  within  what  the  court  decided  in  Fisher  v.  Bewick.    The  in- 
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mention  was  improved  machinery  in  making  lace ;  it  was  quite  H.  T.,  1843. 
dear  that  could  only  be  used  by  persons  making  lace.  [Maule,  J. : 
But  the  making  of  machinery  is  comparatively  in  few  hands ;   it 
a  not  at  all  like  a  person  exercising  some  handicraft,  or  pro- 
lucing  some  article  in  daily  use.     But  when  you  say  there  is  a 
patent  for  a  steam  engine,  that  is  a  different  thing.    There 
nrould  be  no  difficulty  in  finding  out  all  the  steam  engine 
makers.]     There  the  case  was  limited.     The  objection  was, 
that  it  was  in  use  by  certain  persons  who  must  necessarily  be 
lace  makers.     [Maule,  J. :   No ;   makers  of  lace  machinery.] 
[Tmdal,  C.J.:    Is   there   any  objection  to  insert   the  word 
generally?]    Each  party  must  then  produce  all  the  lace  ma- 
nufacturers to  prove  that  it  was  generally  or  not  generally 
used.    There  has  never  been  a  case  in  which  such  language  was 
permitted;  in  every  case  some  names  have  been  given,  and  the 
only  question  has  been,  whether  the  words   "  other  persons" 
should  be  retained,  or  some  names  given.     It  is  of  great  im- 
portance that  we  should  know  some,  because  then  we  might 
trace  out  others.     [Maule,  J. :  It  may  be  that  the  defendant  has 
no  clue  to  find  it  out.     Suppose  his  evidence  to  be  that  there  is 
a  great  deal  of  lace  in  the  market ;  you  cannot  tell  who  made 
it,  but  you  may  be  able   to  tell  that   starch   has   been   used 
in  the  manufacture.]     If  it  had  been  said  that  lace  had  been 
sold  in  the  market  by  certain  persons,  the  case  would  have 
been  different,  but  no  clue  whatever  is  given.     In  Fisher  v. 
Deurick,  the  lace  could  be  identified.    There  was  a  particular 
spot  made  in  the  lace,  and  by  examination  it  could  be  ascer- 
tained whether  the  lace  was  made  by  that  machinery.     If  the 
word  "  generally"  were  inserted,  that  would  bind  the  defendant 
to  show  a  general  use,  and  they  would  not  succeed  by  showing 
it  used  by  one  or  two.     [Erskine,  J. :  The  statement  is — "  used 
by  many  persons."]     Evidence  of  one  person  could  be  offered 
under  such  circumstances.     [Erskine,  J. :  I  should  have  very 
considerable  doubt  of  that.]     [Channel,  Sergt. :  I  believe  the 
process  was  generally  known,  but  not  generally  used,  because 
the  trade  knew  a  better.]     [Erskine,  J. :  The  objection  is  not  to 
be  made,  unless  the  objection  given  be  proved.     If  the  notice 
of  objection  is,  that  it  was  used  by  many  persons,  and  you  only 
prove  that  it  was  used  by  one,  you  do  not  prove  your  objec- 
tion.]    In  Fisher  v.  Bewick,  the  objection  was,  that  previous  to 
the  patent,  means  were  known  and  publicly  used,  whereby  orna- 
mental spots  were  formed,  &c.,  and  by  divers  other  persons,  in 
England  and  elsewhere.    The  Lord  Chief  Justice  struck  out 
the  words  "divers  other  persons,"  and  yet  that  related  to  a 
much  more  narrow  view  than  this,  for  the  persons  using  bobbin 
net  lace  and  making  the  spots  extends  only  to  a  branch  of  the 
lace  manufacture.     [Tindal,  C.  J. :  That  was  a  patent  for  some 
improvements  in  machinery,  not  for  making  lace.]     The  statute 
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contemplates  a  bond  fide  notice ;  the  notice  in  this  case  prac- 
tically gives  no  further  information  than  the  pleas,  which  state 
the  invention  to  have  been  in  use  before  the  patent. 
Judgment.  Tindal,  C.  J. :  The  new  rules  were  made  before  the  sta- 

tute (e) ;  therefore,  we  are  not  at  liberty  to  say  that  the  legis- 
lature  did  not  at  the  time  contemplate  the  existence  of  those 
rules,  or  were  not  aware  that,  in  an  action  for  the  infringement 
of  letters  patent,  the  plea  of  the  general  issue  could  no  longer 
be  pleaded,  but  that  the  different  objections  must  be  raised  on 
The  notice  of    the  record.     And  that  being  so,  we  think  we  are  bound  to  sup- 
tendedto point  Posei  that  as  the  legislature  directed  a  notice  of  the  objections 
oat  the  defence  to  be  given  with  the  plea,  that  they  mean  something  more  than 
gree  oTparticu'  the  P^ea  itself — something  more  particular  and  definite,  calling 
larity  than  the   the  attention  of  the  plaintiff  with  a  greater  degree  of  particu- 
larity (what  degree  is  a  different  question)  than  that  on  the 
record.   The  question,  when  it  occurs  before  us,  is,  whether  the 
direction  of  the  statute  has  been  virtually  and  substantially 
complied  with. 

On  the  present  occasion,  in  the  first  objection,  after  the  de- 
fendant has  stated  that  the  patentee  was  not  the  true  and  first 
inventor,  he  goes  on  to  state  his  reasons  for  it;  that  there  were 
two  different  specifications  of  former  and  ancient  letters  patent, 
in  which  he  proceeds  to  say,  the  secret,  now  the  subject-matter 
of  this  patent,  had  been  discovered  and  disclosed  to  the  public; 
then  he  adds  these  words  (and  these  alone  are  objected  to)— 
"  and  also  by  other  persons,  in  other  books  and  writings,  before 
the  date  of  die  said  letters  patent  in  the  declaration  mentioned" 
The  only  question  is,  whether  it  is  a  more  fair  compliance  with 
the  statute,  that  he  should  disclose  the  name  of  those  authors, 
or  of  the  publications  on  which  he  intends  to  rely.     Perhaps  on 
The  defendant  the  whole,  it  is  a  fairer  and  more  substantial  compliance  with 
b^^ntended  &**  act>  &  ^e  defendant  does  specify  in  his  notice  what  are  the 
to  be  relied  on,  books  and  writings  on  which  he  intends  to  rely.     It  comes 
prejudiced^  so  m<>re  clearly  within  the  analogy  of  those  cases  that  have  been 
doing.  referred  to;  it  subjects  the  defendant  to  no  real  hardship,  for  if 

he  discovers  other  books  or  writings  before  the  trial  comes  on,  he 
can  take  out  a  summons  before  a  judge,  and  can  add  these,  and 
will  be  at  liberty  to  give  them  in  evidence.  It  seems  on  the 
whole  that  it  will  be  a  means  of  diminishing  the  expenses  of  the 
trial,  of  directing  the  attention  of  witnesses  who  will  be  called 
to  more  specific  points,  and  therefore  would  be  a  more  com- 
plete compliance  with  the  object  and  intention  of  the  act. 

The  second  objection  is,  that  the  specification  does  not  suf- 
ficiently distinguish  between  what  is  old  and  what  is  new. 
The  ground  of  objection  to  this  form  of  notice  has  been  given  up; 


(e)  The  new  rules  came  into  operation  Easter  Term,  1834  ;  the  statute  (5  &  6  W.  4,  c  83)  re- 
ceived the  royal  assent  Sept.  10, 1835. 
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that  lies  on  the  surface  of  the  case;  the  specification  is  enrolled,  H.  T.,  1843. 
and  most  be  within  the  knowledge  of  the  party  now  objecting 
to  the  notice  of  the  objections  (/). 

The  third  is,  "  that  the  said  invention  was  in  use  by  many 
persons  before  and  at  the  time  of  the  date  of  the  said  letters 
patent,  and  particularly  that  the  use  of  rice  as  and  for  starch, 
and  the  preparing  rice  flour  to  be  used  as  starch,  and  the  pre- 
paration of  starch  from  whole  rice,  and  from  rice  flour,  were 
known  and  practised  by  persons  engaged  in  the  manufacture 
and  finishing  of  lace  and  similar  fabrics,  and  in  the  clear  starch- 
ing and  otherwise  dealing   with   lace  and   similar  fabrics   at 
Nottingham  and  elsewhere."     Therefore  it  appears  to  me,  that  The  words  •  and 
if  the  words  u  and  elsewhere"  are  struck  out,  substituting  the  jj^tuld  "he0  ^ 
places  afterwards,  if  new  evidence  should  arise  within  the  de-  places  to  be 
fendant's  power  to  produce  at  the  trial,  that  there  is  no  objec-  r^^idence1* 
tion  to  this  form  of  stating  the  objections  in  the  notice.     For  I  arise, 
think  this  case  is  distinguishable  from  that  of  Fisher  v.  Dewick, 
in  which  the  patent  was  for  alterations  and  improvements  in  the 
manufacture  of  the  machinery  by  which  lace  was  made.     And  it 
is  a  very  possible  thing  that  the  use  of  particular  wheels  or 
cranks,  or  mode  of  making  machines,  may  have  been  known  and 
used  in  the   particular  manufacture,  or  in   houses,   but  only 
known  by  those  persons  who  were  so  using  them.     And  there- 
fore, unless  the  names  of  those  persons  were  given,  nothing  is 
disclosed  at  all.     At  all  events,  if  you  are  at  liberty  to  add  the 
names  of  persons  and  of  others,  you  may  only  mislead  the 
party.     But  this  is  a  patent  for  the  making  of  starch  generally ; 
and  this  notice  of  objections  does  limit  the  inquiry  to  a  particu- 
lar species  and  class  of  persons,  who  are  using  it  in  a  particular 
trade.     The  defendant  says,  I  mean  to  object  you  shall  not  have 
four  patent  for  making  starch  generally,  because  the  invention 
iras  in  use  among   persons  of   this  particular  class,  namely, 
lace  manufacturers  and  clear  starchers  in  the  town  of  Notting- 
liam,  and  by  many  of  them.     It  is  quite  as  open  for  the  plaintiff 
to  make  inquiry  in  Nottingham,  among  persons  of  that  descrip- 
tion, as  for  the  defendant  to  do  it.     I  think  he  is  not  misled, 
but  the  field  is   open  to  him;    the   words   "and   elsewhere," 
would  open  it  too  much  against  the  plaintiff,  and,  therefore, 
those  words  should  be  struck  out. 

Er8kine,  J. :  I  am  of  the  same  opinion,  that  the  legislature 
must  be  taken  to  have  intended  that  something  more  particular 
than  the  form  of  pleading,  as  then  established  by  the  rules  of  the 
judges  merely,  should  be  included  in  the  objections  given. 
What  the  court  has  to  say  is,  whether  the  objection  is  stated 
with  reasonable  particularity.     It  appears  to  me  that  the  limita- 


(/)  The  general  words  at  the  end  of  the  se-      argument,  and  the  court  intimated  that  the  objec- 
coad  objection  had  been  abandoned  during  the      tion  so  amended  was  sufficient. 

4   B 
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judgment.  tion  my  lord  has  just  stated  as  to  the  objection  made  on  the 
present  occasion  would  give  sufficient  intimation  to  the  party 
of  the  nature  of  the  objections,  so  as  to  prevent  his  being 
misled  by  them,  which  is  all  the  court  are  called  on  to  do. 

Maule,  J. :  I  also  think  that,  with  respect  to  the  notice  of 
objections  and  the  naming  the  persons,  the  act  of  parliament 
requires  some  statement  more  precise  and  narrowing  the  ob- 
jections intended  to  be  relied  on  than  that  required  by  the 
rules  of  pleading,  which  must  be  taken  to  have  been  known  by 
the  legislature  at  the  time  the  act  passed* 

The  case  of  Fisher  v.  Deurick,  was  for  an  improvement  in 
machinery  for  the  manufacture  of  lace,  and  the  reason  why  tie 
objection  in  effect  was  held  not  to  be  sufficient  there,  was,  be- 
cause the  machinery  for  making  lace,  that  is  to  say,  the  inden- 
tion for  which  the  patent  was  obtained,  was  itself  in  use  by 
certain   persons   named  and  by  other  persons.    That  is  no 
restriction  or  particularization  of  the  simple  objection  or  state- 
ment in  the  plea,  that  the  alleged  invention  was  in  use  before 
the  patent.     So  that  there  the  objection  was  quite  as  wide  as 
The  pleas  may  the  plea.     And  in  order  to  narrow  it,  the  way  in  which  it  was 
Mmf™^epe£  su?gestc^  lt  should  be  narrowed,  was  by  naming  the  persons  who 
sons,  or  limiting  had  so  used  that  alleged  invention.    The  objection  here  is  not 
the  i^quiTy^     tnat  certa*n  Pers(>ns  a«d  certain  other  persons  before  the  patent 
The  woroVand  had  used  the  same  process  for  operating  on  farinaceous  matter 
uorelijwnable0t    *n  obtaining  starch  and  improving  the  making  of  starch  gene- 
rally, but  it  narrows  it  extremely.     The  objection  excludes  all 
publicity  except  the  public  use  of  a  particular  kind  of  starch, 
namely  rice  starch,  and  for  a  particular  purpose.     I  think  that 
is  clearly  much  narrower  than  the  objection  of  the  public  use  of 
the  patent,  and  it  seems  to  me  to  be  a  reasonable  particulariza- 
tion if  it  points  out  to  the  party  who  is  to  sustain  the  patent, 
sufficiently  the  nature  of  the  inquiry  that  the  objector  intends 
to  rely  on  as  to  the  patent.     It  seems  to  me  not  unreasonable 
to  say  •'  at  Nottingham  and  elsewhere ;"  for  the  nature  of  the 
fabric  being  specified,  and  the  particular  kind  of  starch  also 
specified,  it  might  well  be,  as  my  brother  Bompas  has  argued 
forcibly,  that  there  might  be  fabrics  of  that  kind  in  the  market, 
which  could  be  shown  to  have  been  made  of  that  kind  of  starch, 
though  you  may  not  be  able  to  trace  where  they  came  from.    I 
don't  think  it  worth  while  to  differ  from  my  Lord  Chief  Justice 
in  that  respect ;  I  dare  say  it  will  make  no  difference  to  the 
parties  if  die  Words  "and  elsewhere"  are  struck  out. 
Prior  publica-       As  to  the  naming  of  the  book,  I  think  it  is  an  objection  to 
oTspecificatkm  tne  patent,  an<l  not  evidence  simply  of  an  objection,  that  there 
•nobjectkm,     has  been  a  previous  patent  and  a  specification  enrolled,  and 
•?id«jc«iof1an  therefore  published  being  enrolled,  containing  the  invention, 
ojtftctioo.         In  the  same  way,  I  think  it  is  an  objection  to  a  patent  that  it 
has  been  pubWshtd  \w  sv&Vv  a  book;  and  in  order  to  state  the 
objection  w\t\\\n  l\ve  me«xi\Ti£  c&  \fcv*  *rX  <&  ^^tokar^  aonlying 
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nable  discretion  to  it,  I  think  a  party  may  be  fairly  called  H.T.,  1843. 

state,  if  he  can,  the  names  or  some  description,  whether 

»ks  or  publications,  in  which  he  says  that  has  been 

led. 

8Swell,  J. :  It  would  be  difficult  indeed  to  lay  down  a 

.  rule  applicable  to  such  a  case  as  this.     Had  this  act  of 

lent  been  passed  before  the  new  rules  of  pleading  were 

[  should  be  disposed  to  think  that  the  fifth  section  was 

id  to  give  that  protection  to  the  patentees  they  now  have 

the  new  rules.     But  as  the  statute  passed  after  the  new 

I  Cannot  but  suppose  the  legislature  was  aware  of  them, 

it  something  more  was  intended  by  the  section  than  that 

ould  have  the  benefit  of  a  special  plea. 

o  the  first  part  of  the  case,  taking  the  objection  to  be 

5  subject-matter  of  this  patent — the  invention — had  been 

to  the  public  before  by  certain  publications,  I  think  we 

borised  in  calling  on  the  defendant  to  give  a  reasonable 

of  particularity  to  that  objection,  by  giving  some  de- 

n  of  the  publication  to  which  he  refers. 

aspect  to  the  other  parts  of  the  case,  I  concur  in  the 

s  that  have  been  already  given. 

Rule  accordingly  (/). 


ie  above  decision  recognises  and  con- 
loctrine  of  the  preceding  cases,  that  the 
bjectioD8  must  afford  some  more  specific 
n  as  to  the  nature  of  the  defence  than 
d  on  the  record,  subject  of  course  to  the 
pointed  out  by  the  Court  of  Exchequer, 
i  objection  should  be  so  fully  and  com- 
panded  on  the  record,  as  to  render  a 
tcript  of  the  plea  sufficient.  Ante  370. 
tractions  adverted  to  between  the  above 
lat  of  Fisher  v.  Dewick  are  of  considera- 
tance,  and  would  appear  to  rest  on  the 
between  the  use  by  the  public  as  the 
or  employers  of  an  article,  and  the  use 
as  the  manufacturers  or  producers  of 
j.  The  exclusive  privileges  granted 
ars  patent  are  of  the  latter  class,  that  is, 
g  and  making  of  the  new  manufacture. 

Fishery,  Dewick. 

ent  in  this  case  was  for  improved  lace 
,  and  the  invention  consisted  in  adding 
rtf  to  the  existing  machinery,  for  the 
forming  spots.  In  the  report  of  this 
266,  n.  a.)  the  result  only  of  the  appli- 
an  amended  notice  of  objections  is 
n  the  delivery  of  the  amended  partic u- 
suance  of  that  application  to  the  court, 
i  for  further  amended  particulars  was 
,  and  heard  before  the  Lord  Chief 
daly  at  chambers.  His  lordship,  after 
i  to  consider,  made  the  following  re- 
alterations.  The  words  "  that  the 
is  not  in  possession  of  the  said  alleged 
nu  before  or  at  the  date  of  the  letters 


patent,"  were  struck  out  of  the  objection,  that  the 
plaintiff  was  not  the  true  and  first  inventor  of  the 
whole,  or  of  any  part  of  the  said  improvements. 

The  objection  staud  that  "  a  particular  improve- 
ment had  been  used  by  A.  B-,  &c.  (giving  names 
and  addresses),  and  divers  other  people  within 
this  kingdom,  and  elsewhere;*'  his  lordship  struck 
out  the  words  "  and  divers  other  people,"  adding, 
that  "  if  the  defendant  discover  other  persons  not 
named  in  the  objections,  he  has  the  power  of  ap- 
plying to  a  judge  to  add  such  persons.*' 

An  objection  stated,  that  there  were  fe/eral 
machines,  "  such  as  (naming  them)  and  others, 
to  which  the  said  improvements  are  inapplicable  ;'* 
his  lordship  struck  out  the  words  "and  others." 

On  the  objection,  "  that  the  invention  for  which 
the  said  letters  patent  were  granted,  is  more  ex- 
tensive than,  and  did  not  correspond  with,  the 
invention  described  in  the  specification,"  his  lord- 
ship remarked,  "  I  think  the  attention  of  the 
plaintiff  should  be  called  to  the  particular  part  or 
parts."  His  lordship  made  the  same  remark  on 
an  objection  of  discrepancy  between  the  drawings 
and  specification. 

On  the  objection,  that "  before  the  patent,  means 
were  known  and  publicly  used,  whereby  orna- 
mental spots  might  be  formed  in  bobbin- net  lace, 
whilst  the  same  was  in  progress  of  fabrication  by 
machinery,  and  that  such  spot  was  formed  by 
A.  B.,  &c.  (names  and  addresses),  and  by  divers 
other  people  in  England  and  elsewhere,*  his 
lordship  struck  out  the  latter  words. 

Heath  v,  Unicin. 
In  this  case  the  notice  of  objections  stated  that 
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ibe  specification  did  not  sufficiently  describe  tbe 
nature  of  the  invention,  and  the  manner  in  which 
it  was  to  be  performed ;  secondly,  that  the  inven- 
tion was  not  new,  having  been  wholly  or  in  part 
used  and  made  public  before  the  obtaining  of  the 
letters  patent ;  thirdly,  that  the  invention  did  not 
produce  the  effect  stated,  nor  was  such  effect 
produced  by  the  plaintiff  in  the  manner  stated. 
A  rule  was  obtained  for  better  particulars  of  the 
objections  to  be  relied  on. 

Lord  Abinger,  C.  B. :  "  Mr.  Ogle  has  brought 
one  of  the  objections,  namely  the  second,  within 
the  case  in  the  Court  of  Common  Pleas  (ante  264), 
which  decides  that  it  is  not  sufficient  to  say  that 
an  alleged  invention  was  wholly  or  in  part  used 
and  made  public  before  the  obtaining  the  letters 
patent ;  and  so  far,  therefore,  the  defendant  must 
amend.  But  I  see  no  objection  to  any  of  the 
rest ;  and  with  respect  to  the  first  in  particular, 
surely  it  is  enough  for  the  defendant  to  say  to  the 
plaintiff,  you  do  not  set  forth  your  invention  pro- 
perly.  To  go  beyond  this,  would  be  to  require 
him  to  argue  his  case  in  the  objections  delivered." 

Practice  in  Scotland. 

The  fifth  section  of  the  statute  (5  &  6  W.  4, 
c.  83)  does  not  apply  to  Scotland,  but  the  same 
object  is  attained  on  the  system  of  pleading  in 
that  country  by  the  closed  record  on  a  revised 
condescendence  and  answer.  The  observations 
made  in  the  recent  case  of  Neil  son's  patent 
with  reference  to  the  question,  as  to  what  was 
open  to  a  pursuer  on  the  record,  will  serve  to 
llustrate  the  cases  which  occur  in  this  country 
under  the  statute.  Evidence  of  user  at  a  place 
not  mentioned  on  the  record,  but  which  was  spe- 
cified in  a  note  of  objections,  delivered  as  under 
the  statute,  was  rejected  by  Lord  Justice  Clerk, 
at  the  trial.     On  appeal  against  that  decision, 

Lord  Medwyn  said,  **  I  have  great  hesitation 
in  thinking  that  the  fifth  section  of  the  act  applies 
to  Scotland  at  all;  I  think,  therefore,  that  we 
must  look  to  tbe  closed  record,  the  foundation  of 
these  issues,  and  to  the  averments  on  which  the 
parties  agreed  to  close,  and  of  course  to  foreclose 
themselves  as  to  all  other  averments  in  fact ;  and 
we  must  consider,  whether  the  defender  made 
such  statements  as  to  entitle  him  to  go  into  this 
line  of  inquiry.  Now,  I  say,  that  the  pursuer 
would  have  been  misled  by  the  record,  for  that 
he  never  could  have  expected  any  proof  against 
his  invention  from  the  examination  of  an  anchor- 
smith  using  a  common  smith's  forge  in  the  town 
of  Irvine,  or  any  similar  evidence.  The  record 
led  him  to  expect  quite  a  different  state  of  facts 
to  be  proved  against  his  being  the  inventor  of  this 
improvement.  The  defender  specifies  Chapman's 
invention.  He  next  states  tbe  prior  use  of  Neil- 
son's  invention,  both  in  Kngland  and  Scotland, 
particularly  at  two  iron  works  in  Yorkshire,  and 
one  in  Staffordshire,  mentioning  them  by  name, 
referring  also  to  the  patent  of  Botfield  and  Mr. 
Stirling,  and  the  mode  invented  by  Mr.  Jeffries. 
Now,  fhold  it  was  quite  incompetent,  after  ex- 
hausting the  line  of  evidence  here  pointed  out,  or 
using  as  much  of  it  as  tbe  defender  thought  avail- 
able to  him,  to  resort  to  an  inquiry  as  to  the  use 
of  heated  air  in  a  smith's  forge  at  Irvine,  about 


six  years  before  the  date  of  this  patent,  which  don 
not  seem  to  have  been  followed  in  other  smith' 
forges ;  nor  described  in  any  of  the  philosophical 
journals  of  the  day  as  an  important  improvement 
The  record  assuredly  gave  no  information  which 
called  upon  the  pursuer  to  expect  such  a  line  of 
inquiry  and  evidence,  or  would  have  enabled  him 
to  meet  it.  If  this  line  of  inquiry  had  been  al- 
lowed,  and  the  verdict  had  been  against  him  os 
the  ground  of  prior  use,  I  think  he  mat  hue 
been  allowed  a  new  trial  on  the  ground  of  nr- 
prise,  and  therefore  that  this  evidence  was  pro- 
perly refused. 

"  I  perceive  that  in  a  recent  English  caw, 
where  the  note  of  objections  had  speciied  the 
prior  use  by  certain  persons  named,  and  by  othen, 
the  judge  at  chambers  made  the  part?  strike  oat 
this  general  expression,  and  confine  the  proof  tt 
tbe  persons  named.  In  the  case  of  Russell  with 
us  it  was  specified  on  the  record,  that  there  was 
prior  use  of  making  gas  pipes  by  various  perm*, 
both  in  Glasgow  and  Edinburgh ;  this  generality 
was  not  objected  to,  nor  brought  before  the 
court,  for  the  practice  was  recent  and  is  the 
hands  of  few.  Those  who  manufactured  them 
were  well  known,  and  no  further  particolarinsg 
was  required  by  the  party.  This  b  no  proof 
that  greater  explicitness  would  not  have  been  re- 
quired, if  it  had  been  necessary  and  insisted  os; 
it  is  only  proof  that  in  that  case  the  party  did  sot 
wish  for  further  notice  in  order  to  defend  himseE 
Here  I  think  it  was  different,  more  especially 
when  the  reference  to  such  works  as  could  haw 
used  the  hot  blast  in  furnaces  were  so  precise  aad 
numerous.** 

Lord  Monceiepp  :  •*  It  is  very  clear  to  me  that 
our  statutes  concerning  the  effect  of  the  closed 
record,  which  are  neither  repealed,  nor  in  any 
manner  touched,  by  Lord  Brougham's  act,  swat 
be  in  full  force,  and  must  rule  the  question;  aad 
that  that  record  cannot  be  supplemented  by  **J 
note  of  objections  subsequently  lodged.  Then  it 
appears  to  me,  that  if  the  party  meant  to  try  to 

Cve  any  special  case  of  prior  use,  it  should  haw. 
n  specifically  stated.  They  did  so  in  variosi 
instances,  and  the  consequence  was,  that  they 
were  disproved  in  the  trial  by  persons  who  had 
made  themselves  acquainted  with  the  works  re- 
ferred to. 

"  The  case  of  the  gas  tubes  rather  tends  to 
illustrate  this  point  The  averment  was  definite, 
and  limited  to  previous  use  in  Edinburgh  sad 
Glasgow ;  and  it  was  so  put  in  the  issues.  The 
making  of  such  articles  at  all  was  of  very  recent 
practice ;  and  all  the  persons  employed  in  it  is 
these  places  were  well  known.  But  n  yon  make 
a  general  averment  about  common  forges,  with 
reference  to  numerous  places  or  districts  all  over 
the  kingdom,  it  is  impossible  for  any  one  to  teOt 
or  to  discover,  what  the  particular  thing  is  which 
you  propose  to  prove  unaer  it. 

"  An  averment  of  a  general  custom  would  be 
a  different  case.  But  even  for  that  the  record 
here  would  not  be  sufficient/*  The  H—eekiU 
Company  v.  Neikon  4  Other*. 

The  above  decision  of  the  second  division  of 
the  Court  of  Session  was  affirmed  on  appeal  to 
the  House  of  Lords.     Post* 
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Cor.  Lord  Lyndhurst ;  Lord  Wynford;  Hon.  T.  Erskine ;      jn  the  Privy 
Sir  H.  Jenner.  Couwil' 

This  was  an  application  under  the  second  section  of  the  sta-  March  5, 1836. 
tute  to  confirm  the  letters  patent  granted  22d  of  May,  1834,  to 
the  petitioner,  Baron  Heurteloup,  for  "  improvements  in  cer- 
tain parts  of  certain  descriptions  of  fire-arms.'5 

The  petition  stated,  that  the  petitioner,  in  1834,  invented  There  being  no 
•*  certain  improvements  in  fire-arms,"  and  that  he  believed  him-  ^^"JJ! 
self  to  be  the  true  and  first  inventor  of  the  said  improvements,  ventkm  con- 
and  every  part  thereof,  and  was  not  aware  that  any  other  person  J^^J  book1"1 
had  invented  or  used  the  said  improvements.     The  petition  letters  patent  for 
then  set  forth  the  specification,  and  stated  that  part  of  the  said  ^  £  con-°n 
invention  consists  in  a  small  tube,  made  of  soft  metal,  and  filled  finned. 
with  detonating  powder,  which  serves  for  priming  the  gun,  the 
end  of  the  tube  being  advanced  to  the  touch-hole  by  the  action 
of  cocking  the  gun,  while  a  small  piece  is  cut  off  just  by  the 
touch-hole,  and  detonated  there  by  the  falling  of  the  hammer, 
without  exploding  the  powder  in  the  remaining  part  of  the  tube. 
That  since  the  granting  the  said  letters  patent,  the  petitioner 
had  discovered  that  a  patent  was  granted  in  France,  in  1821,  to 
one  L.  de  Valdahon  for  an  invention,  whereof  part  consisted  of 
a  straw  filled  with  detonating  powder,  brought  to  the  touch- 
hole  of  the  gun,  and  cut  off  as  required  to  prime  and  fire  the 
gun,  but  that  the  mode  of  bringing  the  straw  tube  to  the  touch- 
hole  is  totally  different  from  the  petitioner's,  and  does  not  con- 
stitute the  gun  a  self-priming  gun ;  and  further,  the  tube  is  of 
straw  instead  of  metal.     That  the  petitioner  believed  the  said 
invention  of  L.  de  Valdahon  had  never  been  used  in  England, 
or  in  France,  or  elsewhere,  and  was  not  known  in  England, 
otherwise  than  by   the  introduction  into  England  of  books 
printed  and  published  in  France,  containing  a  description  of  the 
said  invention.    That  no  suit  or  action  had  been  instituted. 

There  was  an  affidavit  by  the  petitioner  verifying  the  petition, 
and  also  one  by  the  Keeper  of  the  printed  books  of  the  British 
Museum,  stating  that  in  1 832  twenty  volumes  of  a  French  work, 
containing  an  account  of  expired  patents,  published  under  the 
direction  of  the  government,  had  come  into  the  Museum;  in 
one  volume  of  which  the  specification  of  the  French  patent  was 
contained. 

On  a  former  day  the  judicial  committee  had  directed  a  notice 
of  the  day  of  hearing  to  be  given  to  L.  de  Valdahon,  and  on  affi- 
davit that  such  notice  had  been  sent  through  the  post  office, 
directed  to  L.  de  Valdahon,  Paris,  their  lordships  recommended 
that  the  letters  patent  should  be  confirmed. 
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In  the  Privy 
Council, 

March  5,  1836. 


WESTRUPP  &  GIBBINS*  PATENT. 


This  was  an  application  by  Joseph  Wells,  the  assignee,  to 
confirm  the  letters  patent  granted  the  24th  of  May,  1831,  to 
W.  Gibbins  and  Thomas  Westrupp,  for  "  improvements  in  an 
apparatus  for  converting  sea  water,  or  otherwise  impure  water, 
into  fresh  and  pure  water"  (a). 

The  petition  stated  the  assignment  of  the  letters  patent  of 
J^^J^J"  the  respective  grantees  by  indentures  dated  9th  of  September, 
to  prior  right  1833,  and  25th  of  July,  1834,  respectively.  That  since  die 
te^n^c&m  k8*  ^ate  lt  was  discovered  that  one  of  the  modes  of  condensing 
is  purely  dis-  steam  from  sea  water  was  known  to  some  person  or  persons, 
but  not  publicly  or  generally  known  or  used,  and  that  the 
petitioner  believed  the  same  never  to  have  been  practised  before 
the  date  of  the  said  letters  patent.  That  no  legal  proceedings 
had  taken  place  on  the  above  patent. 

The  petition  was  accompanied  by  an  affidavit  by  the  survivor 
of  the  patentees,  stating  his  belief  that  they  were  the  true  and 
first  inventors. 

The  application  was  opposed,  on  the  ground  that  part  of 
the  invention  had  been  published  many  years  before  the  patent 
in  a  well-known  book,  and  had  also  been  made  the  subject  of  a 
prior  patent. 

Rotch,  in  support  of  the  petition,  stated  the  invention  to  be 
for  the  particular  mode  of  distilling  by  the  use  of  the  refrige- 
rator.    That  this  application  arose  in  consequence  of  a  schism 


Letters  patent 
will  not  be  con- 


cretionary, 
Costs  of  oppo- 
sition will  be 
given  in 
cases. 


(«)  Specification. — The  invention  as  described 
in  the  specification,  consisted  in  placing  the  con- 
denser below  the  water  line  in  the  ship  or  vessel, 
and  permitting  the  water  in  which  such  ship  or 
vessel  floated,  to  have  free  and  full  action  on  the 
outer  surfaces  of  the  pipes,  through  which  the 
steam  of  salt  water  is  passing,  and  thus  rendering 
any  attention  for  constantly  supplying  cold  or 
condensing  water  to  the  refrigerating  apparatus 
unnecessary,  which  it  was  (according  to  any  of 
the  processes  known  before  the  patent)  stated  to 
require. 

The  patentees  then  described  and  claimed  two 
modes  of  accomplishing  their  invention.  The 
first  was  for  conducting  the  steam  generated  by 
cooking  with  sea  water  through  a  pipe  to  a*  re- 
frigerating or  condensing  apparatus,  which  con- 
sisted of  a  coiled  pipe  in  a  tub,  placed  below  the 
line  of  flotation  of  tne  ship.  From  the  bottom  of 
the  tab  an  inlet  pipe  proceeded  through  the  ship's 
tide  for  the  admission  of  a  constant  flow  of  cold 
water  from  the  sea,  and  from  the  upper  part  of 
the  same  tub  an  eduction  pipe  passed  through  the 
sbip*s  side,  by  which  the  cooling  or  condensing 
niter  passed  away  from  the  tub,  by  wKuiYi  mean* 


a  constant  circulation  or  flow  of  cold  i 

kept  up  to  the  tub  which  condensed  the  stew 

passing  through  the  coiled  pipe  within  it. 

The  second  part  of  the  invention  was  thns  ex- 
plained :— ••  It  consists  of  a  simple  pipe  passsg 
outside  of  the  bow  (or  any  other  conveniest 
place)  of  the  ship,  and,  passing*  down  towards  the 
ship's  bottom,  enters  through  the  planking,  and 
the  condensed  water  therefore  inns  into  a  cask 
placed  below ;  bv  this  means  the  water  in  wkka 
the  ship  floats  will  at  all  times  be  acting  on  tht 
condensing  pipe.*' 

The  inventors  then  claim  their  invention  in  the 
following  words : — "Our  invention  '^nrrttr,  fist, 
in  applying  a  condenser  in  the  manner  showa, 
such  condenser  having  an  inlet  and  an  outlet  pipe 
placed  below  the  water  line  or  mark,  at  abate 
described.  And  secondly,  we  claim  the  pbeisg 
of  a  pine  or  pipes  (whether  round  or  otherwise 
formed)  on  the  outside  of  a  ship  or  vessel,  sacs 
pipe  or  pipes  passing  below  the  water  line,  sad 
thus  forming  a  condenser  for  the  at 
from  a  boiler,  for  the  purpose  of  < 
into  fresh  or  pure  water." 
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which  had  taken  place  among  the  directors  of  a  company  formed  March  6, 1836. 
to  work  the  patent  of  which  Mr.  Wells  was  the  assignee,  one 
portion  of  the  directors  wishing  to  prevent  the  completion  of 
the  engagement  with  the  petitioner,  pretending  that  they  had 
discovered  in  a  book  that  which  interfered  with  the  petitioner's 
patent  and  rendered  it  invalid.  The  part  said  to  be  old  is  the 
pipe  going  through  the  side  of  the  vessel  into  the  sea,  and  back 
again  into  the  vessel. 

Sir  F.  Pollock  opposed  the  petition  on  the  ground  that  part 
was  old,  and  that  the  parties,  instead  of  coming  to  the  Privy 
Council  to  confirm  that  to  which  they  are  not  entitled,  should 
have  gone  to  the  Attorney  General  to  have  disclaimed  that 
which  was  old,  and  made  the  patent  good  as  to  the  rest,  pro* 
vided  it  be  new. 

Lord  Lyndhurst  :  The  petitioner  must  make  out  a  case  as 
strong  as  this ;  that  if  you  had  claimed  for  that  which  is  old, 
and  for  that  only,  we  should  have  confirmed  the  patent.  This 
act  was  not  meant  to  apply  to  every-day  cases.  This  clause 
was  altered  after  the  act  left  the  House  of  Lords.  Now  you 
would  have  a  patent  against  the  real  inventor,  if  we  confirmed 
it;  I  believe,  when  the  clause  was  in  the  House  of  Lords  the 
right  of  the  real  inventor  was  preserved. 

Rolch :  The  whole  of  the  patent  is  new,  except  one  small 
connecting  link,  which  certainly  is  old ;  but  though  old  it  was 
not  generally  used,  and  the  inventor  of  the  rest  did  not  know 
that  fact.  We  find  in  the  Philosophical  Transactions  of  16J0 
a  letter  from  a  learned  French  gentleman,  concerning  the  way 
of  making  sea  water  sweet. 

Sir  F.  Pollock :  I  have  the  copies  of  two  specifications,  the 
one  in  1806,  the  other  in  1809,  duly  enrolled,  and  which  every 
subject  in  this  kingdom  is  bound  to  know.  These  two  are  pre- 
cisely the  patent  now  sought  to  be  confirmed. 

Lord  Lyndhurst  :  I  do  not  think  the  clause  of  the  act  was  The  act  not  in- 
ever  intended  to  apply  to  the  case  where  the  patentees  choose  firm  Mte«°n" 
to  shut  their  eyes,  when  they  might  have  gone  to  the  office  and  patent  adversely 
seen  this  at  once.     The  act  could  never  be  intended  to  apply  to  aVriorpatentee. 
a  case  when  two  patents  have  been  taken  out  for  the  same 
thing,  that  the  subsequent  patentee  should  have  a  right  to  come 
to  the  court,  to  apply  to  have  the  exclusive  benefit  of  the  inven- 
tion, adversely  to  the  rights  and  interests  of  the  former  patentee. 
It  must  have  been  meant  to  apply  to  a  very  different  case. 
[Botch:  Supposing  that  both  parties   are  going  to  work  the 
patent ;  but  if  it  is  thirty  years  ago,  tod  those  parties  are  not 
going  to  carry  it  into  practice  ?     What  is  the  meaning  of  the 
words  of  die  act  ?]     You  are  aware  it  is  discretionary  with  us, 
particularly  when  you  have  another  remedy ;  you  may  apply  to 
the  Attorney  General  for  a  disclaimer.     [Rotch :  If  this  remedy 
be  open,  X  would  rather  adopt  it.    The  words  of  the  act  are 
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In  the  Privy      "  publicly  and  generally  used/'  not  "  publicly  and  generally 
Council.  known."]     There  are  joint  patentees,  and  one  of  the  patentees 

is  dead.  The  surviving  patentee  makes  an  affidavit;  how  are 
we  to  be  satisfied  that  the  other  patentee  had  not  seen  the  spe- 
cification? The  affidavit  is  the  most  general  affidavit  that  can 
be ;  it  ought  to  have  been  pointed  to  this  part  of  the  patent;  it 
is  an  echo  of  the  original  one,  that  they  believed  themselves  die 
inventors. 

Lord  Wynford  :  I  apprehend  the  object  of  this  clause  is, 
that  if  there  are  any  very  minute  portions  which  have  been 
used,  and  he  swears  that  he  did  not  know  it,  a  very  trifling 
thing,  amounting  to  nothing,  in  that  case  the  court  may  con- 
firm it. 

Lord  Lyndhurst  :  This  is  a  case  in  which  the  act  of  par- 
liament leaves  a  discretion  in  the  judicial  committee,  and  I 
think  it  is  impossible  for  us,  sitting  and  hearing  this  case,  to  sty 
this  is  a  case  in  which  we  ought  to  exercise  that  discretion  to 
advise  the  crown  to  confirm  the  patent.  Tou  have  your 
remedy;  you  may  disclaim  it,  if  the  Attorney  General  thinks 
proper  to  give  you  relief.  The  Attorney  General  may  be 
applied  to  for  that  purpose. 

Lord  Wynford:  That,  perhaps,  might  be  a  ground  for 
coming  again,  if  you  were  dissatisfied  with  that;  you  would 
come  and  say,  "  Confirm  the  patent — I  cannot  have  relief  under 
the  other  branch  of  the  act  of  parliament." 

Rotch :  I  see  nothing  in  the  act  which  drives  us  to  go  and 
seek  a  remedy  which  we  do  not  like. 

Lord  Lyndhurst  :  It  is  very  difficult  to  lay  down  any  pre- 
cise rule  or  general  rule  to  govern  our  discretion  in  a  case  of 
this  description.  I  think  we  should  not  be  justified  in  recom- 
mending the  crown  in  this  case. 

Sir  F.  Pollock :  Under  the  fifteenth  section  of  the  statute 
(3  &  4  W.  4,  c.  41),  which  authorises  your  lordships  to  sit  here, 
the  costs  of  the  application  are  in  the  power  of  the  court.  We 
are  brought  here  to  prevent  the  confirmation  of  a  patent.  We 
show  two  prior  patents ;  the  subjects  of  the  realm  are  bound  to 
know  of  these.  We  have  an  interest  in  another  patent  which 
would  be  interfered  with.  Every  body  is  bound  to  know  the 
specifications  that  are  enrolled ;  they  are  as  much  matters  of 
record,  and  as  such  to  be  treated  and  known,  as  acts  of  parlia- 
ment. We  have  filed  our  objections,  notwithstanding  which  the 
parties  still  come  here. 
C<mu  will  be  Lord  Lyndhurst  :  I  have  read  your  objections,  and  if  after 
cal^of  •uc'ceM.  *at  ^ey  choose  to  come,  it  is  for  them  to  take  the  conse- 
fui  opposition,  quences.  My  opinion  on  the  subject  of  costs  is  this ;  if  a  party 
entitled  to  oppose  does  come  and  oppose,  and  opposes  success- 
fully, if  we  do  not  give  costs  we  shall  discourage  persons 
coining  to  protect  the  interests  of  the  public.     We  have  the 
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power  to  give  costs  in  any  matter  referred  to  us,  and,  sitting  in  the  Privy 
Here  as  a  judicial  committee,  we  can  give  costs  under  the  general  Counci1' 
act,  not  under  the  patent  act. 

Rotch :  On  the  subject  of  costs,  I  hope  your  lordships  will 
iBow  me  to  go  into  the  particular  situation  of  these  parties, 
because  the  parties  who  are  appearing  now  are  three  out  of  six 
directors,  who  have  agreed  with  Mr.  Wells  to  take  his  patent. 
[Lord  Lyndhurst:  Have  we  any  affidavit  of  all  this?]  The 
directors  themselves  are  here  to  say  the  company  are  averse  to 
the  proceedings  of  these  three  directors  who  are  opposing  it. 

Lord  Lyndhurst  :  We  cannot  allow  evidence,  after  the  close  An  especial  and 
of  the  case,  as  to  costs — we  do  not  allow  evidence  to  be  heard  as  8tron?  caseJ 

.  .  _  .  .  _y        .  .        .     must  be  made 

to  costs  when  the  case  is  over,  you  know.    You  knew  the  ob-  out  to  justify 
jections.    This  was  an  experiment  to  see  how  far  the  courts l  r^^J^JJ11 
will  go.    I  know  the  noble  and  learned  lord,  who  was  the  committee, 
patron  of  this  act,  and  under  whose  particular  direction  it  was 
drawn,  never  meant  that  a  loose  construction  should  be  given 
to  it;  to  bring  a  case  within  the  act  so  as  to  justify  the  inter- 
position of  the  judicial  committee,  he  always  considered  you 
must  make  out  some  especial  and  strong  case. 

Petition  dismissed  with  costs. 
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Erard's  Patent. 

Cor.  Lord  Lyndhurst ;  Lord  Brougham ;  Parke,  B. ; 
Hon.  T.  Erskine. 

This  was  an  application  (a)  by  Orpheus,  commonly  called  Pierre  Dec.  15,  1835. 
Erard,  for  an  extension  of  the  term  of  several  letters  patent, 


(•)  Practice  on  the  hearing  of  the  Petition. —  be  made  as  to  the  validity  of  the  patent.     The 

Tins  wit  the  first  application  for  an  extension  Questions  arising  on  the  specification  stand  on  a 

of  the  term  under  the  act  5  &  6  W.  4,  c.  83,  and  different  footing  from  the  questions  of  novelty, 

their  lordships  having  inquired  whether  the  Attor-  and  the  petitioner  would  appear  bound  to  show 

ney  General  had  received  notice  of  the  hearing,  that  the  invention  described  would  succeed  in 

intimated  that  in  all  cases  of  unopposed  applica-  practice,  and  to  be  that  for  which  the  patent  was 

turns,  the  Attorney  General  should  attend  on  the  granted. 
pert  of  the  crown.     In  subsequent  cases,  whether  Their  lordships  also  intimated,  that  as  this  pro- 


I  or  not,  the  Attorney  General  has  appeared  ceeding  was  a  substitution  for  a  bill  in  parliament, 
to  watch  the  progress  of  the  case  made  for  the  they  should  follow  a  similar  course  to  that  which 
petitioners.  See  ante  474,  &  post,  would  be  followed  by  parliament,  and  adopt  rules 
Their  lordships  asked  for  a  copy  of  the  specifi-  of  evidence  as  nearly  as  possible  resembling  the 
cation,  and  on  the  counsel  for  the  petitioner  sug-  rules  of  evidence  in  courts  of  law. 
getting  that  he  did  not  consider  evidence  as  to  Their  lordships  in  the  subsequent  cases  have 
that  would  be  gone  into,  their  lordships  said  thev  recommended  the  extension  of  the  term  of  letters 
most  see  whether  the  patent  was  valid;  that,  if  patent  on  grounds  similar  to  those  adopted  by  the 
palpably  bad,  it  would  not  be  extended.  On  an  legislature,  and  recited  in  the  acts  of  prolonga- 
tion of  the  cases  it  will  be  found  that  tion.    See  ante  40. 


their  lordships  have  required  a  prim*  facie  case  to 

4  C 
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In  the  Privy     granted  to  him  for  "certain  improvements  in  piano  fortes,  and 
aTd?  1835.     other  keyed  musical  instruments"  (A),  and  also  for  other  letters     \ 
patent  for  "  certain  improvements  in  piano  fortes"  (c). 

Cre89well  (J.  Peel  with  him)  appeared  in  support  of  the 
petition,  which  stated  that  the  petitioner,  in  conjunction  with 
his  uncle,  Sebastian  Erard,  had  laboured  upwards  of  thirty 
years  to  improve  the  piano,  and  to  perfect  the  invention  the 
subject  of  the  first  letters  patent.  That  previous  to  this  inven- 
tion there  were  two  distinct  systems  of  action  in  the  piano 
fortes  then  in  use,  the  one  known  by  the  technical  name  of  the 
"  check,"  or  grand  action,  the  other  (being  without  a  check), 
the  "  square  piano  forte  action."  That  the  former,  while  it 
possessed  great  precision  of  blow,  was  slow  in  the  power  of 
repeating  the  notes,  whereas  the  latter,  on  the  contrary,  was 
more  ready  to  repeat,  but  wanting  in  power  and  precision. 
That  as  the  art  of  playing  progressed  these  defects  became  more 
sensible,  and  the  object  to  be  attained  was  to  produce  a  new 
action,  combining  the  advantages  of  the  two  systems,  and 
which,  by  uniting  power  and  precision  with  pliability  and 
rapidity  of  action,  would  enable  the  performer  to  modulate 
with  the  touch  the  blow  of  the  hammer  on  the  string  at  plea- 
sure, and  thereby  greatly  add  to  the  beauty  of  the  tones  and 
the  brilliancy  of  the  execution.  That  the  invention  of  a  simple 
and  durable  mechanism  to  effect  these  combined  objects  re- 
quired much  genius  to  conceive  and  ingenuity  to  construct 
That  in  the  introduction  of  the  invention  great  difficulties, 
opposition,  and  prejudices,  had  to  be  contended  with.  That 
five  years  were  expended  in  the  instruction  of  workmen,  and 
before  a  single  instrument  was  ready  for  sale;  and  after  a 
further  consumption  of  many  years  in  making  the  instrument 
known,  and  when  its  superiority  was  generally  admitted,  the 
prejudices  infused  into  the  public  by  the  makers  of  the  old 
piano  fortes  against  the  durability  of  the  instruments  con- 
structed on  the  new  principle,  presented  a  serious  obstacle  to 
their  introduction;  that  the  experience  of  many  years  can 
alone  overcome  these  difficulties,  and  it  is  only  within  the  last 
few  years  that  the  instrument  has  become  generally  known  and 
appreciated.  That  since  the  original  invention  the  petitioner 
had  invented  several  improvements,  whereby  it  was  rendered 
applicable  to  every  form  of  piano,  instead  of  being  confined  to 
the  grand  piano  forte,  and  which  improvements  were  the 
subject  of  the  other  letters  patent.  That  in  addition  to  the 
number  of  years   expended   in  perfecting   the  invention,  the 


(6)  These  letters  patent  were  as  follows :  for  (r )  These   letters   patent  were  for  Englaai 

England,  22d  of  December.  1821 ;  for  Scotland,  and  dated  5th  of  January,  1826. 
6th  of  April,  1822;  and  for  Ireland,  14th  of  De- 
cember, 1822. 
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working  the  patent  amounted  to  £15,000  over  and  In  the  Privy 
returns.  CauncU' 

ipers  containing  the  advertisements  were  put  in  (c). 
itnesses  were  examined  as  to  the  outlay  of  capital  and 
is ;  the  number  of  instruments  made  and  sold  in  each 
.  advantages  and  superiority  of  the  instrument.  There 
i  considerable  expense  incurred  in  further  improve- 
on  the  details  described  in  the  specification ;  but  they 
to  be  improvements  and  alterations  in  furtherance  of 
principle,  and  not  deviations  from  the  general  features 
vention.  That  the  first  instrument  made  under  the 
d  answered  perfectly  well,  and  was  still  in  use. 
*cond  patent  had  two  objects,  one  of  which  was  to 
\  machinery  of  the  former  patent  to  piano  fortes  of 
constructions,  and  the  other  was  with  reference  to  the 
to  that  if  the  first  letters  patent  were  extended,  no  one 
s  the  second  patent  during  the  term  so  extended,  or 
mce  of  the  new  letters  patent. 

4YNDHUR8T :  Upon  a  consideration  of  all  the  circum- 
re  think  that  a  sufficiently  strong  case  has  been  made 
Jtify  us  in  recommending  to  his  majesty  to  extend  the 
ese  patents  for  the  period  of  seven  years,  but  we  think 
as  been  made  out  to  justify  us  in  so  recommending  to 
ty  with  respect  to  the  second  patent  granted  in  1825. 
irst  patent  we  mean  those  for  England,  Ireland,  and 
In  cases  of  this  kind  we  expect  a  very  strong  case 
tip  to  be  made  out,  as  well  as  a  strong  case  upon  the 
the  invention. 

Report  accordingly. 


Swaine's  Patent. 

as  an  application  for  a  prolongation  of  the  term  of  March  l,  1837. 
tent,  granted  the  9th  of  October,  1832,  to  E.  S.  Swaine, 
lethod  of  producing  and  preserving  artificial  mineral 
id  for  machinery  to  effect  the  same." 


were  the  "  Gazette"  of  the  9th,  13th,  zette"  of  the  8th  of  December,  the  "  Chronicle" 
f  October,  1835 ;  the  "  Times,"  and  "  Post"  of  the  7th  of  December,  and  the 
1  and  "  Post,"  of  the  9th  and  12th  of  "  Times"  of  the  8th  of  December,  advertising  the 
ertising  the  intention  to  apply  for  day  appointed  for  the  hearing. 
on ;  th#  "  Gazette"  of  the  4th  of  The  notice  of  the  intention  to  apply  for  an  ex- 
be  "  Post'*  and  "Chronicle"  of  the  tension,  and  of  the  day  on  which  application  will 
nber,  and  the  "  Times"  of  the  1st  of  be  made  to  fix  the  hearing  of  the  petition,  are 
is  to  the  day  on  which  application  now  included  in  one  advertisement, 
ie  to  fix  the  hearing ;  and  the  "  Ga- 
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in  the  Privy  The  petition  stated,  that  after  the  grant  of  the  patent,  con- 
a^d!  1837.  siderable  delay  had  been  occasioned  in  obtaining  the  advice  of 
persons  of  science,  and  in  selecting  a  spot  for  the  new  manufac- 
ture, which  was  ultimately  fixed  at  Brighton.  That  the  requi- 
site machinery,  according  to  plans  received  from  abroad,  re- 
quired great  accuracy  of  construction,  which,  with  the  erection  of 
buildings,  occasioned  great  delay,  so  that  the  premises  for  the 
sale  of  the  mineral  waters  were  not  opened  till  late  in  the  sum- 
mer of  1823.  That  it  required  considerable  time  before  the 
qualities  of  the  mineral  waters  could  be  known,  and  that  it  was 
not  until  within  the  last  two  or  three  years  that  public  confi- 
dence became  so  far  established  as  to  give  any  prospect  of  a 
reasonable  remuneration  for  the  capital  expended,  and  that 
unless  the  term  of  the  patent  be  prolonged,  the  inventor  will 
not  only  be  without  remuneration,  but  will  have  sustained  i 
heavy  loss. 

Wigram  and  Shee  appeared  in  support  of  the  petitioner,  and 
Sir  J.  Campbell,  A.  G.,  on  the  part  of  the  crown,  stated,  that 
he  appeared,  not  to  offer  any  active  opposition,  but  to  watch 
the  evidence  particularly  with  regard  to  the  novelty  of  the 
invention. 

Some  medical  men  were  called  to  prove  the  utility  of  die 
invention,  and  the  close  resemblance  which  the  artificial  bore  to 
the  natural  mineral  waters  of  Germany—- also  their  general  effi- 
cacy. The  payments  in  respect  of  the  patent,  from  1822  to  1836, 
amounted  to  £28,990,  and  the  receipts  to  £16,183,  of  which 
£7519  was  received  from  the  sale  of  the  waters,  and  £8664  as 
subscriptions  to  the  establishment.  The  loss,  as  it  appeared  on 
the  books,  was  £15,709.  A  profit  arose  in  1832,  and  the  total 
profit  from  1832  to  1835  was  £2902. 

Sir  J.  Campbell,  A.  G.,  said  that  he  should  offer  no  evidence, 
but  would  beg  to  call  their  lordships'  attention  to  the  sufficiency 
of  the  specification. 

Lord  Lynd hurst:  Applications  of  this  kind  are  of  very 
considerable  importance,  and  require  to  be  investigated  with  a 
great  deal  of  attention.  We  have  bestowed  that  attention  in 
this  case,  and  we  consider  the  invention  as  very  meritorious,  the 
result  of  a  great  deal  of  labour,  care,  and  science,  and  that  it  is 
extremely  useful  in  its  effects.  We  are  satisfied  by  reasonable 
evidence  (a)  that  the  party  has  sustained  very  considerable  loss, 
and  under  these  circumstances  we  think  that  the  period  ought  to 


(a)  The  evidence  on  the  accounts  was  not  com-  ceiving  the  evidence  which  had  been  offered  a 
plete ;  books  of  accounts  were  produced,  but  the  this  case  as  reasonable  evidence  of  the  pecunisH 
hand- writing  of  all  the  entries  could  not  be  proved ;      results  of  the  concern,  it  matt  not  be 


they  had  been  regularly  kept,  and  had  been  ex-  as  a  precedent,  inasmuch  astheir  lordships,  1 

ainined  by  an  accountant,   who    expressed  his  all  the  circumstances  of  the  esse,  were  sat 

opinion  that  they  were  the  genuine  books  of  the  with  a  less  amount  of  evidence  than  they  skoaM 

concern.     Their  lordships  intimated,  ttat  m  re-  nrobably  consider  necessary  in  ether  cases. 
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be  extended.  The  only  point  about  which  we  entertain  doubt  is,  in  the  Privy 
» to  the  extent  of  time  to  which  it  should  be  extended.  We  CcunciL 
think  upon  the  whole,  looking  at  the  profit  acquired  the  last 
fear,  and  the  preceding  year,  and  the  year  before,  that  it  ought 
Id  be  extended  for  seven  years,  in  order  to  give  the  patentee  a 
fair  opportunity  of  reimbursing  himself,  and  making  some  profit 
gpon  this  invention. 

Report  accordingly  (4). 


Wright's  Patent. 

Cor.  Lord  Lyndhurst ;  Lord  Brougham ;  Hon.  T.  Erskine ; 
Bosanquet,  J. 

This  was  an  application  by  the  assignees,  H.  Shuttleworth  July  4, 1837. 
and  D.  F.  Taylor,  for  an  extension  of  the  term  of  the  letters 
patent,  granted  the  15th  of  May,  1824,  to  L.  W.  Wright,  for 
"  certain  combinations  and  improvements  in    machinery  for 
making  pins." 

Sir  F.  Pollock  and  M.  D.  Hill  appeared  in  support  of  the 
petition ;  Maule  and  Godson  on  behalf  of  Messrs.  Kirby ;  and 
Jmne*  on  behalf  of  the  administrators  of  a  deceased  partner  of 
the  petitioners;  Sir  J.  Campbell,  A.  G.,  appeared  for  the  crown. 

The  deeds  of  purchase,  assignment,  and  partnership,  were 
put  in ;  also  an  agreement  to  assign  the  letters  patent  to  Taylor 
and  Garbett  as  soon  as  obtained,  with  a  covenant  to  perfect  the 
invention. 

Maule  submitted,  that  the  execution  of  the  deeds  must  be 
proved  in  the  usual  manner ;  in  answer  to  which  it  was  stated, 
that  no  notice  of  intention  to  dispute  the  title  was  given  in  the 
objections  delivered  in  pursuance  of  the  rules  of  the  Privy 
Council. 

Their  lordships  intimated,  that  it   was  incumbent  on  the  The  title  of  the 
applicants  for  the  extension  to  make  out  their  title.  ffJ^S  *** 

Mr.  Bryan  Donkin  described  the  invention  as  an  aggregate 
machine,  consisting  of  several  machines,  each  performing  a  dis- 
tinct operation,  but  so  combined  that  its  operations  succeed 
each  other  in  regular  order.  The  first  machine  being  for  the 
purpose  of  measuring  and  straightening  the  wire;  the  next 
was  combined  with  that  for  cutting  the  wire  off  of  any  definite 
length ;  the  next,  the  carrier  to  convey  the  wire  cut  off  to  two 
pointing  machines  in  succession ;  the  pin  being  pointed  was 


(•)  New  letten  patent  were  granted  the  6th  of  Jane,  1837,  to  E.  S.  Swaine,  for  seven  yean,  to 
be  computed  from  the  9th  of  October,  1837. 
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in  the  Privy  carried  forward  to  the  heading  apparatus*  The  heading  is  per- 
AJCM837.  formed  by  two  operations ;  the  end  of  the  wire  is  what  is 
technically  called  "upset"  in  the  first  heading  machine;  the 
carrier  then  removes  it  to  the  second  heading  machine,  in 
which  it  is  struck  with  a  die  and  completed ;  then  there  is  a 
contrivance  for  drawing  the  pin  out  of  that  part  of  the  machine 
and  dropping  it  into  the  common  receptacle  for  the  completed 
pins.  The  novelty  of  this  invention  consisted  in  the  combined 
apparatus  for  performing  the  several  operations.  Mr.  Brand 
and  Mr.  Carpmael  gave  evidence  to  the  same  effect. 

Mr.  E.  Taylor,  superintendent  of  Taylor  &  Co.'s  pin  factory, 
stated  the  machine  to  have  been  in  full  operation  about  five 
years,  but  was  not  in  operation  at  all  ten  years  ago.  This  arose 
from  Wright  the  patentee  neglecting  to  complete  the  machines, 
which  being  of  a  complicated  character,  great  difficulty  was 
experienced  in  completing  them.  That  his  brother  and  Wright 
became  bankrupts,  prior  to  which  his  brother  had  expended 
£15,000  for  tools  and  machinery;  that  he  had  paid  upwards  of 
that  for  the  pin  machinery  previous  to  the  end  of  1831.  That 
Wright  received  £3755  for  his  patent,  and  was  assisted  with 
money  during  the  experiments  before  the  patent  was  taken  out; 
and  his  neglect  to  complete  the  machines  arose  from  his  being 
engaged  by  Kirby  on  other  machinery.  That  up  to  the  time  of 
his  brother's  bankruptcy  there  had  been  no  profits  from  the 
pins.  The  invention  then  remained  dormant  for  some  time, 
from  November  1829,  to  Christmas  1831,  when  his  brother 
formed  a  new  partnership.  That  there  were  eighty-two  ma- 
chines ;  the  total  expense  of  which  and  of  the  patent  was 
£21,000.  From  January,  1832,  the  date  of  the  partnership  of 
Taylor,  Shuttleworth,  and  Watnerby,  to  June,  1834,  the  profits 
were  £1484 ;  in  the  next  six  months  they  were  £1035 ;  in  the 
next  six  months  £971 ;  no  balance  had  taken  place  since. 
That  Watnerby,  who  kept  the  books,  was  dead,  and  there  was 
at  this  time  a  sum  of  about  £15,000  unsatisfied  to  the  part- 
nership. 

On  the  part  of  the  opponents,  Mr.  Farey  and  other  witnesses 
were  called  to  prove  the  want  of  novelty,  and  the  imperfection 
of  the  invention,  and  the  defects  of  the  specification  of  Wright; 
the  similarity  of  a  machine  made  for  Kirby,  according  to  a 
former  patent,  which  he  had  purchased,  and  of  the  inventions 
disclosed  in  the  specifications  of  some  other  patents. 

M.  D.  Hill  having  replied  for  the  petitioners,  their  lordships 
intimated  their  intention  to  recommend  an  extension  of  the 
patent  for  five  years. 

Maule  prayed  that  a  condition  might  be  imposed,  securing  to 
Messrs.  Kirby  and  Beard  a  remuneration  for  the  expenses  they 
had  incurred  from  their  connexion  with  Wright,  and  that  they 
might  be  declared  entitled  to  the  joint  use  of  the  new  letters 
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patent  with  the  petitioners,  and  that  the  extension  should  be  in  th*  Privy 
subject  to  the  payment  of  costs.  UMCI " 

James  prayed  that  the  interests  of  the  executors  of  Watnerby 
might  be  recognised. 

Their  lordships  intimated,  that  they  should  recommend  the 
extension  of  the  patent  in  favour  of  those  in  whom  the  legal 
estate  of  the  letters  patent  was  vested  at  the  time  of  the  appli- 
cation, leaving  to  Messrs.  Kirby,  and  the  administrators  of 
Mr.  Watnerby,  any  claim  they  might  have  at  law  or  in  equity, 
and  that  there  should  be  no  costs. 

Report  accordingly  (a). 


Stafford's  Patent. 

Tliis  was  an  application  for  the  prolongation  of  the  term  of  July  4, 1838. 
the    letters  patent,  granted   the   24th  of  December,  1824,  to 
Daniel  Stafford,  for  "  certain  improvements  in  carriages." 

The  invention  consisted  in  suspending  the  coach  from  some 
higher  part  of  its  body,  instead  of  at  the  bottom,  the  effect  of 
which  is,  to  bring  the  centre  of  gravity  below  the  point  of  sus- 
pension, and  to  obviate  in  a  great  measure  the  danger  of  up- 
setting. Some  coachmen  proved  that  they  had  driven  a  coach 
constructed  on  the  petitioner's  principle  over  banks  of  a  height, 
and  round  sharp  corners  at  a  speed,  sufficient  to  have  upset  a 
coach  suspended  in  the  ordinary  manner.  From  the  mode  of 
suspending,  and  the  use  of  transverse  instead  of  lateral  springs, 
the  body  of  the  coach  had  an  oscillating  motion  on  meeting 
with  any  obstacle,  and  always  retained  its  vertical  position. 
On  one  occasion  of  an  accident,  namely,  the  breaking  of  the 
hind  axle-tree  and  the  hind  wheel  coming  off,  the  coach  was 
not  upset,  nor  any  one  hurt  or  displaced  from  his  seat.  The 
patentee  had  spent  all  the  money  he  could  obtain,  not  less  than 
£2000,  on  the  invention,  and  in  endeavouring  to  introduce  it,  by 
advertising  and  otherwise,  but  had  only  succeeded  in  a  few  in- 
stances; that  he  had  received  no  returns,  and  been  in  great 
difficulties  from  the  expenditure  incurred.  The  coach  pro- 
prietors opposed  its  introduction  on  the  ground  of  expense, 
because  they  would  be  obliged  to  alter  all  their  coaches  so 
soon  as  the  public  knew  they  could  be  carried  safely.    That 


(•)  New  letters  patent  were  accordingly  granted       D.  F.  Taylor,  for  five  years  from  the    15th  of 
the  21st  of  August,  1837,  to  H.  Shuttleworth  and       May,  1838.. 
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in  duPrhy     the  coach-makers  in  the  north  set  their  faces  entirely  against  it, 
Council.  ftn(j  Qne  Q£  t^e  i^gggj.  coach  proprietors  said,  he  would  hue 

nothing  to  do  with  it  unless  guaranteed  from  all  loss;  that  he 
had  three  hundred  coaches,  which  would  all  be  thrown  on  his 
hands  if  Mr.  Stafford's  coach  was  brought  forward ;  that  the 
introduction  of  a  change  of  this  kind  must  of  necessity  be  very 
slow. 

The  "London  Gazette"  of  the  13  th,  16th,  and  20th  of  Feb- 
ruary; the  "Times,"  " Morning  Chronicle,"  and  "Herald,*  of 
the  16th  of  February;  also  eight  different  country  papers (o) 
containing  the  advertisements,  were  put  in ;  also  the  letters 
patent  and  specification. 

Lord  Lyndhurst  :  The  original  act  of  parliament  allows 
fourteen  years,  and  it  was  considered  that  fourteen  years  would 
be  the  time  during  which  the  party  would  be  remunerated;  it 
turns  out,  however,  that  Mr.  Stafford  has  received  not  only  no 
remuneration,  but  that  he  has  been  an  actual  loser ;  we  think, 
under  these  circumstances,  it  is  not  unreasonable  that  he  should 
have  the  full  addition  of  seven  years,  only  half  the  length  of 
term  which  the  legislature  at  the  time  of  James  the  First  con- 
templated as  the  proper  remuneration. 

Report  accordingly  (4). 


Kollman's  Patent. 

Cor.  Lord  Lyndhurst ;  Lord  Brougham ;  Bosanquet,  J. ; 
Vaughan,J.;  Dr.  Lushington. 

Feb.  1839.  This  was  an  application  for  the  extension  of  the  term  of  the 

letters  patent  to  6.  A.  Kollman,  for  "improvements  in  the 
mechanism  and  general  construction  of  piano  fortes." 

The  advertisements  of  the  application  and  of  the  hearing 
were  put  in.  The  invention  was  described  to  consist — first,  in 
striking  down  towards  the  bridge  and  sounding  board,  instead 
of  away  from  the  bridge  and  sounding  board,  as  in  the  oU 
piano ;  the  effect  of  which  was  to  improve  the  tone  in  purity, 
power,  and  fulness ;   secondly,  in  the  framework  for  fixing  of 


(a)  The  petitioner  had  resided  at  some  time  appear  to  have  been  unnecessary ;  if  necesnn, 

during  the  patent  at  the  place  or  in  the  county  in  they  are  not  in  pursuance  of  the  statute, 
which  these  papers  were  published.     It  appeared  (6)  New  letters  patent  were  granted  the  21* 

that  the  manufacture  had  been  carried  on  by  coach-  of  December,  1838,  for  seven  years  from  the  24ts 

makers  in  London,  and  not  elsewhere ;  so  that  of  December, 
the  advertisements  in  the  country  papers  would 
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pegs  to  which  the  wires  are  attached ;  the  arrangements  ad-  in  th*  Privy 

ing  of  the  use  of  strong  wires,  and  of  adjusting  their  tension  CottNC^ 

i  great  accuracy,  and  effectually  maintaining  the  wire  in 

ite  of  tension,  notwithstanding  the  motion  of  the  instru- 

it.    The  tension  necessarily  put  upon  the  wires  deranges 

pianos  on  the  old  construction  very  quickly;  they  also 

>me  out  of  tune  by  moving,  or  with  change  of  temperature. 

instrument  made   according  to  Mr.  Kollman's  invention 

d  be  carried  to  two  or  three  concerts  in  succession,  and 

Id  not  require  tuning,  whereas  an  instrument  on  the  old 

ftruction  must  be  tuned  after  each  concert.     The  number  of 

tos  sold  by  Mr.  Kollman  was  twenty-three,  and  hitherto  he 

been  a  great  loser  by  his  invention. 

he  Attorney  General  having  cross-examined  the  witnesses 

o  the  nature  and  novelty  of  the  invention,  stated  that  he 

not  feel  himself  called  upon,  on  the  part  of  the  public,  to 

>se  the  prayer  of  the  petition.  The  invention  appeared  to  be 

eritorious  one,  though  from  circumstances  beyond  the  con- 

of  the  patentee,  its  merits  had  not  been  sufficiently  appre- 

ord  Lyndhurst  :  We  think  this  is  a  case  for  an  extension 
(even  years. 

Report  accordingly. 


Downton's  Patent. 

Cor.  Lord  Lyndhurst;  Lord  Brougham;  Sir  H.  Jenner; 
Dr.  Lushington. 

his  was  an  application  by  Betsy  Downton,  widow,  and  ad-  June  13, 1839. 
istratrix  of  J.  Downton,  to  whom  letters  patent  had  been 
ted  the  18th  of  June,  1825,  for  "improvements  in  water 
ets." 

he  petition,  after  stating  the  invention  and  the  grant  of  the  Petition. 
rs  patent,  further  stated  that  the  patentee  encountered 
y  difficulties,  principally  arising  from  his  want  of  capital 
connexion,  he  being  a  foreman  shipwright.  That  he  spent 
is  small  capital  in  taking  out  the  patent,  and  could  not 
c  the  invention,  until  in  1827  he  succeeded  in  borrowing 
0  at  £5  per  cent.  That  from  various  causes,  and  the  ex- 
tes  of  a  large  family,  the  patentee  died  in  debt,  to  the 
lint  of  £2000;  that  the  creditors  released  his  estate  on 
iving  a  payment  of  8«.  in  the  pound.  That  the  profits 
ng  from  the  gradually  increasing  sale  of  the  patent  article 

4  D 
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In  the  Privy 
Council. 
A.  D.  1839. 


Objections. 


had  been  interfered  with  by  infringements  both  prior  and  sob- 
sequent  to  the  death  of  the  patentee,  and  that  the  petitioner 
had  not  the  means  to  defend  the  patent ;  but  that  the  invention 
is  now  appreciated,  and  if  the  term  be  extended  the  petitioner 
would  be  enabled  to  support  her  family,  and  derive  some  profits 
from  the  invention. 

The  application  was  opposed,  and  the  grounds  of  opposition 
stated  in  the  notice  of  objections  were,  the  high  price  at  which, 
the  articles  had  been  charged;  that  the  patentee  would  not  allow* 
the  trade  any  advantage ;  that  the  want  of  capital  being  alleged 
as  the  cause  why  the  invention  was  not  introduced,  the  pe- 
titioner did  not  appear  to  be  in  any  better  position  than  the 
patentee  had  been. 

M.  D.  Hill  and  Roebuck  appeared  in  support  of  the  petition, 
and  Wakefield  for  the  opponents. 

The  invention  was  proved  to  be  very  useful  for  ships,  in 
which  it  is  necessary  to  get  rid  of  the  foul  air  and  other  contents 
of  the  water  closet  below  the  level  of  the  water.  The  patentee 
had  sold  the  patent  closet  at  £15 ;  the  cost  of  the  labour  and 
materials  would  be  £11 ;  allowing  twenty-five  per  cent,  for  the 
employment  of  capital,  the  cost  became  £13.  10$.,  and  £l.  10*. 
remained  for  patent  right. 

It  appeared  that  920  had  been  sold ;  that  the  invention  wis 
opposed  by  the  trade;  and  that  the  amount  of  gross  sales 
amounted  to  £14,622,  being  an  average  of  £1000  a  year,  and 
£250  a  year  for  the  profits.  The  cost  of  experiments,  and  of 
the  letters  patent,  and  of  necessary  tools,  was  not  less  than  from 
£500  to  £600,  and  much  labour  and  time  were  expended  upon 
them.  One  of  the  creditors,  who  had  received  8*.  in  the  pound, 
on  a  debt  of  £1173,  was  called  to  speak  to  the  character  of  the 
inventor  and  the  circumstance  of  his  insolvency;  and  he  stated, 
that  the  inventor  had  raised  himself  wholly  by  his  industry,  and 
brought  up  a  family  of  ten  children.  The  remuneration  re- 
ceived during  twelve  years  was  from  £200  to  £250  per  annum, 
which  sum  included  the  profit  on  capital,  and  the  remuneration 
for  superintendence  and  loss  of  time,  and  the  patent  right. 

A  Lord:  We  assume  that  an  article  which  may  be  placed 
below  the  water  line  must  be  useful,  and  the  fact  of  924  being 
sold,  when  it  costs  three  or  four  times  as  much  as  the  common 
article,  is  very  strong  evidence,  unless  that  is  false  testimony. 

Wakefield  for  the  opponents :  The  case  made  out  has  nothing 
to  do  with  the  extension  of  the  patent;  it  may  be  a  good  case 
for  alms  to  Mrs.  Downton  and  her  family.  Mr.  Downton  has  had 
the  usual  term  of  the  patent ;  and  from  the  want  of  capital,  or 
some  other  cause,  he  has  made  little  by  it.  I  understand  pa- 
tents to  have  been  usually  extended  on  the  grounds  that  such 
extension  would  be  beneficial  to  the  public. 

A  Lord:  W\\e\v  a.  \*arty  has  shown  great  ingenuity  in  an  in- 
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vention,  and,  from  want  of  capital  and  means,  has  not  been  able  in  the  Privy 
to  obtain  an  adequate  return,  we  have  over  and  over  again  ex-  a°'d.C1839. 
tended  the  patent  under  such  circumstances.     The  evidence  is 
that  more  than  £200  a  year  has  been  received,  but  part  of  that 
£200  a  year  consists  of  the  profit  upon  capital.     If  it  is  a  mode  The  questions 
of  advantageously  employing  capital,  it  is  an  additional  reward  are'  .as  t0  l**e 
for  the  invention.     The  questions  are,  is  it  a  useful  invention  ;  utility  of  the 
ii  it  beneficial  to  the  public;  is  it  an  invention  of  that  character  an^dwfficiency 
which  would  lead  us  to  interpose ;  is  there  ingenuity  in  the  in-  of  the  remune- 
ration, and  has  the  party  been  remunerated  ?  My  doubt  is  this. raUon' 
It  appears,  Mr.  Hill,  you  would  make  £200  a  year.   The  respect- 
able witness,  Mr.  Nairn,  whose  evidence  in  point  of   feeling 
does  him  and  Mr.  Downton  so  much  honour,  went  to  show 
(and  the  rest  of  the  evidence  is  consistent  with  it)  that  if  you 
go  on  you  will  get  £200  a  year.    Then  if  that  has  been  the  usual 
average  profit  during  the  fourteen  years  of  the  patent,  or  say  ten 
or  twelve  years,  since  it  has  come  into  use,  and  you  have  been 
able  to  overcome  the  opposition  of  the  plumbers,  is  not  this  the 
ordinary  case;    and  would  it  be  just  for  the  party  at  the  end 
of  the  fourteen  years  to  come  and  say,  "  I  have  only  made  £200 
a  year;  I  want  to  make  the  same  sum  so  many  years  more." 
We  generally  want  this  proof — that  they  made  nothing  for  the  The  absence  of 
first  seven  or  eight  years,  and  it  only  began  to  be  profitable  J^-a * Lart  0f 
during  the  latter  years.     It  is  no  case  for  an  extension  only  to  the  term  a 
show  that  you  made  £200  a  year  for  the  first  fourteen  years,  f^on.  °r  e* 
and  you  want  to  make  £200  a  year  for  seven  years  more.    That 
I  take  to  be  the  objection. 

Hill:  I  do  not  divide  the  924  over  the  fourteen  years.  In 
point  of  fact  the  sale  is  increasing :  I  have  here  a  list  of  the 
number  sold  in  each  year.  It  appears  that  in  1825,  19  closets 
were  sold;  in  182<>,  33;  in  1827,90;  in  1828,92;  in  1S29,  32; 
in  1830,  44;  in  1831,  46 ;  in  1832,  63;  in  1833,  74  ;  in  1834, 
84;  in  1835, 113.  I  can  explain  the  small  number  in  1829,  by 
a  piracy  at  that  time;  and  it  went  on  increasing  from  1829  till 
1835,  when  the  patentee  died.  In  1836,  73  closets  were  sold; 
in  1837,70;  in  1838,  69;  in  1839,  22. 

Lord  Lyxdhurst  :  Their  lordships  are  of  opinion,  that  the 
term  of  the  patent  should  be  extended  for  five  years,  and  will 
report  to  her  majesty  accordingly. 

Roebuck  applied  for  the  extra  costs  occasioned  by  the  oppo- 
sition. 

A  Lord:  I  think  so  in  such  a  case  as  this;  there  was  no 
ground  for  the  opposition.  The  Attorney  General  is  here  for 
the  public  at  all  events  (a). 


(a)  Costg. — The  court  ordered  it  to  be  referred  behalf  of  the  said  Betsy  Downton,  in  consequence 
to  a  master  of  the  Queen's  Bench  to  tax  "  all  such  of  the  caveat  and  opposition."  These  costs  were 
extraordinary  costs  as  may  have  been  incurred  on       taxed  at  £61.  IO3. 
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Kay's  Patent. 

Cor.  Lord  Lyndhurst ;  Lord  Brougham ;  Sir  H.  Jemer; 
Dr.  Lushtngton. 

in  th*  Privy         This  was  an  application  by  the  patentee  for  an  extension  of 
June? 3  1839  ^e  terms  °*  *ke  severa^  letters  patent  (a)  granted  to  James  Kty, 
for  "  improved  machinery  for  preparing  and  spinning  flax." 

Sir  F.  Pollock  and  Booth  appeared  for  the  petitioner  (4) ; 
Cres8tvell  for  the  opponents;  and  the  Attorney  General  (Sir  J. 
Campbell)  for  the  crown. 

Sir  F.  Pollock  (in  reply  to  a  question  from  their  lordships): 
The  validity  of  the  patent  is  disputed ;  an  action  has  been  tried 
and  a  verdict  found  establishing  the  patent;  objections  had 
been  afterwards  made  in  the  Court  of  Chancery,  and  the  case 
is  now  before  the  Master  of  the  Rolls  for  further  directions. 

Cresswell:  Though  the  verdict  had  been  found  for  the  plain- 
tiff, a  special  indorsement  was  made  on  the  postea ;  in  conse- 
quence of  this  the  Master  of  the  Rolls  sent  a  case  to  the 
Court  of  Common  Pleas,  consisting  of  the  issue,  the  verdict, 
the  postea,  and  the  specification,  desiring  the  opinion  of  that 
court,  whether  it  was  a  valid  patent  or  not ;  that  court,  after 
argument   and  time  taken  to   consider,  returned  a  certificate 
to  the  Master  of  the  Rolls,  that  it  was  not  a  valid  patent,  and 
gave  their  reasons  to  the  counsel  on  each  side ;  the  case  had 
been  argued  before  the  Master  of  the  Rolls  on  further  directions, 
and  now  stood  for  his  lordship's  judgment. 
Letters  patent       Their  lordships  intimated  that,  the  case  not  being  decided  in 
bei°g  &h°up  >  *e  Court  of  Chancery,  they  felt  some  difficulty  in  proceeding, 
Council  will     and  should  not  do  so  were  it  not  that  the  patent  would  expire 
hear  a  petition  jn  a  few  jj™ .  jjUt  |.jlat  tjjjs  courfc  was  not  to  be  substituted  in 

for  extension,  J 

notwithstanding  the  place  of  the  Court  of  Chancery  to  decide  the  legal  question. 
theyv^k%  ofl°  tSir  F'  Pollock:  lt  is  not  necessary  for  me  to  go  further  titan 
the  patent  to  show  that  there  is  a  reasonable  ground  for  supposing  that 
the  patent  would  appear  to  be  valid,  leaving  to  the  Court  of 
Chancery  to  decide  upon  that  question.]  [Sir  J.  Campbell, 
A.  G. :  If  this  were  res  judicata,  and  the  court  had  decided  this 
not  to  be  a  valid  patent,  I  should  strenuously  resist  a  pro- 


(a)  The  letters  patent  for  England  were  dated  ings  were  still  pending ;  but  that  the  petmooi* 

26th  July,  1825 ;  for  Scotland,  23d  June,  1825;  could  not  postpone  the  present  application  ustii 

and  for  Ireland,  9th  Decemter,  1826.  their  decision,  as  the  patents  were  nearly  expired. 

(6)  The  nctition,  after  reciting  the  grant  of  The  petition  further  stated  that,  br  reason  «  tk 

the  several  letters  patent,  and  setting  forth  the  litigation  and  expenses  incurred,  the  inventorbd 

specification,  stated  the  various  legal  proceedings  not  been  adequately  remunerated, 
which  had  taken  place,  and  that  these  proceed- 
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longation  of  the  term,  but  being  lis  pendens  I  do  not  conceive  in  the  Privy 
your  lordships  could  be  considered  as  deciding  that,  by  recom-      "c  * 
mending  a  prolongation  of  the  patent  in  case  it  should  be 
established.]     Their  lordships  decided  that  the  patent  being 
near  its  expiration,  they  would  proceed,  as  the  prolongation 
would  be  of  no  value  if  the  Court  of  Chancery  should  decide 
against  the  validity  of  the  patent.     [OressweU:  The  prolonga- 
tion of  a  patent  ought  not  to  be  recommended  by  your  lord- 
ships unless  the  houses  of  parliament,  for  which  this  tribunal 
was  substituted,  would  have  seen  it  right  to  have  granted  a 
prolongation.]     The  usage  of  the  House  of  Lords  has  been  to  Sufficient  to  es- 
grant  an  extension  on  the  party  making  out  a primd  facie  case, ^dtot^t^ 
leaving  the  validity  of  the  patent  for  the  determination  of  the  validity  of  the 
courts  of  law  (c).  SW 

The  papers  containing  the  advertisements  were  put  in  (d),  legislature. 
and  the  service  of  notice  on  the  parties  who  had  entered  caveats 
proved. 

J.  Kay,  jun.,  a  son  of  the  petitioner.  I  came  into  my  father's  Evidence. 
employ  in  1823 ;  he  was  a  cotton  spinner,  and  at  that  time  em- 
ployed in  making  experiments  on  flax.  He  set  up  five  or  six 
machines  for  the  purpose  of  these  experiments  before  1825, 
when  he  set  up  some  machinery  for  spinning  flax  for  sale.  The 
machines  set  up  for  experiments  differed  materially  from  those 
now  in  use — in  the  maceration  of  the  flax,  and  in  the  distance  of 
the  rollers.  At  that  time  I  knew  of  no  wet  spinning  except  by 
hand.  My  father  was  employed  for  two  years  and  spent 
hundreds  of  pounds  on  experiments  before  taking  out  his 
patent.  The  fineness  of  flax  thread  or  yarn  is  measured  by  the 
number  of  leys  to  the  pound.  A  ley  is  300  yards.  Formerly 
the  extreme  fineness  of  spun  flax  was  about  forty  leys  to  the 
pound.  My  father  has  spun  300  leys  to  the  pound.  He 
erected  different  machines  for  experiments ;  he  macerated  the 
flax  partially  and  in  different  ways,  and  spun  it  on  machines  of 
different  descriptions ;  his  object  was  to  spin  flax  finer  than  had 
been  done  before.  The  experiments  were  made  with  rollers 
placed  at  different  distances;  he  at  last  discovered  2$  inches  to 
be  the  best  distance,  and  then  took  out  his  patent.  The  inven- 
tion did  not  get  into  general  use  till  1829.  The  license  money 
was  one  shilling  a  spindle;  there  are  on  an  average  160  spindles 
in  a  machine.  On  cross-examination : — My  father  was  a  cotton 
spinner ;  spinning  is  always  carried  on  by  retaining  and  draw- 
ing rollers.  Cotton  is  spun  at  a  distance  or  ratch  of  1  $  inch ; 
every  one  acquainted   with   cotton   spinning  knows  that  the 


(c)  See  cases  in  which  the  term  of  letters  pa-  December,  1838,  and  8th  of  January,  1839;  the 

tent  has  been   extended  by  act  of  parliament.  "  Manchester  Guardian"  of  the  29th  of  Decern- 

Ante  40.  ber,  1838,  and  2d  and  5th  of  January,  1839. 

(<f  )  The  "  Gaxette"  of  the  25th  and  28th  of 
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in  the  Privy     length  of  the  ratch  must  be  determined  by  the  length  of  the 
Council.  fibre  and  the  fineness  of  the  roving ;  in  flax  spinning  it  depends 

on  the  quality  of  the  flax  and  the  number  to  be  spun ;  for  a 
high  number  a  fine  roving  must  be  prepared.  My  father  spun  at 
from  6  to  Si  inches — he  had  a  slide  for  bringing  the  rollers  nearer 
together.  The  rollers  could  never  be  brought  so  near  together 
before ;  he  found  the  more  he  wetted  the  nearer  he  could  bring 
the  rollers.  The  soaking  was  continued  to  1827,  *nd  then 
abandoned ;  the  flax  is  now  passed  through  a  trough  of  hot 
water,  and  thence  immediately  to  the  rollers.  All  the  mace- 
rating part  of  the  mill  machinery  has  been  abandoned  since 
1 827.  It  is  drawn  through  to  the  retaining  roller,  and  then  die 
drawing  rollers  extend  it.  The  experiments  were  going,  on 
under  my  superintendence  during  two  years. 

Joshua  Wordsworth,  a  machine  maker  at  Leeds :  I  have  been 
acquainted  with  the  flax  trade  for  forty  years.  Before  Kay's 
patent  in  1825,  flax  was  spun  dry,  and  wetted  before  the  twist 
was  put  in,  at  a  ratch  when  fixed  of  about  24  inches ;  the  ratch 
was  sometimes  made  to  vary  from  1 5  to  30  inches.  Previous 
to  Kay's  patent  there  was  no  machine  in  existence  to  spin  flax 
at  24  inches.  The  flax  can  be  drawn  by  a  ratch  shorter  than 
the  fibre  itself.  Before  Kay's  patent  I  never  saw  flax  finer  than 
fifty  leys  to  the  pound;  in  Scotland  it  was  generally  about 
fifteen  leys,  and  in  England  from  fourteen  to  twenty-five;  by 
Kay's  method  it  is  spun  at  200,  and  I  have  seen  some  at  300. 
Mr.  Kay's  was  a  new  machine,  it  will  spin  only  macerated  flax, 
it  will  not  spin  dry  flax,  or  wool,  or  cotton.  If  the  fibre  be 
longer  than  the  ratch  it  cannot  be  drawn ;  the  rollers  hold  the 
fibre  at  both  ends.  The  invention  began  to  get  into  general 
use  in  1827.  I  have  made  many  hundred  machines.  The 
mode  in  which  the  maceration  is  effected  has  been  altered;  the 
passing  through  water  without  steeping  is  called  maceration;  it 
remains  in  about  three  minutes.  The  water  is  at  a  tempera- 
ture of  about  95°  F. ;  the  hotter  the  water  the  quicker  the 
maceration. 

A  Lord:  The  invention  claimed  is  not  for  macerating  flax, 
but  for  new  machinery  to  macerate  flax.  It  appears  that  the 
machinery  has  been  abandoned,  and  some  other  adopted.  [Sir 
F.  Pollock:  If  your  lordships  are  inclined  to  entertain  that 
question,  I  think  you  will  see,  that  if  a  man  discovers  a  prin- 
ciple and  produces  the  result  by  means  of  machinery,  the  two 
together  form  the  entire  invention.]  I  think  the  discovery  is, 
that  by  macerating  flax  you  apply  it  to  more  advantage,  but 
you  do  not  claim  that  as  the  invention ;  you  claim  the  ma- 
chinery by  which  it  is  macerated,  assuming  that  macerating 
was  an  old  process,  previously  known ;  and  in  asking  for  that^ 
he  thought  he  could  not  claim  a  patent  for  macerating.  He  does 
not  claim  in  \ns  \raXtut.  tl\e  macerating  the  flax  with  a  view  to 
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its  spinning,  but  he  only  claims  the  new  machinery,  that  is,  a  in  the  Privy 
new  mode  of  doing  it.     I  do  not  infringe  your  patent  by  doing  CouncU' 
that  by  other  machinery.     [Sir  F.  Pollock:   That  will  depend 
upon  this — whether  if  a  man  makes  a  discovery  and  gives  it  to 
the  world  in  a  particular  shape,  but  which  admits  of  being  in- 
stantly copied  by  the  substitution  of  mechanical  equivalents,  or 
by  the  adoption  of  other  means  which  are  quite  obvious,  it  is 
not  to  be  protected  ?  I  apprehend  the  law  will  protect  that.] 
Let  me  ask  you  this,  Mr.  Cresswell — suppose  the  patent  to  be 
valid;  suppose  the  decision  had  been  already  given  in  the  peti- 
tioner's favour,  that  he  was  possessed  of  a  judgment  of  law, 
either  an  injunction  against  you  to  restrain  the  pirating,  or  a  ver- 
dict in  an  action,  or  in  any  other  way  you  choose — suppose  the 
validity  is  established,  have  you  (suppose  you  put  it  upon  that 
footing)  any  case  against  our  granting  an  extension  ?  [Cresswell: 
I  think  I  have,  and  if  your  lordships  please  I  will  state  it  at 
once.]     We  think,  after  all  the  consideration  we  can  give  it,  we  The  validity  of 
must  come  to  the  conclusion,  that  we  will  not  inquire  into  the  j^R  fffore 
validity  of  the  patent,  and  as  our  decision  will  not  affect  the  disputed  in  an. 
decision  of  the  Court  of  Chancery,  we  will  assume  for  this  p|£' cJJ^j® 
purpose,  that  it  is  a  valid  patent ;  and  then  the  only  question  will  assume 
would  be,  whether  this  gentleman  is  entitled  to  a  renewal.     See    emt0 
the  inconvenience  of  any  other  course ;  suppose  we  were  to  lay 
down  the  principle  and  come  to  a  decision,  that  we  would  not 
extend  the  patent  on  the  ground  that  it  was  an  invalid  patent, 
and  a  few  days  hence  the  Master  of  the  Rolls  should  decide 
that  it  was  a  valid  patent,  we  should  do  a  great  wrong ;  while, 
on  the  other  hand,  if  we  assume  the  patent  to  be  valid,  we  do 
no   harm.     [Cresswell:    The   original  monopoly  is  sufficient.] 
Then  we  wish  to  know,  whether   the  original  monopoly  has 
been  sufficiently  remunerated  ?     If  it  has  been  sufficiently  re- 
munerated, we  shall  not  extend  the  patent ;  but  if  it  has  not 
been  remunerated,  and  there  is  ingenuity  in  the  invention,  and 
usefulness,  and  he  has  been  almost  a  loser  by  it,  there  seems  no 
reason  why  it  should  not  be  extended  for  a  time  sufficient  to 
remunerate  him.     [Cresswell:   Then  your  lordships  inform  me 
that  you  will  not,  in  deciding  upon  this  extension,  decide  upon 
the  validity  of  the  patent.]     Yes ;  we  should  have  adjourned 
this  petition  if  it  had  been  possible  to  have  had  the  judgment 
of  the  Master  of  the  Rolls  before  the  patent  expired ;  but  as 
we  cannot  do  that,  we  should  do  injustice  to  decide  against  the 
validity  of  the  patent,  and  as  we  cannot  do  that  we  shall  as- 
sume, for  the  purpose  of  the  present  question,  that  it  is  a  valid 
patent,  because  our  judgment  will  go  for  nothing  if  the  judg- 
ment of  the  Master  of  the  Rolls  should  be  against  it.     We  can 
do  no  harm  by  assuming  the  validity  of  the  patent,  and  we 
should  do  irreparable  injury  to  Mr.  Kay  if  we  do  not,  unless 
you  mean  to  say  that  the  invention  is  of  no  use. 
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In  the  Privy 
Council, 


Necessary  ex- 
penses may  be 
deducted  from 
the  profits. 


Judgment. 


Charles  Bucke,  solicitor  to  Mr.  Kay  since  1834: — I  demanded 
compensation  from  most  of  the  flax-spinners  in  England,  Scot- 
land, and  Ireland,  for  using  Kay's  invention.  The  total  sum 
received  was  £7795.  In  making  out  the  accounts,  I  have 
charged  Kay  at  the  same  rate  as  was  received  from  others,  and 
the  total  is  £8172.  Not  more  than  £500  was  received  during 
the  last  two  years.  There  has  been  only  one  new  license  during 
the  last  year;  the  rest  was  for  increases.  I  believe  nearly  all 
the  flax-spinners  use  Kay's  invention.  The  sums  received  by 
way  of  compensation  were  for  the  future  as  well  as  the  past 
The  payment  is  according  to  the  number  of  spindles.  The 
value  of  an  extension  for  seven  years  would  be  considerably 
above  £10,000,  and  including  Scotland  and  Ireland  would  be 
worth  £20,000.  The  number  of  spinners  would  increase  con- 
siderably (e).  The  law  expenses  of  Mr.  Kay  amount  to  £3700; 
the  three  patents  cost  about  £500,  and  the  machinery  £500. 
If  Mr.  Kay  succeeds  in  the  action,  there  will  probably  be  £2000 
costs  allowed.  The  £8172  profit  might  be  extended  to  £10,000 
in  respect  of  Scotland  and  Ireland. 

A  Lord:  You  must  allow  £1700  for  the  law  expenses,  £500 
for  experiments,  £500  for  the  patents,  and  £500  for  other  law 
expenses — that  will  be  £3200 ;  which  leaves  £6800  for  profit 

SirF.  Pollock:  Supposing  the  question  relative  to  the  patent  to 
be  passed  by,  my  case  is  this ;  Mr.  Kay  has  certainly  by  experi- 
ments, whether  philosophical  or  not,  obtained  a  point  which  has 
induced  a  start  in  the  manufacture  of  flax  in  this  country  which 
it  is  impossible  to  overstate,  and  it  is  impossible  to  overstate  the 
benefit  he  has  conferred  upon  the  country,  and  he  has  not  re- 
ceived an  adequate  remuneration.  I  presume  Mr.  Kay  himself 
would  not  be  heard  to  state  what  the  actual  result  has  been, 
but  he  begins  with  an  outlay  of  £500 — his  patents  cost  him 
another  £500 — that  is,  £1000 ;  he  is  not  repaid  that  for  a  great 
many  years,  and  altogether  he  has  received  not  more  than 
£5000  or  £6000.  for  a  discovery  which  has  actually  conferred 
upon  the  country  the  benefit  of  millions,  and  which  opens  a 
source  of  national  wealth  and  trade  to  which  you  can  pat 
no  limit.  [Cresswell:  That  would  be  a  ground  for  a  parlia- 
mentary grant.]  No;  it  is  much  the  safest  way  to  reward 
every  man  of  genius  according  to  his  success. 

Their  lordships  are  of  opinion  that  the  patent  should  be  ex- 
tended, but  that  an  extension  for  three  years  will  satisfy  the 
justice  of  the  case.  Report  accordingly  (/). 


(e)  Sir  P.  Pollock  read  an  abstract  from  a 
return  to  the  House  of  Commons,  by  which  it  ap- 
peared that  in  1825  (the  date  of  the  patent)  the 
quantity  of  yarn  spun  was  40,261 ;  in  1835  it  had 
increased  to  2,613,795;  and  in  18381014,923,332, 


(/)  New  letters  patent  were  granted,  bat  the 
decision  of  the  Court  of  Chancery  was  agii** 
the  validity  of  the  patent,  and  that^  decision  oa 
appeal  to  the  House  of  Lords  wit  i 
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Roberts's  Patent. 


Car.  The  Lord  President ;  Lord  Lyndhurst ;  Lord  Brougliam ; 
Sir  H.  Jennet. 

This  was  an  application  by  the  patentee  for  an  extension  of  In  the  irivy 
the  several  letters  patent  (a)  granted  to  Richard  Roberts,  for  Feb"  22,  1839. 
€<  an  improvement  or  certain  improvements  of,  in,  or  applicable 
to,  the  mule,  billy,  jenny,  stretching  frame,  or  any  other  ma- 
chine or  machines,  however  designated  or  named,  used  in  spin- 
ning cotton,  wool,  or  other  fibrous  substances,  and  in  which 
either  the  spindles  recede  from  or  approach  to  the  rollers  or 
other  deliverers  of  the  said  fibrous  substances,  or  in  which 
such  rollers  or  other  deliverers  recede  from  or  approach  to  the 
spindles." 

The  petition  described  the  dependence  of  the  spinning,  before  The  petition, 
the  invention  of  the  self-acting  mules,  on  the  head  spinner,  and 
the  interruptions  and  inconveniences  to  which  the  masters  were 
subjected  by  combinations  among  the  head  spinners.  That  the 
petitioner  had  been  repeatedly  and  earnestly  solicited  to  turn 
his  attention  to  the  invention  of  a  machine,  whereby  all  the 
motions  and  operations  of  the  mule  might  be  completed  without 
manual  labour ;  and  after  a  year  of  incessant  labour,  a  machine 
was  constructed  and  put  to  work  early  in  1825.  That  in  July, 
1825,  the  success  of  the  invention  being  then  known,  the  pre- 
mises were  destroyed  by  a  fire,  believed  to  have  been  the  act  of 
an  incendiary;  that  a  loss  of  above  £10,000  beyond  the  insur- 
ance was  sustained,  and  the  same  office  refused  to  insure  the  pre- 
mises when  restored.  That  from  1826  to  1831  the  business  of 
spinning  was  carried  on  without  any  disputes  between  the 
masters  and  head  spinners,  and  few  machines  were  ordered; 
but  in  1831,  an  extensive  combination  being  found  among  the 
head  spinners,  many  machines  were  ordered.  That  the  success 
of  the  invention  led  to  many  piracies,  which  interfered  greatly 
with  the  orders  for  the  invention,  while  legal  proceedings  for 
stopping  such  infringements  were  pending ;  that  during  the  last 
few  years  orders  were  delayed  in  expectation  of  the  invention 
being  open  to  the  public.  The  petition,  after  setting  forth  the 
various  interruptions  which  had  been  occasioned  in  the  enjoy- 
ment of  the  invention  by  the  petitioner  and  his  partner,  and  the 
amount  of  receipts  and  expenditure,  stated  that  the  profits  on 
the  whole  did  not  exceed  £7000,  a  sum  considerably  less  than 


(a)  The  letters  patent  for  England  were  dated  29th  of  March,  1825 ;  for  Scotland,  5th  of  April, 
1825;  and  for  Ireland,  1st  of  October,  1825. 
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the  loss  sustained  by  reason  of  the  fire,  and  the  average  profits 
on  the  capital  employed  in  business. 

Sir  F.  Pollock  and  Teed  appeared  in  support  of  the  petition; 
and  the  Attorney  General  on  the  part  of  the  crown. 

Sir  F.  Pollock  having  opened  the  case  on  the  part  of  the 
petitioner — 

Sir  J.  Campbell,  A.  G.,  stated  that,  the  facts  being  made  out 
to  their  lordships'  satisfaction,  he  saw  no  objection  on  the  part 
of  the  public  to  the  prayer  of  the  petition  being  granted. 

Mr.  B.  Fothergill,  manager  of  the  works  of  Sharp  &  Roberts: 
Formerly  the  head  spinner  had  to  regulate  the  tension  of  the 
yarn  by  pressing  his  hand  upon  it ;  and  also  to  move  the  car- 
riage towards  the  rollers,  and  to  regulate  by  his  hand  the  form 
of  the  cop ;  the  consequence  was,  that  if  he  did  not  by  one 
hand  regulate  the  uniform  motion  of  the  machine  to  what  was 
required  for  the  full  tension  of  the  yarn,  he  would  either  break 
it  or  leave  what  are  called  "snarls"  in  the  yarn,  so  that 
it  required  considerable  tact  to  perform  the  operation  cor- 
rectly. The  machine  performs  the  operations  perfectly,  the 
yarn  is  decidedly  superior  to  that  produced  by  the  old  pro- 
cess, it  is  more  uniform  in  the  twist,  and  less  waste  is  made. 
About  600,000  spindles  have  been  sold.  The  fire  broke  out 
on  a  Sunday  afternoon,  in  several  unconnected  parts  of  the 
premises.  The  crowd  used  violent  language  against  the  ma- 
chine. There  were  marks  on  a  wall  of  persons  having  been  on 
the  premises.  The  loss  was  about  £13,000 ;  one  office  refused 
to  insure  again. 

Mr.  D.  Cheetham,  a  cotton  spinner :  We  have  used  230,000 
spindles  on  the  self-acting  mules;  they  answer  perfectly  well; 
the  first  outlay  is  recovered  in  from  two  to  three  years ;  they 
will  last  from  fifteen  to  twenty  years,  or  as  long  as  the  average 
of  machinery.  There  was  a  great  prejudice  against  them  at 
first,  and  we  have  had  mischief  at  one  of  our  manufactories  in 
consequence  of  our  own  managers  being  opposed  to  them.  The 
men  were  jealous  of  them ;  we  find  this  occur  in  all  cases.  The 
self-acting  machines  are  more  accurate  than  hands,  and  there  is 
less  loss  of  yarn.  In  1824, 1  applied  with  other  cotton  spinners 
to  Mr.  Roberts,  requesting  him  to  make  a  machine  which 
should  supersede  manual  labour. 

Mr.  W.  H.  Forster,  book-keeper  to  Messrs.  Sharp  &  Roberts: 
I  produce  a  statement  from  the  books  of  the  expenditure  and 
receipts  in  connexion  with  the  patents.  The  expenditure  in- 
cludes remuneration  to  Mr.  Roberts  and  his  partners,  according 
to  the  time  which  they  respectively  devoted  to  the  invention; 
the  payments  to  pattern  makers,  wages,  and  cost  of  materials, 
from  the  commencement  of  Mr.  Roberts's  experiments  to  the 
31st  of  December,  1838 ;  the  cost  of  the  letters  patent  and  spe- 
cifications, law  and  travelling  expenses,  and  interest  at  five  per 
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cent,  every  year  on  the  capital  employed  up  to  the  end  of  the  pre-  '» tb  Privy 
ceding  year.  The  receipts  include  the  actual  returns ;  interest CmimeiL 
at  five  per  cent,  on  the  receipts  being  added  yearly.  The 
account  shows  £35,988  on  one  side,  and  £29,044  on  the  other, 
leaving  a  profit  of  £6944;  against  which  is  a  loss  of  £10,154, 
above  the  insurance,  from  the  fire,  according  to  the  accom- 
panying statement. 

Lord  Brougham  :  The  actual  expenses  should  be  taken, 
bat  deducting  the  value  of  Mr.  Roberts's  time,  the  expenses  of 
taking  and  defending  the  patents ;  if  the  interest  is  taken  off  on 
one  side,  it  must  also  be  taken  off  the  other. 

Sir  F.  Pollock:  The  receipts  during  the  last  three  or  four 
years  has  been  £5000  a  year ;  that  is  a  fair  test  of  what  the 
inventor  ought  to  have  received  during  the  whole  fourteen 
years.  During  the  first  seven  years  he  got  nothing,  and  was 
under  a  great  outlay.  The  invention  is  so  useful,  that  though 
it  has  had  to  struggle  with  the  prejudices  of  the  men  and  the 
lean  of  the  masters,  £5000  a  year  has  been  received  during  the 
last  three  years. 

Mr.  T.  H.  Bower,  solicitor  to  the  petitioner :  I  produce  the 
papers  containing  the  advertisements  (b),  the  letters  patent,  and 
the  specification.    No  caveat  has  been  entered  at  any  time. 

The  Lord  President  :  It  is  the  opinion  of  the  committee  Judgment. 
that  this  patent  should  be  prolonged  for  the  term  of  seven  years 
as  prayed,  partly  in  consequence  of  the  ingenuity  of  the  inven- 
tion, and  partly  also  in  consequence  of  the  peculiar  character 
of  the  resistance  which  has  been  opposed  to  it. 

Report  accordingly. 


Wright's  Patent. 

Cor.  The  Lord  President;  Lord  Lyndhurst ;  Lord  Brougham ; 
Sir  H.  Jetmer. 

This  was  an  application  by  the  patentee  for  the  extension  of  Feb.  28, 1839. 
the  term  of  letters  patent,  granted  the  20th  of  April,  1825,  to 
L.  W.  Wright,  for  "  certain  improvements  in  machinery  or  ap- 
paratus for  washing,  cleansing,  or  bleaching  of  linens,  cottons, 
and  other  fabrics,  goods,  or  fibrous  substances.'9 

The  petition  stated,  that  the  petitioner  had  been  engaged  Tht  petition. 
from  1821  to  1825  in  experiments  upon  the  invention,  and 


(a)  Thete  were  the  "  Gazette*'  of  the  4th.  8th,      and  "  Morning  Post/'  of  the  8th  of  January ; 
and  1 1th  of  January ,  the  "  Times,"  "  Chronicle,"      the  "  Manchester  Guardian." 
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in  tk«  Privy  having  obtained  the  letters  patent,  was  prevented  by  his  bank- 
ruptcy, and  other  circumstances  over  which  he  had  no  control, 
from  bringing  the  invention  into  profitable  use.  That  his  as- 
signees, with  the  concurrence  of  the  creditors,  from  their  satis- 
faction at  the  petitioner's  conduct,  had  re-conveyed  to  him  the  i 
letters  patent.  That  in  1836  the  petitioner  invented  and  ob- 
tained letters  patent  for  certain  improvements  to  be  used  with 
the  preceding,  and  which,  after  the  expenditure  of  considerable 
sums  of  money,  would  be  comparatively  of  little  value,  unless 
employed  in  connexion  with  the  preceding  invention.  The 
petition  then  stated  various  arrangements  for  partnerships  and 
sale  of  shares  in  the  letters  patent,  and  expenditure  in  the  erec- 
tion of  works,  from  which,  however,  no  profits  had  as  yet  been 
derived,  and  that  the  petitioner  was  wholly  without  remunera- 
tion for  his  invention. 

Sir  F.  Pollock  appeared  in  support  of  the  petition,  and  haiing 
opened  the  case — 
The  fact  of  the  The  Attorney  General  (Sir  J.  Campbell)  stated,-  that  he  was 
!Iavbg°beenl  not  aware  °f  anY  objection  to  the  extension  of  the  term,  except 
brought  into  that  the  invention  did  not  appear  to  have  been  brought  into 
Xnedf  be  CX  use>  fr°m  which,  unless  it  could  be  accounted  for,  the  patent 
must  be  considered  ineffectual. 

The  letters  patent,  specification,  and  papers  containing  the 
advertisements  (a),  were  put  in.  The  invention,  which  consists 
in  bleaching  and  washing,  by  subjecting  the  fabrics  to  high 
pressure  steam,  was  described  to  be  attended  with  a  great 
saving  of  time,  labour,  and  expense,  and  to  be  much  less  in- 
jurious to  the  fabrics  than  the  ordinary  processes  of  bleaching 
and  washing.  Several  witnesses  were  called  who  attributed  the 
want  of  the  introduction  of  the  invention  to  the  embarrassments 
of  the  inventor.  That  owing  to  the  contracts  and  engagements 
he  was  under  for  the  completion  of  certain  pin  machinery  (ode 
562),  and  the  difficulties  and  disputes  arising  out  of  his  partner- 
ship with  various  persons  in  his  patents,  he  had  been  prevented 
from  introducing  the  invention,  which,  consequently,  never  had 
a  fair  chance  of  success.  It  appeared  that  the  invention  had 
been  used  very  successfully  by  several  bleachers,  and  that  a 
bleacher  could  practise  the  invention  by  following  the  specifica- 
tion ;  also  that  the  letters  patent  were  then  wholly  vested  in 
the  petitioner,  and  that  the  interest  in  any  extension  would 
be  wholly  for  his  benefit. 
Judgment.  The  Lord  President  :  The  committee,  looking  to  the  merit 

of  this  invention,  are  disposed  to  recommend  to  her  Majesty  to 


(»)  These  were  the  "Gnztte"  of  the  25th       Chester  Guardian"  of  the  29th  of  December,  2d 
And  28ih  of  December,  1838,  and  of  the  1st  of      of  January,  and  5th  of  February.     Thej 


January,  1839 ;  the  "  Times,"  "  Chronicle."  and       resided  at  Manchester  ;  the  bleaching  bad  btt* 
"  Herald,"  of  the  25:h  of  December ;  the  "  Man-      carried  on  there  as  well  at  at  other  placet. 
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allow  of  the  extension  of  the  patent  for  the  term  of  seven  years,  in  the  Prwy 
considering  that  the  circumstance  of  its  not  having  been  brought  C4mncU* 
extensively  into  use  is  explained  by  the  evidence. 

Report  accordingly. 


Jones's  Patent. 
Cor.  Lord  Brougham ;  Parke,  B. ;  Bosanquet,  J. ;  Dr.  Lushington. 

This  was  an  application  by  the  assignee  for  an  extension  of  July  8, 1840. 
the  term  of  letters  patent,  granted  the  10th  of  October,  1826, 
to  T.  Jones,  for  u  a  certain  improvement  or  improvements  in 
wheels  for  carriages"  (a). 

Sir  F.  Potlock  and  Godson  appeared  in  support  of  the  petition. 

The  Attorney  General  (Sir  J.  Campbell)  said,  that  he  did  not 
intend  to  make  any  objection  to  the  extension  on  the  ground 
of  any  supposed  want  of  validity,  which  he  had  reason  to  be- 
lieve could  be  satisfactorily  established,  having  been  proved  on 
a  trial  at  law  (&),  but  he  felt  it  his  duty  to  submit  that  there 
was  no  reasonable  prospect  of  its  being  beneficial  to  the  paten- 
tee or  his  assignee,  in  which  case  the  public  ought  not  to  be 
precluded  from  the  use  of  it. 

SirF.  Pollock:  The  only  way  in  which  the  public  would  have 
an  immediate  benefit  from  the  invention,  would  be  by  permitting 
the  assignee  to  have  the  further  use  of  the  patent;  for  if, 
after  the  loss  he  had  sustained,  he  was  to  be  driven  from  the 
trade,  the  invention  would  probably  fail  as  far  as  the  public 
were  concerned,  for  want  of  that  support  which  he  alone  could 
give. 

The  papers  containing  the  advertisements  were  put  in  (c);  also 
three  deeds — the  first  conveying  a  fourth  of  the  patent  to  Riddle, 
the  second  a  fourth  to  Piper,  and  the  third  the  remaining  half 
to  Riddle  and  Piper,  the  petitioners. 

Mr.  Brunei  and  other  witnesses  described  the  nature  of  the  Evidence. 


(a)  See  the  specification,  ante  120.  from  taking  oat  a  patent  for  an  invention  on  the 

(6)  In  Jonei  v.  Pearce,  ante  122.     The  grounds  same  principle,  and  bringing  it  into  successful 

of  the  rule  nisi  for  a  new  trial  in  that  case  do  not  use. 

appear  in  that  report,  but  in  the  course  of  these  (c)  The  "  Gazette"  of  the  24th  and  28th  of 

proceedings  they  were  stated  to  be—  first,  no  suf-  April,  and  1st  of  May;  the  "Times,"  "Chro- 

ficient  evidence  of  infringement,  the  defendant  nicle,"  and  "  Standard,'*  of  the  28th  of  April, 

not  having  sold  any  wheel,  and  having  one  only  containing  the  advertisements  of  the  notice  of 

in  his  possession ;  secondly,  misdirection,  the  jury  application  ;  and  the  "  Gazette**  of  July  3d,  the 

having  been  directed  that  an  abortive  attempt  to  "  Times"  and  "  Chronicle"  of  July  2d,  containing 

bring  a  principle  into  use  did  not  prevent  another  the  notice  of  the  day  appointed  for  the  hearing. 
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in  Of  Prb>9     invention,  and  explained  the  superiority  of  iron  wheels  made 
CouMeiL  according  to  the  patent  over  other  iron  or  wooden  wheels :  that 

the  wheels  of  a  carriage  intended  to  move  great  weights— aa, 
large  blocks  of  stone — if  of  wood,  must  be  nearly  solid;  these  were 
extremely  liable  to  get  out  of  order,  and  shrink,  and  be  unfit 
for  use.  The  patent  wheels  would  be  much  lighter  than  iron 
wheels  made  on  the  old  principle,  that  is,  supporting  the  weight 
from  beneath  and  not  from  above  by  suspension.  Considerable 
difficulty  was  experienced  at  first  in  making  the  tire  of  the 
wheels.  The  machinery  had  been  repeatedly  altered,  and  great 
expense  incurred  from  that  source,  and  in  experiments  for  re- 
ducing the  cost  of  the  wheels.  The  great  difficulty  was  with  the 
tire,  which  did  not  attain  its  present  state  of  perfection  till 
within  about  six  years.  There  had  been  no  departure  from 
the  specification. 

The  concern  on  the  whole  had  been  a  losing  one;  the  total 
amount  of  loss,  exclusive  of  interest  on  the  capital,  during  the 
whole  term,  was  £15,389 — and  with  interest,  £28,474 ;  during 
the  last  seven  years  the  loss  has  been  £15,505.  This  loss  has 
been  principally  owing  to  the  cost  of  machinery — the  capital  ex- 
pended in  obtaining  machinery  for  the  different  parts  of  the 
wheel;  £7284  had  been  expended  in  machinery  patterns,  tools, 
implements,  forges,  and  premises.  About  2500  pairs  of  wheels 
had  been  made.  The  relative  cost  of  a  pair  of  patent  iron  and 
wooden  wheels  of  the  same  size  is  £11  and  £7 ;  but  the  ex- 
pense of  keeping  up  the  latter  is  greater  than  the  former;  the 
latter  will  wear  out  in  about  two  years,  whereas  the  former  will 
last  four  years,  and  when  worn  out  several  parts  may  be  used 
again.  The  prejudice  against  the  wheels  among  the  makers  of 
carts  and  carriages  is  very  strong.  So  much  difficulty  had  been 
experienced  in  getting  the  wheels  applied  to  carriages,  that  the 
petitioners  had  recently  taken  to  making  the  bodies  as  well  as 
wheels  of  carriages.  During  the  last  two  years  considerable 
quantities  had  been  exported  to  the  West  Indies  and  other 
places. 

The  patentee  was  examined  as  to  his  having  any  knowledge 
of  Mr.  Stratus  invention.  He  stated  that  he  had  never  heard 
of  any  thing  of  the  kind  until  the  trial  for  the  infringement  of 
his  patent — the  mode  pointed  out  in  the  specification  is  now 
pursued  in  making  the  wheels;  the  various  deviations  were 
attempted  for  the  purpose  of  saving  expense,  but  the  parties 
had  returned  to  the  precise  mode  pointed  out  in  the  specifica- 
tion— the  difficulty  of  rolling  the  wrought  iron  rim  led  to  the 
trial  of  cast  iron,  but  that  proved  too  heavy;  the  present  rim  is 
of  better  dimensions  than  those  made  at  first,  and  of  a  better 
kind  of  iron — there  is  nothing  in  the  present  wheel  which  is 
not  described  in  the  specification,  except  some  improvement  in 
the  nave  for  the  purpose  of  keeping  in  the  oil. 
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The  Attorney  General  said,  that  he  should  not'  dispute  that  In  the  Privy 
the  present  was  to  be  considered  a  valid  patent,  but  he  sub-  CouncU- 
mitted  that  there  was  not  a  sufficient  case  made  out  to  call  for 
an  extension  of  the  term,  there  appearing  no  reasonable  ground 
to  suppose  that  a  benefit  would  accrue  to  the  petitioner  which 
would  counterbalance  the  loss  to  the  public  from  the  continu- 
ance of  the  monopoly. 

Sir  F.  Pollock :  It  has  been  made  out  that  a  very  consider- 
able part  of  the  loss  has  arisen  from  the  necessity  of  the 
patentees  making  their  own  machinery.  The  demand  was  not 
such  as  to  induce  the  manufacturers  to  comply  with  their 
wishes,  and  they  were  obliged  to  make  their  own  experiments, 
and  get  premises,  and  erect  a  forge  for  themselves.  The  pro- 
prietors of  the  patent,  perceiving  the  great  expense,  and  expect- 
ing that,  by  diminishing  the  cost  or  by  having  a  more  perfect 
article  to  sell,  they  would  be  more  successful,  went  on  making 
experiments,  but  eventually  returned  to  the  specification,  and 
expect  that  by  an  extension  of  the  term  they  shall  be  enabled 
to  retrieve  a  part  of  their  loss. 

Lord  Brougham  :  It  is  perfectly  true,  as  has  been  stated,  Judgment. 
not  only  upon  this  but  upon  former  occasions,  that  these  appli- 
cations are  any  thing  rather  than  matters  of  course.  This  is  a 
very  extraordinary  jurisdiction  which  has  been  conferred  on  the 
judicial  committee  by  the  legislature,  and  is  to  be  exercised 
only  on  the  most  special  grounds  alleged  and  proved  in  refer- 
ence to  each  case.  Their  lordships  are  of  opinion,  that  in  this  The  iniufficien- 
ease  the  grounds  are  most  decisive,  and  have  been  proved  in  a  c*  of  tbe  J"1*1 

r  -  -n  *J  a.  i«*i_     •  •    term  to  afford 

most  satisfactory  manner.     From  the  nature  of  the  invention  it  remuneration, 
appears  to  be  hardly  possible  that,  within  the  ordinary  period  W"j  **■■* 
of  time,  ten,  twelve,  or  fourteen  years,  a  remuneration  could  be  tare  of  the  in- 
expected.      In  this  case  it  is  clearly  proved,  not  only  that  ¥eD^JJ|jJ,  the 
there  was  no  remuneration,  but  that  every  year  a  very  heavy  extension  of  the 
loss  has  been  sustained.    Under  these  circumstances  their  lord- term' 
ships  are  of  opinion,  that  unless  they  give  the  whole  term  of 
seven  years,  there  is  no  reasonable  chance  of  that  loss  being 
counteracted  by  the  profit  to  the  parties  now  in  possession  of 
the  patent.     Their  lordships  are  therefore  of  opinion,  that  in 
the  circumstances   of  the  case,  and  regard  being  had  to  the 
merits  of  the  invention  and  its  usefulness  to  the  public,  the 
whole  period  of  seven  years'  extension  should  be  granted. 

Report  accordingly  (d). 


(d)  The  new  letters  patent  were  granted  accordingly  to  G.  Riddle  and  T.  Piper  for  teven  yean. 
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Title.  Letters  patent  27th  of  March,  1834,  to  James  Walton,  for 

"  certain  improvements  in  cards  for  carding  wool,  cotton,  silk, 
and  other  fibrous  substances." 

Spgcificatwn.  I»  the  said  James  Walton,  do  hereby  declare  the  nature  of 
my  said  invention  to  consist  in  the  application  and  adaptation 
of  the  material  known  by  the  name  of  caoutchouc  or  India 
rubber,  as  a  substitute  for  the  fillets  or  sheets  of  leather  which 
are  commonly  used  in  the  construction  of  ordinary  cards,  and 
thus  giving  a  superior  elasticity  and  durability  to  such  cards. 
And  I  do  hereby  describe  the  manner  in  which  my  said  invention 
is  to  be  performed  by  the  following  statement  thereof,  reference 
being  had  to  the  drawing  annexed,  and  to  the  figures  and  letters 
marked  thereon,  that  is  to  say, — Figure  2  represents  an  eleva- 
tion of  a  card  constructed  with  an  India  rubber  or  caoutchouc 
foundation  or  fillet  as  shown  at  a  a,  in  which  the  wire  dents,  or 
teeth,  are  inserted,  and  the  regularity  of  distance  and  uniformity 
of  the  dents  or  teeth  of  the  cards  are  found  to  be  better  pre- 
served by  a  piece  of  linen,  commonly  called  brown  holland,  or 
other  the  like  cloth,  well  glazed  and  cemented  on  to  the  back  of 
the  caoutchouc  or  India  rubber,  as  shown  by  a  red  line  at  A  A. 
The  cloth  b  b  when  fastened  to  the  caoutchouc  continues  to 
keep  the  dents  or  teeth  more  firmly  in  their  places  when  in  use, 
and  the  foundation  or  fillets  being  thereby  made  much  staffer, 
the  action  of  the  dents  or  teeth  is  less  uncertain  in  their  elastic 
movements.  The  cloth  so  cemented  to  the  Indian  rubber  or 
caoutchouc  is  to  be  affixed  to  the  cylinder  or  board  in  the  ordi- 
nary carding  engine  by  nails,  but  if  it  is  to  be  affixed  bj 
cementing,  then  it  is  desirable  to  remove  the  cloth,  which  in  this 
case  should  only  be  slightly  attached  to  the  India  rubber,  and 
this  will  be  found  the  best  mode  of  applying  the  cards  thereon. 
When  the  cards  are  constructed  by  hand,  it  is  essential  that  the 
cloth  b  b  should  be  first  pricked  by  an  engine  (as  is  the  practice 
when  leather  is  used)  to  regulate  the  distance  and  required  uni- 
formity of  the  defits  or  teeth,  and  in  cases  where  cloth  is  intro- 
duced between  two  layers  of  caoutchouc  or  India  rubber  as 
represented  by  the  red  line  at  figure  3,  the  India  rubber  or 
caoutchouc  is  pricked  or  pierced  in  a  similar  manner  to  enable 
the  card  maker  to  force  the  dents  or  teeth  through  it  without 
bending  or  injuring  their  form  or  shape,  but  the  pricking  of  the 
holes  may  be  effected  by  the  patent  machinery  of  Mr.  Dyer,  of 
Manchester,  now  in  use  for  that  purpose.  It  may  be  as  well 
here  to  observe,  that  when  I  mention  cement  in  this  specification 
I  always  allude  to  what  is  now  generally  called  India  rubber 
cement,  and  w\\\cVi  as  \t  l\aa  now  become  an  article  of  general 
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sale,  and  may  be  bought  by  that  name,  I  do  not  think  it  neces-  Specification. 
«ary  further  to  describe  the  same;  but  as  the  machines  for 
cutting  India  rubber  are  not  generally  known,  and  as  I  prefer 
caoutchouc  or  India  rubber  in  the  state  it  is  imported  for  my 
purpose,  I  will  now  describe  the  means  which  I  use  for  cutting 
the  caoutchouc  or  India  rubber  into  layers  from  the  solid  blocks 
as  imported,  and  which  I  recommend  in  preference  to  what  is 
termed  manufactured  India  rubber,  or  India  rubber  first  dis- 
solved by  some  solvent,  and  then  cast  in  moulds  to  form  blocks, 
the  former  being  most  suitable  for  the  purpose.  I  first  cut  the 
block  lengthwise  into  suitable  sizes,  according  to  the  nature  of 
the  cards  to  be  manufactured,  and  then  place  the  flat  or  regular 
surface  of  the  block  on  a  metallic  surface,  which  moves  freely 
between  two  guides,  the  exact  thickness  of  the  sheet  of  caout- 
chouc or  India  rubber  which  it  is  designed  to  cut  off,  and  it  will 
be  evident  that,  by  varying  the  thickness  of  the  metallic  surface, 
a  proper  thickness  of  caoutchouc  will  be  cut  off, — a  sharp  knife 
kept  occasionally  wet  with  water,  and  supported  on  guides,  is 
then  pressed  with  a  sawing  action  against  the  India  rubber  or 
caoutchouc  by  the  operator  at  the  same  time  that  he  forces  the 
India  rubber  or  caoutchouc  forwards  between  the  guides  by 
turning  the  roller  n,  and  thus  severs  or  cuts  off  a  piece  of  the 
exact  thickness  required.  The  pieces  thus  cut  off  may  be 
joined  together  to  form  fillets  or  sheets  according  to  the  nature 
of  the  card  intended  to  be  made,  and  when  the  teeth  or  dents 
are  set  therein,  may  be  nailed  to  the  board  in  the  usual  manner, 
or  cemented  on  it.  *  *  *  *  (a) 

The  advantages  presented  by  cards  of  this  construction  con- 
sist in  the  superior  elasticity  of  the  caoutchouc  or  India  rubber, 
allowing  the  dents  or  teeth  to  be  pressed  down  without  material 
injury  to  the  card,  at  the  same  time  the  teeth  or  dents  are  suf- 
ficiently firm  to  perform  the  carding  or  raising  operation,  and 
even  though  the  dents  or  teeth  should  be  pressed  down  to  the 
surface  of  the  caoutchouc  or  India  rubber  of  the  card,  they 
would  not  be  bent,  but  immediately  recover  their  former  position 
by  the  elasticity  of  that  substance.  Again,  in  substituting  cards 
of  this  construction  in  the  place  of  teasels  or  ordinary  wire 
cards,  for  the  purpose  of  raising  the  pile  of  woollen  and  other 
cloths,  I  am  enabled  to  work  them  wet,  without  any  material 
variation  of  the  elasticity  of  the  caoutchouc  or  India  rubber, 
which  remains  more  uniform  in  its  action,  and  effects  the  opera- 
tion of  raising  the  pile  of  woollen  and  other  cloths  more  regu- 


(«)  The  specification  having  described  the  man-  tiorr  then  proceeds  as  in  the  text.     The  reader 

oer  in  which  the  invention  is  to  be  performed,  will  find  a  most  elaborate  and  beautiful  plate  of 

proceeds  to  describe  further,  by  reference  to  the  the  drawings  annexed  to  the  specification,  and  of 

drawing,  the  machinery  and  apparatus  for  cutting  the  ordinary  carding  engine,  in  Mr.  Scott's  report 

the  Iaoia  rubber  and  pointing  the  teeth,  but  these  of  the  proceedings  on  the  motion  for  a  new  trial. 

* — -  -i  no  part  of  the  invention.    The  specifics-  4  Seuiis  New  Reports,  96\ 
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Specification,  larly,  and  without  that  variation  experienced  in  the  teasel  in  its 
transition  from  a  dry  state  to  a  state  of  moisture ;  and  by  vary- 
ing the  thickness  of  the  caoutchouc  or  India  rubber  I  am 
enabled  to  gain  a  delicacy  of  action  in  the  card  equal  to  raise  a 
nap  or  plush  on  fine  silk  fabrics,  as  well  as  on  the  ordinary 
woollen  cloths  finished  by  this  process;  and  in  all  cases  when 
the  cards  are  worn  out  the  caoutchouc  or  India  rubber  is  worth 
nearer  its  original  value  than  other  material  heretofore  used  for 
a  similar  purpose.  The  thickness  of  caoutchouc  I  usually  em- 
ploy is  about  one-eighth  of  an  inch  in  thickness  for  raising 
purposes,  but  this  must  vary  according  to  the  length  of  wire  of 
which  the  teeth  are  formed  and  the  quantity  of  elasticity  re- 
quired, the  thicker  the  India  rubber  and  the  shorter  the  wire  the 
greater  will  be  the  stiffness. 

Having  described  the  nature  of  my  invention  of  improve- 
ments in  cards  for  carding  wool,  cotton,  silk,  and  other  fibrous 
substances,  and  for  raising  the  pile  of  woollen  and  other  cloths, 
together  with  the  manner  in  which  the  same  is  to  be  performed 
and  carried  into  effect,  I  hereby  declare  that  I  do  not  claim  any 
particular  method  or  means  of  setting  or  placing  the  dents  or 
teeth  of  the  cards.     Nor  do  I  claim  the  means  herein  described 
for  pointing  the  cards,  but  have  described  the  various  parts  as 
the  means  I  have  pursued,  and  find  to  answer,  in  effecting  my 
improvements  in  cards.     And  1  do  hereby  confine  my  claim  of 
invention  to  the  application  and  adaptation  of  caoutchouc  or 
India  rubber  as  the  fillet  or  sheet,  or  medium  in  which  the  dents 
or  teeth  are  to  be  set  together  in  the  manufacture  of  cards, 
and  thereby  obtaining  a  superior  elasticity  and   durability  to 
cards  as  above  described  (b). 


(b)  The  following  letters  patent  and  inventions  nature,  by  saturating  them  in  connexion  or  ■ 

are  referred  to  in  connexion  with  the  preceding  contact  with  each    other  with  a  liquid,  which, 

in  the  subsequent  legal  proceedings  on  the  above  when  partially  evaporated,  becomes  a  flexible  sad 

patent.  adhesive  substance,  such  fibres  beinjr  preriooslj 

t  _»* * a.     »«t»l    i iono    *~    r«u--i„-  .__..__ j j: j *_   _i i0**        • : 


Letters  patent,  17th  June,  1823,  to  Charles   .  arranged  or  disposed  as  to  shape  and  < 

Macintosh,    for    "  a    process    and    manufacture      according  to  the  purposes  to  which  they  an  star* 


whereby  the  texture  of  hemp,  flax,  wool,  cotton,  wards  to  be  applied,  so  as  to  produce  an  i 
and  silk,  and  also  leather,  paper,  and  other  sub-  combination  of  the  fibres  and  the  substance,  or  is 
stances,  may  be  rendered  impervious  to  water  and  such  a  manner  as  that  every  individual  fibre  bst 
air."  be  so  surrounded  with  the  said  substance,  as  tsst 
Specification. — Caoutchouc  is  to  be  cut  into  the  whole  of  the  fibres  composing  the  mass,  wast 
thin  shreds  or  parings,  and  dissolved  in  coal  oil;  united  by  the  substance,  may  form  a  compound  or 
the  fabrics  to  be  rendered  water  or  air  proof  are  to  article  somewhat  resembling  leather,  and  vkka 
be  covered  on  one  side  with  this  solution,  and  the  said  compound,  substance,  or  article,  may  in  many 
two  sides  so  covered  pressed  together,  and  the  oil  cases  be  substituted  for  leather,  more  or  less  si- 
evaporated  by  heat.  vantageously ;  namely — for  harness,  straps,  belts, 

accoutrements,  boots,  shoes,  flexible  pipes,  air-ugta 

Letters  patent,  29th  November,  1824,  to  Thomas  bags,  and  a  variety  of  other  things  which  havt  sere- 
Hancock,  for  "  a  method  of  making  or  monufac-  tofore  been  made  of  leather ;  and  the  said  substsace 
turing  an  article  which  may  be  in  many  instances  or  article  may  also  be  applied  to  various  other 
substituted  for  leather,  and  be  applied  to  various  useful  purposes,  such  as  parts  of  i 


other  useful  purposes."  which  it  may  be  desirable  to  have 

Specification. — "  The  nature  of  my  invention  and  which  commonly  are   made  of 

consists  in  combining  together  the  fabric  or  fila-  stances  than  leather.     The  article  may  also  bf 

ments  of  various  matters,  such  as  flax,  hemp,  cot-  applied  for  the  roofs  of  verandas*  asnungs,  tsst 

ton,  wool,  hair,  or  other  matters  of  the  like  flexible  coverings,  and  to  other  similar  purposes. * 
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deification  then  describes  the  mode  of 
ring  this  new  article  ;  the  kind  of  ma- 
le selected  according  to  the  purposes  to 
as  to  be  applied.  The  liquid  employed 
d  to  be  the  juice  of  certain  trees  from 
erica,  and  when  inspissated  closely  re 
and  believed  to  be  the  same  as  caout- 
ndia  rubber. 


patent,  15th  March,  1825,  to  Thomas 
for  "a  new  or  improved  manufacture, 
r  in  many  instances  be  used  as  a  substi- 
tther,  and  otherwise.'* 
tfum. — "  My  said  invention  consists  in 
orating  and  combining  various  fibrous 
,  in  their  manufactured  and  unmanufac- 
e,  with  a  composition  which  leaves  to 

sufficient  flexibility,  and  at  the  same 
s  and  consolidates  them  into  one  mass, 
creasing  their  strength  and  durability, 
icing  by  these  means  a  manufacture 
y  be  in  many  instances  substituted  for 
id  be  applied  to  other  useful  purposes, 
oles  for  shoes  and  boots,  hose  pipes, 

other  articles  which  have  heretofore 
e  of  leather,  and  also  to  other  useful 
luch  as  the  roofs  of  verandas,  corn  and 
s,  packing  cloths  and  tarpaulins.  The 
bstances  I  employ  in  this  manufacture 

cotton,  hair,  silk,  flax,  hemp,  carded, 
*  hackled,  and  combined  with  the  same 
i  woven  and  manufactured. 
3  same  process  is  applicable  to  all  the 
>ns,  it  will  be  necessary  to  describe  the 
pursue  in  one  case  only,  as  any  varia- 
>e  made  in  arranging  the  different  sub- 
the  discretion  of  the  operator, 
a  piece  of  cotton  cloth  of  any  convenient 
strain  it  on  a  board,  and  spread  over  it 
tula,  or  other  convenient  instrument,  a 
g  of  one  of  the  compounds  to  be  hercin- 
ribed.  I  then  spread  on  or  over  the 
.  a  layer  of  carded  cotton,  somewhat 
the  article  known  by  the  name  of  wad- 
ad  ing  over  this  again  another  piece  of 
th  prepared  as  the  first.     I  then  submit 

to  sufficient  pressure  between  boards  or 
metal,  either  passing  them  through  or 
oilers  or  otherwise,  to  force  the  compo- 
te through  the  layer  of  carded  cotton, 
irefully  remove  it  from  the  boards  or 
1  leave  it  to  dry  either  in  the  open  air 
arm  room,  heated  to  eighty  or  ninety 
>f  temperature,  and  proceed  to  make 

the  same  manner.  When  I  perceive 
are  nearly  or  quite  dry,  I  again  submit 
le  press,  or  if  one  of  these  strata  is  not 

to  make  up  the  thickness  I  require,  I 
three,  four  or  more  together,  spreading 
ompound  on  the  surfaces  again,  if  neces- 

increasing  the  pressure.  After  they 
i  in  the  press    some   hours,  they  may 

exposed  to  the  air  or  return  to  the 
m  to  complete  the  drying,  and  if  neces- 
led  again.  When  f  wish  to  have  the 
tton  for  either  or  both  surfaces,  I  care- 
rate,  at  the  end  of  two  or  more  press- 
last  layer  or  layers  of  cloth  from  the 
>low  it  soon  after  I  take  it  out  of  the 
it  will  then  separate),  and  proceed  as 
scribed.  In  this  manner  I  introduce 
nanufacture  hair,  wool,  silk,  hemp,  and 

or  any  mixture  of  these  fibrous  sub- 
r  any  or  all  of  them  mixed  with  chopped 


hemp  or  tow,  and  carded  together,  or  I  heckle  or 
comb  hemp  or  flax  and  lay  the  fibres  parallel 
with  each  other,  and  combine  any  intermixture 
of  these  different  materials  with  the  different 
kinds  of  manufactured  wool,  silk,  linen,  cotton 
and  the  like,  according  to  the  purpose  to  which 
the  article  is  to  be  applied,  or  as  economy  may 
dictate.  For  soles  of  shoes  and  boots  1  prefer 
wool,  hair,  and  cotton,  in  about  equal  propor- 
tions ;  for  hose  pipes,  pails  and  accoutrements, 
chopped  hemp,  tow  and  cotton.  I  prefer  the 
woven  materials  to  be  made  of  wool  or  cotton, 
and  these  of  an  open,  loose  and  coarse  texture, 
excepting  where  it  is  intended  for  a  finer  surface ; 
in  such  cases  I  choose  the  fabric  of  a  finer  quality. 
If  the  article  is  required  to  have  a  smooth  sur- 
face, I  produce  it  by  using  polished  metal  plates 
the  last  time  the  article  is  pressed.  I  make  the 
compound  or  compounds  with  which  I  unite  or 
combine  the  said  substances  as  follows — No.  1 : 
1  take  two  pounds  of  caoutchouc,  dissolved  in  one 
gallon  of  equal  parts  of  oil  of  turpentine  and 
highly  rectified  coal  tar  oil,  six  ounces  of  black 
resin,  two  pounds  of  strong  glue  size,  and  one 
pound  of  ochre,  powdered  pumice  or  whiting,  and 
mix  the  whole  together;  or,  No.  2:  one  pound 
and  a  half  of  caoutchouc,  dissolved  as  before 
stated,  one  pound  of  strong  glue  size;  I  melt  and 
mix  the  resin  and  size  in  a  water  or  steam  bath, 
and  add  the  other  ingredients,  stirring  the  whole 
until  it  is  mixed  throughout.  The  solution  of 
the  caoutchouc  is  expedited  by  a  water  or  steam 
bath,  and  the  undissolved  portions  may  be  sepa- 
rated by  straining  it  through  a  fine  wire  or  other 
sieve.  The  mixture,  No.  1,  is  applicable  to  arti- 
cles where  stiffness  and  cheapness  are  required. 
No.  2  'is  preferable  when  pliancy  and  strength 
are  more  required.  But  I  think  it  proper  here  to 
state,  that  the  proportions  above  mentioned  may 
be  varied  according  to  the  different  applications 
of  the  article  to  be  manufactured.  If  varied 
qualities  of  stiffness  or  cheapness  should  be  de- 
sired, the  proportions  of  size  and  whiting  may  be 
increased  till  they  make  up  one-third  of  the  mass. 
If  flexibility  be  required,  tne  quantity  of  dissolved 
caoutchouc  in  the  compound,  No.  2,  may  be  in- 
creased, and  especially  where  great  strength  and 
pliancy  are  required.  This  last  is  also  preferable 
for  articles  that  are  to  be  much  exposed  to  the 
weather." 


Letters  patent,  20th  April,  1839,  to  John  Potter 
and  William  Horsfall,  for  "an  improvement  or 
improvements  in  cards  for  carding  various  fibrous 
substances,  part  of  which  improvements  may  be 
used  as  a  substitute  for  leather." 

Specification. — "Our  invention  of,  &c,  consists 
in  the  manufacture  of  a  new  material  or  substance 
for  receiving  the  wire  teeth  which  have  hitherto 
for  the  most  part  been  set  in  leather,  and  we 
shall  now  proceed  to  describe  the  manner  in 
which  the  same  is  to  be  performed  and  carried 
into  effect.  In  the  first  place,  we  provide  a  woven 
fabric  of  a  peculiar  construction,  which  we  manu- 
facture as  follows: — we  make  the  warp  or  chain 
of  a  material  possessed  of  the  greatest  possible 
strength  and  the  least  elasticity,  such  as  yarn  or 
thread  made  of  flax,  hemp  or  cotton,  which  yarn 
or  thread  we  prefer  to  be  made  of  two  or  three- 
folds  or  strands  doubled  and  twisted  together. 
The  warp  being  in  the  loom,  it  is  to  be  made  into 
cloth  by  being  shot  or  wetted  into  woollen  weft, 
that  is,  with  yarn  or  thread  composed  of  sheep's 
wool. 
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"The  cloth  being  woven  it  is  next  to  be 
cleanied  or  scoured,  so  as  to  free  it  from  any  oil 
or  other  impurities,  and  milled,  by  which  latter 
process  the  .fabric  is  brought  to  the  requisite 
thickness  or  substance  by  being  milled  up  in 
width,  or  in  the  direction  of  the  thread  or  yam  of 
wool. 

"  By  this  means  we  obtain  a  cloth  capable  of 
resisting  a  very  considerable  strain  or  tension  in 
the  direction  of  the  warp,  whilst  the  body  of  the 
cloth  itself  remains  exceedingly  soft  and  porous. 
We  find  that  for  most  kind  of  cards,  cloth  milled 
up  to  such  a  thickness,  as  that  one  yard  in  length 
by  twenty-seven  inches  in  width  shall  weigh  from 
fourteen  to  sixteen  ounces  avoirdupois,  is  the  most 
suitable,  though  it  will  be  evident  that  these  propor- 
tions may  be  varied  as  circumstances  may  require. 
"  The  middle  qualities  of  sheep's  wool  we  con- 
sider most  suitable  for  making  this  description  of 
the  cloth,  being  preferable  to  either  the  finest  or 
coarsest  sorts.  To  persons  engaged  in  the  wool- 
len manufacture  these  instructions  will  be  suf- 
ficient to  enable  them  to  make  the  cloth.  If  the 
cards  to  be  manufactured  are  intended  for  fillet 
cards,  the  cloth  is  next  to  be  torn  up  lengthwise 
of  the  piece  into  strips  of  a  suitable  width ;  but  if 
sheet  cards  are  intended,  the  cloth  is  to  be  cut 
crosswise,  or  in  the  direction  of  the  weft,  making 
the  usual  allowance  as  when  using  leather  for  the 
space  on  each  side,  for  the  purpose  of  affixing  the 
wire  cards  to  the  cylinder  of  the  carding  engine ; 
a  sufficient  number  of  these  short  pieces  of  cloth 
are  to  be  sown  together  at  the  ends,  so  as  to  form 
a  fillet  or  belt,  by  which  the  subsequent  opera- 
tions will  be  facilitated. 

"  The  cloth  thus  prepared  is  passed  through  a 
solution  of  India  rubber,  known  to  the  trade  as 
India  rubber  varnish  or  cement,  and  in  the  pass- 
ing of  the  fabric  a  quantity  of  the  varnish  will  ad- 
here to  the  surface,  and  the  fabric  in  this  state  is 
wound  tightly  up  and  allowed  to  stand  a  few 
minutes,  then  is  unrolled  and  passed  a  second 
time  through  the  varnish,  by  which  means  a  still 
further  proportion  of  the  India  rubber  varnish  will 
adhere  to  the  cloth,  and  being  again  tightly 
wound  up,  it  is  to  remain  a  sufficient  length  of 
time  to  allow  the  varnish  to  penetrate  or  become 
absorbed  by  the  cloth. 

"  It  is  usually  necessary  to  pass  the  cloth  a 
third  time  through  the  varnish,  after  which  we 
generally  find  that  the  cloth  is  saturated,  and 
being  again  left  as  before  in  the  coil,  the  whole 
mass  becomes  equally  and  completely  penetrated 
by  the  varnish.  Its  being  in  this  state  may  be 
known  by  the  cloth  assuming  a  semi-transparent 
appearance.  The  coil  is  then  unwound  and  ex- 
posed to  the  atmosphere,  so  as  to  allow  the 
varnish  to  dry,  after  which  it  is  to  be  drawn  once 
or  twice  through  the  varnish,  by  which  the  cloth 
will  imbibe  a  further  portion  of  it,  so  as  to  fill  up 
the  pores  or  interstices  which  the  operation  of 
drying  has  left  open. 

"  If  this  process  has  been  properly  conducted  the 
fabric  will  now  consist  of  nearly  one-third  caout- 
chouc or  India  rubber,  and  two-thirds  cloth,  by 
weight,  but  these  quantities  may  be  varied.  The 
India  rubber  or  caoutchouc  varnish  or  cement, 
being  an  article  that  may  be  freely  purchased,  and 
the  modes  of  preparation  being  well  known,  it  is 
unnecessary  further  to  particularise  it.  The  pre- 
paration of  our  improved  material  being  thus  far 
completed,  we  next  cover  it  on  each  side  with  a 
mixture  of  ochre  and  weak  size,  which  by  destroy- 
ing the  adhesiveness  of  the  India  TuYfoex,  taaY\- 


tates  the  subsequent  operation  of  inserting  the 
wire  teeth,  and  also  gives  to  the  fabric  snore  of 
the  appearance  of  leather. 

"  When  this  coating  is  dry,  the  compound 
fabric  produced  by  the  operation  above  specified 
is  to  be  passed  between  a  pair  of  weighty  rollers, 
or  otherwise  submitted  to  a  considerable  pressure, 
by  which  means  the  fabric  becomes  firmer  and 
more  compact,  and,  in  short,  becomes  possessed 
of  the  qualities,  which  persons  acquainted  with 
the  canunakinff  business  know  to  be  so  highly 
desirable,  namely,  that  of  being  extremely  elastic 
in  the  direction  of  the  thickness  of  the  fabric,  is 
as  to  impart  as  it  were  the  elasticity  to  the  wire 
teeth  when  set,  while  in  the  direction  of  its 
length  or  warp  it  is  nearly  non-elastic.  In  this 
state  it  is  ready  to  receive  the  wire  which  is  to 
form  the  cards,  for  which  purpose  we  prefer  wing 
the  cardmaking  machinery,  and  the  process  being 
exactly  the  same  as  that  now  in  use  for  making 
leather  cards,  simply  substituting  the  fabric  or 
cloth  above  described  in  place  of  leather,  it  need 
not  be  described  here. 

"  Though  the  process  above  described  is  tat 
one  we  generally  prefer  for  carrying  out  osr  is* 
vention,  we  sometimes  vary  the  process  in  the  fol- 
lowing manner,  which  may  in  some  cases  be  con- 
sidered preferable. 

"  Instead  of  the  fabric  above  described,  eoav 
posed  of  warp  of  flax,  hemp  or  cotton,1  and  of 
woollen  weft,  we  use  in  this  case  a  fabric  coniposed 
entirely  of  sheep's  wool,  and  milled  to  such  as 
extent  that  one  yard  in  length  by  twenty-seven 
inches  in  width  shall  weigh  ten  or  twelve  ounces 
avoirdupois,  or  thereabouts ;  this  cloth  is  to  be 
saturated  with  the  caoutchouc  in  the  manner 
already  described,  and  afterwards  cemented  with 
the  India  rubber  varnish  or  cement  to  a  back  of 
strong  cloth,  composed,  like  the  warp  in  the 
former  case,  of  flax,  hemp  or  cotton,  for  which 
it  is  intended  as  a  substitute,  in  order  to  prevent 
longitudinal  stretching. 

"  The  exposed  surface  of  the  cloth  being  co- 
vered with  a  coating  of  ochre  and  glue  sine,  asd 
afterwards  the  whole  fabric  being  submitted  to 
considerable  pressure  from  the  action  of  rollers, 
or  otherwise,  the  process  is  complete,  and  the 
fabric  is  now  ready  to  receive  the  wire. 

"  Though  we  find  the  process  above  described 
perfectly  adequate  to  the  purpose  of  impregnating 
the  woven  fabric  with  caoutchouc,  yet  as  the  sum 
is  somewhat  slow,  we  generally  employ  oerttir 
machinery  or  apparatus  for  producing  the  stmt 
result  in  a  more  economical  manner,  which  wt 
will  now  describe.** 

•  •  •  • 

"  Having  described  the  nature  of  our  mveatioA 
and  shown  how  it  is  to  be  carried  into  effect,  *) 
would  have  it  understood  that  we  do  not  cUin 
any  of  the  machinery,  apparatus,  or  means,  nereis 
described,  which  are  incident  to  the  carrying  oat 
our  invention,  but  we  declare  that  our  inveanos 
consists — 

"  First,  of  the  mode  of  producing  a  doth  or 
fabric,  by  combining  sheep's  wool  and  caontchoat 
together  with  a  third  materia],  which  third  ma- 
terial may  be  either  flax,  hemp,  or  cotton,  or  i 
mixture  of  the  same,  the  fabric  being  fulled  cr 
milled  to  a  proper  thickness,  before  applying  tht 
India  rubber,  such  fabric  being  peculiarly  adapted 
to  the  making  of  wire  cards,  ana  also  as  a  sobst- 
tute  for  leather  for  other  purposes. 

"  Secondly,  we  claim  as  our  invention,  the  a> 
\&<a&wi  %xA  XLotcAAnation  of  the  wooHea  ctotx 
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foiled  to  a  proper  thickness,  and  after- 
orated  with  caoutchouc,  and  cemented 
of  strong  cloth,  composed  of  flax,  hemp, 
as  a  substitute  for  leather  in  the  making 
rds. 

lastly,  we  would  have  it  understood, 
ire  aware  that  various  descriptions  of 
ive  been  coated  with  India  rubber,  and 
nay  have,  been  used  as  a  substitute  for 
id  have,  or  may  have,  been  employed  in 
ire  cards ;  we  do  not,  therefore,  claim 

L fabrics  in  general  with  India  rubber, 
i  peculiar  fabric  above  described.*' 


lowing  passage  from  the  21st  vol.  of  the 
of  the  Royal  Institution,'  published  in 
i  relied  on  in  the  subsequent  proceedings 
im*  v.  Walton,  to  repeal  the  above  pa- 
e  defendant : — 

v,  Feb.  3rd. — The  members  held  their 
3y  meeting  at   half-past  eight  o'clock, 
ecture  room  were    exhibited  a  great 
'specimens  of  caoutchouc  or  elastic  gum 
states,  from  the  uncoagulated  crude  sap 
e  to  that  of  perfect  purity  and  aggrega- 
also  as  united  to  various  fabrics,  pro- 
variety  of  strong,  flexible,  and  perfectly 
bt    materials,  some  being  of  extreme 
and    others    of  great    thickness    and 
These  were  furnished  by  Mr.  Thomas 
,  who  has  had  peculiar  opportunities  of 
ting  with  this  substance,  and  possesses 


the  knowledge  of  a  process  by  which  it  can  be 
rendered  fluid,  and  yet  retain  the  power  of  hard- 
ening and  assuming  its  elastic  state  again.  Mr. 
Farraday  explained  the  nature  of  caoutchouc,  and 
gave  the  results  of  an  analysis  of  the  unchanged 
sap.  The  various  specimens  of  cotton,  silk, 
linen,  leather,  felt,  woollen,  &c,  which  were 
upon  the  table,  had  been  rendered  water-tight  by 
the  intervention  of  a  layer  of  caoutchouc  between 
two  layers  of  the  fabric,  as,  for  instance,  cotton  or 
silk,  and  the  adhesion  was  so  perfect  that  the 
substance  seemed  but  as  one  web.  The  perfect 
retention  of  water  by  these  substances  was  shown 
by  a  calico  bag,  into  which  a  quart  of  water  had 
been  introduced  and  the  opening  closed  up ;  not 
a  drop  or  particle  of  moisture  could  be  perceived 
on  the  exterior,  though  the  bag  was  much 
handled  and  pressed. 

"  When  several  folds  of  calico,  linen,  or  canvas, 
were  cemented  together  by  this  substance,  a 
material  was  produced  answering  many  of  the 
purposes  of  leather,  and  surpassing  it  in  value  in 
numerous  applications.  Its  use  in  the  construc- 
tion of  the  connecting  bands  for  machinery  and 
card  fillets  has  been  tried  and  approved  of. 

"  In  consequence  of  the  manner  in  which  the 
caoutchouc  is  applied,  no  limit  occurs  as  to  the 
form  or  sue,  or  delicacy  or  strength,  of  the  water- 
tight vessels  or  things  which  may  be  made ;  it  ii 
equally  applicable  to  the  cloak  and  the  caravan 
cover,  to  the  most  ornamented  flower  vase,  and 
the  strongest  water  bucket"  Ibid.  131. 


Walton  v.  Potter  &  Horsfall. 


Cor.  Sir  N.  C.  Tindal,  C.J. 


Hil.Vac,  1841. 


i  was  an  action  for  an  infringement  of  the  above  patent,  Declaration. 

e  declaration,  after  the  usual  averments,  assigned  as  a 

,  that  the  defendants,  without  the  leave  of  the  plaintiff, 

ind  sold  and  exposed  to  sale  cards  in  imitation  of  the  said 

ion.    The  defendants,  after  setting  out  the  letters  patent, 

i — 1.  Not  guilty.     2.  That  the  plaintiff  was  not  the  true 

st  inventor  of  the  said  invention.    3.  That  the  said  in- 

i  was  not  at  the  time  of  making  the  said  letters  patent  a 

vention  as  to  the  public  use  and  exercise  thereof  within 

id.     4.  Setting  out  the  specification,  and  averring  that 

d  invention  was  unfitted  and  useless  for  the  construction 

jet  cards  and  top  cards  as   described  therein.     5.  That 

rintiff  did  not  in  and  by  the  said  specification  particularly 

>e  and  ascertain  the  nature  of  the  said  invention,  and  in 

manner  the  same  was  to  be  performed.     6.  Leave  and 


notice  of  objections  was  an  echo  of  the  pleas,  and  also  Notict  of  objec- 
ts specific  objections,  the  grant  of  the  two  letters  patent  *wm* 
j  24th  of  November,  1824,  and  the  15th  of  March,  1825, 
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Objections, 


Thi  gumming 
up. 


to  Thomas  Hancock,  for  the  invention  of  a  substitute  for 
leather,  and  alleged  that  large  quantities  of  such  artificial  leather 
had  been  made  into  and  used  as  cards  before  the  date  of  the 
plaintiff's  patent.  The  notice  also  stated,  that  the  invention 
was  not  a  new  manufacture,  that  the  mode  of  using  the  cloth 
was  not  sufficiently  described,  and  calculated  to  mislead,  and 
that  the  invention  was  useless  as  to  some  of  the  purposes 
named. 

Sir  T.  Wilde,  Sergt.,  Bompas,  Sergt.,  and  Addison,  were  coun- 
sel for  the  plaintiffs;  Sir  W.  Follett,  S.G.,  ChanneU,  Sergt, 
and  Cowling,  for  the  defendants.  The  nature  of  the  evidence 
will  sufficiently  appear  from  the  summing  up  of  the  learned 
judge. 

Sir  N.  C.  Tindal,  C.  J. :  Gentlemen  of  the  jury :  This  is  an 
action  brought  by  Mr.  Walton  against  Messrs.  Potter  and 
Horsfall,  for  the  invasion  of  a  patent,  which  was  granted  to  the 
plaintiff  for  certain  improvements  in  cards  for  carding  wool, 
cotton,  silks,  and  other  fibrous  substances,  and  for  raising  the 
pile  of  woollen  and  other  cloths,  and  which  patent  was  granted 
to  the  plaintiff  on  the  27th  of  March,  1834;  and  in  answer  to 
the  charge  which  is  made  by  the  plaintiff  against  the  defendants, 
several  pleas  have  been  put  on  the  record.  There  is  one  plea 
upon  which  no  evidence  at  all  has  been  given  before  you, 
namely,  that  whatever  the  defendants  did,  they  did  by  the  leave 
and  license  of  the  plaintiff— therefore,  you  may  leave  that  out  of 
your  consideration,  and  find  your  verdict  on  the  last  plea  at 
once  for  the  plaintiff. 

The  first  plea  the  defendants  have  put  upon  the  record  is, 
that  they  are  not  guilty,  and  by  that  they  mean  to  say,  as  indeed 
the  course  of  the  evidence  has  sufficiently  shown,  that  they 
have  not  infringed  the  patent  which  has  been  granted  to  the 
plaintiff.     It  is  not  so  common  an  occurrence  to  dispute  the 
infringement  of  the  patent  as  its  validity.     In  the  causes  which 
ordinarily  come  before  us,  the  question  is,  whether  the  patent 
is  a  good  one  or  not ;  but  here  there  is  a  double  inquiry  to  be 
made,  and  the  defendants  have  a  full  right  to  avail  themselves 
of  it.     It  is  therefore  upon  the  present  occasion  a  most  im- 
portant part  of  this  inquiry  to  ascertain,  whether  the  plaintiff's 
patent  has  been  infringed  or  not. 
The  question  of     Now,  according  to  the  general  rule  upon  this  subject,  that  is 
Mcuhvwe°for    a  mere  question  of  fact,  and  peculiarly  for  the  consideration  of 
the  jury,  who    the  jury,  and  it  will  be  for  you  to  say  under  the  circumstances 
the*  toy  ad-  e"  ^at  h*ve  been  brought  in  review  before  you,  whether  that  which 
vantage  has      has  been  done  by  the  defendants  amounts  to  such  an  infringe- 
the  invention  of  ment  or  not.     Where  a  party  has  obtained  a  patent  for  a  new 
the  plaintiff,      invention,  or  a  discovery  he  has  made  by  his  own  ingenuity,  it 
is  not  in  the  power  of  any  other  person,  simply  by  varying  in 
form  or  \n  \mm^m\  CAx^imstacwsfc*   the  nature  or  subject- 
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latter  of  that  discovery,  to  obtain  either  a  patent  for  it  himself  A.  D.  1841. 
r  to  use  it  without  the  leave  of  the  patentee,  because  that 
rould  be  in  effect  and  in  substance  an  invasion  of  the  right; 
nd  therefore,  what  you  have  to  look  at  upon  the  present  occa- 
ion,  is  not  simply  whether  in  form  or  in  circumstances,  that 
aay  be  more  or  less  immaterial,  that  which  has  been  done  by 
he  defendants  varies  from  the  specification  of  the  plaintiff's 
latent,  but  to  see  whether  in  reality,  in  substance,  and  in  effect, 
he  defendants  have  availed  themselves  of  the  plaintiff's  inven- 
ion  in  order  to  make  that  fabric,  or  to  make  that  article  which 
hey  have  sold  in  the  way  of  their  trade ;  whether,  in  order  to 
nake  that,  they  have  availed  themselves  of  the  invention  of  the 
)laintiff.  The  course  which  the  evidence  has  taken  has  made  it 
lot  an  immaterial,  but,  on  the  contrary,  a  very  necessary  in- 
jury for  you  upon  this  first  head  of  investigation,  to  determine 
whether  the  defendants'  patent,  which  they  have  taken  out,  is 
n  effect  borrowed  from  the  plaintiff's  or  not,  because  there  can 
x  no  doubt  whatever  that  all  the  defendants  have  done  they 
lave  endeavoured  to  clothe  themselves  with  the  right  of  doing 
yj  taking  out  the  subsequent  patent  of  1839.  The  only  evi- 
lence  of  infringement  we  have  had  before  us  is  the  purchase  at 
lie  manufactory  of  the  defendants  of  that  little  piece  of  card 
rhich  was  marked  with  the  initials  S.  G.,  and  there  can  be  no 
loubt  but  that  that  fabric,  which  was  so  produced  in  evidence 
lefore  us,  is  made  upon  the  plan  and  according  to  the  specifi- 
ation  of  their  own  patent,  and  therefore  it  will  be  not  imma- 
erial  to  call  to  your  attention  upon  this  first  head  of  inquiry  the 
pecification  of  the  plaintiff's,  and  next  that  of  the  defendants'  Or,  whether 
mtent,  in  order  that  we  may  compare  them  together,  and  see  thefe  !8  8,?ch  * 

,      ,  ,  11     .       i  ...  i  .       variation  in  sub- 

rhether  there  really  is  that  variation  in  substance  so  as  to  give  stance  as  to 
he  denomination  of  a  new  discovery  to  what  the  defendants  cousti,ut«  a  Dew 

*  discovery. 

tave  done,  or  whether  they  are  not  following  out  the  invention 
if  the  plaintiff,  with  some  variation  in  the  description,  which 
Day  not  allow  it  the  name  of  a  new  discovery. 

Now  the  plaintiff  in  his  specification  says,  "I  declare  the 
lature  of  my  invention  to  consist  in  the  application  and  adap~ 
ation  of  the  material  known  by  the  name  of  caoutchouc  or 
ndia  rubber,  as  a  substitute  for  the  fillets  or  sheets  of  leather, 
rhich  are  commonly  used  in  the  construction  of  ordinary  cards, 
rod  thus  giving  a  superior  elasticity  and  durability  to  such  cards." 
le  therefore  confines  the  description  of  his  invention  to  the 
ipplication  and  adaptation  of  India  rubber  in  lieu  of  leather  to 
he  cards;  that  is  the  substantial  part  of  the  invention  for  which 
le  claims  his  patent.  Then  he  goes  on  to  describe  the  manner 
n  which  this  invention  is  to  be  performed,  and  the  description 
rhich  he  gives  is  this — he  says,  "  the  regularity  of  distance  and 
miformity  of  the  dents  or  teeth  of  the  cards  are  found  to  be 
setter  preserved  by  a  piece  of  linen,  commonly  called  brown 
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sirN.CTWoi,  holland,  or  other  the  like  cloth,  well  glazed  and  cemented  on  to 
c.J.,  to  the  jury.  ^  j^^  Q£  ^g  caoutc|louc  or  India  rubber,  as  shown  by  a  red 

line/'  which  is  mentioned  in  the  plan  5  and  then  he  goes  on  to 
tell  you,  that  "  the  cloth  when  fastened  to  the  caoutchouc  con- 
tinues to  keep  the  dents  or  teeth  more  firmly  in  their  placet 
when  in  use,  and  the  foundation  or  fillet  being  thereby  made 
much  stiffer,  the  action  of  the  dents  or  teeth  is  less  uncertain  in 
their  elastic  movements."  And  he  says,  "  the  cloth  so  cemented 
to  the  India  rubber  or  caoutchouc,  is  to  be  affixed  to  the 
cylinder  or  board  in  the  ordinary  carding  engine  by  nails; 
but  if  it  is  to  be  affixed  by  cementing  them,  it  is  desirable  to 
remove  the  cloth,  which  in  this  case  should  only  be  slightly 
attached  to  the  India  rubber,  and  this  will  be  found  the  bat 
mode  of  applying  the  cards  thereon.*'  Then  a  little  after, 
in  a  subsequent  part,  he  talks  about  the  mode  in  which  he 
requires  the  India  rubber  to  be  used,  and  what  he  says  is, 
"  it  may  be  as  well  here  to  observe,  that  when  I  mention  cement 
in  this  specification  I  always  allude  to  what  is  now  generally 
called  India  rubber  cement,  and  which,  as  it  has  now  become 
an  article  of  general  sale,  and  may  be  bought  by  that  name,  I 
do  not  think  it  necessary  further  to  describe  the  same;  but  as 
the  machines  for  cutting  India  rubber  are  not  generally  knowB, 
and  as  I  prefer  caoutchouc  or  India  rubber  in  the  state  it  m 
imported  for  my  purpose,  I  will  now  describe  the  means  whick 
I  use  for  cutting  the  caoutchouc  or  India  rubber."  That  its 
unnecessary  to  trouble  you  with,  the  only  object  is  to  show 
that  he  used  the  India  rubber  in  the  state  in  which  itisisv 
ported,  by  cutting  a  thin  slice  of  it,  and  affixing  it  to  this  fabric 
of  brown  holland,  or  other  such  like  cloth,  and  carrying  tie 
dents  or  teeth  through  the  cloth  from  the  outside,  so  as  to  fern 
the  subject  of  the  patent,  which  is  the  card  at  the  end ;  be  goes 
on  further  to  say,  having  described  the  nature  of  his  invention 
for  this  card,  "  I  do  not  claim  any  particular  method  or  means 
of  setting  or  placing  the  dents  or  teeth  of  the  cards,  nor  do  I 
claim  the  means  herein  described  for  pricking  the  cards,  but 
have  described  the  various  parts  as  the  means  I  have  pursued 
and  find  to  answer  in  effecting  my  improvements  in  cards. 
And  I  do  hereby  confine  my  claim  of  invention  to  the  applica- 
tion and  adaptation  of  caoutchouc  or  India  rubber  as  the  fillet 
or  sheet,  or  medium  in  which  the  dents  or  teeth  are  to  be  set 
together  in  the  manufacture  of  cards,  and  thereby  obtaining  a 
superior  elasticity  and  durability  to  cards  as  above  described;" 
evidently  therefore,  in  the  beginning,  the  middle,  and  the  eod 
of  it,  limiting  the  patent  which  he  has  solicited  and  obtained  to 
the  adaptation  of  India  rubber,  coupled  with  the  fillets  of  dots 
which  he  puts  at  the  back  of  it,  giving  elasticity  and  durability 
to  the  card. 
This  patent  m&  taken  out  in  the  year  1834,  and  it  appeals 
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that  in  the  year  1837,  the  defendants  for  the  first  time  pur-  A.D.  1841. 
chased  some  of  these  cards ;  and  it  appears  also,  upon  evidence 
that  was  given  by  the  defendants  themselves  in  the  course  of 
tins  inquiry,  that  shortly  after  the  time  when  Mr.  Walton's 
cards  had  been  purchased  by  the  defendants,  experiments  began 
to  be  made  by  one  of  the  defendants  at  their  manufactory ;  and 
some  time  after  that,  namely,  in  the  month  of  April,  1839,  a 
patent  was  granted  to  the  defendants  for  an  improvement  in 
cards  for  carding  various  fibrous  substances. 

Now  what  you  have  to  say  is,  as  I  before  stated,  whether  A  specious  va- 
you  are  satisfied  that  the  card  that  was  produced  before  you  in  J^^fo^ 
evidence,  and  which  you  may  assume  I  think  upon  the  evidence  alteration  in  the 
to  have  been  made  in  accordance  with  the  specification,  is  a  uon^an  in-apU" 
specious  variation  in  form  only,  an  ingenious  alteration  in  the  fringemem  of 
mode  of  adaptation,  or  whether  it  is  really  and  substantially  a    e  ** 
aew  discovery  on  the  part  of  the  defendants.     In  the  one  case 
it  would  be  an  infringement  of  the  patent,  in  the  other  it  would 
not*     Now  the  account  they  give  in  their  specification  is,  "  we 
do  declare  the  nature  of  our  invention  of  an  improvement  or 
improvements  in  cards  for  carding  various  fibrous  substances, 
part  of  which  improvements  may  be  used  as  a  substitute  for 
leather,  to  consist  in  the  manufacture  of  a  new  material  or  sub- 
stance for  receiving  the  wire  teeth,  which  have  hitherto  for  the 
most  part  been  set  in  leather,  and  we  shall  now  proceed  to 
describe  the  manner  in  which  the  same  is  to  be  performed  and 
Darned  into  effect.'5     Now  they  make  it  to  consist  of  two 
parts — first,  in  the  preparation  of  the  cloth  in  the  way  I  shall 
mention  to  you,  and  then  saturating  the  cloth  with  dissolved 
India  rubber.     First,  they  say,  "  In  the  first  place  we  provide  a 
voren  fabric  of  a  peculiar  construction,  which  we  manufacture 
as  follows.    We  make  the  warp  or  chain  of  a  material  possessed 
rf  the  greatest  possible  strength,  and  the  least  elasticity,  such 
is  yarn  or  thread,  made  of  flax,  hemp,  or  cotton,  which  yarn  or 
thread  we  prefer  to  be  made  of  two  or  three  folds  or  strands 
doubled  and  twisted  together,  the  warp  being  in  the  loom,  it  is 
to  be  made  into  cloth  by  being  shot  or  wefted  with  woollen 
ireft,  that  is,  with  yarn  or  thread  composed  of  sheep's  wool. 
The  cloth  being  woven,  it  is  next  to  be  cleansed  or  scoured,  so 
■s  to  free  it  from  any  oil  or  other  impurities,  and  milled,  by 
which  latter  process  the  fabric  is  brought  to  the  requisite  thick- 
ness or  substance,  by  being  milled  up  in  width,  or  in  the  direc- 
tion of  the  thread  or  yarn  of  wool.     By  this  means  we  obtain  a 
doth  capable  of  resisting  a  very  considerable  strain  or  tension 
tn  the  direction  of  the  warp,  whilst  the  body  of  the  cloth  itself 
remains  exceedingly  soft  and  porous:   we  find  that,  for  most 
kinds  of  cards,  cloth  milled  up  to  such  a  thickness  as  that  one 
jrard  in  length  by  twenty-seven  inches  in  width  shall  weigh 
from  fourteen  to  sixteen  ounces  avoirdupois,  is  the  most  suit- 

4  o 
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Sir  N.C.Tinc/a/,  able,  though  it  will  be  evident  that  these  proportions  maybe 
C.J.ttathgjury.  varie(^  as  circumstances  may  require."     Then,  having  got  this 
cloth,  this  is  what  they  proceed  to  do  with  it.     "  The  cloth  thus 
prepared  is  passed  through  a  solution  of  India  rubber,  known 
to  the  trade  as  India  rubber  varnish  or  cement,  and  in  the 
passing  of  the  fabric  a  quantity  of  the  varnish  will  adhere  to 
the  surfaces,  and  the  fabric  in  this  state  is  wound  tightly  up 
and  allowed  to  stand  a  few  minutes,  then  is  unrolled  and  passed 
a  second  time  through  the  varnish,  by  which  means  a  still 
further  portion  of  the  India  rubber  varnish  will  adhere  to  the 
cloth,  and  being  again  tightly  wound  up,  it  is  to  remain  a  suf- 
ficient length   of  time  to  allow  the  varnish  to  penetrate  or 
become  absorbed  by  the  cloth.     It  is  usually  necessary  to  pass 
the  cloth  a  third  time  through  the  varnish,  after  which  we  gene- 
rally find  that  the  cloth  is  saturated,  and  being  again  left  as 
before  in  the  coil,  the  whole  mass  becomes  equally  and  com- 
pletely penetrated  by  the  varnish.     Its  being  in  this  state  may 
be  known  by  the  cloth  assuming  a  semi-transparent  appear- 
ance.    The  coil  of  cloth  is  then  unwound  and  exposed  to  the 
atmosphere,  so  as  to  allow  the  varnish  to  dry,  after  which  it  is 
to  be  drawn  once  or  twice  through  the  varnish,  by  which  die 
cloth  will  imbibe  a  further  portion  of  it,  so  as  to  fill  up  die 
pores  or  interstices  which  the  operation  of  drying  has  left  open. 
If  this  process  has  been  properly  conducted,  the  fabric  will  now 
consist  of  nearly  one-third  caoutchouc  or  India  rubber  and  two- 
thirds  cloth,  by  weight,  but  these  quantities  may  be  varied. 
The  India  rubber  or  caoutchouc  varnish  or  cement  being  an 
article  that  may  be  freely  purchased,  and  the  modes  of  pre- 
paration being  well  known,  it  is  unnecessary  further  to  particu- 
larize it.    The  preparation  of  our  improved  material  being  thai 
far  completed,  we  next  cover  it  on  each  side  with  a  mixture  of 
ochre  and  weak  size,  which  by  destroying  the  adhesiveness  of 
the  India  rubber,  facilitates  the  subsequent  operation  of  inserting 
the  wire  teeth,  and  also  gives  to  the  fabric  more  of  the  appear- 
ance of  leather."    That,  in  substance,  is  the  description  which 
they  give,  concluding  by  saying — 4*  Though  we  find  the  process 
above  described  perfectly  adequate  to  the  purpose  of  impreg- 
nating the  woven  fabric  with  caoutchouc,  yet  as  the  same  is 
somewhat   slow,  we   generally  employ   certain   machinery  or 
apparatus  for  producing  the  same  result  in  a  more  economical 
manner,  which  we  will  now  describe."    Therefore,  the  prin- 
ciple of  the  discovery  for  which  they  obtain  their  patent,  they 
profess  to  be,  the  manufacturing  of  cloth  of  a  particular  fabric, 
and  the  saturating  every  fibre  of  this  cloth  with  the  dissolved 
caoutchouc  or  India  rubber,  through  which   they  afterwards 
insert  or  force  the  dents  or  teeth. 
There  may  be'       Now  there  can  be  no  doubt  whatever  that,  although  one 
many  paten  to    man  ^^  0\rta\i\fcd  a  patent  for  a  given  object,  there  are  many 

for  the  same  r  °  * 
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modes  still  open  for  other  men  of  ingenuity  to  obtain  a  patent  object,  provided 

^        ,  •  .  ,  ,  ,     ,       ,.  the  subsequent 

for  the  same  object ;  there  may  be  many  roads  leading  to  one  invention*  rest 
place,  and  if  a  man  has.  by  dint  of  his  own  genius  and  discovery  VP°n  the  8k,u  of 

a  »i  i-ii  ii  .  i  .„  7  the  inventor, 

after  a  patent  has  been  obtained,  been  able  to  give  to  the  public,  and  have  been 
without  reference  to  the  former  one,   or  borrowing  from  the  JJ^^J^",. 
former  one,  a  new  and  superior  mode  of  arriving  at  the  same  being  borrowed 
end,  there  can  be  no  objection  to  his  taking  out  a  patent  for  [n0Venuon.f0rmer 
that  purpose.     But  he  has  no  right  whatever  to  take,  if  I  may 
so  say,  a  leaf  out  of  his  neighbour's  book,  for  he  must  be  con- 
tented to  rest  upon  his  own  skill  and  labour  for  the  discovery, 
and  he  must  not  avail  himself  of  that  which  had  before  been 
granted  exclusively  to  another;  and  therefore  the  question  again 
comes  round   to   this — whether  you  are  of  opinion   that  the 
subject-matter  of  this  second  patent  is  perfectly  distinct  from 
the  former,  or  whether  it  is  virtually  bottomed  upon  the  fonner, 
varying  only  in  certain  circumstances,  which  are  not  material 
to  the  principle  and  substance  of  the  invention. 

Upon  this  part  of  the  inquiry  there  have  been  various  wit- 
nesses called  on  both  sides,  and  you  will  judge  of  the  value  of 
what  they  have  stated  according  to  your  memory,  if  it  serves 
you  for  the  purpose,  and  afterwards,  according  to  my  notes,  if 
it  becomes  necessary,  by  weighing  against  each  other  certain 
contradictory  testimonies,  which  cannot  well  be  reconciled.  On 
the  part  of  the  plaintiff,  there  is  the  evidence  of  Mr.  Brande, 
Mr.  Daniell,  Mr.  Edward  Cowper,  and  Mr.  Carpmael — all  of 
them  asserting,  and  the  two  gentlemen  who  were  skilled  in 
chemistry  giving  their  reasons  for  it — that  in  their  opinion,  ac- 
cording to  the  best  of  their  judgment,  the  discovery  so  called 
by  the  defendants,  is  really  not  in  any  material  circumstance 
different  from  that  of  the  plaintiff's,  and  that  it  is  really  bot- 
tomed upon  the  same  principle.  On  the  other  hand,  you  have 
the  evidence  of  Mr.  Farey,  Dr.  Ure,  and  Mr.  John  Thomas 
Cooper,  who  have  given  their  testimony  to  it  to-day  to  a 
contrary  effect;  Mr.  Farey  said,  that  in  his  judgment  and 
opinion,  there  is  a  perfect  dissimilarity  between  the  one  and  the 
other.  You  must  weigh  one  against  the  other;  the  value  of 
their  respective  testimonies  will  much  depend,  not  only  upon 
the  reasons  they  assign  for  the  diversity  of  their  judgment, 
but  a  good  deal  also  upon  the  manner  in  which  they  gave 
their  testimony,  and  approved  themselves  as  witnesses  before 
yon. 

That  then  is  the  first  point.  You  will  have  first  to  say — 
has  the  patent  been  infringed  or  not  ?  Then  comes  the  second 
inquiry,  in  which  the  defendants  allege  that  the  plaintiff  is  not 
the  first  and  true  inventor  of  the  discovery;  and  they  then  go 
on  to  say,  thirdly,  what  for  the  purposes  of  this  cause  will 
be  very  much  connected  with  the  second  plea,  viz.  that  the  in- 
vention was  not  new  in  England,  but  that  it  was  publicly  in 
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SirN.C.Tmda/,  use  at  the  time  the  patent  was  granted  (c).  You  are  quite  aware, 
c.J.,t*  thejury.  gentlemen,  the  granting  of  patents  is  limited  by  a  statute  so 
early  as  the  time  of  James  the  First,  and  patents  were  granted 
only  to  those  persons  who  were  the  first  and  true  inventors  of 
the  subject-matter  for  which  the  exclusive  privilege  was  given. 
That  was  to  secure  the  sole  right  of  using  their  inventions  to 
sagacious  and  ingenious  persons,  who  often  spent  their  lives 
in   study,  and  who  were  ill  requited  without  it;  but  it  was 
meant  only  as  a  reward  to  the  first  and  true  inventor,  and 
though  the  matter  may  not  have  been  used,  the  party  is  not 
entitled  to  his  patent  (and  this  plea  expressly  raises  that  ques- 
tion for  your  determination),  unless  he  is  the  first  and  true 
inventor ;  therefore,  if  the  subject-matter  of  the  patent  has  been 
discovered — has  been  published  in  a  dictionary,  for  example— 
though  it  has  not  been  reduced  into  practice,  if  a  man  merely 
adopts  it,  the  merit  is  so  small  that  his  patent  for  it  iwould  be 
worth  nothing;  and  upon  the  present  occasion,  the  plea  I  now 
The  question,    c*U  your  attention  to,  whether  the  plaintiff  is  the  true  and  first 
w.h*th.^.theh     inventor,  will  turn  upon  the  inquiry,  whether  he  borrowed  Us 
trueand first  in- invention  from  a  former  patent,  which  was  taken  out  by  Mr. 
ventor  or  not,    Hancock;  because,  on  the  part  of  the  defendants,  it  is  alleged, 
whether  he  bor-  that  virtually  and  substantially  the   discovery  as  it  is  called 
rowed  the  in-     0f  the  plaintiff  is  no  more  than  an  alteration  of  a  discovery 

vention  from  a        .  \  \  ' 

source  open  to  of  Mr.  Hancock  s ;  that  you  will  have  to  consider,  applying 
the  public.  tne  kjnci  Q£  inq^iy  and  investigation  which  you  had  before 
submitted  to  your  minds  with  respect  to  the  comparison  of  the 
plaintiff's  and  the  defendants'  specification,  to  this  new  investi- 
gation as  to  the  specification  of  Mr.  Hancock  and  the  specifica- 
tion of  the  plaintiff;  and  that,  in  effect,  is  the  same  inquiry  as 
the  next  plea,  which  says,  the  subject-matter  of  this  invention 
was  publicly  known  in  England  at  the  time,  or  before  the  time 
(a.d.  1834)  of  the  date  of  the   plaintiff's  patent.     It  is  not 

(c)  The  two  issues  of  novelty,  viz.  whether  the  a  former  patent  stands  on  peculiar  grounds,  beta 
plaintiff  is  the  true  and  first  inventor,  within  the  in  respect  of  publication,  and  as  Ming  the  sab- 
meaning  of  the  statute,  and  whether  the  invention  ject  of  a  former  grant  See  anU  86,  n.  e. 
at  the  time  of  the  grant  be  new  as  to  public  The  publication  of  an  invention  as  complete 
use  and  exercise,  are,  as  in  this  case,  generally  in-  and  perfected  must  be  distinguished  from  tkat 
volved  together,  because,  if  the  latter  be  csta-  which  rests  in  suggestion  and  speculation.  See 
blished  in  the  negative,  the  former  is  involved  in  per  Lord  Abinger,  C.B.,  ante  534 ;  see  also  in  the 
it ;  but  they  are,  in  point  of  law  and  of  fact,  dis-  case  of  The  Househill  Company  v.  KeiUam,  in  tat 
tinct  issues,  for  it  may  well  be  that  the  invention  House  of  Lords.    Pott, 

was  never  in  public  use  and  exercise,  and  yet  that  A  third  question  may  sometimes  arise  under  tbe 
the  grantee  of  the  letters  patent  is  not  the  true  and  issues  of  novelty,  with  reference  to  a  complttel 
first  inventor,  by  reason  of  his  having  learnt  it  invention,  once  in  actual  public  use  and  exer- 
from  some  person  within  the  country,  or  from  rise,  but  which  had  gone  out  of  use  and  been  re- 
the  specification  of  some  prior  patent,  or  from  invented  and  made  the  subject  of  letters  patent- 
some  published  book  in  general  circulation,  or  whether  such  letters  patent  would  be  valid  1  Oi 
other  source  open  and  accessible  to  the  public,  tbe  authority  of  the  recent  case  of  The  HoasekiU 
In  such  cases  it  may  be  a  material  question  for  Company  v.  Neibon,  in  the  House  of  Lords,  it 
the  jury,  whether  the  grantee  borrowed  it  from  would  appear  that  such  subsequent  letters  palest 
that  source,  or  devised  it  of  his  own  wit  and  are  invalid ;  but  see  the  exception  made  bt  tat 
ingenuity.  See  per  Sir  N.  C.  Tindal,  C.  J.,  ante  noble  and  learned  lords  at  the  eottdasioa  m  tkst 
507,  and  post  628 ;  also  5  &  0'  W.  4.  c.  83,  s.  2.  case.  Pott. 

That  which  is  contained  in  tVic  spec&c&Uou  ot 
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dleged,  and  indeed  there  is  no  evidence  at  all  that  there  were  AD.  1841. 
my  cards  which  were  made  with  any  substance  except  leather, 
rith  the  single  exception  of  those  which  were  made  by  Mr. 
Hancock,  or  by  persons  under  his  directions,  and  therefore,  it 
wally,  with  respect  to  the  two  pleas,  brings  the  question  iden- 
acally  to  this — whether  the  one  patent  is  distinct  in  principle 
10m  the  other,  or  whether  it  is  merely  the  raising  up  again, 
ifter  the  expiring  of  the  old  patent,  of  a  new  one  in  substance 
the  same  as  the  plaintiff's.  I  have  already  read  to  you  what 
the  specification  of  the  plaintiff's  patent  is.  Let  us  see  what 
lays  the  specification  of  Mr.  Hancock,  and  then  call  to  mind 
the  evidence  which  has  been  given  on  each  side  with  respect  to 
that  part  of  the  case.  Mr.  Hancock  took  out  his  patent  in  the 
fear  1825,  and  he  calls  it  a  patent  "for  a  method  of  making 
or  manufacturing  an  article  which  may  be,  in  many  instances, 
substituted  for  leather,  and  be  applied  to  various  other  useful 
purposes."  He  does  not  particularly  apply  his  patent  to  the 
making  of  cards  (d),  but  he  applies  it  generally,  as  you  will  find 
by  the  instances  which  he  gives,  to  a  substitution  for  leather  for 
nearly  all  the  purposes  to  which  leather  could  be  used.  He 
lays,  "my  said  invention  consists  in  filling,  saturating,  and 
Bombining  various  fibrous  substances  in  their  manufactured  and 
unmanufactured  state,  with  a  composition  which  leaves  the 
fibres  sufficient  flexibility,  and  at  the  same  time  unites  and  con- 
solidates them  into  one  mass,  thereby  increasing  their  strength 
and  durability,  and  producing  by  these  means  a  manufacture, 
which  may  be  in  many  instances  substituted  for  leather,  and 
be  applied  to  other  useful  purposes,  such  as  soles  for  shoes  and 
boots,  hose  pipes,  pails,  and  other  articles  which  have  hereto- 
fore been  made  of  leather,  and  also  to  other  useful  purposes, 
such  as  the  roofs  of  verandas,  corn  and  flour  sacks,  packing 
doths,  and  tarpaulins."  And  he  goes  on  to  give  an  account  of 
the  mode  in  which  he  makes  this  new  article.  He  says,  "as 
the  same  process  is  applicable  to  all  the  combinations,  it  will  be 
necessary  to  describe  the  method  I  pursue  in  one  case  only,  as 
any  variation  may  be  made  in  arranging  the  different  substances 
at  the  discretion  of  the  operator.  I  take  a  piece  of  cotton  cloth, 
of  any  convenient  size,  and  strain  it  on  a  board,  and  spread  over 
it,  with  a  spatula,  or  other  convenient  instrument,  a  full  coating 
of  one  of  the  compounds  to  be  hereafter  described.  I  then 
spread  on  or  over  the  compound  a  layer  of  carded  cotton,  some- 
what similar  to  the  article  known  by  the  name  of  wadding, 


(d)  See  in  the  extract  from  the  'Journal  of  the  bition  at  the  Royal  Institution,  on  which  occasion 

Royal  Institution/  ante  585,  as  to  what  was  said  more  than  three  hundred  persons  were  present, 

to  nave  been  done  under  this  patent.    In  the  sub-  and  the  published  account  in  the  journal,  appear 

sequent  trial,  Walton  v.  Batanun,  pott  61 3, the  user  to  have  been  entirely  overlooked,  and  were  not 

of  the  artificial  leather  of  Hancock  to  a  limited  brought  forward  until  the  trial  of  the  tcire  facias 

extent  for  cards  was  much  relied  on,  but  the  exhi-  in  the  year  1842. 
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SirN.C.  TiWai,  spreading  over  this  again  another  piece  of  cotton  cloth,  pre- 
CJ.,totfc«>rjf.pare(j  M  the  grst.  j  tnen  suomit  the  whole  to  sufficient  pres- 
sure between  boards  or  plates  of  metal,  either  passing  them 
through  or  between  rollers,  or  otherwise,  to  force  the  com- 
position quite  through  the  layer  of  carded  cotton.  I  then 
carefully  remove  it  from  the  boards  or  plates,  and  leave  it  to 
dry,  either  in  the  open  air,  or  in  a  warm  room,  heated  to  80  or 
90  degrees  of  temperature,  and  proceed  to  make  others  in  the 
same  manner.  When  I  perceive  that  they  are  nearly  or  quite 
dry,  I  again  submit  them  to  the  press ;  or,  if  one  of  these  strata 
is  not  sufficient  to  make  up  the  thickness  I  require,  I  put  two, 
three,  or  four  more  together,  spreading  the  said  compound  on 
the  surfaces  again,  if  necessary,  and  increasing  the  pressure." 
Now  the  next  account  he  gives  us  of  the  article  is,  of  the  com- 
pound in  which  this  is  immersed,  and  that  is  very  material  for 
your  consideration.  He  says,  "  I  make  the  compound  or  com- 
pounds with  which  I  unite  or  combine  the  said  substances,  as 
follows : — No.  1.  I  take  two  pounds  of  caoutchouc,  dissolved  in 
one  gallon  of  equal  parts  of  oil  of  turpentine  and  highly  rectified 
coal  tar  oil,  six  ounces  of  black  resin,  two  pounds  of  strong  glue 
size,  and  one  pound  of  ochre,  powdered  pumice,  or  whiting, 
and  mix  the  whole  together.  He  goes  on  to  No.  2,  which  is 
"one  and  a  half  pound  of  caoutchouc,  dissolved  as  before  stated, 
and  one  pound  of  strong  glue  size."  Then  he  mixes  these 
together,  and  he  immerses  the  fabric  which  he  has  before  de- 
scribed to  you  in  it,  until  it  is  thoroughly  saturated. 

That  is  the  account  he  gives  of  his  discovery ;  that  of  the 
plaintiff  being  the  simple  cutting  of  a  slice  of  native  India 
rubber,  and  fixing  it  by  a  cement  which  is  well  known  to  a  piece 
of  linen  cloth,  and  then  running  the  teeth  of  the  card  through 
it.  Now  whether  upon  reading  of  it  you  think  there  is  a  con- 
currence of  invention  in  the  man  who  comes  second,  and 
describes  that  second  mode  of  producing  that  effect,  or  whether, 
when  you  weigh  the  mode  by  which  the  first  is  to  be  done  by 
various  steps,  you  see  there  is  a  real  substantial  distinction  be- 
tween that  and  the  mode  which  is  adopted  by  the  successor, 
will  be  the  question  for  you  to  determine.  That,  again,  is  not 
left  without  evidence  on  both  sides,  for  here  you  have  very 
strong  evidence.  On  the  part  of  the  plaintiff  you  have  Mr. 
Carpmael,  who  states  himself  to  be  a  person  familiar  with  these 
subjects,  and  having  been  long  versed  in  them,  and  saying, 
it  is  a  matter  perfectly  distinct.  Then  you  have  Mr.  Smith,  a 
cotton  spinner,  who  is  called  for  the  purpose  of  saying,  that 
he  had  never  heard  of  any  thing  of  the  sort  until  the  period  of 
time  when  Mr.  Walton  took  out  his  patent;  and  you  have  the 
witness,  Abraham  Crowder,  who  was  called  on  the  part  of  the 
defendants,  who  states,  that  until  this  was  known  he  new 
knew  any  t\ung  of  ttve  *QTt\xv  use  before;  and  you  have  the 
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evidence  of  numerous  witnesses  who  have  been  called  from  dif-  A.D.  1841. 
ferent  quarters,  to  show  that  they  were  acquainted  with  the 
trade  both  in  Scotland  and  in  the  west  of  England  many  of  them, 
and  in  the  north,  where  principally  these  matters  are  carried 
on,  and  who  were  much  conversant  with  them,  and  they  all 
state  they  never  heard  of  cards  being  made  of  any  other  ma- 
terial but  leather  until  Mr.  Walton's  were  produced.  On  the 
other  side  you  have  the  evidence  of  Mr.  Farey,  who  states  that, 
in  his  judgment,  the  two  are  perfectly  similar — the  principle 
upon  which  they  are  both  made  is  the  same.  Then  you  have 
the  evidence  of  Mr.  Whiteby,  and  you  have  then  the  evidence  of 
Mr,  Hemmingway,  who  is  the  person  who  had  adopted  and 
used  Mr.  Hancock's  invention,  and  several  other  witnesses,  who 
have  received  cards  made  by  him,  to  show  they  had  put  in  use 
this  invention  of  Mr.  Hancock's,  and  not  any  other;  and  last  of 
all  you  have,  which  is  important  to  recall  to  you,  the  evidence 
of  Mr.  Hancock,  the  inventor  himself,  who  certainly  says,  his 
patent  is  not  the  same  as  Mr.  Walton's — that  he  never  under- 
stood it  to  be  the  same ;  nor,  says  he,  is  it  the  same  as  that 
which  is  made  by  the  defendants ;  and  that  is  stated  in  oppo- 
sition to  Mr.  Farey,  who,  we  understand,  speaks  as  a  man 
of  science  on  the  subject.  You  have,  on  the  other  side,  the 
evidence  of  Mr.  Cottam,  and  Mr.  Brande,  and  what  those  gen- 
tlemen state  is  in  contradiction  or  in  opposition,  as  far  as  the 
scientific  evidence  is  concerned,  to  Mr.  Farey,  in  the  opinion  he 
gives.  That  will  be  the  question  for  you  upon  the  second  and 
third  pleas. 

Now  we  come  to  the  fourth  answer,  which  is,  that  the  speci- 
fication does  not  particularly  describe  the  nature  of  the  inven- 
tion. Generally  speaking,  the  rule  which  is  laid  down  upon 
occasions  when  the  sufficiency  of  the  specification  is  called  in 
question  is  this — that  as  these  specifications  are  drawn  by  men 
who  are  more  conversant  with  the  particular  article  than  juries, 
who  are  selected  indiscriminately  from  the  public,  and  certainly 
much  more  than  judges,  whose  knowledge  is  confined  to  one 
particular  department,  credit  is  given  to  witnesses,  if  they  are 
conversant  with  the  subject-matter  of  the  invention,  and  are 
able  to  tell  you,  and  you  believe  it,  that  they  see  enough  on  the 
face  of  the  specification  to  enable  them  to  make  the  article 
without  difficulty.  You  know  the  object  of  the  specification  is,  xhespeciBca- 
that  it  is  the  price  which  the  party  who  obtains  the  patent  pays  i»°n  the  price 
for  it,  and  it  would  be  a  hard  bargain  on  the  part  of  the  public,  Mentor,  and 
if  he  were  allowed  to  clothe  his  discovery  and  his  description  in  |t8  «ufficiency 

.  ill  i  •  i  i  i         l      in  matters  of 

characters  so  dark  and  so  ambiguous,  that  no  one  could  make  description  is  a 
from  it  when  the  fourteen  years  have  expired,  and  he  should  question  for  the 
not  have  paid  the  price  for  which  he  enjoyed  the  exclusive  pri- 
vilege, but  that  he  should  have  it  in  his  own  hands  still  for  as 
long  a  period  as  he  chooses;  and  therefore,  it  is  always  a  proper 
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SirN.C.  Tmdait  answer  when  a  patent  is  set  up,  to  say  that  you  have  not  so 
c  .,tot  ejury.  jescrjbe(j  j^  that  ft  may  jje  understood.  Now,  then,  upon  that 
you  have  the  evidence  in  the  first  place  on  the  part  of  the 
plaintiff  of  Mr.  Carpmael  and  Mr.  Cottam ;  and  on  the  part  of 
the  defendant  Mr.  Farey  says,  the  description  in  the  specifica- 
tion is  not  intelligible;  the  part  upon  which  the  particular 
difficulty  has  arisen  is  the  sentence  to  which  I  will  call  your 
attention.  It  is  said,  that  the  part  which  is  principally  found 
fault  with  on  the  part  of  the  defendants,  is  the  description  as  to 
the  mode  in  which  the  teeth  are  to  be  affixed  in  the  card,  and 
also  the  way  in  which  the  card,  under  certain  circumstances,  is 
to  be  affixed  to  the  engine  itself.  It  is  said,  "  The  cloth,  when 
fastened  to  the  caoutchouc,  continues  to  keep  the  dents  or 
teeth  more  firmly  in  their  places  when  in  use,  and  the  founda- 
tion or  fillet  being  thereby  made  much  stiffer,  the  action  of  the 
dents  or  teeth  is  less  uncertain  in  their  elastic  movement"  It 
is  alleged  and  stated,  this  leaves  it  in  doubt — whether  the  teeth 
under  all  the  circumstances  are  to  be  affixed  in  the  card,  whilst 
the  fabric  of  cotton  or  brown  holland  is  on  the  back,  or  not 
Some  of  the  gentlemen  who  have  read  this  before  you  state, 
they  feel  no  difficulty  upon  looking  at  the  whole  of  it  in  under- 
standing what  was  intended — whether  the  card  was  to  be  used 
as  a  fillet  card,  or  whether  it  was  to  be  used  by  being  fixed 
closely  to  the  top  or  the  back,  or  any  part  of  the  cylinder ;  they 
understand  that,  in  either  case,  the  teeth  were  never  intended  to 
be  put  in  until  after  the  brown  holland,  whether  it  was  to  be 
lasting  or  temporary,  only  the  brown  holland  was  to  be  put  on 
the  top  of  it.  You  will  say  for  yourselves,  whether  that  is 
made  intelligible  or  not. 

Then  there  is  another  difficulty  pointed  out,  that  "  the  cloth 
cemented  to  the  India  rubber  or  caoutchouc  is  to  be  affixed  to 
the  cylinder  or  board,  or  the  ordinary  carding  engine,  by  nails, 
but  if  it  is  to  be  affixed  by  cementing,  then  it  is  desirable  to 
remove  the  cloth."  It  is  said,  "what  is  meant  by  this?" 
According  to  the  evidence  that  was  given  by  one  person  who 
read  it,  he  says,  it  is  to  be  affixed,  that  is,  that  the  card  is  to  be 
affixed,  and  then  you  are  to  take  away  and  remove  the  brown 
holland,  which  is  only  meant  for  a  temporary  covering,  and  fix 
it  close  to  the  machine  itself;  the  back  of  the  engine  having  the 
same  effect  as  to  the  elasticity  which  is  afforded,  or  rather  with 
a  view  to  resistance,  as  if  there  were  a  fabric  of  brown  holland. 
However,  you  have  certainly  had  persons,  one  or  two  persons 
who  were  artificers,  who  state,  they  should  feel  no  difficulty  in 
making  from  the  description  that  which  is  intended  to  be  made; 
you  must  say  how  far  they  speak  correctly  or  not 

It  is  also  said,  it  is  not  useful  for  some  of  the  purposes, 
viz.  top  and  sheet  cards,  specified,  and  that  is  the  last  plea  you 
need  consider     Now,  there  has  been  certainly  no  evidence 
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ailed  before  us,  that  I  am  aware  of,  in  which  any  experiment  A.  D.  1841. 
ma  actually  been  made  with  a  top  card  or  a  sheet  card,  and  has 
sdled.  A  great  many  witnesses  have  been  called,  who  have  stated 
heir  judgment  and  opinions  that  it  would  not  succeed — one 
i  surprised  that  the  experiment  has  not  actually  been  tried. 
lie  mode  in  which  they  state  that  the  sheet  card  would  not 
aoceed,  is,  because  the  sheet  card  requires,  as  I  understand 
hem,  a  very  great  lateral  pressure,  for  the  purpose  of  fixing  it 
pon  the  cylinder ;  and  if  you  give  it  that  great  lateral  pressure, 
;  seems,  according  to  the  judgment  of  some  of  them,  it  would 
ave  the  effect  of  loosening  or  altering  the  position  of  the  teeth 
f  the  different  cards — that  they  would  tear  off  if  you  put  nails 
1  on  the  sides  of  the  sheets — and  such  would  be  the  violence  of 
lie  pull  in  order  to  bring  them  together,  that  it  would  tear 
ff  the  edges,  through  which  the  nails  went,  and  then  they 
wild  become  damaged  and  altogether  useless.  However,  you 
ave  the  opinions  of  those  persons,  of  whom  Mr.  Bohannan  is 
ne  and  Mr.  Whiteby  is  the  other,  and  you  have  on  the  part  of 
lie  plaintiff  Mr.  Cottam,  and  I  think  one  or  two  more,  who 
tate,  they  see  no  reason  why  one  should  not  be  as  useful  as 
ye  other.  Now,  this  question  the  fifth  plea  raises,  and  what- 
wer  the  value  of  it  is,  it  will  be  necessary  for  you  to  determine 
;  on  the  one  side  or  the  other. 

Gentlemen,  that  is  in  effect  the  whole  of  the  case  for  your 
iquiry  5  I  can  fill  up  that  by  going  through  the  whole  of  my 
otes  of  the  evidence  on  the  one  side  and  the  other,  if  you  wish 
—if  not,  perhaps  it  is  better  to  leave  it  to  you,  with  this  general 
iew  (e).  Verdict  for  the  plaintiff. 


IN  THE  COMMON  PLEAS. 

w.  Sir  N.  C.  Hndal,  C.  J.;  Coltman,  J.;  Erskine,  J. ;  Mauk,  J.  Nov.  18. 1841. 

Sir  T.  fVUde9  Bompas,  Sergt.,  and  Addison,  showed  cause 
pinst  a  rule  nm  obtained  in  Easter  Term  last  by  Channel,  Sergt., 

U)  The  jury  having  intimated  that  they  did  not  would  answer  the  purpose  of  a  sheet  card  ?    The 

ih  the  whole  of  the  evidence  to  he  gone  through,  counsel  for  the  plaintiff  objected  that  these  two 

;  counsel  for  the  defendants  requested    the  questions  were  neither  on  the  record  nor  in  the 

trued  judge  to  leave  to  the  jury  the  two  fol-  notice  of  objections,  and  the  learned  judge  refused 

ring  questions.    1.  Whether  the  mode  adopted  to  leave  these  questions  to  the  jury. 

the  defendant*  of  saturating  the  cloth  with  The  defendants  had  leave  reserved  to  enter  a 

solved  India  rubber  was  not  known  to  Mr.  nonsuit,  on  the  ground  that  it  appeared  from  the 

acock,  and  practised  by  him  before  the  date  of  specification  that  the  alleged  invention  was  not 

i  plaintiff's  patent  ?    2.  Whether  or  not,  if  the  the  subject-matter  of  letters  patent,  if  that  ground 

<h  were  fixed  in  the  fillet  and  then  cemented  of  objection  was  open  to  the  defendants  on  the 

the  cylinder,  without  any  linen  at  the  back,  it  record. 

4  H 
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to  enter  a  verdict  for  the  defendants  (/),  or  to  arrest  the  judg- 
ment, or  for  a  new  trial,  on  the  grounds  of  misdirection  and 
verdict  against  evidence. 

The  judgment  was  sought  to  be  arrested  on  the  ground  that 
the  invention  was  not  the  subject-matter  of  letters  patent, 
being  the  application  of  a  known  substance  to  a  purpose  and  in 
a  manner  well  known,  and  it  was  contended  on  the  part  of  the 
defendants,  that  this  objection  was  open  to  the  defendants  both 
under  the  third  and  fourth  pleas  (g).  On  the  part  of  the  plain- 
tiff it  was  contended  that  this  objection  was  not  open  to  the 
defendants ;  that  the  specification  having  been  pet  out  in  the 
fourth  plea  as  inducement  to  an  allegation  upon  which  an  issue 
of  fact  had  been  taken  and  disposed  of  by  the  jury  in  favour  of 
the  plaintiff,  the  plea  was  altogether  disposed  of,  and  the  de- 
fendants could  not  resort  to  the  introductory  matter  for  the 
purpose  of  raising  an  objection,  which  if  intended  to  be 
raised  should  have  been  pleaded  in  a  proper  manner  (A).  That 
to  admit  of  recourse  being  had  to  matter  so  stated  as  induce- 
ment, would  be  a  violation  of  the  rule  of  pleading,  that  matter 
not  traversed  in  one  plea  was  only  admitted  for  the  purposes  of 
that  plea* 

The  alleged  misdirection  was  the  refusal  of  the  learned  judge 
to  leave  certain  specific  questions  to  the  jury,  in  addition  to  the 
issues  on  the  record  (t). 
Judgmtnt.  Tindal,  C.J. :  I  shall  say  but  little  in  this  case,  because 

it  is,  in  effect,  an  appeal  from  the  direction  I  gave  to  the  jury 
on  the  trial  of  the  cause,  and  I  would  much  rather  hear  the 
opinions  of  my  brethren  upon  that,  than  rely  much  upon  my 
individual  judgment.  I  am  bound,  however,  to  state  gene- 
rally what  the  opinion  I  have  formed  is  as  to  the  effect  of  the 
verdict. 

I  take  the  motion  to  proceed,  first,  upon  the  ground  that  the 


(/)  The  leave  reserved  at  the  trial  was  to  be  the  subject-matter  of  letters  patent,  but  denied 

enter  a  nonsuit,  on  the  ground  of  the  invention  its  novelty ;  and  to  assert  simply,  that  the  Brock 

disclosed  not  being  the  subject-matter  of  letters  had  been  used  before — also,  that  the  assertion,  tast 

patent,  if  that  objection  was  open  to  the  defend*  the  invention  was  not  the  subject-matter  of  lettcn 

ants  on  the  pleadings.  Ante  597,  n.  e.  patent,  meant,  that  if  ever  so  new  or  useful,  it  vat 

(g)  The  court  being  of  opinion  that  this  ob-  for  some  other  reason,  as  being  too  simple,  or  too 
jection  was  not  open  to  the  defendants,  no  express  abstract,  or  from  its  peculiar  character  and  as- 
decision  took  place  on  the  question,  whether  ture,  not  the  class  or  kind  of  thing  intended  to  be 
the  invention  was  the  subject-matter  of  letters  protected  by  the  statute  of  James, 
patent ;  but  it  is  evident  from  the  judgment  of  the  (A)  The  defendants,  in  addition  to  the  third 
court  and  from  the  course  of  the  argument,  that  plea  (ante),  wished  to  plead,  M  That  the  said  is* 
no  doubt  was  entertained  on  this  point.  (See  re-  vention  was  not  at  the  time  of  making  the  said 
marks  of  Crutwell,  J.,  post  620.)  It  is  clear  that  letters  patent  or  petition  a  new  manufacture  wiuV 
caoutchouc,  cards,  and  the  various  processes  and  in  the  realm  of  England,  according  to  the  font 
modes  described,  were  well  known,  but  they  bad  of  the  statute."  A  judge  at  chambers  refused  to 
not  been  combined,  applied,  and  adapted  for  the  allow  this  plea  together  with  the  third,  and  tie 
manufacture  of  a  card  in  which  elasticity  was  the  defendants  elected  to  rely  on  the  latter.  The  ad- 
essential  characteristic  ditional  plea  in  the  subsequent  case  of  trains  r. 

In  the  course  of  the  argument  the  court  inti-  Bateman,  pott  013,  differed  from  the  plea  seagti 

mated—that  the  third  plea  must  be  taken  to  admit  to  be  pleaded  in  this  case. 
that  the  invention  was  a  manufacture,  i&d  might         (i)  See  the  questions,  ants  697,  n.  c 
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verdict  of  the  jury  upon  the  several  pleas  that  were  put  upon  A.D.  1841 
the  record  is  against  the  evidence ;  secondly,  that  in  the  course 
and  progress  of  the  trial  there  was  a  misdirection  on  my  part  to 
the  jury  5  and,  thirdly,  that  on  the  face  of  the  record  itself  there 
is  that  which  shows  the  invention  is  not  the  subject-matter  of  a 
patent  within  the  statute  of  James. 

With  respect  to  the  first  ground,  the  cause  was  debated  at 
very  considerable  length  and  with  great  ability  by  the  counsel 
<ra  both  sides,  and  I  think  there  was  scarcely  a  point  that  arose 
upon  the  evidence  which  was  not  submitted  in  its  turn  to  the 
jury,  according  to  the  particular  view  which  the  respective 
counsel  entertained  of  it.  It  was  a  case  in  which  there  was  a 
considerable  body  of  evidence  on  both  sides,  and  the  jury  were 
to  form  upon  the  issues  that  were  before  them  a  just  conclusion 
according  to  the  preponderance  of  the  evidence,  and  I  must  say, 
I  see  no  reason  whatever  to  be  dissatisfied  with  the  conclusion 
at  which  they  arrived.  They  were  first  to  say,  upon  the  plea  of 
not  guilty,  whether  the  mode  which  had  been  used  by  the  de- 
fendants was  virtually  and  substantially  the  same  as  that 
described  in  the  plaintiff's  specification — a  mere  matter  of  fact 
upon  which  they  had  the  evidence  of  the  plaintiff's  and  the 
defendants'  witnesses,  and  they  arrived  at  the  conclusion,  that 
the  defendants  had  borrowed  their  mode  from  that  described  in 
the  plaintiff's  specification. 

Then,  upon  the  two  next  pleas,  the  question  that  was  speci- 
fically raised  for  their  determination  was — whether  this  was  a 
new  invention,  or  whether  it  was  known  before  the  time  when 
the  plaintiff  obtained  his  patent,  and  they  determined,  as  far  as 
the  public  use  was  concerned,  that  it  was  new,  and  not  known 
in  England  before  the  date  of  that  patent;  and  I  see  no  reason 
for  saying,  that  after  they  have  exercised  their  judgment  upon 
it,  and  had  the  patent  of  Hancock  fully  explained  to  them,  and 
arrived  at  that  conclusion,  we  should  set  it  aside,  and  send  the 
case  to  a  new  trial.  Then  there  was  only  one  other  issue  which 
ti  material,  which  was — whether  sheet  cards  and  top  cards  were 
useful  or  not,  according  to  the  mode  of  adaptation  described  in 
the  specification ;  and  upon  that  they  also  found  their  verdict 
for  the  plaintiff — the  evidence  upon  that  point  being  of  the 
actual  user  of  sheet  cards  and  top  cards  and  the  trial  of  experi- 
ments, though,  perhaps,  since  the  action  was  brought,  yet  still 
bearing  upon  the  question — the  same  subject-matter  which 
produced  the  same  results.  There  being,  therefore,  on  the  part 
of  the  plaintiff,  positive  evidence  that  it  would  answer  for  the 
purpose  of  sheet  cards  and  top  cards,  and  on  the  part  of  the 
defendants  nothing  but  judgment  and  belief  that  it  would  not, 
why  are  we  to  set  the  verdict  aside  ?  Therefore,  as  far  as  that 
ground  comes  into  consideration,  I  think  the  cause  ought  not 
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Judgwunt.        to  be  sent  back  to  another  jury  for  the  purpose  of  a  second 
trial. 

Then,  was  there  any  misdirection  ?  I  take  the  grounds  of 
misdirection,  which  have  been  pointed  out  in  the  course  of  the 
argument,  to  be  these :  first,  that  two  certain  questions,  which 
at  the  close  of  my  summing  up  to  the  jury  the  learned  counsel 
for  the  defendants  wished  me  to  ask  the  specific  opinion  of  the 
jury  upon,  I  declined  putting  to  them ;  and  secondly,  that  I 
ought  to  have  told  the  jury  that,  looking  at  the  whole  of  the 
patent  and  the  specification,  this  was  not  the  subject-matter  of 
a  patent  within  the  statute  of  James.  With  respect  to  the  first 
point  it  appears,  I  think,  almost  to  be  admitted  in  argument, 
that  there  was  no  necessity  that  I  should  put  to  the  jury  any 
specific  questions  which  suggested  themselves  to  the  minds  of 
the  counsel.  If  they  were  points  which  I  had  overlooked  in 
the  course  of  my  summing  up,  it  would  be  very  well  to  remind 
me  of  them,  and  to  request  that  they  should  be  put  more 
pointedly  than  they  had  been  in  the  course  of  such  statement 
of  the  evidence  to  the  jury ;  but  it  is  a  very  inconvenient  thing 
indeed,  if  after  the  cause  has  been  left  to  the  jury  upon  the 
specific  issues  raised  upon  the  record,  certain  insulated  ques- 
tions should  obtain  specific  answers,  and  come  back  to  the 
court  out  of  which  the  record  proceeded.  It  may  sometimes 
be  very  useful  and  necessary.  In  many  cases  where  the  jury 
may  come  to  a  decision  upon  a  point  upon  two  different 
grounds  distinct  from  each  other,  and  it  does  not  appear  what 
if  the  parties  was  passing  in  their  minds,  or  whether  they  found  their  verdict 
may^'Laked7  on  one  ground  or  the  other,  with  the  consent  of  the  parties,  but 
the  grounds  of  not  without,  if  the  jury  choose  to  give  an  answer  to  the  ques- 
noTothem»e^Ut  ^on,  lt  may  be  useful  to  ask,  whether  they  are  satisfied  that 
such  a  point  was  proved  in  the  affirmative,  or  to  answer 
some  question  according  to  the  circumstances  of  the  case  upon 
which  the  verdict  may  turn;  but  that  is  to  be  exercised,  1 
think,  very  sparingly,  because  otherwise  the  counsel  for  the 
defendant  may  put  his  two  questions,  and  the  counsel  for  the 
plaintiff  may  put  two  more,  and  the  consequence  would  be,  not 
that  a  special  verdict  would  be  found  by  the  jury,  where  all  the 
facts  would  be  before  the  court,  the  law  being  to  be  determined 
by  it,  but  certain  insulated  facts,  not  embodying  the  whole, 
would  be  found  by  the  jury,  which  might  produce  more  intri- 
cacy and  confusion  rather  than  be  a  real  and  effectual  help  in 
ascertaining  the  points  that  were  joined  in  issue  between  the 
parties.  Therefore,  I  cannot  think,  as  at  present  advised,  that 
I  did  improperly,  or  indeed  unwisely,  in  declining  at  that  period 
of  the  trial  to  leave  these  questions  to  the  jury. 

I  come  now  to  the  second  ground  upon  which  it  is  contended 
that  there  was  a  misdirection.     I  am  not  prepared  to  deny— on 


WALTON   V.   POTTER   AND    HORSFALL.  601 

the  contrary,  am  ready  to  admit — that  if  there  were  an  issue  A.D.  1841. 
raised  upon   the  record,  which  involved  the  validity  of  the 
patent,  I  was  bound  to  give  my  opinion,  one  way  or  the  other, 
to  the  jury,  that  it  was  a  void  or  a  valid  patent ;  but  looking  at 
these  issues  I  do  not  see  any  one  which  raises  the  question — 
whether  this  was,  in  the  sense  in  which  it  has  been  argued  be- 
fore us,  a  manufacture  within  the  meaning  of  the  statute  of 
James,   that  is,  in   effect,  whether  the  invention  is    one  for 
which,  in  point  of  law,  a  patent  can  be  granted — as  for  instance, 
whether  it  is  a  mere  abstract  principle  not  embodied  at  all,  or  The  plea  that 
not  involving  any  combination  or  process  to  carry  it  into  effect, th® lllvention  "• 
or  any  other  objection  of  that  nature.     The  one  that  comes  nufacture 
nearest  to  it  is  the  third  issue,  which  is,  merely  whether  it  is  a  {anndW°Jmitelthe 
new  manufacture  known  in  England  in  the  exercise  and  practice  invention  to  be 
thereof  at  the  time  the  patent  was  granted ;  but  that  directs  Ju™" ^pats 
the  mind  of  any  person  who  looks  at  it  to  a  very  different  in-  in  issue  the 
quiry  from  that  involving  the  question — whether  the  invention  nove  ty* 
is,  within  the  meaning  of  the  statute  of  James,  a  manufacture 
for  which  a  patent  may  be  granted — taking  it  for  granted  that 
it  is  a  manufacture,  and  only  raising  the  question  whether, 
being  a  manufacture,  it  was  in  public  use  and  exercise  at  the 
time  the  patent  was  granted  or  not — and  therefore,  to  leave  that 
inquiry,  and  suddenly  to  decide  upon  the  other  in  the  course  and 
progress  of  the  trial,  would  be  to  mislead  the  party  who  had 
come  into  court  to  contest  the  question  before  the  jury.  I  think 
there  is  another  objection  also  which  would  equally  stop  me 
from  declaring  that  opinion,  namely,  that  when  we  look  at  the 
notice  of  objections  delivered  under  the  authority  of  the  act  of 
parliament,  and  out  of  which  the  court  cannot  go,  I  do  not  see 
one  which  is  pointed  to  that  specific  ground  of  invalidity ;  but, 
in  fact,  it  is  no  more  than  carrying  our  minds  to  that  third  plea, 
whether  it  was  a  new  manufacture  within  the  kingdom  of  Eng- 
land when  the  patent  was  granted ;  and  therefore  I  think,  upon 
both  these  points,  as  a  matter  of  evidence  or  as  a  matter  of 
direction   to  the  jury,  I  should  not  have  been  warranted  in 
raising  or  putting  that  objection  to  them. 

Then,  the  last  ground  is — is  this  upon  the  record  so  that 
error  may  be  assigned,  and  that  the  court  may  be  called  upon 
to  arrest  the  judgment;  for  unless  the  court  can  be  called  upon 
to  arrest  the  judgment,  we  have  nothing  to  do  but  to  let  it  pass 
in  its  ordinary  course.  I  think,  looking  at  the  terms  of  the 
fourth  plea,  the  question  does  not  come  properly  before  us. 
There  is  an  allegation  in  that  plea,  that  the  specification  which 
was  enrolled  was  so  and  so,  stating  it  in  hac  verba.  That  is  only 
used  as  matter  of  inducement  upon  which  afterwards  to  state  a 
new  allegation,  that  top  cards  and  sheet  cards  within  the  mean- 
ing of  that  specification  are  useless.  That  is  the  question  which  Matter  stated  in 
is  raised  upon  the  record,  and  after  that  has  been  raised,  and  J^^lv^ 
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specific  allege-  the  jury  have  found  that  issue  in  favour  of  the  plaintiff,  it  does 

an  wsue  infect   not  appear  to  me  that  the  defendants  can  afterwards  turn  round 

is  uken,  is  not  and  make  that  which  was  only  inducement  and  not  issue,  a 

oThe^porposei   substantive  ground  of  allegation  upon  the  record  of  the  in- 

tban  the  usae.   validity  of  the  patent  itself.      Such  appears  to  my  mind  at 

present  to  be  the  proper  reasoning  upon  it,  but  there  it  is  upon 

the  record  if   the  parties  upon  further  consideration  should 

think  me  wrong.     Therefore,  upon  the  whole,  I  think  die 

judgment  must  be  given  for  the  plaintiff. 

Coltman,  J. :  It  appears  to  me  that  in  this  case  there  is 
no  sufficient  ground  for  a  new  trial.    As  to  the  first  issue  which 
went  to  the  jury,  whether  the  defendants  were  guilty  or  not  of 
an  infringement,  the  main  pressure  of  the  argument  upon  that 
point,  as  I  understand  it,  has  been  this — that  the  jury  were 
misled,  and  induced  to  consider  that  the    question  for  their 
determination  was,  whether  the  manufactured  article  of  Messrs. 
Potter  and  Horsfall   was  an  imitation  of  the  manufactured 
article  of  Mr.  Walton,  rather  than  whether  it  was  an  infringe- 
ment of  his  patent ;  and  that  was  founded  chiefly  upon  this, 
that  it  was  treated,  as  it  is  alleged,  in  the  course  of  the  argu- 
ment on  one  side,  and  the  other,  as  if  the  use  of  the  non-elastic 
linen  at  the  back  of  the  card  was  an  essential  part  of  the  patent; 
and  it  is  said  that  it  was  not  so — that  the  patent  was  merely  for 
the  simple  application  of  caoutchouc  as  the  fillet,  and  that  the 
cotton  and  linen  at  the  back  of  it  is  no  part  whatsoever  of  the 
patent,  or  of  that  which  is  claimed  as  the  patent,  but  only  a 
part  of  the  manufactured  article  which  is  produced ;  but,  I 
confess,  I  do  not  accede  to  that  view  of  the  patent,  because 
the  terms  of  the  specification  being,  "  I  confine  my  claim  of 
invention  to  the  application  and  adaptation  of  caoutchouc  as 
the  fillet  in  which  the  dents  or  teeth  are  to  be  set  together,  as 
above  described" — that  does  appear  to  me  to  be,  not  simply  a 
claim  to  the  use  of  caoutchouc,  but  to  the  adaptation  of  it  to 
the  reception  of  the  dents  or  teeth  by  putting  at  the  back  of  it 
a  linen  cloth,  which  in  the  original  manufacture  is  proved  to  be 
an  essential  part  of  the  invention;  for  although  the  cloth  maybe 
removed  afterwards,  yet  it  is  by  means  of  having  some  stiff  and 
permanent  substance  of  that  nature  that  the  dents  are  to  be 
inserted  into  the  caoutchouc,  the  caoutchouc  of  itself  being  a 
matter  so  elastic.    Therefore,  there  is  something  more  than  the 
simple  application  of  caoutchouc  to  the  manufacture  of  a  card 
and  the  inserting  of  the  dents  in  the  fillet.     So  that  it  appears 
to  me,  there  is  nothing  in  the  application  of  the  argument 
arising  from  the  use  of  the  linen  at  the  back  of  the  fillet  which 
should  lead  me  to  say,  that  the  jury  have  been  misled  or  in- 
duced to  take  a  wrong  view  of  this  matter  when  they  found  their 
verdict  that  the  defendants  were  guilty  of  an  infringement. 
As  to  tYie  aecotid  ^faa,  that  the  plaintiff  was  not  the  first 
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inventor,  certainly  it  seems  the  evidence  is  quite  satisfactory,  A.D.  1841.  . 
that  if  it  was  a  new  invention  he  was  the  inventor  of  it.  As  to 
the  third  plea,  or  the  circumstance  whether  the  invention  was 
new  or  not,  it  is  said  it  was  not  new  in  respect  of  its  similarity 
to  Hancock's  patent ;  but  I  think  the  answer  which  has  been 
given  by  the  court  on  that  subject  is  quite  satisfactory,  and  that 
any  other  verdict  by  the  jury  upon  that  point  would  have  been 
wrong,  because  in  Hancock's  patent,  although  undoubtedly 
caoutchouc  is  used,  yet  it  was  chemically  combined  in  a  way 
which  entirely  destroyed  its  properties  as  caoutchouc,  and  made 
it  a  perfectly  different  substance — as  different  as  water  from 
the  gases  of  which  it  is  compounded;  and  there  is  this  pecu- 
liarity in  that  patent,  that  according  to  no  chemical  process 
that  is  known  could  the  caoutchouc,  after  being  reduced  to  the 
state  to  which  Hancock  reduced  it,  be  afterwards  brought  again 
into  the  state  of  caoutchouc ;  it  had  permanently  ceased  to  be 
that  which  has  the  chemical  qualities  or  the  natural  properties 
of  caoutchouc.  With  regard  also  to  the  other  question,  that 
the  patent  does  not  apply  to  top  cards  and  sheet  cards,  it 
appears  to  me  that  the  jury  had  good  grounds  for  the  verdict 
that  they  have  found  upon  that  point.  It  is  said  also  in  the 
last  plea,  the  description  in  the  patent  is  not  sufficient.  Upon 
that  very  little  stress  has  been  laid  in  the  argument,  and  I  think, 
upon  the  whole,  there  is  no  ground  for  saying  that  there  is  any 
difficulty  in  the  understanding  of  this  patent  by  a  person  of 
competent  skill.  Of  course  it  cannot  be  expected  that  I  should 
understand  the  parts  of  it  in  the  way  in  which  a  person  used  to 
the  work  can,  but  at  the  same  time  I  do  not  know  that 
even  an  ordinary  person  like  myself,  quite  unacquainted  with 
manufactures,  would  find  any  difficulty  in  understanding  any 
part  of  this  patent.  It  seems  to  me  to  be  explained  with  suf- 
ficient distinctness. 

Then  it  is  said  there  was  a  misdirection.  Now,  upon  that, 
the  first  point  is,  the  not  putting  those  two  questions  to  the 
jury.  It  appears  to  me  those  questions  were  the  natural  foun- 
dation of  arguments  in  the  course  of  the  cause,  but  they  were 
not  the  issues  to  which  the  attention  of  the  jury  was  to  be 
directed ;  and  they  rather  seem  to  have  been  suggested  for  the 
purpose  of  betraying  the  jury  into  a  sort  of  inconsistency  in  the 
verdict  they  should  find,  than  questions  really  calculated  to  ad- 
vance the  fair  trial  of  the  cause,  because,  by  a  very  dexterous 
mode  of  putting  a  question,  there  may  be  an  apparent  incon- 
sistency in  the  finding  upon  it,  and  the  ultimate  result  the  jury 
may  come  to,  when  substantially  they  have  understood,  with  all 
that  reasonable  degree  of  certainty  with  which  juries  can  ever 
be  supposed  to  understand  questions  of  this  nature,  the  whole 
bearing  of  the  question  before  them. 

Now,  to  come  to  the  last  point  in  the  case — the  question  of 
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judgment.  what  is,  or  what  is  not,  on  the  record.  Upon  that  subject,  I  do 
not  at  all  feel  confident  that  this  question  is  not  upon  the 
record,  because  it  appears  to  me  that  in  substance  the  de- 
fendants in  this  case  have  pleaded  a  plea,  which  if  good  is  an 
answer  to  the  action,  and  have  added  to  it  some  immaterial 
allegation,  assuming  that  the  specification  is  bad  (k),  because 
they  set  out  the  specification.  I  am  rather  disposed  to  think 
that  it  does  appear  upon  the  record ;  that  this  plea,  if  the  speci- 
fication is  bad,  would  raise  that  question.  Then,  though  they 
have  gone  to  trial  upon  an  immaterial  issue,  I  do  not  feel  con- 
fident, if  the  plea  were  good,  that  the  right  course  would  be  to 
give  judgment  against  the  defendants  upon  that  point.  Bnt 
it  appears  to  me  that  in  this  case  the  plea  is  not  good,  because 
I  think  the  patent  is  a  valid  patent.  It  is  true  that  the  inven- 
tion is  very  simple  in  its  nature;  but  upon  the  best  consideration 
I  can  give  to  this  subject,  I  think,  though  it  is  a  very  simple 
adaptation  of  caoutchouc  as  a  fillet,  still  it  is  an  adaptation  of 
The  adaptation  caoutchouc  as  a  fillet,  in  a  manner  not  practised  before ;  a  sub- 
of  a  substance    stance,  indeed,  well  known  before,  but  whose  properties  and 

of  known  pro-  .  .  .  . 

Parties  to  a  par-  qualities  for  the  purpose  of  being  adapted  to  this  particular 
^u,arbPurP°?c'  purpose  had  never  been  known  or  used  before ;  and,  therefore, 
letters  patent,  it  was  properly  the  subject  of  a  patent ;  and  if  it  were  properly 
the  subject  of  a  patent,  then  it  becomes  quite  immaterial  to  see 
whether,  if  a  different  conclusion  were  come  to  upon  the  subject 
of  this  specification,  the  question  does  or  does  not  arise  upon 
this  record. 

Erskine,  J. :  I  am  also  of  opinion  that  this  rule  should  be 
discharged.  It  has  been  applied  for  on  several  grounds.  First 
of  all,  an  application  has  been  made  to  enter  a  verdict  for  the 
defendants ;  secondly,  to  have  a  new  trial ;  or  thirdly,  to  hare 
the  judgment  arrested,  on  the  ground  that  the  subject-matter  of 
the  invention  claimed  by  the  plaintiff  in  his  specification  is  not 
a  legal  subject  of  a  patent.  As  to  whether  a  verdict  should  be 
entered  for  the  defendants,  or  whether  a  new  trial  should  be 
granted,  both  turn  upon  the  same  question,  namely,  whether 
there  is  any  issue  upon  this  record  to  raise  this  question  before 
the  jury?  Because,  if  there  is  no  issue  upon  the  record  to 
raise  this  question  before  the  jury,  it  could  not  be  a  misdirec- 
tion of  my  lord,  who  tried  this  cause,  omitting  to  state  to  the 
jury  whether  this  was,  according  to  the  specification,  a  fit  sub- 
ject of  a  patent  or  not ;  and,  of  course,  there  can  be  no  verdict 


(k)  The  learned  judge,  it  is  conceived,  must  be  the  invention,  and  in  what  manner  the 

understood  to  speak  of  the  specification  being  to  be  performed ;  but  the  invention  to  d 

bad,  by  reason  of  its  not  disclosing  a  sufficient  in-  and  described  may  not  be  the  subject-matter  of 

vention  as  the  subject-matter  of  letters  patent.  letters  patent ;  it  may  be,   as  expressed  by  the 

The  specification  may  be  good,  as  a  sufficient  Lord  Chief  Justice,  an  abstract  principle,  or  it 

compliance  with  the  proviso,  inasmuch  as  it  par-  may  be  an  invention  not  within  the  scope  of  tae 

ticularly  describes  and  ascertain  t\\e  ta\ux«  of  ^ateut  laws. 
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altered  for  the  defendants  if  there  were  no  issue  upon  the  record  A.D.  1841. 

to  raise  that  question.     Now,  it  appears  to  me  there  is  no  issue 

upon  the  record  to  raise  the  question  before  the  jury,  whether 

tilis  was  a  fit  subject  for  a  patent ;  because  the  only  plea  upon 

which  it  is  attempted  to  be  raised  is  the  third  plea,  and  that 

plea  does  not  assert,  as  the  defendants  might  have  asserted,  that  The  plea  deny. 

this  invention  was  not  a  new  manufacture  within  the  statute  of  ln?Jhe.novel?y 

oi  toe  invention 

James,  upon  which  the  plaintiff  might,  by  demurring,  have  admits  that  it  is 
raised  the  question  of  law ;  or  might,  by  plea,  have  put  the  de-  a  manu  acture* 
fendants  to  demur :  but  it  is  an  averment,  that  this  invention 
was  not  new  as  far  as  regards  the  public  use ;  admitting  there- 
fore, in  substance,  that  it  was  such  a  manufacture  as  might 
have  formed  the  subject  of  a  patent,  yet  that  it  was  an  old 
manufacture  known  before,  and  therefore  that  the  plaintiff,  in 
point  of  fact,  would  fail  by  the  proof  that  it  was  not  a  new  in- 
vention, and  that  he  was  not  the  inventor  of  it. 

Then  as  to  the  question — whether  the  judgment  should  not 
be  arrested  on  the  same  ground,  that  depends,  first,  upon  the 
construction  and  effect  of  the  fourth  plea,  and  next  upon  the 
legal  effect  of  the  specification  set  out  upon  that  plea,  if  the 
plea  is  sufficient  to  raise  that  question  of  law ;  but  I  agree  with 
my  Lord  Chief  Justice,  that  the  fourth  plea  is  not  sufficient  to 
raise  that  question  of  law ;  therefore,  upon  the  point  of  law,  I 
shall  forbear  giving  my  opinion.  Now  the  fourth  plea  sets  out 
the  specification,  and  then  avers  that  sheet  cards  and  top  cards 
were  useless  according  to  the  specification ;  that  this  invention 
is  useless  as  regards  sheet  cards  and  top  cards.  To  this  the 
plaintiff  might  have  replied,  either  denying  that  this  was  the 
specification  that  he  had  enrolled,  and  setting  out  some  other 
specification  which  he  had  enrolled,  in  which  the  matter  alleged 
here  as  a  legal  defect  might  have  been  cured,  or  he  might  have 
taken  issue  upon  the  facts  alleged  as  to  the  utility  of  the  patent 
with  respect  to  sheet  cards  and  top  cards.  He  chooses  the 
latter  course,  and  for  the  purpose  of  trying  that  question  he  ad- 
mits that  this  is  the  specification  to  which  he  alludes  in  his 
declaration,  and  therefore,  as  far  as  this  question  is  concerned, 
he  is  willing  to  abide  by  this  specification:  but  it  does  not 
appear  to  me  that  he  admits  it  for  any  other  purpose,  and  there- 
fore we  are  not  at  liberty  to  look  to  that  specification,  as  set 
out  in  this  plea,  for  the  purpose  of  deciding  whether  this  is,  in 
point  of  law,  a  good  patent  or  not. 

Then  if,  as,  according  to  my  opinion,  the  defendants  rightly 
failed  upon  the  ground,  that  this  is  not  the  subject  of  a  patent, 
the  other  questions  arise,  and  then  the  defendants  say — they 
are  entitled  at  all  events  to  a  new  trial ;  first,  because  the  ver- 
dict is  a  verdict  against  evidence;  and  next,  because,  even  if  the 
evidence  might  warrant  the  verdict,  the  jury  were  misdirected 
by  the  judge,  and  they  have  not  had  an  opportunity  of  con- 
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Judgment,        sidering  that  evidence  in  its  proper  light.     Now,  as  to  its  being 
a  verdict  against  evidence,  it  is  said,  that  it  is  so  upon  the 
ground  of-  the  second  and  third  pleas ;  the  second  being,  that 
the  plaintiff  was  not  the  inventor,  and  the  third  plea  being,  that 
it  was  not  new  in  regard  to  its  public  use ;  and  then  it  is  said, 
that  this  process,  by  which   the  plaintiff  made  his  cards  for 
carding  wool,  was  well  known  to  the  public  before:  that,  first  of 
all,  Mr.  Hancock  had  used  it ;  and  next,  that  he  had  actually 
taken  out  a  patent  for  it,  and  had  named  it  in  his  specification; 
but  that  at  all  events  it  was  known  to  Mr.  Hancock  and  known 
to  the  public,  partly  by  Mr.  Hancock  using  it,  and  partly  by  his 
having  described  it  in   his  specification.    The  first  question, 
therefore,  in  considering  whether  this  was  a  verdict  against  evi- 
dence, will  be  to   see — whether  what  Mr.  Hancock  used  and 
described  is,  in  substance,  the  same  as  that  described  by  the 
plaintiff  in  his  specification ;  and  it  appears  to  me  that,  looking 
at  the  principle  upon  which  the  plaintiff  claims  this  invention, 
and  looking  upon  the  principle  upon  which  Mr.  Hancock  claims 
The  invention    his,  they  are  essentially  different.    The  plaintiff  claims  his  pro- 
consisu^ren    cess  m  resPect  to  tne  elasticity  of  the  India  rubber,  which  is 
tiering  available  the  material  he  professes  to  use  for  the  purpose  of  making  these 
caoutc^oucfo0/  car(k,  an<i  °f  aPPtymS  tne  elasticity  of  this  substance  in  a  par- 
tbe  purpose  of   ticular  manner,  namely,  in  having  the  India  rubber,  the  elastic 
0  tar  9*  substance,  next  to  the  teeth  of  the  card.     In  the  course  of  his 

description  of  how  he  uses  that  India  rubber,  he  specifies  the 
employment  of  a  piece  of  holland  or  other  linen  for  two  pur- 
poses ;  first,  for  the  purpose  of  enabling  the  card  maker  to  put 
in  the  teeth  at  equal  distances,  and  next  for  the  purpose  of 
fixing  the  card  to  the  machine,  if  it  be  not  cemented  to  the  ma- 
chine ;  but  still  his  principle  is  the  placing  India  rubber,  as  a 
very  elastic  substance,  next  to  the  teeth  of  the  card,  so  that  in 
its  operation  you  shall  have,  not  only  the  elasticity  of  the  wire 
of  which  the  teeth  are  made,  but  also  the  elasticity  of  the  sub- 
stance upon  which  the  teeth  in  the  first  instance  rest,  using  as 
the  mode  by  which  the  elasticity  is  to  be  in  some  degree 
checked  and  controlled,  and  made  useful,  either  the  cloth  at  the 
back,  or  the  frame  of  the  machine  at  the  back,  if  the  India 
rubber  be  cemented  to  the  machine.  Well,  then,  what  is  Mr. 
Hancock's  patent  ?  He  does  not  profess  to  have  invented  some 
substance  which  for  its  elasticity  shall  supersede  the  use  of 
leather  in  the  manufacture  of  cards,  but  he  professes  to  have 
discovered  a  composition,  applied  to  cloth,  by  which  that  new 
manufacture  may  be  substituted  for  leather  for  various,  and 
indeed  for  all,  purposes.  Now  the  plaintiff's  invention  claims 
for  its  merit,  that  this  is  a  substance  more  elastic  than  leather— 
not  that  it  resembles  leather,  but  it  differs  from  leather  by  bang 
more  elastic  and  by  being  more  equable  in  its  thi^lr^?^  and  in 
all  its  qualities.    So  that  Hancock's  plan,  being  merely  a  subsu- 
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tute  for  leather — in  which  the  elasticity  of  leather  forms  noA.D.1841. 
ingredient  according  to  his  description,  but,  on  the  contrary,  he 
uses  materials  by  which  his  fabric  would  be  less  elastic  than 
leather  itself,  for  his  plan  is  by  inserting  his  composition 
between  two  layers  of  cloth,  by  which  the  elastic  matter, 
even  if  it  were  elastic,  would  be  confined  between  the  two 
non-elastic  substances — would  be  totally  different  in  principle 
from  that  upon  which  the  plaintiff  rests  his  claim.  There  are, 
therefore,  two  objections  to  the  identifying  of  Hancock's  plan 
with  the  plaintiff's  plan — first,  that  the  composition  which  he 
makes  use  of  is  not  India  rubber,  but  India  rubber  mixed  up 
with  other  substances,  which  destroy  its  elasticity;  and  next, that 
that  composition  when  thus  made  is  inserted  between  two  non- 
elastic  substances,  instead  of  being  next  to  the  teeth  of  the  card, 
which  appears  to  me  to  be  the  main  principle  of  Mr.  Walton's 
improvement ;  and  that  is  the  ground  upon  which,  as  I  under- 
stand it,  Mr.  Cowper's  evidence  was  given,  to  show  how  that 
elastic  principle  would  be  of  use  in  making  cards  according  to 
Mr.  Walton's  process,  when  it  would  not  be  useful  according  to 
the  process  adopted  by  Mr.  Hancock,  even  if  the  substance  he 
had  made  use  of  had  been  India  rubber  in  its  original  form. 

Then,  if  this  is  not  Mr.  Hancock's  plan,  there  is  no  evidence 
of  any  other  plan  by  which  India  rubber  was  brought  into  use, 
and  therefore  I  think,  that  so  far  from  being  a  verdict  against 
evidence,  the  jury  could  hardly  have  come  to  any  other  conclu- 
sion upon  the  proof  that  was  given,  that  this  was  new  as 
regarded  public  use,  because  there  was  no  evidence  to  show  it 
had  formerly  been  used  by  others. 

Then  comes  the  issue  raised  upon  the  fourth  plea,  viz.  that 
this  invention  was  inapplicable  to  sheet  cards  and  top  cards. 
There  was  evidence  on  both  sides ;  evidence,  however,  of  wit- 
nesses on  the  defendants'  part,  who  had  not  tried  the  experi- 
ment, but  confined  to  judgment  and  belief;  whilst  the  plaintiff's 
witnesses,  equally  entitled  to  credit,  at  least,  with  those  on  the 
part  of  the  defendants,  spoke  of  experiments  that  had  been 
tried  and  had  succeeded.  It  was  for  the  jury  to  come  to  a  con- 
clusion which  of  them  were  giving  the  best  reasons  for  the 
opinion  they  had  formed,  and  I  have  heard  nothing  to  convince 
me  that  the  conclusion  they  have  arrived  at  is  wrong. 

Then  there  remains  the  first  plea,  by  which  it  is  denied  that  The  defendant*' 
the  defendants  had  infringed  the  patent  of  the  plaintiff,  and  that  ^ttlnl^' 
depends  upon  whether  the  plan  which  the  defendants  have  em-  plaintiff's,  both 
ployed,  is  in  substance  the  same  as  the  plaintiff's,  and  whether ei^ticiuof  ° 
all  the  differences  which  have  been  introduced  by  them  in  the  caoutchouc  next 
manner  of  making  their  cards,  are  not  merely  differences  in  t0 1  e  Ustt  ' 
circumstances  not  material,  and  whether  it  is  not  in  substance 
and  effect  a  mere  colourable  evasion  of  the  plaintiff's  patent. 
The  jury,  it  appears  to  me,  have  come  to  a  right  conclusion. 
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Judgment.  that  this  was  in  effect  and  substance  .the  same  as  the.  plan  of 
the  plaintiff.  The  plaintiff's  plan  is*,  the  insertion  of  the  teeth 
through  India  rubber,  giving  to  the  teeth  the  additional  elas- 
ticity of  the  India  rubber,  beyond  what  the  wire  had  of  itself. 
The  defendant's  plan  is  for  the  same  purpose.  The  only  differ- 
ence is,  that  the  plaintiff  in  employing  the  India  rubber  takes 
a  slice  either  from  the  original  block,  as  it  is  imported  into  this 
country,  or  from  the  improved  block  as  it  is  used  after  it  has  been 
compressed,  and  places  it  upon  a  piece  of  holland,  for  the  pur- 
pose of  keeping  the  teeth  more  firmly  in  their  places,  and  then 
afterwards  placing  it  on  the  engine,  by  nailing  that  holland  on 
the  engine,  or  taking  away  the  holland  and  cementing  the  Indii 
rubber  to  the  cylinder,  giving  an  elasticity  to  the  teeth  of  the 
card  by  the  India  rubber  which  is  next  to  them.  The  defend- 
ants' plan  is  to  saturate  a  piece  of  cloth  with  India  rubber  dis- 
solved, and  then  to  lay.  upon  the  surface  a  further  layer  of  India 
rubber  on  both  sides,  and  then  to  insert  the  teeth  through  the 
substance  of  the  cloth  and  the  India  rubber.  But  what  is  the 
principle  upon  which  this  becomes  useful  to  the  card,  and  the 
persons  who  employ  these  cards  in  the  carding  of  wool  ?  Why 
it  is,  that  there  is  upon  the  surface  and  the  substance  of  the 
cloth  the  elasticity  of  the  India  rubber;  that  the  India  rubber 
is  there  in  its  natural  state,  having  been  brought  back  into  that 
natural  state  by  the  evaporation  of  the  material  in  which  it  had 
been  first  dissolved  for  the  purpose  of  first  laying  it  on.  The 
only  difference,  therefore,  is  in  the  mode  of  laying  on  the  India 
rubber  for  the  purpose  of  having  it  pierced  by  the  teeth.  That 
appears  to  me  not  to  be  a  difference  in  principle,  or  a  matter 
which  so  varies  the  plan  of  the  defendants  from  the  plan  of  the 
plaintiff,  as  to  entitle  them  to  call  it  a  new  invention,  or  differ- 
ent from  the  plaintiff's.  It  seems  to  me  a  mere  difference  in 
circumstances  not  material ;  and  therefore  it  is  an  infringement 
of  the  plaintiff's  right,  and  the  verdict  of  the  jury  ought  to 
stand. 

But,  it  is  said,  the  jury  have  come  to  this  conclusion  under  a 
misdirection  of  my  Lord  Chief  Justice,  in  not  having  put  to 
them  certain  questions  which  were  suggested  by  counsel  to 
him.  Now,  it  appears  to  me,  the  questions  that  were  suggested 
by  the  counsel  for  the  defendants  were,  in  substance,  put  to  the 
jury,  so  far  as  the  issues  raised  any  such  questions  for  their 
consideration ;  and  that  it  was  not  the  duty  of  the  judge  to  put 
them  in  the  form  which  was  suggested  by  the  defendants  after 
the  summing  up  he  had  already  made.  If  my  lord  had  taken 
these  questions,  and  put  them  to  the  jury  substantively  as  asked 
by  the  defendants,  then  the  plaintiff  would  have  asked  him  to 
put  further  questions,  according  to  his  mode  of  arguing  the 
case;  and  then  there  would  have  been  a  fresh  summing  up, 
quite  in  a  new  ioxm,  txtd  t\&  yit^  might  have  been  confused  by 
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e  supplementary  questions.  What  we  have  to  look  to  is,  a.d.1841. 
t  direction  my  lord  had  given  before  these  questions  were 
x>sed,  and  it  seems  to  me,  he  had  put  to  the  jury  the  ques- 
s  they  had  to  decide — had  brought  before  them  the  con- 
rations  upon  which  those  questions  ought  to  be  decided  by 
n;  and  it  was  unnecessary  for  him,  therefore,  to  go  further 
put  the  questions  in  the  form  suggested.  Upon  ail  these 
its,  therefore,  I  am  of  opinion  the  verdict  for  the  plaintiff 
right,  and  that  this  rule  ought  to  be  discharged. 
[aulb,  J.:  I  also  think  that  this  rule  ought  to  be  dis- 
ged.  A  new  trial  is  asked  for,  on  the  ground  that  the 
lict  was  against  the  evidence.  That  will  depend  in  some 
sure  upon  the  sense  in  which  the  issues  are  to  be  under- 
d;  and  what  has  been  thrown  out  in  the  course  of  the 
unent,  by  my  Lord  Chief  Justice  and  my  learned  brothers, 
its  out  what  the  view  of  the  court  is  as  to  the  sense  of  the 
s.  With  respect  to  the  third  plea— that  it  was  not  a  new 
ntion  as  to  the  public  use — the  meaning  of  that  is,  that  it 
not  a  new  invention,  but  an  old  one ;  that,  whatever  it  was, 
ight  be  a  thing  which  was  the  subject  of  a  patent,  but  it  was 
ing  which  other  people  had  used  before. 

ftth  respect  to  the  issue  of  not  guilty,  in  order  to  determine  The  defendants 
bher  or  not  the  verdict  has  been  correctly  found  for  the  Practisc  by  a 

.  .  .  •  *<■•*      circuitous  mode 

ltiff  on  that  issue,  it  is  necessary  to  consider  what  is  the  that  which  faiu 
ect  of  the  defendants'  patent ;  for  it  is  quite  clear  that  what  "fifthj  *  jf'^™ 
defendants  have  done  they  claim  to  do  under  their  patent,  patent. 
their  specification  the  defendants  claim  to  be  the  inventors 
new  material  for  forming  the  backs  of  cards ;  and  they  de- 
>e  the  mode  of  preparing  it  thus,  viz.  a  by  repeatedly  passing 
3ven  fabric  of  a  peculiar  construction  through,  and  satu- 
ig  it  with,  a  solution  of  caoutchouc  or  India  rubber,  and 
i  drying  it  in  order  to  evaporate  the  solvents,  and  leave  the 
ic  impregnated  and  coated  with  caoutchouc  or  India  rubber, 
afterwards  submitting  it  to  pressure ;"  and  the  object  they 
ribe  as  being  to  render  the  fabric  so  dealt  with  "  extremely 
dc  in  the  direction  of  the  thickness  of  the  fabric,  so  as  to 
ut,  as  it  were,  elasticity  to  the  wire  teeth  when  set."  That 
n  effect,  producing  by  a  circuitous  process  a  cloth  with  a 
r  of  caoutchouc  or  India  rubber  on  each  side  of  it,  so  as  to 
a  great  degree  of  elasticity  to  the  basis  of  the  dents  or 
1  of  the  card.  The  plaintiff,  by  his  specification,  claims  the 
asive  right  of  making  cards  with  caoutchouc  or  India  rub- 
as  the  fillet,  or  sheet,  or  medium  in  which  the  dents  or 
i  are  to  be  set — the  object  being,  like  that  of  the  defend- 
,  the  attainment  of  a  superior  degree  of  elasticity  and  dura- 
j ;  and,  in  describing  his  mode  of  attaining  that  object,  he 
is  that  he  inserts  the  wire  dents  or  teeth  in  a  foundation  or 
;  of  caoutchouc  or  India  rubber — a  slice  of  India  rubber  in  its 
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Judgment.  natural  state — and  that,  with  a  view  to  preserve  the  regularity  of 
distance  and  uniformity  of  the  dents  or  teeth,  and  to  render  their 
action  less  uncertain,  he  cements  to  the  back  of  the  caoutchouc 
or  India  rubber  a  piece  of  brown  hoiland  or  other  like  cloth. 
The  plaintiff  does  not  confine  his  claim  to  using  India  rubber 
by  means  of  slicing  it;  he  claims  the  exclusive  right  of  making 
cards,  by  fixing  the  dents  or  teeth  in  India  rubber,  using  for 
that  purpose  cloth,  some  texture  of  linen,  or  cotton.  In  some 
instances,  he  says,  the  cloth  may  be  removed*  That  does  not, 
in  point  of  fact,  make  it  less  a  part  of  the  process,  by  which  he 
applies  clothe  for  the  putting  the  dents  into  the  layer  of  India 
rubber.  If  that  be  so,  I  think  it  is  evident  the  defendants 
claim  to  do  a  thing  falling  within  the  generality  of  the  plaintiff's 
claim.  Taking  that  to  be  so,  the  evidence  is  abundant  to  justify 
the  jury  in  finding — and  it  seems  to  me  to  require  them  to  find 
— for  the  plaintiff. 

The  invention        With  respect  to  the  issue  of  its  not  being  new  as  to  the  pub- 

noeiasScif  ia*^c  use>  **  *s  a^e8e^  tnat  Hancock's  patent  is  the  same  thing; 
the  sen«e  of  the  that  Hancock's  patent  had  been  used  before,  and,  therefore, 
g0aI|miflr'8invcil-that  this  is  not  new  as  to  the  public  use.  That  conclusion  is 
perfectly  just,  supposing  the  premises  to  be  supported ;  but  that 
Hancock's  patent  is  the  same  thing,  is  a  proposition  which  I 
think  is  wholly  untenable.  Hancock's  patent  was  for  making  a 
non-elastic  substance  as  a  substitute  for  leather;  when  I  say 
"  non-elastic,"  I  mean  only  in  a  certain  popular  sense,  that  is, 
having  no  perceptible  quantity  or  degree  of  elasticity;  it  was 
a  substitute  for  leather,  leather  not  being  elastic.  But  with 
respect  to  the  subject  in  hand,  which  is  the  application  of  a 
substance  so  elastic,  as  in  a  very  small  space  to  yield  to  so  great 
an  extent  as  to  permit  the  dents,  without  changing  the  form  of 
the  material  of  which  they  are  composed,  easily  to  bend  to  a  con- 
siderable angle  from  the  surface  upon  which  they  are  placed— 
with  respect  to  that  degree  of  elasticity,  the  substance  produced 
by  Hancock,  or  attempted  to  be  produced  by  him,  certainly 
was  not  elastic — it  was  not  an  elastic  substance,  nor  was  it 
India  rubber,  to  which  elastic  substance  the  plaintiff  confines 
his  claim.  Although  Hancock  used  India  rubber  in  the  com- 
pound, that  compound  might  just  as  well  be  called  size,  or  glue, 
or  pumice  stone,  or  whiting,  as  India  rubber,  for  all  these 
things  are  used,  and  the  result  is,  a  substance  which  is  none  of 
these  things,  but  something  else,  which  if  you  wanted  a  short 
name  for,  you  would  call  artificial  leather. 

Now,  with  respect  to  the  fifth  issue,  as  to  the  invention  not 
being  particularly  described,  it  was  very  ably  urged  in  argument, 
that  if  you  construe  the  relative  with  reference  to  the  last  ante- 
cedent, so  as  to  make  glaring  nonsense  of  the  specification,  it 
was  not  a  sufficient  description ;  but  if  you  are  allowed  to  em- 
ploy your  ui\deT*\&Tu&Ti\^  \t  v<Q\ild  be  quite  intelligible.    I  do 
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not  think  there  is  any  objection  to  the  specification  with  respect  A.D.  1841. 
to  its  want  of  particularity ;  so  that,  with  respect  to  the  verdict 
being  against  the  evidence,  I  do  not  think  there  is  any  reason 
for  disturbing  the  verdict. 

Then,  with  respect  to  the  arrest  of  judgment ;  for  the  reasons 
which  have  been  thrown  out  during  the  argument,  I  think  the 
question  of  the  sufficiency  of  the  specification — the  question, 
whether  the  invention  is  one  that  is  the  subject-matter  of  a 
patent — certainly  does  not  arise  upon  the  third  plea,  because,  as 
I  have  said  before,  that  third  plea  means,  it  is  not  new  but  old, 
admitting  it  to  be  a  manufacture  for  which  a  patent  might  be 
granted.  I  think  the  same  observation,  if  necessary,  applies  to  the 
objection  delivered  in  by  the  defendants  to  the  plaintiff,  which 
has  been  relied  upon  as  raising  this  point.  That  objection,  I 
think,  points,  and  was  intended  to  point,  to  the  novelty  of  the 
invention.  There  is  no  doubt,  in  the  course  of  this  litigation 
between  the  parties,  the  defendants  were  more  disposed  to  rely 
upon  the  difference,  which  superficially  is  considerable,  between 
their  own  patent  and  the  plaintiff's,  and  to  insist  it  might 
stand  very  well  with  the  plaintiff's,  than  to  say,  they  were  the 
same  thing,  and  both  were  old,  and  so  let  them  both  open  to 
the  public.  As  to  arresting  the  judgment  on  the  fourth  plea — 
the  fourth  plea  states  the  specification  (mentioned  in  the  decla- 
ration to  have  been  duly  enrolled)  as  "  a  certain  specification," 
which  is  set  out,  and  then  it  does  not  allege  that  no  other  specifi- 
cation was  enrolled,  but  it  goes  on  to  state,  "the  invention  is  not 
useful  for  the  purpose  of  sheet  cards  and  top  cards,"  and  upon 
that  there  is  an  issue,  which  has  been  found  for  the  plaintiff. 
Now,  it  seems  to  me,  upon  this  state  of  the  pleadings,  the  de-  At  to  the  plea 
fendants  cannot  raise  the  question,  whether  this  invention  be  tortj?eth!4. 

•  i_  l  •  \  nry  question  of  the 

an  invention  which  is  the  subject  of  a  patent.  Whether,  sup-  invention  being 
posing  they  could  raise  it — supposing  we  could  look  at  the  {J^1^,^ 
specification,  it  would  raise  the  question,  whether  the  invention 
was  not  a  manufacture  within  the  statute,  is  a  question  which  I 
do  not  think  it  necessary  to  decide.  If  it  was  sufficient  techni- 
cally to  raise  that,  there  ought  to  have  been  an  averment,  that 
the  invention  was  not  an  invention  within  the  statute;  but 
there  was  no  such  averment  upon  this  fourth  plea.  It  states 
the  specification,  mentioned  in  the  declaration,  to  be  as  set  out  in 
that  plea ;  it  assumes  that  the  specification  shows  an  invention 
not  within  the  statute,  or  does  not  show  an  invention  within  the 
statute.  Still,  it  may  be  that  the  patent  is  good,  or  it  may  be 
that  it  is  bad,  for  a  patent  may  be  good  if  the  invention  really 
was  of  a  description  within  the  statute,  and  another  specification 
was  duly  enrolled.  This  plea  does  not  show,  whether  the  de- 
fendants relied  upon  the  insufficiency  of  the  specification,  or 
upon  the  invention  itself  being  insufficient,  and  after  the  issue 
has  been  joined  and  found  against  the  defendants,  I  do  not 
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Judgmmt.  think  they  are  entitled  at  all  to  take  into  consideration  the 
facts  mentioned  in  the  introductory  part  of  the  plea.  The 
meaning  of  the  replication  is,  "  with  respect  to  all  the  facts,  ex- 
cept those  I  think  fit  to  deny,  I,  the  plaintiff,  will  not  raise  any 
question,  but  I  deny  that  fact;"  that  fact  is  found  for  the 
plaintiff,  and  I  think  that  puts  the  previous  allegation  of  the 
plea  entirely  out  of  the  question.  But,  supposing  the  facts  had 
been  found  the  other  way,  and  those  facts  had  been  immaterial, 
I  do  not  think  a  party  who  pleads  a  plea  informally,  and  con- 
cludes with  the  averment  of  an  immaterial  fact,  can  afterwards, 
if  that  fact  is  found  for  him,  have  recourse  to  the  previous  mat- 
ters in  the  plea  in  combination  with  the  rule  which  provides 
certain  liberal  modes  of  intendment  in  favour  of  pleas  not 
specially  demurred  to.  This  is  not  like  a  plea  where  there  is  an 
issue  upon  a  material  fact,  or  where  there  is  a  general  demurrer, 
but  the  defendants  state  the  specification  here  to  be  the  specifi- 
cation mentioned  in  the  declaration.  It  may  be,  therefore,  that 
if  they  had  concluded  there,  and  stated  that  this  they  were 
ready  to  verify,  and  so  shown  that  they  relied  upon  the  insuf- 
ficiency of  the  specification,  it  may  be,  that  upon  general 
demurrer  the  plaintiff  would  not  have  been  entitled  in  reply  to 
say — u  you  have  not  stated  there  is  no  other  specification ;°  but 
I  apprehend,  he  is  entitled  to  say  so,  when  the  plea  which  is 
pleaded  is  one  that  does  not  require  that  allegation  in  point  of 
form,  and  when  he  is  entitled  to  take  issue  upon  it.  I  think, 
therefore,  that  upon  this  plea  the  question — whether  the  inven- 
tion is  a  novel  invention,  so  as  to  be  the  subject  of  a  patent- 
is  not  a  question  which  is  upon  the  record.  It  often  happens 
that  the  invention  may  be  very  good,  and  the  specification  very 
bad — and  here  it  is  the  badness  of  the  invention,  and  not  the 
badness  of  the  specification,  which  is  suggested.  Therefore,  I 
think  the  judgment  ought  not  to  be  arrested. 
Any  specific  With  respect  to  the  alleged  misdirection,  from  the  two  ques- 

question  to  be    tions  not  being  put  to  the  jury  which  were  suggested,  I  think, 
ought  to  be       although  it  is  sometimes  convenient  that  a  question  not  upon 

short,  and  must  ^e  record — a  question  of  fact,  not  raised  by  any  of  the  issues- 
be  with  their         ,       ,  ,    i  i       .  •••  •    «.  , 
consent.           should  be  put  to  the  jury,  that  it  is  an  informal  proceeding* 

which  can  be  only  by  the  consent  of  all  the  parties,  and  that  it 

is  subject  to  many  limits.     One  of  them  is  this — that  it  ought 

to  be  some  very  short  simple  matter,  about  which  there  is  little 

or  no  doubt,  and  which  may  be  easily  decided,  and  which  it  may 

be  convenient  for  the  parties  upon  a  motion  for  a  new  trial,  to 

take  to  have  been  decided  one  way  or  the  other.     But  where  it 

is  likely  to  lead  the  jury  to  a  wrong  conclusion — where  there 

may  be  a  good  deal  said  about  it  on  both  sides,  and  where 

there  are  actually  upon  the  record  a  considerable  number  of 

questions  which  the  jury  must  decide,  then,  I  think,  it  ought 

not  to  be  done,  because,  it  might  have  the  effect  of  creating 
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confusion,  which  may  be  a  thing  for  the  interest  of  the  party  A.D.  1841. 
who  is  in  the  wrong,  but  not  a  thing  for  the  interest  of  justice ; 
and  it  may  very  often  happen  that  those  intermediate  ques- 
tions, these  questions  of  fact,  which  are  incident  to  the  issue  to 
be  decided  upon  the  record,  may  be  questions  which  the  jury 
ought  not  to  be  asked.  They  cannot  be  asked,  I  apprehend, 
without  their  own  consent ;  they  cannot  be  compelled  to  give  a 
verdict  upon  it  for  this  reason — it  may  be,  that  there  is  an  issue 
joined  which  involves  twelve  questions  of  fact,  we  will  suppose, 
and  if  any  one  of  them  is  found  one  way,  that  would  sustain  a 
verdict  on  the  issue  for  the  plaintiff  or  defendant.  Possibly, 
upon  each  of  these  twelve  questions  of  fact,  there  is  one  jury- 
man who  has  no  doubt  at  all,  but  would  find  otherwise  upon  the 
other  eleven*.  In  such  a  case  the  jury  may  be  unanimous  in 
finding  a  verdict  for  the  plaintiff  or  defendant,  and  they  ought 
to  find  for  the  plaintiff  or  defendant  without  further  inquiry;  but 
it  may  be,  and  most  likely  would  be,  impossible  they  could  ail 
agree  upon  some  one  of  these  facts,  and  the  consequence  would 
be,  that  they  could  not  give  a  verdict,  or  if  they  did  at  last  do  so, 
the  verdict  might  be  against  the  opinion  of  the  jury  upon  the 
rights  of  the  parties  in  the  whole  matter.  There  is  no  rule  that 
a  verdict  cannot  be  sustained  unless  each  juryman  arrives  at  his 
conclusion  of  fact  by  the  same  road.  There  may  be  several 
correct  processes  of  reasoning  differing  from  each  other,  in 
which  different  facts  may  be  considered  as  proved  by  different 
jurymen,  by  which  they  may  all  arrive  at  the  same  end— that 
end  being  the  issue  of  fact  joined  upon  the  record.  Upon  all 
these  grounds,  I  think  the  rule  should  be  discharged. 

Rule  discharged. 


Walton  v.  Bateman  &  Others. 

Cor.  CresswelL  J.  May  10, 11, 12, 

13,  A.D.1842. 

This  was  an  action  for  the  infringement  of  the  same  patent  as 
in  the  preceding  case.  The  declaration  was  in  the  usual  form, 
and  the  pleas  were — 1.  Not  guilty.  2.  That  the  invention  was  Pleat. 
not  a  new  invention  as  to  the  public  use  and  exercise  thereof. 
3.  That  the  invention  was  not  a  new  manufacture  within  the 
meaning  of  the  statute.  4.  That  the  plaintiff  did  not  in  and  by 
the  said  specification  particularly  describe  and  ascertain  the 
nature  of  the  said  invention,  and  in  what  manner  the  same  waa 

4  K 
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to  be  performed.     5.  That  the  said  invention   was  unfit  and 

useless  for  sheet  cards  and  top  cards  (a). 

Notice  of  objec-      The  notice  of  objections  was  a  repetition  of  the  pleas,  and 

tWHi*  also  various  other  grounds,  some  of  a  general  and  others  of  a 

specific  nature,  upon  which  the  defendants  intended  to  rely  (4). 

Sir  T.  Wilde,  Bompas,  Sergt.,  and  Addison,  were  counsel  for 

the  plaintiff;    Sir  W.  Follett,  S.G.,  Talfourd,  Sergt.,  Chmmett, 

Sergt.,  Cowling,  and  Cardwell,  for  the  defendants. 

Some  of  the  cards,  sold  by  the  defendants  and  alleged  to  be 
an  infringement  of  the  plaintiff's  patent,  were  made  according 
to  the  plan  described  in  the  specification  of  Potter  &  HorsfalFs 
patent,  which  had  been  the  subject  of  the  preceding  action;  and 
others  of  the  cards,  as  to  the  fabric  into  which  the  teeth  were  set, 
or  the  back  of  the  cards,  were  manufactured  in  the  manner  of  the 
Macintosh  waterproof  cloth,  a  thin  film  of  India  rubber  or  caout- 
chouc cement  being  spread  over  cloth,  and  five  or  more  cemented 
surfaces  of  such  cloth  being  placed  and  pressed  so  as  to  adhere 
together.  The  general  nature  of  the  evidence  will  appear  from 
the  following  portion  of  the  summing  up  of  the  learned  judge  (t). 
The  summing  Cresswell,  J. :  This  is  an  action  in  which  the  plaintiff  seeks 
*?'  to  recover  compensation  in  damages  for  an  alleged  infringement 

of  his  patent  right,  and  before  I  proceed  to  read  over  to  you  the 
mass  of  evidence,  I  will  endeavour  to  point  out  the  law  upon 
the  subject  of  patents,  and  the  manner  in  which  the  various 
questions  are  raised  on  this  record.  Gentlemen,  patent  rights, 
or  rather  monopolies,  having  for  a  considerable  time  been  a 
subject  of  contention  and  complaint  in  this  country,  in  the  21st 
year  of  James  the  First's  reign  an  act  of  parliament  was  passed 
to  put  down  monopolies,  and  to  enact  that  all  parties  should  be 
disabled  from  using  monopolies,  except  in  certain  instances;  and 
in  the  sixth  section  it  was  thus  enacted — "  That  any  declaration 

(a)  The  defendants  bad  applied  to  plead  in  invention  is  a  manufacture  within  the  statute  of 
addition  to  the  above,  the  two  following  pleas :  James,  and  therefore  I  think  the  pleas  properly 
That  the  cards  mentioned  in  the  petition  and  disallowed.  4  Scott's  N.  C.  397. 
letters  patent  were  generally  known  previously,  (6)  See  observations  of  Crtuwell,  JM  in  his 
and  that  the  alleged  improvements  were  not  an  summing  up,  post,  as  to  the  inconveniences  of  this 
invention  in  respect  of  which  the  said  letters  form  of  notice  of  objections, 
patent  could  lawfully  be  granted — That  parts  of  (c)  At  the  close  of  the  plaintiff's  case,  Sir  W. 
the  cards  so  mentioned  were  generally  known,  Follett,  S.G.,  took  several  objections,  in  point  of 
and  that  the  alleged  improvements  were  not  an  law,  to  the  validity  of  the  plaintiff's  patent,  sad 
invention  in  respect  of  which  the  said  letters  pa.  amongst  others  the  following :  That  if  the  raves- 
tent  could  lawfully  be  granted.  But  Coltman,  J.,  tion  was  for  the  use  of  India  rubber  in  any  way 
at  chambers,  refused  to  allow  these  pleas.  A  for  the  back  of  cards  as  an  elastic  base,  that  woaU 
rule  having  been  obtained  by  the  defendants  call-  amount  to  a  claim  for  the  use  of  a  material,  sad, 
ing  on  the  plaintiff  to  show  cause  why  the  above  as  such,  could  not  be  the  subject-matter  of  * 
order  should  not  be  rescinded,  and  the  two  pleas  patent:  That  the  claim  as  to  the  use  of  the  dots 
added;  Bompas,  Sergt.,  showed  cause  on  the  was  uncertain,  since  it  did  not  appear  whether 
ground  that  nothing  could  be  given  in  evidence  it  was  essential  or  not.  Cresswell,  J.,  having  ax- 
under  those  pleas  which  would  not  be  admissible  pressed  his  opinion,  that  the  specification  was 
under  the  third  plea.  sufficiently  clear,  and  that  it  did  not  cUba  tat 

Tiwial,  C.  J. :  It  seems  to  me  that  the  defence  cloth  as  essential,  but   recommended  it  as  si 

which  the  defendants  are  desirous  of  setting  up  important  addition,  and  also  that  the  i 

under  these  additional  pleas,  may  be  set  up  under  claimed  was  the  subject-matter  of  letters 

the  third  plea.     That  plea  involves,  as  well  the  Sir  W.  FoUett,  S.G.,  on  behalf  of  the 

question  of  novelty,  as  whether  or  not  the  i\\e^«d  tendered  a  bill  of  exceptions  to  such 
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before  mentioned  shall  not  extend  to  any  letters  patent  and  A.D.  1842. 
grants  of  privilege  for  the  term  of  fourteen  years  or  under,  here- 
after made,  of  the  sole  working  or  making  of  any  manner  of  new 
manufactures  within  this  realm,  to  the  true  and  first  inventor  and 
inventors  of  such  manufactures,  which  others  at  the  time  of  the 
making  of  such  letters  patent  and  grant  shall  not  use,  so  as  also 
they  be  not  contrary  to  the  law  nor  mischievous  to  the  state 
by  raising  of  the  prices  of  commodities  at  home,  or  hurt  of 
trade,  or  generally  inconvenient."  The  power  of  the  crown, 
therefore,  to  grant  a  patent  is  limited  to  such  cases  as  are  within 
this,  which  is  in  the  nature  of  a  proviso  on  the  more  general 
clause.  The  power  is  to  grant  the  "  sole  working  or  making  of 
a  new  manufacture,"  therefore  there  must  be  a  new  manufacture, 
"to  the  true  and  first  inventor."  The  party  obtaining  the 
patent  must  be  the  true  and  first  inventor  in  this  country.  If 
he  import  from  a  foreign  country  that  "  which  others  at  the 
time  of  the  making  of  such  letters  patent  and  grants  did  not 
use,"  it  will  suffice.  Now  that  has  been  held  (as  I  shall  point  The  user  which 
out  to  you  more  particularly  by  and  by)  to  mean  a  user  not  by  tw,n  vlt*ale  let" 

/  .         r  I*.  .        ,.     .         .  i.i     ters  patent  must 

way  of  experiment,  but  a  public  user ;  in  distinguishing  which,  be  public,  and 
the  knowledge  of  the  parties  as  to  the  article  in  use  will  be  ma-  jj°!  ^J**0* 
terial  for  your  consideration*  Then,  it  is  not  to  be  "  contrary 
to  law  or  mischievous  to  the  state."  Now  there  is  no  plea 
upon  this  record  stating  that  this  is  contrary  to  law  or  mis- 
chievous to  the  state.  In  one  shape  the  question  of  its  being 
contrary  to  law  is  raised,  because  it  is  alleged  not  to  be  a  new 
manufacture,  and  if  not  a  new  manufacture  it  would  be  contrary 
to  law.  But  what  is  or  what  is  not  a  new  manufacture  in  that 
sense,  excluding  the  consideration  of  who  is  the  first  and  true 
inventor — whether  it  is  a  manufacture  within  the  meaning  of 
this  act,  I  apprehend  to  be  a  question  of  law,  and  that  question, 
as  far  as  I  can,  I  have  disposed  of  in  this  case,  and  I  am  happy 
to  think  that,  if  it  is  of  any  importance  to  the  parties,  and  if 
they  think  they  can  successfully  controvert  the  opinion  I  have 
expressed  upon  that  point,  they  will  have  the  opportunity  of 
carrying  it  to  the  highest  court  in  the  kingdom,  provided  your 
rerdict  should  make  it  necessary  for  them  to  do  so. 

Now,  the  plaintiff  represented  that  he  was  the  first  and  true 
inventor  of  "improvements  in  cards  for  carding  wool,  cotton, 
silk,  and  other  fibrous  substances,  and  for  raising  the  pile  of 
ivoollen  and  other  cloths.'*  That  is  the  thing  he  professes  to 
have  invented — "  certain  improvements."  That  is  the  patent. 
rhe  patent  says  nothing  at  all,  nor  is  it  necessary  it  should, 
ibout  the  particular  nature  of  his  improvements,  and  still  less 
about  the  means  by  which  he  carries  those  improvements  into 
Dperation.  The  patent  grants  this — "  that  no  person  shall  at  any 
time  during  the  continuance  of  the  term  of  fourteen  yeari 
hereby  granted,  either  directly  or  indirectly  make,  use,  or  put  in 
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CrmwcU,  J.,  practice  the  invention,  or  any  part  of  the  same ;  nor  in  any 
to  thtjury.  w^ge  counterfeit,  imitate,  or  resemble  the  same ;  nor  shall  make 
or  cause  to  be  made  any  addition  thereunto,  or  subtraction  from 
the  same,  whereby  to  pretend  himself  or  themselves  the  inven- 
tor or  inventors,  deviser  or  devisers  thereof,  without  the  license, 
What  consti-  consent,  or  agreement,  of  the  said  James  Walton."  Therefore, 
fringement.  ^eY  are  not  to  resemble  or  counterfeit;  they  are  not  to  make 
any  addition  to,  or  any  subtraction  from,  it ;  availing  themselves 
of  that  which  is  in  truth  the  subject-matter  of  his  patent;  so  as 
by  such  alteration  to  pretend  that  they  are  the  true  inventors 
of  that  article.  Now  the  defendants,  in  the  first  place,  say  that 
they  are  not  guilty — that  is,  they  say  they  have  not  directly  or 
indirectly  made,  used,  or  put  in  practice  the  invention,  or  any 
part  of  it — that  they  have  not  counterfeited,  imitated,  or  re- 
sembled the  same,  nor  made  or  caused  to  be  made,  any  addition 
thereunto,  or  subtraction  from  the  same,  whereby  to  pretend 
themselves  to  be  the  real  and  true  inventors.  The  defendants 
deny  that  they  have  done  any  part  of  that,  and  if  you  find  that 
they  have,  then  the  first  issue  must  be  found  for  the  plaintiff. 
They  next  plead,  "  that  the  alleged  invention  was  not  nor  is  a 
The  object  of  new  invention  as  to  the  public  use  and  exercise  thereof."  It  is 
objection!  to  right  I  should  direct  your  attention  now  to  a  subsequent  statute, 
preventiurprise.  which  was  passed  for  the  protection  of  patentees,  because  it  was 
found  that  when  actions  were  brought  for  infringements  of 
patents,  objections  were  frequently  started  by  surprise  upon  the 
party,  which  he  might  have  been  prepared  to  meet  if  he  had 
had  due  notice  of  it,  but  which,  not  having  had  that  notice,  lie 
could  not  meet;  and  so  it  was  supposed  injustice  was  sometimes 
done  to  patentees;  and  an  act  of  parliament  was  accordingly 
passed,  which  provided  that  a  defendant  in  such  an  action  in- 
tending to  avail  himself  of  objections  to  the  patent,  should,  at 
the  time  of  pleading,  give  a  notice  of  the  nature  of  his  objec- 
tions ;  and  I  cannot  help  thinking,  after  reading  carefully  the 
notice  of  objections  given  in  this  case,  that  it  would  be  a  very 
good  rule  to  establish  that,  with  the  notice,  the  party  should  be 
compelled  to  say  under  which  plea  he  means  to  bring  forward 
the  different  objections ;  for  I  protest,  looking  as  carefully  as  I 
can  at  these  objections,  I  have  had  very  great  difficulty  ill 
knowing  how  the  defendants  mean  to  apply  them,  and  I  fear  that 
in  this  case,  and  in  others,  objections  so  drawn,  without  any 
such  specific  statement  as  to  the  plea  under  which  they  are  to 
be  given  in  evidence,  instead  of  serving  to  help  us  in  the  due 
administration  of  justice,  may  serve  as  traps  and  pitfalls  for 
judges  and  juries  to  be  caught  in.  Gentlemen  at  the  bar  will 
do  the  best  for  their  clients,  but  1  think  it  would  assist  the  ad- 
ministration of  justice  if  the  parties  had  distinct  notice  how  the 
objections  were  to  be  applied. 

With  respect  to  this  not  being  a  new  invention,  the  natare 
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of  that  objection  is  distinct  and  clear  upon  the  face  of  it.     It  A. D.  1842. 
involves  two  questions  for  your  consideration*     First,  was  any  The  old  article 
article  made  before,  answering  the  purposes  and  having  the  pro-  ™8*  properties 
perties  of  that,  which  the  plaintiff  has  made  and  claims  as  the  as  the  patent 
patent?     Are  you  satisfied  by  the  evidence  in  this  cause,  toarUce* 
which  I  shall  direct  your  attention  by  and  by,  that  any  article 
was  in  fact  made  and  sold  at  a  previous  period,  having  the 
qualities  and  the  properties  of  that  which  the  plaintiff  claims  as 
his  patent  article?     That  is  one  part  of  it.     To  say  that  an 
article   was   sold  before,  which  would  make  a  card   back,  is 
nothing  to  the  purpose.    Leather  was  sold  before  to  make  a 
card  back,  but  because  leather  would  make  a  card  back  before, 
they  cannot  say — e€  oh,  that  was  sold  before,  and  then  you  hav- 
ing made  a  card  back  of  a  different  material,  that  will  not  protect 
your  patent."     That  is  nothing.    They  must  show  that  the 
article  made  before  had  the  same  properties  as  that  in  respect 
of  which  the  patent  was  granted.     By  and  by  you  will  have  to 
say,  whether  that  article  which  was  sold  under  the  denomination 
of  Hancock's  patent  leather  (for  that  is  the  only  article  which  has 
been  introduced  or  talked  of,  as  far  as  I  recollect  at  present,  as 
being  put  in  competition  with  the  plaintiff's  patent  article),  was 
an  article  having  the  properties  and  qualities  of  that  which  the 
plaintiff  claims  as  his  patent  article.     It  is  very  remarkable, 
gentlemen,  certainly,  in  a  case  of  this  sort,  that  now  that  we 
have  heard  evidence  upon  it  for  three  whole  days,  not  one 
question  has  been  asked  of  any  one  witness,  as  to  whether  it 
had  those  properties  or  not,  as  far  as  I  recollect.     You  will  see, 
when  I  read  the  evidence,  that  no  witness  was  asked,  nor  did 
any  witness  volunteer  the  statement,  that  the  article  which  was 
so  made  by  Hancock  and  sold  by  him  had  the  properties  for 
which  this  patent  was  granted.     Now  if  it  had  not,  it  cannot  be  and  have  been 
put  in  competition  with  this ;  if  it  had,  then  was  it  known  and  u™wn  " 
in  use  ?     That  would  involve  another  question.     Now,  in  the 
first  place,  was  it  known  as  an  article  having  those  properties]? 
Did  any  person  know  what  he  was  buying  ?    They  say,  "  Yes,  I 
knew  I  was  buying  Hancock's  patent  leather."  What  was  Han- 
cock's patent  leather  ?   Why,  he  would  look  to  Hancock's  patent 
and  specification,  and  would  he  find  in  Hancock's  patent  and 
specification  that  he  was  buying  an  article  having  the  properties 
for  which  the  plaintiff  has  taken  out  his  patent — his  patent  being 
for  giving  an  elastic  bed  to  the  teeth  of  cards  by  the  application 
of  India  rubber  ?    Would  any  person  buying  Hancock's  patent 
leather  suppose  he  was  buying  that  ?  The  patent  itself  distinctly 
shows,  according  to  the  chemical  evidence  we  have  had,  that 
such  an  article  could  not  be  produced  by  that  patent ;  that  if 
that  patent  were  applied  to  the  manufacture,  it  would  destroy 
the  elasticity  of  the  India  rubber,  and  such  an  article  could  not 
be  produced  by  it.    Therefore,  if  they  supposed  that  they  were 


618  Walton's  patent. 

CremnU,  J.f     buying  that  article,  made  under  that  patent,  they  certainly  could 
to  t  tjury.       not  SUpp0se  ^at  they  were  buying  an  elastic  bed  for  the  teeth 
of  their  cards.    Were  they,  in  fact,  buying  an  article  of  that  sort, 
and  how  do  they  attempt  to  show  now  that  they  were?    That 
will  be  for  your  better  judgment,  but  it  seems  to  me  by  a  yery 
singular  sort  of  evidence.     They  have  called  several  gentlemen 
before  you  who  prove,  that  by  analyzing  small  portions  of  it, 
they  find  certain  ingredients.    They  find  in  the  inner  cloths 
India  rubber  as  a  cement  for  the  cloths.     But  they  find  some- 
thing on  the  outside  also.    The  cloth  was  composed  of  the  one 
as  much  as  of  the  other;  and  they  do  not  tell  you  what  was  the 
effect  of  the  whole  upon  the  card.    They  are  not  asked.    Not, 
if  we  are  to  take  it  as  an  article  made  under  Macintosh's  patent, 
the  inner  cloths  might  be  cemented  according  to  Macintosh*! 
patent ;  but  was  the  article  when  turned  out  as  patent  leather 
an  article  made  under  Macintosh's  patent?     What  had  Mac- 
intosh's patent  to  do  with  that  colouring  matter  which  was  oa 
the  outside — the  ochre,  the  oxide  of  iron,  and  the  carbonate  of 
lime  ?     However,  what  did  these  people  suppose  they  were  pur- 
chasing?    There  is  a  curious  fact  about  that,  that  Hancock 
himself  does  not  appear  to  have  known  what  he  was  selling, 
because  he  states  he  said,  at  the  last  trial,  and  believed  he  said 
truly  (of  course,  we  must  take  it,  that,  at  the  time  he  was  stating 
it,  he  supposed  he  was  stating  truly),  that  that  article  was  made 
according  to  his  patent,  and  he  says,  "  I  have  discovered  since 
by  accident  (and  I  now  have  a  memorandum  book  showing  the 
manner  in  which  I  made  out  my  invoice   to  Mr.  Hemming- 
way,  who  bought  it),  that  it  was  not  made  according  to  my 
patent,  but  according  to  something  else."    Why,  gentlemen,  if 
he  did  not  know  what  he  had  sold  in  1827,  was  it  a  thing  in 
known  use  when  this  patent  was  taken  out,  or  had  it  been 
thrown  aside  and  abandoned  ?     But  did  he  ever  sell  it  in  that 
state  ?     That  is  coming  back  to  the  first  point — was  it  an  article 
that  could  be  placed  in  competition  with  the  plaintiff's  ?    Had 
it  those  properties  which  are  the  only  properties  in  respect  of 
which  the  plaintiff's  patent  has   been   granted  ?      Then,  with 
respect  to  the  extent  of  the  use,  we  have  it  in  evidence  that  Mr. 
Dyer  had  some  for  the  purpose  of  making  cards  to  clothe  an 
engine  for  Messrs.  Birley,  and  that  Mr.  Hemmingway  had  the 
quantity  mentioned,  which  you  shall  hear  more  particularly  by 
and  by,  for  the  purpose  of  making  some  on  his  own  account, 
and  some  to  make  up  for  others,  and  it  appears  they  were  sup- 
plied to  several  different  persons.     One  firm,  I  think,  had  three 
or  four  sets;  none  of  the  others  appear  ever  to  have  had  it  a 
second  time.     That  was  in  1827,  and  though  there  is  a  great 
deal  of  looseness  in  the  dates  given  by  the  witnesses — and  cer- 
tainly, if  dates  are  important,  it  is  a  thing  very  much  to  be 
deplored  in  a  court  of  justice  that  witnesses  should  be  so  inac- 
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curate  in  their  statements — yet  1  think  we  have  pretty  good  A.D.  1842. 
evidence  from    Mr.  Hancock  himself — for  he  referred  to  the 
dates  in  his  books — when  these  things  were  sent  out ;  and  it 
appears  that  the  whole    took  place  between  July,  1826,   and 
December,  1827*     It  does   not  appear  that,   from   that  time 
downwards,  any  more  was  called  for,  that  any  more  was  ever 
used  for  that  purpose,  or  that  any  cards  were  constructed  of 
those  materials  after  the  year  1827.     Then  even  supposing  that  If  a  user  be' 
that  article  did  embody  the  principle  of  the  plaintiff's,  so  as  to  ^n^ned  the 
present  to  persons  using  it  the  properties,  qualities,  and  advan-  question  will  be, 
tages  in  principle  of  that  article  which  the  plaintiff  makes,  the  not^wiyof 
question  for  you  will  be,  whether  that  user  is  not  to  be  con-  experiment. 
sidered  rather  in  the  nature  of  an  experiment  than  of  any  public 
use  of  the  article,  so  as  to  deprive  the  plaintiff  of  the  fruit  of 
this  discovery  in  respect  of  this  manufacture  ?    Now,  gentlemen, 
upon  that  1  would  rather  you  should  take  the  opinion  of  others 
than  mine,  and  therefore  I  will  take  leave  to  direct  your  atten- 
tion to  that  which  has  been  said  by  other  judges  upon  that 
subject;  and  1  do  this  the  more  particularly,  because  I  believe 
that  the  direction  I  am  now  going  to  read  to  you  was  confirmed 
afterwards  on  further  consideration  by  the  court  out  of  which 
the  record  came.     In  an  action  respecting  some  manufacture  of 
India  rubber,  a  few  years  ago,  my  Lord  Chief  Justice  Tindal 
addressed  the  jury  in  this  manner :  "  It  will  be  for  the  jury 
to    say,  whether  the  plaintiff's  invention  was  or  was   not  in 
public  use  and  operation  at  the  time  the  patent  was  granted." 
Now,  in  considering  that  you  will  bear  this  in  mind,  that  so 
far  had  that  escaped  the  recollection  of  the  very  man  who  made 
it,  that  in  1840,  when  examined  in  court  and  upon  his  oath,  he 
could  not  tell  how  it  was  made.     But  now  he  has  corrected 
himself  by  reference  to  his  books  and  by  the  assistance  he  has 
derived  from  a  chemical  analysis.     That  question  being  debated 
in  the  court  above,  my  lord  again  said — "The  question  raised 
for  the  jury  was  this,  whether  the  various  instances  brought 
forward  by  the  defendants  amounted  to  proof,  that,  before  or  at 
the  time  of  taking  out  the  patent,  the  manufacture  was  in  public 
use   in  England,  or  whether  it  fell  short  of  that  point,  and 
proved  only  that  experiments  had  been  made  in  various  quar- 
ters and  had  been   afterwards   abandoned.    This  question  is, 
from  its  nature,  one  of  considerable  delicacy.     A  slight  altera- 
tion in  the  effect  of  the  evidence  will  establish  either  the  one 
proposition  or  the  other,  and  the  only  proper  mode  of  deciding 
it  is,  by  leaving  it  to  the  jury.     On  the  present  occasion  they 
heard  the  evidence  patiently,  and  appeared  to  apply  it  with  intel- 
ligence, and  we  see  no  reason  to  be  dissatisfied  with  the  conclu- 
sion at  which  they  arrived."  (Ante  519.)  The  direction  of  another 
learned  judge,  Mr.  Justice  Patteson,  in  another  court,  was  very 
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similar,  pointing  out  the  distinction  between  experiment  and 
public  use  as  the  criterion  by  which  you  are  to  be  guided.  So 
much  for  that  which  is  the  second  issue  raised  upon  this  record. 
The  third  issue  is  much  wider;  the  defendants  say,  "that  the 
alleged  invention  was  not  nor  is  a  new  manufacture  within  the 
meaning  of  the  statute  concerning  monopolies."  Now  that  is 
put  to  me  as  a  question  of  law.  It  is  raised  by  the  Solicitor 
General  as  a  question  of  law,  in  order  that  I  might  decide  upon 
it  as  a  matter  of  law,  and  that  he  might  take  an  exception  to  my 
ruling  if  it  should  be  against  him,  so  as  to  carry  the  question  to 
another  and  superior  court.  Gentlemen,  I  gave  the  case  the 
best  attention  that  I  could  then.  I  have  given  it  more  atten- 
tion since,  and  I  am  confirmed  now  on  further  consideration  in 
the  opinion  I  then  expressed,  that  there  is  sufficient  of  a  new 
manufacture  in  this  case  to  justify  and  maintain  the  patent  that 
has  been  granted.  I  think  that  there  is  a  new  principle  de- 
veloped, carried  out,  and  embodied  in  the  mode  of  using  that 
principle,  and.  in  availing  himself  of  that  which  is  sufficient  to 
sustain  the  patent  right  in  this  case ;  and  that,  gentlemen,  dis- 
poses of  a  great  many  of  the  objections  of  which  notice  was  given, 
that  it  was  not  a  new  manufacture.  Then  the  notice  goes  on  to 
state  the  reasons  why  it  was  not — that  the  supposed  invention 
was  not  nor  is  the  subject-matter  of  a  patent  for  a  monopoly— 
and  then  we  come  back  to  the  second  plea  again  (and  this 
shows  the  inconvenience  of  having  the  notice  in  this  form). 
After  objecting,  in  the  first  instance,  to  the  want  of  novelty,  they 
say,  that  long  before  the  granting  of  the  letters  patent,  fillets  or 
sheets  were  made  by  uniting  plies  or  pieces  of  linen,  cotton,  or 
other  like  cloth  together,  by  a  solution  of  caoutchouc,  being 
cemented  by  such  solution,  and  being  of  the  same  manufacture, 
and  cemented  in  the  same  manner  as  alleged  in  the  specifica- 
tion. That  goes  to  the  question  of  novelty.  The  mere  fact  of 
their  being  cemented  together,  no  doubt,  was  known  before. 
Nobody  ever  disputed  that.  Then  they  go  on  to  say,  that  letters 
patent  were  granted  to  Hancock,  and  that  large  quantities  of 
artificial  leather  manufactured  under  that  patent  were  sold. 
Now,  it  is  very  curious  that  the  case  made  to-day  is,  that  the 
leather  was  not  made  under  Hancock's  but  under  Macintosh's 
patent,  the  probability  being  that  it  was  a  combination  of  the 
two.  The  interior  was  made  according  to  Macintosh's  patent, 
by  cementing  pieces  together  with  a  thin  solution  of  India  rub- 
ber, and  the  exterior  was  made  by  Hancock's,  so  as  to  give  it 
rigidity  and  firmness.  Then  they  go  on  to  say,  that  the  letters 
patent  granted  to  Hancock  are  expired,  and  that  it  is  now  die 
common  right  of  every  subject  to  use  India  rubber,  and  its 
solution,  or  cement,  combined  with  cloth  or  any  other  fibrous 
substance,  in  any  way,  for  any  purpose  to  which  leather  beta* 
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the  grant  of  that  patent  had  been  commonly  applied.  Hancock's  A.0. 1842. 
patent  never  prevented  that,  therefore  that  consequence  does 
not  follow  from  the  expiration  of  Hancock's  patent.  But — as 
has  been  said,  I  think,  with  great  propriety  by  the  learned 
counsel  for  the  plaintiff — if  they  like  to  make  card  backs  ac- 
cording to  Hancock's  patent,  let  them.  The  plaintiff  does  not 
object  to  their  doing  that. 

Then  the  defendants  further  say,  that  the  plaintiff  did  not  Ai  to  the  apeci- 
particularly  describe  and  ascertain  the  nature  of  his  alleged  in-  fication- 
vention,  and  in  what  manner  the  same  was  to  be  performed, 
iccording  to  the  meaning  of  the  letters  patent.  Now  that  is  a 
question  for  the  jury.  It  is  a  question  for  fiie  jury,  whether  he 
has  given  such  a  description  of  his  invention,  and  of  the  man- 
ner of  carrying  it  out,  as  will  enable  a  workman  of  competent 
ridll  in  that  line  of  business  to  act  upon  it.  And,  gentlemen, 
this  objection  to  want  of  clearness  is  expanded  certainly  to  a 
very  great  degree  in  this  notice.  It  is  objected  that  the  specifi- 
cation does  not  describe  the  alleged  invention  truly  and  suf- 
ficiently, but  is  insufficient,  and  ambiguous,  and  unmeaning,  in 
the  following  respects : — in  not  stating  or  showing  with  certainty 
how  or  when  the  brown  holland  cloth  is  to  be  cemented  or 
ttnexed  to  the  India  rubber — whether  after  or  before  the  wire 
teeth  have  been  inserted  through  the  India  rubber ;  also  in  that 
the  specification  does  not  describe  truly  and  sufficiently  how 
the  brown  holland  is  to  be  used  (that  is  very  much  the  same 
thing);  also,  that  the  claim  of  invention  in  the  letters  patent 
makes  no  mention  of  any  use  or  application  of  linen  cloth.  The 
claim  of  invention  in  the  patent  is  an  improvement  in  making 
cards.  It  is  not  necessary  that  it  should  be  there.  The  speci- 
fication must  be  taken  altogether,  and  you  find  most  distinctly 
he  speaks  of  using  linen  cloth.  Then  again  it  is  objected  also, 
*that  the  specification  does  not  particularly  describe  and  ascer- 
tain the  nature  of  the  supposed  invention,  but  merely  says  so 
tad  so,  and  does  not  with  sufficient  particularity  or  distinctness 
lay  what  new  invention  or  manufacture  is  claimed  by  the  plain- 
5ff."  If  that  is  a  question  of  law,  I  must  say  I  think  it  does 
dost  distinctly.  I  cannot  read  it  without  seeing  that  he  says,  "I 
leelare  the  nature  of  my  invention  to  consist  in  the  application 
nd  adaptation  of  the  material  known  by  the  name  of  caout- 
houc  or  India  rubber  as  a  substitute  for  the  fillets  or  sheets  of 
gather,  which  are  commonly  used  in  the  construction  of  ordi- 
aiy  cards,  and  thus  giving  a  superior  elasticity  and  durability 
>  such  cards."  I  cannot  help  thinking  that  he  states  very 
learly  and  explicitly  what  he  claims,  and  as  to  his  not  having 
ifficiently  described  the  mode  in  which  that  is  to  be  carried 
at,  that  is  a  question  of  fact  for  people  of  competent  under- 
ending  in  the  matter  to  prove.  You  have  had  a  great  variety 
f  witnesses  before  you  on  that  subject— on  one  side  certainly — 
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and  you  will  see  whether  it  is  the  case  or  not  when  I  come  to 
read  the  evidence  ;'-|>ut  I  do  not  remember  that  any  person 
called  for  the  defendants  was  asked,  whether  he  would  have  any 
difficulty  in  making  a  card  according  to  the  description  given  of 
the  process  in  this  specification.     Now,  gentlemen,  with  respect 
to  that,  I  think  I  was  called  on  to  express  some  opinion  as  to 
whether  the  plaintiff  claimed  as  an  essential  part  of  his  patent 
the  application  of  linen,  but  I  cannot  help  thinking  there  is 
some  little  confusion  in  the  use  of  the  term,  "  what  he  claims  ai 
an  essential  part  of  his  patent."     He  claims  as  distinctly  as  pos- 
sible the  application  of  India  rubber  as  a  substitute  for  leather 
in  making  the  backs  of  cards  in  order  to  get  an  elastic  bed; 
that  is  what  he  claims,  and  there  is  nothing  about  the  cloth  in 
that.    But  it  is  not  sufficient  that  a  man  should  claim  a  prin- 
ciple.   He  must  add  to  it  in  his  specification  a  mode  of  working 
out  that  principle  practically,  and  that  he  does  now,  for  you  will 
find  he  recommends  as  the  best  mode  of  working  that  out  die 
application  of  the  cloth,  but  he  does  not  profess  to  say  it  cannot 
be  done  without.     If  he  had  said,  it  cannot  be  done  without,  I 
should  have  thought  he  would  have  said  the  linen  was  essential 
to  the  working  out  of  his  principle.     He  says,  however,  that  it 
is  best  worked  out  with  that,  not  that  it  cannot  be  done  without 
it.     If  he  had  said  it  cannot  be  done  without  it,  and  it  could  he 
done  without  it,  he  would  have  taken  upon  himself  to  asserts 
fact  which  might  have  misled  the  public — therefore  he  did,  I 
think,  wisely  in  not  doing  so.     He  says,  "the  best  mode  of 
doing  it  that  I  know  of,  and  that  information  I  am  bound  to 
give  to  the  public,  is,  by  the  application  of  cloth."     He  does 
not  take  upon  himself  to  say  that  that  is  essential.     Now  upon 
that  subject  I  will  just  point  out  to  you  what  has  been  the 
general  rule  on  the  subject  of  these  specifications,  to  show  what 
information  a  person  must  give  to  the  public,  because  if  a  man 
knows  a  better  mode  than  that  which  he  states  to  the  public, 
that  would  be  very  unfair  and  wrong,  and  his  patent  would  be 
vitiated  by  it.     For  instance,  in  the  case  of  Thrner  v.  Winter 
(ante  77)>  it  was  held  a  patent  is  void  if  the  specification  is  am- 
biguous, or  gives  directions  which  tend  to  mislead  the  public; 
as,  for  instance,  if  it  states  that  by  one  process  three  things  may 
be  produced,  and  the  process  fail  as  to  any  one,  or  if  the  speci- 
fication directs  the  same  thing  to  be  produced  in  several  ways, 
or  by  several  different  ingredients,  and  any  of  them  fail :  so  if 
the  plaintiff  had  taken  upon  himself  to  recommend  here,  as  a 
mode  in  which  it  might  be  done,  that  it  might  be  made  with 
cloth,  or  that  it  could  not  be  made  without,  he  might  have  mis- 
led the  public.   He  says,  it  may  be  made  with — and  he  does  not 
say  whether  it  can  or  cannot  be  made  without.     Then  again,  in 
another  case  it  is  said — "  a  patent  is  void  if  the  specification 
omit  any  ingredient,  though  not  necessary  for  the  composite* 
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of  a  thing,  for  which  the  patent  is  claimed,  as  a  more  expeditious  A.D.  1842. 
mode  of  producing  the  manufacture/'  It  cannot  be  said  that 
this  specification  is  open  to  that  objection,  for  here  he  has  told 
them  the  best  mode  of  doing  it,  and  has  introduced  every  ingre- 
dient necessary.  In  another  case  the  specification  stated  that 
the  cloth  might  be  made  of  any  suitable  material,  the  patentee 
knowing  from  experiment  at  that  time  that  one  material  and  no 
other  would  answer ;  and  the  patent  was  held  to  be  bad,  because 
he  had  only  said,  "  I  prefer  it  to  be  made  of  this  material," 
when  he  knew  that  no  other  would  answer.  There  is  no  proof 
that  the  plaintiff  knew  that  no  other  than  the  mode  described 
would  answer — on  the  contrary,  it  is  proved  that  it  may  be 
made  without  the  cloth.  Then  again,  in  another  case,  an  inven- 
tion for  giving  paper  an  enamel,  the  specification  was  held  to  be 
insufficient,  because  the  party  did  not  give  the  best  informa- 
tion in  his  power  as  to  the  ingredients  and  the  mode  of  doing 
it.  But  here  the  party  has  given  the  best  information,  and  has 
not  taken  upon  himself  to  say,  no  other  mode  would  do ;  there- 
fore, he  has  excluded  nothing.  I  say,  he  does  not  make  that 
essential,  but  that  he  gives  to  the  public  the  best  information 
that  he  himself  has.  Then,  gentlemen,  we  come  to  another 
objection — I  really  do  not  know  what  plea  it  applies  to — that  The  want  of 
the  invention  claimed  by  the  patent  is  not  of  any  public  use  or  ro^bie^nder 
benefit*  It  is  supposed  that  that  may  be  a  question  under  the  the  plea  deny. 
"new  manufacture."  I  entertain  great  doubts  upon  that,  be-  SmuTbo^Tnew 
cause  a  thing  may  be  a  new  manufacture,  and  perhaps  may  not  manufacture. 
be  of  any  public  use  or  benefit.  However,  it  is  said  here  that 
the  invention  claimed  by  the  said  letters  patent  is  not  of  any 
public  use  or  benefit.  It  has  been  suggested  that  that  question 
might  more  fairly  be  raised  under  a  plea,  stating  it  was  injurious 
to  the  public.  There  is  no  allegation  here  that  it  was.  But, 
however,  it  would  be  as  well,  perhaps,  that  you  should  take  into 
consideration  the  question,  whether  the  invention  was  of  any 
public  use  or  benefit.  I  do  not  think  the  plaintiff  would  raise 
any  objection  to  such  a  question  being  submitted  to  you.  Then 
it  goes  on  thus — "  and  that  India  rubber  uncombined  with  cloth, 
or  other  fibrous  substance,  is  not  a  useful  or  sufficient  substi- 
tute for  the  fillets  or  sheets  of  leather,  used  in  the  construction 
of  ordinary  cards,  and  is  useless  for  the  backs  of  such  cards." 
I  really  do  not  understand  to  what  that  applies — I  do  not  un- 
derstand how  it  is  raised.  Certainly,  if,  owing  to  my  ignorance 
on  that  subject,  this  is  a  pitfall  in  which  I  may  be  caught  in 
this  case,  they  have  laid  it  with  success,  for  undoubtedly  I  do 
not  know  how  that  question  fairly  arises  upon  this  record, 
because,  looking  at  the  specification,  I  do  not  find  that  he  says 
it  is  to  be  made  without  linen.  On  the  contrary,  his  mode  of 
doing  it  is  with  linen.  He  does  not  say  that  it  cannot  be  made 
without,  but  his  mode  of  doing  it  is  with.     He  intimates  an 
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CreuweU,  J.,     opinion  that  if  people  choose,  after  it  is  made,  to  take  the  linen 
to  the  jury.        Q^  anj  gt  -fc  ^  cement  on  to  the  cylinder,  that  may  be  done. 
The  justice  of  that  opinion  is  a  matter  of  controversy,  as  to 
which  yon  have  had  evidence  called  on  both  sides,  but  there  is 
one  piece  of  evidence  given  on  the  part  of  the  plaintiff,  which 
has  not  been  met  by  any  evidence  of  the  same  quality  on  the 
part  of  the  defendant.     The  plaintiff  produces  a  roller,  which 
he  says  has  been  used,  and  they  do  not  show  on  the  other  side 
any  experiment  made  which  has  failed. 
As  to  tbe  last        Then  we  come  to  the  last  plea,  which  is  this — "The  defend- 
p  ea°  ants  say,  that  sheet  cards  and  top  cards  were  long  before  the 

time  of  the  making  and  granting  of  the  letters  patent,  and 
from  thence  hitherto  have  been  cards  in  public  use  and  exercise 
for  the  purpose  of  carding  wool,  cotton,  silk,  and  other  sub- 
stances, within  the  meaning  of  the  letters  patent,  and  the 
supposed  improvements  therein  mentioned,  and  during  that 
time  were  and  have  been  the  cards  and  instruments  principally 
used  for  that  purpose,  and  that  the  supposed  invention  was,  and 
still  is,  unfitted  for  and  useless  in  respect  of  sheet  cards  and  top 
cards/'  Now  the  plaintiff  has  not  contented  himself  with  deny- 
ing one  part  of  that  plea,  but  he  has  replied  to  both  parts.  He 
puts  in  issue  the  whole  of  it,  and  says,  that  sheet  and  top  cards 
were  not  principally  used  for  carding,  and  that  this  invention 
was  fitted  and  useful  for  that  purpose.  Therefore  the  defendants, 
in  order  to  succeed  upon  that  issue,  must  make  out,  not  only 
that  this  invention  or  alleged  invention  was  unfit  for  sheet  cards 
and  top  cards,  but  must  make  out  that  they  were  the  cards 
principally  in  use.  Now,  according  to  the  evidence,  the  cards 
principally  in  use  beyond  all  question  were  fillet  cards ;  there- 
fore, on  that  ground  they  would  fail,  even  supposing  that  there 
were  any  question  remaining  unsatisfactorily  disposed  of  in  yoor 
minds  respecting  the  fitness  of  this  article  for  sheet  cards  and 
top  cards.  I  do  not  see  upon  the  evidence  that  there  is  any 
great  difference  in  the  value  of  them  for  the  one  purpose  or  for 
the  other.  This  is  not  said  to  be  merely  cards  without  doth 
backs ;  this  applies  to  the  whole  of  the  invention — that  with  the 
cloth  back  it  is  not  fitted  for  sheet  cards  or  top  cards. 

Those  are  the  various  questions,  gentlemen,  which  you  will  have 
to  try:  whether  the  defendants  have  imitated  or  counterfeited  the 
whole  or  any  essential  part  of  that  which  the  plaintiff  claims. 
You  have  to  dispose  of  those  two  questions,  ascertaining  whe- 
ther this  is  a  new  invention — first,  whether  any  thing  corres- 
ponding with  it  was  ever  made  before;  secondly,  whether,  if 
ever  made,  it  was  in  use  and  operation  publicly,  or  was  a  failing 
experiment — a  trial  which  was  abandoned.  The  third  question 
I  have  disposed  of  myself,  with  the  exception  of  that  part  which 
you  may  take  into  your  consideration,  namely,  whether  the  in- 
vention was  o(  axw  public  use  or  not  ?  because  it  is  said  that  it 
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is  included  in  that  plea,  and  although  I  doubt  it,  I  would  rather  A.D.  1842. 
you  should  consider  it  as  involved  in  it  in  order  that  there  may 
be  no  failure  on  my  part  to  leave  any  thing  to  you  which  I 
ought  to  have  left,  so  as  to  render  useless  the  investigation  we 
have  been  so  long  engaged  in.  Then  the  fourth  question  is, 
whether  the  plaintiff  in  his  specification  gave  such  a  description 
of  his  invention  as  would  enable  a  workman  of  competent  skill 
to  act  upon  it ; — and  the  fifth  is,  whether  sheet  cards  and  top 
cards  were  principally  in  use ;  and  whether,  if  they  were,  this 
material  was  fit  to  make  such  cards.  Those  are,  as  distinctly  as 
I  can  lay  them  before  you,  the  questions  which  you  have  to  try. 
[The  learned  judge,  after  reading  over  and  commenting  on 
t^e  evidence,  concluded  as  follows:]  Your  attention,  as  I  told 
you  before,  will  be  directed  to  the  particular  issues  raised,  which 
are — first,  whether  one  or  both  of  the  articles  sold  by  the  de- 
fendants were  such  that,  in  making  or  selling  them,  they  did, 
directly  or  indirectly,  do,  make,  use,  or  put  in  practice,  the  said 
invention  of  the  plaintiff,  or  any  part  of  the  same,  or  in  any  wise 
counterfeit,  imitate,  or  resemble  the  same,  or  make  any  addition 
thereunto,  or  subtraction  from  it,  whereby  to  pretend  them- 
selves to  be  the  inventor  or  inventors  ?  Then,  the  next  question 
that  you  have  to  determine  is,  whether  it  was  a  new  invention 
as  to  the  public  use  and  exercise  thereof?  That,  again,  involves 
the  two  propositions  1  mentioned  before;  first,  whether  the 
article  sold  before  was  of  such  a  nature  as  to  embody  in  it  the 
principle  and  valuable  qualities  of  Walton's  article  ?  If  it  was 
not  of  such  a  nature,  then  there  is  nothing  to  impeach  the 
plaintiff's  claim ;  if  it  was  of  such  a  nature,  then  there  follows 
this  question — whether  it  was  a  new  invention  as  to  the  public 
use  and  exercise  thereof?  And,  in  determining  that  question,  I 
beg  you  to  bear  in  mind  those  opinions  1  have  read  as  having 
fallen  from  other  judges,  rather  than  state  to  you  any  opinion  of 
my  own.  With  respect  to  the  third  plea — that  the  invention 
was  not  nor  is  a  new  manufacture,  as  far  as  that  involves  the 
question  whether  it  can  be  considered  as  within  the  statute,  that 
is  a  question  for  the  court,  which  I  have  already  determined. 
As  far  as  it  depends  upon  the  question  of  utility,  that,  gentle- 
men, is  a  question  for  you.  Then  the  fourth  is,  whether  the 
plaintiff,  in  his  specification,  particularly  described  and  ascer- 
tained the  nature  of  the  invention  and  the  manner  in  which  the 
same  was  to  be  produced  ?  That  again  is  for  you,  bearing  in 
mind  the  evidence  which  has  been  given  as  to  the  power  of  a 
competent  workman  to  work  from  the  specification  which  has 
been  put  in.  As  to  the  fifth  plea,  whether  these  top  cards  and 
sheet  cards  were  principally  used  for  the  purpose  of  carding,  and 
whether  this  invention  was  unfitted  for  them  ? — that  also  is  for 
you,  and  I  think  the  defendant  ought  to  make  out  both  parts  of 
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that  proposition,  for  both  are  put  in  issue.  They  must  make 
out  both  that  top  cards  and  sheet  cards  were  principally  used, 
and  that  Mr.  Walton's  alleged  invention  was  insufficient  and  in- 
applicable to  those  purposes  (</)• 

Verdict  for  the  plaintiff  (e). 


GIBSON  &  CAMPBELL'S  PATENT. 

Tuu.  Letters  patent  19th  November,  1836,  to  John  Gibson  and 

J.  G.  Campbell,  for  "a  new  or  improved  process  or  manufacture 
of  silk  and  silk  in  combination  with  certain  other  fibrous 
substances.9' 

Specification.  I  declare  (a)  that  the  nature  of  our  said  invention  consists— 
First,  in  a  part  of  our  process  by  which  we  discharge  the  gum 
from  that  peculiar  kind  of  silk  denominated  silk  waste,  when  the 
same  is  in  the  state  of  the  sliver  or  rove.  Second,  in  a  part  of 
our  process,  by  which  we  dye  silk  waste  when  in  the  state  of 
sliver  or  rove.  Third,  in  a  part  of  our  process,  by  which  we 
spin  yarn  from  dressed  or  heckled  silk  waste  of  long  fibres, 
either  in  the  gum  or  discharged.  Fourth,  in  a  part  of  our  pro- 
cess, by  which  yarn  from  silk  waste  with  long  fibres  may  be 
spun  in  combination  with  flax  of  a  similar  length  of  fibre.  Fifth, 
in  a  part  of  our  process,  by  which  yarn  from  silk  waste  with 
long  fibre  is  spun  in  combination  with  wool.  Sixth,  in  the  ap- 
plication of  our  improved  process  to  the  throstle  machine,  on 


(d)  At  the  conclusion  of  tho  summing  up,  and  tent  of  the  defendant :  the  trial  took  place  at  the 
before  the  jury  retired,  Sir  W.  Follett,  S.  G.,  on  sittings  after  Trinity  Term,  1842,  when  there 
the  part  of  the  defendants,  excepted  to  the  direc-  was  a  verdict  for  the  crown  on  the  issues  of 
tion  of  the  learned  judge,  in  that  it  had  been  left  novelty.  In  addition  to  the  evidence  of  user  an- 
as a  question  for  the  jury,  whether  what  had  been  der  Hancock's. patent,  adduced  from  the  defend- 
done  by  Mr.  Hancock  in  1826  and  1827  was  an  ants  on  the  two  preceding  trials,  the  statemeat. 
experiment,  whereas  upon  the  evidence  the  ques-  ante  585,  in  the  '  Journal  of  the  Royal  Institution,' 
tion  of  user  by  way  of  experiment  did  not  arise ;  was  given  in  evidence  on  the  part  of  the  prose- 
that  it  ought  only  to  have  been  left  to  the  jury  to  cution. 

say,  whether  they  believed  the  evidence  of  the  The  court  of  Queen's  Bench  granted  a  rale 

witnesses,  because  if  that  evidence  was  true,  a  nisi  for  a  new  trial,  but  the  rule  was  not  argued, 

public  user  of  the  article  was  proved ;  he  also  a  compromise  having   been  made,   whereby  all 

excepted  to  the  direction  of  the  learned  judge,  proceedings  on  the  bill  of  exceptions  in  WulUm  v. 

expressed  in  the  words  of  Chief  Justice  Tindal ;  Bateman,  and  in  some  other  actions  standing  for 

also,  in  that  the  jury  had  been  directed  that  the  trial,  were  stayed. 

above  patent  might  be  valid,  though  extending  to  («)  The  jury  found  a  verdict  for  the  plaintiff 

every  mode  of  applying  caoutchouc  to  the  backs  on  all  the  issues,  and  in  reply  to  a  question  from 

of  cards,  whereas  a  party  could  not  have  a  patent  the  learned  judge  with  respect  to  their  finding  oa 

except  for  the  particular  mode  of  applying  it,  and  the  issue  as  to  public  use,  said,  they  were  of 

if  that  mode  failed,  the  patent  was  invalid.  opinion  that  the  article  made  and  sold  by  Hancock 

No  decision  took  place  on  these  exceptions ;  a  in  1826  and  1827,  was  not  the  tame  as  that  of  tat 

compromise  having  taken  place  after  the   pro-  plaintiff, 

ceedings  in  the  following  case.  (a)  The  specification  it  expressed  to  be 


The  Queen  v.  Walton. 
This  was  a  icire  facia*  to  repeal  the  above  pa- 


rolled  by  Gibson,  in  behalf  of  himself  and  htica- 

patentee. 
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the  principle  of  the  long  ratch,  for  the  new  and  useful  purpose 
of  spinning  silk  waste.  Seventh,  in  certain  improvements 
effected  by  us  in  the  throstle  machine,  by  which  its  utility  in 
spinning  silk  waste  is  greatly  augmented.  Eighth,  in  the  appli- 
cation of  water  to  silk  waste  with  long  fibres  in  the  process  of 
spinning  with  the  long  ratch. 

Having  thus  described  the  nature  or  leading  characteristics  of 
our  invention,  it  is  desirable,  before  we  enter  into  the  practical 
details  of  them,  to  give  a  brief  outline  of  the  methods  heretofore 
adopted  for  spinning  silk  wastes.        *  *  *  (£) 

Having  now  given  the  necessary  details  of  the  manner  in 
which  our  invention  is  to  be  performed,  we  desire  it  to  be 
understood,  that  we  disclaim  those  parts  of  the  process  or 
mechanism  which  were,  or  may  have  been,  previous  to  the 
granting  of  our  patent,  well  known  or  in  use  for  the  same  pur- 
poses, but  we  restrict  our  claims  to  the  eight  several  heads  of 
invention  mentioned  in  the  early  part  of  this  specification,  all  of 
which  we  believe  to  be  new  and  of  great  public  utility.  In 
witness,  &c. 


Gibson  &  Campbell  v.  Brand. 

Cor.  Sir  N.  C.  Tmdal,  C.J.  J»  the  C.P, 

Inn.  V.  1841. 

This  was  an  action  for  the  infringement  of  the  preceding  Declaration. 
patent,  and  the  declaration,  after  the  usual  averments,  assigned 
as  a  breach,  "that  the  defendant  directly  or  indirectly  made 
used  and  put  in  practice  the  said  invention,  and  every  part 
thereof,  and  therein  counterfeited,  imitated,  and  resembled  the 
same,  and  every  part  thereof." 

The  defendant  pleaded — 1.  Not  guilty.  2.  That  the  plaintiffs  puat. 
were  not  the  true  and  first  inventors  of  the  alleged  invention. 
3.  That  the  said  invention  was  not  a  new  invention.  4.  That 
the  said  invention  was  and  is  of  no  use,  benefit,  and  advantage, 
to  the  public.  5.  That  the  said  instrument  in  writing  was  and 
is  as  follows  (setting  it  out);  that  no  other  was  enrolled;  and 
averring,  that  the  said  instrument  in  writing  does  not  particu- 
larly describe  and  ascertain  the  nature  of  the  said  invention,  and 


(6)  It  is  unnecessary  to  give  the  specification  observe,   that  the  specification  should  of  itself 

at  length.     It  was  designated  by  the  Lord  Chief  point  out  or  make  clear  by  obvious  intendment 

Justice  as  a  confused  statement  of  processes,  do-  what  parts  have  been  in  previous  use ;  it  is  not 

signs,  objects,  and  means,  and  the  above  must  be  sufficient  to  leave  this  to  be  supplied  by  informa- 

added  to  one  of  the  many  instances  in  which  the  tion  derived  from  other  sources, 
fruits  of  an  invention  of  great  value  have  been  In  the  subsequent  case  of  The  Queen  v.  Nickels, 

perilled,  if  not  altogether  lost,  by  the  careless  and  Lord  Denman,  C.J.,  directed  a  verdict  for  the 

inartificial  manner  in  which  the  specification  is  crown,  on  the  ground  of  the  insufficiency  of  the 

prepared.    The  concluding  sentence  is  that  given  specification  in  this  respect, 
above,  with  respect  to  which  it  may  be  as  well  to 


and  first  inven- 
tor. 


in  what  manner  the  same  is  to  be  performed.  Upon  these  pleas 
issues  were  joined,  the  replication  to  the  fifth  plea  being,  that 
the  said  instrument  in  writing,  in  that  plea  set  forth,  does  par- 
ticularly describe  and  ascertain  the  nature  of  the  said  invention, 
and  in  what  manner  the  same  was  and  is  to  be  performed.  No 
question  turned  upon  the  notice  of  objections. 

Sir  F.  Pollock,  Bompas,  Sergt.,  M.  D.  Hill,  Hoggins,  and  Carrie, 
were  counsel  for  the  plaintiffs ;  Sir  W.  Follett,  Kelly,  ChanneU, 
Sergt.,  and  J.  Henderson,  for  the  defendant.  The  following  por- 
tion of  the  summing  up  of  the  learned  judge  will  sufficiently  ex- 
plain the  principal  features  of  the  case. 
Theiumming  Sir  N.  C.  Tindal,  C.  J.,  to  the  jury.  This  is  an  action  for 
vfK  the  infringement  of  letters  patent  granted  to  the  plaintiffs,  and 

the  defendant  first  says,  that  he  has  not  been  guilty  of  any  in- 
fringement, and  before  he  could  be  called  upon  for  an  answer, 
the  plaintiffs  must  satisfy  you  that  the  defendant  has  in  some 
mode  or  other  infringed  this  patent.  The  defendant  next  says, 
that  these  letters  patent  have  not  been  granted  to  the  true  and 
first  inventors,  which  you  are  aware  is  a  condition  required  by 
The  publisher  the  statute.  Now,  a  man  may  publish  to  the  world  that  which 
of  that  which  is  js  perfectly  new  in  all  its  use,  and  has  not  before  been  en- 

not  in  use  may  •■  /  n 

not  be  the  true  joyed,  and  yet  he  may  not  be  the  first  and  true  inventor;  he 
may  have  borrowed  it  from  some  other  person,  he  may  have 
taken  it  from  a  book,  he  may  have  learnt  it  from  a  specifica- 
tion, and  then  the  legislature  never  intended  that  a  person  who 
had  taken  all  his  knowledge  from  the  act  of  another,  from  the 
labours  and  assiduity  or  ingenuity  of  another,  should  be  the  man 
who  was  to  receive  the  benefit  of  another's  skill.    There  is  some 
distinction,  although  perhaps  not  a  very  broad  one,  between  the 
plea  which  alleges  the  plaintiffs  were  not  the  first  and  true  in- 
ventors, and  that  on  which  I  conceive  the  principal  question  be- 
tween the  parties  will  turn — the  third  in  order,  viz.  whether  the 
subject-matter  of  this  patent  was  known  in  England  at  the  time 
the  letters  patent  were  granted.     It  is  quite  clear,  if  on  the  evi- 
dence you  have  heard  you  are  satisfied  that  this  which  is  alleged 
to  be  a  discovery  by  the  plaintiffs  had  been  publicly  known  and 
practised  in  England,  there  is  an  end  to  the  validity  of  the 
The  specula-     patent.    It  would  not  be  sufficient  to  destroy  the  patent  to  show, 
gwtfons  of Ug"    tnat  learned  persons  in  their  studies  had  foreseen,  or  had  found 
learned  men      out  this  discovery,  that  is  afterwards  made  public,  or  that  a  man 
^patent/nof6   *n  n*s  private  warehouse  had  by  various   experiments  endea- 
experiments  in   voured  to  discover  it  and  failed,  and  had  given  it  up.     But  if 
abandoned.       you  perceive  on  the   evidence,  that  the   thing  which   is  now 
But , if  ^ arti"  sought  to  be  protected  by  the  patent  has  been  used,  and  for  a 
sold,  it  is  a       considerable  period,  and  used  so  far  to  the  benefit  of  the  public 

ju^whithe?6  M  t0  be  sold  t0  any  body  that  tn0USnt  P*0?**  **>  purchase  it 
that  is  a  public  of  those  who  made  it,  then  it  becomes  a  material  question, 
uier-  whether  such  mode  of  user  is  not  in  your  judgment  a  public 
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using  of  the  article,  of  the  process,  or  of  the  invention,  before  A.D.  184 1. 
the  letters  patent  were  granted,  and  therefore  you  will  apply 
the  evidence  when  you  come  to  it,  subject  to  such  an  explana- 
tion, not  giving  a  force  or  efficacy  to  any  attempts  that  have 
been  made  towards  the  discovery  which  the  plaintiffs  set  up, 
but  which  have  failed  and  been  abandoned,  and  rested  indeed 
only  in  experiment,  but  at  the  same  time  giving  full  effect  to 
such  evidence  as  has  been  brought  before  you  that  tends  to 
show  that,  by  other  persons,  on  various  occasions,  the  article 
has  been  made  and  the  process  been  pursued  which  is  now 
sought  to  be  protected,  and  has  been  sold  to  such  of  the  public 
as  have  thought  proper  to  come  forward  and  purchase. 

Then  the  defendant  says — the  invention  is  of  no  utility;  but 
it  does  not  appear  to  me  that  can,  on  the  present  occasion, 
afford  you  any  considerable  trouble.  No  doubt  there  is  evi- 
dence enough  to  show  that  the  result  of  this  process  does 
produce  an  article  that  is  of  considerable  beauty  and  value ;  the 
demand  that  is  made  for  it,  indeed,  would  seem  to  establish  that. 

Then  the  defendant  objects  to  the  specification.     I  should  Requisite*  of 
tell  you,  as  far  as  there  are  any  objections  in  point  of  law  to  the  |J^8P«clfica- 
specification,  I  do  not  propose  to  trouble  you  with  them  on  this 
occasion ;  all  that  I  mean  to  leave  to  you  is  the  question  of  fact 
that  is  raised  for  your  determination,  namely,  whether  it  is  so 
worded,  and  such  explanations  are  given  in  it,  that  a  person  of  a 
sufficient  degree  of   understanding  on    the  particular  subject 
could  carry  the  provisions  of  the  specification  into  effect,  and 
obtain  the  proposed  result.    The  specification  ought  to  be  so 
clearly  worded  as  to  lead  without  any  doubt  or  difficulty  to  that 
result,  because  it  is  the  price  that  the  man  who  takes  out  his 
patent  pays  to  the  public  for  their  being  so  long  kept  out  of  the 
enjoyment  of  the  commodity  or  manufacture  that  is  protected ; 
the  price  he  pays  is,  that  he  will  lodge  such  an  account  of  his 
own  discovery  and  invention  as  will  enable  the  public  at  the  ex- 
piration of  the  fourteen  years,  to  have  as  free  and  unreserved 
use  of  the  invention  as  he  himself.     Therefore,  every  man  who 
is  an  honest  man  is  bound  to  pay  that  price  justly  and  fairly, 
and  to  word  his  specification,  which  he  is  obliged  by  the  terms 
of  the  patent  to  enrol  in  the  Court  of  Chancery,  in  such  a  way 
as  to  be  clear  from  all  doubt.     Now,  I  cannot  say  that  I  think 
this  a  very  clear  specification,  I  cannot  read  through  these  eight 
different  heads,  which  I  understand  to  be  the  eight  different 
points  that  are  sought  to  be  protected  by  the  patent,  without 
thinking  there  has  been  a  mixture  rather  of  object  and  purpose  The  objects  of 
or  design,  to  which  the  party  means  to  apply  his  patent,  with  ^"SJ^mum 
that  which  is  more  strictly  and  properly  the  process  by  which  whereby  those 
the  object  is  meant  to  be  obtained;   the  mixing  them  together,  ^tjuineV0 
and  not  keeping  them  separate  and  distinct,  tends  very  much  should  be  kept 
to  obscurity  in  the  document  itself.  l,tmcr* 

4m 
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SirN.C.T«iAi/,     Tlie  only  person  who  proves  the  invasion  of  the  patent  is 
C.J.,totfc«>ry.RoUegtonf  who  ^^  u  i  bought  the  silk  from  the  defendants. 

They  called  it  patent  silk,  and  Mr.  Miller,  their  manager,  called 
it  so  to  me;  and  in  the  invoice  it  is  written,  patent  fringe 
boiled  off  at  10*.  6d."  He  says,  "  it  was  yarn  similar  to  that  I 
bought  at  Mr.  Campbell's,  but  5s.  cheaper  in  the  pound ;  it  was 
not  so  good  as  what  the  patentees  furnished.  Campbell  and 
Gibson's  was  always  taken  in  preference  to  theirs  if  we  had  it 
in  hand/9  You  see  what  was  actually  produced,  and  it  rests 
entirely  on  this  man's  evidence,  and  on  the  affidavit  put  in  by 
the  plaintiffs  that  was  made  by  the  defendant,  in  which,  in  the 
Court  of  Chancery,  he  says,  he  had  been  in  the  course  for  the 
last  two  years  of  using  and  making  the  silk  which  he  was  then 
selling,  because  it  was  done  openly,  and  they  had  never  taken 
any  notice  of  it;  and  also,  that  he  did  not  think  that  their 
patent  was  an  available  patent — not,  in  effect,  denying  that  he 
was  selling  what  was  then  manufactured,  but  defending  it  on 
the  ground  that  it  was  not  protected  by  the  letters  patent 
Upon  that  you  must  say,  whether  you  are  satisfied  that  the 
The  sale  of  an  defendant  has  violated  this  patent  at  all.  If  they  have  them- 
article  made      selves  sold  an  article  of  exactly  the  same  fabric,  made  in  the 

according  to  toe 

patent,  is  a       same  manner  as  that  for  which  the  patent  was  taken  out,  such 
wmg  of  the      ^e  may  ^  considered  as  a  using  of  the  invention  within  the 

invention.  J  ° 

terms  of  the  declaration,  and  so  you  would  say,  if  you  are  satis- 
fied on  the  evidence,  by  your  verdict.  Next  you  must  say, 
whether  the  plaintiffs  are  the  true  and  first  inventors,  and  then, 
whether  this  is  a  patent  which  has  been  taken  out  for  a  new 
manufacture ;  that  is,  either  for  a  new  result,  or  a  new  mode  of 
obtaining  a  result,  although  it  would  be  upon  an  old  process 
and  with  new  combination,  and  producing  new  results.  Then 
comes  the  question  of  utility,  about  which  you  need  hardly 
trouble  yourselves;  and  lastly  the  question,  whether  this  specifi- 
cation is  so  worded,  and  with  that  accuracy  of  description,  as  to 
enable  a  person  versed  in  the  matter,  and  of  competent  intelli- 
gence, to  perform  the  object  of  the  patent. 


Verdict. 


The  verdict  was  as  follows — The  jury  are  of  opinion,  that  the 
invention  is  not  new,  but  an  improved  process — not  a  new  com- 
bination ;  that  the  defendant  is  guilty ;  that  the  invention  is 
useful,  and  that  the  specification  is  sufficient. 

Sir  N. C.  Tindal,  C.J. :  The  verdict  will  be  for  the  plaintiff 
on  the  first,  fourth,  and  fifth  issues ;  on  the  second  and  third 
issues  there  is  the  special  finding,  which  the  court  must  mould 
as  well  as  they  can. 
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IN  THE  COMMON  PLEAS. 
Ciw.SirN.C.7foMfa/,C.J.$  Cottman.J.:  Erskine,J.;  Cr€38weU,3.lnikeCP.9 

E.T.,  1842- 

Channelly  Sergt.,  obtained  a  rule  calling  on  the  plaintiffs  to 
ihow  cause  why  the  verdict  should  not  be  entered  for  the  de- 
fendant on  the  second  and  third  issues,  or  why  there  should 
lot  be  a  nonsuit  (c),  or  why  the  judgment  should  not  be 
urrested  on  the  fifth  issue;  against  which  cause  having  been 
shown,  the  court  delivered  the  following  judgments. 

Sir  N.  C.  Ti-ndal,  C.  J. :  With  respect  to  the  question,  why 
the  verdict  should  not  be  entered  for  the  defendant  upon  the 
general  issue,  we  have  already  in  the  course  of  the  argument 
given  a  sufficient  answer.  The  breach  alleged  in  the  declaration 
is,  that  the  defendant  infringed  the  patent  by  making,  using, 
and  putting  in  practice,  the  plaintiffs'  invention ;  and  the  evi- 
dence is,  that  an  order  was  given  in  England,  which  order  was 
executed  in  England,  for  making  articles  by  the  same  mode  for 
srhich  the  plaintiffs  had  obtained  their  patent,  which  articles 
were  afterwards  received  by  the  defendant  (d).  This  is  quite 
jufficient  to  satisfy  an  allegation  that  he  made  those  articles 5 
for  he  that  causes  and  procures  to  be  made,  may  be  well  said  to 
tiave  made  them  himself 

With  respect  to  that  part  of  the  rule  which  calls  on  the  plain-  An  issue  in  fret 
tiffs  to  show  cause  why  the  judgment  should  not  be  arrested,  fouLffor  the0* 
[  am  of  opinion,  that  no  sufficient  ground  has  been  made  out  plaintiff.  d»«  de- 
for  that  purpose.     It  is  to  be  observed  that  the  last  plea  con-  resort  to  matter 
tains  an  allegation,  that  there  was  no  other  specification  en-  no*  J.n  *¥ue  ""* 

i«     11        i  i  i  i  •  i     •  ri«i         i        admitted  in  that 

rolled  by  the  patentees  than  that  which  is  set  forth  in  the  plea,  pica  to  arrest 
Then  it  goes  on  to  allege,  that  the  specification  is  not  sufficient, the  Judgmcnt* 
on  which  there  is  an  issue  taken  in  fact,  that  it  was  sufficient. 
The  parties  go  down  to  trial  upon  it,  and  the  jury  find  that  it 
was  a  sufficient  specification,  meaning  sufficient  in  point  of  fact, 
that  a  workman  of  competent  skill  and  ability,  pursuing  the 
directions  in  the  specification,  would  understand  them  very  well, 
and  might  produce  the  result  which  the  patentees  intended. 
That  is,  therefore,  a  plea  which  is  put  in  to  the  whole  of  the 


(c)  With  respect  to  the  nonsuit  it  was  con-  (a*)  There  would  appear  to  be  some  discre- 

tended  on  the  part  of  the  defendant,  that  the  par-  pancy  between  this  statement  of  the  evidence,  and 

ticular  breach  laid  in  the  declaration  was  not  the  summing  up  of  the  learned  judge  to  the  jury 

supported  by  evidence  that  the  defendant  had  (ante  630),  where  he  directs  that  the  sale  of  an  ar- 

sold  silk  known  by  him  to  have  been  spun  accord-  tide  may  be  considered  a  using  of  the  invention, 

ing   to  the  plaintiffs1  invention — that  a  vending  that  is,  evidence  whence  the  practising  of  the  in- 

onght  to  have  been  laid  in  the  declaration.     See  vention,  the  subject  of  the  patent,  may  be  in- 

tfee  evidence,  «*te  630,  and  the  judgment,  imfrm.  fcrred. 
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Judgment.        declaration,  and  the  issue  joined  on  it  is  found  against  the 

defendant.     I  have  heard  no  authority  cited  to  show,  that  where 

a  plea  is  found  false  in  fact,  the  defendant  may  afterwards  avail 

himself  of  another  part  of  the  plea,  which  was  not  put  in  issue, 

and  on  the  allegation,  that  the  facts  alleged  in  that  other  part  of 

the  plea  are  before  the  court,  arrest  general  judgment  for  the 

To  raise  the      plaintiff  (e).     If  the  defendant  had  intended  to  avail  himself  of 

Insuffickncy  of  ^e  want  °f  a  proper  specification  in  point  of  law,  or  to  have 

the  specification  contended  that  such  specification  would  not  support  the  patent 

the^efendanr'  which  had  been  granted  to  the  plaintiffs,  he  might,  after  alleging 

should,  after  set-  that  such  was  the  specification,  and  that  no  other  specification 

c.fica°iiont  anT"  had  ever  been  used  or  filed  by  the  plaintiffs,  have  stated  in  his 

averring  no       pie.  that  fae  patent  was  therefore  void  in  law ;  and  then  the 

other  to  have      r         .  r  .  ,  ,  ,  .  ,    ., 

been  enrolled,  question  would  have  been  raised  upon  the  record,  on  which,  n 
"Itert  "tote™  the  defendant  was  ^rong  in  his  allegation,  he  would  have  been 
void.  compelled  to  pay  costs  to  the  plaintiffs  upon  a  demurrer,  or  if 

the  defendant  was  right,  he  would  have  received  them  upon 
judgment  being  given  in  his  favour.  But  now,  after  having  pot 
in  a  plea  which  goes  to  the  whole  right  of  action,  which  plea  ii 
found  to  be  false  in  fact,  upon  an  issue  raised  upon  it,  he  seeks 
to  use  that  plea — a  confession  in  that  plea — not  merely  for  the 
purpose  of  the  plea  itself,  but  as  a  general  answer  to  the  right  of 
the  plaintiffs  to  recover.  I  observe  the  plea  contains  two  alle- 
gations, one  of  which  is,  that  this  was  the  only  specification  that 
was  put  in  by  the  plaintiffs ;  and  another  is,  that  it  is  not  a 
sufficient  specification  for  the  purpose.  True  it  is,  when  an 
issue  is  taken  by  the  plaintiffs  on  one  of  those  allegations,  they 
do  admit  the  other,  viz.  that  it  was  the  only  specification;  bat 
then,  they  only  admit  it  for  the  purpose  of  that  plea,  and  the 
defendant  has  no  right  afterwards  to  use  it  as  an  argument 
against  the  plaintiffs,  that  they  have  virtually  admitted,  for  all 
the  purposes  of  the  action,  that  there  is  no  other  specification 
than  that  which  is  put  upon  the  record.  I  think,  therefore, 
upon  the  strict  legal  notion  of  a  motion  in  arrest  of  judgment, 
which  proceeds  upon  the  ground  of  a  deficiency  in  the  plain- 
tiffs' right  of  action,  that  the  defendant  has  no  right,  under  the 
circumstances,  to  call  upon  us  to  stay  the  judgment  of  the  jury; 
and  it  is  enough  to  say,  that  on  motion  in  arrest  of  judgment, 
the  matter  ought  to  be  made  out  clearly  to  the  satisfaction  of 
the  court,  because,  if  they  are  wrong  upon  it,  the  party  has  a 
remedy  in  a  higher  quarter. 
As  to  the  entry  I  come  now  to  that  which  is  the  main  and  important  question 
^^Sd01  °n  between  the  parties,  that  is,  whether  the  defendant  has,  upon 
finding.  the  finding  of  the  jury,  the  right  to  have  the  verdict  entered  for 

him  upon  the  second  and  third  issues.    The  second  issue  in 


(e)  On  this  point,  see  the  }u&gme\fti  <tf  \ta  court  in  Walton  v.  Patter,  ant*  598 — 613. 
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tiis  case  is,  "  that  the  plaintiffs  were  not  the  true  and  first  in-  In  the  C.  P. 
entors;"  and  the  third  issue  is,  "that  it  was  not  a  new  inven-  ' 1842' 
ion  at  the  time  of  the  letters  patent."  The  jury  gave  in  this 
nding — "  That  the  invention  is  not  new,  but  an  improved  pro- 
ess,  and  that  it  is  not  a  new  combination."  They  do,  there- 
ire,  according  to  the  plain  meaning  of  these  words,  first  find 
brcre  is  no  novelty  in  the  invention,  that  there  is  no  new 
ombination,  and  that  there  is  no  novelty  in  the  process,  but  an 
nprovement  only.  The  question  is,  whether  upon  this  finding, 
apposing  it  to  be  supported  by  the  evidence  in  the  cause,  the 
iry  have  found  these  issues  for  the  plaintiffs  or  for  the  defend- 
nt ;  and  it  appears  to  me,  that  the  verdict  ought  to  be  entered 
pon  these  issues  for  the  defendant. 

Let  us  see  what  the  patent  is  taken  out  for ;  and  then,  what 
t  is  the  plaintiffs  in  their  specification  have  declared  to  be  the 
ature  of  their  discovery.  The  patent  is  taken  out  "  for  a  new 
r  improved  process  or  manufacture  of  silk,  and  silk  in  com- 
ination  with  certain  other  fibrous  substances;"  taken  out, 
herefore,  strictly  for  a  process.  On  the  present  occasion  it  is 
tot  necessary  to  go  into  the  question  (upon  the  view  I  take  of 
his  specification),  whether  a  patent  can  be  granted  for  a  pro- 
ess,  in  the  strict  and  proper  sense  of  that  term,  or  not. 
Jndoubtedly  there  is  a  very  strong  reason  to  suppose,  if  the  A  new  process 
pecification  is  carefully  and  properly  prepared,  so  as  to  point  ^wct  oMetten 
rat,  with  great  distinctness  and  minuteness,  what  the  process  patent. 
s,  that  such  a  patent  may  be  good  in  law.  Such  certainly  was 
he  opinion  of  Chief  Justice  Eyre  (/),  and  such  also  appears  to 
lave  been  the  opinion  (carefully  guarding  against  any  abuse  of 
hat  doctrine)  of  Lord  Tenterden  (ff),  who  says — that  "  the  sub- 
ect-matter  of  letters  patent,  i.e.  the  word  'manufacture*  as 
ised  in  the  statute  of  James,  has  generally  been  understood  to 
lenote  either  a  thing  made,  which  is  useful  for  its  own  sake,  and 
rendible  as  such,  as  a  medicine,  a  stove,  a  telescope,  and  many 
rthers,  or  to  mean  an  engine  or  instrument,  or  some  part  of 
in  engine  or  instrument,  to  be  employed  either  in  the  making 
if  some  previously  known  article,  or  in  some  other  useful 
purpose,  as  a  stocking  frame,  or  a  steam  engine  for  raising  water 
xom  mines;  or  it  may  perhaps  extend  also  to  a  new  process  to 
je  carried  on  by  known  implements  or  elements,  acting  upon 
mown  substances,  and  ultimately  producing  some  other  known 
nibstance,  but  producing  it  in  a  cheaper  or  more  expeditious 
Banner,  or  of  a  better  and  more  useful  kind.55  And  then  he 
joes  on  to  observe,  that  the  specification  of  a  patent  or  a  pro- 
cess should  be  definite  and  precise ;  that  as  to  a  process,  the 


(  f )  In  Bcmlten  &  Watt  v.  Bull,  2  H.  Bl.  468—  (g)  In  The  King  v.  Wheeler,  2  B,  fit  A.  350. 

500. 


634  0IB80N    AND    CAMPBELL**   PATENT. 

Judgment,  specification  should  state  the  time  and  degree  of  heat,  or  other 
particulars,  that  would  apply  to  the  particular  subject-matter 
under  consideration.  Now,  looking  at  the  specification  in  this 
case,  it  appears  to  me,  that  this  patent  cannot  be  supported  at 
law,  because  the  plaintiffs  have,  in  the  course  of  it,  claimed 
more  than  they  are  entitled  to ;  for  I  cannot  read  the  descrip- 
tion that  they  give  of  their  invention,  and  the  parts  of  their  in* 
vention,  without  understanding  them  to  claim  improvements 
that  are  made  upon  the  machine,  which  is  used  for  the  purpose 
of  producing  the  desired  result.  Dismissing  all  the  different 
heads  of  process  from  our  consideration  but  the  sixth  and 
seventh,  I  cannot  understand  those  two  articles  or  heads  of  die 
process,  when  I  consider  the  other  parts  of  the  specification, 
but  as  claiming  either  an  improvement  upon,  or  a  new  combina- 
tion of,  the  throstle  machine,  by  which  the  work  is  carried  into 
effect.  That  the  plaintiffs  mean  to  claim  those  eight  several 
and  distinct  parts  of  the  process,  according  to  the  argument  of 
my  brother  Bompas,  as  all  combined  together  making  one  pro- 
cess, I  think  is  abundantly  clear  from  the  last  words  of  the 
specification,  where  they  desire  it  to  be  understood  that  they 
"  disclaim  those  parts  of  the  process  or  mechanism,  which  may 
have  been,  previously  to  granting  our  patent,  well  known." 
And  then  they  go  on  to  say,  "but  we  restrict  our  claims  to  die 
eight  several  heads  of  invention  mentioned  in  the  early  part  of 
this  specification,  all  of  which  we  believe  to  be  new  and  of 
great  public  utility."  Therefore  it  is,  that  the  plaintiffs  are 
bound  to  show  that  each  of  those  eight  several  distinct  head% 
into  which  they  have  divided  the  process,  is  new  and  of  public 
utility.  The  specification  begins  first  to  describe  the  old 
method  of  working  the  silk  waste ;  and  then  it  goes  on  to  say, 
"  having  thus  explained  the  old  or  ordinary  process  of  con- 
verting silk  waste  into  yarn,  I  will  proceed  to  describe  our  novel 
process,  by  which  we  produce  our  new  or  improved  manufao- 
If  the  patent  be  ture  of  yarn  or  thread."  Claiming,  therefore,  as  they  muit 
for*"eworiin"  claim,  a  novelty  in  the  case,  whether  it  be  a  patent  taken  oat 

proved  process,  '  J  i       .  -. 

and  the  jury      for  machinery,  or  taken  out  for  a  process  only,  if  we  were  to 

not* toUe new"  stoP  t^iere>  ^ben  the  jury  have  found  that  there  was  not  a  net 

but  improved,    process,  but  an  improved  process,  although  perhaps  it  would  be 

MTen^Ubvalid. a  kar(*  measure  uPon  ^  plaintiffs,  who  call  their  manufacture, 

'  our  new  or  improved  manufacture ;'  still,  I  think,  there  might 

be  some  doubt  even  upon  that  finding,  with  those  words  alone 

in  the  specification,  whether  it  could  be  supported.     Further 

on,  after  describing  some  portion  of  the  process  and  machinery, 

the  specification  proceeds  thus — '•'  Having  now  explained  the 

nature  of  the  drawing  and  roving  machinery,  which  we  haie 

found  to  answer  best,  and  the  several  processes  of  drawing  and 

roving  silk  waste  alone,  and  of  silk  waste  in  combination  with 

wool  and  wVtYv  tax.,  \  \r&  ^TOcaad  to  describe  the  spinning 
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machine,  by  which  the  rove  is  drawn  or  elongated  into  strands  In  the  C.P. 
to  be  spun  into  yarn  or  threads."     Now  observe,  he  is  about E' T"» ,842# 
to  describe  a  piece  of  machinery ;  he  says,  "  The  annexed  draw- 
ings for  the  most  part  represent   the  well-known   spinning 
frame,  called  a  throstle,  on  the  principle  of  the  long  ratch,  as 
employed  in  the  spinning  of  flax."    "  For  the  most  part  repre- 
sents it/*    What  is  that  but  impliedly  saying — "  There  is  some 
port  of  that  which  I  use,  and  which  I  am  now  about  to  describe, 
which  is  new  and  discovered  by  myself?"    And  he  goes  on, 
"which  machine,  combined  with  the  improvements  we  have 
applied  to  it,  we  apply  to  the  new  and  useful  purpose  of  spin- 
ning silk  waste  of  long  fibres."     Now  pausing  there  only,  I 
-    think  it  is  impossible  to  read  this  without  seeing  that  the  party, 
who  is  now  describing  one  of  the  heads  of  the  process  before 
e   set  out,  is  claiming  either  a  new  improvement  in  the  machine 
I  which  he  uses,  or  a  new  combination  of  the  parts  of  that  ma- 
=  chine.    A  little  lower  down  he  gives  the  figures,  by  which  he 
1  refers  to  the  different  parts  of  the  machine.     He  tells  you, 
"At  N  is  a  copper  trough  containing  water,  the   application 
of  which   in  this  process  is  an  important  feature  in  our  in- 
vention."    Then  he   says,  "The  letters   OOO  are  pressing 
rollers,  which  are  made  of  wood,  and  are  partly  immersed  in 
the  water  wherein  they  rotate,  and  by  their  continuous  action 
convey  the  fluid  to  the  nip  of  the  brass  bosses  P  P  P  of  the 
drawing  roller  G."    Adding,  of  the  spindles  Q  Q  Q,  "  which 
for  our  new  process  we  place  (as  will  be  observed  in  the  draw- 
ing) much  nearer  to  the  drawing  roller  6  than  has  heretofore 
been  practised."     "The  other  parts  of  the  machine  not  ad- 
verted to,  being  quite  familiar  to  persons  employed  in  this 
branch  of  manufacture,  it  will  be  unnecessary  to  explain."     I 
confess,  I  feel  it  impossible  to  apply  this  language  in  any  other 
way  than  as  a  substantive  claim  on  the  part  of  these  patentees, 
either  to  a  new  invention  or  new  combination  of  the  parts  of 
the   machine,   by  which  they   carried   their  work  into  effect. 
Now  the  jury  have,  on  the  evidence  before  them,  distinctly 
negatived  both.    They  say,  there  is  no  new  invention  and  no 
new  combination.     Unless  one  could  see,  on  the  evidence  in 
the  cause,  that  they  were  wrong,  the  matter  must  rest  where  it 
is.     For  my  part,  I  can  only  say,  that  there  was  a  great  deal 
of  evidence  on  both  sides;  every  point  was  urged  before  the 
jury  by  the  several  parties,  and  the  jury,  after  some  considerable 
hesitation,  came  to  the  finding  which  I  have  stated.     On  the 
whole,  therefore,  I  am  of  opinion — first,  that  their  finding, 
coupled  with  the  language  of  the  specification,  entitles  the 
defendant  to  a  verdict  on  these  issues;  and  secondly,  I  also  say, 
upon  the  evidence  before  me,  that  I  cannot  feel  myself  dis-' 
satisfied  with  the  verdict. 
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Judgment.  Coltman,  J. :  I  am  of  the  same  opinion.     On  the  material 

question — viz.  the  third  issue,  I  think  the  defendant  entitled  to 
have  the  verdict  entered  for  him.     It  is  said,  this  is  an  am- 
biguous finding,  upon  which  no  verdict  can  be  entered ;  for  I 
think  it  impossible  to  contend,  that  it  is  a  verdict  for  the  plain- 
tiffs, whose  allegation  in  this  third  issue  it  expressly  negatives. 
The  plaintiff*     It  seems  to  me,  that  in  order  to  sustain  the  issue,  that  this  was 
^enoTeity  of*  a  new  mention,  the  plaintiffs  were  bound  to  show  that  it  was 
each  of  the        new  in  each  of  the  eight  parts  which  are  set  out  in  the  specifics 
hea^^Tout  in  ^on,  anc^  w^c^  ^  claimed  as  parts  of  their  process.     Unless 
the  specifica-     each  of  them  were  new,  the  plaintiffs  would  not,  in  my  judg- 
tl0D*  ment,  be  entitled  to  a  verdict.     I  am  not  prepared  to  say,  that 

an  improved  process  may  not  be  the  ground  of  a  patent ;  and  if 
the  jury,  therefore,  had  simply  found  that  it  was  an  improved 
process,  and  had  found  no  more  than  that,  I  should  at  least 
have  been  under  some  difficulty  in  saying,  what  the  effect  of 
such  a  verdict  would  be.     But  the  finding  of  the  jury  must  be 
taken  altogether,  and  then  it  amounts  to  this,  that  though  there 
may  be  some  improvement  in  the  manipulation  or  otherwise 
in  the  process  by  which  this  matter  is  carried  on,  there  is 
neither  novelty  in  the  invention,  nor  novelty  in  the  combina- 
tion.   Looking  therefore  at  the  verdict  only,  it  seems  to  me  a 
verdict  in  favour  of  the  defendant  upon  the  third  plea.     But  we 
may  look  into  the  evidence  for  the  purpose  of  seeing,  whether 
it  was  probable  that  there  really  was  such  an  improvement  in 
the  process  as  might  by  reasonable  construction  amount,  in  the 
eye  of  the  law,  to  a  new  invention ;  because,  if  it  had  been  so, 
I  should  have  thought  that  might  be  a  ground  for  sending  die 
case  down  again  to  a  new  trial.    And  looking  at  the  evidence 
with  this  view,  I  am  not  able  to  find  any  novelty  in  the  pro- 
cess, which  would  warrant  us  in  saying,  that  the  jury  most 
have  meant,  by  finding  it  to  be  an  improved  process,  that  it 
amounted  to  any  thing  winch  might  properly  be  the  subject  of 
a  patent.     It  seems  to  me  to  be  nothing  more  than  the  applica- 
tion of  an  old  and  well-known  machine,  without  any  material 
variation,  to  the  spinning  of  silk  waste,  in  what  we  may  call  the 
natural  state,  discharging  the  gum  from  it  in  the  ordinary  man- 
ner, and  dyeing  it  by  the  ordinary  process.     The  only  thing  is 
which  there  is  any  novelty,  that  I  can  make  out,  is,  that  the 
plaintiffs  do  not  cut  the  silk  into  small  and  minute  portions; 
that  they  dye  it  in  a  different  stage  of  the  process,  and  that  they 
appear  also  to  discharge  the  gum  in  a  different  stage  of  the 
process — but  altogether  in  a  mode  before  known  and  used  by 
the  public ;  there  is  no  alteration,  except  in  point  of  time,  as  to 
either  of  these  matters.     Comparing  the  finding  of  the  jury 
with  the  nature  of  the  process  as  proved  by  the  evidence,  it 
appears  to  me,  that  all  the  jury  can  have  mesmt  to  say  oo  the 
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subject  is,  that  the  plaintiffs  have  made  some  slight  variation,  In  the  C.  P., 
by  which  a  better  article  is  produced,  but  without  any  novelty 
in  the  combination,  or  any  novelty  as  to  the  construction  of  the 
instrument  used.  I  see  nothing  in  the  evidence  to  induce  me 
to  come  to  a  different  conclusion  from  what  the  words  of  the 
finding  by  the  jury  naturally  import;  and  upon  the  third  issue, 
therefore,  the  verdict  will  be  for  the  defendant. 

The  first  issue  has  been  already  disposed  of  in  the  course  of 
the  case ;  and  with  respect  to  the  motion  in  arrest  of  judgment, 
as  the  defendant  obtains  the  verdict  upon  the  third  and  main 
issue,  I  take  it  for  granted,  that  he  does  not  desire  to  have  our 
judgment  upon  that  point.  I  will  only  say,  that  I  have  not 
folly  made  up  my  mind  on  that  point,  if  it  were  necessary  to 
decide  it,  which  it  is  not. 

Erskinb,  J.:  The  first  issue  in  this  case  has  been  given  up  by 
the  defendant,  and  then  we  come  to  the  question — how  the  ver- 
dict is  to  be  entered  up  upon  the  second  and  third  issues  ?  The 
second  issue  is,  whether  the  plaintiffs  were  the  true  inventors 
or  not ;  and  the  third  is,  whether  the  invention  itself  was  new. 
If  we  take  the  first  branch  of  the  finding  by  the  jury,  they  have 
in  distinct  terms  negatived  that  issue,  and  found  it  in  direct 
terms  for  the  defendant ;  but  they  have  added  something  upon 
which  the  plaintiffs  rely,  as  tending  to  show,  that  though  in 
terms  they  have  found  the  issue  against  them,  yet  that  in  sub- 
stance they  have  found  it  for  them;  and  that,  therefore,  the 
verdict  should  be  entered  for  them.  As  I  understand  the  argu- 
ment on  the  part  of  the  plaintiffs,  it  is  this — that  the  jury  did 
not  mean  to  negative  the  plaintiffs'  right  in  the  strict  and  legal 
form ;  but  they  meant  merely  to  say,  that  although  the  inven- 
tion was  not  new,  there  was  a  new  process,  which,  in  point  of 
law,  might  amount  to  a  new  invention;  and  therefore,  that 
although  the  terms  of  the  finding  of  the  jury  are  against  the 
plaintiffs,  according  to  the  terms  in  which  the  issue  is  couched, 
yet  that,  in  point  of  law  and  substance,  it  is  a  finding  in  their 
favour ;  and  therefore,  that  the  verdict  may  still  be  entered  for 
them ;  and  the  way  in  which  I  understand  the  case  to  have  been 
argued  is  this — that  looking  at  the  evidence  which  has  been 
given  at  the  trial,  and  comparing  the  evidence  given  with  the 
finding  of  the  jury,  the  court  may  see  the  jury  have  in  some 
sense  found,  that  the  plaintiffs  had  discovered  an  improved 
process  in  the  manufacture  of  silk  yarn,  and  that  the  evidence 
shows  that  the  nature  of  the  discovery  was  such  as  would  en- 
title them  to  a  patent ;  and  therefore,  that  the  mere  language  of 
the  finding  by  the  jury  was  not  such  as  to  exclude  the  plain- 
tiffs from  the  verdict  upon  those  issues.  Now,  it  appears  to 
me,  upon  comparing  the  finding  of  the  jury  with  the  evidence 
given  in  the  cause,  that  the  plaintiffs  have  not  made  out  any 
such  case  of  an  improved  process  as  would  entitle  them  to  a 
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A  process,  if     patent,  as  the  inventors  of  a  new  manufacture.    Although  it 

whin  gio  'a  new  may  ^  true»  *****  a  P8^  maY  ^ave  a  patent  for  an  improved 
manufacture,  is  process,  under  circumstances  which  would  show  that  the  im- 
m^t«rboneitefs  provement  in  the  process  really  amounted  to  a  new  invention, 
patent.  and  a  new  manufacture,  within  the  terms  of  the  act  of  parlia- 

ment, I  think  the  evidence  in  this  case  does  not  show,  that  here 
there  has  been  any  such  improvement.  The  plaintiffs  by  their 
specification  put  their  claim  under  eight  heads,  and  inasmuch 
as  they  claim  a  patent  in  respect  of  the  whole  of  those  eight 
heads  as  forming  eight  different  branches  of  one  process,  for  the 
purpose  of  manufacturing  silk  yarn,  or  silk  yarn  in  combination 
with  wool  or  flax,  it  is  necessary  for  them  to  show,  that  the 
whole  of  that  process  is,  as  they  maintain  it  to  be,  new.  Now 
it  appears  to  me,  whatever  degree  of  novelty  there  may  be  in 
the  process  by  which  they  discharge  the  gum  from  the  silk, 
which  varies  from  the  ordinary  process,  inasmuch  as  it  takes 
place  at  a  different  stage  of  the  manufacture  from  that  at  which 
it  was  previously  employed,  or  whatever  novelty  there  may  be 
in  the  dyeing,  to  which  the  same  observation  applies,  yet  if  the 
substantial  parts  of  the  alleged  improvements,  as  contained  in 
the  other  heads  of  the  process,  are  not  new,  so  as  to  make  them 
the  subject  of  a  patent,  then  the  plaintiffs  must  fail  altogether. 
Now,  the  third  head  is — "  a  part  of  our  process  by  which  we 
spin  yarn  from  dressed  or  heckled  silk  waste  of  long  fibres, 
either  in  the  gum  or  discharged/9  The  third  head,  therefore, 
does  not  include  either  of  the  first  two,  because  it  is  put  in  the 
alternative — "  silk,  either  in  the  gum  or  discharged/'  What, 
then,  is  the  novelty  of  the  process  claimed  by  the  plaintiffs  as 
proved  in  evidence  in  respect  of  this  third  head  ?  It  appears 
from  the  evidence,  that  the  process  of  spinning  silk  waste  with- 
out cutting  it  had  been  previously  practised — practised,  it  is 
said,  in  secret,  and  not  made  known  to  the  public ;  and  if  that 
had  been  made  out,  I  should  have  agreed  with  the  learned 
counsel  for  the  plaintiffs,  that  that  would  not  have  been  enough. 
But  it  appears  to  me,  that  there  is  abundant  evidence  to  show, 
that  the  yarn  spun  from  silk  waste  in  the  uncut  fibre  had  been 
manufactured  to  a  considerable  extent,  and  had  been  brought 
into  public  notice  by  sale,  and  after  sale  had  been  used  for  dif- 
ferent purposes,  though  it  appears  not  to  have  been  brought  to 
that  state  of  perfection  which  would  enable  parties  to  apply  it 
to  the  manufacture  of  articles,  such  as  those  that  were  produced 
from  the  silk  yarn  made  by  the  plaintiffs.  It  had,  for  instance, 
i  *ed  in  the  manufacture  of  gold  lace.  There  was,  there- 
ng  new  in  the  process  of  spinning  silk  yarn  from  silk 
e  long  fibre,  nor  in  the  machinery  upon  which  it  was 
nd  all  that  can  be  claimed  by  the  plaintiffs  is,  that  they 
1  ilfully  adapted  a  known  machine  to  thepreparaik* 
banwn,  by  a  process  previously  know*, 
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subject  is,  that  the  plaintiffs  have  made  some  slight  variation,  in  the  C.  P., 
by  which  a  better  article  is  produced,  but  without  any  novelty  " 
in  the  combination,  or  any  novelty  as  to  the  construction  of  the 
instrument  used.  I  see  nothing  in  the  evidence  to  induce  me 
to  come  to  a  different  conclusion  from  what  the  words  of  the 
finding  by  the  jury  naturally  import;  and  upon  the  third  issue, 
therefore,  the  verdict  will  be  for  the  defendant. 

The  first  issue  has  been  already  disposed  of  in  the  course  of 
the  case;  and  with  respect  to  the  motion  in  arrest  of  judgment, 
as  the  defendant  obtains  the  verdict  upon  the  third  and  main 
issue,  I  take  it  for  granted,  that  he  does  not  desire  to  have  our 
judgment  upon  that  point.  I  will  only  say,  that  I  have  not 
folly  made  up  my  mind  on  that  point,  if  it  were  necessary  to 
decide  it,  which  it  is  not. 

Erskinb,  J.:  The  first  issue  in  this  case  has  been  given  up  by 
the  defendant,  and  then  we  come  to  the  question — how  the  ver- 
dict is  to  be  entered  up  upon  the  second  and  third  issues  ?  The 
second  issue  is,  whether  the  plaintiffs  were  the  true  inventors 
or  not ;  and  the  third  is,  whether  the  invention  itself  was  new. 
If  we  take  the  first  branch  of  the  finding  by  the  jury,  they  have 
in  distinct  terms  negatived  that  issue,  and  found  it  in  direct 
terms  for  the  defendant ;  but  they  have  added  something  upon 
which  the  plaintiffs  rely,  as  tending  to  show,  that  though  in 
terms  they  have  found  the  issue  against  them,  yet  that  in  sub- 
stance they  have  found  it  for  them;  and  that,  therefore,  the 
verdict  should  be  entered  for  them.  As  I  understand  the  argu- 
ment on  the  part  of  the  plaintiffs,  it  is  this — that  the  jury  did 
not  mean  to  negative  the  plaintiffs'  right  in  the  strict  and  legal 
form ;  but  they  meant  merely  to  say,  that  although  the  inven- 
tion was  not  new,  there  was  a  new  process,  which,  in  point  of 
law,  might  amount  to  a  new  invention;  and  therefore,  that 
although  the  terms  of  the  finding  of  the  jury  are  against  the 
plaintiffs,  according  to  the  terms  in  which  the  issue  is  couched, 
yet  that,  in  point  of  law  and  substance,  it  is  a  finding  in  their 
favour ;  and  therefore,  that  the  verdict  may  still  be  entered  for 
tbem ;  and  the  way  in  which  I  understand  the  case  to  have  been 
argued  is  this — that  looking  at  the  evidence  which  has  been 
given  at  the  trial,  and  comparing  the  evidence  given  with  the 
finding  of  the  jury,  the  court  may  see  the  jury  have  in  some 
sense  found,  that  the  plaintiffs  had  discovered  an  improved 
process  in  the  manufacture  of  silk  yarn,  and  that  the  evidence 
shows  that  the  nature  of  the  discovery  was  such  as  would  en- 
title them  to  a  patent ;  and  therefore,  that  the  mere  language  of 
the  finding  by  the  jury  was  not  such  as  to  exclude  the  plain* 
tiffs  from  the  verdict  upon  those  issues.  Now,  it  appears  to 
me,  upon  comparing  the  finding  of  the  jury  with  the  evidence 
given  in  the  cause,  that  the  plaintiffs  have  not  made  out  any 
such  case  of  an  improved  process  as  would  entitle  them  to  a 

4  N 
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A  process,  if     patent,  as  the  inventors  of  a  new  manufacture.    Although  it 

IdtiD gio  anw  may  ^  true»  *at  a  P*^  may  ^ave  a  patent  for  an  improved 
manufacture,  is  process,  under  circumstances  which  would  show  that  the  im- 
roatt^onetten  provement  in  the  process  really  amounted  to  a  new  invention, 
patent.  and  a  new  manufacture,  within  the  terms  of  the  act  of  parlia- 

ment, I  think  the  evidence  in  this  case  does  not  show,  that  here 
there  has  been  any  such  improvement.  The  plaintiffs  by  their 
specification  put  their  claim  under  eight  heads,  and  inasmuch 
as  they  claim  a  patent  in  respect  of  the  whole  of  those  eight 
heads  as  forming  eight  different  branches  of  one  process,  for  the 
purpose  of  manufacturing  silk  yarn,  or  silk  yarn  in  combination 
with  wool  or  flax,  it  is  necessary  for  them  to  show,  that  the 
whole  of  that  process  is,  as  they  maintain  it  to  be,  new.  Now 
it  appears  to  me,  whatever  degree  of  novelty  there  may  be  in 
the  process  by  which  they  discharge  the  gum  from  the  silk, 
which  varies  from  the  ordinary  process*  inasmuch  as  it  takes 
place  at  a  different  stage  of  the  manufacture  from  that  at  which 
it  was  previously  employed,  or  whatever  novelty  there  may  be 
in  the  dyeing,  to  which  the  same  observation  applies,  yet  if  the 
substantial  parts  of  the  alleged  improvements,  as  contained  in 
the  other  heads  of  the  process,  are  not  new,  so  as  to  make  them 
the  subject  of  a  patent,  then  the  plaintiffs  must  fail  altogether. 
Now,  the  third  head  is — "a  part  of  our  process  by  which  we 
spin  yarn  from  dressed  or  heckled  silk  waste  of  long  fibres, 
either  in  the  gum  or  discharged."  The  third  head,  therefore! 
does  not  include  either  of  the  first  two,  because  it  is  put  in  the 
alternative — "  silk,  either  in  the  gum  or  discharged/'  What, 
then,  is  the  novelty  of  the  process  claimed  by  the  plaintiffs  as 
proved  in  evidence  in  respect  of  this  third  head  ?  It  appears 
from  the  evidence,  that  the  process  of  spinning  silk  waste  with- 
out cutting  it  had  been  previously  practised — practised,  it  is 
said,  in  secret,  and  not  made  known  to  the  public ;  and  if  that 
had  been  made  out,  I  should  have  agreed  with  the  learned 
counsel  for  the  plaintiffs,  that  that  would  not  have  been  enough. 
But  it  appears  to  me,  that  there  is  abundant  evidence  to  show, 
that  the  yarn  spun  from  silk  waste  in  the  uncut  fibre  had  been 
manufactured  to  a  considerable  extent,  and  had  been  brought 
into  public  notice  by  sale,  and  after  sale  had  been  used  for  dif- 
ferent purposes,  though  it  appears  not  to  have  been  brought  to 
that  state  of  perfection  which  would  enable  parties  to  apply  it 
to  the  manufacture  of  articles,  such  as  those  that  were  produced 
from  the  silk  yarn  made  by  the  plaintiffs.  It  had,  for  instance, 
been  used  in  the  manufacture  of  gold  lace.  There  was,  there- 
fore, nothing  new  in  the  process  of  spinning  silk  yarn  from  silk 
waste,  in  the  long  fibre,  nor  in  the  machinery  upon  which  it  was 
spun.  And  all  that  can  be  claimed  by  the  plaintiffs  is,  that  they 
have  more  skilfully  adapted  a  known  machine  to  the  preparation 
of  materials  pxevioual^  known*  by  a  process  previously  known, 
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laid  producing  a  known  result,  but  still  producing  that  result  in  The  improve- 
an  improved  condition.    This  appears  to  me  the  extent  of  the  piamtiff/ap-1  * 
discovery  and  of  the  merit  of  the  plaintiffs'  invention.     Now  P***  ty  the  e?i- 
this  may  be  useful,  as  the  jury  have  found  it  is;  it  may  be made, Unouhat 
valuable;  but  it  is  not  the  improvement  which  the  plaintiffs  c,»irp«i  *>y  the 
have  described  and  claimed  in  this  specification.    I  am,  therefore, 
of  opinion,  that  the  verdict  should  be  entered  for  the  defendant 
on  the  second  and  third  issues. 

Cress  well,  J. :  I  am  also  of  opinion,  that  the  verdict  should 
be  entered  for  the  defendant  on  the  second  and  third  issues. 
This  patent  right,  as  explained  by  the  counsel  for  the  plaintiffs, 
is  undoubtedly  of  a  very  singular  character.  The  plaintiffs  do 
not  claim  any  article  produced  by  the  process,  they  do  not 
claim  the  machinery  used  in  producing  it,  nor  do  they  claim 
any  ingredient  used  in  producing  it.  They  claim,  it  is  said, 
merely  a  process.  Certainly,  there  are  dicta  in  the  books, 
that  a  process  may  be  the  subject-matter  of  a  patent.  When- 
ever that  question  arises/of  course,  I  shall  be  prepared  to  give  it 
every  consideration,  and  form  the  best  judgment  I  can  upon  it. 
I  may  remark,  however,  that  I  do  not  find  any  distinct  decision, 
stating  that  the  mere  omission  of  a  part  of  a  process,  which  this 
in  substance  is,  would  form  sufficient  subject-matter  for  a  patent 
right.  I  do  not  propose,  in  considering  the  question  now  be- 
fore the  court,  at  all  to  inquire  into  the  nature  of  the  evidence 
which  was  given  in  the  cause.  The  jury  have  come  to  a  find- 
ing, against  which  no  complaint  has  been  made.  It  appears, 
that  both  parties  are  content  to  say,  that  the  jury  have  really 
come  to  the  right  conclusion,  and  that  they  have  found  cer- 
tain matters,  which  the  parties  on  the  one  side  and  on  the 
other  contend  to  be  in  substance  a  finding  for  them.  The  jury 
have  found,  that  it  is  not  a  new  invention  nor  a  new  combina- 
tion ;  have  the  plaintiffs  claimed  by  their  patent  a  new  invention 
or  a  new  combination  ?  If  they  have,  then  the  jury  have  said 
there  is  neither ;  and  if  they  have  claimed  a  new  invention,  and 
the  jury  have  found  there  was  none,  of  course  they  could  not 
be  the  inventors.  Now,  if  there  could  be  any  doubt,  that  the 
plaintiffs  intended  to  claim  each  of  the  eight  parts  mentioned 
at  the  beginning  of  the  specification  as  a  portion  of  their  inven- 
tion, they  fix  it  by  the  concluding  part  of  the  specification, 
where  they  say,  "  we  desire  it  to  be  understood,  that  we  dis- 
claim those  parts  of  the  process  or  mechanism  which  may  have 
been,  previous  to  the  granting  of  our  patent,  well  known ;  but 
we  restrict  our  claim  to  the  eight  several  heads  of  invention 
mentioned  in  the  early  part  of  this  specification,  all  of  which  we 
believe  to  be  new,  and  of  great  public  utility."  Now,  do  they 
claim  any  mechanism  ?  I  apprehend  it  is  quite  clear  that  they 
do.  The  sixth  head  of  invention  may  be  doubtful  as  to  its 
meaning.     I  have  considerable  doubt  in  deciding,  whether  they 
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Judgment.        mean  in  that  head  to  claim  the  throstle  machine  as  part  of  their 
invention,  or  whether  they  merely  use  the  throstle  machine  (or 
the  purpose  of  spinning  this  article  when  prepared  in  this  par- 
ticular mode ;  and  if  any  question  were  clearly  before  the  court, 
as  to  the  validity  of  this  specification,  whether  it  ought  not  to 
The  invention    be  held  void  as  being  too  ambiguous  in  its  terms  (for  every  party 
dbdn^lyT*     is  bound  to  teU  the  Public  clearly  by  his  specification  what  he 
pear  by  the  spe-  claims,  and  what  they  may  do,  or  not  do,  without  risk  of  an 
ci  cation.         action  for  infringing  his  patent),  I  should  certainly  have  been 
disposed  to  think,  that  it  would  be  difficult  for  the  plaintiffs  to 
get  over  that  objection  to  that  part  of  their  specification.    Bat 
in  the  seventh  head,  they  distinctly  claim  certain  improvements 
%  effected  in  the  throstle  machine ;  and  in  describing  the  drawings 

they  say,  "they  represent  the  well-known  spinning  machine 
called  a  '  throstle/  which  machine,  combined  with  the  improve- 
ments we  have  applied  to  it,"  &c,  clearly  claiming  certain  im- 
provements in  it  as  their  own ;  and  again,  in  the  concluding 
part,  "we  disclaim  those  parts  of  the  process  or  mechanism 
which  are  old,"  thereby  again  claiming  some  of  the  mechanism 
Ifanypait  as  new.  Now  the  jury  have  said,  there  is  no  new  invention. 
oHmprovetTbT  This  finding  is  equally  fatal  to  the  plaintiffs,  whether  they  meant 
not  so,  the  pa-  to  claim  the  whole  machine  as  improved,  or  parts  of  it  only, 
is  uva  .  Again,  do  they  mean  to  claim  a  new  combination  of  the  parts  of 
the  machinery?  If  they  do,  the  jury  say,  there  is  no  new  com- 
bination. It  is  perfectly  clear  to  my  mind,  that  they  have 
claimed  some  new  mechanism,  some  portion  of  the  machinery 
used  for  the  purpose  of  producing  this  manufacture,  or  carrying 
on  this  process,  whatever  they  please  to  call  it.  This  the  joiy 
have  distinctly  negatived ;  there  is  no  doubt  on  the  meaning  of 
the  terms  they  have  used;  and  I  think,  therefore,  these  two 
issues  must  be  found  for  the  defendant.  And  this  makes  it  im- 
material to  inquire,  what  was  the  meaning  of  the  jury  in  finding 
that  there  was  an  improved  process ;  whether  they  meant  that 
the  difference  in  the  stages  through  which  the  work  was  carried 
was  an  improvement,  or  whether  they  found  that  the  plaintiffs 
carried  the  works  through  those  stages  which  were  previously 
known  in  a  better  manner,  is  quite  immaterial,  because,  what- 
ever may  be  the  improvement  of  the  process,  it  does  not  rebere 
the  plaintiffs  from  the  difficulty  of  having  claimed  this  as  a  new 
invention,  or  combination  of  this  machinery  with  other  parts, 
which  the  jury  have  distinctly  negatived.  The  rule,  therefore, 
for  entering  a  verdict  for  the  defendant  on  the  second  and  third 
issues  must  be  made  absolute,  and  the  plaintiffs'  rule  must  be 
discharged. 

Rule  absolute  accordingly. 
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In  re  Sharp's  Patent,  ex  parte  Wordsworth. 
Cor.  Lord  Langdale,  M.  R. 

This  was  an  application  to  the  Master  of  the  Rolls,  as  keeper  The  M.  R.  has 
rf  the  records  of  the  Court  of  Chancery,  to  remove  from  the  ^  £lSJ?ftSi 
rolls  of  that  court  a  memorandum  of  alteration,  which  had  been  the  records  of 
Inly  enrolled  under  the  authority  of  the  fiat  of  the  Solicitor  Ge-  chancery  a  me- 
aeral,  according  to  the  provisions  of  the  statute  (a).    The  fol-  morandum  of 
lowing  were  the  circumstances  of  the  case,  as  stated  in  theied^nderthe0" 
petition  (b)  and  affidavits.  statute. 

Letters  patent,  dated  the  8th  of  October,  1836,  had  been 
granted  to  John  Sharp,  of  Dundee,  for  "  certain  machinery  for 
converting  ropes  into  tow,  and  certain  improvements  in  certain 
machinery  for  preparing  hemp  or  flax  for  spinning;  parts  of 
nrhich  improvements  are  also  applicable  to  the  preparing  of  cot- 
ton, wool,  and  silk,  for  spinning."  The  specification  was  duly 
enrolled  8th  of  April,  1837.  In  the  same  year  Mr.  Sharp  ob- 
tained letters  patent  for  Scotland,  for  the  same  invention.  On 
the  31st  of  May,  1838,  letters  patent  were  granted  to  the  peti- 
tioner Joshua  Wordsworth,  for  u  improvements  in  machinery 
for  heckling  and  dressing  flax,  hemp,  and  other  fibrous  materials," 
the  specification  under  which  was  duly  enrolled  30th  Nov.  1 838. 

On  the  18th  of  August,  1838,  a  petition  was  presented  to  Sir 
EL  M.  Rolfe,  her  Majesty's  Solicitor  General,  for  leave  to  enter 
a  memorandum  of  alteration  in  the  specification  of  Mr.  Sharp's 
English  patent  (c).  The  Solicitor  General  ordered  advertise- 
ments to  be  inserted  in  the  Gazette  and  two  London  papers,  and 
in  a  Scotch  newspaper  circulating  in  the  neighbourhood  of  the 
residence  of  the  patentee  (d) ;  which,  having  been  done  on  the 
8th  of  September,  he  granted  the  fiat  for  enrolling  the  said 
memorandum  of  alteration,  which  was  enrolled  accordingly  on 
the  20th  of  September,  1838. 

The  petitioner  alleged,  that  certain  portions  of  the  said  memo- 
randum of  alteration  described  a  new  machine  or  arrangement  of 
machinery,  and  extended  the  exclusive  right  granted  by  the  let- 
ters patent,  and  was  in  substance  the  same  machinery  as  had 
been  invented  by  the  petitioner,  and  described  in  the  specifica- 
tion of  his  patent ;  and  prayed  that  such  portions  might  be  ex- 


(a)  5  &  6  W.  4,  c  83,  s.  1 .    See  the  section,  cation  of  the  Scotch  patent,  had  been  enrolled 

Mte  250.  some  time  previously  in  the  office  at  Edinburgh. 

(6)  The  petition  was  presented  9th  of  April,  (d)  The  advertisement  was  inserted  in  the 

~     first  hearing  on  the  29th  of  May,  1839;  "Gazette,"  "Times,"  and  "Chronicle,"  of  the 


amended  and  finally  heard  22d  of  December,  1840.      24th  of  August,  and  in  the  "  Dundee  Courier*'  of 
(e)  A  memorandum  of  alteration  in  the  specifi-      the  28th  of  the  same  month. 
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In  Chmneery.  punged  from  the  said  memorandum  of  alteration,  and  the  rolls  of 
the  court  (e). 

May  29, 1839.  J.  Russell  applied  for  an  order  ex  parte,  as  on  the  default  of 
the  respondent,  and  tendered  an  affidavit  of  service  of  a  copy  of 
the  petition  on  the  respondent  in  Scotland,  and  submitted  that 
this  being  a  case  under  the  new  act  was  without  precedent;  and 
unless  such  service  were  accepted,  there  could  be  no  means  of 
serving  parties  out  of  the  jurisdiction  of  the  court. 

Lord  Langdale,  M.  R. :  That  might  be  a  very  good  ground 
for  an  application  for  substituted  service,  but  not  for  such  ser- 
vice as  had  been  made.  Have  the  respondents  employed  no 
agent  in  London,  in  preparing  and  filing  the  memorandum,  on 
whom  service  might  be  ordered  ?  Is  not  the  memorandum  void, 
if,  as  the  petitioner  contends,  it  exceeds  the  limits  of  the  act ;  and 
what  more  can  the  petitioner  want  ? 


(e)  The  allegations  of  the  petition  were  tup- 
ported  by  various  affidavit*  on  the  part  of  the 
petitioner ;  these  were  met.by  other  affidavits  on 
the  part  of  the  respondent ;  the  views  adopted  by 
the  court,  render  these  and  the  merits  of  the  case 
wholly  immaterial  to  be  stated. 

No  decision  has  yet  taken  place  on  several  of 
the  questions,  which  might  have  been  raised  be- 
fore another  tribunal,  upon  the  memorandum  of 
alteration  enrolled  in  this  case ;  the  following  ad- 
ditional information  and  observations  may  be  of  ser- 
vice. Mr.  Sharp  stated  in  his  affidavit,  that  in  the 
course  of  constructing  and  using  the  said  improved 
machinery,  he  discovered  and  was  advised  that 
a  certain  slight  modification  or  variation  neces- 
sary to  be  fully  understood  by  the  manufacturer 
of,  or  operator  with,  the  said  machinery,  had  not 
been  so  fully  and  perfectly  described  in  the  said 
specification  as  ought  to  have  been  done,  and  as 
the  public  had  by  law  a  right  to  expect,  in  order 
to  enable  them,  at  the  expiration  of  the  said  let- 
ters patent,  in  the  most  perfect  and  effectual 
manner,  to  use  and  enjoy  the  said  invention,  and 
that  he  was  in  consequence  thereof  desirous  of 
availing  himself  of  the  provisions  of  the  act  in 
respect  of  such  imperfect  or  insufficient  descrip- 
tion as  aforesaid.  That  the  said  memorandum  of 
alteration  contains  bond  fide  a  further  and  more 
complete  description  of  deponent's  said  ma- 
chinery, comprehended  under  the  fifth  and  ninth 
heads  of  the  said  specification,  as  deponent,  in 
the  course  of  constructing  and  using  his  said  in- 
vention, found  the  same  best  and  most  efficiently 
to  work. 

The  affidavit  denied  that  the  said  memorandum 
described  a  new  machine,  or  extended  the  exclu- 
sive rights  granted  by  the  letters  patent;  the 
principle  of  the  heckling  machine,  for  which, 
among  other  things,  the  patent  was  granted,  and 
as  at  first  described,  being  to  heckle  the  flax  on 
both  sides  at  the  same  time  by  heckles  and  plates, 
placed  alternately  upon  two  cylinders,  which  are 
driven  at  the  same  speed ;  and  alleged  that  the 
said  memorandum  of  alteration  merely  described 
more  fully,  and  by  a  more  perfect  method,  the 
said  principle  of  so  heckling  the  fiax  on  both 
sides  at  the  same  time. 


The  advertisement  inserted  in  the  M  Gazette" 
of  the  24th  of  August,  1838,  and  other  papas, 
states  the  intention  of  the  party  to  apply  for  per- 
mission to  enter  and  enrol  certain  alterations  ate 
modifications  in  the  specification,  for  the  purpose 
of  more  fully  explaining  the  same,  and  to  render 
the  subject-matter  thereof  more  easy  to  be  under, 
stood  and  put  in  practice  (referring  to  the  parts 
of  the  specification  to  which  the  alteration  re- 
lated). 

The  above  statements  of  the  respondent  with 
respect  to  his  own  memorandum  of  alteration, 
suggest  the  following  important  questions : 

1.  Whether  an  omission  in  the  original  speci- 
fication of  the  kind  above  stated,  can  be  supplied 
and  corrected  by  a  memorandum  of  alteration, 
enrolled  under  the  statute  ? 

2.  Whether,  if  the  information  so  supplied  W 
such  as  ought  to  have  been  contained  in  the  spe- 
cification, the  proviso  of  the  letters  patent  wis 
complied  with  by  the  original  specification  k 
such  manner  as  to  preserve;the  patent? 

3.  Whether,  supposing  the  improved  arrange- 
ments are  such  as  might  have  been  the  subject  ef 
new  letters  patent,  the  importation  of  such  ar- 
rangements into  the  specification  of  exisnaf 
letters  patent  is  not,  in  point  of  law,  an  exten- 
sion of  the  exclusive  rights  granted  by  those 
letters  patent  ? 

According  to  the  practice  of  the  law  officers 
of  the  crown,  memoranda  of  alterations  of  a 
very  extensive  kind  have  been  allowed,  and  oa 
these  obvious  grounds,  that  the  public  are  bene* 
fitted  at  all  events ;  the  patentee  derives  no  profit 
or  advantage  if  the  memorandum  of  alteration  he 
such  as  is  not  warranted  by  the  statute,  it  is  snm- 
ply  void  and  of  no  effect ;  whereas,  a  patentee  sssy 
be  greatly  prejudiced  if  a  proposed  memoranda* 
of  alteration  of  doubtful  character  should  be  dis- 
allowed by  the  officers  of  the  crown.  The  validity 
of  any  memorandum  of  alteration  when  enrolled 
is  matter  of  law  and  of  fact,  to  be  decided  in  the 
same  manner  as  questions  arising  on  the  va- 
lidity of  the  original  specification. 
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J.  Russell :  The  existence  of  the  memorandum  upon  the  rolls  A.D.  1840. 
of  the  court,  gives  the  party  a  prima  facie  right,  which  is  a 
grievance  to  the  petitioner  and  others,  who  ought  not  to  be 
driven  to  a  more  expensive  remedy.  The  court  has  power  over 
its  records,  and  has  been  in  the  habit  of  exercising  jurisdiction 
over  any  alterations  in  them ;  the  present  is  a  corruption  of  the 
rolls  of  the  court. 

Lord  Langdale,  M.R. :  You  have  a  plain  and  easy  remedy 
elsewhere.  If  the  memorandum  goes  beyond  the  act,  as  you 
say,  it  is  void,  and  could  not  be  given  in  evidence  or  made  any 
use  of.  If  it  was  a  specification  under  the  old  law,  what  juris- 
diction should  I  have  to  take  it  off  the  roll?  If  I  were  to 
decide  that  this  memorandum  is  void,  and  to  order  it  to  be 
taken  off  the  roll,  and  it  turned  out  that  it  was  not  so,  what 
situation  would  the  patentee  be  in  ?  I  might  be  depriving  him 
of  his  patent.  I  apprehend  I  have  no  discretion  about  re- 
ceiving a  memorandum  when  it  has  been  sanctioned  by  the 
Attorney  or  Solicitor  General;  and  therefore,  how  could  I  make 
an  order  which  would  have  the  effect  of  depriving  a  patentee  of 
his  rights  under  the  act?  At  all  events  I  can  make  no  order  on 
the  present  service. 

On  a  subsequent  day,  on  affidavits,  stating  who  had  acted  Mar.  25, 1840. 
as  agents  in  this  country  for  the  patentee,  an  order  was  ob- 
tained for  amending  the  petition,  and  that  personal  service  of 
the  amended  petition  on  the  patentee  and  his  agent  might  be 
deemed  good  service. 

Pemberton,  Q.C.,  and  J.  Russell,  appeared  in  support  of  the  Nov.  5, 1840. 
amended  petition.  The  alteration  in  the  specification  is  one 
which  the  act  of  parliament  does  not  warrant.  The  act  ex- 
pressly provides  that  the  alteration  shall  not  be  such  as  to 
extend  the  exclusive  right  granted  by  the  letters  patent;  but  in 
this  case  the  right  is  extended  in  such  a  manner  as  to  infringe 
upon  the  rights  of  the  petitioner,  and  against  this  he  is  entitled 
to  relief.  The  statute  provides,  that  the  memorandum  of  altera- 
tion in  the  specification  shall  be  taken  as  part  of  the  letters 
patent  and  specification  in  all  courts  whatever.  If  this  altera- 
tion, one  unwarranted  by  the  statute,  is  to  be  considered  as 
part  of  the  records  of  the  court,  then  this  court  has  jurisdiction 
to  expunge  the  irregular  entry  on  its  rolls.  The  records  of  the 
different  courts  have  always  been  subject  to  their  jurisdiction 
and  authority,  and  if  the  court  finds  they  are  not  in  the  state 
they  ought  to  be,  it  will  correct  them.  This  was  done  by  Sir 
J.  Leach  in  Redmund's  case  (/),  where  an  error  in  the  enrol- 
ment of  a  specification  was  ordered  to  be  corrected.  The  legis- 
lature could  never  have  intended  that  the  Attorney  and  Solicitor 


(/)  5  Russ.  44,  and  pott  649. 
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In  Chancery.  General  should  have  an  uncontrolled  authority  to  order  any 
alteration  whatever  in  a  patent,  or  to  direct  any  entry  they 
pleased  on  the  rolls  of  the  court ;  for  if  they  are  to  decide  con- 
clusively without  giving  parties,  in  whose  absence  they  decide, 
the  power  of  appealing,  and  a  fiat  of  the  Attorney  or  Solicitor 
General  should  be  obtained  by  fraud,  accident,  or  mistake, 
there  would  be  no  means  of  correcting  the  error.  There  is  no 
other  jurisdiction  to  which  this  application  can  be  made,  and  if 
this  court  ever  had  jurisdiction  to  correct  its  own  records,  it  cm 
only  be  taken  away  by  express  enactment  (^).  There  is  no 
exclusion  of  the  jurisdiction  of  this  court  in  the  statute  in 
question ;  it  must,  consequently,  still  remain.  The  court,  there- 
fore, has  authority  to  control  the  discretion  of  the  Attorney  and 
Solicitor  General,  and  to  judge  whether,  under  the  act  of  parlia- 
ment, the  memorandum  is  such  as  to  be  proper  to  be  added 
to  the  record. 

Again,  the  Attorney  or  Solicitor  General  is  only  authorised 
to  sanction  such  a  memorandum  as  does  not  extend  the  patent 
Here  the  memorandum  does  extend  the  patent.  The  act  of 
parliament,  therefore,  does  not  apply,  and  the  amendment  may 
be  treated  as  surreptitious,  and  as  forming  no  part  of  the  rolls. 
It  will  be  said,  that  in  this  view  of  the  case,  the  petitioner  will 
not  be  prejudiced,  as,  on  the  trial  of  an  action  at  law,  the  fact 
will  appear  that  the  alteration  was  unwarranted ;  but  the  act 
expressly  provides  that  the  alteration  "  shall  be  deemed  and 
taken  to  be  part  of  such  letters  patent  or  specification,  in  all 
courts  whatever"  (A) ;  the  altered  specification  will,  therefore,  be 
conclusive.  Independently  of  this,  the  petitioner  has  a  right  to 
try  an  action  without  these  words ;  and  as,  where  a  deed  or 
other  instrument  forms  a  cloud  over  the  title  of  a  party,  this 
court  will  order  it  to  be  delivered  up,  so  here  the  court  will 
relieve  the  petitioner  from  the  effects  of  an  improper  entry  on 
the  records  of  the  court  made  in  his  absence. 

M.  D.  Hill9  Q.  C,  and  Bacon,  for  the  respondent.  The 
Master  of  the  Rolls  has  no  jurisdiction  to  do  what  is  asked  by 
the  petition.  The  alteration  is  not  even  a  record  in  its  strict 
sense,  and  if  it  were,  the  Master  of  the  Rolls,  sitting  as  the 
keeper  of  the  records,  has  no  power  to  expunge  an  alteration 
sanctioned  by  the  proper  authority:  his  jurisdiction  in  this 
respect  is  confined  to  the  amendment  of  clerical  errors.  The 
principle  adverted  to  as   established  by  the  decision   on  the 


(g)  On  this  point  reference  was  made  to  At*  v.  Skinner,  ante  250,  in  which  case  it  waiatsi 

torney  General  v.  Aspinall,  2  Myl.  6c  Cr.  613 ;  to  that  where  a  patent  is  originally  void,  hot  aattadai 

Attorney  General  v.  The  Corporation  of  Norwich,  under  5  &  6  W.  4,  c.  83,  by  filing  a  disdauMr  of 

ibid.  430 ;  to  Attorney  General  v.  The  Corporation  part  of  the  invention,  that  act  has  not  a  reUospefc 

of  Poole,  4  Myl.  &  Cr.  17 ;  and  to  Attorney  General  tive  operation,  so  as  to  make  a  party  liable  for  m 

v.  Wilson,  1  Cr.  &  Ph.  1.  infringement  of  the  patent,  prior  to  the  tfes»  rf 

(A)  As  to  the  meaning  of  tint  c\auae,  tee  Pemj  exftcnag  such  disclaimer. 
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Municipal  Corporation  Act,  that  an  old  jurisdiction  is  not  ex- AD.  1840. 
duded  by  the  erection  of  a  new  tribunal,  may  be  conceded  to 
the  petitioner,  but  before  the  statute  authorizing  the  enrolment 
of  a  memorandum  of  alteration  this  court  had  no  jurisdiction 
whatever  on  the  subject.  The  right  of  disclaimer,  and  of 
effecting  an  alteration  in  the  title  and  in  the  specification,  was  a 
new  creation,  for  the  determination  of  the  questions  regarding 
which  the  legislature  created  a  special  tribunal,  from  which 
there  was  no  appeal  to  this  court.  If  this  court  could  re-hear 
the  decision  of  the  Attorney  or  Solicitor  General,  the  same 
right  would  extend  to  any  decision  of  the  Judicial  Committee 
of  the  Privy  Council,  on  the  matters  submitted  to  their  jurisdic- 
tion by  the  statute.  The  Master  of  the  Rolls  is  only  a  minis- 
terial officer  in  these  matters ;  as  the  keeper  of  the  records,  he 
is  bound  to  receive  and  keep  whatever  is  duly  authorized  (t). 

Lord  Langdale,  M.  R.  (after  stating  the  circumstances) :  Judgment. 
The  petitioner  complains  of  this  proceeding  as  injurious  to  him,  Dec. 22, 1840. 
as  it  undoubtedly  is,  if  the  facts  be  as  alleged ;  and  he  prays 
that  such  portions  of  the  memorandum  in  Sharp's  specification 
as  are  set  forth  in  his  petition,  and  are  in  substance  descrip- 
tive of  the  machinery  invented  by  the  petitioner,  may  be  ex- 
punged from  the  memorandum  of  alterations  and  the  rolls  of 
the  court. 

The  question  now  is,  whether,  supposing  the  facts  to  be  as  No  authority  to 
alleged,  I  have  authority  to  do  what  is  asked,  and  I  am  very  ^J^'^JSpt 
dearly  of  opinion  that  I  have  not.     Patents  for  inventions  are  for  the  correc- 
granted  on  condition  of  a  specification  of  each  invention  being  J*0*  °  c  crlca 
enrolled  in  a  limited  time,  and  except  for  the  purpose  of  cor- 
recting mere  verbal  or  clerical  errors,  proved  to  have  arisen 
from  mistake  or  inadvertence,  1  am  of  opinion  that  I  have  no 
authority  to  make  any  alteration  in  the  enrolment  of  the  patent 
or  of  the  specification.     The  party  enrolling  his  specification 
does  it  at  his  own  peril ;  and  if  in  his  specification  he  expresses 
something  by  which  his  patent  is  rendered  invalid,  he  must 
submit  to  all  the  legal  consequences ;  and  those  who  have  a 
right  to  take  advantage  of  any  error  of  his,  must  do  so  in  a 
legal  course ;  they  cannot  require  the  Keeper  of  the  Records  or 


(i)  The  following  was  the  form  of  the/Sat:  the  "  Times,"  and  "  Morning  Chronicle,"  and  the 

"  To  the  Clerk  of  the  Patents  for  England.  This  is  "  Dundee  Courier,"  newspapers.     And  such  ad- 

to  certify  that  John  Sharp,  of  Dundee,  in  the  county  vertiseraents  have  been  duly  made  in  the  **Ga- 

of  Forfar  in  Scotland,  flax-spinner,  hath  applied  zette,"  "  Times/'  and  "  Morning  Chronicle,''  on 

to  me  for  leave  to  enter  with  you  the  above  writ-  the  24th  of  August  last  past,  and  in  the  "  Dundee 

ten  memorandum  of  alteration  of  part  of  the  spe-  Courier,"  of  the  28th  day  of  the  same  month,  and 

dfication  of  a  certain  invention,  for  which  letters  no  objection  having  been  made  to  the  said  appli- 

:  were  duly  granted  to  him  under  the  great  cation,  I  have  accordingly  granted  leave  to  the 


errors. 


seal,  dated  at  Westminster,  the  8th  of  October,       said  John  Sharp  to  file  his  said  memorandum  of 
1836,  the  specification  of  which  was  duly  enrolled      alterations,  pursuant  to  the  statute  passed  in  the 


on  the  8th  of  April,  1837;  and  on  considering  the       sixth  year  of  the  reign  of  his  late  majesty,  en- 

"  is 

in 

4 


said  application  I  directed  him  to  advertise  his       titled  '  An  act  to  amend  the  law  touching  letters 
•aid  alterations  in  the  "  London  Gazette,"  and  in      patent  for  inventions.' — Signed  R.  M.  Rolfe." 
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In  Chancery.  Rolls  to  alter  that  which  the  patentee  has  claimed  or  disclaimed 
in  his  specification,  and  compel  him  by  such  enforced  altera- 
tion to  say  something  which  he  never  intended  to  say. 

There  were  very  good  reasons  for  relieving  patentees  from 
some  of  the  risks  and  difficulties  to  which  they  were  liable  from 
errors  in  their  specifications ;  and  the  statute  5  &  6  W.  4,  c  83, 
authorized  disclaimers  and  memorandums  of  alterations  to  be 
filed  and  enrolled  with  the  leave  of  the  Attorney  and  Solicitor 
General ;  and  enacted,  that  when  filed  and  enrolled,  the  same 
should  be  deemed  and  taken  to  be  part  of  such  letters  patent 
and  specification,  i.e.,  as  the  act  has  been  expounded  (£),  shall 
be  deemed  and  taken  to  be  part  of  the  letters  patent  or  specifi- 
cation, from  the  time  of  filing  the  memorandum  of  alteration. 
And  considering  the  memorandum  of  alteration  as  now  being 
part  of  the  specification,  I  conceive  that  it  ought  to  be  dealt 
The  authority  with  as  such,  and  no  otherwise.  If  it  were  alleged  that  the 
of  the  Master  of  enrolled  memorandum  of  alteration,  by  mistake  of  the  writer, 

the  RolU  u  .it!  i.i  i  /-t-i_ 

limited  to  cor-  contained  verbal  or  clerical  errors,  by  means  of  which  some- 
ofmUtak1™"  t^ing  was  enrolled  contrary  to  the  true  intent  of  the  party,  and 
if  sufficient  evidence  were  given  of  the  fact,  I  should  think 
myself  authorized,  by  precedent,  to  correct  the  error,  and  make 
the  enrolment  accord  with  the  proved  intention  of  the  party  at 
the  time  of  the  enrolment.  But  it  has  never  been  supposed 
that  the  Master  of  the  Rolls,  as  Keeper  of  the  Records,  had 
authority  to  permit  or  to  order  an  erroneous  claim  to  be  ex- 
punged or  amended.  The  party  may  have  claimed  too  much, 
and  thereby  made  his  patent  good  for  nothing,  or  may  have 
omitted  to  claim  something  which  he  was  justly  entitled  to; 
but  on  such  grounds  the  Keeper  of  the  Records  could  not  inter- 
fere on  his  behalf,  or  at  his  instance ;  and  I  apprehend  that  no 
attempt  has  ever  been  made  to  induce  the  Keeper  of  the 
Records  to  expunge  by  his  authority  some  claim  which  the 
patentee  desired  to  sustain,  and  was  willing  to  defend  in  due 
course  of  law. 

Under  the  late  statute,  the  disclaimer  is  not  to  be  such  as 
shall  extend  the  exclusive  right  granted  by  the  letters  patent 
But  the  Keeper  of  the  Records,  as  such,  has  no  authority  ta 
decide  whether  there  is  any  extension;  nor  has  he,  in  that 
character,  any  means  of  investigating  the  truth  and  justice  of 
the  case.  It  is  no  part  of  his  duty,  when  he  receives  the  en- 
rolment into  his  custody,  to  consider  whether  the  Attorney  or 
Solicitor  General  has  improperly  given  leave  to  file  the  memo- 
randum, nor  can  he  afterwards  determine  any  such  question. 

I  delayed  my  decision  in  this  case,  for  the  purpose  of  in- 
quiring what  had  heretofore  been  done  in  the  amendment  of 


(k>  IntYie  eve  oS  Pernj  N%  SVwntT.I  Vl.fciW.  47t,  &  ante  253. 
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►lments  in  this  court;   and  from  the  information  which  I  A. D.  1840. 

5  received,  it  would  seem  that  it  has  always  been  usual  to 

nd  clerical  errors.     When  errors  have  been  made  in  grants, 

'as  said,  "per  incuriam  et  ex  inani  inadvertentid  scriptoris" 

'  have  been  amended  by  the  Master  of  the  Rolls ;  some- 

a  under  the  authority  of  a  warrant  from  the  crown,  some- 

s  with  the  consent  of  the  Attorney  General,  sometimes  in 

lequence  of  a  reference  to  him  by  the  Lord  Chancellor;  and 

e  is  an  instance  of  an  amendment  being  made  by  an  order 

he   Lord   Chancellor,  pursuant  to  an  order  of  the  king. 

errors  have  been  proved  and  rectified  by  comparison  with 

writ  of  Privy  Seal,  or  with  the   signed  bill,  or  with   the 

nal  grant  (/). 

t  an  early  period  the  enrolment  of  the  acknowledgment  of 


Record*  amended, — The  following  arc  the 
>f  amendment  of  enrolments  referred  to  by 
aster  of  the  Rolls,  and  which  his  lordship 
ndly  permitted  the  author  of  this  note  to 
t. 

-Pat.  2  Hen.  7,  p.  lt  n.  5.  This  is  a  warrant, 
ed  to  the  enrolment  under  the  king's  hand, 
[dressed  to  John,  archbishop  of  Canterbury, 
lancellor,  reciting  a  grant  of  the  office  of 
of  a  forest,  and  that  in  the  bill  and  let- 
atent  the  name  was  mistaken  and  called 
;ere*  instead  of  "Kingesbere,"and  directing 
laid  name  to  be  reformed,  as  well  in  our 
signed  as  in  our  letters  patent  and  enrol- 
f  the  same.'*  The  amendment  not  made. 
•Pat.  8  Hen.  8,  p.  2,  n.  4.  Warrant  under 
ig't  hand,  attached  to  the  enrolment,  "  to 
8rt  Tunstall,  clerk,  Master  and  Keeper  of 
>lls  and  Records  in  our  chancery,  and,  in 
sence,  to  his  depute  there  for  the  time 
'  reciting  the  grant  of  the  office  of  attorney 
town  of  *•  Hereffordwest,"  the  which  word 
tisnamed  and  miswritten  for  ■•  Haverford- 
and  directing  the  former  word  to  be  erased 
;  latter  inserted,  "as  well  in  our  said  letters 
and  the  enrolment  of  the  same,  as  in  our 
Seal,  whereby  our  said  letters  patent  were 

Pat.  35  Hen.  8,  p.  1.  Date  of  the  grant 
sd  in  the  enrolment  by  order  of  Julius 
,  M.R.,  in  the  presence  of  Sir  Robert 
Attorney  General,  and  others.  The  roll 
ed  by  the  Master  of  the  Rolls  and  the 
ey  General.  The  date  is  stated  to  have 
nitted  per  incuriam,  and  the  enrolment  made 
espond  with  the  Privy  Seal  and  letters 

Pat.  36  Hen.  8,  p.  4.  The  enrolment 
»d  by  order  of  Sir  Thomas  Egerton,  Lord 
'  and  Master  of  the  Rolls,  in  the  presence 
lelf  and  Sir  Edw.  Coke,  Attorney  General. 
)ll  signed  by  both.  A  word  omitted  per 
n  scriptoris,  supplied  so  as  to  make  the  en- 
t  correspond  with  the  Privy  Seal  and  let- 
lent. 

Pat.  36  Hen.  8,  p.  12.     Several  words, 

in  the  enrolment,  but  contained  in  the 

>eal  bill,  inserted  by  order  of  Lord  Bruce, 

llor  and  Master  of  the  Rolls,  in  the  pre- 


sence of  himself  and  a  Master  in  Chancery,  and 
signed  by  both,  so  as  to  make  the  enrolment  cor- 
respond with  the  Privy  Seal  and  letterspatent. 

6,— Pat.  37  Hen.  8,  p.  3,  n.  24.  The  name 
of  a  county  amended  by  order  of  Lord  Bruce,  so 
as  to  make  the  enrolment  correspond  with  the 
Privy  Seal  and  letters  patent. 

7.— Pat.  2  Edw.  6.  p.  4.  Several  words  omit- 
ted  per  incuriam  inserted  in  the  presence  of  Lord 
Bruce  and  the  Six  Clerks.  Roll  signed  by  Lord 
Bruce,  so  as  to  make  the  enrolment  correspond 
with  the  Privy  Seal  and  letters  patent. 

8.— Pat.  2  Edw.  6,  p.  5.  Roll  amended  (by  the 
insertion  of  words  omitted  per  incuriam),  in  the 
presence  of  the  Lord  Bruce  and  two  of  the  Six 
Clerks,  and  another  person,  all  of  whom  inspected 
the  king's  bill  and  the  letters  patent,  and  signed 
the  roll. 

9.— Pat.  1  &  2  Ph.  &  M.,  p.  3.  Enrolment 
amended  in  a  date,  upon  petition  to  Lord  Keeper 
Guildford,  who  referred  it  (9th  of  May,  1684)  to 
the  Master  of  the  Rolls.  In  the  margin  of  the 
enrolment  is  a  memorandum  signed  by  Sir  H. 
Grimston,  M.  R.,  stating  the  amendment  to  be 
made  by  his  order  and  in  his  presence. 

The  above  petition  by  the  Governors  and  Fel- 
lowship of  English  Merchants,  for  the  discovery 
of  new  trades,  stated  the  grant  of  letters  patent, 
26th  of  February,  1  &  2  Ph.  &  M.,  incorporating 
the  company ;  that  by  act  of  parliament,  8  El., 
the  privileges  by  the  said  letters  patent  granted 
were  confirmed ;  that  the  said  letters  patent  were 
destroyed  in  the  fire  of  London,  and  the  petition- 
ers having  occasion  to  make  use  of  the  enrolment 
thereof,  discovered  the  date  to  be  written  the 
"  6th"  instead  of  the  "  26th  ;"  that  it  appears  by 
the  Privy  Seal  or  warrant  of  the  enrolment,  that 
the  recepi  thereof  is  dated  the  26th,  and  by  the 
recital  in  the  act  of  parliament  remaining  in  the 
Rolls'  Chapel.  The  petition  was  accompanied 
by  an  affidavit  of  the  Secretary  of  the  Company, 
stating  that  he  had  perused  several  ancient  en- 
tries of  the  said  letters  patent,  describing  them  as 
dated  the  26th  of  February. 

10. — Pat.  1  El.  p.  9.  The  original  enrolment, 
on  a  comparison  with  the  warrant  of  the  queen's 
bill  and  the  letters  patent,  being  found  full  of 
gross  errors,  was  cancelled,  and  the  new  enrol- 
ment placed  in  front  of  H  by  order  of  Sir  Edward 
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In  Chancery.  a  deed  was  amended  at  the  request  of  the  grantor,  who  had 
acknowledged  it.  I  have  not  been  supplied  with  any  early  in- 
stance of  amending  the  specification  of  a  patent  invention,  but 
the  recent  instances  of  such  amendments  have  been  of  this 
kind : — In  a  case  before  Lord  Gilford  in  1824,  the  word  "wire" 


Phelips,  M.  R.,  and  the  memorandum  signed  by 
him. 

In  the  margin  of  the  second  enrolment  is  the 
following :  "Memorandum.  The  first  enrolment 
of  these  letters  patent  being  examined  both  with 
the  warrant  of  the  queen's  bill  signed,  and  the 
letters  patent  themselves  under  the  great  seal  of 
England,  the  same  was  found  full  of  many  very 
gross  errors  and  mistakings,  differing  both  from 
the  said  warrant  and  letters  patent.  Whereupon 
it  was  prayed,  that  a  new  enrolment  might  be 
made  agreeable  to  the  letters  patent  under  the 
great  seal,  and  to  the  said  warrant." 

11.— Pat.  5  El.  p.  7.  A  single  letter  in  the 
enrolment  of  letters  patent  amended, "  R"  instead 
of  "  L"  having  been  written  as  the  first  letter  in 
the  name  of  a  place.  The  petition  to  king  James, 
setting  forth  the  error,  was  referred  to  Sir  H. 
Yelverton,  Attorney  General,  who  reported  that 
the  amendment  might  be  safely  made,  and  that 
the  course  to  have  this  effected  was  by  warrant  un- 
der the  Signet  or  Privy  Seal,  to  be  directed  to  the 
Master  of  the  Rolls  to  amend  the  same.  The 
warrant  was  made  out  and  the  enrolment  amended 
accordingly. 

12 Pat.  7  El.  p.  3.     A  word  omitted  per  i*~ 

euriam  in  the  enrolment  of  the  letters  patent, 
and  thereby  occasioning  a  variance  between  the 
enrolment,  the  Privy  Seal,  and  the  letters  patent, 
inserted  by  order  of  Lord  Bruce,  and  the  roll 
signed  by  him. 

13.—- Pat.  7  Jac.  p.  1 8  n.  10.  A  petition  to  the 
Lord  Bishop  of  Lincoln,  Chancellor,  stating  that 
both  in  the  letters  patent  and  in  the  original 
grant  extant  at  the  Rolls,  lands  were  granted  to 
the  petitioner  for  "thirty  years,"  but  that  the 
clerk  of  the  enrolment  had,  through  his  negli- 
gence, misenrolled  the  same  as  only  for  "  twenty 
years/'  was  referred  to  the  Master  of  the  Rolls. 
In  the  margin  of  the  roll  is  a  memorandum,  that 
the  amendment  was  made  by  Sir  Julius  Caesar, 
M.R.,  but  the  error  remains. 

14 Pat.  8  Jac.  p.  44.     The  word  "  Priorat" 

altered  into  "  Monast"  by  order  of  Sir  Dudley 
Digges,  M.  R.,  in  the  presence  of  himself  and 
Sir  John  Bankes,  A.  G.,  to  make  the  enrolment 
agree  with  the  Privy  Seal  and  letters  patent. 
The  roll  was  signed  by  both. 

15 — Claus.  9  Jac.  p.  18,  n.  13.  The  enrol- 
ment of  a  deed  amended  at  the  request  of  the 
grantors,  who  had  acknowledged  it,  in  the  pre- 
sence and  by  the  command  of  Sir  E.  Phelips,  M.R. 
The  roll  is  signed  by  the  grantors.  The  words 
struck  out  were  "  feed,  firm"  in  the  recital  of  the 
grant,  the  lands  being  held  by  fealty. 

16.— Pat.  9  Car.  p.  5.  Grant  to  Sir  Kenelm 
Digby,  Knt.,  of  lands  in  Com.  Lancaster.  The 
grant  having  passed  through  several  stages  with 
the  error  of  a  single  letter,  which  originated  at 
the  Signet  Office,  was,  upon  petition  to  die  crown, 
ordered  by  the  Lord  Keeper,  with  the  advice  of 
the  Attorney  General,  to  be  amended,  and  newly 
sealed. 


The  petition  in  the  above  case,  after  reciting 
that  certain  lands,  which  had  escheated  to  tat 
crown  in  the  county  of  Lancaster,  and  so  de- 
scribed in  the  office  found  to  entitle  the  crown, 
and  in  the  bill  under  the  sign  manual  for  passag 
the  same  to  the  petitioner  at  the  Signet  (XEce, 
by  the  mistake  of  the  clerk  taking  an  "  L"  for  a 
"  RM  are  mentioned  to  lie  in  "  Rank,"  and  by 
that  error  are  mentioned  both  at  the  Privy  Seal 
and  Great  Seal,  and  in  the  enrolling  thereof,  tod 
that  this  could  not  be  amended  without  his  ma- 
jesty's special  warrant— praved  his  majesty's  war- 
rant  that  the  same  might  be  amended,  and  made 
agreeable  to  the  bill  signed,  and  the  patent,  after 
the  amendment  thereof,  new  sealed. 

The  answer  to  the  above  petition  was  at  fol- 
lows :  "  His  majesty's  pleasure  is,  that  those  mis- 
takes be  amended  and  made  agreeable  to  the  bill 
signed,  and  the  patent,  after  the  amendment 
thereof,  new  sealed." 

In  conformity  to  which,  the  Lord  Keeper  bar. 
ing  seen  the  said  letters  patent  and  the  Privy  Seal 
whereupon  the  same  did  pass,  and  the  original 
bill  signed  with  his  majesty's  hand*  and  tbt 
transcript  thereof  which  passed  the  signet,  or- 
dered  that  the  Privy  Seal  remaining  in  the  Court 
of  Chancery,  and  the  enrolment  thereof  be 
amended,  and  that  the  seal  be  pulled  from  the 
letters  patent,  and  the  same  patent  amended  and 
new  sealed. 

The  order  in  the  above  case  is  printed  at  lengta 
in  <  Beanies'  Orders,*  p.  66.  See  1 6th  Nov.  1635, 
Reg.  Lib.  B.,  1635,  fo.  95  (1). 

It  is  not  improbable  that  the  above  order, 
which  speaks  of  the  enrolment  of  the  Privy  Seal 
bill,  may  have  given  rise  to  the  confusion  wbkfl 
appears  to  have  existed  in  subsequent  cases,  at  to 
whether  the  enrolment  was  of  the  Privy  Seal  but 
or  of  the  letters  patent.     See  post,  650  &  656. 

17.— Claus.  7  Geo.  2,  p.  9,  n.  3.  Date  of  en- 
rolment of  a  deed  inserted  by  order  of  Sir  Thorn* 
Clarke,  M.  R.(  upon  sight  of  the  enrolment,  ssd 
the  said  indenture,  and  the  indorsement  thereon, 
by  the  clerk  of  the  enrolments,  specifying  the  day 
and  year  of  the  enrolment. 

18.— Pat.  24  Geo.  3,  p.  2,  n.  4.  Amendment 
of  several  errors  in  the  enrolment,  by  order,  24ta 
July,  1786,  of  Lord  Kenyon,  M.  R.,  upon  inspsc* 
tion  of  the  enrolment  and  the  Privy  SeaL  This 
was  a  grant  of  a  license  to  the  Corporation  of  the 
Trinity  House,  to  erect  two  lighthouses,  and  to 
take  certain  dues,  and  the  record  of  the  license  dif- 
fers from  the  Privy  Seal  in  having  the  word  "co- 
venant" instead  of  "  convenient,**  and  "  inwards* 


and  "  heretofore" 
'appertained"  instead  of 


instead  of  "  outwards," 
of  "  theretofore,**  and 

In  this  case  it  does  not  appear  on  the  face  of 
the  order,  whether  the  letters  patent  accorded 
with  the  Privy  Seal. 

19.— Claus.  46  Geo.  3,  p.  1 17,  n.  13.  An  av 
nuity  deed,  ordered  by  Sir  John  Leach,  M.R*  * 
V»  examined  with  the  original  renumiac  *»• 
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had  been  written  instead  of  "  fire/'  and  he  ordered  the  specifics-  A.D.  1840. 

tion  to  be  amended  (m).  In  the  case  of  Redmund  (n)9  an  erroneous 

transposition  of  numbers  was  amended  by  order  of  Sir  John 

Leach,  who,  in  a  subsequent  case,  ordered  to  be  amended  two 

errors,  by  one  of  which  the  word  "  which"  was  written  instead 

of  "wheel;"  and  by  the  other  of  which,  the  word  "increase" 

had  been  written  instead  of  the  word  "  inverse."     I  have  had 

similar  cases  before  me,  in  which  there  have  been  errors  more 

or  less  numerous,  but  all  of  the  same  kind.     And  in  every  case  All  the  cases  of 

which  has  occurred,  it  has  plainly  been  intended  to  do  no  more  of^enc^er-™ 

than  amend  mere  slips  or  clerical  errors  made  by  the  parties,  «>«,  or  of  mis- 

i  /•!•  i       •  i  •  i  takes  from  inad- 

or  the  agents  of  the  parties,  who,  intending  to  make  an  accurate  ?ertence. 
enrolment,  have,  by  mere  inadvertence,  made  an   enrolment The  °!***J;0 
which  was  not  what  it  purported  to  be,  a  true  statement  of  that  the  enrolment. 
which  the  party  intended  at  the  time ;  and  not  only  has  strict 
evidence  of  error  been  required,  but  in  order  to  enable  any 
third  party  to  dispute  the  validity  of  the  amendment,  and  of 
the  order,  it  has  been  directed  that  the  order  itself  should  be 
endorsed  on  the  enrolment. 

It  does  not  appear  that  the  Master  of  the  Rolls,  as  Keeper  of 
the  Records  in  Chancery,  has  ever  exercised  any  greater  au- 
thority than  I  have  stated  in  matters  of  this  kind ;  and  being 
of  opinion  that  I  have  no  jurisdiction  to  make  any  such  order 
as  is  asked  by  this  petition,  I  must  dismiss  the  petition  with 
costs. 


the  Six  Clerks,  and  to  be  made  conformable  of  the  specification,  as  appeared  by  the  original 

therewith.  draft  from  which  the  engrossment  was  made,  and 

In  the  above  case  the  petition  prayed  that  the  on  the  affidavit  of  the  agent,  it  was  ordered,  "  that 

Clerk  of  the  Enrolments  might  be  at  liberty  to  the  proper  officer  do  amend  the  original  roll  or 

attend  at  the  Chapel  of  the  Rolls  with  the  said  entry  of  the  said  specification  remaining  of  record 

memorial,  and,  together  with  the  Clerk  of  the  in  the  Enrolment  Office  of  this  court,  by  altering 

Records,  in  the  Rolls'  Chapel,  compare  the  same  the  letter  *  w'  in  the  said  word  '  wire,'  to  the  let- 

witb  the  record ;  and  that  the  Clerk  of  the  Re-  ter  4  f,'  so  that  the  same  may  read  *  fire.' " 
cords  might  thereupon,  in  the  presence  and  with  In  the  case  of  Rubery's  patent,  granted  14th 

the  concurrence  of  the  said  Clerk  of  the  Enrol-  Nov.  1837,  for  "  certain  improvements  in  the  ma- 

ments,  amend  the  record  so  as  to  make  the  same  nufacture  of  part  of  the  furniture  of  an  umbrella  ;** 

exactly  conformable  to  the  said  memorial.    Upon  the  specification  recited  the  letters  patent  to  have 

inspection  of  the  said  memorial  and  enrolment  it  been  granted  in  "  October"  instead  of  "  Novem- 

was  ordered  as  prayed.  ber."    Lord  Longdate,  M.  R.,  ordered  the  amend- 

20. — Rot.  Judic.  397  p.  No.  1.  A  memorandum  ment  as  prayed. 
of  the  amendment  of  a  decree  by  verbal  order  of  In  both  the  above  cases  the  petition  stated,  that 
the  Master  of  the  Rolls  (25th  March,  1736)  with-  no  scire  facias  to  repeal  the  patent,  or  other  pro- 
out  petition,  so  as  to  make  the  enrolment  agree-  ceedings  at  law  on  the  patent,  had  been  instituted, 
able  to  the  docquet.                                                         (n)  July  25,  A.D.  1828.— Letters  patent,  9th 

It  would  appear  from  the  general  tenor  of  the  Nov.  1821,  to  David  Redmund,  for  "  an  improve- 
above  cases,  that  whatever  may  be  the  usual  prac-  ment  in  the  construction  or  manufacture  of  hinges 
tice  as  to  making  the  enrolment  from  the  Privy  for  doors." 

Seal  bill,  it  is  intended  and  supposed  to  be  made  The  patentee  stated  in  his  petition,  that  within 

from  the  letters  patent.     This  matter  was  very  the  last  month  he  had  discovered  that  the  copying 

rally  considered  in  the  subsequent  case  of  Nickels'  clerk  in  engrossing  the  specification,  and  the  plan 

patent.     Pott,  650  &  656.  annexed  to  it,  had  by  mistake  transposed  the  num. 

(s»)  That  was  in  the  case  of  Whitehouse's  pa-  bers  by  which  in  the  specification  reference  was 

tent  (a»t»  455)  dated  26th  Feb.  1825,  "  for  certain  made  to  the  plan;  and  that  no  office  copy  of 

improvements  in  manufacturing  tubes  for  gas  and  the  specification  had  been  taken.     The  petition 

other  purposes ;"  by  the  order,  which  was  made  prayed  that  this  clerical  error  in  the  enrolment 


13th  Jan.  1830,  by  the  Master  of  the  Rolls,  on  the      might  be  amended. — Ordered  as  prayed.  5  Russ. 
petition  of  James  Russell,  stating  the  error  to  be  a      44. 
clerical  one,  and  to  have  arisen  in  the  engrossment 
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*»  •*  *•**  Ix  re  Nickels9  Patent, 

Car.  Lord  Longdate,  M.  R. 

A  dn^mr  x^  ns  *  petition  to  the  Master  of  the  Rolls,  as  keeper  of 
-  die  Records  of  the  Court  of  Chancery,  stating,  that  on  the  12th 
f*  of  March,  1S5S,  Christopher  Nickels  presented  his  petition  to 
■  itwi  her  majesty,  wherein  he  allied  that,  in  consequence  of  a  com- 
-  [  *?*  „  municarion  from  abroad,  he  was  in  possession  of  an  invention  of 
> "  improvements  in  machinery  for  covering  fibres  applicable  in 
,  the  manufacture  of  braid  and  other  fabrics ;"  and  prayed  the 
m»  m\w*>  grant  of  letters  patent  under  the  great  seal  of  Great  Britain, 
Jjj^J^TJJJ  *  for  the  said  invention.  Tliat  the  said  petition,  with  the  usual 
pm  M^Wk  drckntkn*  was  left  at  the  office  of  her  Majesty's  Secretary  of 
w^MiTnr  ^a*efc*  the  Home  Department,  and  that  the  said  petition  was,  on 
y*<**»\  j»i  the  l&h  of  the  said  month,  again  obtained  from  the  said  Secretary 
Jj^^^^crf  State**  office*  by  the  petitioner's  agents,  with  a  reference 
»vrv *<"«*-  thcKVtfi  to  the  Solicitor  General;  that  the  said  petition, 
****  *5**     ,  with  such  nrfeience,  was  then  taken  to  and  left  at  the  office  of 


1 1*  4«**»t  her  majesty %s  Solicitor  General,  for  his  report  thereon ;  that 
ST^W^T!*  *ota«*  rf  the  said  application  for  letters  patent  were  given  by 
tw  y«**»*  «    ii^  jjiJ  So&itor  General  to  all  parties  who  had  entered  caveats, 
«W»tw*^w*»  whiA  nobo»  designated  the  invention  as  "  improvements  in 
i*  \***«  w  KM^hinefT  fee  covering  fibres  applicable  in  the  manufacture  of 
J^  w**,**     brak!  and  other  fabrics z*  that  the  said  Solicitor  General's  re- 
3L?*yy#r  At  lxvt*  ^  ***  ****  P*****011*  ^  afterwards  obtained ;  which  said 
|n*v  $+*i        report  mxted  the  petition  as  presented  to  her  majesty  as  afore- 
h*^^M»»l  ***^ :  ****  *****  cvwrectly  describing  the  invention  as  "  improve- 
iw  lNm  ***!   inenxs  in  machinery  for  covering  fibres  applicable  to  the  manu- 
yfry  v^J^  fwtw*   of  braid  and  other  fabrics,"    expressed   the  humble 
*N**fch>  mmI      opinion  of  the  said  Solicitor  General,  that  her  majesty  might 
^^f^tS  f**8*1  ***  ^y*^  letters  patent  for  the  said  invention:  that  the 
iw  <M*»hmt    above  repeat  was  then  taken  to  the  Secretary  of  State's  office 
i*  w  iim»M    ^  ^  petitioner  s  agents,  and  left  there  for  her  majesty's  (the 
queen  Y  warrant*  which  was  made  out  at  the  said  office  by  the 
proper  officer;   that  the  petitioner  afterwards  in  due  coarse 
obt&mevl  letters  patent  for  his  said  invention,  under  the  great 
seal  of  Groat  Britain,  bearing  date  the  20th  of  April,  1838; 
that  the  petitioner  did*  on  the  19th  of  October,  1838,  duly  sign 
and  se*l  the  specification  of  his  said  invention,  and  therein  had 
correctly  described  such  invention  as  "  improvements  in  ma- 
chinery (or  covering  fibres  applicable  in  the  manufacture  of 
braid  and  other  fabrics ;"  and  which  said  specification  was  duly 
enrolled  on  the  :X*h  day  of  the  same  month  of  October;  that 
the  petitioner  had  lately,  that  is  to  say,  on  or  about  the  13th 
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of  January,  1841,  been  informed  that  an  error  had  been  made  AJ).  1841. 
in  the  Secretary  of  State's  office  for  the  Home  Department  as 
aforesaid,  in  the  queen's  warrant,  wherein  the  officer  had,  in 
reciting  the  petition  of  the  petitioner,  miscopied  the  petition, 
and  by  error  introduced  the  word  (C recovering"  for  "covering;" 
that  the  petitioner  had  since  been  informed,  that  the  queen's 
signet  bill,  the  privy  seal  bill,  the  letters  patent,  and  the  enrol- 
ment thereof,  were  prepared  and  engrossed  by  the  public  officers 
severally  appointed  for  that  purpose,  such  preparations  and 
engrossments  being  in  no  way  under  the  control  of  the  peti- 
tioner or  his  agents ;  that  the  queen's  warrant,  before  referred 
to,  in  which  the  letters  €S  re"  were  in  error  prefixed  to  the  word 
**  covering,"  had  by  command  of  her  majesty  been  corrected, 
and  the  following  memorandum  written  thereon :  "  The  word 
recovering  in  the  seventh  line  of  this  page  was  erased,  and  the 
word  covering  in  the  same  line  was  inserted,  in  the  presence  of 
her  majesty,  and  by  her  majesty's  command.  Whitehall,  23rd 
January,  1841.  (Signed)  Normanby."  That  the  queen's  bill, 
into  which  also  the  same  error  had  extended,  had  also  been 
corrected,  and  the  following  memorandum  made  thereon :  "  The 
word  recovering,  in  the  third  line  of  this  skin,  was  erased,  and 
the  word  covering  was  inserted,  in  the  presence  of  her  majesty, 
and  by  her  majesty's  command.  Normanby."  Which  said 
bill  was  deposited  with  the  proper  officer  at  her  majesty's 
signet  office,  and  the  signet  transcript  thereof  was  deposited 
with  her  majesty's  officer,  the  Lord  Privy  Seal.  That  the  privy 
seal  bill  was  in  the  hands  of  the  officer  of  the  Court  of  Chancery 
appointed  for  the  purpose  of  enrolling  the  letters  patent. 

The  petition  prayed  that  the  proper  officer  from  the  Privy  Prayer. 
Seal  office  might  be  allowed  to  make  the  alteration  in  accord- 
ance with  the  queen's  bill,  and  that  the  exemplification  or 
enrolment  of  the  said  letters  patent,  so  as  aforesaid  granted  to 
the  petitioner,  might  be  corrected  according  to  the  transcript 
of  the  queen's  bill.  The  signature  of  the  Solicitor  General  (Sir 
Thomas  Wilde)  was  attached  to  the  petition,  as  consenting  to 
the  prayer  of  it  on  behalf  of  the  crown. 

In  support  of  the  petition  there  were  the  affidavits  of  the 
petitioner  himself,  of  his  agents,  and  of  the  clerk  in  the  Secre- 
tary of  State's  office  who  made  the  mistake;  from  these  it 
appeared  that  all  the  regular  steps  had  been  taken  in  procuring 
the  letters  patent,  and  that  the  error  sought  to  be  corrected  was 
a  mere  clerical  error,  and  first  made  in  the  queen's  warrant  in 
the  Secretary  of  State's  office ;  that  the  error  was  copied  into 
the  queen's  bill,  the  signet  bill,  and  privy  seal  bill,  they  being 
all  made  out  from  the  queen's  warrant ;  and  that  the  error  was 
continued  in  the  letters  patent  and  enrolment,  which  were 
copied  from  the  privy  seal  bill.  That  the  specification  correctly 
described  the  invention ;  and  that  the  error  had  been  corrected, 
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in  Chancery  by  command  of  her  majesty,  in  the  queen's  warrant  and  the 
queen's  bill.  It  appeared  also  that  the  plaintiff,  in  consequence 
of  an  infringement  of  his  patent,  had  filed  a  bill  (in  June, 
1840)  against  the  London  Caoutchouc  Company.  And  having 
on  the  4th  of  August  moved  for  an  injunction  against  them,  the 
motion  was  ordered  to  stand  over,  with  liberty  to  the  plaintiff 
to  bring  an  action  at  law.  The  plaintiff  accordingly  commenced 
an  action  in  Michaelmas  Term  following,  and  delivered  die 
declaration  on  the  16th  of  December.  The  defendants  obtained 
several  orders  for  time  to  plead ;  and  pending  that  time  the 
plaintiff  was,  on  the  12th  of  January,  served  with  a  copy  oft 
writ  of  scire  facias,  issued  at  the  instance  of  the  company,  for 
repealing  the  letters  patent.  In  the  recital  of  the  title  of  the 
letters  patent,  as  set  forth  in  the  writ  of  scire  facias,  the  word 
"recovering"  was  substituted  for  the  word  (( covering/*  which 
had  been  used  by  all  parties  in  the  previous  proceedings.  This 
led  to  an  inquiry,  the  result  of  which  was  the  discovery  of  the 
error  in  question.  The  petition  was  presented  ex  parte,  but  in 
consequence  of  the  litigation  that  was  pending  between  the 
patentee  and  the  company,  the  Master  of  the  Rolls  gave  the 
latter  liberty  to  appear  and  to  oppose  the  application. 

Pemberton,  Kinder sley,  and  Hindmarch,  were  heard  first,  in 
opposition  to  the  application.  The  Master  of  the  Rolls  has  no 
jurisdiction  to  make  the  amendment  required  by  the  petition. 
The  letters  patent  ought,  at  least,  to  be  first  amended,  otherwise 
there  would  be  a  variance  between  them  and  the  enrolment, 
and  it  would  no  longer  be  the  enrolment  of  the  letters  patent 
It  does  not  appear  that  the  queen's  signet  bill  has  been 
amended,  although  it  contained  the  error,  and  such  amendment 
must  be  made  by  the  queen  herself.  Unless  the  prior  docu- 
ments were  all  amended,  there  was  nothing  by  which  the  record 
could  be  amended.  The  queen's  warrant  and  the  queen's  bill 
are  the  only  documents  that  have  been  amended.  And  until 
the  queen's  signet  bill  and  the  privy  seal  bill,  as  well  as  the 
letters  patent,  are  amended,  there  is  no  ground  for  amending 
the  record.  The  Master  of  the  Rolls  has  no  authority  to  alter 
either  the  privy  seal  bill  or  the  letters  patent,  at  least  without 
the  sanction  of  the  Lord  Chancellor  (a). 

Tlnney,  Dixon,  and  Corrie,  in  support  of  the  petition.  The 
Master  of  the  Rolls  has  jurisdiction  to  amend  a  mere  clerical 
error  in  the  enrolment.  This  is  analogous  to  cases  in  which 
deeds,  bills  of  exchange,  and  records  at  common  law — as  fines 
and  recoveries — are  accustomed  to  be  amended  to  effect  the  in- 
tention of  the  parties ;  as  also  original  writs  out  of  Chancery. 
The  enrolment  is  copied  from  the  privy  seal  bill,  not  from  the 


(a)  See  the  Weaver*'  Company  v.  Hayward,  3       Glenn  v.  WUks,  4  Dow.  P.  C  322  ;  2  Tidd's  Prtt 
Atk.  362 ;  Lri&h  v.  Leigh,  4  Bo*.  V. C.  G5& \      \V*\  %  *  fcS  W.  4,  c.  83,  •.  1. 
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letters  patent,  which  are  also  copied  from  the  privy  seal  bill ;  A.D.  1841. 
the  queen  having  authorized  the  amendment  to  be  made  in  the 
warrant  and  also  in  the  queen's  bill,  from  which  the  privy  seal 
bill  is  copied,  and  the  Solicitor  General  having  given  his  consent 
to  the  amendment  of  the  privy  seal  bill,  the  court  has  sufficient 
warrant  to  allow  the  privy  seal  bill  to  be  amended,  and  to 
proceed  to  amend  the  enrolment.  There  is  no  occasion  to 
have  the  letters  patent  first  amended,  or  to  apply  to  the  Lord 
Chancellor  for  his  concurrence  in  the  amendment  of  the  enrol- 
ment, inasmuch  as  the  enrolment  is  made  from  the  privy  seal 
bill  (b),  and  when  amended  might  be  given  in  evidence  instead 
of  the  letters  patent  (c). 

Liord  Lang  da  lb,  M.  R. :  I  must  take  time  to  consider  the  Judgment. 
order  which  I  shall  make,  if  I  should  think  it  necessary  for  me 
to  make  any  order.  The  petitioner  in  this  case  having  pe- 
titioned her  majesty  for  a  grant  of  letters  patent  to  secure  to 
himself  the  exclusive  use  and  enjoyment  of  a  certain  invention, 
and  her  majesty  having  been  pleased  to  grant  that  petition,  the 
petitioner  adopted  the  usual  proceedings  for  the  purpose  of 
obtaining  the  grant.  In  the  course  of  the  proceedings  a 
clerical  error  was  made  by  a  clerk  in  one  of  the  offices  in  which 
die  proceedings  were  to  take  place,  and  that  error  not  being 
discovered  in  sufficient  time,  found  its  way  into  the  letters 
patent,  which  are  in  the  possession  of  the  party,  and  into  that 
which  is  called  the  enrolment  of  the  letters  patent,  which  is  in 
my  custody  as  Master  of  the  Rolls.  The  error  consists  in  the 
substitution  of  the  word  "recovering"  instead  of  the  word 
"covering."  After  litigation  had  commenced  between  the 
petitioner  and  the  persons  who  have  appeared  to  oppose  the 
prayer  of  the  petition,  the  petitioner  applied  to  me  to  have  the 
error  corrected  in  the  privy  seal  bill  and  in  the  enrolment  of  the 
letters  patent.  Considering  it  to  be  perfectly  clear,  that  the 
error  was  a  mere  slip,  of  which  the  petitioner  was  entirely 
innocent  no  doubt,  I  have  considered  it,  and  I  do  now  con- 
sider it,  to  be  my  duty  to  assist  in  every  way  I  legally  can 
towards  its  amendment ;  and  that  in  such  a  way  as,  in  any 
event,  may  be  in  the  least  possible  degree  prejudicial  to  the 
party  who  is  likely  to  suffer  by  it.  Whether  I  can  legally  do 
this,  is  a  matter,  no  doubt,  of  serious  consideration ;  and  if  I 
can  legally  do  it,  in  what  mode  and  what  particular  way  it  can 
best  be  done.  I  have  nothing  to  do  with  the  moral  principle 
upon  which  this  application  is  opposed.  The  object,  no  doubt, 
is  to  take  advantage  of  a  slip,  for  the  purpose  of  defeating  any 


(6)  This  would  appear  to  be  the  coarse  of  prac-  Blackmore's  case,  8  Rep.  156 ;  Cook  ▼.  Mill*r%  4 

tic*,  but  it  appears  that  the  enrolment  ought  to  be  Taunt.  749 ;  Byrtm  v.  Thtmjmm,  3  Per.  &  D.  71 ; 

rf  the  Utter*  patent.  Ante  649,  n.  I,  &  post  654.  R.  v.  Jukes,  8  T.  R.  625;  Coke,  2  Inst.  666, 

(e)  4  Ed.  6,  c.  4,  and  13  Eliz.  c.  6;  Hudson  v.  were  cited  in  the  argument. 
Rhxtt,  5  Bin*. 388 ;  RowUt  v.Ortebar,  6  Taunt.  73 ; 

4  P 
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in  chancery,  thing  which  may  turn  out  to  be  the  right  of  the  party.  I 
have  no  observation  to  make  on  that ;  the  party  has  a  right  to 
take  that  objection;  the  law  allows  him  to  do  so;  and  the 
question  therefore  to  be  considered  is,  whether  it  is  to  prevail. 
The  objections  are  of  this  sort ;  they  say,  first  of  all,  in  the 
various  proceedings  which  unfortunately  are  rendered  necessary 
prior  to  the  sealing  of  the  letters  patent,  and  prior  to  the  enrol- 
ment, all  has  not  been  rightly  done,  so  as  to  enable  me  to  have 
something  in  a  correct  form  and  duly  made  correct,  by  which 
I  am  able  to  correct  the  record.  Great  learning  and  great 
ingenuity  have  been  employed  in  that  argument.  If  it  were 
to  prevail,  I  think  it  would  be  an  extraordinary  triumph  of 
subtilty  and  technicality  over  common  sense  and  justice.  I 
cannot  think  it  will  ultimately  prevail;  and  certainly  it  does 
not  at  this  moment  appear  to  me  that  it  ought  to  prevail.  The 
other  objection  appears  to  me  to  be  of  a  more  serious  nature. 
The  letters  pa-  There  can  be  no  doubt  that,  whatever  may  be  the  form  of 
Inrolmen^must  mak*ng  out  the  letters  patent,  and  of  making  out  the  record  of 
be  ioteoded  to  the  enrolment  of  the  letters  patent,  it  must  be  intended  that 
correspond.  ^ey  should  correspond.  And  1  certainly  am,  on  the  present 
occasion,  asked  to  make  the  record  of  such  a  form,  and  to  in- 
troduce such  an  alteration  in  it,  however  small,  by  obliterating 
the  two  letters  "re/*  that  it  appears  upon  the  evidence  which  is 
now  before  me,  when  the  alteration  shall  be  made,  the  record 
will  not  correspond  with  the  letters  patent ;  because  it  is  stated 
on  the  evidence,  that  the  letters  patent  contain  "  recovering" 
instead  of  u  covering."  Now,  it  is  a  most  serious  consideration 
that  I  have  no  right  or  authority  whatever,  even  if  I  had  the  let- 
ters patent  here,  to  introduce  any  alteration  into  them.  I  am  at 
present  strongly  impressed  with  the  notion  that  what  is  re- 
quired cannot  be  done  without  the  concurrence  of  the  Lord 
Chancellor.  I  think  the  authority  of  the  Lord  Chancellor  and 
of  the  Master  of  the  Rolls,  of  both  of  them,  required  to  do  that 
which  is  now  proposed  to  be  done ;  that  is  at  least  my  present 
impression,  and  it  is  my  present  impression  so  strongly,  that  I 
cannot  think  of  acting  in  any  way  against  it,  without  a  com- 
munication with  the  Lord  Chancellor,  in  order  that  I  may  know 
what  his  view  on  the  subject  may  be.  With  regard  to  the 
document,  the  privy  seal  bill,  no  doubt  it  is  the  authority  upon 
which  the  enrolment  is  made,  but  it  is  that  privy  seal  bill 
coming  from  the  great  seal  office.  That  privy  seal  bill  in 
coming  from  the  great  seal  office  has  been  acted  on ;  and  it 
may  be  a  question,  certainly,  whether  it  ought  not  to  go  back 
there,  and  whether  the  alteration  ought  not  to  be  taken  notice 
of  there.  I  say  only  a  question,  because  I  cannot  concur  quite 
in  the  argument  that  is  used — that  it  is  necessary  for  me  to  see 
that  every  anterior  step  has  been  strictly  and  duly  followed. 
What  I  have  got  \\etfc  mwj  Ire.  o^iite  sufficient;  I  have  got  the 
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queen's  sign  manual,  I  have  got  the  queen's  bill,  and  1  have  A.  D.  1841. 
got  the  consent  of  the  queen's  officer,  the  Solicitor  General,  to 
make  this  alteration.  If,  indeed,  every  step  which  was  pre- 
scribed to  be  taken  in  this  case  were  a  step  to  be  taken  for  the 
security  of  the  crown,  to  prevent  improvident  grants  of  this 
sort,  it  might  then  be  a  very  serious  consideration,  whether  we 
ought  not  to  have  strictly  the  authority  of  every  officer  through 
whose  office  it  was  to  pass.  But,  is  that  so  ?  I  have  once  or  The  various  steps 
twice  called  it  to  the  attention  of  the  counsel  here,  on  what  m^e  l V ^e 

.....      t  #  *  sake  ot  revenue 

principle  it  is  those  several  steps  were  required.  The  principle,  than  the  securi- 
I  am  afraid,  is  not  for  the  purpose  of  giving  greater  security  to ty  of  the  crown' 
the  crown  alone,  but  for  the  purpose  of  creating  revenue,  which 
revenue  has  been  satisfied  with  what  has  been  already  done*  I 
think  it  is  a  subject  of  consideration,  how  that  is  to  be  dealt 
with ;  if  I  think  it  right  to  make  any  order  at  all,  I  shall  make 
such  an  order  as  seems  to  me  right,  and  I  shall  communicate 
that  to  the  parties.  But  I  shall  not  make  any  order  till  I 
have  had  means  of  communicating  with  the  Lord  Chancellor,  in 
order  that  I  may  know  what  his  view  is  on  that  part  of  the 
question,  which  appears  to  me  a  subject,  at  least,  of  very  con- 
siderable doubt. 


His  lordship  made  the  following  orders :  "  It  is  ordered,  that  Orders. 
the  proper  officer  from  the  office  of  the  Lord  Privy  Seal  be  at  M^027*1*4!* 
liberty  to  attend  the  officer  in  whose  custody  the  said  privy 
seal  bill  now  is,  and  to  amend  the  said  privy  seal  bill,  if  he  Amendment  of 
shall  think  fit,  by   striking  out  the  word  'recovering*  in  theJ*?.e.Pri?y 8eal 
description    of    the   said    invention,  and  inserting   the  word 
e  covering*  in  lieu  thereof.    And  it  is  ordered,  that  the  rest  of 
the  prayer  of  the  said  petition  do  stand  over." 

The  privy  seal  bill  having    been  amended  in  the   manner  March  30. 
pointed  out  in  the  last-mentioned  order,  and  produced  to  his 
lordship,  the  following  order  was  made : — "  It  is  ordered,  that  Amendment  of 
the  enrolment  made  from  the  said  privy  seal  bill  be  amended tho  enrolment. 
by  striking  out  the  word  '  recovering'  in  the  ninth  line  of  the 
said   enrolment,   and   inserting  the   word   c  covering'    in  lieu 
thereof,  so  as   to  make  the  same  conformable  with  the  said 
privy  seal  bill  as  amended  as  aforesaid ;  and  that  the  proper 
officer  do  attend  his  lordship  with  the  said  enrolment,  for  the 
purpose  of  such  amendment  being  made  in  his  presence.     And 
it  is  ordered,  that  a  copy  of  this  order  be  endorsed  on  the  roll 
on  which  the  said  enrolment  is  made/' 
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Re  Nickels'  Patent. 
in  Chancery.  Cor.  Lord  Cottenham.  L.  C 

May  31, 1841. 

An  enrolment       This  was  an  appeal  by  the  London  Caoutchouc  Company  (a) 
*■"  ■ol#b5.Pf*to  the  Lord  Chancellor  from  the  above  orders  of  the  Master  of 

mitted  to  diner 

from  the  letters  the  Rolls.  The  petition,  after  setting  out  the  facts  of  the  pre- 
KTriv  seal  oe^n8  case>  stated  further  the  litigation  which  had  arisen 
bUlnoautho-  between  the  parties,  namely,  that  Mr.  Nickels  had  filed  a  bill 
^tbmh tbe  a8ainst  the  Company  in  June,  1840,  to  restrain  an  alleged  in- 
Thedateofan  fringement  of  his  patent  of  "improvements  in  machinery  for 
*mtctn1^^lent  covering  fibres,"  &c;  that  a  copy  of  the  letters  patent,  fur- 
nished  by  the  solicitor  of  the  plaintiff,  described  the  invention 
as  "improvements  in  machinery  for  covering  fibres/'  &c»;  that 
the  motion  stood  over  until  an  action  should  be  brought  to  try 
the  validity  of  the  said  patent ;  that  the  directors  of  the  said 
company  were  wholly  ignorant  of  any  such  patent  having  been 
granted  to  the  said  C.  Nickels,  and  on  directing  a  search  at  the 
proper  office  in  Chancery  for  the  said  letters  patent,  they  dis- 
covered that  the  alleged  letters  patent  were  for  "improvements 
in  machinery  for  recovering  fibres,"  &c.,  and  that  no  letters 
patent  had  ever  been  granted  to  the  said  C.  Nickels  for  cc  cover- 
ing fibres ;"  that  the  privy  seal  bill  of  the  said  letters  patent 
contains  the  word  "recovering,"  and  that  they  believe  the  said 
letters  patent,  unless  the  same  have  been  altered,  to  contain  the 
word  "recovering;"  that  the  specification  of  the  said  letters 
patent  described  an  invention  for  "  covering  fibres,"  &o,  and 
no  specification  had  been  enrolled  of  an  invention  of  "  improve- 
ments in  machinery  for  recovering  fibres,"  &c  That  a  Mcirt 
facias  was  sued  out  in  November,  1841,  to  repeal  the  said 
letters  patent,  as  having  become  void.  That  an  action  was 
brought  on  the  above  letters  patent  as  a  patent  for  covering, 
and  was  standing  for  trial.  That  it  is  the  practice  to  enter 
the  titles  of  all  letters  patent  in  a  book  at  the  great  seal  office, 
where  the  public  make  search,  and  in  that  book  the  patent  is 
entered  as  for  "  recovering ;"  and  from  these  entries,  the  publi- 
cation in  various  books  of  the  letters  patent  which  have  been 
granted,  takes  place.  That  notice  had  been  served  on  the  agent 
of  the  said  C.  Nickels  to  produce  the  said  letters  patent  before 
the  Master  of  the  Rolls,  but  they  were  not  produced,  and  that 
on  inquiry  of  the  various  officers  it  had  been  ascertained  that 


(a)  The  petition  purported  to  have  the  com-  and  the  petition  wag  not  verified ;  but  the  Lord 

mon  seal  of  the  Company  attached  to  it,  and  Chancellor  overruled  the    objection,  expressing 

Tinney  on  behalf  of  tbe  respondent  objected,  that  his  opinion  that  the  petition  was  within  the 

tbe  petition  purported  to  be  presented  by  a  cor-  ing  of  the  act  of  parliament, 
poration,  bat  the  Company  bad  no  common  %e*\, 
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the  said  letters  patent  had  not  been  altered  by  any  competent  A*D.  1341. 
authority.    The  petition  prayed  that  the  two  orders  of  the 
Master  of  the  Rolls  might  be  rescinded  and  set  aside,  and  all 
the  costs  of  the  several  petitions  might  be  paid  by  the  said 
C.  Nickels. 

Wtgram  and  Hindmarch  appeared  in  support  of  the  appeal 
petition.  The  first  order  is  erroneous,  in  allowing  the  privy 
seal  bill,  which  was  in  the  nature  of  an  original  writ,  to  be 
altered  without  being  resealed,  the  rule  being,  that  after  a  writ 
has  once  been  executed,  and  its  authority  exhausted,  it  could 
not  be  altered  without  being  resealed ;  and  that  when  resealed 
it  took  effect,  in  its  altered  form,  from  the  date  of  such  re* 
sealing.  [Lord  Cottenham,  L.C. :  No  question  of  that  kind  can 
arise  upon  this  order,  because  all  it  does  is,  to  allow  access  to 
the  document  for  the  purpose  of  making  a  certain  alteration.] 
As  to  the  second  order,  although  doubtless  not  so  intended  by 
the  learned  judge  by  whom  it  was  pronounced,  it  amounts  to 
nothing  less  than  the  falsification  of  a  record,  inasmuch  as  the 
enrolment  is,  in  contemplation  of  law,  a  copy  of  the  letters 
patent  and  not  of  the  privy  seal  bill,  although  in  practice  it  is 
generally  made  out  from  the  latter  document.  If  the  letters 
patent  require  amendment,  the  proper  and  regular  course  is  to 
make  an  application  to  the  Attorney  or  Solicitor  General  under 
the  provisions  of  the  statute  (£),  by  which,  however,  it  is  ex- 
pressly provided  that  the  alteration  should  be  made  without 
prejudice  to  proceedings  pending  at  the  time;  whereas  the 
effect  of  the  order  in  question  would  be,  to  make  the  Caoutchouc 
Company  wrongdoers  by  relation,  for  the  enrolment  would 
now  represent  that  the  patentee  had  all  along  been  entitled  to 
a  patent  for  machinery  for  "covering"  fibrous  substances; 
therefore,  by  the  aid  of  the  statute  13  Eliz.  c.  6.,  which  dis- 
penses with  the  production  of  the  letters  patent,  and  makes  the 
enrolment  evidence  of  their  contents,  the  patentee  would  be 
enabled,  on  the  trial  of  the  action  then  pending,  to  give  evi- 
dence of  a  patent  which,  it  was  admitted,  had  never  in  fact 
passed  the  great  seal. 

Tlnney,  Dixon,  and  Carrie,  for  the  patentee.  It  must  be 
conceded  that  such  would  be  the  effect  of  the  order  in  ques- 
tion ;  but  a  patentee  of  an  invention  is  to  be  regarded  as,  in 
some  sort,  a  purchaser  for  value  (c).  It  is  an  act  of  justice, 
and  not  merely  of  grace  and  favour,  on  the  part  of  the  crown 
to  relieve  him  from  the  consequences  of  a  defect  in  his  title, 
occasioned  by  the  default  of  one  of  its  own  officers.  An  amend- 
ment, the  only  object  of  which  was  to  make  the  record  of  a 


(6)  5  &  6  W.  4,  c.  83,  s.  I.     See  the  section      errors  of  mistake,  which  were  always  amendable 
ante  250,  Lam  &  Practice .  Tit.  Statutes,  but  query,      at  common  law. 
whether  that  is  applicable  to  clerical  errors  or  (c)  Citing  WilUsJtt^W\VlVa^^^«*\^W 
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Jii  Chancery,  grant  correctly  represent  what  the  grant  was  originally  intended 
to  contain,  stands  on  a  totally  different  footing  from  alterations 
suggested  by  an  afterthought  of  the  patentee ;  and  it  was  to 
cases  of  the  latter  description  only  that  the  statute  5  &  6  W.  4, 
c.  83,  was  intended  to  apply,  the  other  class  of  cases  having 
always  been  remediable  by  an  exercise  of  the  common  law  pre- 
rogative of  the  crown,  as  was  evident  from  a  number  of  cases 
which  the  Master  of  the  Rolls  had  found  by  a  search  among 
the  Records  in  the  Rolls'  Chapel,  and  in  which  it  appeared 
that  verbal  inaccuracies  in  the  records  of  grants  from  the 
crown  had  been  amended  by  former  Masters  of  the  Rolls,  i 
memorandum  to  that  effect  being  in  each  case  annexed  to,  or 
written  upon,  the  margin  of  the  roll  (rf).  [Lord  Cottentiam,  L.C.: 
Those  cases  prove  nothing  to  the  present  purpose :  because,  for 
any  thing  that  appears,  the  letters  patent  may,  in  all  of  than, 
have  been  altered  first.  There  is  a  power,  or  should  be  a 
power,  to  alter  the  letters  patent;  and  when  that  has  been 
done,  there  must  be  a  power  to  alter  the  enrolment ;  but  the 
thing  to  be  shown  is,  that  the  enrolment  has  ever  been  altered 
without  a  previous  alteration  of  the  letters  patent  (e)J] 

June  5, 1841.  On  a  subsequent  day,  Lord  Cottenham,  L.  C. :  I  have 
desired  this  petition  might  be  put  into  the  paper,  not  for  the 
purpose  of  finally  disposing  of  it,  but  only  for  the  purpose  of 
informing  the  parties  of  the  view  I  take  of  the  case,  in  order 
that  the  patentee  may  have  an  opportunity,  if  he  should  be  so 
advised,  of  taking  some  other  course  with  a  view  to  protect 
himself  against  the  consequences  of  the  mistake  which  has  oc- 
curred. That  there  was  a  mistake  is  evident.  It  is  quite  dear 
that  the  application  for  the  patent  properly  described  what  the 
patentee '  wanted,  namely  a  patent  for  covering  fibrous  sub- 
stances, and  that  the  mistake  arose  in  the  Secretary  of  State's 
office  for  the  Home  Department,  where,  in  copying,  the  letters 
"re"  were  prefixed  to  the  word  "covering,"  so  that,  from  that 
period  down  to  the  time  when  the  great  seal  was  affixed  to  the 
patent,  all  the  documents  described  the  patent  as  a  patent  for 
" recovering"  fibrous  substances,  instead  of  for  "covering*' 
fibrous  substances.  The  patent  having  been  granted  with  that 
word  in  it,  the  enrolment  contained  that  word  also.  At  a  cer- 
tain time,  which  is  not  very  material  for  the  present  purpose, 
this  error  was  discovered.  An  action  having  been  brought  by 
the  patentee  against  a  person  alleged  to  have  infringed  his 
patent,  it  was  discovered  that  the  patent  was  not  as  the  patentee 
intended,  for  "  covering/5  but  for  "  recovering ;"  and  no  doubt, 
after  having  been  at  the  expense  of  procuring  the  patent,  and  after 


(d)  See  these  cases,  ante  647,  n.  /.  ment  of  the  enrolment  was  to  make  it  cerre*poad 

(e)  It  will  be  found  on  reference  to  $\«  eaae*      vrith.  the  privy  seal  bill  and  the  letters  patent, 
of  amendment  just  referred  to,  that  the  iratA- 
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having  disclosed  to  the  public  the  nature  of  his  alleged  disco-  A.D.  1841. 
very,  and  after  having  thought  himself  secure  in  the  enjoyment 
of  the  patent  for  some  considerable  length  of  time,  it  was  a 
very  great  hardship  on  him  to  find,  that,  owing  to  an  error 
made  in  one  of  the  public  offices,  he  should  not  be  in  a  situa- 
tion to  maintain  his  action  against  the  party  whom  he  alleges  to 
have  infringed  his  patent. 

On  the  other  hand,  it  must  be  recollected,  that  the  only  evi- 
dence of  the  patent,  accessible  to  the  public,  is  the  docquet 
book,  kept  at  the  Patent  Office,  and  the  enrolment,  both  of 
which  contained  the  word  "  recovering ;"  and  if,  with  a  know- 
ledge of  nothing  else,  a  party  had  proceeded  to  carry  on  busi- 
ness in  a  mode  which  would  be  no  infringement  of  a  patent  for 
recovering,"  but  might  be  an  infringement  of  a  patent  for 
"covering,"  it  would  be  very  hard  if  he  were  to  be  liable  to  an 
action  for  so  doing,  there  being  no  public  evidence  of  the  patent 
which  he  is  said  to  have  infringed.  There  is,  or  may  be,  hard- 
ship, therefore,  on  both  sides. 

The  patentee  discovering  that  there  was  this  error  in  his 
patent,  takes  the  usual  course  for  correcting  that  error ;  he  ap- 
plies to  the  Secretary  of  State  for  the  Home  Department,  and 
procures  the  queen's  bill  to  be  amended  by  introducing  the 
word  "covering,"  instead  of  "recovering."     A  corresponding 
amendment  is  then  made  in  the  signet  bill,  and  the  privy  seal 
bill  is  amended  from  that,  with  the  memorandum  of  the  proper 
officer  of  the  Privy  Seal  office,  that  it  was  done  in  consequence 
of  the  amendments  in  the  previous  documents.    Now,  the  privy  The  privy  «eal 
seal  bill  is  the  authority  under  which  the  holder  of  the  great  b.in  an  aut,,°" 
seal  puts  the  great  seal  to  the  patent.     It  is  no  other  authority,  sill  only?  *** 
and  is  issued  for  no  other  purpose  whatever.     It  is  of  no  author- 
ity to  any  other  person,  and  becomes  the  authenticated  mandate 
from  the  crown  to  deal  with  the  great  seal  in  a  particular  way.    In 
this  instance  the  privy  seal  bill  has  been  amended ;  the  object,  and 
the  only  object,  of  such  amendment  being  to  give  new  instruc- 
tions to  the  holder  of  the  great  seal,  authorizing  him  to  amend 
the  letters  patent,  according  to  the  memorandum  found  on  the 
privy  seal  bill.     The  party  obtaining  that  amendment,  however, 
did  not  think  proper  to  use  it  for  this  purpose,  but  passing  by 
the  great  seal  altogether,  without  any  recepi  from  the  Lord 
Chancellor,  without  any  communication  with  the  great  seal, 
without  any  authority,  he  thought  proper  to  apply  at  the  Rolls, 
not  for  the  purpose  of  altering  the  patent,  over  which  the  Mas- 
ter of  the  Rolls  had  no  jurisdiction  whatever,  but  for  the  purpose 
of  altering  the  enrolment. 

In  the  first  place,  that  amended  privy  seal  bill  gave  no  autho- 
rity to  the  Master  of  the  Rolls  to  act  upon  it  at  all.  It  is  not 
directed  to  the  Master  of  the  Rolls,  it  is  directed  to  the  Lord 
Chancellor,  and  it  authorized  the  Lord  Chancellor  to  deal  with 
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Ih  eh**  *ry.  the  patent  only  for  the  purpose  of  altering  it  according  to  the 
alterations  in  the  privy  seal ;  and  so  the  Master  of  the  Rolls 
considered  the  case  when  it  was  before  him,  at  that  time  to 
which  this  judgment  I  have  now  in  my  hand  applies,  because 
he  so  described  it.  He  says  {/),  "  now,  it  is  a  most  serious  con- 
sideration, that  I  have  no  right  or  authority  whatever,  even  if  I 
had  the  letters  patent  here,  to  introduce  any  alteration  into  them. 
I  am  at  present  strongly  impressed  with  the  notion,  that  what 
is  required  to  be  done,  cannot  be  legally  and  effectually  done 
without  the  concurrence  of  the  Lord  Chancellor.  I  think  the 
authority  of  the  Lord  Chancellor  and  of  the  Master  of  the  Rolls, 
of  both  of  them,  required  to  do  that  which  is  now  proposed  to 
be  done ;  that  is,  at  least,  my  present  impression,  and  it  is  my 
present  impression  so  strongly,  that  I  cannot  think  of  acting  in 
any  way  against  it  without  a  communication  with  the  Lord 
Chancellor,  in  order  that  I  may  know  what  his  view  of  the  sub- 
ject may  be."  Before  that  he  says  (g),  "The  other  objection 
appears  to  me  to  be  of  a  more  serious  nature.  There  can  be 
no  doubt  that,  whatever  may  be  the  form  of  making  out  the 
letters  patent  and  of  making  out  the  record  of  the  enrolment  of 
the  letters  patent,  it  must  be  intended  that  they  should  cor- 
respond. And  I  am  certainly,  on  the  present  occasion,  asked  to 
make  the  record  of  such  a  form  and  to  introduce  such  alteration 
in  it,  however  small,  by  obliterating  the  two  letters  're/  that, 
upon  the  evidence  which  is  now  before  me,  when  the  alteration 
shall  be  made,  the  record  will  not  correspond  with  the  letters  pa- 
tent, because  it  is  stated  on  the  evidence  that  the  letters  patent 
The  enrolment  contain  'recovering'  instead  of  'covering/  "  Now,  that  is  the 
cannot  be  per-  view,  then  taken  by  the  Master  of  the  Rolls,  and  precisely  the 
from  the  letters  view  I  took  myself  of  this  case  when  first  I  heard  it  opened, 
patent  and  which  I  still  continue  to  entertain,  that  by  no  possibility 

can  it  be  permitted  that  the  enrolment  should  differ  from  the 
letters  patent.  If  there  were  any  doubt  upon  that  point  on 
other  grounds,  it  would  be  removed  by  a  clause  in  the  statute 
of  Elizabeth  (A),  which  enables  parties,  by  producing  the  enrol- 
ment, to  dispense  with  the  necessity  of  producing  the  letters 
patent,  that  provision  resting  simply  on  the  assumption,  thit 
the  enrolment  correctly  represents  %what  is  contained  in  the 
letters  patent. 
The  title  of  the  The  right,  the  title  of  the  party,  derived  from  the  crown, 
party  derived    rests  on  the  authority  of  the  letters  patent,  and  the  letten 

from  the  letters  J  ,  r  .        <■  «  j 

patent,  and  the  patent  only,  and  the  enrolment  is  only  permitted  to  be  used 

modeTf^roy-    *or  *^e  purpose  of  showing  what  that  grant  was,  or  rather,  ai 

iug  it.  the  statute  of  Elizabeth  recites,  for  the  purpose  of  preventing 

the  danger  of  attempts  being  made  to  alter  the  letters  patent, 

(/)  See  ante  654.  (h)  13  El.  c.  6.  See  Urn  &  Pracfi*.  Tit.  &» 

ig)  Sec  onM  654.  wuv 
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which,  being  in  possession  of  the  party,  were  more  likely  to  A.  D.  1841. 
be  attempted  to  be  altered  than  could  possibly  be  the  case  in 
the  enrolment. 

Now,  what  has  been  done  ?  The  party  passing  by  the  great 
seal,  refusing  to  do  that,  or  abstaining  from  doing  that  for  which 
alone  the  alteration  was  made  in  the  other  documents,  instead 
of  applying  to  the  great  seal,  to  consider  what  under  the  cir- 
cumstances might  be  done  by  way  of  relieving  him  from  the 
difficulty  he  has  got  into  with  respect  to  his  patent,  goes  at 
once  to  the  Master  of  the  Rolls,  and  obtains  an  order  to  alter 
the  enrolment.  The  enrolment,  therefore,  now  represents  that 
a  patent  was  granted  as  of  the  date  at  which  the  patent  was 
originally  granted  for  covering  fibrous  substances,  whereas  it  is 
a  fact  known  to  both  parties,  and  not  disguised  by  the  patentee, 
that  it  is  a  patent  for  "  recovering,"  and  that  for  the  purpose, 
he  describes  his  object  to  be,  to  give  in  evidence  this  enrolment 
as  containing  the  grant  of  the  crown. 

Now  I  have  communicated  with  the  Master  of  the  Rolls  An  enrolment 
since  the  case  was  argued,  and  the  Master  of  the  Rolls  entirely  fitted1  t^d^ffer 
concurs  with  me  in  the  opinion,  as  he  expressed  himself  when  f">n>  the  U\t*n 
he  delivered  the  judgment  to  which  I  have  referred,  that  what-  Patenl% 
ever  may  be  done  in  this  case,  nothing  can  be  permitted  to 
remain  which  will  enable  the  party  to  produce  an  enrolment 
differing  from  the  letters  patent.  The  hardship  of  the  case, 
therefore,  is  obvious,  and  it  will  be  my  duty,  as  far  as  I  can, 
consistently  with  the  rules  which  are  laid  down  to  regulate  the 
conduct  of  the  holder  of  the  great  seal  in  matters  of  this 
nature,  to  relieve  the  party,  provided  I  can  do  it  consistently, 
and  without  injury  to  others.  It  is  for  the  purpose,  therefore, 
of  giving  the  patentee  an  opportunity  of  considering  what  course 
he  may  think  proper  to  adopt,  that  I  have  mentioned  the  case 
this  morning.  What  I  propose  therefore  to  do  is,  not  to  per- 
mit the  enrolment  to  represent  a  patent  that  does  not  exist,  but 
before  I  make  any  order  for  that  purpose  (perhaps  I  may  be 
able  to  dispense  with  that  necessity  altogether),  is  to  give  the 
patentee  an  opportunity  of  following  the  regular  course  in  cases 
of  this  kind,  namely,  of  asking  the  great  seal  to  do  what  the 
great  seal  may  under  the  circumstances  feel  itself  justified  in 
doing  for  the  purpose  of  correcting  that  which  is  obviously  an 
error  in  the  terms  in  which  the  patent  was  granted.  What  may 
be  the  result  of  that  application,  I  do  not  at  all  anticipate;  but 
the  patentee  may  be  assured,  that  he  will  in  no  event  be  per- 
mitted to  avail  himself  of,  or  to  give  evidence  of  what  the  patent 
contains,  by  an  enrolment  which  does  not  represent  what  the 
letters  patent  contain. 


The  appeal  petition  accordingly  stood  over,  and  the  patentee  Petition  by 
presented  a  petition  to  the  Lord  Chancellor,  praying  that  the  c-  N***<«- 

4  Q 
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In  Chanary.  letters  patent  might  be  made  to  accord  with  the  privy  seal  bill 
as  corrected.  At  the  same  time,  however,  the  petition  disclosed 
the  fact,  that  the  two  first  letters  of  the  word  "  recovering"  had 
actually  been  erased  in  the  letters  patent ;  but  it  was  positively 
stated  in  affidavits,  made  in  support  of  that  petition,  both  by 
the  patentee  himself  and  by  his  agents,  in  whose  custody  alone 
the  letters  patent  were  stated  to  have  been,  that  after  diligent 
inquiry  they  were  unable  to  discover  when  or  by  whom  such 
erasure  had  been  made. 
July  12.  Upon  the  last-mentioned  petition  coming  on  to  be  heard, 

Tinney,  Dixon,  and  Corrie,  appeared  in  support  of  it,  and  asked 
in  the  first  instance,  that  the  amendment  might  be  made  in  the 
letters  patent  without  resealing  them,  on  the  ground  that  the 
error  was  a  mere  clerical  error,  for  which  the  patentee  himself 
was  in  no  way  to  blame ;  and  that,  unless  it  could  be  amended 
without  resealing,  the  amendment  would  be  useless,  as  that 
the  patent  would  then  take  effect  only  from  the  date  of  the 
resealing. 

Lord  Cottenham,  L.C. :  You  say,  the  error  in  this  case  is 
a  mere  clerical  error ;  and  so  it  is  in  one  sense,  but  it  is  an 
error  which  goes  to  the  very  foundation  of  the  party's  title; 
and  all  the  cases,  cited  the  other  day,  of  amendments  of  clerical 
errors  in  records,  are  cases  of  grants  of  property,  or  some 
interest  in  property,  by  the  crown,  in  which  the  only  parties 
concerned  were  the  crown  and  the  grantee;  whereas,  here,  there 
are  third  parties  to  be  considered.  However,  whether  the 
crown  has  or  has  not  the  power  of  doing  what  you  say  it  ought 
to  do,  is  what  we  need  not  discuss,  unless  you  can  show  me  I 
The  great  seal  have  authority  to  do  it.  Now  the  great  seal  acts  under  the 
*be\unthoritydof  autnorfty  of  the  privy  seal ;  and  the  instructions  I  receive  from 
the  privy  seal  the  privy  seal  are,  to  reseal  the  letters  patent  with  the  altera- 
tion.  [The  Lord  Chancellor  here  took  up  a  privy  seal  bill 
relating  to  another  patent,  which  he  had  directed  to  be  sent  for, 
for  the  purpose  of  illustration,  and  proceeded  as  follows: — ] 
What  I  now  hold  in  my  hand  is  a  privy  seal  bill,  which  was 
first  brought  to  me  on  the  19th  of  January,  1841,  and  after- 
wards again  on  the  3rd  of  February,  for  the  purpose  of  altering 
the  letters  patent.  When  this  privy  seal  bill  was  first  brought 
to  me,  pursuant  to  the  statute  of  Hen.  8  (t),  this  recepi  was  en- 
dorsed upon  it:  "Received  the  19th  of  January,  1841."  That 
was  the  date  of  the  original  patent — for  the  statute  does  not 
authorize  me  to  put  the  great  seal  to  any  patent  except  as  of 
the  day  on  which  the  privy  seal  bill  is  brought  to  me;  then  some 
error  was  discovered  in  the  patent,  and  very  shortly  afterwards, 
namely,  on  the   3rd  of  February,  in  the  same  year,  it  wis 


(\)  W  \\«i  .*,  c.  \\.     $w  Iaw  and  Practu*.  Tit.  Statute. 
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brought  back,  together  with  the  altered  privy  seal  bill,  and  a  A.D.  1841. 
docket  in  these  words — "To  be  resealed  for  the  purpose  of  in- 
serting the  words/5  &c.  [the  words  of  the  alteration] ;  and  the 
recepi  upon  that  is,  *  Received  the  3rd  of  February,  1841,  for 
the  purpose  of  resealing  the  patent  for  the  insertion  of  the 
words,"  &c.  [Tinney :  Will  your  lordship  inform  me,  whether 
the  date  of  the  alteration  and  resealing  would  appear  upon  the 
face  of  the  letters  patent,  for  if  it  would  not,  the  alteration 
would  answer  the  purpose  of  the  patentee,  although  accom- 
panied by  resealing,  and  the  patentee  would  be  willing  to  take 
it  in  that  way.]  The  date,  of  course,  is  not  altered  in  the  letters  Letters  patent 
patent;  but  there  is  the  recepi  on  the  privy  seal  bill,  to  show  t^dtle^not 
when  the  resealing  took  place.  If,  however,  you  are  content  to  altered. 
have  the  amendment  made  in  the  ordinary  form,  I  should  like 
to  know  before  we  proceed  further,  upon  what  terms  you  are 
willing  that  the  alteration  should  be  made.  There  may  be  very 
good  reasons  why  you  should  not  have  any  indulgence,  since  I 
have  not  yet  heard  the  other  side.  In  the  mean  time  let  it  be 
understood,  that  I  shall  certainly  do  nothing  but  what  is  usual, 
that  is  to  say,  I  shall,  at  all  events,  only  reseal  the  letters  patent 
upon  a  privy  seal  bill  being  properly  brought  before  me ;  and 
that  I  shall  not  even  do  that  without  taking  care  that  it  shall 
not  prejudice  other  persons. 

I  may  observe  that  I  had  some  doubt  before  as  to  the  mode  Letters  patent 
in  which  an  alteration  was  to  be  made  when  the  letters  patent  J^fed  J^ 
had  been  actually  enrolled.     I  have  since,  however,  been  fur-  resealed,  the 
nished  with  the  only  instance  of  the  kind  which  I  am  told  bettered  *&■* 
exists,  and  it  was  effected  in  this  way.    An  application  had  been  cordingly. 
made  to  Lord  Alvanley  when  he  was  Master  of  the  Rolls,  to 
alter  the  enrolment.     He  thought  he  could  not  do  it,  because 
it  would  make  the  enrolment  vary  from  the  letters  patent ;  and 
afterwards,  on  communication  with  the  Lord  Chancellor,  who 
thought  the  case  was  one  in  which  an  alteration  ought  to  be 
made  in  the  patent,  the  Master  of  the  Rolls  came  into  this  court, 
and,  under  the  authority  of  the  Lord  Chancellor,  the  patent 
having  been  altered  was  resealed,  and  then  the  Master  of  the 
Rolls  made  the  enrolment  correspond  with  the  patent  so  altered. 


The  case  then  stood  over,  in  order  that  the  patentee  might 
consider  upon  what  terms  he  was  willing  that  the  alteration,  if 
allowed,  should  be  made.     On  the  following  day  it  was  again  July  2. 
spoken  to,  when — 

The  Lord  Chancellor  said,  that  the  only  terms  on  which 
he  would  entertain  the  application  to  amend  the  patent  at  all 
were,  that  the  patentee  should  abandon,  and  pay  the  costs  of, 
ill  proceedings  then  pending,  and  undertake  not  to  bring  any 
Dther  action  for  the  infringement  of  his  patent  up  to  that  time. 


664  AMENDMENT   OF    LETTERS    PATENT. 

August  3.  Jlnney  having  on  this  day  stated  that  his  client  declined  to 

accede  to  the  terms  which  had  been  suggested— 

Lord  Cottenham,  L.  C. :  That  being  the  case,  I  decline  to 
act  on  the  application  to  amend  the  patent,  and  I  have  only 
to  dispose  of  the  appeal  petition,  and  to  restore  the  enrolment 
to  its  original  state ;  for  which  purpose,  as  the  document  was  in 
the  custody  of  the  Master  of  the  Rolls,  it  will  be  necessary  to 
make  a  joint  order* 


0rd§r-  The  order,  after  reciting  that  the  Lord  Chancellor  had  called 

to  his  assistance  the  Master  of  the  Rolls  upon  the  subject  of  his 

orders  bearing  date  the  27th  and  30th  days  of  March,  1841,  and 

that  it  appeared  that  Christopher  Nickels,  the  patentee,  had  not 

procured  the  letters  patent  to  be  altered  according  to  the  privy 

seal  bill  as  altered,  was  as  follows : — 

Previous  order       « It  is  hereby  ordered  and  directed,  that  the  order  made  by 

SGSrt'ii^kw  lordship  the  Master  of  the  Rolls,  dated  the  30th  day  of 

stored  to  it*       March  last,  and  endorsed  on  the  roll  on  which  the  enrolment  of 

ongm         *    the  said  privy  seal  bill  is  made,  be  discharged;  and  that  the 

enrolment  be  restored  to  the  state  in  which  it  was  before  such 

order  was  made,  and  that  a  copy  of  this  order  be  endorsed  on 

the  said  roll." 


Jin.  19, 1844.  The  parties  having  come  to  an  arrangement  about  the  costs, 
The  amend-  the  Lord  Chancellor  and  the  Master  of  the  Rolls  made  a  joint 
Jrttersma tent™1  on*er  (*)*  whereby  the  amendment  prayed  was  made  in  the  kt- 
reaealed.  ters  patent,  and  the  letters  patent  resealed,  and  the  enrolment 

made  in  conformity  with  such  amendment. 


(k)  Order. — The  order,  after  reciting  the  circum-  action  for  any  infringement  before  the 
stances  of  the  above  cate,  the  preceding  order  and  the  Lord  Chancellor  ordered  that  the  letters  pi- 
amendments,  that  the  parties  had  entered  into  an  tent  should  be  amended  by  inserting  the  wird 
arrangement  whereby  the  costs  had  been  satisfied,  '  covering*  for  '  recovering,*  and  that  the  letters 
that  the  Lord  Chancellor  was  of  opinion  the  let-  patent  should  be  then  resealed ;  and  on  like  coa- 
ters  patent  ought  to  be  amended  in  case  the  en-  sent  and  undertaking,  the  Lord  Chancellor  and 
rolment  in  the  custody  of  the  Master  of  the  Rolls  Master  of  the  Rolls  ordered,  that  the  enrolment 


were  also  amended,  so  as  to  be  made  conformable  should  be  amended  by  inserting  the  word  ' 
thereto,  but  that  the  Lord  Chancellor  did  not  ing'  for  *  recovering  in  the  enrolment*  in  eon- 
think  fit  to  make  any  order  until  he  had  called  the  formity  with  her  majesty's  warrant,  the  qneesft 
Master  of  the  Rolls  to  his  assistance — that  such  bill,  the  signet  Ml,  and  the  privy  ■eel  bul,  aU 
assistance  had  been  called  in,  ordered — that  the  ready  so  amended  by  the  proper  officers,  and  that 
privy  seal  bill,  which  had  been  amended,  should  the  proper  officer  should  attend  the  Blaster  of  the 
be  submitted  to  the  Lord  Chancellor,  in  order  Rolls  with  the  said  enrolment,  for  the  purpose  of 
that  a  new  Recepi  might  be  written  thereon  for  such  amendment  being  made  in  hit  presence, 
his  lordship's  signature ;    and  with  the  consent  And  that  a  copy  of  the  order  should  be  endorsst* 


of  the  London  Caoutchouc  Company,  and  the      on  the  roll  on  which  the  amendment  is 
counsel  for  the  petitioner  undertaking  to  bring  no 
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The  Queen  v.  Neilson. 

Car.  Lord  Lyndhurst,  L.C.  in  Chancery. 

Nov.  9, 1842. 

This  was  a  petition  to  the  Lord  Chancellor  to  stay  proceed-  Proceedings 
ings  in  a  writ  of  scire  facias  to  repeal  the  letters  patent  of  the  *n  writ  of  trir* 
defendant.  facia*. 

The  petition,  having  set  forth  the  letters  patent,  bearing  date  The  Petition. 
at  Westminster,  11th  of  September,  1828,  to  J.  B.  Neilson,  for  Semb'e,  the  writ 
his  invention  of  "an  improved  application  of  air  to  produce  heat  do^ootiwue 
in  fires,  forges,  and  furnaces,  where  bellows  or  other  blowing  as  of  course. 
apparatus   are   required,"  and  the  specification  (a),  stated  the  Sembu,  two  par- 

r       _1  •       •    j.         a.     •      JL  &      Ai        A  ^j-        ties  cannot  have 

conveyance  of  certain  interests  in  the  patent  to  other  parties,  t  w„t  0f  */»« 
the  granting  of  upwards  of  sixty  licenses,  in  respect  of  which  /•««•. 
considerable  sums  had  been  received,  and  the  various  legal  pro- 
ceedings to  restrain  infringements,  and  amongst  others  the  four 
suits  in  the  Court  of  Chancery,  which  had  led  to  the  trial  of 
Neilson  v.  Harford,  under  a  rule  consolidating  the  four  actions, 
in  the  Court  of  Exchequer,  the  judgment  of  that  court  in  favour 
of  the  patent,  and  the  perpetual  injunction  against  the  parties  (b) 
in  the  four  suits. 

The  petition  further  stated  the  grant  of  letters  patent  for 
Ireland  and  for  Scotland,  bearing  date  1st  of  October,  1828,  and 
that,  about  the  time  of  the  trial  of  the  above  proceedings  in 
England,  the  petitioner  discovered  that  a  combination  had  for 
some  time  existed  among  the  Scotch  iron-masters  to  resist  the 
said  patent,  and  that  an  agreement  (setting  it  out)  had  been  en- 
tered into,  whereby  the  parties  bound  themselves  in  a  penalty 
of  JB1000  to  institute,  carry  on,  and  adopt  any  proceedings,  both 
judicial  and  extra-judicial,  which  should  be  recommended  and 
concurred  in  by  the  majority  of  the  subscribers  thereto,  to 
resist  the  enforcement  of  the  rights  under  the  said  patent  for 
Scotland.  That  the  above  agreement  was  signed  by  the  part- 
ners of  the  Househill  Company,  against  whom  a  verdict  had 
been  obtained;  that  a  bill  of  exceptions  had  been  tendered  to 
the  summing  up  of  the  learned  judge,  which  had  been  decided  in 
favour  of  the  petitioner  in  the  Court  of  Session,  against  which  de- 
cision the  Househill  Company  had  appealed,  and  the  appeal  was 
then  pending  in  the  House  of  Lords.  That  in  August,  1842,  a  writ 
of  scire  facias,  tested  of  the  13th  of  June,  to  repeal  the  letters 
patent  for  England  was  issued,  whereby  the  petitioner  was  SUm- 


^o)  See  the  specification  and  the  proceedings  to  (b)  See  ante  373. 

which  reference  is  made  hereafter,  anU  273—374. 
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In  Chancery,  moned  to  appear  in  Chancery  on  the  2d  of  November,  to  show 
cause  why  the  said  letters  patent  should  not  be  cancelled*  Thai 
the  above  writ  was  not  issued  on  behalf  of  any  persons  resident 
in  England,  but  on  behalf  of  the  parties  in  Scotland  who  hut 
entered  into  the  above-mentioned  agreement  for  contesting  the 
patent.  That  the  period  of  fourteen  years,  limited  by  the  said 
letters  patent,  expired  11th  of  September,  1842,  and  all  the  pri- 
vileges thereby  secured  then  expired.  That  the  writ,  though 
tested  the  13th  of  June,  was  not  returnable  until  the  2d  of 
November,  that  is,  after  the  patent  had  expired.  That  die 
proceeding  by  scire  facias  is  intended  only  to  apply  to  the  cue 
of  existing  patents,  and  that  the  remedy  it  affords  is  only  to 
direct  the  cancellation  of  letters  patent  which  may  be  in  exist- 
ence at  the  time  of  the  return  of  the  writ,  on  the  ground  of 
irregularity  in  the  original  grant  (c).  That  the  said  letters  patent 
having  expired  before  the  return  of  the  writ,  the  same  was  in- 
formal and  irregular,  and  ought  to  be  set  aside,  and  that  any 
proceedings  upon  the  writ  would  be  productive  of  great  hardship 
to  the  petitioner,  and  that  the  parties  who  had  sued  out  the 
writ  could  experience  no  injustice,  being  able  to  avail  them- 
selves of  any  ground  of  invalidity  as  an  answer  to  the  action. 

The  petition  prayed  that  the  writ  might  be  set  aside,  and 
all  proceedings  thereon  discontinued  and  stayed. 

SirW.  Follett,  S.G.,  BetheU,  and  Campbell,  in  support  of  the 
petition.  This  is  an  application  on  behalf  of  Mr.  Neilson  and 
his  partners  to  be  relieved  from  proceedings  of  scire  facias  in- 
stituted by  persons  in  Scotland,  against  some  of  whom  a  verdict 
has  been  obtained  upon  the  Scotch  patent,  to  repeal  the  English 
patent,  the  validity  of  which  has  been  so  fully  tried  and  esta- 
blished, and  which  patent  has  now  expired.  The  term  granted 
by  the  letters  patent  for  England  expired  the  1 1th  of  September; 
the  fiat  of  the  Attorney  General  was  granted  in  August ;  the  writ 
tested  as  of  the  preceding  term  was  not  returnable  until  the  2d 
November.  The  Attorney  General  in  the  exercise  of  his  dis- 
cretion might  be  right  in  granting  his  fiat,  because  at  that  time 
there  might  have  been  an  application  to  extend  the  term  of  the 
letters  patent,  but  such  is  not  the  fact,  and  the  writ  is  return- 
able into  this  court  at  a  time  when  the  letters  patent  have 
ceased  to  exist.  The  party  aggrieved  has  no  other  course  than 
to  apply  to  this  court ;  if  the  writ  goes  on  he  will  be  called  upon 
to  litigate  the  question  without  any  legal  object.    The  writ  of 


(c)  See  form  of  the  proviso  in  the  letters  pa-      an  action  may  be  brought  after  the  expiratioa  af 
tent  as  to  avoiding  the  grant.    Law  &  Practice,      the  letters  patent  for  any  infringement  <  J 


Pr.  F.,  X 1 1 1.  before  their  expiration.  The  case  was  also  likened 

'  In  the  course  of  the  argument  it  would  appear  to  to  that  of  a  lease,  of  which  the  covenants  mig  at 

have  been  conceded,  that  the  proceedings  on  a  subsist  after  its  expiration,  and  against  whits 

writ  of  scire facial  might  go  on  after  the  expiration  equity  would  grant  relief  if  there  had  been  fined 

of  the  letters  patent.    Thert  canta  no  favftftAtax  va  tha  original  grant*    Sec  pest  672-3. 
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scire  facias  is  a  prerogative  writ,  it  is  not  a  writ  in  this  case  de-  A.D.  1849. 
mandable  by  the  subject ;  if  the  crown  had  granted  the  same 
market  to  two  different  persons,  the  party  prejudiced  by  the 
second  grant  might,  according  to  the  usage  which  then  pre- 
vailed, have  a  right  to  come  to  the  crown  and  ask  for  the 
repeal  of  the  second  patent.  But  this  case  is  not  one  affecting 
individuals  under  two  different  grants,  and  the  only  ground 
upon  which  this  can  be  asked  for  is,  that  the  crown  has  been 
deceived  in  its  grant.  The  crown  granted  a  monopoly  by  which 
the  subjects  may  be  conceived  to  have  been  suffering  an  injury 
during  its  continuance,  but  that  monopoly  has  now  ceased. 
There  is  no  legitimate  ground  for  issuing  this  scire  facias  on  the 
part  of  the  crown,  nor  have  the  parties  who  obtained  it  any 
legitimate  ground ;  they  have  perfectly  legal  means  of  defending 
themselves,  and  there  is  no  reason  why  parties  subjected  to 
legal  proceedings  on  the  patent  for  Scotland  should  institute 
proceedings  in  England.  [Lord  Lyndhurst,  L.C.:  You  ask 
that  the  writ  may  be  vacated  and  set  aside,  and  proceedings 
stayed.  It  issued  correctly.]  It  might  have  issued  correctly, 
but  it  may  be  quashed  in  the  same  way  as  a  commission  of 
lunacy.  [Lord  Lyndhurst,  L.C. :  A  commission  of  lunacy  is 
superseded  although  originally  properly  issued,  because  it  is  not 
proper  that  its  operation  should  be  continued.  The  staying 
proceedings  will  answer  the  purpose.]  The  ground  of  issuing 
these  writs  is  stated  4  Inst.  88  (rf),  whence  it  appears,  that  they 
are  issued  by  the  royal  prerogative,  when  the  crown  has  granted 
something  which  it  had  the  power  to  grant,  but  which  was 
granted  upon  false  suggestion,  to  prevent  the  crown  being 
aggrieved  by  the  grant,  and  to  prevent  injury  being  done  to  any 
other  person  by  the  continuance  of  that  grant;  but  the  mo* 
nopoly  in  this  case  having  expired,  there  is  no  ground  for  these 
proceedings.    This  question  would  appear  to  have  arisen  for  the 


(el)  The  following  is  the  passage  referred  to  the  same  ?  and  if  the  same,  the  first  letters  patent 
as  expressing  the  law  upon  the  subject :  "  This  may  be  equally  invalid.  In  any  other  case,  ex- 
writ  of  scire  facia*  to  repeal  letters  patent  doth  eept  that  of  two  rival  grants,  it  would  appear 
lie  in  this  ordinary  course  of  justice  in  three  cases.  from  the  above  that  the  crown  and  not  the  indi- 
The  first,  when  the  king  by  his  letters  patent  vidual  is  to  be  the  party  at  whose  instigation  the 
doth  grant  by  several  letters  patent  one  and  the  scire  facia*  should  issue. 

self-same  thing  to  several  persons,  the  former  pa-  It  is  also  material  to  observe,  that  in  the  case  of 

tentee  shall  have  a  scire  facia*  to  repeal  the  second  two  grants  of  the  same  thing,  the  second  patentee 

patent.     Secondly,  when  the  king  granteth  any  cannot  have  a  scire  facia*t  the  former  patentee 

thing  that  is  grantable  upon  a  false  suggestion,  alone  being  entitled  to  that.     Dyer,  276. 
the  king  by  his  prerogative  jure  regio  mav  have  a  In  Brewster  v.  Weld,  6  Mod.  229,  it  is  said  that 

teirt  facia*  to  repeal  his  own  grant.    ^Thirdly,  a  person  prejudiced  by  the  patent  may  have  a  scire 

when  the  king  doth  grant  any  thing  which  by  facia*  as  well  as  the  king ;  but  that  was  a  case  of 

law  he  cannot  grant,  he  jure  rrgio  (for  advance*  the  grant  of  a  living. 

ment  of  justice  and  right)  may  have  a  tcire  facia*  It  was  doubted  in  that  case  whether  a  writ  sued 

to  repeal  his  own  letters  patent."     According  to  out  of  Chancery  could  be  returnable  in  another 

the  first  case  here  mentioned,  if  two  letters  patent  court,  but  if  so  returnable  it  was  held  that  such 

be  granted  for  the  same  thing,  the  former  paten-  court  must  judge  of  its  regularity.     See  further, 

tee  shall  have  &  teirt  facia* ;  but  in  the  case  of  an  2  Saund.  72  o. 
invention,  how  is  it  to  be  determined  that  they  are 
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/«  Cknntxry.  first  time,  but  it  seems  unreasonable  that  litigation  should  go  on 
for  avoiding  a  term  which  has  expired.  An  application  of  this 
nature  is  to  the  discretion  of  the  court.  There  is  no  analogy 
between  a  proceeding  upon  scire  facias  in  the  name  of  the 
crown  and  a  proceeding  in  the  name  of  a  private  individual 
Could  a  landlord  come  into  equity  against  a  tenant  to  set  aside  a 
lease  on  the  ground  of  fraud  or  misrepresentation,  or  any 
equitable  ground,  after  the  term  of  years  granted  in  that  lease  so 
sought  to  be  set  aside  has  expired?  [Lord  Lyndhurst,  L.C.: 
Suppose  a  lease  which  had  been  obtained  by  fraud  to  have  ex- 
pired, the  covenants  might  still  subsist,  and  proceedings  be  had 
upon  them.  Would  not  equity  interfere  to  restrain  the  parties 
from  proceeding  upon  those  covenants  where  the  transaction 
was  fraudulent  ?]  There  is  no  analogy  between  the  two  cases  of 
the  crown  and  a  proceeding  by  a  private  individual  as  suggested. 
Mr.  Neilson,  during  a  term  of  fourteen  years,  has  enjoyed 
peaceable  and  undisturbed  possession  against  all  the  world,  and 
when  his  right  has  been  invaded  he  has  asserted  and  maintained 
it.  The  monopoly  had  ceased  before  the  day  on  which  the  de- 
fendant was  called  to  answer  to  the  writ;  there  is  no  longer  any 
ground  for  it.  The  vexation  which  the  public  sustain  by  the 
monopoly  is  the  only  ground  upon  which  the  writ  is  issued  by 
the  crown  on  behalf  of  the  public. 

As  to  the  jurisdiction,  this  writ  issues  from  the  common  law 
side  of  the  Court  of  Chancery — it  is  returnable  in  Chancery; 
and  being  issued  and  returnable  in  that  manner,  the  Chancellor 
has  jurisdiction.  In  some  cases,  all  the  further  proceedings  are 
before  the  Chancellor,  as,  if  there  be  a  demurrer;  and  it  is  only 
when  there  are  issues  in  fact  that  the  record  is  sent  to  the  Court 
of  Queen's  Bench  (e).  The  writ  in  the  present  case  is  not  doe 
ex  debitojustitue;  it  is  in  the  discretion  of  the  crown  in  all  casei 
except  where  there  are  two  patents  inconsistently  granted  to 
several  parties;  then  the  first  party  has  a  right  ex  debitojust&e 
to  a  writ  of  scire  facias  to  repeal  the  patent  granted  to  die 
other  party.  It  is  not  said  that  the  writ  improperly  issued,  and 
that  it  should  be  quashed;  but  only  that  circumstances  have 
since  occurred  making  it  unreasonable  and  improper  that  further 
proceedings  should  continue.  If  the  crown  be  bound  to  see 
that  the  public  are  not  unduly  vexed  by  a  monopoly,  it  is  also 
bound  to  protect  the  patentee  against  unnecessary  litigation. 

The  proceeding  by  scire  facias  is  one  which  the  subject  ob- 
tains of  the  grace  and  favour  of  the  crown,  and  the  attention  of 
the  crown  should  be  drawn  to  all  the  circumstances  that  might 


(«)  See  2  Saund.  6  a,  where  it  is  said,  that  in  case  of  a  demurrer  and  issues  in  fact  judgment  ottst 
whole  is  giren  in  the  Queen's  Bench. 
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govern  its  discretion  in  the  matter.  When  a  scire  facias  is  A.D.  184*. 
applied  for,  the  queen's  warrant  directed  to  the  Attorney  General 
is  obtained  upon  petition,  and  the  Attorney  General  may,  or  may 
not,  grant  his  fiat,  just  as  it  shall  appear  to  that  law  officer  that  the 
crown  should  interfere  or  not  (/).  The  proceeding  is  analogous  to 
a  proceeding  upon  a  writ  of  right,  which  depends  altogether  on 
the  will  and  pleasure  of  the  law  officer  of  the  crown.  It  has  been 
said  that  the  Attorney  General  exercises  no  discretion  except  as 
regards  the  security  for  costs,  but  the  question  is,  what  ought  to 
be  done  ?  The  theory  is  perfectly  clear.  The  crown,  it  is  said, 
has  been  induced  to  do  a  wrong;  the  remedy  provided  for  a 
complaint  of  that  sort  is  a  petition  for  a  process.  The  crown 
refers  the  matter  to  its  law  officer,  and  if  that  law  officer  thinks 
fit  to  advise  the  crown  not  to  interfere,  the  subject  has  no  re- 
medy. In  all  cases,  as  the  passage  in  the  Institute  shows,  the 
proceeding  goes  on  the  notion  that  it  is  a  complaint  against  the 
crown,  except  in  cases  where  the  controversy  lies  between  two 
grants  of  the  crown,  that  is,  when  the  question  is,  which  of  two 
grants  shall  prevail,  and  then  it  is  a  matter  exclusively  between 
subject  and  subject,  and  in  that  case  only  the  writ  is  said  to  be 
granted  ex  debito  jnstitue,  because  it  is  a  matter  not  concerning 
the  crown,  as  complained  of,  but  a  matter  merely  concerning  the 
rights  between  subject  and  subject.  In  all  other  cases  it  falls 
precisely  under  that  rule  of  our  law,  which  does  not  permit  a 
complaint  to  be  made  against  the  crown,  except  with  the  per- 
mission of  the  crown.  If  that  be  so,  the  Attorney  General  has 
a  right  if  he  chooses  to  refrain  from  issuing  his  fiat,  without 
which  no  proceeding  can  be  taken.  There  is  no  other  case 
known  to  the  law  in  which  there  is  any  impediment  to  granting 
the  original  writ,  except  in  a  case  of  this  description,  and  the 
interposition  by  the  Attorney  General  must  be  considered  as 
allowed  merely  for  that  purpose.  If  that  be  so,  it  is  clear  that 
the  writ  might  have  been  denied  to  the  subject.  But  the  At- 
torney General  having  granted  his  fiat,  and  the  writ  having  been 
obtained,  on  whom  does  the  guardianship  of  the  prerogative 
devolve?  This  being  a  prerogative  writ,  one  which  concerns 
the  prerogative  of  the  crown,  and  one  that  in  theory  complains 
of  the  queen  herself,  the  question  is,  who  has  control  over  the 
proceedings,  supposing  a  case  to  justify  such  control  to  arise 
after  the  fiat  has  been  granted?  Control  must  exist  somewhere 
over  every  proceeding.  Either  your  lordship  may  refer  it  back 
to  the  Attorney  General  to  consider,  whether  the  proceedings 
should  go  on,  or  whether  the  fiat  should  be  revoked ;  or,  your 


(/)  It  is  said,  2  Saand.  72  p,  that  a  memorial  grants  his  fiat.    This  practice  has  been  aban- 

is  presented  to  the  crown  for  a  teire  facias,  and  doned,  but  at  what  period,  or  on  what  grounds,  if 

that  there  is  a  warrant  to  the  Attorney  General  for  not  noticed  in  any  of  the  books  of  practice*  . 
suing;  it  out,  and  that  the  Attorney  General  then 

A  v 
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jnChancty.  lordship  having  the  custody  of  the  writ,  before  whom  it  it 
returnable,  and  in  whose  court  the  issue  is  to  be  made  up,  may 
make  that  order  which  shall  seem  meet  for  preventing  or  put- 
ting an  end  to  all  further  proceedings.  Your  lordship  has  entire 
control  over  it  in  two  capacities, — first,  the  guardianship  of  the 
prerogative  of  the  crown,  which  if  it  be  taken  out  of  the  hands 
of  the  Attorney  General  must  of  necessity  be  in  the  hands  of 
your  lordship.  Secondly,  the  writ  is  returnable  here,  the  de- 
fendant must  plead  here,  and  the  issue  is  made  up  here,  and 
the  venire  issues  from  the  Petty  Bag  Office,  which  is  your  lord- 
ship's court,  and  the  issue  is  sent  by  your  lordship  into  one  of 
the  common  law  courts  to  be  tried  (g).  In  conformity,  there- 
fore, with  all  judicial  proceedings,  the  control  of  these  proceed- 
ings is  in  your  lordship.  In  the  case  of  the  Queen  v.  Airt*> 
(10  Mod.  259,)  it  was  held,  that  upon  issue  joined  in  Chancery, 
that  court  must  award  the  venire*  It  depends  entirely  on  your 
lordship's  discretion,  whether  the  issue  is  permitted  to  be  made 
up,  or  whether  proceedings  be  stayed  directly  or  indirectly,  u 
by  giving  unlimited  time  to  plead.  The  Attorney  General  might 
well  grant  his  fiat  at  the  time  when  the  record  was  in  existence, 
but  supposing  the  record  to  be  made  up  and  the  venire  to  be 
awarded,  the  court  of  common  law  will  be  speculating  on  that 
which  has  ceased  to  exist.  The  complaint  is,  that  the  crown 
is  injured  through  the  medium  of  the  subject  having  a  monopolj 
which  ought  no  longer  to  exist.  [Lord  Lyndkurst,  L.C. :  Sup- 
pose the  judgment  on  the  scire  facias  to  be  against  the  patent, 
would  the  proceedings  for  account  go  on  in  this  court) 
Would  not  that  be  a  ground  on  which  to  file  another  bill? 
Would  this  court,  under  such  circumstances,  allow  the  account 
to  go  on  and  be  taken?]  [Wakefield,  GLC. :  A  supplemental 
bill,  in  the  nature  of  a  bill  of  review,  would  reach  the  case.] 
The  court  would  not  permit  these  circumstances  to  be  brought 
up  except  on  a  case  where  the  proceedings  had  been  taken  by 
the  defendant  himself,  and  in  due  time,  and  for  the  purpose  of 
protecting  himself  in  a  legal  manner  against  the  proceedings 
meditated  against  him.  And  no  proceedings  of  this  kind  could 
have  a  retrospective  operation,  to  recover  back  money  actually 
paid  for  licenses,  or  money  due  in  respect  of  damages  while  the 
right  existed  and  was  unquestioned.  If  it  be  a  proper  prin- 
ciple of  our  jurisdiction,  that  it  will  always  give  credit  to  s 
patent,  and  act  on  a  patent  which  has  remained  unquerfioned 
for  a  considerable  period  of  time,  it  would  be  most  unjust  to 
i       ■  —  .  . .   ■      .       ......  ■   .    ,.      .  — 

(f )  It  appears  undecided  whether  the  judgment  court  which  tries  the  issue,  and  that  tat  wosri 
it  given  in  the  Court  of  Queen's  Bench,  to  which  was  not  to  be  remitted  to  Chancery  forjudge*- 
the  issues  are  sent,  or  whether  the  record  is  to  be  And  in  J*ffrc*m  v.  Morton  it  is  also  said,  tfesU 
remanded  into  Chancery  for  final  judgment.  See  record  once  sent  to  the  Court  of  Queen's  Beset 
1  Bq.  Cat.  Abr.  128.  always  continues  there;  2  Saand.  27.  Set  Bu- 
tt has  been  said, referring  to  Jefrewnv.  Morton,  ton't  case,  Latch  3 ;  1  Eq.  Gas.  Abr.  12S. 
2  Saund.  6a,  that  judgment  must  Y*  gtte&V&  ta« 
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permit  a  party  to  question  a  patent  after  its  term  had  expired,  A.D.  1643. 
for  the  purpose  of  allowing  him  to  protect  himself  against 
Chancery  proceedings.  The  question  therefore  is,  whether 
there  is  any  room  for  the  judgment  being  pronounced;  would 
it  not  be  absurd  to  direct  a  record  which  has  expired  to  be 
vacated }  Is  there  any  possibility  of  such  a  judgment  ?  Is  a 
venire  to  be  awarded  for  the  purpose  of  trying  a  matter  which 
has  been  put  an  end  to,  or  can  any  complaint  be  justly  made 
when  the  time  which  the  crown  has  prescribed  is  now  at  an  end? 
This  is  a  desperate  proceeding  resorted  to  for  a  bye  end.  Your 
lordship  having  the  care  of  the  prerogative  will  not  permit  it  to 
be  put  in  force  in  this  manner.  It  may  be  referred  back  to  the 
Attorney  General,  as  in  the  case  of  charity  informations,  to  see 
whether  the  matter  should  be  further  prosecuted.  It  appears 
from  Brewster  v.  Weld  (6  Mod.  229),  that  if  a  writ  of  scire  facias 
be  issued  out  of  Chancery,  returnable  into  Chancery  or  any 
other  court,  the  court  into  which  it  is  returnable  must  exercise 
the  jurisdiction  over  it,  and  every  proceeding  on  that  writ  must 
be  exercised  by  this  court.  However  regular  the  proceedings 
are,  the  court  will  sometimes  stay  them,  as  where  the  cause  of 
action  is  frivolous,  or  there  has  been  a  want  of  good  faith  (A), 
and  there  can  be  no  doubt  of  the  authority  of  the  court. 

Lord  Lyndhurst,  L.  C. :  I  want  to  know  whether  the  At- 
torney General  grants  his  fiat  in  all  cases  of  scire  facias. 
Suppose  two  patents  granted  to  two  different  persons  for  the 
same  invention,  and  that  a  scire  facias  has  been  applied  for  by 
one  party  to  repeal  the  letters  patent  of  the  other,  in  such  a 
case,  where  the  writ  issues  ex  debiio  justitue,  is  the  Attorney 
General's  fiat  necessary  (t)  ? 

Sir  F.  Pollock,  A.G. :  It  seems  to  me,  that  in  the  case  of  two 
patents  for  an  invention,  the  ground  of  the  scire  facias  would 
not  be  so  much  that  of  one  patent  standing  in  the  way  of  the 
other,  as  that  the  first  patent  showed  the  second  not  to  be 


(a)  Set  Tidd'i  Practice,  616,  &  Chfety's  Arch-  on  application  at  the  Petty  Bag  the  writ  may  be 

bold,  7th  ed.  994.     The  case  of  Rowt  v.  Brenton  obtained,  almost,  as  it  would  appear,  of  course; 

was  referred  to  in  the  course  of  the  argument  as  but  a  practice  has  been  recently  introduced  of 

one  in  which  the  court  had  stayed  proceedings  entering  a  caveat  at  the  chambers  of  the  Attorney 

from  term  to  term,  on  the  ground  that  the  party  General  against  the  issuing  of  the  writ,  upon 

was  about  to  make  a  wrong  use  of  the  action  with  which    the  parties  come  before    the  Attorney 

regard  to  other  proceedings  before  the  court.  General. 

(i)  The  fiat  is  requisite  in  all  cases.    2  Saund.  In  a  recent  case  (The  Queen  v.  Nevall)  Sir  F. 

720.     The  books  of  practice,  2  Rich.  Prac.  C.  P.  Pollock,  A.G.,  on  a  petition  for  relief  against 

391—396,  give  the  form  of  a  memorial  to  the  certain  suggestions  in  a  writ  of  stir*  facias,  which 

crown  for  a  warrant  to  the  Attorney  General  to  au-  had  regularly  issued,  decided  that  he  would  direct 

chorine  a  writ  of  scire  facias ;  this  is  referred  to  the  a  nolle  prosequi  to  be  entered  as  to  certain  parts  of 

Attorney  General,  and  on  his  report  the  warrant  the  writ  if  the   prosecutor  insisted  on  retaining 

is  made  out,  and  a  draft  of  the  writ,  to  which  the  them. 

Attorney  General  subscribes  his  fiat,  as  follows:  The  Attorney  General  has  afforded  similar  re- 
'<  Let  there  be  a  writ  of  set./*,  issued  according  kef  in  other  cases,  but  his  jurisdiction  has  till 
to  the  tenor  within  mentioned.''  According  to  recently  been  exercised  principally  on  the  soo- 
the present  practice  the  memorial  is  not  used,  but  ject  of  security  for  costs.  See  eat*  64. 
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In  Chancy,    new  (*).    I  never  knew  a  scire  facias  except  in  the  case  of  a 

patent  for  an  invention.    The  only  case  which  I  recollect  of  any 

thing  like  two  grants  having  been  issued,  occurred,  not  in  this 

country,  but  in  the  colony  of  New  South  Wales.    The  Attorney 

General  of  that  colony  had  refused  to  permit  a  scire  facias  to 

issue,  for  the  very  purpose  of  trying,  whether  land  granted  by  a 

The  writ  of      second  grant  had  not  been  granted  before.    Upon  a  case  which 

wirv/ariai  does  ^^^  afterwards  before  my  learned  friend  the  Solicitor  General 

course.  and  myself,  it  appeared  that  the  late  law  officers  of  the  crown 

had  advised  that  the  Attorney  General  ought  to  allow  the  scat 

facias  to  issue,  from  which  I  presume  it  was   considered  that 

the  subject  had  not  a  right  mero  motu  to  have  a  scire  facias. 

Lord  Lyndhurst,  L.C. :  It  strikes  me  at  present  that  the 
court  has  power  to  stay  proceedings,  in  analogy  to  the  course  of 
proceeding  in  the  Court  of  Queen's  Bench,  where  the  action  if 
vexatious.  Though  the  right  be  ex  debito  justiluz>  the  court  may 
stay  proceedings.  I  consider  I  have  authority  to  stay  the  pro- 
ceedings if  the  facts  warrant  it. 

Sir  F.  Pollock ',  A.G.:  All  courts  exercise  the  authority  of 
staying  proceedings  until  security  is  given  for  costs  in  certain 
cases,  or  where  another  action  is  pending  for  the  same  cause 
of  action,  or  where  a  party  will  not  consent  to  do  what  is  jut 
or  to  do  what  is  right  respecting  issuing  a  commission  for  the 
examination  of  witnesses.  I  want  to  use  those  instances  to 
show  what  are  the  grounds  upon  which  the  court  will  interfere. 
If  an  Attorney  General  were  to  permit  a  scire  facias  to  issue 
without  taking  sufficient  security,  or  if,  after  it  had  issued,  the 
bail  or  security  had  failed,  so  that  the  party  was  without  se- 
curity, there  can  be  no  doubt  of  the  propriety  and  authority  of 
this  court  interfering  to  stay  further  proceedings  until  proper 
security  be  given. 

Lord  Lyndhurst,  L.  C. :  There  might  have  been  very  good 
grounds  for  issuing  the  scire  facias,  but  these  reasons  may  hare 
been  at  an  end  from  circumstances.  There  might  be  no  ground 
for  continuing  it.  It  is  not  at  all  a  question  interfering  with 
the  authority  or  jurisdiction  of  the  Attorney  General,  because 
there  may  be  an  altered  state  of  circumstances.  The  writ  was 
applied  for  before  the  expiration  of  the  time.  There  is  nothing 
in  the  fact  itself  of  the  letters  patent  having  expired  because  an 
action  may  be  pending.  [Sir  F.  Pollock,  A.  G. :  It  is  quite 
clear  an  action  may  be  brought  against  any  person  who  prior  to 
the  expiration  of  the  patent,  had,  in  point  of  fact,  used  the  in- 
vention or  pirated  it.]     But  there  is  no  suggestion  of  any  sod 


<*)  How  is  the  question  of  the  identity  of  the  be  equally  invalid  for  want  of  norehy.  Accoriaf 

intentions,  and  consequent  want  of  novelty  of  the  to  the  theory  of  this  subject  (4  Inst.  88,  &  «•* 

second  patent,  to  be  decided,  so  as  to  let  in  this  667,  n.  d)  the  writ  must  be  presumed  to  be  matd 

ground  for  issuing  the  writ?    Both  patents  might  by  the  crown/ 


THE    QUEEN   V.    NE1LSON.  673 

ftction.  It  is  not  denied  that  the  application  is  made  on  behalf  A.  D.  1841, 
of  the  Scotch  iron-masters.  The  parties  to  the  suits  in  this 
court  do  not  complain;  they  acquiesce;  they  have  had  an  oppor- 
tunity of  trying  the  question  very  deliberately.  Why  should 
the  scire  facias  be  continued  in  England  with  reference  to  those 
parties  who  have  no  interest  in  the  patent  in  England  ?  If  the 
proceedings  had  been  to  repeal  the  Scotch  patent,  there  being  a 
case  depending  in  Scotland,  and  an  application  by  these  parties 
who  are  interested  to  repeal  the  Scotch  patent,  I  cannot  say,  if 
the  patent  had  been  repealed,  that  the  court  of  Scotland  could 
not  take  notice  of  that  cancellation  so  as  to  affect  the  pending 
case,  notwithstanding  a  judgment  in  the  House  of  Lords:  it 
would  be  a  new  state  of  things.  It  does  not  appear  that  there 
has  been  any  infringement  in  England,  except  the  infringements 
which  are  the  subjects  of  the  suits  here,  and  the  parties  to  them 
do  not  complain.  It  is  not  suggested  that  there  has  been  any 
infringement,  and  why  should  the  party  be  put  to  the  expense 
of  trying  the  validity  of  the  English  patent,  the  term  having  ex- 
pired? If  the  patent  were  an  existing  patent  there  may  be  an 
infringement,  or  parties  may  be  deterred  from  using  it.  With 
reference  to  the  case  pending  in  the  House  of  Lords,  and  the 
other  suits  still  pending  in  the  Court  of  Session,  they  should 
have  obtained  a  scire  facias  to  repeal  the  Scotch  patent.  The 
repeal  of  the  English  patent  would  only  be  an  argument.  [Sir 
F.  Pollock,  A.  6. :  Every  person  in  the  realm  is  interested  in  Two  parties 
the  continuance  of  the  letters  patent.  The  English  are  inter-  ^%^  * 
ested  in  the  Scotch  patent,  and  the  Scotch  in  the  English 
patent.  After  one  party  has  sued  out  a  scire  facias,  another 
could  not  do  it.]  If  the  House  of  Lords  should  decide  against 
the  validity  of  the  patent,  there  may  be  some  grounds  for  the 
application.    Let  this  stand  over  until  that  decision. 

Order  accordingly. 


APPEAL  FROM  THE  COURT  OF  SESSION. 

The  Househill  Coal  and  Iron  Company  (Appellants). 
James  B.  Neilson  and  Others  (Respondents). 

[In  the  House  of  Lords,  Feb.  20, 21, 27  &  28,  a.d.  1843.] 

This  was  an  appeal  from  a  judgment  of  the  Second  Division 
of  the  Court  of  Session  in  Scotland,  disallowing  a  bill  of  ex- 
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Jn  thiHouu  of  ceptions  (a)  tendered  by  the  appellants,  who  Were  the  defenders 

Lord*'  in  the  court  below,  to  the  rejection  of  certain  evidenoe  by  and 

to  the  summing  up  and  directions  of  the  learned  judge,  the  Lord 
Justice  Clerk,  on  the  trial  of  the  cause*  The  action  was  brought 
by  the  respondents,  the  pursuers  in  the  court  below,  for  the  in- 
fringement by  the  Househill  Company  of  the  letters  patent  for 
Scotland,  granted  October  1st,  1828,  to  J.  B.  Neilson,  for  his 
invention  of  "the  improved  application  of  air  to  produce  heat 
in  fires,  forges,  and  furnaces,  where  bellows  or  other  blowing 
apparatus  are  required;"  and  the  issues  adjusted  and  settled  by 
special  interlocutor  of  the  Second  Division  of  the  Court  of 
Session,  and  ordered  to  be  the  issues  to  try  the  cause,  were  at 
follows  (A): — 

issuu.  1.  Whether,  in  the  course  of  the  year  1840,  and  during  the 

currency  of  the  said  letters  patent,  the  defenders  did,  in  or  at 
their  iron  works  at  Househill,  by  themselves  or  others,  wrong- 
fully and  in  contravention  of  the  privileges  conferred  by  the  said 
letters  patent,  use  machinery  or  apparatus  substantially  the 
same  with  the  machinery  or  apparatus  described  in  the  said 
specification,  and  to  the  effect  set  forth  in  the  said  letters  patent 
and  specification,  to  the  loss,  injury,  and  damage,  of  the  pur- 

Counur-iuues.  suers.  Or,  2.  Whether  the  invention,  as  described  in  the  said 
letters  patent  and  specification,  is  not  the  original  invention  of 
the  pursuer,  the  Baid  J.  B.  Neilson.  S.  Whether  the  descrip- 
tion contained  in  the  said  specification,  is  not  such  as  to  enable 
workmen  of  ordinary  skill  to  make  machinery  or  apparatus 
capable  of  producing  the  effect  set  forth  in  the  said  letters  patent 
and  specification.  4.  Whether  machinery  or  apparatus,  con- 
structed according  to  the  description  in  the  said  letters  patent 
and  specification,  is  not  practically  useful  for  the  purposes  set 
forth  in  the  said  letters  patent. 

By  the  Judicature  Act  (6  G.  4,  c.  120,  s.  8),  it  is  enacted,  "  that 
the  parties  are  to  give  in  the  one  a  condescendence,  the  other 
an  answer  or  mutual  condescendence,  setting  forth,  without 
argument,  the  facts  which  they  aver  and  offer  to  prove  in  sup- 


(a)  The  bill  of  exceptions  set  forth  the  issues  273.    The  grant  of  the  letters  patent,  the  enrol- 

adjusted  to  try  the  cause,  the  warrant  for  the  ment  of  the  specification,  and  the  joint  interest  of 

letters  patent,  the  letters  patent  and  specification,  all  the  pursuers  in  the  letters  patent,  were  ordered 

the  whole  evidence  given  at  the  trial,  and  tin  to  be  admitted.    The  pursuers  rlsiisd  damages, 

direction  of  the  learned  judge  in  his  summing  up  both  by  way  of  profits  and  for  the  mfringemeat. 
to  the  jury.    The  form  of  the  bill  of  exceptions  The  above  forms  of  issues  aa  framed  by  the  Lord 


has  been  adhered  to  as  closely  as  possible  in  the  Ordinary  were,  after  considerable  discassson  bt- 

following  report.     The  reader  is  referred  to  the  fore  the  judges  of  the  Second  Division,  settled  si 

Printed  Case  in  the  House  of  Lords  for  a  full  ac-  the  proper  issues  to  try  the  cause.    Tke  case  of 

count  of  all  the  proceedings  in  this  case,  and  for  Astley  &  Taylor  (1  Shaw's  Ap.  C.  54)  was  referred 


the  judgments  of  theSecond  Division  of  the  Court  to  as  showing"  the  form  of  issues  sustained  by 

of  Session  on  the  bill  of  exceptions,  in  which  are  Lord  Eldon  in  cases  of  this  nature ;  but  it  wu 

contained  much  valuable  information  on  the  prac-  held,  that  this  was  not  such  *  decision  as  pre- 

tioe  aa  to  issues  in  the  Scotch  Courts.    The  pro-  eluded  the  court  from  reconsidering  the  proper 

ceedings  at  the  trial  have  also  been  printed*  style  of  issues  applicable  to  questions  of  «  **- 

(b)  The  specification  was  the  same  as  that  en.  ture.     See  the  paper  No.  11,  in  the  printed  caw 

rolled  under  the  letters  patent  tot  E*a>i&,  anu  tot  tat  isp^aaau 
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port  of  the  summons  and  defences,  and  in  such  condescendence,  A.D.  1843. 
answers,  or  mutual  condescendence,  the  parties  shall,  in  sub- 
stantive propositions  and  under  distinct  heads  or  articles,  set 
forth  all  facts  and  circumstances  pertinent  to  the  cause  of 
Action  or  defence,  and  which  they  respectively  allege  and  offer 
to  prove."  Directions  are  thereafter  given  in  the  10th  section 
for  the  adjustment  and  authentication  of  the  record,  and  it  is 
enacted  that  the  record,  so  made  up  and  authenticated,  shall  be 
held  as  "  foreclosing  the  parties  from  the  statement  of  any  new 
averments  in  point  of  fact."  And,  in  like  manner,  the  relative 
act  of  sederunt  requires,  that  "  parties  shall  set  forth  in  separate 
and  distinct  articles  the  whole  facts  they  aver  and  offer  to 
prove." 

In  pursuance  of  these  enactments  the  defenders  set  forth  on 
the  record  various  facts  as  grounds  of  defence,  of  which  the 
allegation  as  to  prior  use  is  the  only  one  material  to  be  stated 
here.  They  alleged  the  patent  to  be  void  and  ineffectual,  be- 
cause the  application  of  heated  air  to  produce  heat  in  fires, 
forges,  and  furnaces,  was  known  and  publicly  practised  prior  to 
the  date  of  Mr.  Neilson's  patent.  That  the  invention  now 
claimed  was  known  and  practised  prior  to  the  date  of  his  patent 
both  in  England  and  Scotland.  In  particular,  it  was  among 
others  practised  by  the  late  Mr.  Dawson,  of  the  Low  Moor  Iron 
Works,  in  Yorkshire ;  by  Mr.  Wilkinson,  of  the  Bradley  Iron 
Works,  in  Staffordshire ;  and  also  at  the  Horsley  Iron  Works, 
in  that  county  (c).  The  pursuers  denied  that  the  patent  was 
void  on  any  of  the  grounds,  and  alleged  that  the  application  of 
heated  air,  as  averred  by  the  patent,  was  known  and  practised 
in  England  or  Scotland,  and  that  the  inventions  referred  to  were 
an  anticipation  of  Mr.  Neilson's. 

The  defenders,  in  the  court  below,  had  delivered  a  note  of 
objections,  stating  user  at  other  places  than  those  mentioned  in 
the  record,  and,  among  others,  user  at  Irvine.     On  the  counsel  Evidence  of 
for  the  defenders  calling  evidence  to  prove  the  user  at  Irvine,  ^rn^J^ 
the  counsel  for  the  pursuers  objected  to  its  admissibility,  and  the  record  re- 
the  Lord  Justice  Clerk  sustained  the  objection,  on  the  ground — J001*1- 
1.  That  a  paper  of  objections,  lodged  in  process  No.  24,  with 
notice  thereof  before  the  record  was   closed,  cannot  supply 
defects  in  the  averments  in  the  record  on  which  parties  agreed 
to  close  the  record,  in  terms  of  the  statute,  on  the  22d  of  Febru- 
ary, supposing  that  in  such  paper  of  objections  there  had  been 
any  such  averment  as  in  this  case  would  be  necessary  in  the 
record.    2.  On  the  ground  that  no  proper  notice  is  given  on  the 


(<r)  Reference  was  also  made  to  the  paper  by  Botfield  (ante  274),  and  to  an  inrention  by  Mr. 

Mr.  J.  Sadler,  in  Nicholson's  Journal  for  April,  Jeffries,  of  the  Grove  Foundry,  Southwark,  in  or 

1798  (onU  275),  to  Chapman's  invontton  in  1825  about  the  year   1825,  for  a  mode  of  applying 

(ibid),  to  the  patents  of  Stirling  (ante  275),  and  heated  air  in  its  transit  in  pipes. 
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in  the  Houh  of  record  of  the  proposed  line  of  inquiry  generally,  and  no  notice 
rrf,#  whatever  of  prior  use  of  the  invention  at  a  smith's  at  Irvine, 

by  the  application  of  hot  blast  to  a  smith's  fire ;  and  3.  On  the 
ground,  that  in  an  inquiry  as  to  the  anticipation  and  prior  use  of 
an  invention,  by  instances  of  the  practices  of  individuals,  going 
back  to  twenty  years,  it  is  essentially  necessary  for  the  interests 
of  the  patentees  and  ends  of  justice,  that  the  record  should 
contain  such  information  as  shall  enable  the  patentee  to  be  able 
to  meet  by  inquiry  these  cases,  and  to  investigate  the  character, 
purposes,  and  objects,  of  the  practices  to  be  proved  against  him, 
in  which  the  prior  use  of  his  discovery  and  invention  is  said  to 
be  found.  The  same  objection  was  held  to  apply  to  any  other 
evidence  of  the  same  character. 
Exception  Firtt.  (l.)  The  counsel  for  the  defenders  thereupon  excepted  to  the 
above  judgment,  and  rejection  of  the  evidence  tendered,  and  line 
of  inquiry  proposed  to  be  entered. 

The  case  on  the  part  of  the  pursuers  and  defenders  having 
closed,  the  learned  judge  directed  the  jury  in  point  of  law  as 
follows : — 
Direction  to  tho      Lord  Justice  Clerk  Hope  :  Gentlemen  of  the  jury ;  You  will 
J*"?-  observe  that  there  are  two  sets  of  issues  in  this  case — one  set  is 

alternative,  as  to  which  the  onus  is  wholly  on  the  defenders. 
As  to  the  issue  for  the  pursuers,  a  primd  facie  case  is  sufficient 
They  have  chosen  in  the  conduct  of  the  cause  to  anticipate  the 
defenders'  case,  by  leading  their  own  evidence  on  those  issues 
in  the  first  instance;  but  the  result  is  the  same.  As  to  die 
second  set  of  issues,  the  defenders  are  pursuers.  When  a  party 
complains  of  the  infringement  of  a  patent,  he  exposes  it  to 
challenge  at  the  instance  of  the  defenders* 
The  issue  at  to  The  first  issue  assumes  the  validity  of  the  patent,  as  a  point 
memajsames  w^c^  may>  m  ^e  A*8*  instance,  be  easily  proved,  or  may  be 
the  validity  of  taken  on  the  simplest  evidence ;  and  then  asks,  "  Whether  in 
t  e  patent.  ^e  course  of  the  year  1840,  and  during  the  currency  of  the  said 
letters  patent,  the  defenders  did,  in  or  at  their  iron  works  st 
Househill,  by  themselves  or  others,  wrongfully,  and  in  contra- 
vention of  the  privileges  conferred  by  the  said  letters  patent, 
use  machinery  or  apparatus  substantially  the  same  with  the  ma- 
chinery or  apparatus  described  in  the  said  specification,  and  to 
the  effect  set  forth  in  the  said  letters  patent  and  specification,  to 
the  loss,  injury,  and  damage,  of  the  pursuers  ?"  Perhaps  it 
might  be  better  in  many  such  cases  in  the  charge  to  take  the 
defender's  issues  first.  But  in  this  case,  I  do  not  think  that 
that  course  would  present  the  case  in  a  fair  aspect  to  you.  I 
think  it  necessary  to  explain  the  full  bearing  of  the  law  on  this 
first  issue  as  to  this  particular  patent. 

My  first  duty,  then,  is  to  call  your  attention  to  this  patent- 
chiefly  in  reference  to  the  first  issue.  I  may  have  to  allude,  m 
anticipation,  to  the  defenders'  three  issues.    But  I  shall  after- 
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wards  speak  to  them  separately.  On  the  patent,  my  remarks  A.  D.  1843. 
will  be  partly  law,  partly  observations  for  your  assistance.  The 
first  point  is,  what  does  the  patent  claim  ?  To  what  does  it 
apply?  Does  it  apply  to  the  heating  of  air? — to  the  mode  and 
way  in  which  that  effect  shall  be  accomplished  ? — or  to  the  use 
and  application  of  air  to  be  heated  at  a  particular  stage  of  the 
process ;  to  the  use  and  application  of  hot  air,  as  the  blast  which 
is  to  enter  the  furnace,  so  as  to  increase  heat  in  the  furnace? 
The  importance  of  this  point  you  must  see.  If  the  mode  and 
way  of  heating  the  air  is  claimed,  then  the  defenders  argue  that 
the  patent  would  claim-^1.  What  is  not  new,  unless  there  is 
some  particular  contrivance  in  the  mode  of  heating.  2.  What  is 
not  described  in  such  terms  as  truly  to  form  any  particular  pro- 
cess at  all.  Or,  3.  (for  the  defenders,  not  very  Consistently, 
state  also  this  objection,)  It  describes  one  mode  of  heating  the 
air,  viz.  in  one  large  vessel,  to  be  increased  in  bulk  in  all  its 
diameters  Or  sides  proportionally ;  so  that  for  a  large  blast  there 
must  be  a  large  Vessel  of  vast  dimensions  in  all  its  sections-^-as 
one  witness  said,  a  large  room,  or  a  small  room. 

I  have  much  doubt*  whether  the  Objection  as  to  the  patent  The  objection 
claiming  too  much,  is  within  the  issues.    The  pursuers  do  not  J^f^t^*' 
profess  to  claim  an  invention  for  heating  air.     If  the  defenders  patent  is  for  a 
intended  to  contend  that  the  patent  did,  however,  contain  such  Jp^^n^he 
a  claim,  and  on  that  account  was  void,  they  might  have  stated  issues  of  want  of 
this  plea  to  the  court,  before  and  in  bar  of  trial.    I  think  they  Efficiency  of" 
were  bound  to  do  so;  or  they  might  have  made  it  the  ground  the  specifics- 
of  substantive  issue.    The  way  they  get  at  the  point  now  is  by 
saying,  we  insist  that  this  is  the  reading  of  the  patent,  and  if  so, 
then  the  objections  apply ;  for,  on  that  view  of  the  patent,  viz. 
that  it  applies  to  the  mode  or  process  of  heating  air,  it  is  not 
a  good  patent.     My  own  opinion  is,  that  this  point  is  not  raised 
— competently  raised — under  these   issues;   and  holding  that 
opinion,  it  is  right  that  I  should  give  the  pursuers  the  benefit  of 
it  (d).     But,  at  the  same  time,  it  is  expedient  that  no  point  in 
this  case  should  not  be  embraced  in  any  bill  of  exceptions  which 
either  party  may  wish  to  present.    And  on  that  account,  and 
partly  also  because  the  defenders  may  have  some  countenance 
from  some  uncertainty  of  proceeding  in  a  prior  case  (e),  I  shall 


(d)  This  point  was  attempted  to  be  raised  on  (A»U  465, )  and  in  which  it  was  held,  that  in  an 

the  appeal  in  the  House  of  Lords  under  the  se-  action  by  the  holder  of  letters  patent,  concluding 

cond,  third,  and  fourth  exceptions  (post),  but  their  for  interdict  and   damages,  the  patent  afforded 

lordships  baring  in  the  course  of  the  argument  primd  facie  evidence  of  the  originality  of   the 

intimated  their  opinion  that  the  objection,  that  the  alleged  invention,  but  that  the  defender  was  en^ 

patent  claimed  a  principle,  was  not  open  under  tided  to  take  an  issue  of  denial  of  the  invention. 

the  issues,  the  objection  was  abandoned  by  the  It  was  also  held  that,  under  the  usual  issues  of 

counsel  for  the  appellants.  infringement  and  denial  of  the  originality  of  the 

(t)  fat  the  case  of  Russell  v.  Chrickton,  ante  552,  invention,  an  objection  to  the  patent,  founded  on 

Which  was  an  action  for  the  infringement  of  the  the  vagueness  of  the  specification,  was  not  duly 

jpursuer'g  Scotch  patent  for  the  "improvements  in  raised.    1  D.  B.  6c  M.  893.     The  precise  objec- 

manufacturing  tubes  for  gas  and  other  purposes,"  tion  wished  to  be  raised  in  that  case    would 

4  S 
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in  the  ihmte  </  assume  at  present  the  competency  of  this  objection.    If  this 
Lords.  matter  ought  not  to  be  taken  as  included  in  the  issues,  the  pur- 

suers can  also  take  an  exception  to  my  entertaining  the  point  at 
all ;  and  my  own  opinion  is  distinctly,  that  the  point  should  not 
be  entertained  under  the  present  issues.    But  taking  this  matter 
as  open  to  the  defenders,  then  the  question,  what  the  patent 
T'ie  construe,    truly  claims,  is  a  point  for  the  court.    The  construction  of  the 
Lm!!  is" for M!e~    Patent  to  tnat  extent,  and  on  that  question,  is  matter  of  law  for 
court,  the  inici-  the  court.    The  intelligibility  of  the  patent,  to  use  an  expression 
Wiiiity  for  the  of  Lord  Eldon>s^  is  for  the  jury  ^     But  ^  inquiry,  wnat  is 

the  subject-matter  of  the  patent,  is  a  question  of  law,  and  for 
the  court.  It  depends  upon  a  great  variety  of  matters,  settled 
by  previous  decisions,  on  the  style  and  form  of  specifications, 
their  title,  structure,  and  the  legal  import  of  their  phraseology. 
It  is  not  a  question  fitted  for  each  jury  in  each  case,  else  there 
would  be  no  fixed  law  on  the  subject.  But  the  meaning  and 
intelligibility  of  the  actual  description  in  the  particular  specifi- 
cation is  for  the  jury  in  each  case,  taking  the  specification  with 
the  evidence  of  practical  and  scientific  men  in  that  department 
of  arts  and  manufactures ;  and  the  issues  here  assume  that  the 
intelligibility  of  the  specification  is  for  you. 
The  title  of  the  Let  me  now  explain  the  patent  and  specification.  The  title  of 
patent  discloses  tjie  patent — "  an  invention  for  the  improved  application  of  air 

the  object  of  the  r    .  .  _  _  „     l  i  i_    n 

ioveution.  to  produce  heat  in  fires,  forges,  or  furnaces,  where  bellows  or 
other  blowing  apparatus  are  required."  That  is  the  object  of 
the  patent,  that  is  what  the  law  calls  its  title ;  the  parties  are 
entitled  to  maintain  that  the  specification  ought  not  to  go  be- 
yond it.  On  the  other  hand,  the  patentee  is  justly  entitled  to 
say,  that  the  presumption  is  that  he  did  not  mean  to  go  beyond 
it.  Observe  those  terms,  "  an  improved  application  of  air  to 
produce  heat  in  the  furnace  or  fires."  The  effect  here  stated  and 
claimed  is,  the  effect  on  the  fire  or  furnace,  not  on  the  air  itself, 
though  by  heated  air.  There  is  no  object  stated  in  reference  to 
the  state  or  quality  of  the  air,  except  as  to  the  result  of  produc- 
ing heat  in  the  furnace.  This  is  most  material  for  you  to  keep 
in  view  in  considering  what  meaning  is  to  be  put  on  the  prac- 
tical directions  in  the  specification.  If  the  specification  clearly 
means  throughout  to  claim,  as  the  improvement,  increase  of 
heat  in  the  furnace — then,  of  course,  it  will  be  for  you  to  con- 
sider, whether  you  can  so  construe  particular  expressions  re- 
specting "  the  effect,"  as  to  interpret  them  to  allude  to  a  different 


appear  to  have  been,  that  the  specification  covered  the  part  of  a  plaintiff;  and  in  Walton  v.  P#M*» 

the  old  mode  of  manufacturing  gas  tubes.    If  that  ante,  as  to  the  proper  plea  to  raise  the  quotxa. 

were  the  construction  of  the  specification,  which  whether  the  invention  is  the   subject-matter  of 

is  for  the  decision   of  the  court,  that  objection  letters  patent. 

would  be  clearly  admissible,  as  being  the  very  (/ )  See  ante  350  for  the  proper  construct)* 

issue,   namely,   the   originality  of  the  invention  to  be  placed  on  these  words  of  Lord  Eldoe.  sad 

claimed.     Sec  per  Aldewn,  B  ,  ante  129,  as  to  the  observations  of  the  Lord  Justice  Clerk  at  tbt 

the  letters  patent  being  primd  Jucie  evidence  on  conclusion  of  this  paragraph. 
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effect  than  that  which  is  the  object  of  the  patent.  It  is  not  an  A.  D.  1843. 
improved  mode  of  heating  air  that  is  claimed,  but  an  improved 
application  of  air  to  produce  heat  in  fires.  The  air  was  pre- 
Tiously  applied  cold  in  order  to  produce  heat — to  produce  that 
same  result  in  a  better  and  more  effectual  way,  Neibon's  inven- 
tion is  an  improved  application  of  air.  How  the  air  is  to  be 
applied  in  an  improved  manner,  the  specification  is  afterwards 
to  tell  us.  Hence,  I  have  to  state  to  you,  in  point  of  law,  that 
the  object  and  summary  of  the  invention  is  this.  I  think  a  cor- 
rect title  does  not  profess  to  include  the  mode  of  heating  the 
air,  that  any  mode  of  heating  the  air  under  blast  is  within  the 
professed  object  and  title  of  the  patent,  provided  that  subse- 
quent words  of  practical  direction  in  the  specification  do  not 
restrict  the  claim  to  one  particular  mode  of  heating  the  air. 
But  the  specification,  although  such  is  the  object,  and  the  only 
object  of  the  patent,  might  have  gone  too  far,  and  been  liable 
to  another  objection  taken  by  the  defenders,  if  it  should  turn 
out  to  be  a  patent  only  for  an  abstract  philosophical  principle. 

Turn  now  to  the  specification.    The  specification  and  patent  The  lettew  pa- 
are  to  be  taken  together  as  one  instrument — and  I  give  you  this  SJtiS^SaST 
as  a  suggestion  in  common  sense — though  it  is,  nevertheless,  a  tute  one  instru- 
direction  in  point  of  law,  viz.  the  terms  are  to  be  understood  in  ^nteroreted10 
the  plain,  ordinary,  and  popular  sense  of  the  terms  used,  unless  according  to  the 
the  usage  of  the  trade  in  question  has  fixed  a  peculiar  meaning  of  the  terms.** 
on  the  terms,  or  the  context  necessarily  gives  another  sense 
than  the  plain,  ordinary,  and  popular  sense.    The  general  title 
is  the  same  as  in  the  patent.    Then  there  is  the  statement  of 
the  object ;  it  quotes,  you  will  observe,  the  words  in  the  patent : 
the  letters  patent  are  for  "my  invention  for  the  improved  appli- 
cation of  air  to  produce  heat  in  fires,  forges,  and  furnaces,  where 
bellows  or  other  blowing  apparatus  are  required."    Then  there 
is  the  condition  under  which  he  gets  the  patent,  in  which  letters 
patent  there  is  contained  a  proviso,  obliging  me,  "  the  said  J.  B. 
Neilson,  by  an  instrument  in  writing,  under  my  hand  and  seal, 
particularly  to  describe  the  nature  of  my  said  invention,  and  in 
what  manner  the  same  is  to  be  performed."    Then,  at  the  com- 
mencement of  the  specification,  it  goes  on,  "  Now,  know  ye, 
that  in  compliance  with  the  said  proviso,  I,  the  said  J.B.Neilson, 
do  hereby  declare" — he  must  comply  with  it  in  order  to  satisfy 
the  law;  then  he  repeats  the  terms  of  his  title;  he  says — "that 
my  invention  for  the  improved  application  of  air  to  produce  heat 
in  fires,  forges,  and  furnaces,  where  bellows  or  other  blowing 
apparatus  are  required,  consists."    So  here  he  repeats,  in  the 
general  terms  of  the  patent,  the  object  of  his  invention.    Then 
he  says,  "  consists  in  introducing  into,  and  applying  to,  fires, 
forges,  and  furnaces,  atmospheric  air  in  the  following  manner." 
I  think  it  is  of  great  importance  in  telling  yon  what  the  patent 
does  not  claim,  as  this  is  to  be  considered  by  the  court,  to  men- 
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In  the  Home  of  tion,  that  it  does  not  here  say  it  is  heated  air,  but  it  is  intro- 
Lor<u-  ducing  atmospheric  air  in  the  following  manner;  the  air  is  to  be 

heated,  as  you  will  see  presently;  but  you  will  observe,  it 
consists  in  introducing  and  applying  a  atmospheric  air  in  the 
following  manner/'    Now  these  terms  I  hold  to  be  important; 
they  relate,  distinctly  to  the  introduction  into  and  application  of 
air  to  the  fires.    This  marks  very  plainly  the  coherence  with 
the  patent  of  the  specification.    Then  the  blast  is  material  to 
be  produced ;  it  is  admitted  that  the  patent  is  not  meant  to  be 
applied  to  that.    Then  he  begins  with  the  following  particulars: 
<c  1.  The  air  in  blast  is  to  be  passed  into  an  air  vessel  or  recep- 
tacle before  it  goes  to  the  fire.     2.  That  vessel  (of  sufficient 
strength)  is  to  be  heated/'    You  would  observe,  that  some  of 
the  defenders'  witnesses  always  interposed — nothing  is  said  of 
heating  the  air.     I  must  say,  plainly,  that  whatever  else  is 
thought  of  the  patent,  it  would  be  an  outrage  on  common  sense 
to  pretend  that  the  contrivance  is  not  to  heat  the  blast,  and  so 
they  admitted  this  was  a  necessary  inference — a  distinction  to 
the  practical  man  without  a  difference ;  if  red  hot,  it  is  said,  so 
much  the  better;  but  that  is  not  essential.    3.  The  materials  of 
the  air  vessel  a.re  said  to  be  not  important — iron  best.     4.  Sue 
is  not  fixed ;  though  some  proportions  are  given,  and  increase 
in  size  and  numbers  pointed  at  as  necessary.     I  am  going  over 
some  particulars  at  present  which  must  be  for  your  considera- 
tion ;  but  I  must  state  them,  in  order  to  explain  to  you  what 
the  patent  does  claim ;  I  am  not  prejudging  the  points  to  be 
left  to  you.     5.  Then  he  says,  "  the  form  and  shape  of  the  air 
vessel  is  immaterial  to  the  effect."  6.  He  says,  "  the  manner  of 
applying  heat  is  immaterial,  if  you  keep  up  the  air  to  a  proper 
temperature."     He  says,  "the  form  and  shape  are  immaterial;" 
and  he  says,  "  the  manner  of  applying  the  heat  is  immaterial." 
This  is  of  great  importance  in  regard  to  the  defenders'  evidence. 
Conduction  of     Qn  all  the9e  passages,  the  question  arises — Immaterial  to 
the  specified.     wh^t?    imp0rtant  to  what?    This  is  a  point  on  the  intelligi- 
bility of  the  patent.     Some  of  the  witnesses  of  the  defenders 
say,  this  means  effect  in  heating  air  during  the  blast.     On  that 
view    the   specification  is  not  only  untrue,  hut  absurd,  and 
ludicrously  so — framed  in  utter  ignorance.     One  witness  says, 
this   means  immaterial  to  economy,  and  in  that  sense  of  die 
term  the  sentence  is    still    more   absurd.     Now,    these   are 
singular  illustrations  of  ignorance  and  absurdity — 4f  such  should 
be  your  view — to  find  in  a  patent,  under  which  such  a  host  of 
witnesses  conceive  there  is  contained  the  discovery  of  a  physical 
principle  of  great  novelty,  and  of  unspeakable  importance  in 
point  of  utility.    Whether,  in  saying  these  things,  he  has  given 
wrong  directions,  which  will  mislead  practical  men,  is  another 
jnatter,  on  which  I  shall  take  your  opinion.     But  I  am  at  pre* 
sent  only  cousvtexvtv^  vital  he  says,  and  in  the  question  of  wfat 
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he  claims  or  does  not  claim  in  the  specification,  it  is  important  a.  D.  1343. 
and  necessary  to  see  what  he  says,  and  what  he  professes  to 
claim.  It  may  be,  that  a  specification  truly  claims  more  than  a 
party  says  and  professes  to  do.  But  the  legal  presumption  is, 
that  he  does  not  claim,  that  which  he  says  he  gives  no  direc- 
tions about,  as  immaterial  to  his  object,  t.  e.  the  effect  he  has  in 
view  to  produce,  provided  you  obtain  the  agent  by  which  he 
means  to  work,  viz.  heated  air. 

I  have  stated  the  grounds  of  my  opinion  on  this  first  point, 
because  the  observations  I  have  made  may  be  of  use  to  you 
when  you  deliberate  on  the  specification,  in  regard  to  the  ques- 
tions which  belong  to  your  functions  on  it.  I  am  of  opinion, 
that  Neilson  does  not  claim  as  any  part  of  his  invention  the 
mode  or  manner,  or  profess  to  describe  any  mode  or  manner  of 
heating  the  air  under  blast,  which  is  to  be  passed  into  an  air 
vessel  interposed  between  the  blowing  apparatus  and  the  fire. 
J  hold,  in  point  of  law,  that  this  is  no  part  of  his  claim  under 
the  patent  or  specification.  Whether  the  specification  is  bad  on 
this  account,  as  resulting  in  a  patent  for  an  abstract  principle, 
without  any  mechanical  contrivance,  or  mode  of  reducing  it  to 
practice,  is  a  different  matter,  and  is  also  a  question  of  law,  to 
which  I  shall  immediately  advert.  But  at  present,  what  I  wish 
to  state  to  you  is,  that  the  manner  of  heating  the  air — the  par- 
ticular contrivance  or  shape  of  vessel,  or  of  constructing  the 
surface  and  shape  so  as  to  secure  heat — is  no  part  of  the  claim 
of  invention  contained  in  the  specification.  This  direction  in  The  questions 
point  of  law,  on  a  point  which  all  must  admit  to  be  law  for  the  ?f  fact  fo'  {J* 

•  .  *  .  .  .  jury  must  be 

court,  you  will  see  to  be  of  great  importance  for  you  in  con-  controlled  by 
sideling  the  meaning  of  the  patent.     Indeed,  I  do  not  conceal  ^nc°™h™c" 
from  you,  that  while  the  intelligibility  of  the  patent  is  for  you ;  patent. 
yet  when  the  previous  question — what  the  patent  claims — occurs 
in  any  case  and  is  raised,  and  must  be  decided  by  the  court — 
that  question  of  law  must  very  much  guide  you  as  to  the  in- 
telligibility of  the  patent  on  the  matters  to  which  it  does  lay 
claim. 

The  defenders  say,  it  claims  either  one  thing  or  another.  It 
is  my  duty  to  tell  you,  what  it  does  not  claim.  That  direction, 
in  point  of  law,  does  not  leave  it  open  to  you  to  take  any  other 
view  than  one  of  the  claims  under  the  patent,  viz.  that  the 
mode  of  heating  air  is  no  part  of  the  claim  patented,  nor  is  in- 
tended to  be  set  forth  as  any  part  of  the  patent  invention.  If 
that  is  so,  then  you  will  see  that  my  direction,  in  point  of  law, 
gives  you  only  one  other  sense,  between  which  you  can  decide, 
and  an  interpretation  which  makes  nonsense  of  the  specification. 

His  invention,  then,  consists,  according  to  the  fair  meaning 
of  the  specification,  taken  as  a  whole,  and  candidly  considered, 
in  passing  the  blast  into  an  air  vessel  or  receptacle,  in  order  to 
be  heated— in  order  at  that  stage  of  the  process  of  application 
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In  the  Howe  of  of  air  to  fires,  to  acquire  the  agent  which  he  intends  to  act— 
LortUm  heat  in  the  blast,  instead  of  a  cold  blast.    The  mode  in  which 

you  are  to  heat,  the  form  and  shape,  dimensions  and  numbers,  of 
the  vessels,  he  does  not  claim  or  intend  to  prescribe — he  does 
not  claim  or  intend  to  describe — he  does  not  claim.  If  iu  that 
stage,  by  so  intercepting  the  air  and  heating  it,  you  pass  the 
blast  into  the  furnace,  that  is,  he  says,  my  improved  application 
of  air — that  is  the  agent  I  mean  to  use,  in  order  to  produce  heat 
in  the  furnace.  How  you  heat,  in  what  mode,  or  in  what  ves- 
sel, provided  the  vessel  be  strong  enough  to  endure  the  blast, 
and  of  cubical  contents  of  air  sufficient  for  the  blast,  I  neither 
care  nor  direct  you;  for  if  you  so  get  the  hot  blast  into  the 
furnace,  by  heating  the  air  in  a  vessel  between  the  blowing 
engine  and  the  fire,  you  attain  my  object ;  you  will  get  my  im- 
proved application  of  air. 
The  sDecifica-  I  am  therefore  of  opinion,  and  must  give  you  in  point  of  law 
thtog  inrespect tne  direction,  that  the  specification  does  not  claim  any  thing  as 
of  the  detaiu  of  to  the  form,  nature,  shape,  materials,  numbers,  or  mathematical 
•cribed.6  C"  cnaracter,  of  the  vessel  or  vessels  in  which  the  air  is  to  be 
heated,  or  as  to  the  mode  of  heating  such  vessels,  provided  the 
blast  is  heated  between  the  blowing  apparatus  and  the  furnace, 
in  an  air  vessel  or  receptacle,  as  to  die  size,  dimensions,  and 
numbers,  of  which  you  must  suit  yourself. 

But  within  this  objection,  which  is  one  of  law,  the  defenders 
urge,  that  even  if  Neilson  does  not  claim  the  air  vessel  as  part 
of  his  invention,  he  has  so  described  it  as  to  make  one  particular 
sort  of  vessel  a  part  of  his  apparatus,  and  has  limited  himself  to 
one  sort  of  air  vessel,  viz.  one  large  vessel,  to  be  increased  in  sue 
according  to  the  extent  of  blast,  that  is,  of  air  to  be  heated. 
They  say,  that  is  the  meaning  of  the  specification — that  practical 
men  would  so  understand  it;  that  this  is  so  clearly  the  only 
vessel  that  Neilson  contemplated,  that  his  invention  does  not 
apply  to  any  vessels  in  the  shape  of  tubes,  pipes,  &c.  In  short, 
on  this  view  of  the  specification  they  say,  not  very  consistently 
with  a  great  part  of  their  case,  that  the  specification  containi 
really  a  very  special,  limited,  and  restricted  description,  by  which 
the  inventor  so  described  one  sort  of  apparatus,  that  he  cannot 
claim  any  other,  or  maintain  that  his  patent  is  one  which  applies 
to  all  varieties  in  the  mode  of  heating  air.  This  is  a  question 
for  you ;  it  is  a  question  on  the  meaning  and  intelligibility  of 
the  specification — it  is  embraced  under  the  issues,  for  you  to 
answer.  It  is  involved  in  the  second  and  third  issues.  But  1 
also  propose  to  ask  you  to  answer  a  special  question  on  that 
point,  which  I  shall  afterwards  state  to  you.  If  either  party 
holds  this  to  be  a  question  for  the  court,  I  shall  also  state  my 
own  opinion,  if  required,  so  that  the  verdict,  if  according  to  the 
evidence,  would  stand,  if  it  is  a  point  for  the  jury ;  if  for  the 
court,  the  point  \ro\ft&\&  fcxcVj  ?vts&*L    But  at  the  same  time 
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;hat  this  view  is  pressed  by  the  defenders,  and  much  evi-  A.D.  1843. 
lence  adduced,  to  convince  you  that  such  is  the  only  practical 
new  which  can  be  taken  of  the  specification,  there  is  another 
riew  taken,  of  a  totally  opposite  description,  which  is  a  question 
)f  law  for  the  court.  The  defenders  say, — the  specification 
seizes  hold  of  an  abstract  principle,  viz.  that  hot  air  produces 
more  heat  than  cold,  and  of  that  abstract  principle  alone  that 
Jie  patentee  purposely  avoids  any  mode  of  stating  how  the 
ninci pie  should  be  applied;  hence  that  the  patent  is  bad,  as 
>eing  one  for  a  principle  alone. 

The  defenders,  you  will  recollect,  were  very  reluctant  to  state 
whether  they  actually  raised  that  point  or  not.  I  think  it  is  at 
;he  foundation  of  their  whole  case,  and  sure  I  am,  that  to  enable 
(Tou  to  discharge  your  duty,  it  is  very  necessary  that  I  should 
lot  in  any  way  avoid  that  question  of  law,  or  turn  my  remarks 
3n  it,  which  1  easily  could,  into  observations  in  point  of  fact, 
which  the  defenders  could  not  except  to;  I  think  it  will  be 
more  useful  to  you  for  me  to  explain  the  law  to  you  fully  on 
this  point,  and  the  defenders  have  thus  the  benefit  of  being  able 
to  except  to  any  thing  I  say,  and  so  obtain  the  judgment  of  the 
court  on  the  point,  in  case  I  am  wrong. 

It  is  quite  true  that  a  patent  cannot  be  taken  out  solely  for  The  discovery 
an  abstract  philosophical  principle — for  instance,  for  any  law  of  n0*, ft"  object 
nature,  or  any  property  of  matter,  apart  from  any  mode  of  of  a  patent,  but 
turning  it  to  account  in  the  practical  operations  of  manufacture,  becomes"™  in-' 
or  the  business,  and  arts,  and  utilities  of  life.  The  mere  discovery  vention  which 
of  such  a  principle  is  not  an  invention,  in  the  patent  law  sense  ™nted.  P* 
of  the  term.     Stating  such  a  principle  in  a  patent  may  be  a  pro- 
mulgation of  the  principle,  but  it  is  no  application  of  the  prin- 
ciple to  any  practical  purpose.     And  without  that  application  of 
the  principle  to  a  practical  object  and  end,  and  without  the 
application  of  it  to  human  industry,  or  to  the  purposes  of 
human  enjoyment,  a  person  cannot  in  the  abstract  appropriate 
a  principle  to  himself.     But  a  patent  will  be  good,  though  the 
subject  of  the  patent  consists   in  the   discovery  of  a  great, 
general,  and  most  comprehensive  principle  in  science  or  law  of 
nature,  if  that  principle  is  by  the  specification  applied  to  any 
special  purpose,  so  as  thereby  to  effectuate  a  practical  result  and 
benefit  not  previously  attained. 

The  main  merit,  the  most  important  part  of  the  invention, 
may  consist  in  the  conception  of  the  original  idea — in  the  dis- 
covery of  the  principle  in  science,  or  of  the  law  of  nature,  stated 
in  the  patent,  and  little  or  no  pains  may  have  been  taken  in 
working  out  the  best  manner  and  mode  of  the  application  of 
the  principle  to  the  purpose  set  forth  in  the  patent.  But  still, 
if  the  principle  is  stated  to  be  applicable  to  any  special  purpose, 
sq  as  to  produce  any  result  previously  unknown,  in  the  way  and 
foe  the  objects  described,  the  patent  is  good.     It  is  no  longer 
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In  the  House  of  an  abstract  principle.     It  comes  to  be  a  principle   turned  to 
ds'  account,  to  a  practical  object,  and  applied  to  a  special  result 

It  becomes,  then,  not  an  abstract   principle,  which  means  a 
principle  considered  apart  from  any  special  purpose  or  practical 
operation,  but  the  discovery  and  statement  of  a  principle  for  a 
special  purpose,  that  is,  a  practical  invention,  a  mode  of  carry- 
A  principle  re-  ing  a  principle  into  effect.   That  such  is  the  law,  if  a  well-known 
tlceli  thVaubl  principle  *s  applied  for  the  first  time  to  produce  a  practical 
ject  of  letter*     result  for  a  special  purpose,  has  never  been  disputed.     It  would 
e'tenll ve°maVer  ^e  vel7  strange  and  unjust  to  refuse  the  same  legal  effect,  what 
be  the  resulting  the  inventor  has  the  additional  merit  of  discovering  the  prin- 
ca,m*  ciple   as  well  as  its  application  to  a  practical  object.     The 

instant  that  the  principle,  although  discovered  for  the  first  time* 
is  stated,  in  actual  application  to,  and  as  the  agent  of,  pro- 
ducing a  certain  specified  effect,  it  is  no  longer  an  abstract 
principle,  it  is  then  clothed  with  the  language  of  practical  appli- 
cation, and  receives  the  impress  of  tangible  direction  to  the 
actual  business  of  human  life.  Is  it  any  objection  then,  in  the 
next  place,  to  such  a  patent  that  terms  descriptive  of  the  appli- 
cation to  a  certain  specified  result  include  every  mode  of 
applying  the  principle  or  agent  so  as  to  produce  that  specified 
result,  although  one  mode  may  not  be  described  more  than 
another — although  one  mode  may  be  infinitely  better  than 
another — although  much  greater  benefit  would  result  from  the 
application  of  the  principle  by  one  method  than  by  another— 
although  one  method  may  be  much  less  expensive  than  another? 
Is  it,  I  next  inquire,  an  objection  to  the  patent,  that,  in  its 
application  of  a  new  principle  to  a  certain  specified  result,  it 
includes  every  variety  of  mode  of  applying  the  principle  accord- 
ing to  the  general  statement  of  the  object  and  benefit  to  be 
attained  ?  You  will  observe  that  the  greater  part  of  the  de- 
fenders' case  is  truly  directed  to  this  objection.  This  is  a 
question  of  law,  and  I  must  tell  you  distinctly,  that  this  gene- 
rality of  claim,  that  is,  for  all  modes  of  applying  the  principle  to 
the  purpose  specified,  according  to  or  within  a  general  state- 
ment of  the  object  to  be  attained,  and  of  the  use  to  be  made  of 
the  agent  to  be  so  applied,  is  no  objection  whatever  to  the 
patent.  That  the  application  or  use  of  the  agent  for  the  pur- 
pose specified,  may  be  carried  out  in  a  great  variety  of  ways, 
only  shows  the  beauty,  and  simplicity,  and  comprehensiveness  of 
the  invention.  But  the  scientific  and  general  utility  of  the  pro- 
posed application  of  the  principle,  if  directed  to  a  specified 
purpose,  is  not  an  objection  to  its  becoming  the  subject  oft 
patent.  That  the  proposed  application  may  be  very  generally 
adopted  in  a  great  variety  of  ways,  is  the  merit  of  the  invention, 
not  a  legal  objection  to  the  patent. 

The  defenders  say — you  announce  a  principle,  that  hot  air 
will  ptoduce  \i«&  m  \\\*  ixxra&fc^  y^i  direct  us  to  take  the 
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blast  without  interrupting  or  rather  without  stopping  it,  to  A.D.  1843. 
take  the  current  in  blast,  to  heat  it  after  it  leaves  the  blast,  and 
to  throw  it  hot  into  the  furnace.  But  you  tell  us  no  more — 
you  do  not  tell  us  how  we  are  to  heat  it.  You  say — you  may 
heat  in  any  way,  in  any  sort  of  form  of  vessel.  You  say — I 
leave  you  to  do  it  how  you  best  can.  But  my  application  of 
the  discovered  principle  is,  that  if  you  heat  the  air,  and  heat  it 
after  it  leaves  the  blowing  engine  (for  it  is  plain  you  cannot  do 
it  before),  you  attain  the  result  I  state;  that  is  the  purpose  to 
which  I  apply  the  principle.  The  benefit  will  be  greater  or  less. 
I  only  say,  benefit  you  will  get,  I  have  disclosed  the  principle ; 
I  so  apply  it  to  a  specified  purpose  by  a  mechanical  contrivance, 
viz.  by  getting  the  heat  when  in  blast,  after  it  leaves  the  fur- 
nace ;  but  the  mode  and  manner,  and  extent  of  heating,  I  leave 
to  you,  and  the  degree  of  benefit,  on  that  very  account,  I  do 
not  state.  The  defenders  say,  the  patent,  on  this  account,  is 
bad  in  law.  I  must  tell  you,  that  taking  the  patent  to  be  of 
this  general  character,  it  is  good  in  law.  I  state  to  you  the  law 
to  be,  that  you  may  obtain  a  patent  for  a  mode  of  carrying  a 
principle  into  effect ;  and  if  you  suggest  and  discover,  not  only 
the  principle,  but  suggest  and  invent  how  it  may  be  applied  to 
a  practical  result  by  mechanical  contrivance  and  apparatus,  and 
show  that  you  are  aware  that  no  particular  sort  or  modification, 
or  form  of  the  apparatus,  is  essential,  in  order  to  obtain  benefit 
from  the  principle,  then  you  may  take  your  patent  for  the  mode 
of  carrying  it  into  effect,  and  are  not  under  the  necessity  of 
describing  and  confining  yourself  to  one  form  of  apparatus.  If 
that  were  necessary,  you  see,  what  would  be  the  result  ?  Why, 
that  a  patent  could  hardly  ever  be  obtained  for  any  mode  of 
carrying  a  newly  discovered  principle  into  practical  results, 
though  the  most  valuable  of  all  discoveries.  For  the  best  form 
and  shape  or  modification  of  apparatus,  cannot  in  matters  of 
such  vast  range,  and  requiring  observation  on  such  a  great 
scale,  be  attained  at  once;  and  so  the  thing  would  become 
known,  and  so  the  right  lost,  long  before  all  the  various  kinds 
of  apparatus  could  be  tried.  Hence  you  may  generally  claim 
the  mode  of  carrying  the  principle  into  effect  by  mechanical 
contrivance,  so  that  any  sort  of  apparatus  applied  in  the  way 
stated  will,  more  or  less,  produce  the  benefit,  and  you  are  not 
tied  down  to  any  form. 

The  best  illustration  I  can  give  you,  and  I  think  it  right  to 
give  you  this  illustration,  is  from  a  case  as  to  the  application  of 
that  familiar  principle  the  lever  to  the  construction  of  chairs, 
or  what  is  called  the  self-adjusting  lever  (g).  This  case,  which 
afterwards  came  under  the  consideration  of  the  whole  court,  was 


(g)  Minter's  patent,  ante  126  &  134. 
4  T 
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in  the  Haute  rf  tried  in  the  Court  of  Exchequer  during  the  presidency  of  Lord 
Lords.  Lyndhurst.     The  case  was  as  to  the  patent  reclining  chair,  the 

luxury  of  which  some  of  you  may  have  tried ;  it  had  a  self- 
adjusting  lever,  so  that  a  person  sitting  or  reclining,  and  I  need 
not  tell  you  what  variety  of  postures  can  be  assumed  by  a  per- 
son reclining  in  a  chair — in  whatever  situation  he  placed  his 
back,  there  was  sufficient  resistance  offered  through  means  of 
the  lever,  to  preserve  the  equilibrium.  Now  any  thing  more 
general  than  that,  I  cannot  conceive ;  it  was  the  application  of 
a  well-known  principle,  but  for  the  first  time  applied  to  a  chair. 
He  made  no  claim  to  any  particular  parts  of  the  chair,  nor  did 
he  prescribe  any  precise  mode  in  which  they  should  be  made  (A); 
but  what  he  claimed  was  a  self-adjusting  lever  to  be  applied  to 
the  back  of  a  chair,  where  the  weight  of  the  seat  acts  as  a  coun- 
terpoise to  the  back,  in  whatever  posture  the  party  might  be 
sitting  or  reclining.  Nothing  could  be  more  general.  Well,  a 
verdict  passed  for  the  patentee,  with  liberty  to  have  it  set  aside; 
but  Lord  Lyndhurst  and  the  rest  of  the  court  held,  that  this  was 
not  a  claim  to  a  principle,  but  to  the  construction  of  a  chair  on 
this  principle,  in  whatever  shape  or  form  it  may  be  con- 
structed (t).  Just  so  as  to  the  hot  blast,  only  the  principle  is 
also  new.  The  patentee  says,  "  I  find  hot  air  will  increase  the 
heat  in  the  furnace,  that  a  blast  of  hot  air  is  beneficial  for  that 
end."  Here  is  the  way  to  attain  it — "  heat  the  air  under  blast, 
between  the  blowing  apparatus  and  the  furnace ;  if  you  do  that, 
I  care  not  how  you  may  propose  to  do  it — I  neither  propose  to 
you,  nor  claim,  any  special  mode  of  doing  it ;  you  may  give  the 
air  more  or  less  degrees  of  heat ;  but  if  you  so  heat  it,  you  will 
get  by  that  contrivance  the  benefit  I  have  invented  and  dis- 
closed, more  or  less,  according  to  the  degree  of  heat/1  This  is 
very  simple,  very  general ;  but  its  simplicity  is  its  beauty  and 
its  practical  value — not  an  objection  in  law(Ar). 

Having  now  stated  the  general  law  to  you,  there  are  some 
further  practical  directions  in  point  of  law,  which  may  very  use- 
fully aid  you  in  considering  the  case,  and  the  issues  under  which 
it  is  tried.  The  first  practical  direction  I  have  to  give  yon, 
is  as  to  the  meaning  of  the  pursuer's  issue.  "  Whether  in  the 
course  of  the  year  1840,  and  during  the  currency  of  the  said 
letters  patent,  the  defenders  did,  in  or  at  their  iron  works  at 
Househill,  by  themselves  or  others,  wrongfully,  and  in  contra- 


ct) The    specification   was    accompanied    by  that  the  meaning  of  the  term  'effect'  was  for  the 

drawings,  showing  various  modes  of  constructing  jury,  but  that  (referring  to  Astleyv.  Taybr,  Skurt 

a  chair  on  this  principle,  but  the  claim  was  in  the  Ap.  C.  58.)  if  either  of  the  parties  wished  it,  he 

general  form  above  suggested.    Ante  126.  should  state  his  opinion  upon  it     The  leaned 

(t)  In  Minter  v.  WeiUt  ante  134.  judge  was  not  asked  for  his  opinion,  and  he  lefts 

(k)  The  learned  judge  referred  to  the  judg-  special  question  to  the  jury   upon  it,  and  bock 

ment  of  the  Court  of  Exchequer  as  to  the  inven-  parties  appear  to  have  treated  it  as  a  question  for 

tion  claimed,  ante  37 1 ;  and  as  to  the  meaning  of  the  jury.    An  exception  directed  to  this  poiat 

the  term  '  effect,'  ante  372,  expYetu&g  \»&  o^vavoxi  ^m  disallowed. 
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vention  of  the  privileges  conferred  by  the  said  letters  patent,  A.D.  1843. 
use  machinery  or  apparatus  substantially  the  same  with  the 
machinery  or  apparatus  described  in  the  said  specification,  and 
to  the  effect  set  forth  in  the  said  letters  patent  and  specification, 
to  the  loss,  injury,  and  damage,  of  the  pursuer/'  Now  I  have  The  specifica- 
te observe  to  you,  that  the  specification  is  to  be  read  as  ad- f* addr^dto* 
dressed  to  artists,  or  persons  of  competent  skill  in  the  branch  artUts. 
of  manufactures  or  process  to  which  it  is  applicable.  Hence, 
known  machinery  need  not  be  described  when  the  use  of  them 
is  to  be  made  in  carrying  out  the  object  of  the  patent  (2).  For 
instance,  if  in  an  apparatus  for  improving  the  making  of  gas,  a 
patentee  should  not  mention  or  allude  to  a  condenser — never 
notice  it;  yet  in  practice,  if  that  is  a  part  of  all  apparatus 
required  for  the  making  of  gas,  it  was  held  that  every  one  must 
know  that  a  condenser  must  be  used.  In  short,  you  are  speak- 
ing to  people  who  know  the  subject,  and  must  be  understood  to 
know  those  things  which  are  only  the  incidents  in  the  par- 
ticular process  to  which  your  patent  applies.  Then,  the  object 
here  being  to  throw  air  hot  into  a  furnace,  and,  to  do  so,  vessels 
are  to  be  heated  in  order  to  heat  air ;  you  observe  it  is  a  speci- 
fication addressing  itself  to  persons  who  are  to  use  hot  air,  and 
are  to  heat  the  air  in  order  to  get  the  hot  blast ;  it  refers  to 
▼easels  intended  to  heat  air — vessels  in  which  air  is  to  be  heated. 
Now  if  the  patent  need  not,  in  order  to  be  valid,  describe  any 
mode  of  heating  air,  but  ihay  include  every  form,  then  the  spe- 
cification is  correctly  framed  to  effectuate  its  object,  if  legal; 
for  it  then  consistently  omits  any  description  of  any  sort  or 
form  of  vessel  in  which  air  is  to  be  heated.  It  assumes,  pro- 
perly, that  persons  constructing  apparatus  for  heating  air  are  to 
know  the  best  form  and  shape  of  vessels  in  which  air  is  to  be 
heated — just  as  persons  employed  in  gas  apparatus  are  held  to 
know  they  must  resort  to  a  condenser  in  the  course  of  the  im- 
proved structure,  though  nothing  is  said  of  it.  Now,  then,  if 
the  object  is  to  throw  hot  blast  into  the  furnace,  and  to  heat  air, 
but  not  to  describe  vessels,  then  the  specification  properly 
assumes,  that  persons  who  are  to  construct  heating  apparatus 
know  the  ordinary  rules  and  common  conditions  to  be  attended 
to  in  heating  air.  It  leaves  every  body  to  do  it  in  the  way  they 
choose.  It  does  not  profess  to  be  a  patent  for  any  particular 
mode  of  heating  air.  It  simply  says,  that  the  use  in  particular 
processes  of  the  air  heated  for  fires,  forges  and  furnaces,  where 
blowing  apparatus  is  required,  and  at  a  particular  stage  of  the 
process,  will  do  benefit  to  the  furnace,  and  that  is  all. 

The  second  direction  I  have  to  give  on  the  first  issue  is 
what  you  must  have  already  seen — that  the  sense  in  which  the 

(l)  The  learned  judge  cited  the  case  of  Crossley  v.  Beverley,  3  C.  &  P.  513;  as  to  which,  sec 
ante  1 10,  note  n. 
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In  the  House  of  issue  is  to  be  understood  is  much  affected  by  the  law,  as  to  the 

Lordt'  character  of  the  patent.     If  I  hold,  in  point  of  law,  that  he  does 

not  claim  any  particular  apparatus,  then  there  is  no  standard  of 

apparatus    in  the   specification  with  which    to   compere  the 

Househill  apparatus,  and  I  shall  immediately  show  yon  the 

The  character  of  importance  of  this  on  the  patent.     If  the  patent  is  good  in  the 

the  patent  af-    gencrai  sense  in  which  I  have  explained  its  legal  import,  and  to 

in  which  the      which  extent  I  hold  it  to  be  a  good  patent,  then  you  will  see  that 

iasues  are  to  be  variances  in  the  modes  or  kinds  of  apparatus  are  of  no  moment, 

understood.  m  JT        .  #  .  #•/• 

provided  that,  m  the  processes  referred  to  (the  use  of  tires, 
forges,  and  furnaces),  the  object  of  the  particular  contrivance  or 
apparatus  is  to  heat  the  air  under  blast,  at  the  same  stage  of  the 
process,  viz.  between  the  blowing  apparatus  and  the  furnace, 
and  to  throw  it  so  heated  into  the  furnace.  If  the  patentee  hat 
not  tied  himself  down  to  any  particular  sort  of  apparatus  or 
heating  vessels ;  if  the  use  of  hot  air,  heated  when  under  blast, 
is  claimed,  and  legally  claimed,  in  whatever  sort  of  vessel  the  air 
is  heated — then  see  the  effect  of  this  view  of  the  patent  on  the 
pursuer's  issues.  By  the  direction  I  have  given  you,  in  point  of 
law,  I  take  on  myself  the  responsibility  of  deciding  the  point 
you  are  to  look  to  in  considering  this  issue.  The  question  of 
infringement  comes  to  be  this — does  the  party  heat  the  air  in 
the  same  stage  of  the  process  by  mechanical  contrivance,  and  to 
the  effect  set  forth  in  the  specification,  of  producing  heat  in  die 
furnace  ?  If  so,  then  no  variety  or  improvement  in  the  appara- 
tus is  of  any  importance.  On  my  view  of  the  patent  in  point 
of  law,  and  if  you  are  satisfied  in  point  of  fact,  that  the  descrip- 
tion does  not  describe  any  particular  apparatus,  or,  if  that  also 
is  a  point  of  law,  then,  in  truth,  the  use  of  the  hot  blast — that 
is,  the  use  of  the  air  heated  in  blast,  between  the  blowing 
machine  and  the  furnace — is  the  use  of  the  patent  machinery, 
and  is  not  substantially  different,  but  to  the  effect  set  forth. 
The  light,  then,  in  which  the  issue  is  to  be  viewed,  must  be 
received  from  the  court  in  a  great  measure.  And  on  the  view  I 
take,  and  have  stated  on  my  own  responsibility,  I  apprehend 
the  question  under  the  pursuer's  issue  is  a  very  short,  a  very 
plain  question,  not  requiring  much  evidence  to  solve,  and  on 
which,  though  you  must  form  your  opinion,  it  is  truly  to  be 
formed  in  a  great  measure  in  reliance  on  the  law  stated  to  you 
by  the  court.  The  point  was  so  stated  and  treated  by  Mr.  Baron 
Parke  in  the  English  case  (ro). 

I  have  only  to  add  further,  that  on  the  view  which  I  have 
stated  of  the  patent,  and  if  you  are  satisfied  that  no  particular 
form  of  vessel  is  described  and  claimed  by  the  specification,  then 
there  is  no  particular  standard  with  which  you  are  to  compare 
the  Househill  apparatus,  which  the  model  No.  7  represents. 
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The  question  is  not  a  comparison  between  No.  7  and  any  parti-  A.D.  1843. 
cular  vessel,  but  an  inquiry  whether  No.  7  is  not  a  contrivance 
to  heat  the  air  under  blast  at  the  stage  proposed,  and  for  the 
purpose  stated  in  the  specification,  and,  thereby,  substantially 
the  patent  apparatus.  If  that  is  in  your  opinion  its  character, 
then  I  state  to  you  in  law,  that  the  infringement  is  proved ;  as 
there  is  no  standard  or  form  of  apparatus  on  this  view  of  the 
case,  with  which  you  are  to  compare  the  defenders'  apparatus. 

The  next  directions  I  have  to  give  you,  relate  to  the  counter- 
issues.  And  first,  as  to  the  first  counter-issue,  "  whether  the 
invention  as  described  in  the  said  letters  patent  and  specification 
is  not  the  original  invention  of  J.  B.  Neilson  ?"  Mr.  Ruther- 
ford here  drew  a  distinction  between  the  first  inventor  and  the  The  issues  as  to 
public  use  by  others  of  the  invention,  and  maintained  that  the  |orfandthepSor 
attempt  to  prove  prior  use,  is  not  comprehended  under  the  first  use  of  the  in- 
issue.  The  distinction  in  the  abstract  is  sound,  and  certainly  in  vcn  on* 
ordinary  cases  this  issue  is  not  the  one  taken,  or  properly  ap- 
plicable to  public  use  and  exercise  thereof,  in  the  kingdom. 
But  a  short  recollection  of  the  way  this  issue  was  put,  will  sa- 
tisfy my  learned  friends  at  the  bar,  that,  in  this  case,  I  could  not 
put  that  legal  construction  on  it,  for  in  this  case  I  am  of  opinion 
that  the  inquiry  cannot  be  excluded  under  this  issue.  I  am 
quite  aware  that  the  issue  is  not,  generally  speaking,  to  be  ex- 
plained by  any  of  the  previous  proceedings  in  the  cause.  But 
here  I  must  remind  the  pursuers'  counsel  of  the  course  taken  as 
to  the  preparation  of  the  issues.  These  issues  first  came  before 
the  court  as  framed  by  the  issue  clerks.  There  were  two  ver- 
sions of  the  issues,  which  as  to  this  one  were  quite  the  same, 
because,  whether  the  invention  was  used  in  Great  Britain  previ- 
ously or  not,  both  were  agreed  that  the  originality  of  the  inven- 
tion was  involved.  I  then  suggested  that  the  first  part  of  the 
pursuers'  issue,  as  proposed  by  the  issue  clerks,  should  be  taken 
as  the  defenders'  counter-issue.  To  this  the  Solicitor  General 
consented  at  once,  and  the  issue  was  altered  in  court  without 
any  one  perceiving  that  the  one  I  so  proposed  to  be  transposed 
was  open  to  the  criticism  stated  by  Mr.  Rutherford,  viz.  that  it 
did  not  include  prior  public  use,  which  the  defenders'  issue  had 
distinctly  included.  Under  this  issue  I  could  not  hold  that  the 
defenders  were  excluded  from  proving  the  public  use  of  the 
invention  previous  to  the  patent.  I  must  hold  that,  according 
to  the  way  those  issues  were  framed,  though  I  admit  not  the 
best,  it  was  an  oversight  on  the  part  of  the  court  in  suggesting 
to  the  defenders  that  this  would  try  their  case ;  I  say  as  those  is- 
sues were  framed,  I  cannot,  consistently  with  the  course  of  pro- 
cedure to  which  the  court  were  parties,  exclude  the  defenders 
from  proving  the  public  use.  I  know  in  general  that  you  can- 
not explain  the  issues  by  reference  to  the  previous  procedure, 
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/«  the  House  of  but  in  this  instance,  I  feel  that  I  would  be  running  counter  to 
Lordt'  the  justice  of  the  case,  if  I  were  to  exclude  that  proof. 

Certainly  I  would  in  the  abstract  agree  with  Mr.  Rutherford, 
that  an  issue  as  to  a  person  being  the  first  inventor,  is  not  an 
issue  as  to  public  use.    Taking  the  offer  of  prior  use  to  be  com- 
petent to  be  made  out  in  this  case,  if  the  defenders  can  prove  it, 
I  must  now  give  you  two  directions  in  point  of  law  on  this  is- 
sue.   It  is  not  sufficient  to  show  that  others,  in  experiments  or 
incidental  trials,  had  hit  upon  the  same  idea,  not  having  made 
public  the  principle  and  the  application  of  it  to  the  same  pro- 
cesses.   Even  if  the  principle  had  been  a  known  principle,  still 
if  it  is  for  the  first  time  applied  by  mechanical  contrivance  and 
apparatus  to  certain  processes,  in  which  it  had  not  been  previ- 
ously used  as  an  agent,  the  patent  would  be  good,  and  still 
more  when  the  principle  and  the  mode  of  carrying  it  into  a  prao- 
Originality  of    tical,  beneficial  result  are  claimed.     I  have  to  repeat,  that  the  on- 
not§  d^tro^d    jpnality  of  the  invention  is  not  destroyed  by  proof,  that,  in  the 
by  glimpses      history  of  the  arts  and  trades  of  this  country,  some  one  or  two 
experiments  of  or  even  more  persons  may  have  apparently  had  some  glimpse  of 
the  same  thing,  the  same  conception,  in  occasional  and  insulated  experiments, 
which  were  not  prosecuted,  nor  made  known,  and  from  which,  so 
far  as  the  rest  of  the  world  were  concerned,  no  result  or  change 
followed  on  former  practice. 

The  second  direction  in  point  of  law  which  I  have  to  give  yon 
on  this  issue,  respects  what  is  prior  use,  so  as  to  destroy  the  in- 
vention.    Now  this  is  well  expressed  in  the  words  of  the  patent 
in  this  and  other  cases;  this  is  what  the  defenders  must  prove- 
that  it  was  not  new,  in  respect  of  the  public  use  and  exercise 
thereof  in  this  kingdom.     These  emphatic  and  plain  words 
hardly  require  explanation ;  they  convey  the  meaning  to  yon  in 
a  way  that  it  is  impossible  to  mistake ;  the  question  in  each 
case  is  a  matter  of  feet  for  the  jury ;  but  this  is,  in  point  of 
law,  the  sort  and  kind  of  use,  the  existence  of  which  a  jury 
must  find  to  be  proved,  in  order  to  warrant  them  to  find  against 
The  utility  of    the  patentee.     I  may  state  to  you,  that  great  utility  is  one  im- 
a^eiemenTin    portant  element  in  the  question  of  novelty.     For  if  the  pro- 
ascertaining  its  cess  is  of  great,  manifest,  striking,  and  immediate  utility,  that  is 
nove  y'  of  the  utmost  importance  to  the  point.     Could  this  have  been 

previously  in  public  use  and  exercise  without  clear  and  abund- 
ant proof?  The  cases  referred  to  at  the  bar  have  settled  that 
the  use  must  be  public  use;  that  the  existence  and  trial  of 
regular  machines  of  the  very  same  sort,  if  abandoned,  if  not 
used  and  introduced  into  practice,  is  not  public  use  and  exercise 
thereof  in  the  kingdom.  Again,  in  the  case  of  the  suspension 
principle  for  wheels,  it  was  well  stated  by  Mr.  Justice  Pattesoo, 
to  the  jury  who  tried  that  case — "  If  on  the  whole  of  this  evi- 
dence, either  on  the  one  side  or  the  other,  it  appeared  that  this 
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wheel,  constructed  by  Mr.  S truths  order  in  1814,  was  a  wheel  A.D.1843. 
on  the  same  principles,  and  in  substance  the  same  wheel,  as  the 
other,  for  which  the  plaintiff  has  taken  out  his  patent,  and  that 
it  was  used  openly  and  in  public,  so  that  every  body  might  see 
it,  and  had  continued  to  use  the  same  thing  up  to  the  time  of 
taking  out  the  patent;   undoubtedly,  then,  that  would  be  a 
ground  to  say,  that  the  plaintiff's  invention  is  not  new,  and  if  it 
is  not  new,  of  course  his  patent  is  bad,  and  he  cannot  recover  in 
this  action ;  but  if,  on  the  other  hand,  you  are  of  opinion,  that 
Mr.  Strutt's  is  an  experiment,  and  that  he  found  it  did  not 
answer,  and  ceased  to  use  it  altogether,  and  abandoned  it  as 
useless,  and  nobody  else  followed  it  up,  and  that  the  plaintiff's 
invention,  which  came  afterwards,  was  his  own  invention,  and 
remedied  the  defect  (if  I  may  so  say),  although  he  knew  nothing 
of  Mr.  Strutt's  wheel,  he  remedied  the  defects  of  Mr.  Strutt's 
wheel,  then  there  is  no  reason  for  saying  the  plaintiff's  patent 
is  not  good"(n).     Again,  I  close  what  I  have  to  say  to  you 
here,  by  the  well-considered  language  of  Chief  Justice  Tindal: 
"  It  will  be  for  the  jury  to  say,  whether  the  invention  was  or 
was  not  in  public  use  and  operation  at  the  time  the  patent  was 
granted.    There  are  certain  limits  to  this  question.     A  man 
may  make  experiments  in  his  own  closet:  if  he  never  communi- 
cates these  experiments  to  the  world,  and  lays  them  by ;  and 
another  person  has  made  the   same  experiments,  and,   being 
satisfied,  takes  a  patent ;  it  would  be  no  answer  to  say  that 
another  person  had  made  the  same  experiments;  there  may  be 
several  rivals  starting  at  the  same  time ;  the  first  who  comes 
and  takes  a  patent,  it  not  being  generally  known  to  the  public, 
that  man  has  a  right  to  clothe  himself  with  the  authority  of  the 
patent,  and  enjoy  the  benefit  of  it;  if  the  evidence,  when  pro- 
perly considered,  classes  itself  under  the  description  of  experi- 
ment only,  that  would  be  no  answer.     On  the  other  hand,  the 
use  of  an  article  might  be  so  general  as  to  be  almost  universal ; 
then  you  can  hardly  suppose  any  body  would  take  a  patent. 
Between  these  two  limits  most  cases  will  range  themselves,  and 
it  must  be  for  the  jury  to  say,  whether  the  evidence  convinces 
their  understanding,  that  the  subject  of  the  patent  was  in  public 
use  and  operation  at  the  time  when  the  patent  was  granted"  (o). 
You  will  observe  that  it  is  settled  that  the  trials  founded  on 
as  a  proof  of  prior  use — 1.  Must  have  been  public.     2.  Must 
have  been  continued — not  abandoned.    3.  Must  have  continued 
to  the  time  when  the  patent  was  granted ;  1  don't  say  to  the 
very  exact  period,  but  it  must  have  been  known  and  used  as  a 
useful  thing  at  the  time.     The  abandonment  of  trials  as  not 
successful  or  satisfactory,  is  a  decided  proof  that  the  invention 


(u)  In  Jena  v.  Pearie,  ante  124.  (o)  In  Comith  v.  Kane,  ante  508. 
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In  the  Hou$e  of 
Lords. 


The  specifica- 
tion being  for 
the  benefit  of 
the  trade,  must 
be  sufficient  for 
workmen  com- 
petent to  the 
ordinary  busi- 
ness of  that 
trade;  first-rate 
engineers  and 
common  la- 
bourers are  to 
be  excluded. 


was  not  turned  to  account  for  public  utility,  and  was  not  in 
public  use  and  operation.  With  these  directions  as  to  the  law 
of  this  first  of  the  counter-issues,  you  will  probably  be  able 
easily  to  dispose  of  this  part  of  the  case  on  the  evidence,  keep- 
ing in  view  that  the  defenders  must  prove  that  issue  (p). 

I  have  now  to  call  your  attention  to  the  next  two  issues 
which  the  defenders  seek  to  establish :  "  Whether  the  descrip- 
tion contained  in  the  said  specification  is  not  such  as  to  enable 
workmen  of  ordinary  skill  to  make  machinery  or  apparatni 
capable  of  producing  the  effect  set  forth  in  the  said  letter* 
patent  and  specification ;  and  whether  machinery  or  apparatus 
constructed  according  to  the  description  in  the  said  letters 
patent  and  specification,  is  not  practically  useful  for  the  pur- 
poses set  forth  in  the  said  letters  patent?"  Now,  gentlemen, 
observe  it  is  the  effect  set  forth  in  the  letters  patent ;  it  is  not 
to  produce  the  same  effect  with  No.  7>  which  I  take  as  a  short 
description  generally  (g).  On  these  issues  there  are  matters 
for  me  to  state  to  you  in  point  of  law.  Workmen  of  ordinary 
skill,  means  those  competent  in  the  ordinary  business  and 
conducting  of  the  particular  trade — to  furnish  and  construct 
apparatus  for  the  purpose  required.  Certainly,  the  pursuer 
does  not  satisfy  the  condition  of  law,  if  he  says  men  of  the 
greatest  science — first-rate  engineers — could  understand  him,  and 
would  know  what  to  do,  or  what  directions  to  give.  That  is 
not  enough.  The  specification  must  be  for  the  benefit  of  the 
trade  when  the  patent  is  out;  it  is  addressed  to  those  engaged 
in  particular  departments  of  trade,  and  who  are  to  be  employed 
in  order  to  make  apparatus  for  the  purpose,  those  who  are  com* 
petent  to  make  similar  apparatus  for  similar  purposes.  But 
the  terms  in  the  issue  do  not  denote  common  labourers  or 
workmen  employed  under  those  who  do  furnish  and  construct 
such  apparatus.  We  know  that  in  many  trades  the  most  skilful 
workmen,  in  the  subdivision  of  labour,  are  conversant  only  with 
parts  and  portions  of  machines,  and  could  not  put  together  die 
whole.    The  workmen  referred  to  by  the  law  are  those  con- 


(p)  The  above  direction  as  to  the  legal  requi- 
sites of  the  user,  which  will  vitiate  letters  patent, 
was  excepted  to,  and  the  exception  allowed  by 
the  House  of  Lords,  their  lordships  being  of 
opinion,  that  the  learned  Chief  Justice  Clerk 
must  be  understood  as  speaking  of  the  use  of  a 
complete  and  perfect  invention,  and  not  of  that 
which  could  be  strictly  designated  as  trial  or  ex- 
periment only,  by  reason  of  its  being  an  inven- 
tion incomplete  and  not  perfected.  Their  lord- 
ships were  also  of  opinion,  that  abandonment  was 
evidence  only,  and  not  proof,  of  the  trial  having 
been  mere  experiment.  The  following  observa- 
tions of  the  noble  and  learned  lords  during  the 
argument  are  important. 

Lord  Brougham :  If  the  learned  judge  had  said 
the  abandonment  is  an  important  question  in  con- 


sidering whether  it  is  an  experiment  or  perfected 
invention,  he  would  have  done  no  more  than  wss 
right.   It  was  an  element  for  the  eonsideraUoa  of 


Lord  Campbell:  In  point  of  fact,  when  at  tfcs 
bar,  I  always  considered  when  I  was  dealiag  vita 
the  merits  of  a  case,  that  abandonment  was  almost 
decisive  to  show  that  it  was  not  a  real  imreatke, 
though  in  point  of  law  it  most  be  immaterial.  It 
seems  to  me,  that  it  must  rest  either  on  experi- 
ment or  invention.  If  it  be  experiment,  the  con- 
tinuance down  to  the  time  of  the  petent  is  ismm 
terial — it  will  not  invalidate  the  petent;  bet  if  it 
be  an  invention,  the  invention  itself  will  be  good, 
and  the  abandonment  will  not  effect  it. 

(?)  This  No.  7  was  a  model  of  the  i 
apparatus  used  by  the  defenders,  enftf  68S. " 
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versant  with  the  construction,  and  principles,  and  rules,  of  A.D.  1843. 
apparatus  for  heating  air,  and  with  the  object  of  the  blowing 
apparatus,  so  that  the  heating  of  the  air  shall  impede  the  blast 
as  little  as  possible.  The  apparatus  to  attain  the  end  is  to  heat 
vessels  in  order  to  heat  the  blast.  Then  you  are  to  apply  to 
persons  who  are  conversant  with  the  rules,  purposes,  and  con- 
ditions to  be  observed,  and  usually  acted  upon  in  heating  air, 
and  who  construct  and  furnish  such  apparatus.  Another  im- 
portant direction  I  have  to  give  you  in  point  of  law  is  this— 
when  you  are  asked  in  the  words  of  the  second  issue  "  capable 
of  producing  the  effect  set  forth;"  or  of  the  third,  "practically 
useful  for  the  purpose  set  forth/5  &c. ;  the  point  is  not,  whether 
in  first  acting  on  the  specification,  persons  would  have  furnished 
either  Mr.  Condie's  pipes,  or  any  contrivance  at  all  so  good,  or 
giving  so  much  benefit  from  the  invention.  You  will  see  now 
the  great  importance  of  the  general  directions  I  formerly  gave 
you  as  to  the  object  of  the  patent,  and  the  extent  of  the  claim. 
The  patentee  does  not  profess  to  state  any  particular  form  of 
pipes  for  getting  either  a  certain  degree  or  the  greatest  degree 
of  benefit  from  the  hot  blast,  and  this  shows  you  the  fallacy  in 
a  great  part  of  the  evidence  for  the  defenders*  The  patentee 
says,  "  the  hot  blast  will  produce  heat  in  the  furnace.  Heat 
the  blast  in  any  way,  you  will  get  benefit;19  and  then  the 
question  is,  can  apparatus  be  constructed,  by  those  competent  to 
construct  the  heating  apparatus,  so  as  to  have  some  decided 
benefit,  more  or  less.  If  that  shall  be  proved,  then  we  have  no  Not  necessary 
question  under  this  issue,  whether  the  greatest  benefit  would  at  {^^rioed"" 
first  have  been  attained  in  acting  on  the  specification.  Here,  I  should  produce 
prefer  putting  this  point  to  you  in  the  words  of  my  brother  ^0^ J^. 
judge  in  England,  who  tried  this  case.  Mr.  Baron  Parke,  in  nefit. 
commenting  on  the  opinion  of  a  scientific  witness,  examined  as 
to  whether  workmen  could,  from  the  specification,  construct  an 
apparatus  which  would  be  most  efficaciously  used,  says  (ante 
317),  "That,  however,  I  do  not  think  is  the  exact  point.  The 
point  is,  whether  it  can  be  used  beneficially  taking  it  in  the  sim- 
plest form.  If  in  order  to  use  it  beneficially  at  all,  experiments 
were  necessary,  about  which  a  good  deal  was  said  by  the  At- 
torney General,  then  the  specification  would  be  void.  If  it 
were  necessary  to  use  experiments  in  order  to  have  the  benefit 
of  the  invention,  in  which  it  is  claimed  by  the  specification,  in 
that  case  it  would  be  void ;  but  if,  in  this  case,  it  is  only  neces- 
sary to  have  recourse  to  experiments,  in  order  to  have  the  full 
benefit  that  the  subject  is  capable  of,  it  appears  to  me,  that  it 
would  not  void  the  patent;  because,  though  it  is  a  subject 
beneficial  in  its  simplest  form  of  application,  it  is  a  vast  deal 
more  useful  when  the  improvement  takes  place ;  and  in  order 
to  make  the  greatest  improvement,  unquestionably  many  ex- 
periments are  necessary,  and  even,  at  this  very  moment,  not- 

4  u 
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In  the  Howe  of  withstanding  the  great  improvements  that  have  taken  place, 
Lords.  there  is  no  doubt  that  the  matter  is  not  in  that  state  of  im« 

provement  which,  in  all  probability,  it  will  be  in  the  course  of 
a  few  years.     It  does  not  appear  to  me,  therefore,  that  what  the 
Attorney  General  has  dwelt  upon,  with  reference  to  the  eri- 
dence,  all  the  evidence  in  the  case,  that  that  affects  the  patent 
If  experiments  were  necessary  to  produce  any  degree  of  benefit 
under  the  patent,  then,  in  that  case,  I  think  the  specification  is 
void,  for  it  does  not  give  the  requisite  degree  of  temperature; 
but  if  the  simplest  form  would  be  productive  of  benefit,  it 
appears  to  me  that  the  specification  is  good."     And  again  {ante 
320),  Baron  Parke  says,  u  I  have  already  told  you,  that  if  ex- 
periments are  necessary  in  order  to  construct  a  machine  to 
produce  some  beneficial  effect,  no  doubt  this  specification  is 
defective.     If  experiments  are  only  necessary  in  order  to  pro- 
duce the  greatest  beneficial  effect,  in  that  case  I  think  the  patent 
is  not  void."    Then  again  (ante  322),  Baron  Parke  says, "  How- 
ever, I  think  one  may  very  well  collect  from  the  evidence  as  to 
Mr.  Neilson's  own  acts,  that  he  really  was  not  fully  aware  either 
of  the  great  value  of  his  patent,  and  still  more,  was  not  fully 
aware  of  the  beneficial  mode  of  carrying  it  into  effect.    That 
was  discovered  by  persons  more  acquainted  than  he  himself  was 
It  is  sufficient  if  with  the  science  of  heating  air.     Still,  however,  I  think,  if  you 
quainted  with    are  °^  op"1*011  ^at  *e   specification   does  disclose   such  an 
heating  air        apparatus  as  to  enable  an  ordinary  workman,  acquainted  with 
a^apparatn™01  ^e  8Ubject  of  making  blowing  apparatus,  and  fitting  up  appara- 
productive  of    tus  for  forges"  (I  put  it  rather  differently — I  should  say,  work- 
some    oe  u     men  aCqUainted  with  the  construction  of  apparatus  for  heating 
air,  and  so  I  observe  Baron  Parke  ultimately  (ante  32/)  put  it), 
"  to  construct  an  apparatus  of  some  value,  so  as  to  make  it  worth 
while ;"  it  seems  to  me,  that  so  far  as  this  objection  goes,  the 
specification  would  not  be  insufficient.     I  take  these  passages, 
the  more  because  that  learned  judge  adopted  a  view  of  the  spe- 
cification, in  which  the  court  held  he  was  wrong,   and  had 
throughout  a  decided  impression  at  the  trial,  that  the  specifica- 
tion was  defective,  thinking  that  it  told  those  who  were  to  work 
on  it  to  disregard  the  rules  as  to  heating  air.     But  even  with 
that  view  you  see  how  he  puts  this  point.     I  have  only  to  add, 
that  I  think  he  states  this  not  so  favourably  as  I  can  now  do, 
and  feel  bound  to  do,  guided  by  the  judgment  of  the  English 
Court  of  Exchequer  and  of  Lord  Lyndhurst.     I  have  to  tefl 
you,  in  point  of  law,  that  under  this  patent,  not  claiming  any  or 
the  best  contrivance  for  heating  the  air,  and  at  the  least  expense 
and  trouble,  the  result  which  actually  followed,  viz.  that  persons 
in  the  trade,  and  in  acting  on  the  patent,  contrived,  from  time 
to  time,  a  great  variety  of  contrivances,  more  or  less  valuable  or 
costly,  and  at  last  came  to  settle  generally  into  one  form  as 
better  than  otWs^fca  era&l?  the  result  which  might  be  ex* 
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pected  to  follow  under  a  patent  of  this  general  character;  and  A. D.  1843. 
that,  if  the  patent  is  good  in  law,  then  it  gave  no  form  of  ap- 
paratus for  heating  air,  but  claimed  the  contrivance  generally* 
of  heating  the  blast  for  the  effect  and  end  of  producing  heat  in 
the  furnace.  The  only  point  for  you  is — will  any  contrivance 
which  heats  the  blast  produce  that  beneficial  effect  and  end  ?  if 
so,  then  the  defenders  have  failed  to  prove  these  two  issues.  I 
shall  explain  to  you  that,  on  this  point,  I  think  the  defenders 
have,  in  the  evidence  of  some  of  their  own  witnesses,  given  you 
the  most  decided  and  valuable  evidence  in  the  whole  cause,  in 
support  of  the  pursuer's  answer  to  these  two  issues. 

But  then  the  defenders  contend,  that  there  are  directions  in  As  to  the  il- 
the  specification  as  to  heating  vessels,  and  9s  to  the  form  of  the  J^n^be  aw- 
vessels,  and  that  these  directions  are  at  variance  with  all  the  cification. 
rules  as  to  heating  air,  and  would  mislead  all  persons  conversant 
with  heating  apparatus,  by  directing  them  to  act  against  all  the 
known  rules  for  heating  air,  in  order  to  make  the  blast  hot,  and 
in  order  to  attain  the  end  of  this  patent  on  the  furnace.  I  am 
under  considerable  doubt  whether  others  may  view  this  as  mat- 
ter of  law.  In  case  it  should  be  so  considered  elsewhere,  I  will, 
if  either  party  require  it,  state  my  opinion  in  point  of  law,  so 
that  they  may  not  be  cut  out  of  the  opportunity  of  making  it 
matter  of  record.  But  individually  I  hold,  under  these  issues 
settled  to  try  this  cause,  that  this  is  a  question  wholly  for  you, 
the  jury,  keeping  in  view  the  principles  for  construing  the  spe- 
cification which  I  have  stated  to  you,  and  proceeding  as  you 
will  upon  the  view  I  have  stated  of  the  patent,  in  point  of  law, 
as  a  general  patent  for  the  application  of  hot  blast  to  fires, 
forges,  and  furnaces,  the  air  under  blast  being  heated  at  a  par- 
ticular stage  of  the  process,  and  not  being  a  patent  for  any 
particular  mode  of  heating  air,  so  that  directions  to  workmen 
on  that  subject  are  not  to  be  presumed.  Then  another  point  is 
raised  by  the  defenders,  viz.  that  the  heat  of  the  blast,  obtained 
even  by  the  original  forms  of  the  apparatus,  and  before  Condie's 
pipes  were  introduced,  was  such  as  to  burn  the  old  dry  twires ; 
that  even  the  old  water  twires  used  at  the  great  heat  of  re- 
fineries would  not  stand  the  heat  obtained  by  the  hot  blast 
even  before  the  pipes  represented  by  5  and  7  were  introduced; 
that  the  patentee  did  not  tell  how  the  mouth  of  the  aperture 
into  the  furnace,  at  which  the  hot  blast  was  introduced,  was  to 
be  guarded ;  and  that  on  this  account  either  the  specification  is 
defective  in  point  of  law,  or  does  not  enable  benefit  to  be  de- 
rived from  the  hot  blast  by  Neilson's  invention  alone.  I  am 
not  sure  exactly  which  view  the  defenders  stand  on,  whether  it 
is  defective  in  law  because  it  does  not  guard  the  furnace  from 
the  effect  of  the  hot  blast,  or  whether  objectionable  in  fact, 
because  it  is  shown,  as  they  allege,  that  without  that  invention 
the  benefit  would  not  be  derived  at  all.    On  the  evidence  you 


water  twires. 
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in  theHcuttqf  will  consider,  whether  there  can  be, in  point  of  fact,  any  drcuro- 
Lardim  stance  of  real  evidence  more  conclusive  as  to  the  great  heat 

obtained  in  practice  with  all  the  older  contrivances,  than  that 
not  only  the  dry,  but  even  the  old  water  twire  would  not  stand— 
and  whether  the  continuance  of  the  use  of  die  hot  blast,  not- 
withstanding these  interruptions,  is  not  decided  real  evidence 
The  patentee  also  of  the  practical  advantages  to  the  trade.  But  on  this  point 
P?ve^y  dil^c-  l  m***  8tate  to  y°*>  in  Point  of  law,  that  for  the  object  and 
tio?s "Ji?e  P^P086  °f  tne  patent,  the  specification  is  not  defective  so  far 
as  it  does  not  state  how,  or  in  what  manner,  the  mouth  of  the 
furnace  was  to  be  guarded,  and  that  the  patentee  was  not  bound 
to  do  so.  But  I  cannot  say  that  this  objection,  in  point  of 
fact,  is  to  be  excluded  from  your  consideration  under  the  second 
and  third  issues,  attending,  however,  to  the  rules  I  have  given 
you  in  construing  the  specification,  and  also  to  the  general 
nature  of  the  patent,  as  I  have  stated  it.  The  alleged  difficulty 
of  acting  on  and  using  the  hot  blast  before  the  new  water  twire 
was  invented,  may  be  used  as  evidence  to  show  that  the  inven- 
tion was  of  no  practical  utility  until  a  new  water  twire  was 
invented,  for  it  is  said  by  the  defenders,  that  even  the  old  water 
twire  was  of  no  use,  although  in  many  of  the  English  worb 
Condie's  twire  is  not  yet  used.  But  as  a  legal  objection  to  his 
patent,  I  apprehend  that  it  cannot  be  maintained,  in  point  of 
law,  that  the  patentee  was  bound  to  state  how  the  sides  of  the 
furnace,  where  the  hot  blast  was  to  enter,  should  be  protected. 
Now  this  brings  to  a  close  the  directions  which  I  have  to 
give  you  in  point  of  law.  They  have  been  certainly  fuller,  and 
perhaps  more  anxious,  than  necessary.  But  knowing  that  one 
of  the  parties  thought  that  the  benefit  of  trying  the  point  of 
law  was  lost  to  them  in  England,  I  have  thought  it  my  duty  to 
state  the  case  most  fully,  so  that  every  point  may  be  before 
the  parties  as  far  as  it  occurred ;  and  I  have  also  thought  it  my 
duty  not  to  withhold  any  points  of  law  so  far  as  their  tendency 
and  meaning  might  bear  directly  on  the  light  in  which  you  are 
to  consider  the  evidence.  You  must,  with  your  intelligence, 
perceive  that  the  decision  of  the  questions  in  the  cause  depends 
very  little  on  the  details  of  the  evidence,  but  mainly  on  the 
general  views  you  must  take  of  the  case  in  point  of  law,  or  on 
the  general  views  you  have  as  to  the  meaning  of  the  specifica- 
tion. But  still  the  details  of  the  evidence  must  be  anxiously 
attended  to,  in  order  to  secure  certain  and  safe  judgment. 

If  your  opinion  on  the  whole  cause  shall  be  for  the  defenders, 
it  will  be  sufficient  that  you  find  generally  for  the  defenders. 
If  your  opinion  shall  be  for  the  pursuer,  then  I  have  men- 
tioned that,  for  various  reasons,  I  shall  ask  you  to  answer 
certain  additional  questions,  and  I  am  persuaded  that,  by  doing 
so,  I  shall  save  great  uncertainty  and  embarrassment,  especially 
as  in  England  some  points  were  held  to  be  law  for  the  court, 
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which  I  humbly  think  ore  points  for  you,  and,  at  all  events,  are  A.  D.  1843. 
made  by  these  issues  points  for  the  jury  trying  the  same.    The 
questions  are — 

1.  Whether,  by  the  description  in  the  said  specification,  the  The  questions. 
patentee  did,  or  did  not,  refer  to  any  particular  form,  or  shape, 
or  mode  of  construction,  of  the  air  vessel  or  vessels,  or  recep- 
tacle or  receptacles,  in  which  the  air  under  blast  is  to  be 
heated  ?  2.  Whether,  by  the  use  of  the  term  u  effect"  in  the 
specification,  the  patentee  did,  or  did  not,  state  that  the  form 
and  shape  of  the  air  vessel  or  vessels  were  immaterial  for 
the  purpose  of  heating  the  air  in  such  air  vessel  or  vessels  ? 
3*  Whether  the  terms  of  the  specification  respecting  the  air 
vessels  or  receptacles,  and  the  size  and  numbers  thereof,  are,  or 
are  not,  such  as  to  mislead  persons  acquainted  with  the  process 
of  heating  air,  so  as  to  direct  and  cause  them  to  construct  the 
vessels  in  a  form  or  manner  contrary  to  the  ordinary  and 
necessary  rules  to  be  attended  to  in  heating  air  passed  into 
vessels,  for  the  purpose  of  being  heated  under  the  progress  of 
the  blast  (r)? 

To  the  above  direction  in  law  of  the  Lord  Justice  Clerk  the  other  exup-    ] 
counsel  for  the  defenders  excepted  as  follows : —  tUmt* 

(2.)  In  so  far  as  he  did  direct  the  jury,  that  the  patentee  did 
not  claim  as  any  part  of  this  invention,  or  profess  to  describe, 
any  mode  of  heating  the  air  under  blast  in  a  vessel ;  or  any 


(r)  The  learned  judge  then  recapitulated  the  find  for  the  pursuer.     I  think  you  are  entitled  to 

evidence,  and  gave  the  following  directions  as  to  wejjj?n  tne  "hole  matter  in  your  minds. 
the  damages.  Then  there  is  another  branch  of  damage,  vis. 

The  damages. — The  only  other  point  that  arises  compensation  for  the  invasion  of  the  patent.  Now, 

on  the  supposition  of  your  finding  for  the  pur-  the  invasion  of  a  patent  is  just  as  much  an  inva- 

suer,  is  the  question  of  damages.     Damages  are  sion  of  a  man's  rights  as  if  you  were  to  make  an 

claimed  of  two  kinds.     You  are  aware  that  the  inroad  upon  a  man's  house,  or  as  if  you  were  to 

of  the  damage  arises  in  regard  to,  and  is  trespass  on  his  property.    It  is  an  injury  done  to 


of  course  involved  in  the  consideration  of  this  first  him,  and  therefore  he  is  entitled  to  compensation. 

issue.    The  amount  of  damage  you  may  give  ac-  

cording  to  the  circumstances  proved.     I  must  The  jury  found  as  follows :  "  That  in  respect 

own  that  I  think  the  damages  should  have  been  of  the  matters  proven  before  them,  they  find  for 

much  more  satisfactorily  proved,  if  it  was  to  be  the  pursuer  on  all  the  issues ;  and  further  find, 

proved  in  pounds,  shillings,  and  pence,  in  regard  that  by  the  description  in  the  said  specification, 

to  this  colliery.    But  still  there  is  no  contradic-  the  patentee  did  not  refer  to  any  particular  form, 

tory  evidence.    The  saving  spoken  of,  vis.  £2  2$.  or  shape,  or  mode  of  constructing  the  air  vessel  or 

per  ton,  is  not  contradicted.    The  answer  that  vessels,  or  receptacle  or  receptacles,  in  which  the 

was  put  was  this — be  it  that  the  manufacture  was  air  under  blast  is  to  be  heated ;  and  further  find, 

conducted  at  that  rate  of  saving,  still  I  have  not  that  by  the  use  of  the  term  '  effect'  in  the  speci- 

made  profit  on  this  whole  concern.     That  is  no  fication,  the  patentee  did  not  state  that  the  form 

answer  in  point  of  law;  and  no  evidence  was  and  shape  of  the  air  vessel  or  vessels  were  imma- 

tendered  to  show  that  the  saving  was  overrated,  terial  for  the  purpose  of  heating  the  air  in  such 

Whether  that  saving  comes  to  £3400,  as  calcu-  vessel  or  vessels ;  and  further  find,  that  the  terms 

lated,  it  is  for  you  to  say.     1  am  bound  to  tell  of  the  specification  respecting  the  air  vessels  or 

yon  in  point  of  law,  that  the  pursuer  is  entitled  to  receptacles,  and  the  size  and  number  thereof,  are 

claim  the  benefit  arising  out  of  the  saving  made  not  such  as  to  mislead  persons  acquainted  with 

by  his  apparatus.    But  it  is  said,  it  does  not  fol-  the  process  of  heating  air,  so  as  to  direct  and 

low  that  he  is  entitled  to  obtain  in  law  the  whole  cause  them  to  construct  the  vessels  in  a  form  or 

of  that  saving,  because  the  defenders  tell  you  the  manner  contrary  to  the  ordinary  and  necessary 

variety  of  circumstances  under  which  these  works  rules  to  be  attended  to  in  heating  air  passed  into 

were  carried  on.    It  is  impossible  to  take  it  as  a  vessels  for  the  purpose  of  being  heated  under  the 

legal  estimate,  from  which  you  are  not  to  depart  progress  of  the  blast ;  and  they  assess  the  da- 

in  deliberating  on  the  claim,  assuming  that  you  mages  at  £3000." 
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in  ths  Home  of  particular  form  or  dimensions  of  the  vessel  or  vessels  to  be  em-* 
Lord$'  ployed  for  that  purpose.     (3.)  In  so  far  as,  upon  such  view  of 

the  extent  and  nature  of  the  patentee's  claim,  he  did  direct  the 
jury,  in  point  of  law,  that  the  said  patent  was  valid,  and  did  not 
direct  the  jury,  in  point  of  law,  that  the  patent  was  invalid. 
(4.)  In  so  far  as  he  did  not  direct  the  jury,  in  point  of  law,  that 
the  specification,  by  not  giving  a  particular  description  of  the 
nature  of  the  said  invention,  and  in  what  manner  the  same  vat 
to  be  performed,  was  insufficient,  and  did  not  comply  with  the 
condition  on  which  the  patent  was  granted.  (5.)  In  so  far  as 
he  directed  the  jury,  that  it  was  a  question  on  the  intelligibility 
of  the  patent,  and  for  them,  whether  the  specification  contains 
a  special,  limited,  and  restricted  description,  by  which  the  in- 
ventor so  described  one  sort  of  apparatus,  that  he  cannot 
maintain  that  his  patent  is  one  which  applies  to  all  varieties  in 
the  apparatus  which  may  be  employed  in  the  heating  of  air 
while  under  blast,  and  did  leave  that  question  on  the  evidence 
to  the  jury;  and  did  not  direct  that  the  meaning  of  the  specifi- 
cation, on  a  matter  not  involving  words  of  art,  is  matter  of  lav 
for  direction  by  the  court.  (6.)  In  so  far  as  he  did  not  direct 
the  jury,  that  on  the  construction  of  the  patent  and  specifica- 
tion, the  patentee  cannot  claim  or  maintain  that  his  patent  is 
one  which  applies  to  all  varieties  in  the  apparatus  which  may 
be  employed  in  heating  air  while  under  blast,  but  was  limited  to 
a  particular  apparatus  described  in  the  specification.  (7.)  In  so 
far  as  he  directed  the  jury,  that  the  sense  of  the  term  "  effect" 
in  working  on  this  specification,  was  a  question  upon  the  evi- 
dence for  them,  and  not  matter  of  law  for  direction  by  the 
court.  (8.)  In  so  far  as  he  did  not  direct  the  jury,  that  the 
term  "  effect,"  as  employed  in  the  specification,  meant  heating 
the  air  while  under  blast,  and  increase  of  heat  in  the  furnace. 
(9.)  In  so  far  as  he  directed  the  jury,  that  if  they  were  of 
opinion  that  the  patentee  had  not  limited  himself  in  his  specifi- 
cation to  any  particular  description  of  vessel  or  apparatus, 
variances  in  the  modes  or  kinds  of  apparatus  are  of  no  moment, 
provided  that,  in  the  processes  referred  to  (the  use  of  fires, 
forges,  and  furnaces),  the  object  of  the  particular  contrivance  or 
apparatus  is  to  heat  the  air  under  blast  at  the  same  stage  of 
the  process,  viz.  between  the  blowing  apparatus  and  the  fur- 
nace, and  to  throw  it  so  heated  into  the  furnace,  to  the 
effect  of  this  improved  application  of  air  for  that  purpose. 
(10.)  In  so  far  as  the  said  Lord  Justice  Clerk  directed  the 
jury,  in  point  of  law,  that  it  was  no  objection  to  the  validity 
of  such  a  patent,  that  it  included  every  mode  of  applying  the 
principle  or  agent  so  as  to  produce  the  specified  result,  although 
one  mode  may  not  be  described  more  than  another— although 
one  mode  may  be  infinitely  better  than  another — although 
much  greater  benefit  would  result  from  the  application  of  the 
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principle  by  one  method  than  by  another — although  one  me-  A.D.  1843. 
thod  may  be  much  less  expensive  than  another ;  and  that  this 
generality  of  claim,  that  is,  for  all  modes  of  applying  the  prin- 
ciple to  the  purpose  specified,  according  to  or  within  a  general 
statement  of  the  object  to  be  obtained,  and  of  the  use  to  be 
made  of  the  agent  to  be  so  applied,  was  no  objection  whatever 
to  the  patent.  (11.)  In  so  far  as  the  Lord  Justice  Clerk 
directed  the  jury,  in  point  of  law,  that  the  proof  of  prior  use  of 
the  patent  invention  must  not  only  be — 1.  Public,  but — 2.  Must 
have  been  continued,  not  abandoned;  and — 3.  Must  have 
continued  to  the  time  when  the  patent  was  granted,  not  to  the 
very  exact  period,  but  that  it  must  have  been  known  and  used 
as  a  useful  thing  at  the  time.  (12.)  In  so  far  as  the  Lord 
Justice  Clerk  directed  the  jury,  in  point  of  law,  that  for  the 
object  and  purpose  of  the  patent  the  specification  is  not  defec- 
tive, so  far  as  it  does  not  state  how,  or  in  what  manner,  the  mouth 
of  the  furnace  was  to  be  guarded,  and  that  the  patentee  was 
not  bound  to  do  so.  (13.)  In  so  far  as  the  said  Lord  Justice 
Clerk  did  not  direct  the  jury,  in  point  of  law,  that  for  the 
object  and  purpose  of  the  patent  the  specification  was  defec- 
tive, in  so  far  as  it  did  not  state  how,  or  in  what  manner,  the 
end  of  the  pipe  conducting  the  heated  air  into  the  furnace  was 
to  be  protected  against  the  effects  of  the  intensity  of  the  heat, 
and  that  the  patentee  was  bound  to  do  so  (*)• 


The  Attorney  General  (  Sir  F.  Pollock),  the  Lord  Advocate  Argument  on 
(D.MNeill),  md  Kelly,  for  the  appellants.  As  to  the  first  excep-  theucePtwn^  - 
tion  (/).  Under  the  issues  and  averment  on  the  record  of  user, 
it  was  competent  to  the  defenders  to  have  gone  into  the  whole 
question  of  the  originality  of  the  invention.  The  defenders 
proposed  to  show  the  prior  use  of  hot  air  at  Irvine  and  other 
places.  Prior  use  intimates  prior  knowledge,  and  shows  prior 
invention.  The  relevancy  of  the  rejected  evidence  cannot  be 
disputed.  [Rutherford:  The  evidence  was  rejected  on  the 
ground  of  there  not  being  sufficient  notice.]  [Lord  Campbell: 
The  question  was  whether,  according  to  the  mode  of  proceeding 
in  Scotland,  taken  in  conjunction  with  Lord  Brougham's  act,  it 
was  competent  to  give  evidence  of  that  particular  case  on  that 
particular  occasion.  The  relevancy,  of  course,  was  assumed  in 
taking  the  objection.]  [Lord  Brougham:  You  contend  that 
place  and  time  ought  to  have  been  given,  that  you  might  be 
prepared  to  meet  it.]     An  issue  having  been  granted  to  try  the 


(«)  The  exceptions  tendered  in  this  case  were  Brougham's  act  did  not  apply  to  the  system  of 

argued  before  the  judge  of  the  Second  Division  pleading  in  Scotland,  has  been  already  given, 

of  the  Court  of  Session,  and  overruled.    The  ante  552.     The  judgments  are  printed  at  length 

substance*  of  these  judgments,  with  reference  to  in  the  appendix  to  the  case, 

the  first  exception,  and  the  decision  that  Lord  (t)  See  the  exception,  ante  676. 
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1%  ike  Houu  of  question  of  prior  use,  the  statement  that  the  invention  had  been 
used  in  Scotland  and  England  was  quite  sufficient ;  it  was  com- 
petent for  the  other  party  to  have  objected  to  the  issue,  or 
to  have  required  more  specification.  [Lord  Campbell:  Some 
places  are  specified (/)•]  Some  places  in  England;  and  the 
allegation  is,  that  the  invention  was  known  and  practised  both 
in  England  and  Scotland ;  an  objection  cannot  be  taken  to  the 
sufficiency  of  the  statement  after  an  issue  has  been  granted  («). 
The  question  is,  what  degree  of  particularity  is  required  to 
satisfy  the  enactments  of  the  Judicature  Act  and  the  Act  of 
Sederunt;  a  particular  of  person,  time,  and  place,  has  never  been 
required  (x).  The  evidence  in  this  case  was  not  rejected  on  die 
ground  of  the  insufficiency  of  the  general  averment,  but  became 
that  the  general  averment  being  followed  out  by  specific  in- 
stances, the  party  was  misled  into  the  belief  that  only  those 
specific  instances  were  to  be  adduced  in  evidence.  The 
learned  judge  at  the  trial  said  the  general  statement  by  itself 
would  have  been  sufficient,  and  the  judges  of  the  Second 
Division  of  the  Court  of  Session  adopted  this  opinion.  If 
the  general  statement  were  sufficient  of  itself,  the  particular 
instances  in  England  cannot  limit  it  at  all  events  with  regard  to 
Scotland.  The  question  therefore  is  simply,  whether  the  party 
was  taken  unawares  by  the  attempt  to  prove  some  use  in  Scot- 
land; the  record  gives  notice  of  some  use  in  Scotland.  No 
more  particularity  is  required  in  cases  of  patents  than  in  other 
cases,  unless  the  statute  5  &  6  W.  4,  c.  83,  applies  (y). 

As  to  the  11th  exception — The  learned  judge  divided  the  ques- 
tion of  user  into  three  classes ;  it  must  be  public — continued, 
and  not  abandoned — continued  to  the  time  of  the  patent  being 
granted,  not  to  the  exact  time,  but  known  and  used  as  a  useful 
thing  at  the  time  {z).  What  is  meant  by  the  exact  time  ?  What 
period  of  cessation  would  be  sufficient  to  give  a  fresh  right? 
[Lord  Lyndhurst,  L.  C. :  I  have  always  understood  the  rule  in 
England  to  be  this,  that  if  a  man  invents  a  thing  and  uses  it, 
and  it  is  publicly  communicated,  if  he  discontinues  the  use  of  it, 
still  that  prevents  another  person  from  taking  out  a  patent] 
According  to  the  above  direction,  however  public  the  use,  and 
however  long  continued,  if  it  be  not  continued  down  to  die 
time  of  the  patent,  such  prior  use  will  not  invalidate  a  subse- 
quent patent  for  the  same  invention.    The  learned  judge  by 


(0  See  the  statement,  anU  675.  and  Company,  5  W.  &  Sh.  Ap.  C.  465;  GUht. 

(u)  See  the  decision  of  the  Court  of  Ex-  Afacfcin^Jay,  5  W.&  Sh.  Ap.  C.  472,  as  shotnaf 

chequer,  ante  370,  in  the  analogous  case  of  the  the  kind  of  averments  in  other  case*.     Abo  the 

notice  of  objections  under  the  statute.  case  of  RuutU  v.  Crichtm,  16  Sh.  or  D.  1157;  at 


(x)  See   the    enactments  cited,   ant*  674-5.  to  which,  see  per  Lord  Moncrieff,  anU  583: 

lie  following  cases  were  referred  to :    WiUonv.  (y)  See  the 

ieuridge,  10  S.  &  D.  110;  Rutherford  v.  Car-  lordships  intimi 

\ither$,  1  S.  &  D.  1 109,  N.  S. ;  DubrUl  y.  Exors.  did  not  apply  to 

^Qu*tm6ury,  4  Murray,  U;  McDonald  N.WackU  (s)  See  ante 


The  following  cases  were  referred  to :    Wilson  v.  (y)  See  the  section,  out*  260,  n,  «.     TVir 

Beuridge,  10  S.  &  D.  110;  Rutherford  v.  Car-      lordships  intimated  an  opinion,  thai  this  sectioa 
ruther$,  1  S.  6c  D.  1 109,  N.  S. ;  Dabriel  y.  Exors.      did  not  apply  to  the  Scotch  proceedings* 
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this  direction  entirely  withdrew  from  the  jury  the  consideration  A.D.  1843. 
how  far  the  facts  proved  went  to  show  that  Mr.  Neilson  was  not 
the  original  inventor. 

As  to  the  2nd,  3rd,  and  4th  exceptions — The  title  gives 
no  idea  in  what  the  improved  application  consists,  whether 
in  a  particular  treatment  of  the  air  to  make  it  more  suitable, 
or  in  the  introduction  of  the  air  at  any  particular  place,  or 
under  any  particular  circumstances.  It  might  be  either  in 
heating  or  in  cooling  the  air,  or  in  rendering  it  more  dry 
or  more  damp,  or  introducing  it  more  rapidly  or  more  slowly, 
or  by  diverse  currents.  The  specification  declares  the  inven- 
tion to  consist,  in  applying  air  to  furnaces  in  the  manner 
described.  The  specification  tells  you  to  go  through  a  certain 
process,  and  a  beneficial  result  will  follow.  That  is  a  descrip- 
tion of  a  mode  of  heating  air  in  order  that  it  may  be  delivered 
hot  into  the  furnace.  The  specification  does  not  say, — hot  air 
delivered  into  the  furnace  is  better  than  cold  air — heat  the  air 
as  you  please,  and  deliver  it  hot,  and  you  will  have  benefit;  but 
it  says,  do  these  things  which  I  have  described.  The  learned 
judge  says,  that  the  patentee  does  not  claim  the  mode  or  man- 
ner of  heating ;  that  this  is  no  part  of  his  claim  (a).  The  speci- 
fication declares  the  mode  in  which  you  are  to  heat  the  air:  the 
form,  shape,  dimensions  and  numbers  of  the  vessels  are  not 
claimed  or  intended  to  be  prescribed  (4).  The  learned  judge 
withdrew  from  the  jury  any  question  of  substantial  agreement 
between  the  alleged  infringement  and  the  process  of  the 
patentee,  by  laying  it  down  as  matter  of  law,  that  the  invention 
was  merely  for  heating  air  in  transitu  between  the  bellows  and 
the  furnace;  and  if  therefore,  in  any  way  whatever,  the  de- 
fenders have  done  this,  they  have  infringed  the  patent;  this 
direction  excluded  comparison  between  the  machinery  employed 
in  the  two  cases ;  and  then,  if  it  be  said  that  the  patent  is  merely 
for  applying  hot  air  instead  of  cold — that  hot  air  is  better  than 
cold,  the  patent  is  simply  for  a  principle,  and  cannot  be  main- 
tained. [Lord  Campbell :  What  issue  have  you  on  this  record  The  issue  as  to 
to  raise  the  question  of  the  patent  being  for  a  principle  ?]  memad™u  the 
Under  the  first  issue.  [Lord  Campbell:  That  clearly  admits  validity  of  the 
that  there  is  a  valid  patent.]  If  the  patent  is,  as  has  been  sug-  patent* 
gested,  for  a  certain  machine,  namely,  a  vessel  for  heating  the 
air  between  the  blowing  apparatus  and  the  furnace,  then  the 
direction  pointed  out  in  the  2nd  exception  was  wrong.  [Lord 
Campbell :  You  might  have  pleaded  that  it  was  a  patent  for  a 
principle,  and  not  for  any  particular  mode  of  applying  a  prin- 
ciple.   There  was  no  issue  for  the  direction  of  the  judge  upon 


(«)  Ante  681.  (b)  Ante  682. 

4x 
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in  the  Hou*  ef  that  point]     The  learned  judge  treated  the  patent  as  if  it  were 
Lorat.  £or  a  principle,  and  because  it  was  a  patent  for  a  principle,  he 

decided  that  every  possible  way  of  doing  the  thing  must  be 
treated  as  matter  of  law,  not  of  fact,  with  reference  to  the  in- 
fringement of  the  patent.  The  withdrawing  that  from  the  jury 
was  a  misdirection  in  point  of  law. 
Arg„ment  for  The  Solicitor  General  (Sir  W.  W.  Follett),  and  Rutkerford,tor 
the  wndcntt.  ^  respondents.  The  question  in  this  case  on  the  first  excep- 
tion is  of  great  importance  as  a  matter  of  Scotch  pleading. 
Upon  an  issue  framed  as  the  present,  it  was  not  competent  on 
the  part  of  the  defenders  to  offer  distinct  facts  and  circum- 
stances relating  to  the  prior  use  of  that  invention,  unless  they 
had  averred  them  upon  the  record;  the  defenders  having 
averred  certain  facts  and  circumstances  are  not  at  liberty  to 
give  evidence  of  other  facts  and  circumstances.  By  the  statute, 
the  parties  are  to  give  in  the  one  the  condescendence,  the  other 
the  answer ;  setting  out  without  argument  the  facts  which  they 
aver  and  offer  to  prove  in  support  of  the  summons  and  defences. 
According  to  the  course  of  practice  in  Scotland  the  record  is  to  be 
looked  at,  and  the  party  is  not  to  be  allowed  to  travel  out  of  the 
.record  or  to  go  into  other  facts  and  statements.  The  judges  of  the 
Court  of  Session,  well  acquainted  with  the  practice  of  the  law 
in  Scotland,  have  decided  unanimously,  that  according  to  that 
practice  it  is  necessary  in  such  a  case  as  the  present  that  the 
prior  use  at  particular  places,  and  by  particular  persons,  should 
be  so  stated,  that  the  pursuer  may  be  able  to  meet  distinctly  the 
particular  use  in  which  his  invention  is  said  to  be  traced. 
There  was  not  a  sufficient  statement  on  this  record  to  prevent 
surprise.  If  the  general  statement  of  user  iu  England  and 
Scotland  be  sufficient,  why  are  any  specific  places  added?  If  a 
party  will  not  comply  with  the  plain  and  well-understood  course 
of  practice,  he  can  make  no  pretence  of  having  sustained  hard- 
ship. It  has  been  said,  that  under  an  issue  of  prior  use,  a  party 
would  be  at  liberty  to  prove  prior  use  any  where,  without  any 
special  averment  as  to  time  and  place.  This  doctrine  cannot  be 
maintained,  and  was  never  raised  in  the  court  below;  but  that 
is  not  the  issue.  When  particular  proof  is  offered  of  the  use 
in  any  particular  place,  or  under  any  particular  circumstances, 
the  record  is  to  be  looked  at,  to  see  whether  the  party  has  given 
such  notice  as  the  practice  of  pleading  in  the  Scotch  court 
requires.  The  record  is  in  the  hands  of  the  court  for  that 
purpose,  and  is  to  be  looked  to  as  a  specification  of  what  is 
intended  to  be  proved  on  either  side,  of  the  grounds  and  cir- 
cumstances intended  to  be  offered  in  support  of  the  case- 
Under  the  general  averment  of  prior  use,  any  thing  that  falls 
within  that  issue  may  be  proved;  but  when  the  record  is  looked 
to,  that  general  issue  is  limited  by  the  special  averments  there 
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stated.  It  could  not  be  incumbent  on  the  pursuers  to  watch  A.D.  1843. 
the  pleadings  of  their  opponents,  and  to  give  them  notice  that 
they  were  not  sufficiently  specific.  The  defenders  would  have 
given  no  instances  if  they  had  not  felt  that  the  act  of  parliament 
required  it;  and  then  to  these  particular  instances  they  add 
general  words.  The  statute  does  not  require  the  names  of  the 
witnesses  or  the  evidence  to  be  given,  but  the  facts  and  circum- 
stances intended  to  be  proved  must  be  averred.  What  are  the 
facts  and  circumstances  averred  when  you  allege  prior  use  in 
England  and  Scotland?  If  you  must  go  farther  and  state  par- 
ticular circumstances  of  prior  use,  if  you  do  not  mean  to  stand 
by  those  and  those  only,  you  are  misleading  the  party,  because 
you  are  drawing  his  attention  to  these  particular  averments  in 
the  case  he  is  to  meet,  and  you  are  leaving  in  a  general  aver- 
ment, as  to  which  you  have  given  no  notice  and  no  intimation. 
You  are  misleading  a  party  by  pretending  to  give  special  infor- 
mation of  a  case  which  it  is  not  your  intention  to  make  out. 
In  all  the  instances  given  the  pursuers  were  enabled  to  meet 
the  evidence  of  the  defenders,  and  the  only  point  objected  in 
the  course  of  that  investigation  was  this,  that  they  were  not 
allowed  under  the  general  averment  containing  the  words 
*  among  others/  to  go  into  proof  of  the  case  at  Irvine.  Their 
lordships  of  the  Second  Division  having  expressed  their  opinion 
that  Lord  Brougham's  act  did  not  apply,  and  that  the  closed 
record,  and  the  averments  upon  which  the  parties  agreed  to 
close,  and  of  course  to  foreclose  themselves  as  to  all  other 
averments  of  fact,  place  their  judgment  upon  the  fact,  that  the 
pursuer  would  have  been  misled  by  the  record,  since  he  could 
never  have  expected  any  proof  against  the  invention  from  the 
examination  of  a  smith  at  Irvine.  The  record  led  him  to  ex- 
pect the  proof  of  a  different  state  of  facts.  No  assistance  can 
be  derived  from  the  cases  upon  Lord  Brougham's  act;  the 
words  of  the  Judicature  Act  are  explicit;  it  is  not  enough  to  state 
the  ground  of  defence,  which  here  is  prior  use,  but  there  must 
be  facts  and  circumstances  stated,  by  which  that  ground  of 
defence,  or  the  cause  of  action,  is  to  be  maintained.  The 
learned  judge  did  not  state  at  the  trial  that  the  general  aver- 
ment of  prior  use  would  have  been  sufficient — he  states  on  this 
point  as  follows:  "The  beauty  of  the  Scotch  system  is,  that 
without  disclosing  what  is  properly  called  evidence,  you  must 
at  least  state  the  line  of  defence,  and  the  main  facts  and  points 
in  the  inquiry  on  which  you  rest,  so  that  the  other  party  shall 
be  fully  able  previously  to  investigate  the  case  and  be  prepared 
for  it.  I  am  now  asked  to  relax  that  system,  and  without  a 
reason,  for  this  is  clear,  that  the  facts  to  which  this  man  from 
Irvine  is  to  speak,  might  with  perfect  ease  have  been  stated 
on  record  as  much  as  the  alleged  use  of  hot  blast  at  Bradley/' 
The  unanimous  judgment  of  the  Second  Division  of  the  Court 
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1%  the  Home  of  of  Session  is  fully  supported  by  all  the  cases  (c),  and  it  must  be 
Lords-  taken  to  be  conclusively  settled,  that  you  must  look  to  the  con- 

descendence, and  you  will  not  find  sufficient  notice  as  to  prior 
use,  which  will  entitle  the  party  to  found  upon  it. 

As  to  the  11th  exception — The  learned  Chief  Justice  Clerk  is 
not  speaking  of  a  prior  use  in  the  ordinary  sense  of  the  term, 
that  is,  of  an  article  openly  made,  sold,  and  applied,  but  he  is 
speaking  of  experiments  which  failed  and  were  abandoned  prior 
to  the  date  of  the  patent.  The  witnesses  proved  that  at  the 
works  at  Bradley  certain  experiments  were  made,  and  an  appa- 
ratus constructed,  which,  looking  generally  at  the  character  of 
the  apparatus,  might  be  characterised  as  one  extremely  similar 
to  the  one  for  which  Mr.  Neilson's  patent  is  granted.  Some 
time  before  1808  (the  date  of  the  death  of  the  proprietor,  Mr. 
Wilkinson),  according  to  the  statement  of  four  witnesses,  be- 
tween the  blowing  apparatus  and  the  furnace  was  placed  an  old 
blowing  cylinder;  into  this  cylinder  the  air  was  passed  between 
the  blowing  apparatus  and  the  furnace,  and  the  cylinder  into 
which  the  air  was  thus  thrown  was  exposed  to  heat.  That  ex- 
periment was  made  before  1808 ;  it  continued  a  short  time,  and 
was  given  up  as  wholly  useless,  though  some  of  the  witnesses 
say  it  produced  a  certain  result  in  the  smelting  of  iron.  Here, 
then,  was  an  experiment  at  the  Bradley  Works  about  forty  years 
ago,  continued  for  not  more  than  three  months,  when  it  failed 
and  was  abandoned;  the  witnesses  say  that  they  never  heated 
air  afterwards,  that  they  were  satisfied  it  would  not  do;  the 
pipes  and  furnace  stood  up  for  two  or  three  years,  and  cold  blast 
Experiment  can  was  worked  through  it.  [Lord  Brougham .-  What  does  the 
Tteint^ra  l6*11161*  Ju<*ge  mean  by  saying,  •' If  the  experiment  continued 
the  invention  down  to  the  time,  or  about  the  time/9  if  it  is  a  mere  experi- 
perfected?  ment?  If  it  rests  in  experiment,  is  it  less  an  experiment,  pro- 
vided it  is  never  completed  and  matured  into  an  invention, 
though  it  is  continued  down  to  the  very  date  of  the  patent?] 
[Lord  Campbell :  The  test  would  be,  was  it  perfected  or  not 
perfected  ?  Was  it  an  invention  or  no  invention  ?]  The  state- 
ment of  the  learned  judge  to  the  jury  is  not  as  stated  in  the 
11th  exception;  he  told  the  jury,  almost  in  the  very  words  of 
Mr.  Justice  Patteson  and  Lord  Chief  Justice  Tindal,  that  if  a 
party  is  relying  on  experiments,  and  experiments  abandoned, 
and  that  if  those  experiments  are  abandoned  prior  to  the  patent, 
they  are  no  answer  to  the  patent ;  the  evidence  applied  only  to 
experiment,  and  to  that  alone  the  observations  of  the  learned 
judge  are  addressed.  The  machine  which  is  to  vitiate  a  subse- 
quent patent  must  be  made  public,  and  given  to  the  public;  and 


(c)  The  cases  of  Wilton  v.  Beveridge,  10  Sh.  from  the  present ;  and  the  case,  Oft  w.  H«Msav 
&  D.  110;  Rutherford  v.  Carruthers,  I  Sh.  &  D.  10  Sh.  &  D.  710,  was  relied  on  as  ouadiMmof 
1109,  N.S.,  were  referred  to  and  du&iigwata«&     '&&qpgt»&fa.<f&<fca  lct< 
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the  learned  judge  said,  that  the  existence  of  a  machine,  if  not  a.d.  1843. 
made  public,  is  no  answer.    That  was  precisely  the  doctrine 
laid  down  in  Morgan  v.  Seaward  (d).  [Lord  Campbell:  That  case 
was  well  decided;  one  of  the  machines  made  at  the  manufactory 
in  London  had  been  sent  to  the  Mediterranean.]     The  learned 
Chief  Justice  Clerk  did  not  direct  the  jury  in  the  manner  stated 
in  the  1 1  th  exception ;  that  exception  misstates  the  charge.    The 
whole  charge  must  be  looked  to  for  the  purpose  of  ascertaining 
the  general  effect  of  the  direction.  There  is  no  allegation  of  prior 
use  except  as  to  the  novelty  of  the  invention.  There  was  no  sug- 
gestion that  Neilson  had  borrowed  it  from  the  Bradley  Works, 
or  that  he  had  ever  heard  of  the  experiment.    The  whole  preju- 
dice of  the  iron  masters  was  against  it,  so  much  so,  that  in  some 
cases  they  had  adopted  means  to  cool  the  air,  founded  on  the 
observation  that  the  furnaces  worked  best  in  the  depth  of  winter. 
The  question  of  prior  use  does  not  arise  on  this  record ;  at  all 
events  it  can  only  arise  in  two  ways— either  under  the  words  of 
the  statute,  which  says,  that  letters  patent  shall  only  be  granted 
for  that  which  others  at  the  time  of  making  such  letters  patent 
shall  not  use ;  or  as  destroying  the  character  of  inventor,  if  it 
be  shown  that  the  invention  has  been  used  at  a  prior  time. 
The  question  of  prior  use  is  not  raised  on  the  record,  and  the 
charge  cannot  be  found  fault  with  in  respect  of  this,  for  there 
was  no  suggestion  of  any  use  at  the  time  the  patent  was 
granted  (e).     [Lord  Campbell:  This  being  a  court  of  appeal,  we 
can  only  look  at  the  record,  and  we  must  see  whether  there  has 
been  a  misdirection  upon  some  issue  he  was  trying,  and  that 
upon  some  question  put  to  the  jury,  they  have,  or  may  have, 
improperly  answered  by  reason  of  the  misdirection.    The  issue 
is,  whether  the  invention  is  not  the  original  invention  of  the 
pursuer,  and  it  is  only  to  that  issue  that  the  misdirection,  sup- 
posing it  to  be  one,  can  apply.]     If  the  whole  charge  be  looked 
to,  it  is  perfectly  clear  that  the  learned  judge  was  speaking  ex- 
clusively of  the  proceedings  at  Bradley,  and  of  the  experiments 
and  trials  there.    That  cannot  be  said  in  any  sense  to  have  been 
a  completed  operation,  or  to  have  been  treated  by  the  party  as 
a  perfected  and  completed  discovery.    The  proof  amounts  to 
an  experiment,  and  to  nothing  but  an  experiment  and  trial  that 
had  not  been  successful,  and  was  abandoned  soon  after  it  was 
instituted,  and  not  kept  on  foot  to  the  time.     [Lord  Brougham: 
I  do  not  see  how  any  experiment  ever  can  vitiate  a  patent  to 
whatever  time  it  is  continued.    Let  the  experiments  go  on  to 
the  end  of  his  life,  the  patent  goes  on  at  the  same  time.]    That 


(d)  AnU  194.    The  following  cases  were  cited  ante  508  &  519;  Galloway  v.  Bteaden,  anU  625 ; 

on  the  part  of  the  respondents  with  reference  to  and  Carpenter  v.  Smith,  ante  542. 

the  question  of  the  user,  which  would  vitiate  sub-  («)  See  the  observations  of  the  Lord  Justico 

sequent  letters  patent :  Jones  v.  Pearse,  ante  124  ;  Clerk  in  the  summing  up,  ante  689. 
Lewu  v.  Marling,  ante  496;   Cornith  v.  Kccnc, 
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in  the  House  qf  which  was  done  at  the  Bradley  Works  was  an  experiment  so  far 
Lordt'  as  Mr.  Wilkinson  was  concerned ;  he  had  not  attained  any  suc- 

cessful result.  The  law  of  the  learned  judge,  if  it  influenced  the 
jury  at  all,  must  have  influenced  them  against  the  pursuers,  and 
in  favour  of  the  defenders,  because  it  amounts  to  a  direction, 
that  the  patent  is  not  good  if  experiments  at  the  time  of  grant- 
ing the  letters  patent  shall  have  been  in  progress,  producing  a 
similar  result,  or  in  which  an  apparatus  was  used  of  the  cha- 
racter described  in  the  patent ;  that  may  be  bad  law,  but  no 
party  can  take  advantage  of  it  by  a  bill  of  exception,  unless  the 
direction  be  against  his  adversary  and  in  favour  of  himself. 
The  direction  given  must  be  taken  to  have  reference  to  what 
took  place  at  Bradley;  that  is  the  only  user  relied  on  to  invali- 
date the  title  of  the  patentee.  Suppose  the  learned  judge  to 
have  said,  I  think  the  patent  is  bad  if  that  experiment  was  con- 
tinued down  to  the  date  of  obtaining  the  letters  patent:  an 
objection  might  have  been  taken  to  that  on  the  part  of  the 
pursuers,  but  the  defenders  cannot  object  that  it  was  some- 
thing to  influence  the  jury  against  them.  It  is  clearly  settled, 
that  if  a  judge  state  that  which  is  not  law,  that  would  be  mo 
ground  for  exception,  so  as  to  set  aside  the  trial,  unless  it  might 
mislead  the  jury  upon  the  issue  joined  on  the  record.  [Lord 
Lyndhttratj  L.C. :  If  the  learned  judge  was  speaking  of  experi- 
ment, it  is  quite  clear  that  the  defenders  cannot  be  prejudiced 
by  what  he  says  of  these  experiments  being  continued  down  to 
the  time  of  the  patent.  Suppose  the  cylinder  spoken  of  at 
Bradley  to  be  used  now,  would  it  not  be  heating  air  in  a  sepa- 
rate vessel,  and,  according  to  the  judgment  of  the  Court  of 
Exchequer,  an  infringement  of  the  patent;  and  if  an  infringe- 
ment, is  it  not  prior  use  ?]  The  question  is,  whether  by  a  use 
at  Bradley  of  a  few  weeks,  confined  to  those  works,  it  loses  die 
character  of  an  experiment,  and  becomes  a  public  use  of  a 
perfected  invention?  There  is  no  announcement  or  publica- 
tion to  the  world  of  the  discovery ;  it  begins  and  ends  in  ex- 
periment, and  is  abandoned  as  useless.  The  only  ground  of 
public  use  is,  that  there  were  many  work-people  employed;  but 
witnesses  well  acquainted  with  Mr.  Wilkinson  prove  that  they 
never  heard  it  mentioned,  and  the  whole  iron  trade  were  so 
ignorant  of  it,  that  instead  of  heating,  they  took  precautions 
for  cooling  the  air. 
The  reply.  The  Lord  Advocate  in  reply.    In  arguing  the  first  exception 

it  may  be  assumed,  that  evidence  of  the  use  of  the  very  sane 
invention  was  rejected,  on  the  ground  that  the  fact  so  tendered 
had  not  been  sufficiently  stated  on  the  record.  The  issue, 
whether  Mr.  Neilson  was  the  original  inventor,  taken  by  itself, 
admits  of  every  latitude,  but  the  party  is  said  to  be  precluded 
by  the  record.  A  party  may  be  narrowed  in  his  proof  in  two 
ways ;  the  \saue  \*a&U  twj  V*  *  limited  one,  or  the  issue  being 
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general,  he  may  not  be  able  to  go  into  every  matter  under  that  A.D.  1843* 
issue  if  in  the  condescendence  or  answer  he  has  not  stated  the 
matter  at  all;  but  here  it  is  distinctly  stated  that  the  invention 
was  used  at  other  places  as  well  as  those  named;  there  is 
nothing,  therefore,  to  limit  the  party  from  going  into  these.  It 
has  not  been  stated  on  the  part  of  the  respondents  what  degree 
of  particularity  as  to  names  and  places  is  required.  In  the  case 
of  Gye  v.  Hallam,  which  has  been  relied  on,  evidence  was  taken 
of  which  there  was  no  specific  notice  upon  the  record ;  a  new 
trial  was  applied  for  on  the  ground  of  surprise ;  there  was  no 
exception  to  the  admissibility  of  the  evidence.  The  notice 
under  Lord  Brougham's  act  was  given,  not  because  the  de- 
fenders thought  the  record  insufficient,  but  because  it  was 
thought  that  the  statute  might  be  held  to  apply  to  Scotland, 
and  that  such  notice  was  incumbent  on  the  pursuers.  It  was  in- 
cumbent upon  the  pursuers  to  have  objected  to  the  generality  of 
the  averment,  and  to  have  had  it  made  more  specific;  otherwise, 
the  defenders  are  entitled  to  any  advantage  to  be  derived  from 
the  broadest  construction  which  can  be  given  to  it.  This  prin- 
ciple was  recognised  and  adopted  by  the  Court  of  Exchequer  in 
the  case  of  Neihon  v.  Harford  (J). 

As  to  the  11th  exception — The  learned  judge  assumes  the 
question  of  prior  use  to  be  competent  to  be  made  out,  and  then 
proceeds  to  give  two  directions  in  point  of  law  respecting  it(^). 
He  refers  to  the  words  of  the  letters  patent  and  not  to  the 
statute,  and  speaks  of  the  sort  or  kind  of  use  (not  the  use  by 
way  of  experiment)  the  existence  of  which  a  jury  must  find  in 
order  to  warrant  them  to  find  against  the  patentee.  The  learned 
judge  speaks  of  the  trials  of  a  regular  machine,  and  it  is  said, 
that  means  experiments  only;  but  he  meant  those  operations, 
whatever  they  are,  which  were  founded  on  as  a  proof  of  prior 
use.  The  learned  judge  was  understood  to  have  said,  that  sup- 
posing there  to  have  been  a  perfected  invention,  publicly  used 
and  known,  and  abandoned  before  the  patent  was  granted, 
the  patentee  under  those  circumstances  might  be  considered  as 
the  inventor,  provided  he  did  not  steal  it  from  the  prior  in- 
ventor; and  the  argument  was  maintained,  that  there  was  no 
evidence  to  connect  Mr.  Neilson  with  the  operations  at  Bradley. 
[Lord  Campbell ;  In  that  case,  what  would  be  the  use  of  one  of 
the  sections  of  the  statute  referred  to  as  Lord  Brougham's  act?] 
The  question  is,  how  the  jury  did  understand  the  charge  of  the 
learned  judge,  and  it  is  impossible  that  they  can  have  under- 
stood it  in  the  way  now  suggested ;  the  judges  of  the  Second 
Division  did  not  so  understand  it.  The  learned  judge  ought 
to  have  left  it  to  the  jury  to  say,  whether  what  was  done  at 


(J)  AnUZW.  (f)  Ante  690. 
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In  theHouteof  Bradley  was  experiment  or  not;  but  passing  by  that,  he  gives 
Lordt'  certain  directions  as  expressing  the  settled  law  which  could  not 

fail  to  mislead  the  jury  in  the  conclusion  to  which  they  were  to 
come.  The  words  of  the  charge  of  the  learned  judge,  u  known 
and  used  as  a  useful  thing  at  the  time/'  are  altogether  objec- 
tionable, because,  if  not  known  and  used  at  the  time,  but 
twenty  years  ago,  the  patent  would  not  be  valid,  and  the  cases 
adverted  to  by  the  learned  judge  give  no  countenance  to  audi  a 
doctrine. 


Judgment.  Lord  Chancellor  Lyndhurst.  My  Lords :  The  principal  ques- 

tion in  this  case  arises  out  of  the  11th  exception.     The  learned 
judge  stated  to  the  jury  what  he  considered  to  be  sufficient  evi- 
dence to  support  prior  use  so  as  to  invalidate  the  patent.    The 
learned  judge  expressed  himself  in  these  terms,   "You  will 
observe  that  it  is  settled  that  the  trials  founded  on  as  a  proof 
of  prior  use  must  have  been  public — must  have  been  continued, 
not  abandoned — must  have  continued  to  the  time  when  die 
patent  was  granted ;  I  do  not  say  to  the  very  exact  period,  bat 
it  must  have  been  known  and  used  as  a  useful  thing  at  the 
time/9    Now  the  first  question  that  arises  upon  this  charge  is, 
what  the  learned  judge  meant  by  the  word  "trials."     The  word 
"trials,"  as  I  understand  it,  does  not  in  that  passage  import 
experiments  going  on  for  the  purpose  of  concluding  or  per- 
fecting the  invention.     But  I  understand  the  word  "trials"  to 
Mere  trials  and  have  been  used  in  a  different  sense.     It  could  not  have  been 
rhougTcoo!'     use^  m  t*ie  fonner  sense  for  this  reason,  that  the  distinction 
tinued  up  to  the  which  the  learned  judge  draws,  and  draws  with  so  much  pains 
tent  wiiVncT"  anc'  so  much  care,  could  not  have  applied  to  that  meaning  of  the 
vitiate  the  grant,  term  "  trials/'  because  if  they  were  mere  trials  and  experiments 
in  the  progress  of  the  invention,  it  was  wholly  immaterial 
whether  they  were  continued  or  whether  they  were  abandoned, 
because  in  neither  case  could  they  have  been  made  use  of  as 
evidence  of  prior  use  for  the  purpose  of  invalidating  the  patent 
It  becomes  necessary,  therefore,  from  the  context,  to  consider 
what  it  was  that  the  learned  judge  meant  by  the  word  "trials," 
and  I  think  that  sufficiently  appears  by  a  reference  to  the  former 
passage,  which  former  passage,  indeed,  is  only  separated  from 
the  passage  in  question  by  the  two  cases  to  which  the  learned 
judge  refers.     He  says,  "  the  cases  referred  to  at  the  bar  hare 
settled  that  the  use  must  be  public,  that  the  existence  and  trial 
of  regular  machines  of  the  very  same  sort,  if  abandoned,  if  not 
used  and  introduced  into  practice,  is  not  public  use  and  exercise 
thereof  in  the  kingdom."     Then  he  goes  on,  after  stating  the 
two  cases,  thus :  "  You  will  observe  that  it  is  settled  that  the 
trials  founded  on  as  a  proof  of  prior  use  must  have  been  con- 
tinued, not  abandoned,  must  have  been  continued  to  the  time 
when  tYie  patent  to&  ^emted "    He  is,  therefore,  obviously 
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Speaking  of  the  same  trials  to  which  he  had  before  referred,  A.D.  1843.  ; 
namely,  trials  of  regular  machines  of  the  very  same  sort.  And 
he  says,  "  those  trials  of  regular  machines  of  the  very  same  sort, 
if  abandoned,  will  not  be  evidence  of  public  use ;"  and  that  he 
so  meant  is  quite  obvious  also  from  the  concluding  part  of  the 
sentence,  where  he  says,  "but  it  must  have  been  known  and 
used  as  an  useful  thing  at  the  time/'  So  that  I  understand  the 
position  of  the  learned  judge  to  be  this,  that  if  the  machine  had 
been  made,  and  had  been  put  in  trial,  unless  those  trials  had 
gone  on,  and  the  machines  had  been  used  up  to  the  time  of  the 
granting  of  the  letters  patent,  it  would  not  be  evidence  of  prior 
use  so  as  to  invalidate  the  letters  patent. 

Now  I  am  obliged  to  say,  with  all  deference  to  the  learned  Prior  public 
judge,  and  with  all  respect  to  the  learned  judges  of  the  Court  of  uJ?n°f  J^™a"h 
Session,  that  I  think  in  that  respect  they  are  mistaken ;  and  discontinued, 
that  if  it  is  proved  distinctly  that  a  machine  of  the  same  kind  ^b^uent^t- 
was  in  existence,  and  was  in  public  use,  that  is,  if  use  or  if  trials  ten  patent. 
hadgbeen  made  of  it  in  the  eye  and  in  the  presence  of  the  public, 
it  is  not  necessary  that  it  should  come  down  to  the  time  when 
the  patent  was  granted.    If  it  was  discontinued,  still  that  is 
sufficient  evidence  in  support  of  the  prior  use  so  as  to  invalidate 
the  letters  patent. 

It  appears  to  me  that  the  learned  judges  in  the  court  below 
were  misled  by  the  two  cases  that  were  cited  by  the  learned 
judge  who  presided  at  the  trial.  There  is  an  expression,  sup-* 
posed  to  have  been  made  use  of  by  Mr.  Justice  Patteson,  at  a 
trial  at  nisi  prius,  and  reported  I  think  in  Mr.  Godson's  work, 
upon  which  reliance  was  placed  (A).  Whether  that  learned 
judge  did  really  make  use  of  that  expression  or  not,  I  have  no 
means  of  knowing  (t) ;  but  when  in  another  case  (k)  in  the  Court 
of  Exchequer,  a  reference  was  made  to  the  same  passage  in  the 
summing  up  of  that  learned  judge,  Mr.  Baron  Alderson,  ap- 
parently with  the  assent  of  the  rest  of  the  court,  commented 
Upon  that  observation,  dissenting  from  the  position. 

Again,  my  lords,  in  the  other  case  which  has  been  referred  to, 
which  is  also  a  nisi  prius  case,  at  which  the  Chief  Justice 
of  the  Common  Fleas  presided,  similar  expressions  are  imputed 
to  him  (/)•  But  when  that  case  came  before  the  Court  of  Com- 
mon Pleas,  in  which  they  took  time  to  consider  their  judgment, 


(h)  See  in  Jones  v.  Pearce,  ante  124,  which  rence  in  the  direction  of  Mr.  Justice  Patteum, 

was  printed  from  a  copy  of  the  short  hand  writer's  when  taken  in  connexion  with  the  facts  of  that 

notes*  received  from  a  source  of  undoubted  au-  case. 

thenticity;  the  note  on  the  brief  of  the  learned  (i)  In  the  case  of  Carpenter  y.  Smith,  ante  542. 

counsel  (Lord  Campbell)  for  the  defendant  is  See  per  Lord  Abinger,  C.  B.,  as  to  the  grounds 

substantially  the  same.    The  report  in  Mr.  God-  upon  which  the  direction  of  Mr.  Justice  Patteson 

son's  work  would  appear  to  be  derived  from  the  rested. 

same  authentic  source.    See  also  per  Lord  Camp-  (*)  In  Carpenter  y.  Smith,  ante  542. 

bell,  poet  716.    In  the  course  of  the  argument  the  (I)  See  in  Carnith  ?.  Keene,  ant§  509. 
noble  lords  intimated  their  unqualified  conenr- 

4  Y 
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In  the  House  of  and  in  which  the  learned  Chief  Justice  afterwards  pronounced 
Lardtm  the  opinion  of  the  court,  he  did  not  state  the  position  in  those 

terms,  but  said,  that  if  before  the  granting  of  the  letters  patent 
the  machine  had  been  in  public  use,  that  was  prior  use  suf- 
ficient to  invalidate  the  letters  patent,  and  it  is  not  necessary 
that  the  contrivance  or  the  machine  should  be  in  use  up  to  the 
time  of  the  letters  patent  (m).    If  it  is  discontinued,  provided 
it  has  been  once  in  public  use,  and  the  recollection  of  it  has  not 
been  altogether  lost,  if  it  has  been  once  publicly  used,  it  will  be 
sufficient  to  invalidate  the  letters  patent,  although  the  use  may 
be  discontinued   at  the  time  when    the  letters   patent  were 
The  notorious    granted.     I  apprehend  that  is  the  law,  and  the  known  law  upon 
tloVthough*  "  the  subject  in  this  country,     I  never  heard  it  before  questioned, 
discontinued,     that  the  notorious  public  use  of  the  invention  before  the  grant- 
valid'ate  subsc-"  ing  of  the  letters  patent,  though  it  may  have  been  discontinued, 
quent  letters      js  sufficient  to  invalidate  the  letters  patent 

patent*  *  , 

Then,  my  lords,  the  remaining  question  for  consideration  is 
this,  and  it  is  tin  important  one,  whether  if  the  learned  judge 
laid  down  the  law  incorrectly  to  the  jury,  this  was  calculated  to 
mislead  the  jury  in  the  verdict  that  they  were  to  pronounce. 
Now  I  apprehend  that  in  this  case  it  was  eminently  calculated 
to  mislead  the  jury,  and  for  the  reasons  I  am  about  to  state. 
The  question  related  to  the  proceedings  that  had  taken  place  at 
the  Bradley  Iron  Works.  It  was  contended  that  a  machine 
similar  to  that  of  the  pursuers  had  been  publicly  used  at  these 
works.  And  another  point  was  raised  also  as  to  whether  or  not 
it  was  a  mere  experiment,  or  the  actual  use  of  a  complete  ma- 
chine. It  is  quite  obvious  that  as  these  were  points  for  die 
consideration  of  the  jury,  the  jury  were  liable  to  be  misled,  and 
greatly  misled  by  the  summing  up  of  the  learned  judge,  for  the 
reason  which  I  am  about  to  state.  When  they  retired  for  con- 
sideration they  would  naturally  say,  "  It  is  a  question  for  our 
consideration  whether  this  machine,  used  at  the  Bradley  Works, 
was  a  machine  similar  to  that  of  the  pursuers.  And  another 
consideration  that  we  have  before  us  is  this,  Was  that  machine 
simply  in  the  course  of  experiment,  or  was  it  a  complete  ma- 
chine." In  order  to  disentangle  themselves  from  the  difficulty 
of  deciding  this  question,  they  might  immediately  have  said,  and 
they  would  naturally  have  said,  "  It  is  quite  immaterial  for  us  to 


(m)  In  Cornish  v.  Ktene,  ante  519.     The  pas-  distinction  adverted  to  by  the  Lord  CnamceOff 

sage  referred  to  is,  it  is  conceived,  the  following :  between  the  language  of  the  learned  Chief  ha- 

**  The  question  raised  for  the  jury  was  this ;  whe-  tice  of  the  Common  Pleas  at  ntsi  frvm\  or  ■ 

ther  the  various  instances  brought  forward  by  the  summing  up  the  case  to  the  jury  (for  wmeh  tee 

defendants  amounted  to  proof,  that  before  or  at  ante  507—509),  and  when  he  delivered  the  jaaf- 

the  time  of  taking  out  the  patent,  the  manufac-  ment  of  the  court  (ant*  519),  that  the  auagai 


ture  was  in  public  use  in  England ;  or  whether  it      user,  relied  upon  as  defeating  the  pateaC  apptaai 
fell  short  of  that  point,  and  proved  only  that  ex-      itself  to  about  the  date  of  the  patent  u  <      ''  ' 


periments  had  been  made  in  various  quarters,  and      The  question  of  user  and  a>iamlaaanai  at  say 
had  been  afterwards  abandoned ."  long  interval  before  the  date  of  the  pates*  dsi  aft 

It  should  be  observed  vj\\\\  YefcreTOQ  \»  \V*      vcVw. 
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consider  these  points,  because  as  that  machine  was  afterwards  A.D.  1843. 
discontinued,  the  learned  judge  has  told  us,  that  although  we 
should  be  of  opinion  that  the  machines  were  the  same,  although 
we  should  be  of  opinion  that  the  machine  was  not  merely  in  the 
course  of  invention,  but  that  it  was  completed  for  the  purpose 
of  practical  use,  yet  the  learned  judge  has  told  us,  that  unless 
that  use  has  come  down  to  the  time,  or  about  the  time  of 
granting  the  letters  patent,  it  cannot  be  made  use  of  as  prior 
use  for  the  purpose  of  invalidating  the  letters  patent.  It  is  un- 
necessary, therefore,  for  us  to  consider  these  points."  That 
would  have  been  the  natural  course  which  the  jury  would  have 
taken.  Therefore,  it  is  perfectly  obvious,  that  if  the  learned 
judge  be  incorrect  in  the  manner  in  which  he  stated  the  law  in 
the  particular  which  I  have  stated,  it  was  calculated  to  mislead 
the  jury. 

Now,  my  lords,  if  this  were  a  motion  for  a  new  trial,  having  On  a  bill  of  ex- 
read  the  evidence,  and  having  attended  to  the  record,  I  really  ceptiow,  ifthe 

*  1111.1  ,        -        .    .  ,  ,  law  was  mcor- 

for  one  should  feel  strongly  of  opinion  that  yre  ought  not  to  rectly  laid  down 
have  disturbed  the  verdict,  for  I  think  the  verdict  is  supported  "i^J £ ^n 
by  the  evidence.    But  when  we  come  to  consider  a  Bill  of  misled,  the  ex- 
Exceptions,  we  are  bound  to  take  a  different  view  of  the  subject,  anow°ed.mU,t  ** 
and  if  we  are  of  opinion  that  the  law  was  laid  down  incorrectly,  AUttr  in  the 
and  if  we  are  of  opinion  that  the  jury  may  have  been  misled,  J^°n  "tSJ? 
we  have  no  discretion  to  exercise — we  are  bound  to  say,  under 
such  circumstances,  the  exception  must  be  allowed.    For  these 
reasons  I  am  of  opinion  that  the  11th  exception  ought  to  be 
allowed. 

With  respect  to  the  other  exceptions :  first,  as  to  the  1st  ex-  The  statute,  as 
ception,  I  am  quite  satisfied  by  the  arguments  at  the  bar,  that  ^-^ioni^doi 
the  learned  judge  did  right  in  refusing  to  admit  the  evidence,  not  apply  to  the 
The  arguments  at  the  bar  have  satisfied  me,  that  according  to  g^^i"** m 
the  law  of  Scotland,  and  according  to  the  course  of  proceeding 
in  Scotland,  the  judge  in  that  respect  was  correct.    And  with 
respect  to  the  other  exceptions,  the  8th  and  9th,  it  is  unneces- 
sary for  me  to  enlarge  upon  them,  because  my  noble  and  learned 
friends  who  are  near  me,  and  myself,  expressed  our  opinions 
upon  those  points  in  the  course  of  the  argument,  and  I  under- 
stand that  they  were  ultimately  abandoned  by  the  learned 
counsel. 

Under  these  circumstances,  my  lords,  I  should  recommend 
your  lordships  to  allow  the  11th  exception,  and  to  disallow  all 
the  rest. 

Lord  Brougham.  My  Lords:  I  entirely  agree  in  the  view 
taken,  and  for  the  reasons  so  luminously  expressed,  by  my  noble 
and  learned  friend  on  the  woolsack,  that  the  exceptions,  all  but 
the  11th,  were  properly  disallowed  by  the  court  before  whom 
the  bill  was  brought,  and  that  your  lordships  should  disallow 
those  exceptions  here,  affirming  the  judgment  below ;  but  I  also 
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in  tks  Ho**  af  entirely  concur  with  my  noble  and  learned  friend,  that  we  have 
dj*  no  choice- here  but  to  allow  the  11th  exception. 

This,  as  my  noble  and  learned  friend  has  justly  remarked,  is  a 
If  the  law  be    different  case  from  that  of  an  application  for  a  new  triaL    If  we 
thedirection1    are  °*  opinion,  first,  that  the  law  has  been  mistaken,  and  under 
tend  to  mislead,  misapprehension  has  been  erroneously  delivered  by  the  judge 
nust^atiowed. to  t*ie  S^Yi  an^  ^  we  are?  secondly,  of  opinion  that  the  mis- 
direction or  mistake,  in  point  of  law,  committed  by  the  learned 
judge,  had  a  direct  tendency,  I  may  almost  say,  an  inevitable 
tendency,  to  mislead  the  jury  in  the  conclusion  to  which  they 
should  come,  and  in  the  verdict  which  they  should  deliver,  then, 
my  lords,  both  of  these  questions  being  answered  in  the  affirma- 
tive, that  the  law  was  mistaken,  and  that  the  mistake  tended  to 
mislead  the  jury  in  their  verdict,  we  have  no  choice,  but  mast 
allow  the  exception. 

Now,  my  lords,  a  more  important  mistake,  in  point  of  law, 
your  lordships  will  give  me  leave  to  say,  could  not  possibly  hsvt 
been  made  by. the  learned  judge  than  that  into  which  the 
learned  judge  fell  upon  the  present  occasion*  And  I  will  not 
allow  it  to  be  said  for  one  moment  in  dealing  with  this  question, 
that  there  is  any  thing  doubtful,  that  there  is  any  thing  specula- 
tive, that  there  is  any  new  law  to  be  laid  down,  or  even  any 
new  topics,  in  respect  of  the  law,  about  to  be  launched  here,  ia 
dealing  with  the  direction  of  the  learned  judge,  for  I  speak  with 
all  possible  respect  for  that  learned  judge's  great  ability  and  ex- 
perience in  his  profession  in  Scotland,  when  I  say,  that  this 
law  which  has  been  mistaken  here  by  his  lordship  is  a  matter  of 
as  perfect  certainty,  as  thoroughly  known,  and  as  little  drawn 
into  doubt  in  Westminster  Hall,  where  the  law  is  administered 
touching  the  construction  of  the  statute  of  James,  the  patent 
act,  as  any  one  branch  of  the  law  most  commonly  known,  and 
most  frequently  administered  by  our  courts.  The  mistake  into 
which  the  learned  judge  fell,  and  in  which  he  was  followed  by 
his  brethren  in  the  Second  Division,  appears  to  me  to  have 
arisen  from  this.  The  patent  act  contains  two  exceptions — the 
proviso  under  which  the  monopoly  is  allowed  to  be  granted, 
notwithstanding  the  statute  prohibiting  all  monopolies  for  the 
future,  saves  to  the  crown  the  power  formerly  general,  and  now 
become  limited  by  force  of  the  act  in  two  cases  alone.  In  case* 
of  inventions,  the  patent  right,  or  monopoly,  may  be  granted  by 
the  crown  to  a  person,  provided  he  be  "  the  true  and  first  in- 
ventor/' and  provided  also,  secondly,  that  at  the  time  of  the 
grant  of  the  monopoly  of  the  patent,  others  shall  not  have 
used  the  same  (n).  Consequently,  observe  the  result,  if  either  he 

(n)  The  noble  and  learned  lord  means,  it  is  and  grant  shall  not  use."  Sea  statute,  «as*31.  fc 

conceived,  that  this  second  question  is  involved  in  the  coarse  of  the  argument  $m  same  nobis  aai 

the  former.  The  words  of  the  statute  are,  "  which  learned  lord  expressed  hb  opinion  that  these  wet* 

others  at  the  time  of  making  *uc\\  tatota  ^%teox  *<  &«  statute  are  oar?  ctunulatrfe.    As*  71& 
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1s  proved  not  to  be  the  true  inventor,  or  if,  being  the  true  inventor,  A.D.  1843. 
nevertheless  it  be  proved  that  there  has  been  a  user  at  the  time 
of  the  patent  by  others ;  in  either  the  one  case  or  the  other  the 
right  flies  off,  the  condition  does  not  attach — which  condition 
precedent  must  have  existed  in  both  those  particulars  to  en- 
able the  crown  to  come  within  the  benefit  of  the  proviso,  and  to 
be  saved  from  the  prohibition  of  the  act  against  all  future  grants 
of  monopoly.  The  court  below  never  seem  to  have  kept  those 
two  distinct,  which  are  perfectly  distinct  in  their  own  nature. 
For  a  person  may  be  disentitled  to  a  patent  who  is  the  true 
inventor  on  account  of  user  at  the  time,  or  he  may  be  disentitled 
to  a  patent,  though  not  used  at  the  time,  yet  if  he  was  not  the 
first  inventor :  both  titles  must  concur. 

Now  see  how  this  mistake,  with  respect  to  the  abandonment  An  invention 
and  continuance,  arose.     If  an  invention  has  not  been  com-  aband°|le<*' 

.  must  do  pre* 

pleted,  but  if  it  all  rests  in  experiment  and  trial,  then  it  is  a  sumedfrot  to 
most  material  circumstance  as  a  test,  whether  any  given  act  of  Jj^J  ^tS""11* 
a  party,  other  than  the  invention,  was  trial  or  complete  inven-  have'rested  in 
tion;  it  is  a  most  salutary  and  important  test  to  apply  with  a^"1116111 
view  to  ascertain  that,  to  see  whether  he  abandoned  or  con- 
tinued it.  If  he  abandoned  it,  if  he  gave  it  up  altogether,  and 
■for  twenty  or  thirty  years  did  nothing,  it  is  a  very  strong  pre- 
sumption that  it  was  only  experimental — not  an  invention  com* 
pleted.  But  suppose  it  was  complete,  and  suppose  it  is  admitted 
not  to  have  been  a  trial — suppose  it  is  allowed  to  have  been  an 
invention  executed,  if  I  may  so  speak,  not  merely  executory,  or 
not  merely  in  the  progress  of  invention,  but  an  invention 
completed — then  it  is  one  of  the  greatest  errors  that  can  be  com- 
mitted, in  point  of  law,  to  say  that  with  respect  to  such  an 
invention  as  that,  it  signifies  one  rush  whether  it  was  com- 
pletely abandoned,  or  whether  it  was  continued  to  be  used 
down  to  the  very  date  of  the  patent.  Provided  it  was  invented 
and  publicly  used  at  the  time,  twenty  or  thirty  years  ago,  in  this 
case  forty  years  ago,  it  is  perfectly  immaterial,  not  immaterial 
to  the  second  question,  the  second  condition,  namely,  whether 
it  was  used  or  not  at  the  time  of  the  granting  of  the  patent,  but 
totally  immaterial  to  the  other  question,  which  is  equally  neces- 
sary to  be  ascertained  in  the  inventor's  favour,  whether  or  not 
he  was  the  first  and  true  inventor? — for  he  must  be  the  first 
and  true  inventor,  as  well  as  the  only  person  using  it  at  the 
time,  otherwise  he  is  not  entitled  to  the  letters  patent.  Therein 
lies  the  error  which  has  been  committed  by  the  learned  judge. 
He  dwells  upon  that,  as  if  it  were  material  in  both  cases ;  that  is 
to  say,  to  the  question  of  *  first  and  true  inventor,"  to  which  it 
is  not  material,  as  well  as  to  the  question  of  user  at  the  time,  to 
which  it  is  material.  And  I  entirely  agree  with  my  noble  and 
learned  friend,  in  considering  that  there  can  be  no  doubt  that,  in 
using  the  word  "trial"  here,  the  learned  judge  does  not  mean  it 
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In  the  Houh  if  as  experiment,  because  (ante  690),  just  before  the  two  cases  in 
Lordtt  *  cited,  he  speaks  of  "  the  existence  and  trial  of  machines  of  th 

very  same  sort,"  and  then  he  makes  his  observations  upon  it 
Now,  "  existence"  implies  invention ;  "  trial,"  there,  is  rathe 
user  than  experiment ;  and  all  that  passage,  taken  with  wbi 
follows  at  the  top  of  the  next  page,  after  citing  the  two  cues 
and  somewhat  misunderstanding  the  import  of  the  two  ctaa 
clearly  relates  to  invention  executed  and  completed. 

These  matters  being  duly  taken  into  consideration,  and  tha 
being  in  my  apprehension  no  kind  of  doubt  that  the  jury  upo 
the  trial  would  say,  "  Why  should  we  consider  whether  it  wi 
used  at  the  Bradley  Works  or  not  ?  Why  should  we  conskk 
whether  it  was  a  trial  or  a  completed  invention  ?  Be  it  so  that  i 
was  used  forty  years  ago — be  it  so  that  it  was  a  complete  n 
vention ;  we  hear  the  learned  Lord  Justice  Clerk  telling  us,  thi 
we  need  not  trouble  ourselves  upon  these  points,  for  it  i 
enough  for  us  if  it  was  abandoned,  and  that  takes  the  facts  01 
of  the  case,  and  leads  us  to  find  a  verdict  the  other  way/9 

Upon  these  grounds,  my  lords,  we  have  no  choice  in  this  if 
plication,  it  being  a  bill  of  exceptions,  we  have  no  hesitation  i 
saying,  that  the  law  was  misconceived,  and  misstated  to  tt 
jury.  The  law  is  undeniable,  and  I  have  no  hesitation  in  suj 
porting  the  proposition  of  my  noble  and  learned  friend,  that  thi 
eleventh  exception  must  be  allowed. 

Lord  Campbell.   My  Lords :  This  case  has  been  treated  t 

very  copiously  and  lucidly  by  my  noble  and  learned  friends  wh 

have  preceded  me,  that  I  shall  occupy  but  a  very  few  moment 

of  your  lordships'  time  in  offering  a  very  few  observations  upo 

it.     I  entirely  concur  in  the  opinion  that  has  been  expresse 

upon  the  first  exception.    I  think  that  the  learned  judge  wa 

perfectly  justified  and  bound  at  the  trial  to  reject  the  evident 

which  was  rejected.     It  seems  to  me  that  that  section  of  th 

recent  act  of  parliament,  about  giving  notice,  does  not  apply  t 

The  lection  of  proceeding8  in  Scotland.     There  are  other  sections  of  the  acto 

the  statute  m  to  parliament  that  apply  to  Scotland,  but  I  think  that  this  doe 

jwtioM'doelnot not-    The  language  employed  shows  that  it  was  not  so  intended 

apply  to  pro-     and  there  was  this  plain  reason  for  abstaining  from  carrying  into 

Scotiand.^he    Scotland  that  provision,  namely,  that   the  law    of  Scotlanc 

•ame  object      required  no  such  amendment,  because,  by  the   very  silutar 

byt?e°cloied    practice  prevailing  in  that  country,  there  is  no  danger  of  sor 

record.  prise,  the  condescendence  and  the  statement  upon  the  recon 

being  to  be  looked  at  as  confining  the  general  issue  that  migh 

be  granted  to  try  the  merits  of  the  question.     I  am,  therefore 

clearly  of  opinion,  that  where  an  issue  of  this  sort,  which  in  th 

North  is  called  a  "  general  issue/9  is  granted,  the  learned  judgi 

at  the  trial  is  fully  justified  in  looking,  and  ought  to  look,  it  tin 

record,  and  to  confine  both  parties  to  the  facts  and  areas* 

stances  which  are  therein  alleged.    Looking  at  the  record  in  th 
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case,  it  seems  to  me  that  it  excludes  evidence  of  this  trial,  A.D.  1843. 
which  is  supposed  to  have  taken  place  at  Irvine,  and  that  the 
defender  was  not  justified  in  entering  into  evidence  of  such  triak 
at  any  of  the  places  which  are  not  specified  in  the  record.  I 
should  have  been  most  sorry  indeed  to  have  at  all  prejudiced 
the  salutary  practice  which  prevails  in  Scotland  upon  this 
subject,  and  1  wish  that  in  England  similar  rules  prevailed. 
According  to  the  ancient  practice  of  pleading  in  England,  there 
was  notice  given,  because  in  a  writ  of  right  the  demandant 
stated  specifically  the  title  that  he  made.  But  in  an  ejectment, 
nobody  can  tell  what  case  is  to  be  made  on  the  part  of  the 
lessor  of  the  plaintiff,  and  I  can  say,  from  my  own  experience,  that 
I  have  repeatedly  gone  into  court,  being  counsel  for  the  defend- 
ant, where  an  action  was  brought  to  recover  a  large  estate,  not 
only  ignorant  of  the  particular  facts  that  were  to  be  given  in 
evidence,  but  not  knowing  what  title  was  to  be  made,  whether 
the  lessor  of  the  plaintiff  claimed  as  heir-at-law,  or  under  a 
deed ;  whether  he  impeached  the  title  of  the  purchaser  in  him- 
self, or  whether  it  was  a  question  of  parcel  or  no  parcel.  That 
certainly  leads  frequently  to  surprise  in  England,  and  renders  it 
necessary,  on  the  ground  of  surprise,  that  a  new  trial  should  be 
granted.  A  much  more  salutary  system  prevails  in  Scotland, 
which  1  know  this  house  most  highly  approves  of,  and  will 
most  carefully  guard. 

The  other  exceptions,  till  we  come  to  the  11th,  turn  upon 
the  construction  of  the  patent.    Now  in  one  stage  of  these  pro- 
ceedings, 1  certainly  did  entertain  some  doubt  on  that  subject* 
But  after  the  construction  put  upon  it  by  the  learned  judges  of 
the  Court  of  Exchequer,  sanctioned  by  the  high  authority  of  my 
noble  and  learned  friend  now  upon  the  woolsack,  when  presiding 
in  the  Court  of  Chancery,  I  think  the  patent  must  be  taken  to  ex-  The  invention 
tend  to  all  machines,  of  whatever  construction,  whereby  the  air  is  ****? for  h*a|- 
heated  intermediately  between  the  blowing  apparatus  and  the  a  comparison  of 
blast  furnace.    That  being  so,  the  learned  judge  was  perfectly  »PP*r*tu» » 
justified  in  telling  the  jury,  that  it  was  unnecessary  for  them  to 
compare  one  apparatus  with  another,  because,  confessedly,  that 
system  of  conduit  pipes  was  a  mode  of  heating  air  by  an  inter- 
mediate vessel  between  the  blowing  apparatus  and  the  blast 
furnace,  and  therefore  it  was  an  infraction  of  the  patent. 

But,  my  lords,  when  we  come  to  the  11th  exception,  I  most 
sincerely  and  deeply  regret,  after  all  this  litigation,  and  when 
probably  the  verdict  would  have  been  the  same,  if  the  direction 
had  been  unexceptionable,  I  most  sincerely  regret  that  we  are 
bound  to  allow  it.  I  have  struggled  as  much  as  I  could  against 
this  exception;  1  was  very  anxious,  if  possible,  to  consider 
either  that  the  learned  judge  was  talking,  either  merely  of  ex- 
periments, or,  if  he  was  wrong  in  point  of  law,  that  the  direction 
was  immaterial.    But,  my  lords,  after  very  anxious  considera- 
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/» the  Ho**  <f  tion  of  the  record  and  the  proceedings,  it  is  impossible  for  me 

****  to  get  rid  of  the  exception,  either  upon  the  one  ground  or  the 

other.    For  the  reasons  stated  by  my  noble  and  learned  friends 

who  have  preceded  me,  it  seems  to  me  now  quite  clear  that  the 

learned  judge  was  not  speaking  of  experiments,  but  that  he  was 

speaking  of  prior  use  of  the  invention.    That  appears  from  the 

language  of  the  learned  judge  himself.     It  appears  still  more 

dearly  from  the  exception  to  which  he  did  not  object,  and  from 

the  language  of  the  learned  judges  of  the  Second  Division,  when 

the  case  came  to  be  discussed  before  them.    They  did  not  at  all 

consider  that  the  observations  of  the  learned  Lord  Justice  Clerk 

referred  to  experiments.    They  all  seem  to  have  considered  that 

The  prior  a»  of  it  applied  to  the  prior  use  of  a  perfect  machine.     Then,  if  that 

a  perfected  io-   j^  so  there  can  be  no  doubt  whatever  that  the  law  which  he 

veouoD,  if  socb 

prior  ue be      laid  down  upon  the  subject  was  mistaken;  because,  to  suppose 

Cm  vhLie  °be '  t*iere  mBL?  kftve  tee*  a  prior  use  of  the  invention— of  the  per- 

subsequent  let.  fected  invention,  for  which  the  letters  patent  are  granted,  and 

tb?££*bTO- that  that  Prior  U8e»  Publicly  known,  will  not  vitiate  the  patent  if 

tion.  it  has  been  abandoned  but  a  few  weeks  before  the  date  of  the 

patent,  strikes  us  in  this  part  of  the  country  with  astonishment 

That,  certainly,  is  not  the  law  as  we  have  ever  understood  it,  and 

I  think,  after  the  opinion  of  my  noble  and  learned  friends  who 

have  preceded  me,  I  can  have  no  hesitation  in  saying  that  that 

cannot  be  considered  as  the  law  of  this  country. 

The  learned  judges  in  Scotland  seem  to  me,  with  great  de- 
ference, to  have  been  misled  by  the  expressions  that  are  ascribed 
to  Mr.  Justice  Patteson  and  Lord  Chief  Justice  TindaL  I  was 
counsel  in  the  case  of  Jones  v.  Pearce,  and  I  believe  that  the 
account  of  it  in  Mr.  Godson's  work  is  substantially  correct  (g). 
But  what  Mr.  Justice  Patteson  may  have  said  in  that  case,  and 
what  Lord  Chief  Justice  Tindal  may  have  said  in  die  other  case, 
taken  in  conjunction  with  the  whole  of  their  direction,  amounts 
to  this,  that  the  abandonment  may  be  material  for  die  assistance 
of  the  jury,  to  consider  whether  it  be  a  perfect  invention  or  not; 
but  assuming  it  to  be  a  perfect  invention,  the  abandonment 
becomes  wholly  immaterial.  The  learned  judge,  therefore,  in 
Scotland,  in  assuming  that  the  direction  of  the  learned  judges  in 
England  to  the  jury  upon  a  point  of  fact,  was  laid  down  by  die 
learned  judges  in  England  as  a  point  of  law,  were  certainly 
mistaken. 

That  being  so,  the  only  question  then  remains  is  this,  whether 
this  misdirection  shall  be  considered  as  immaterial.  But  when 
I  look  at  the  form  of  the  issue,  I  cannot  say  that  it  was  imma- 
terial, because  the  issue  is,  "whether  the  invention  as  described 
in  the  said  letters  patent  and  specification  is  the  original  inven- 


<£>  Amte  124  &  709,  n.  k. 
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tion  of  the  pursuer?'9    You  cannot  say  that  it  was  the  original  A.  D.1843. 

invention  of  the  pursuer,  within  the  meaning  of  the  statute,  if  it 

had  been  publicly  known  and  practised  by  others  before  the 

patent  was  granted.    It  has  been  said,  that  there  was  no  evidence. 

But  I  think  that  is  a  mistake.     What  conclusion  the  jury  would 

have  come  to  I  know  not,  but  at  the  Bradley  Iron  Works,  there 

was  such  a  machine,  as  Mr.  Rutherford  acknowledged  at  the  bar, 

as  would  have  amounted  to  an  infraction  of  the  patent,  if  that  the 

use  of  it  had  been  subsequent  to  the  patent.  Then  that  being  so, 

I  know  not  what  conclusion  the  jury  might  have  arrived  at. 

They  might  have  thought  that  this  was  a  perfect  machine — that 

it  was  the  same  machine,  and  that  it  had  been  publicly  used.   If 

they  had  been  of  that  opinion,  although  it  had  been  abandoned, 

they  ought  to  have  found  a  verdict  for  the  defenders. 

Under  these  circumstances,  I  regret  exceedingly  that  1  am 
obliged  to  concur  in  the  opinion  that  has  been  expressed  by  my 
noble  and  learned  friends,  that  this  11th  exception  must  be 
allowed,  and  the  consequence  of  that  will  be,  that  there  must  be 
a  venire  facias  de  novo,  and  that  the  cause  must  be  tried  by 
another  jury. 

The  Lord  Chancellor  :  My  lords :  I  wish  to  say,  that  if 
there  had  been  any  doubt  whatever  with  respect  to  the  meaning 
of  the  words  used  by  the  learned  judge  in  summing  up,  those 
doubts  would  be  removed  by  the  concluding  words,  "  that  it 
must  have  been  known  and  used  as  a  useful  thing  at  the  time/' 
What  ?  The  invention  "  must  have  been  known  and  used  as  a 
useful  thing  at  the  time  of  the  granting  of  the  letters  patent." 
That  shows  demonstrably  what  was  intended. 

It  must  not  be  understood  that  your  lordships,  in  the  judg-  sembu  that  the 
ment  you  are  about  to  pronounce,  have  given  any  decision  upon  pnoruse  and 
this  state  of  facts,  namely,  if  an  invention  had  been  formerly  an  invention,  if 
used  and  abandoned  many  years  ago,  and  the  whole  thing  had,0,l»i8htoft""1 
been  lost  sight  of.  That  is  a  state  of  facts  not  now  before  us.  public,  will  not 
Therefore,  it  must  not  be  understood  that  we  have  pronounced  vitiate  1fttere 

..«i  i  #     i  •  i-  «ii     patent  *or 

any  opinion  whatever  upon  that  state  of  things.     It  is  possible  the  same  inven- 
that  an  invention  may  have  existed  fifty  years  ago,  and  may  tion« 
have  been  entirely  lost  sight  of,  and  not  known  to  the  public. 
What  the  effect  of  this  state  of  things  might  be  it  is  not  neces- 
sary for  us  to  pronounce  upon. 

Lord  Brougham  :  It  becomes  like  a  new  discovery;  the 
judgment  is  reversed  upon  the  11th  exception,  and  affirmed  upon 
the  others. 

Rutherford:  Affirmed  quoad  ultra.  My  lords :  May  I  be  al- 
lowed to  suggest  that  the  remitting  it  to  the  court  below  to 
proceed  accordingly  would  be  sufficient  to  enable  the  court  to 
give  directions  for  a  new  trial.  Of  course,  that  would  lead 
instantly  to  a  new  trial.     It  will  be  better  if  your  lordships  will 

4  z 
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In  the  House  of  also  remit  to  the  Court  of  Session  to  deal  with  the  question  of 
Lordt'  costs,  including  this  appeal,  to  the  ultimate  result. 

Lord  Brougham  :  No ;  you  cannot  have  the  costs  of  this 
appeal,  when  upon  the  main  point  there  is  a  reversal. 

Rutherford:  Unless  your  lordships  give  a  special  direction. 
The  Lord  Chancellor  :  It  is  not  a  case  in  which  we  ought 
to  give  costs  on  either  side;  I  am  afraid  it  is  attended  with 
great  expense. 


The  judgments  in  the  above  case  recognise 
and  affirm  the  general  rale  of  law,  that  the 
prior  public  use  of  a  complete  and  perfected  in- 
vention, though  abandoned  and  not  in  use  at  the 
time  of  the  granting  of  subsequent  letters  patent 
for  the  same  intention,  will  vitiate  such  letters 
patent,  inasmuch  as  such  prior  use  negatives  the 
title  of  the  party  as  the  true  and  first  inventor ; 
but  the  concluding  observations  of  the  noble  and 
learned  lords  throw  considerable  doubt  and  un- 
certainty upon  the  practical  application  of  the 
above  general  rule,  since  they  import  that  cases 
may  exist  of  the  abandonment  of  the  use  of  an 
invention,  such  as  would  entitle  a  subsequent  in- 
dependent inventor  to  valid  letters  patent  for  the 
same  intention,  provided  the  invention  had  been 
forgotten  and  laid  aside,  and  the  knowledge 
thereof  so  lost  as  that  the  invention  should  come 
upon  the  public  as  an  absolutely  new  discovery. 
But  whence  is  the  evidence  to  be  derived  by 
which  such  a  use  would  be  proved?  In  the 
course  of  the  argument  the  distinction  which  ex- 
ists between  the  issue  involved  in  the  words  of 
the  proviso  of  the  statute,  "  true  and  first  inven- 
tor/' and  in  the  words,  "  which  others  at  the  time 
of  making  such  letters  patent  and  grant  shall  not 
use/'waj  very  much  discussed;  but  the  above 
judgments,  except  so  far  as  they  may  be  qualified 
or  affected  by  the  additional  and  concluding  ob. 
servations  of  their  lordships,  are  founded  on  the 
former  words,  without  regard  to  the  latter,  and  as 
if  the  latter  did  never  exist.  For  the  purpose 
of  presenting  the  real  questions  which  arise  under 
the  issue  on  the  words  "  true  and  first  inventor," 
it  will  be  convenient  to  consider  the  evidence  ap- 
plicable thereto,  which  may  be  divided  into  the 
following    classes:— 1.  The    specification    of  a 

1)rior  patent.  2.  Some  work  printed  and  pub- 
ished,  or  in  circulation  in  this  country.  3.  The 
existence  prior  to  the  date  of  the  patent  of  a  ma- 
chine or  article  of  manufacture  substantially  the 
same  as  that  which  is  described  in,  or  the  subject 
of  the  patent,  with  or  without  evidence  of  the 
actual  use  of  such  machines  or  manufacture. 

1.  With  respect  to  the  first  of  these,  namely, 
the  specification  of  a  prior  patent,  that  has  always 
been  held  sufficient  of  itself  to  invalidate  subse- 
quent letters  patent  for  the  invention  therein  de- 
scribed, without  any  evidence  of  user.  Per  Lord 
FAlenborough,  C.  J.,  ante  86,  and  in  the  course  of 
the  argument  in  the  principal  case  by  Lord  Camp, 
bell,  "  A  prior  specification  substantially  describ- 
ing the  same  machine  or  invention  has  always 
been  considered  fatal  to  a  patent,  without  going 
further  by  showing  that  it  has  been  used." 

Various  reasons  have  been  assigned  as  the 
ground  of  the  above  rule.    It  has  sometimes  been 


said  that  knowledge  and  the  means  of  knowledge 
are  the  same  thing,  and  this  may  well  be  so  ia 
some  cases  as  matter  of  law,  and  in  the  particular 
case  of  the  specification  of  letters  patent  it  may 
be  said  that  the  public  are  bound  to  take  notice  of 
whatever  is  of  the  nature  of  a  public  record,  and 
as  such  enrolled  in  the  court  of  Chancery.  Ante, 
86,  n.  c.  But  on  the  authority  of  the  principal 
case,  the  rule  may  be  considered  to  rest  simply  oa 
the  ground  of  negativing  the  title  of  the  party  at 
the  true  and  first  inventor,  and  the  grant  of  letter* 
patent  and  the  enrolment  of  the  specification  de- 
scribing the  complete  and  perfect  inventios, 
would  appear  to  be  the  best  evidence  to  negatiu 
the  title  of  a  claimant  under  subsequent  letters 
patent  as  the  true  and  first  inventor.  With  refer- 
ence to  the  distinction  so  much  insisted  on  ia  the 
above  judgments  between  experiment  and  inten- 
tion, complete  and  perfected,  it  may  be  suggested, 
whether  the  obtaining  letters  patent  for  an  inves- 
tion  fully  described  in  the  specification,  and 
proved  to  answer,  is  not  conclusive  evidence  not 
the  invention  was  complete  and  perfected,  and  did 
not  rest  in  experiment,  speculation,  or  snggestioa. 

2.  With  respect  to  the  legal  effect  of  the  publi- 
cation in  a  book — On  the  principle  above  referred 
to,  that  knowledge  and  the  means  of  knowledge 
on  the  part  of  the  public  are  the  same,  and  that 
the  public  has  acquired  little  or  *»*»»hfay  by  the 
specification  which  it  did  not  possess  before,  k 
has  been  generally  assumed  that  the  production  of 
a  book  which  was  in  the  hands  of  the  public  be- 
fore the  date  of  the  patent,  will  negative  the  tide 
of  the  patentee  as  the  true  and  first  f 

Thus,  on  the  argument  of  the  above  o 
Lyndhurst,  L.  C.  -.  "  If  the  machine  is  . 
in  a  book,  distinctly  and  clearly  described,  ear- 
responding  with  the  .description  in  the  specifica- 
tion of  the  patent,  though  it  has  never  been  acts- 
ally  worked,  is  not  that  an  answer  to  the  patent? 
It  is  continually  the  practice  on  trials  lor  patents 
to  read  out  of  printed  books,  without  relet  ence  is 
any  thin?  that  has  been  done."* 

Lord  Brougham :  "It  negatives  being  the  trst 
and  first  inventor,  which  is  as  good  as  negativisr 
the  non-user.  The  book  that  is  generally  re- 
ferred to  is,  the  '  Repertory  of  Arts  and  Sciences.' 
It  must  not  be  a  foreign  book*  but  pubhshed  is 
England." 

The  important  distinction  last  adverted  to  vat 
recognised  by  Lord  Campbell  in  a  recent  ease  be- 
fore the  Judicial  Committee  of  the  PrivyCoaacu,oa 
some  foreign  books  being  put  in  to  show  the  suae 
of  knowledge  on  subjects  closely  connected  vim 
the  invention  for  which  letters  patent  were  sought 
to  be  extended.  That  noble  and  learned  toed 
observed,  "that  sitting  there  be  should  be  nv 
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fluenced  by  what  had  been  published  in  a  foreign 
journal,  but  in  a  court  of  justice  he  should  re- 

?uire  that  it  should  be  known  in  England.*'  Pott, 
33. 
The  distinction  thus  made  between  the  legal 
effect  of  publication  in  an  English  and  in  a  foreign 
book,  would  appear  to  establish  this  important 
doctrine,  that  it  is  a  Question  for  the  jury,  whe- 
ther such  foreign  work  was  known  in  .England 
at  the  time  the  letters  patent  were  granted ;  or 
the  cjuestion  would  rather  appear  to  be,  whether 
the  inventor  derived  his  knowledge  from  such 
source,  or  whether  the  work  was  so  known  that 
the  inventor  must  be  presumed  to  have  derived 
his  knowledge  from  that  source.  If  this  be  a 
question  for  the  jury  in  any  case  of  publication  in 
a  book  in  the  hands  of  the  public,  whatever  its  na- 
ture, and  however  limited  its  circulation,  but 
which,  had  the  public  required  it,  might  have 
been  in  extensive  and  general  circulation,  it  is 
not  very  easy  to  see  on  what  principle,  or  why  the 
tame  question  may  not  be  for  the  jury  in  any 
case  of  publication  by  any  book.  From  the  ob- 
servations of  the  learned  Chief  Justice  Tindal  in 
several  recent  cases  (ante  592,  n.  c>  and  the  cases 
there  referred  to),  this  would  appear  to  be  a  pro- 
per question  for  the  jury. 

If  in  any  case  it  is  a  question  for  the  jury,  whe- 
ther a  person  did  actually  borrow,  or  is  to  be  pre- 
sumed to  have  borrowed  his  invention  from  a 
published  book,  or  whether  the  account  contained 
in  any  published  book  was  or  was  not  known  in 
England  by  reason  of  such  published  book?  but 
k  is  not  a  question  for  the  jury,  in  the  case  of  an 
account  contained  in  a  specification,  that  dif- 
ference must  be  founded  on  the  fact  of  the  prior 
grant  bv  letters  patent,  and  that  the  specifica- 
tion, being  matter  of  record,  is  a  publication  of 
which  the  public  are  bound  to  take  notice; 
whereas  the  public  cannot  be  presumed  to  take 
notice  of,  or  to  be  acquainted  with,  all  books.  The 
work  referred  toby  Lord  Brougham  is  principally 
devoted  to  the  publication  of  specifications  ;  the 
fact  of  the  existence  of  a  specification,  whether  so 
published  or  not*  negatives  the  title  of  any  person 
subsequently  claiming  to  be  the  true  and  first  in- 
ventor of  an  invention  substantially  the  same  as 
that  described  in  such  specification. 

But  whatever  may  be  the  peculiar  circumstances 
under  which  the  publication  takes  place,  the  ac- 
count so  published,  to  be  of  any  effect  in  law  as  a 
publication,  must,  on  the  authority  of  the  princi- 
pal case,  be  an  account  of  a  complete  and  per- 
fected invention,  and  published  as  such.  If  the 
invention  be  not  described  and  published  as  a 
complete,  perfected,  and  successful  invention,  but 
be  published  as  an  account  of  some  experiment, 
or  by  way  of  suggestion  and  speculation,  as 
something  which  peradventure  might  succeed,  it 
is  not  such  an  account  as  will  vitiate  subsequent 
letters  patent.  See  per  Lord  Abingtr,  C.  B.,  ant* 
534.  It  would  appear  to  be  a  test  not  wholly  in- 
applicable to  cases  of  this  nature,  to  inquire  whe- 
ther what  is  so  published  would  be  the  subject  of 
letters  patent,  because,  inasmuch  as  that  which 
rests  only  in  experiment,  suggestion,  and  specula- 
tion, cannot  be  the  subject  of  letters  patent,  it 
would  be  unreasonable  that  what  could  not  be 
the  subject-matter  of  letters  patent,  supposing 
letters  patent  granted  in  respect  thereof;  should 
vitiate  letters  patent  properly  granted. 

3.  The  third  class  of  evidence  is  the  production 
of  a  machine  or  article  of  manufacture  with  or 


without  proof  of  actual  user  anterior  to  the  date 
of  the  patent.  On  the  authority  of  the  above 
case  it  would  appear  that  the  production  of  such 
a  machine  or  article  of  manufacture,  without  ac- 
tual proof  as  to  its  use,  or  any  evidence  as  to 
whence  it  originally  came,  or  as  to  its  mode  of 
manufacture,  would  vitiate  subsequent  letters  pa- 
tent for  such  a  machine  or  article  of  manufacture, 
as  negativing  the  grantee  of  such  letters  patent 
being  the  true  and  first  inventor.  With  refer- 
ence to  this  head,  two  distinct  cases  may  occur—, 
the  one  in  which  the  machine  or  article  of  manu- 
facture so  produced  shows  at  once  its  mode  of 
manufacture — the  other  in  which  the  machine  or 
article  of  manufacture  does  not  present  any  means 
of  knowledge  to  the  public,  so  as  to  enable  any 
person  to  reproduce  the  same.  There  may  be 
many  various  modes  of  attaining  a  result,  and  an 
article  of  manufacture  may  be  the  subject  of  va- 
rious patents.  The  term  "new  manufacture" 
may  be  satisfied  either  by  a  thing  that  is  made 
then  for  the  first  time,  or  that  is  made  in  a  new 
way  then  for  the  first  time.  An  arrangement  of 
material  parts,  as  a  simple  combination  of  the  ele- 
ments of  machinery,  discloses  its  mode  of  manu- 
facture to  the  eye  on  inspection,  but  with  respect 
to  a  paint,  or  a  dye,  or  a  medicine,  and  many 
other  inventions,  a  mere  inspection  of  the  result 
attained  will  convey  no  information  as  to  the  mode 
of  manufacture.  The  distinction  just  adverted  to 
relates  to  the  doctrine,  "  that  knowledge  and  the 
means  of  knowledge  are  the  same;**  but  inde- 
pendently of  this,  this  last  class  of  cases,  depend- 
ing upon  user,  differs  altogether  from  the  two 
first-mentioned  classes  of  cases,  depending  upon 
publication  in  such  a  form  as  to  preserve  and 
communicate  the  knowledge  to  the  public  The 
following  observations  with  reference  to  this 
question  were  made  in  the  course  of  the  argu- 
ment on  the  principal  case. 

Lord  Lyndhunt,  L.  C. :  "  Look  to  the  words 
of  the  statute ;  •  The  declaration  before  mentioned 
shall  not  extend  to  any  letters  patent  and  grant 
of  privilege,  of  the  sole  working  or  making  of 
any  manner  of  new  manufacture  within  this  realm, 
to  the  true  and  first  inventor  of  such  manufac- 
ture, which  others  at  the  time  of  making  such 
letters  patent  and  grant  shall  not  use.'  If  the  in- 
vention is  in  use  at  the  time  that  the  grant  is 
granted,  the  man  cannot  have  a  patent,  although 
he  is  the  original  inventor;  if  it  is  not  in  use, he 
cannot  obtain  a  patent  if  he  is  not  the  original 
inventor.  He  is  not  called  the  inventor  who  has 
in  his  closet  invented  it,  but  who  does  not  commu- 
nicate it :  the  first  person  who  discloses  that  in- 
vention to  the  public  is  considered  as  the  inventor. 
The  party  must  be  an  inventor,  you  need  not  say 
the  inventor,  because  another  may  have  invented 
it  and  concealed  it :  but  in  addition  to  his  being 
an  inventor,  others  must  not  use  the  invention  at 
the  time  of  the  patent.** 

Lord  Brougham:  "The  statute  excludes  from 
a  patent  the  true  inventor  who  shall  have  made 
the  invention  so  public  that  others  at  the  time  of 
the  granting  of  the  patent  shall  use  the  invention. 
The  public  have  lost  the  consideration  for  the 
patent,  namely,  the  specification  which  is  given. 
The  words  '  true  and  first  inventor,'  and  *  which 
others  at  the  time  shall  not  use/  are  cumulative." 

Lord  Lyndhunt,  L.C.:  "  He  must  be  the  first 
inventor,  and  it  must  not  be  in  use  at  the  time  of 
granting  the  patent.  For  the  purpose  of  meeting 
the  case  as  to  the  point,  that  he  is  the  first  in- 
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ventor,  evidence  may  be  gone  into  to  show  that 
a  person  used  the  invention  for  a  year  or  two  ten 
years  ago,  and  then  ceased  to  use  it.  That  has 
nothing  to  do  with  the  use  at  the  time  the  letters 
patent  were  granted.  Admitting  that  he  is  the 
inventor,  if  the  invention  is  known  and  used  at 
the  time  at  which  the  patent  is  granted,  in  that 
case  the  patent  is  void ;  that  is  the  sense  in  which 
the  words  *used  at  the  time  of  the  grant  of  the 
letters  patent'  are  employed." 

Upon  the  above  words  of  this  noble  and  learned 
lord,  "  known  and  used  at  the  time,"  the  question 
arises  as  to  what  is  the  kind  of  knowledge  and 
use  whereby  letters  patent  will  be  vitiated. 

Suppose  an  article  of  manufacture,  an  encaustic 
tile,  for  instance  (pott  736),  or  a  particular  species 
of  painted  glass,  such  as  was  well  known  in  the 
miodle  ages,  to  have  been  manufactured  at  a  cer- 
tain period  in  this  country  in  secret,  or  if  not  in 
secret  that  the  whole  knowledge  of  the  art  was 
lost,  but  that  such  tiles  and  painted  glass  were 
known  and  in  use  before  the  eyes  of  the  public  to 
the  present  time,  and  that  it  was  a  great  deside- 
ratum that  the  art  should  be  discovered,  and  that 
some  ingenious  man  discovered  a  mode  whereby 
tiles  and  painted  glass,  apparently  the  same, 
could  be  produced,  and  published  that  mode  to 
the  world  under  letters  patent,  would  the  know- 
ledge  and  use  of  the  tiles  or  painted  glass  at  the 
time  such  letters  patent  were  granted  vitiate  such 
letters  patent  1  no  knowledge  or  use  of  the  in- 
vention as  an  art  existing  at  the  time  of  the 
grant.  The  knowledge  of  the  fact  of  the  existence 
of  an  article  of  manufacture,  or  the  daily  use  of 
such  an  article,  cannot,  it  is  conceived,  be  know- 
ledge and  use  of  the  invention  within  the  meaning 
of  the  above  terms,  so  as  to  vitiate  subsequent 
letters  patent.  If  such  knowledge  of  the  exist- 
ence of  an  article  and  use  of  an  article  convey  at 
once  the  requisite  information  as  to  its  mode  of 
manufacture,  the  case  is  different  from  that  above 
supposed,  which  assumes  the  absence  of  that  very 
knowledge  which  it  is  the  object  of  the  letters 
patent  and  specification  to  communicate  and  be- 
stow. What  has  once  been  given  to  the  public 
cannot  be  resumed ;  the  public  being  in  posses- 
sion of  any  species  of  knowledge,  there  is  no  con- 
sideration for  the  exclusive  privileges  granted  by 
subsequent  letters  patent ;  there  is  no  fresh  know- 
ledge to  be  communicated  to  the  public  through 
the  medium  of  the  specification,  to  constitute  the 
consideration  upon  which  the  letters  patent  are 
granted;  such  knowledge  being  the  price  and 
bargain  for  the  grant,  or  that  which  the  public 
get  m  return  for  the  limited  monopoly.  It  would 
appear  therefore,  on  principle  and  on  reason, 
that  the  knowledge  of  an  invention  which  is  to 
vitiate  letters  patent,  must  be  knowledge  of  the 
same  kind  as  that  above  referred  to,  namely,  such 
knowledge  or  such  means  of  knowledge,  as  will 
teach  others  to  practise  the  invention. 

A  similar  ambiguity  attaches  to  the  word  "  use," 
and  the  question  arises,  whether  the  use  of  an 
article  under  the  circumstances  above  mentioned 
will  vitiate  subsequent  letters  patent,  granted  to  a 
person  who  introduces  the  knowledge  of  the  ma- 
nufacture.   In  determining  this  question,  regard 


must  be  had  to  the  proviso  of  the  statute,  which 
declares,  that  the  previous  declaration  against 
monopolies  shall  not  extend  to  any  letters  patent 
of  the  sole  working  or  making  of  any  manner  of 
new  manufacture  within  the  realm.  The  working 
and  making  of  the  article  to  be  produced  b  the 
subject  of  the  grant,  not  the  use  of  that  article 
when  produced,  and  the  meaning  of  those  words 
is  well  defined  by  the  exposition  of  the  law  as 
stated  in  the  case  of  monopolies  (ante  6),  sad 
recently  recognised  and  adopted  by  the  Court  of 
Common  Pleas,  in  the  ease  of  Crmne  v.  Price,  ia 
the  following  terms,  "  when  any  man  by  his  ows 
charge  and  industry,  or  by  his  own  wit  or  iaven- 
tion,  doth  bring  any  new  trade  into  the  realm,  or 
any  engine  tending  to  the  furtherance  of  a  trade, 
that  never  was  used  before,  and  that  for  the  good 
of  the  realm,  in  such  cases  the  king  may  grant  to 
him  a  monopoly  patent  for  some  reasonable  tine, 
until  the  subjects  may  learn  the  same,  in  conside- 
ration of  the  good  that  he  doth  bring  of  his  ia- 
vention  to  the  commonwealth — otherwise  not" 
So  that  the  subject  of  the  grant,  according  to  the 
old  common  law,  on  the  authority  of  this  case,  is 
to  be  a  new  trade,  or  an  engine  tending  to  the 
furtherance  of  an  existing  trade,  provided  sock 
trade  or  such  engine  had  never  been  used  before, 
whereas  according  to  the  statute,  the  condition 
would  appear  to  be  limited  to  the  trade  or  ea- 
gine  being  in  use  at  the  time  of  the  grant  Bst 
then  the  difficult  question  arises,  if  ever  in  see, 
after  what  period,  or  under  what  circumstances,  is 
the  title  of  the  party  as  the  true  and  first  investor 
not  to  be  negatived  1  The  observation  of  Lord 
Brougham  (cited  above),  that  the  latter  clause  of 
the  statute  is  cumulative  in  effect,  places  the 
whole  question  on  the  issue  of  the  true  and  fir* 
inventor,  independently  of  the  question  of  publica- 
tion or  prior  use.  It  is,  however,  established,  that 
these  terms  are  not  applicable  to  the  case  of  s 
person  who  has  made  the  invention,  and  confined 
it  in  his  own  breast  or  closet,  or  to  one  who  htf 
only  speculated  about  it  without  attaining  any  prac- 
tical result,  but  it  has  been  expressly  held  that  the 
terms  are  applicable  to  that  person  only  who  shall 
have  invented,  published,  and  introduced  into,  or 
put  in  use,  a  complete,  perfect,  and  finished  in- 
vention. The  adoption,  or  the  general  know- 
ledge, of  the  invention,  by  the  public  is  not  neces- 
sary. The  title  of  a  person  who  subsequently 
lays  claim  to  any  exclusive  right  in  respect  of  the 
same  invention  is  defeated  by  the  tact,  that  the 
complete  and  perfected  invention  was  so  pso- 
lished,  or  put  into  public  use.  But  the  eorcai- 
ing  observations  of  the  noble  lords,  as  has  bees 
already  observed,  create  considerable  doubt  sad 
difficulty  in  the  application  of  the  above  principles, 
and  the  only  case  to  which  they  appear  to  be 
applicable,  is  that  of  a  prior  patent,  never  acted 
on,  and  from  which  the  public  never  derived  ear 
practical  benefit.  Suppose  the  subject  of  sacs 
patent  to  be  re-invented  after  fifty  years,  and  to 
be  introduced  into  general  use,  and  to  become 
part  of  the  manufactures  of  die  country,  woahl 
the  title  of  such  subsequent  and  independeat  ie- 
ventor  be  defeated  by  the  grant  of  the  prior 
patent  ?    See  outs  86,  n.  c. 
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Cor.  Lord  Campbell;  SirH.Jenner ;  Dr.  Lushing  ton ;  and      JnthePriv* 
Mr.  Justice  ErsMne.  Council' 

This  was  an  application  for  an  extension  of  the  term  of  the  Dec.  7th  &  8th, 
petitioner's  patent  of  the  18th  of  December,  1828,  for  u  improve-  1842# 
menta  in  weaving,  preparing,  or  manufacturing  a  cloth  or  fabric, 
and  the  application  thereof  to  the  making  of  stays  and  other 
articles  of  dress,  which  improvements  are  also  applicable  to 
other  purposes/9 

The  petition  having  briefly  described  the  method  of  making  n$  petition. 
stays  before  the  date  of  the  patent,  namely,  by  sewing  or  stitch- 
ing two  pieces  of  cloth  together,  in  such  manner  as  to  leave  the 
requisite  spaces  for  the  introduction  of  the  whalebone  or  other 
materials,'"  stated  experiments  by  the  petitioner  during  three 
years,  and  his  discovery  of  a  method  of  weaving  a  double  fabric 
suitable  for  stays,  the  requisite  open  spaces  being  left  in  the 
process  of  weaving.  The  petition  then  stated  the  expenses  in- 
curred and  difficulties  encountered  in  making  and  introducing 
the  invention,  particularly  the  opposition  by  the  wholesale 
houses,  and  the  prejudice  created  by  reports  industriously  cir- 
culated, that  the  stays  would  not  bear  washing.  The  petition 
then  stated  the  particulars  and  expense  of  the  litigation  in 
which  the  petitioner  had  been  involved;  that  no  profits  had 
been  received  for  some  time,  and  that  the  profits  during  the 
last  six  years  had  not  equalled  the  petitioner's  losses ;  so  that 
on  the  whole,  there  had  been  a  loss  on  the  invention.  A  dis- 
claimer had  been  enrolled  as  to  so  much  of  the  invention  as  did 
not  relate  to  stays. 

The  notice  of  objections  stated,  as  grounds  of  opposition,  Notice  of  objcc- 
various  objections  to  the  validity  of  the  patent — that  the  peti-  tiom- 
tioner  had  compromised  the  legal  proceedings  referred  to  in  the 
petition  by  the  payment  of  money,  with  the  view  of  prejudicing 
and  deterring  other  parties  known  to  the  petitioner  to  be  in- 
fringing the  patent;  that  in  consequence  of  the  petitioner's  not 
interfering  to  stop  such  infringements,  the  opponents  had  em- 
barked a  large  capital  in  machinery  for  manufacturing  the  stay 
fabric  by  steam  power,  and  that  it  was  not  until  the  fabric  so 
woven  by  steam  power  drove  out  of  the  market  the  fabric 
woven  in  the  loom,  that  the  petitioner  thought  of  amending  his 
patent  by  disclaimer  with  a  view  to  the  present  application. 

M. D.  HUl,  and  Webster,  appeared  for  the  petitioner;  Sir  W. 
Follett,  S.G.,  and  Cowling,  for  the  opponents. 
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In  tht  Privy  The  witnesses  described  the  old  or  stitched  stay  to  hare  been 

Council.  made  by  sewing  together  two  pieces  of  fabric  at  certain  interals 

for  the  interstices  into  which  the  bones,  wadding,  or  other 
materials,  were  to  be  inserted ;  whereas,  according  to  the  peti- 
tioner's invention  the  proper  interstices  were  left,  and  the  cross 
stitching  according  to  the  particular  pattern  of  the  stay  pat  in, 
during  the  weaving  of  the  fabric  in  the  loom,  so  that  the  stays, 
excepting  where  the  interstices  existed,  were  of  one  uniform 
fabric,  »  The  result  of  this  was  a  uniformity  of  texture  and  elas- 
ticity throughout  the  stay.  Weaving  in  such  a  manner  as  to 
leave  spaces  was  described  to  be  old,  stiffener  cloth  having  been 
made  in  that  way,  but  no  fabric  suitable  for  stays,  or  with  the 
proper  spaces  as  to  size  and  arrangement,  had  been  made  in  a 
loom;  a  fabric  with  similar  spaces  could  be  made  by  power 
weaving,  but  such  fabric  would  not  have  the  drops  and  cross 
stitching  generally  considered  as  important,  and  was  in  other 
respects  inferior  for  the  purpose  of  stay-making. 

The  prejudice  against  the  stays  in  the  first  instance  was  de- 
scribed to  be  great;  some  persons  believing  them  only  to  be 
stamped,  others  that  they  would  not  bear  washing.  They  were 
sold  at  the  same  price  as  the  stitched  stay,  but  the  saving  to 
the  manufacturer  upon  the  cost  of  production  was  from  4dL  to 
6rf.,  and  this  was  consequently  taken  as  the  measure  of  the 
profit  on  each  stay ;  the  profit  on  the  stays  sold  during  each 
year,  fr6m  1829  to  1841,  was  as  follows:  £9,  £45,  £13,  £77, 
£80,  £167,  £180,  £161,  £86,  £81,  £160,  £91,  £120.  In  1838, 
the  stay  of  a  fabric  made  by  power  weaving  came  out ;  it  inter- 
fered materially  with  the  petitioner's  stay,  being  sold  at  a  lower 
rate. 

With  respect  to  the  money  paid  by  the  petitioner,  and  the 
alleged  compromise,  it  appeared  that  the  defendant  in  the  suit 
had  pledged  a  large  quantity  of  the  cloth,  which  at  the  termina- 
tion of  the  suit  the  petitioner  redeemed,  in  order  to  prevent  its 
getting  into  the  market  The  petitioner  did  not  appear  to  hare 
had  knowledge  of  the  opponents  being  the  parties  engaged  in 
infringing  his  patent,  though  it  was  certain  that  stays  of  a  fabric 
made  by  power  weaving  were  in  the  market,  without  any  legal 
proceedings  being  taken.  The  short  portion  which  remained 
of  the  term  of  the  patent,  after  the  enrolment  of  the  disclaimer, 
was  suggested  as  the  cause  of  this. 

SirW.  W.  Follett,  S.6.,  on  behalf  of  the  opponents,  con- 
tended that  the  prayer  of  the  petition  could  not  be  granted,  on 
the  three  following  grounds  :  1st,  That  there  was  not  sufficient 
public  benefit  in  the  invention ;  2nd,  That  there  was  no  pecu- 
liarity in  the  situation  of  this  patentee  to  entitle  him  to  the  ex- 
traordinary relief  asked  for ;  and  3rdly,  That  the  petitioner  had 
slumbered  on  his  rights,  and  been  guilty  of  such  negligence  in 
not  proceeding  against  the  alleged  infringements,  as  would 
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effectually  preclude  him  from  succeeding  in  the  present  ap-  A.  D.  1842. 
plication. 

Firstly.  In  all  the  cases  which  had  hitherto  occurred  of  the 
Judicial  Committee  of  the  Privy  Council  recommending  an  ex- 
tension of  the  patent,  some  case  of  great  public  benefit  and 
utility  had  been  laid  before  the  committee.  Here  the  invention 
is  of  a  trivial  kind,  possessing  but  very  little  novelty  and  a  small 
degree  of  utility.  Weaving  spaced  fabrics  was  known  before ; 
any  body  might  have  applied  such  fabrics  to  stays.  The  fact  of 
the  slow  progress  of  the  sale  showed  but  a  small  degree  of 
utility,  and  was  itself  an  answer  to  the  application.  The  public 
did  not  get  their  stays  cheaper.  Where  then  was  the  public 
utility  and  benefit  ?  Secondly.  There  are  no  peculiar  circum- 
stances connected  with  this  patent,  either  of  hardship  or  utility. 
The  applicant  must  satisfy  the  court  that  from  some  particular 
cause  he  has  not  derived  the  benefit  which  he  might  have  ex- 
pected. It  is  not  sufficient  that  the  patent  article  does  not  sell; 
this  is  a  common  case,  and  affords  a  very  strong  presumption 
against  the  utility  of  the  invention.  The  petitioner  must  show 
some  particular  difficulty  arising  from  the  prejudices  of  the  pub- 
lic, or  the  opposition  of  the  trade,  so  as  to  account  for  not 
having  derived  an  adequate  remuneration  from  the  invention. 
The  allegations  in  the  petition  as  to  the  prejudice  and  oppo- 
sition have  not  been  supported  by  the  evidence.  [Lord  Camp-  The  fact  of  an 
beU :  A  patent  may  be  a  long  time  in  getting  into  use ;  but  if  it  invention  when ' 
then  becomes  known,  and  is  really  a  good  and  useful  patent,  it  ting^nto°general 
becomes  at  once  in  great  demand.]  The  petitioner  shows  by  use,i§apresump- 
his  disclaimer  that  he  has  been  in  the  enjoyment  of  an  invalid  Juntyf am*  * 
patent  for  thirteen  years;  he  admits  that  the  invention  was 
only  useful  as  regarded  stays ;  a  patentee  has  no  right  to  lie  by, 
resting  on  an  invalid  patent,  and  then  avail  himself  of  the  pro- 
visions of  the  statute,  in  order  to  interfere  with  what  others 
have  been  doing  in  reliance  on  the  invalidity  of  the  'patent. 
Thirdly.  The  petitioner  has  slumbered  on  his  rights,  and 
parties  had  been  permitted  to  infringe  with  impunity.  The 
patentee  must  have  known  of  these  infringements,  and  no  steps 
were  taken  to  put  a  stop  to  them ;  the  consequences  of  an  ex- 
tension would  be,  that  these  parties  would  be  immediately 
involved  in  litigation ;  it  would  be  a  great  hardship  upon  those 
who,  relying  on  the  invalidity  of  the  patent,  and  the  inactivity  of 
the  patentee,  have  expended  capital  upon  machinery  for  the 
manufacture  of  the  fabric,  to  be  subject  to  actions  for  past  in- 
fringement. [M.  D.  Hill:  The  petitioner  will  release  any  right 
of  action  for  past  infringement.]  [Lord  Campbell:  How  can 
that  be  secured?]  [Webster:  It  might  be  done  by  the  insertion 
of  a  proviso  in  the  new  letters  patent,  as  in  the  case  of  the  ex- 
tension of  Whitehouse's  patent  for  gas  tubes,  where  new  letters 
patent  were  granted  to  Russell  the  assignee.    The  securing  of 
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in  the  Privy      an  annuity  of  £500  per  annum  to   the  original  inventor,  was 
CouncU'  recited  in  the  new  letters  patent  as  part  of  the  consideration  of 

the  patent,  and  a  proviso  was  inserted,  rendering  the  new 
letters  patent  void  if  the  annuity  should  not  be  duly  paid.  The 
queen's  warrant  directs  the  Attorney  General  to  insert  any  pro- 
viso he  may  judge  requisite.  In  the  present  case  a  proviso 
might  be  inserted  for  avoiding  the  new  letters  patent  if  any 
action  be  brought  for  past  infringement]  That  would  not  meet 
the  justice  of  the  case.  What  is  to  become  of  the  machinery 
and  stock  in  trade,  &c.,  of  the  parties  ?  On  the  above  grounds* 
this  is  not  a  case  for  the  exercise  of  the  extraordinary  jurisdic- 
tion which  has  been  entrusted  to  the  court 
Judgmtnt.  Lord  Campbell  :  Their  lordships  are  of  opinion,  that  in  this 

case  there  is  not  sufficient  ground  laid  for  reporting  to  her 
majesty  that  the  patent  ought  to  be  renewed. 


Galloway's  Patent. 

May  13, 1843.    Cor.  Lord  Brougham;  Lord  Campbell;  Sir  J.  Wigram,  V.C.; 

and  Dr.  Lushington. 

This  was  an  application  by  James  Lancaster  Lucena,  as  the 
assignee  of  certain  letters  patent  granted  to  Elijah  Galloway  («), 
"  for  certain  improvements  in  steam  engines,  and  in  machinery 
for  propelling  vessels,  which  improvements  are  applicable  to 
other  purposes  (b)" 

Sir  W.  Folletty  S.G.,  and  Butt,  appeared  in  support  of  the 
petition,  which  stated  that  the  patents  had  been  obtained  at  the 
sole  expense  of  William  Morgan,  and  assigned  to  him  accord* 
ingly.  The  petitioner  had  purchased  one-fourth  share  in  the 
patents  of  Morgan  for  £4000,  in  1830 ;  and  in  1831,  Morgan  had 
assigned  the  other  shares  in  the  patent,  with  some  other  pro* 
pertyi  as  a  security  for  the  further  sum  of  £5400,  advanced  by 
the  petitioner  to  enable  Morgan  to  complete  and  carry  out  tbe 
invention.  On  the  bankruptcy  of  Morgan  in  1832,  the  other 
property  was  realized,  and  the  petitioner  proved  under  the  bank- 
ruptcy for  the  sum  of  £3400,  and  by  an  arrangement  with  die  as- 
signees became  the  sole  proprietor  of  the  patents,  and  thereupon 
granted  a  sole  and  exclusive  license  to  Morgan,  under  which 
he  continued  to  practise  the  invention  until  the  bankruptcy  of 


<•)  The  letten  patent  for  England  and  the  Colonies,  2nd  of  July  1929.  and  for 
of  August,  1829.  (6)  Set  the  specif  cation,  carte  166. 
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Messrs.  Acraman,  Morgan  &  Co.,  of  Bristol,  in  the  last  year.  A. p.  1843. 
The  petitioner  had  incurred  great  expense  by  the  proceedings 
against  Messrs.  Seaward  (ante  167),  and  ^e  subsequent  dis- 
claimer and  memorandum  of  alterations  (c).  The  original  in- 
ventor concurred  in  the  present  application.  The  losses  of  the 
petitioner  in  respect  of  the  patents  amounted  to  about  £8000.. 

The  papers  containing  the  advertisements  (rf),  the  two  letters 
patent,  copies  of  the  specification,  disclaimer,  and  memorandum 
of  alteration,  certified  as  office  copies.    The  petitioner's  title  In  an  applica- 
was  proved  by  calling  the  attesting  witnesses  to  the  execution  SjJ^hiSie 
of  the  deeds  of  assignment,  their  lordships  having  intimated  must  be  strictly 
that  the  title  must  be  strictly  proved,  and  that  an  admission  by  prov 
the  opponent's  counsel  would  not  do. 

On  the  witnesses  who  described  the  invention  being  cross-  The  new  letters 
examined  as  to  the  want  of  novelty  and  utility  of  the  inven-  PJJJ^  ^e  *£" 
tion,  their  lordships  intimated,  that  in  the  case  of  a  recommen-  jections  to  the 
dation  to  the  crown  for  an  extension  of  the  term,  the  new  quifionVof  no- 
letters  patent  were  subject  to  any  objections  which  might  exist  vehy  aad  utility 
to  the  original  letters  patent,  and  that  unless  it  was  contended  ^teiy^uiewrf 
that  the  invention  was  altogether  useless,  it  was  not  the  practice  on. 
of  the  Judicial  Committee  to  enter  into  these  questions,  es- 
pecially after  there  had  been  a  discussion  upon  them  in  a  court 
of  law.    The  nature  of  the  evidence  adduced  will  appear  from 
the  judgment  of  the  court. 

M.  D.  Hill,  and  R.  V.  Richards,  opposed  the  petition  on  the 
grounds  of  want  of  merit  in  the  petitioner,  and  also  in  the  in- 
vention. The  petitioner  advanced  money  on  the  patent  as  a 
commercial  speculation;  the  security  had  turned  out  to  be  bad; 
he  had  contributed  nothing  to  the  success  of  the  invention :  if 
the  concern  in  which  Morgan  was-  interested  had  not  failed, 
the  petitioner  would  have  been  paid  off  in  full,  and  have 
had  no  interest  in  the  letters  patent  whatever,  and  no  title 
to  come  here.  [Lord  Brougham:  The  petitioner  is  a  mere 
assignee;  is  he  within  the  act?]  [Sir  W.  Follett,  S.G.:  It 
has  been  so  decided  in  several  cases  (e).]  [Lord  Brougham : 
The  words  of  the  act  are  not  very  clear,  but  I  believe  th/3 
committee  thought  it  for  the  benefit  of  patentees  that  the 


(c)  The  disclaimer  enrolled  by  the  petitioner  of  the  26th,  and  "  Morning  Advertiser,"  of  the 
and  Morgan,  disclaimed  so  much  of  the  said  in-  27th,  and  three  "TimefT  The  petitioner  re- 
tention as  related  to  the  improvements  in  steam  sided  in  the  Temple.  It  did  not  appear  in  evi- 
cngines,  and  the  words  in  the  title,  "  which  im-  dence  where  the  manufacture  was  earned  on,  and 
provemenU  are  applicable  to  other  purposes,"  no  objection  was  made  to  the  sufficiency  of  the 
were  disclaimed.     A  memorandum  of  alteration,  advertisements. 

adding  explanatory  matter  to  the  specification,  («)  See   ante  487-8.     Of  the  »«vent*en  e»- 

was  also  enrolled.     It  was  made  a  condition  of  tensions  up  to  the  end  of  the  year  0843),  #ur 

the  enrolling  ofthe  disclaimer  and  memorandum  of  hare  been  to  assignees,  one  (Downton  s,  ante  565) 

alteration  in  thflcase,  that  the  defendants  should  to  the  administratrix  of  the  grantee  of  the  ori*i- 

have  a  license  to  use  the  particular  machinery  in  nal  letters  patent,  and  the  remaining  ten  io  the 

respect  of  which  the  above  action  was  brought.  patentees.     Five  applications  were  refused,  and 

(d)  The  "  Gaxette,"  of  the  24th,  27th,  and  31st  about  the  same  number  abandoned  by  the  parties 
of  January ;  the  "  Morning  Chronicle"  and  ••  Post,"  before  the  hearing. 

5  A 
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in  tht  pfhy     assignee  should  represent  the  whole  merit  of  the  inventor.] 
Vounct .  Secondly,  the  invention  itself  has  not  such  a  degree  of  merit  ai 

to  give  any  claim  to  an  extended  term.  Even  if  the  invention, 
as  described  in  the  specification,  would  be  of  any  use,  which  b 
extremely  doubtful,  it  would  not  now  be  applied  without  va- 
rious subsequent  improvements,  from  the  use  of  which  the 
public  would  be  excluded  if  the  term  of  the  patent  be  extended. 
[Dr.  Lushing  ton:  Tour  argument  is,  that  the  invention  as  de- 
scribed is  not  now  practically  useful  without  the  improvements 
that  have  been  made  in  it ;  and  that  therefore  the  term  of  die 
patent  ought  not  to  be  extended  so  as  to  deprive  the  public  of 
those  improvements,  without  which,  in  the  present  state  of 
steam  navigation,  the  principle  of  the  original  patent  cannot  be 
usefully  applied.]  Exactly  so.  The  original  grant  has  amply 
repaid  the  merit  of  the  invention  as  described.  [Lord  Brougham: 
But  there  has  been  no  profit ;  if  there  had  been,  your  argument 
would  have  some  weight.]  The  patent  as  originally  granted 
was  void.  The  litigation  now  urged  as  a  ground  of  hardship 
was  the  consequence  of  the  patentee  claiming  more  than  he  wis 
entitled  to,  and  but  for  this,  large  profits  might  have  been 
made ;  that  very  ground  of  invalidity  is  brought  forward  as  a 
reason  for  the  extension. 

The  nature  of  the  evidence  in  support  of  the  opposition  will 
be  seen  from  the  judgment  of  the  court. 

Sir  W.  Folletty  S.  G.,  in  reply.  The  petitioner,  according  to 
the  principles  which  have  been  acted  on  by  the  Judicial  Com- 
mittee in  other  cases,  represents  the  whole  merit  of  the  original 
inventor.  His  capital  has  been  employed  to  introduce  and 
spread  the  invention.  The  want  of  success  which  has  hitherto 
attended  the  invention  is  almost  inexplicable,  and  can  only 
be  referred  to  the  impediments  which  the  prejudice  of  ma- 
nufacturers, conflicting  interests,  and  the  expense  of  changes, 
oppose  to  the  introduction  of  the  greatest  improvements. 
The  advantages  of  increased  speed,  and  of  overcoming  the 
vibratory  and  tremulous  motion,  cannot  be  denied,  and  die  im- 
provements relied  on  as  an  answer  to  the  present  application 
relate  to  things  not  within  the  patent,  which  is  for  causing  the 
floats  to  enter  and  come  out  of  the  water  at  the  proper  angle. 
Judgment.  Lord  Brougham  :  In  this.case  their  lordships  have  had  be- 

fore them,  on  one  branch  of  it,  a  great  deal  of  evidence  on  either 
side,  respecting  which  this  observation  arises,  that  it  cannot 
really,  on  examining  it  upon  any  point  whereupon  the  decision 
of  their  lordships  can  ultimately  turn,  be  said  to  be  conflicting 
evidence.  It  appeared  for  instance  to  be  a  conflict,  at  least  by 
the  evidence  of  one  of  the  witnesses,  who  said  that  the  "  Con- 
fiance"  had,  the  fourth  time  she  was  fitted  with  wheels,  not  the 
paddle-wheel  in  question,  but  another  wheel,  he  did  not  know 
exactly  what,  but  not  that  he  thought;  bat  we  have  on  the 
other  side  Mr.  Morgan,  who  made  the  paddle-wheel  in  both 
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cases,  and  who  gave  a  very  fair,  and  impartial,  and  careful  ac-  A.D.  1843. 
count  of  it,  and  he  gave  most  distinct  evidence  upon  his  oath 
to  the  fact,  that  the  first  and  second  and  third  paddle-wheels 
were  all  set  aside,  having  failed  from  some  defect  in  their 
power,  and  that  the  fourth  was  made  according  to  the  principle 
of  the  first,  which  was  according  to  the  model  of  the  four  floats 
at  the  end  of  the  vane  at  the  outside  of  the  spindle,  and  accord- 
ing to  the  plan,  without  any  of  the  alleged  improvements  in  the 
frame,  although  there  can  be  no  doubt,  and  it  is  past  contention, 
that  it  does  not  admit  of  a  choice  between  the  two.  It  must, 
however,  be  observed,  that  it  cannot  here  be  said,  that  the  differ- 
ence between  the  float  being  at  the  end,  or  outside  of  the 
spindle  and  the  balance  floats,  or  the  float  part  of  which  is  inside 
and  part  outside  the  spindle,  is  a  material  difference  or  an  im- 
provement ;  if  it  were  an  improvement  in  the  invention,  that 
might  be  urged,  but  the  patent  is  not  taken  out,  as  we  under- 
stand it,  for  that  particular  construction  of  the  wheel;  the 
patent  is  taken  out  for  a  mode  of  making  floats  (whatever  they 
are,  whether  the  balance  float  or  the  single  float,  whether  floats 
partly  inside  and  outside  the  spindles,  or  floats  entirely  inside 
the  spindle,  whatever  may  be  the  mode  and  manner  of  making 
the  float)  enter  and  go  through  the  water  at  a  particular  angle, 
and  then  quit  it  at  another  angle — at  such  an  angle  as  shall 
oppose  resistance  to  the  water — that  being  the  object  to  be 
attained ;  the  principle  being  thereby  applied,  of  opposing  the 
greatest  space  in  the  most  advantageous  form,  to  give  resistance 
where  resistance  is  wanted  for  the  power,  but  is  only  wanted  to 
withdraw  it,  either  through  the  water  in  the  first  instance,  or 
through  the  air  in  the  next,  upon  the  ordinary  principle  of 
feathering  an  oar. 

Now  it  appears  that  improvements  were  made  in  the  float,  The  fact  of 
such  manifest  improvements,  that  no  person  would  after  these  ^uTavtoff" 
ever  think  of  persisting  in  using  the  invention  as  it  originally  been  made  on 
stood,  but  would  have  recourse  to  the  improvements.    That,  venUon^affblSi 
however,  is  no  reason  against  the  claim  of  the  original  inventor,  no  objection  to 
it  is  only  saying  that  his  invention,  though  useful,  has  been  {u®  term!"011 
capable  of  improvement,  and  its  having  been  improved  affords 
no  reason  for  denying  him  an  extension  of  the  patent,  if  upon 
other  grounds  he  has  merit,  and  if  upon  other  grounds  he  has 
shown  not  to  have  reaped  a  due  benefit  in  proportion  to  that 
merit.     If  such  an  argument  were  to  prevail,  any  improvement 
made  by  him  upon  the  patent  would  at  once  take  away  the 
patentee's  right  to  obtain  under  whatever  circumstances  he  may 
come  before  this  court,  a  recommendation  to  have  under  the 
act  of  parliament,  an  enlargement  of  the  term. 

Some  difference  of  opinion  has  been  expressed  by  persons  of 
great  learning,  experience,  and  ingenuity,  in  their  several  depart- 
ments, but  in  weighing  the  testimony  of  those  gentlemen  much 
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jn  tk*  Priwy     depends,  as  it  is  in  conflict,  upon  the  spirit  in  which  the  testi* 
Council.  mony  is  given.     Now  I  think  the  testimony  of  Mr.  Morgan  to 

the  excellence  of  the  invention,  and  to  its  perfect  use  when  in 
the  Confiance,  and  to  the  perfect  success  of  the  same  invention 
applied  to  the  Trieste,  was  given  in  a  manner  far  more  to  con- 
ciliate one's  confidence  than  the  very  coloured  statement  which 
some  of  the  witnesses  gave,  very  ingenious  and  very  honest  men, 
Mr.  Barnes,  for  instance,  and  Mr.  Farey.  Tet  these  gentlemen 
appear  to  labour  under  very  considerable  excitement  with  re- 
gard to  this  patent,  so  much  so,  that  Mr.  Barnes  said,  in  answer 
to  a  very  simple  question, that  he  never  saw  such  an  attempts! 
mechanism  in  the  whole  course  of  his  life ;  he  would  not  allow 
it  to  be  mechanism.  Now  that  is  very  much  like  the  reverse  of 
the  evidence  that  was  given  in  favour  of  the  patent,  and  even 
the  other  evidence  given  against  the  patent  was  in  favour  of 
its  being  mechanism,  especially  taking  into  consideration  thtt 
for  which  the  patent  is  claimed,  namely,  not  one  particular 
mode  of  constructing  the  axle,  or  one  particular  mode  of  placing 
or  constructing  the  float  rather  than  another,  or  of  making  the 
wheel  rather  than  another,  but  one  particular  mode  by  which 
the  angle  is  to  be  varied,  at  which  the  float,  however  con- 
structed, or  the  wheel,  however  made,  enters,  goes  through,  and 
emerges  from,  the  element  in  which  the  force  is  to  be  gained. 
Their  lordships  are  therefore  inclined  to  think,  that  there  is  no 
reason  for  doubting  the  merits  of  this  invention,  and  a  very  use- 
ful invention  it  is,  though  one  really  is  somewhat  at  a  loss,  the 
more  one  sees  of  it,  to  understand  why  hitherto  it  has  not  been 
more  generally  and  more  largely  used ;  I  hope  that  it  will  come 
more  into  use  for  the  benefit  of  the  public.  It  appears  that  it 
has  increased  from  an  hour  to  an  hour  and  a  half,  and  two 
hours,  the  speed  of  vessels,  and  it  also  appears  to  get  rid  of  a 
most  painful  and  irksome  part  of  steam-boat  travelling— die 
trembling  vibrating  motion.  One  hopes  therefore  that  it  msjr 
succeed.  The  evidence  of  Cap t.  Kennedy  is  very  material  in  this 
respect,  and  though  Mr.  Farey  gave  a  very  confident  opinion  is 
to  the  frail  nature  of  some  parts  of  the  wheel  from  its  being 
half  axle,  and  that  it  must  be  very  bad  to  use,  this  is  to  be 
observed,  that  Mr.  Farey  was  never  in  one  of  those  vessels  in 
bad  weather.  Now  if  this  kind  of  half  axle  is  so  very  bad  to 
use,  and  so  very  little  to  be  relied  upon,  one  does  not  really 
quite  understand  how  it  was  possible  for  Captain  Kennedy  to 
have  weathered  that  dreadful  hurricane,  which  appears  to  hare 
been  one  of  the  most  severe  hurricanes  that  one  ever  heard  a 
description  of,  so  much  so,  that  four  vessels  perished  in  coming 
out  of  harbour,  and  vessels  were  actually  driven  firom  the  har- 
bour, great  and  small,  and  exposed  to  great  jeopardy  during 
the  continuance  of  that  gale;  his  vessel  appears  to  bare 
been  most  tou%\\Vj  Vt&wdkd  by  the  hurricane ;  nevertheless  this 
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paddle-wheel  seems  to  have  done  its  duty  admirably  and  power-  A.D.  1843. 
fully,  and  another  would  not  have  done  so  well. 

Upon  these  grounds  their  lordships  are  to  consider,  whether  As  to  the  profits 
or  not  a  profit  has  been  realized  by  the  patentee.    Now  it  ap-  and  deductions 

•        -  /.  ,  ..  .       ;  ...  _tobemadeiD 

pears  that  from  four  years  litigation,  entailing  an  expense  of  estimating  then. 
£2423,  including  the  expense  of  taking  out  the  two  patents,  and 
including  the  expenses  always  attendant  upon  bringing  a  patent 
invention,  however  useful  or  however  much  approved  of  by  the 
public,  into  use,  and  deducting  the  expense  of  the  steam  engine, 
which  was  set  aside,  and  afterwards  exported,  and  deducting  all 
expenses  not  belonging  to  this  very  invention  itself,  by  an  exami- 
nation very  strictly  gone  through,  both  by  the  bar  and  the  court 
of  persons  called  for  that  purpose,  the  £6000,  which  has  been 
received,  has  been  considerably  more  than  exhausted  by  that 
expenditure.  And  then  we  are  to  observe,  that  the  £6000  a  manufac- 
was  not,  properly  speaking,  the  patentee's  profit,  it  was  notture^fcj[Profit 
the  profit  of  the  monopoly,  but  the  profit  which  any  manu-  ducted. 
facturer  employed  to  make  these  vessels  with  these  engines 
would  have  derived  by  it,  who  had  no  right  to  the  patent,  and 
no  right  to  the  monopoly.  That  is  a  very  material  circum- 
stance, for  it  shows  that  all  the  poor  inventor  got  by  this 
patent  was  a  sort  of  priority  in  this  market,  a  preference  in  ob- 
taining those  orders,  and  no  profit  whatever  from  his  monopoly. 
Not  only,  therefore,  was  the  expenditure  greater  than  the  profit 
received,  but  the  proportion  of  that  expenditure  to  him  was  still 
greater. 

Their  lordships,  taking  all  these  circumstances  into  considera- 
tion, are  of  opinion  that  they  ought  to  recommend,  under  the 
powers  of  the  act,  that  the  patent  should  be  extended,  and  they 
consider  the  fit  and  proper  period  of  that  extension  should  be 
five  years  (/). 

Sir  W.  Folletty  S.6. :  I  do  not  know  whether  in  this  case  I 
ought  to  apply  to  your  lordships,  as  we  have  been  put  to  very 
great  expense  by  the  opposition,  that  we  should  have  any  costs. 
I  find  that  your  lordships  have  done  that  in  similar  cases  (g). 

Lord  Brougham  :  No  costs  ought  to  be  allowed. 


Soames's  Patent. 

Cor.  The  Lord  President ;  Lord  Brougham ;  Dr.  Lushington ;    Jane  21, 1843. 
and  Lord  Campbell. 

This  was  an  application  by   the  grantee  and  assignees  of 
letters  patent,  granted  September  9th,  1829,  for  "a  new  prepa- 


(/)  New  letters  patent  were  granted  to  James  Lancaster  Lucena  accordingly, 
(g)  Sec  anf  567. 
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ration  or  manufacture  of  a  certain  material  produced  from  a 
vegetable  substance,  and  the  application  thereof  to  the  purpose 
of  affording  light,  and  other  uses"  (a). 

The  petition  stated  that  the  cocoa  nut  oil,  which  at  the  tem- 
perature of  the  East  Indies  is  a  fine  fluid  oil,  may  be  produced 


(a)  Specificatitm.— The  specification  declares 
"  tne  nature  of  the  said  invention  or  discovery  to 
consist  in  preparing  or  manufacturing  the  ma- 
terial or  substance  commonly  called  cocoa  not  oil, 
by  subjecting  it  to  the  process  of  hydraulic  or 
other  suitable  pressure,  by  which  process  I  sepa- 
rate the  elaine,  by  which  I  mean  the  more  fluid 
part  from  the  stearine,  by  which  I  mean  the  more 
solid  part,  and  thereby  obtain  two  products— one 
fit  to  be  applied  to  the  manufacture  of  candles, 
and  the  other  to  burning  in  ordinary  lamps,  and 
other  purposes.**  The  specification  then  describes 
the  mode  of  pressing  the  crude  cocoa  nut  oil,  and 
the  manipulation  of  the  stearine  and  elaine, 
whereby  they  are  obtained — the  one  in  a  state  fit 
for  the  manufacture  of  candles,  according  to  the 
ordinary  process  of  making  mould  tallow  candles ; 
the  other  for  burning  and  other  uses  to  which  oil 
is  applied;  and  concludes  as  follows: — "Now, 
whereas  the  process  of  separating  the  elaine  from 
the  stearine,  by  pressure,  in  manner  aforesaid,  has 
never  before  been  applied  to  the  substance  called 
cocoa  nut  oil ;  and,  consequently,  no  product  hat 
heretofore  been  obtained  thereby  from  that  sub- 
stance, fit  for  being  manufactured  into  candles  in 
the  ordinary  way,  or  for  being  refined  by  any  of 
the  usual  modes  so  as  to  burn  in  ordinary  lamps ; 
both  which  objects  are  obtained  by  my  method  of 
preparing  or  manufacturing  the  said  substance. 
And  whereas,  I  therefore  hereby  claim  as  my  in- 
vention or  discovery,  the  manner  hereinbefore  de- 
scribed of  preparing  or  manufacturing  the  sub- 
stance called  cocoa  nut  oil,  bylhydraulic  or  other 
suitable  pressure,  and  the  application  of  the  pro- 
ducts obtained  thereby,  one  to  the  purpose  of 
making  candles,  and  the  other  to  the  purpose  of 
burning  in  ordinary  lamps,  without  the  necessity 
of  applying  the  conductors  of  heat,  and  other  con- 
trivances now  adopted  when  cocoa  nut  oil  in  its 
ordinary  state,  as  imported,  is  used  for  burning, 
and  also  to  other  uses." 


Wilton  y.  TindaU 

A  bill  had  been  filed  (Nov.  17,  1841)  by  the 
plaintiffs,  the  assignees  of  the  above  patent  of 
Soames,  to  restrain  the  defendant  from  infringing 
the  patent,  and  the  Master  of  the  Rolls  in  grant- 
ing the  injunction,  26th  November  1841,  delivered 
the  following  important  judgment : — 

Lord  Longdate,  M.  R. :  Having  regard  to  the 
arguments  on  the  validity  of  the  patent,  to  the 
enjoyment  of  it  by  the  plaintiffs,  and  to  the  evi- 
dence which  appears  upon  the  affidavits  which 
have  been  made  in  this  case,  I  am  of  opinion  that 
the  injunction  which  is  applied  for  ought  to  be 
granted. 

The  question  for  consideration  is,  whether  any 
terms  ought  to  be  imposed  upon  the  plaintiffs,  or 
whether  any  other  mode  of  investigating  the  facts 
than  that  which  is  adopted  in  the  usual  course  of 
proceeding  in  ibis  court  ougYft  to  \*  aoo^toL.    U 


is  to  be  observed,  that  all  orders  made  on  apptiov 
tions  of  this  kind  are  merely  interlocutory  orocn; 
they  do  not  bind  the  ripht  between  the  pewjss. 
The  injunction  which  Iheve  stated  it  to  be  ny 
intention  to  grant,  will  be  an  injunction,  of  coane 
only  till  further  order.  It  will  not  be  a  perpetual 
injunction ;  not  an  injunction  to  continue  during 
the  continuance  of  the  patent.  Notwithstasdhf 
this  order,  the  defendant  may  wot  in  bos  sanest, 
be  mav  displace  all  the  affidavits  which  save 
been  filed  on  both  sides.  The  plaintiff  sad  the 
defendant  may  respectively  proceed  to  erideacr, 
they  may  bring  this  cause  on  for  a  hearing,  sad 
upon  the  bearing  of  the  cause,  the  whole  case,  tat 
law  regarding  the  patent,  and  the  facts  which  uffl 
appear  upon  the  depositions,  will  have  to  be  re- 
considered, and  that  reconsideration  may,  for  sty 
thing  that  can  be  known  to  the  contrary,  jsttty 
end  in  a  result  different  from  that  which  1  ktie 
come  to  upon  the  present  occasion* 

The  defendant  having  his  option  to  adopt  tan 
course  of  proceeding,  has  at  the  bar  expressed  as 
desire  to  nave  this  matter  tried  at  law.  If  at 
were  left  merely  to  prosecute  a  scire  fecit  for  tat 
repeal  of  the  patent,  that  would  be  one  part  of  tat 
Question  which  he  might  in  that  waif  try.  Bat 
there  are  other  questions  subsisting  between  tat 
parties  regarding  matters  of  met,  which  could  sot 
be  tried  in  that  way. 

Now  it  has  been  stated  by  Lord  Cotteshw, 
that  he  recollected  no  instance  in  which  the  coot 
has  not  adopted  the  course  of  directing  the  tatl 
of  an  action ;  he  has  stated  that  to  be  the  rests 
of  his  experience.  I  certainly  fam  very  relucts* 
to  try  my  own  memory  against  that,  hat  IsseaU 
have  supposed  that  there  were  instances  in  wbka 
that  had  been  done.  It  is  not  the  right  of  parufs 
in  every  case  to  have  an  action  triad  in  a  court  ef 
law,  it  is  a  question  of  convenience,  and  the  court 
is  to  exercise  a  fair  discretion.  I  have  no  dosbt 
whatever  of  the  competency  of  this  court  togas* 
an  injunction  timpliciter.  Neither  had  Lord  Cot* 
tenham  any  doubt  of  it.  Bat  the  quesnoa  a, 
whether,  when  there  is  an  opportunity  for  canyisg 
the  matter  further,  it  is  not,  on  the  whole,  a  Mo- 
vement course  of  proceeding  to  have  it  tried  be- 
fore the  tribunal  which  is  most  proper  for  tat 
determination  of  the  legal  question,  and  by  which 
the  facts  can  be  better  investigated  than  they  est 
here.  It  is  not,  therefore,  upon  the  ground  «f 
any  doubt  as  to  the  validity  ot  the  patent  that  1 
make  the  order  which  I  am  about  to  make;  bat 
it  is  because  the  nature  of  the  case  entitles  tat 
defendant  to  a  further  investigation  in  one  form  or 
other,  and  the  most  convenient  and  most  entente 
mode  appears  to  me  to  be  that  which  has  beet 
mentioned,  namely,  by  bringing  an  action  ia  s 
court  of  law.  Notwithstanding*  therefore,  the 
very  forcible  arguments  I  have  heard  upon  this 
subject,  I  think  I  must  in  tins  case,  as  has  beet 
done  in  so  many  other  esses,  direct  the  plaintiftD 
bring  an  action  to  try  this  right,  the  — *— *i— 
being  granted  in  the  terms  of  the  \ 
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in  any  quantity  in  the  British  Colonies,  particularly  in  Ceylon,  A.  D.  1843. 
where  the  British  Government  from  1813  to  1833  made  great 
exertions  to  establish  the  trade  in  cocoa  nut  oil  as  an  export 
trade.  The  attempt,  however,  failed,  from  the  inutility  of  the 
oil  in  England,  it  being  unable  to  be  burnt  under  ordinary  cir- 
cumstances, and  was  practically  useless,  until  the  invention  of 
Mr.  Soames,  by  which  it  became  an  article  of  great  utility.  The 
petition  then  stated  various  circumstances  connected  with  the 
progress  of  the  invention,  and  the  assignment  of  the  patent,  and 
the  difficulties  with  which  the  assignees  had  to  contend,  arising 
from  the  following  circumstances — a  great  scarcity  in  the  sup- 
ply of  cocoa  nut  oil  from  the  demand  for  the  purposes  of 
Soames's  invention,  and  the  adoption  of  the  oil  to  mix  with 
tallow  in  the  manufacture  of  candles,  and  the  discontinuance  of 
the  Government  mill  and  establishment  at  Ceylon,  the  result 
of  which  was,  a  great  scarcity  in  the  article  and  a  rise  in  price — 
the  petitioners  being  compelled  to  establish  agencies  at  Ceylon, 
and  on  the  Malabar  coast,  for  the  regular  exportation  of  oil  to 
England,  and  to  erect  mills,  and  plant  cocoa  nut  trees  for  the 
same  purpose,  in  all  which  undertakings  great  difficulties  were 
experienced — the  failure  of  their  expectations  as  to  the  supply 
of  oil  at  a  moderate  price.  The  petition  further  stated,  that 
the  invention  of  Mr.  Soames  had  led  to  the  invention  of  the 
composite  candle,  an  article  in  very  great  demand  by  the  public. 
That  a  capital  of  upwards  of  £100,000  was  embarked  in  the 
working  of  the  patent,  but  the  profits  had  been  less  than  the 
ordinary  returns  on  manufacturing  capital.  The  petition,  in 
conclusion,  stated  as  specific  grounds  for  extension  of  the  patent, 
the  introduction  of  a  new  trade  and  manufacture,  namely  vege- 
table candles,  and  the  establishment  of  the  importation  of  cocoa 
nut  oil  as  a  trade  of  great  value,  both  to  the  country  and  the 
colonies  (4) ;  the  utility  and  importance  of  the  consequent  im- 
provement in  candles  to  the  public  at  large ;  the  want  of  remu- 
neration and  the  difficulties  in  which  the  assignees  had  been 
involved  from  circumstances  which  could  not  be  foreseen,  and 
ever  which  they  had  no  control. 

Sir  Thomas  Wilde,  M.  D.  Hill,  Botch,  and  Webster,  in  support 
of  the  petition;  Sir W.  Follett,  S.G.  and  M.  Smith  opposed  on 
behalf  of  the  trade ;  Erie  and  Swann  on  behalf  of  Mr.  Tindal. 

The  usual  formal  and  other  proofs  in  support  of  the  petition  Th$  Objections.  • 
having  been  given,  the  following  objections  to  the  extension  of 
the  term  were  stated  as  intended  to  be  relied  on.    That  long 
before  Soames's  invention  it  was  well  known  that   all  fats, 


(6)  It  appeared  from  the  parliamentary  papers,  six  years,  the  average  was  344  tons,  at  £35  a  ton ; 

that  on  the  average  of  fifteen  years,  prior  to  1824,  and  daring  the  next  eight  years,  up  to  the  end  of 

the  quantity  of  cocoa  nut  oil  imported  was  102  1842,  the  annual  average  was  1743  tons,  at  £38  a 

tons  annually,  at  £30  per  ton;  during  the  next  ton. 
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In  the  Privy     and  most  fixed  oils,  whether  animal  or  vegetable,  including 
CowicU-  cocoa  nut  oil,  could  be  separated  by  means  of  pressure,  at 

various  temperatures,  into  two  distinct  substances,  called 
stearine  and  elaine;  that  this  well-known  property,  and  the 
processes  of  effecting  the  separation,  were  described  in  well- 
known  chemical  works,  and  in  the  specifications  of  various 
patents ;  that  the  process  of  mechanical  pressure  had  been  ex- 
tensively applied  in  this  country  to  spermaceti  and  also  to  tallow, 
before  the  date  of  Soames's  patent;  that  under  these  circum- 
stances the  specification  claimed  what  was  not  new  5  that  there 
was  little  merit  in  Soames's  invention,  and  that  the  candles  of 
the  stearine  of  the  cocoa  nut  oil  alone  had  but  little  sale,  and 
were  not  suited  to  general  use  in  this  country,  and  in  order  to 
produce  a  marketable  article  it  was  necessary  that  the  stearine 
should  be  mixed  with  the  stearic  acid  of  tallow,  as  in  the  com- 
posite candle ;  that  the  trade  would  be  greatly  prejudiced  by 
the  extension  of  the  patent,  since  it  would  prevent  them  from 
making  the  composite  candle,  which  would  in  all  probability 
altogether  supersede  the  mould  candle. 

Lord  Brougham  (to  Sir  Thomas  \Wilde) :  Of  course  we 
cannot  take  an  admission  from  you,  because  we  are  here  to  pro- 
tect the  public,  and  are  to  satisfy  ourselves  as  to  your  claim; 
but  it  appears  to  me,  from  the  experiments  of  Chevreul  and 
Braconnot,  and  the  scientific  works  Mr.  Erie  has  referred  to— 
the  Annales  de  Chimie,  Thompson's  Chemistry,  the  Annals  of 
Philosophy,  and  Murray's  Chemistry,  to  say  nothing  of  the 
patents,  which  I  do  not  think  much  of;  but  those  scientific 
works  seem  to  indicate,  that  prior  to  your  patent,  there  was  a 
very  small  step  in  invention  to  make,  namely,  in  the  separation 
of  the  liquid  from  the  solid  part  of  a  substance,  consisting  of 
two  bodies  combined  mechanically  and  not  chemically ;  if  com- 
bined chemically,  of  course,  no  pressure  could  separate  them; 
but  combined  mechanically — applying  pressure  to  that,  was  but 
a  small  step  to  make  from  what  was  known  before.  Now  you 
admit,  I  suppose  (which  is  the  only  thing  wanting  to  prore 
their  case),  the  books  which  bear  date  in  1815,  1816, 1819,  and 
1832,  to  have  been  published  at  those  dates?  [Sir  Thomas 
Wilde:  Oh,  yes!]  (To  Mr.  Erie-,)  Now,  on  the  other  hand, 
I  do  not  exactly  see  how  you  could  strengthen  your  case  by 
calling  people  to  say,  they  knew  those  things,  because,  if  they 
were  in  a  book,  they  were  accessible  to  the  patentee,  and  though 
it  is  very  likely  the  patentee  might  know  nothing  of  them,  it 
goes  to  the  point  of  public  benefit.  The  public  had  the  benefit 
of  those  things  before,  and  consequently,  the  benefit  the  public 
has  got  from  the  patent  is  merely  the  difference  between  the 
matter  which  was  known  before  the  patent,  and  that  which  is 
known  now,  though  it  is  clear  that  in  fact  the  patentee  has  been 
at  a  great  outlay  of  money  in  carrying  it  into  effect. 
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Lord  Campbell  :  I  should  say,  sitting  here,  if  it  had  been  a.d.  1843. 
published  in  a  foreign  journal,  considering  whether  the  patent  Publication  in 
should  be  prolonged,  I  should  be  influenced  by  what  I  saw  to^5JJ2wd 
published  in  a  foreign  journal,  without  inquiring  whether  it  was  on  an  applica- 
known  in  England;  though  when  sitting  in  a  court  of  justice,  and  ^*J?*  but*  not 
considering  the  validity  of  the  patent,  I  should  require  that  it  in  an  action, 
should  be  known  in  England. 

Lord  Brougham  :  The  merit  of  an  importer  is  less  than  of  The  merit  of  an 
an  inventor.     We  are  now  sitting  judicially,  and  it  is  an  argu-  JJ^thYt  oTan 
ment  against  the  patent,  that  it  was  imported  and  not  invented,  inventor. 
I  do  not  say  it  takes  away  the  merit,  but  it  makes  it  much 
smaller.     Is  it  worth  your  while  to  give  evidence  to  strengthen 
that  point  ?     He  may  have  had  all  the  merit  in  the  world ;  he 
may  have  invented  the  mariner's  compass,  not  knowing  it  was 
known  before,  but  still  the  public  benefit  is  reduced  very  much 
if  it  was  known  before. 

Lord  Campbell:  The  strength  of  your  case  seems  to  be 
this.  That  before  this  patent  of  Mr.  Soames  was  taken  out,  not 
only  was  the  distinction  known  between  stearine  and  elaine 
with  reference  to  animal  oils  but  with  reference  to  vegetable  oils, 
and  it  is  the  overcoming  certain  difficulties  in  the  separating 
of  them  which  Mr.  Soames  takes  out  his  patent  for. 

Lord  Brougham  :  Then  the  extracts  you  have  read  from 
those  scientific  works,  and  the  specifications  of  the  three  patents, 
may  be  taken  as  put  in. 

Sir  Thomas  JVUde,  in  reply.  However  small  the  step,  it  is  Reply. 
that  which  has  made  the  whole  difference  between  a  worthless 
and  most  valuable  commodity;  the  merit  of  the  inventor  cannot 
be  tested  by  the  apparent  change,  the  result  and  its  conse- 
quences must  be  looked  to.  The  public  have  obtained  a  valu- 
able article  in  a  cheap  and  good  candle;  cocoa  nut  oil,  the 
produce  of  our  own  colonies,  has  become  a  permanent  article  of 
trade.  The  assignees  have  risked  an  enormous  capital,  upon 
which  they  have  not  received  fair  or  ordinary  returns.  The 
present  case  is  precisely  similar  to  those  in  which,  from  the  im- 
portance of  the  result,  and  the  inadequacy  of  the  remuneration 
to  those  who  have  brought  about  the  result,  the  legislature  has 
granted  an  extension  of  the  term  of  the  letters  patent  (c). 

Lord  Brougham  :  If  this  case  were  to  be  disposed  of  upon  Judgment. 
the  ground  which  in  arguing  such  cases  has  sometimes  been 
assumed  to  be  the  fit  one,  that  there  must  not  only  be  merit 
and  benefit  to  the  public,  and  (which  is  essential)  a  want  of  suf- 
ficient remuneration  in  the  course  of  using  the  patent,  but  that, 
moreover,  the  case  is  to  be  tried  here  as  on  a  bill  in  parliament 
introduced  to  prolong  the  patent;  then,  I  apprehend,  there  can 


•  (e)  See  the  cmaei,  tmtt  40. 
5    B 
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in  tk*  Privy      really  be  no  doubt  whatever  that  in  this  case  no  bill  would  ever 
Council.  kave  pagse(j  through  the  two  houses  of  parliament;  but  their 

The  petition  for  lordships  have  always  considered  that  it  was  with  the  view  of 
not^b^ukd   affording  a  better  remedy,  not  only  cheaper  and  easier,  but 
in  the  tame      better  in  this  respect,  that  there  might  be  cases  which  nerer 
application  u>    would  have  prevailed  on  the  legislature  to  make  a  new  personal 
parliament.       law  prolonging  a  monopoly,  which,  nevertheless,  might  seem 
meritorious  enough  in   respect  of   the  individual,  beneficial 
enough  in  respect  of  the  public,  and  deficient  enough  in  remu- 
neration, to  justify  interference,  which,  nevertheless,  had  they 
been  presented  in  the  form  of  a  petition  to  parliament,  would 
have  failed  to  procure  an  act. 

Proceeding  therefore  upon  this  ground,  that  it  is  not  neces- 
sary to  show  there  is  case  enough  for  an  act  of  parliament, 
their  lordships  are  of  opinion,  that  in  this  case  there  may  be 
sufficient  ground  for  granting  a  very  moderate  extension  of  the 
term.  Clear  proof  has  been  given  of  some  moderate  benefit  to 
the  public,  and  of  a  step  having  been  made  by  the  patentee; 
that,  though  previous  to  his  invention  of  the  process,  or  his 
application  of  the  ordinary  process,  viz.  mechanical  pressure— 
which  is  no  more  a  peculiar  process  than  mixing,  or  any  other 
chemical  process  known  at  all  times,  to  all  persons,  and  in  all 
operations — it  had  been  known  that  vegetable  as  well  as  animal 
oils  consisted  of  two  parts,  a  solid  and  a  fluid,  mechanically 
combined,  capable  therefore  of  being  separated  by  mechanical 
pressure;  yet  as  there  never  had  been  any  application  of  mecha- 
nical pressure  for  the  purpose  of  separating  the  cocoa  nut  oil 
into  two  parts,  which  being  separated,  are  found  exceedingly 
useful ;  the  oily  part  useful,  and  particularly  the  solid  part,  very 
useful  in  making  candles ;  it  is  fit  to  consider  that  the  person 
who  made  this  step — no  very  great  step,  yet  still  a  step  to  some 
extent,  was  not  sure  before  hand,  that  he  would  find  the  sobd 
part  separable  by  pressure ;  he  was  not  quite  sure,  because  it 
had  been  done  with  other  things,  but  he  might  very  well  calcu- 
late that  it  would  be  so — he  was  not  at  all  sure  that  he  would 
find  the  thing  so  separated,  was  applicable  to  common  and  to 
public  use,  viz.  to  the  purpose  of  making  a  good  burning  candle. 
The  fact  of  a  Well,  then,  another  improvement  was  made  by  him  after  he 
menthaTing***"  discovered  the  process  of  separating  the  one  from  the  other- 
been  made in  an  that  when  separated,  a  candle  might*  be  usefully  made  of  die 
fafo^ofan  80^  Part*  There  was  then  made,  it  appears,  another  improve- 
extension.  ment,  viz.  the  composite  candle  which  is  now  chiefly  in  use. 
Though  that  is  chiefly  in  use  and  the  other  not,  that  affords  no 
argument  against  the  invention  or  against  the  benefit  the  public 
may  derive  therefrom,  because  it  is  only  carrying  the  invention 
further,  though  they  do  not  patent  it,  and  do  not  claim  the 
exclusive  benefit  of  it ;  it  is  really  carrying  further  the  original 
process.    Then  it  appears  clearly  it  has  been  no  benefit;  it  has 
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rather  been  a  damnosa  Jusreditas.  It  appears  that  £800  was  A.  D.  1843. 
paid  in  the  first  instance,  and  that  they  have  rather  lost  than 
gained — that  they  have  lost  somewhere  about  £500  or  £600. 
It  appears  they  have  rather  speculated  lately ;  they  have  spent 
£3000  or  £4000  within  the  last  two  or  three  years.  Perhaps 
they  had  no  right  to  calculate  upon  that  being  restored.  They 
have  incurred  a  great  outlay  of  money,  perhaps  not  a  very  pru- 
dent one  under  those  circumstances.  Then  it  is  said,  there  has 
been  an  obstacle  in  the  want  of  cocoa  nut  oil.  It  does  not 
appear  there  was  any  change  to  make  that  cocoa  nut  oil  less 
easy  to  be  obtained  than  it  was  before ;  on  the  contrary,  the 
whole  average  importation  is  about  seventeen  times  as  much 
bow  as  it  was  originally.  They  could  hardly  therefore  have 
been  disappointed  in  that,  because  they  could  hardly  have  cal- 
culated, and  they  had  no  right  to  calculate,  and  therefore  no 
right  to  complain  if  they  were  disappointed,  upon  the  supply  of 
cocoa  nut  oil  ever  rising  in  a  greater  proportion  than  17  to  1. 
Nevertheless,  they  have  been  spirited  and  active  persons  in  this 
matter,  and  the  public  has  gained  something  from  their  spirit  and 
activity,  and  from  what  they  have  expended ;  and  their  lordships 
under  these  circumstances  are  of  opinion,  that  they  will  do 
well  in  giving  the  benefit  of  a  very  moderate  extension  of  this 
patent  right,  but  that  moderate  it  must  be,  in  respect  of  the 
circumstances  which  I  have  already  stated— the  very  small  step 
which  was  made,  and  the  proportionate  small  benefit  which  the 
public  may  be  said  to  have  gained. 

It  is  very  fit  their  lordships  should  guard  against  the  in- An  inference 
ference  being  drawn,  from  the  small  amount  of  any  step  made  a8*n8t  lh* 

.       .  ii  i.  i  lit-     merit  of  the 

in  improvement,  that  they  are  disposed  to  undervalue  that  in  invention  from 
importance;  if  a  new  process  is  invented,  if  new  machinery  is  {herte^mustbe 
invented,  if  a  new  principle  is  found  out  and  applied  so  as  to  carefully 
become  the  subject  of  a  patent  right,  embodied  in  a  manufac-  ^nfa*. 
ture,  then,  however  small  it  may  be  in  advance  of  the  state  of 
science  or  of  art  previous  to  the  period  of  that  step  being  made, 
that  is  no  reason  whatever  for  undervaluing  the  merits  of  the 
person  who  makes  a  discovery  in  science  or  an  invention  in 
art,  because  the  whole  history  of  science,  from  the  greatest  dis- 
coveries down  to  the  most  unimportant — from  the  discovery  of 
the  system  of  gravitation  itself,  and  the  fractional  calculus  itself, 
down  to  the  most  trifling  step  that  ever  has  been  made — is  one 
continued  illustration  of  the  slow  progress  by  which  the  human 
mind  makes  its  advance  in  discovery ;  it  is  hardly  perceptible, 
so  little  has  been  made  by  any  one  step  in  advance  of  the  former 
state  of  things,  because  generally  you  find  that  just  before  there 
was  something  very  nearly  the  same  thing  discovered  or  in- 
vented.   Therefore  it  is  no  argument  whatever  in  general,  if 
there  is  a  new  principle,  or  a  novel  invention — a  new  process, 
for  instance.    But  that  is  not  the  case  here,  and  therefore  it  is, 
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in  th$  Privy     that  being  not  at  all  the  case  here,  but  only  a  new  application, 
Council.  which  might  very  easily  suggest  itself  to  any  body;  a  new 

application  of  a  well-known  simple  process,  which  had  been  em- 
ployed with  respect  to  other  substances,  a  new  application  to 
this  known  substance  of  cocoa  nut  oil.  Therefore,  the  general 
observation  fails  altogether  here,  and  their  lordships  are  per- 
fectly justified,  without  any  thing  unfair  towards  the  party,  at 
the  time  they  are  granting  an  extension  of  the  term,  in  taking 
into  consideration  how  small  that  step  has  been.  Their  lord- 
ships being  of  opinion  therefore,  upon  the  whole,  that  a  mode- 
rate extension  ought  to  be  given,  they  will  humbly  recommend 
her  majesty,  under  the  powers  of  the  act,  to  grant  an  extension 
of  three  years,  from  the  expiration  of  the  term  of  fourteen  yean 
already  enjoyed  (cf). 


Weight's  Patent. 

July  5, 1843.       Cor .  Lord  Brougham ;  Lord  Campbell ;  Dr.  Luskington ;  and 

Vice-chancellor  Knight  Bruce. 

This  was  an  application  by  the  patentee  for  an  extension  of 
letters  patent,  granted  the  26th  of  January,  1830,  to  Samuel 
Wright,  for  "a  manufacture  of  ornamental  tiles,  bricks,  and 
quarries,  for  floors,  pavements,  and  other  purposes." 

M.  D.  Hilly  and  Webster,  for  the  petitioner;  Sir  F.  Pollock,  A.G., 
for  the  crown. 

The  subject  of  this  invention  was  described  by  the  witnesses 
as  the  encaustic  tile,  a  description  of  which  was  well  known  in 
the  middle  ages,  but  the  art  of  its  manufacture  had  been  lost 
The  patentee  having  failed  altogether  in  introducing  the  inven- 
tion, in  1838  transferred  his  model,  and  granted  a  license  to  a 
Mr.  Minter,  reserving  to  himself  a  royalty  of  2s.  per  square 
yard.  Mr.  Minter  immediately  reduced  the  price  from  42*.  to 
18*.  the  squrire  yard,  and  undertook  the  contract  for  the  Temple 
Church  at  16*.  6d.  a  square  yard,  as  a  means  of  bringing  tbe 
pavement  into  notice,  at  a  loss  on  that  contract  of  £250 :  the 
patentee  had  expended  between  £700  and  £800,  and  received 
no  return,  except  about  £100  royalty  from  Mr.  Minter. 

Sir  F.  Pollock,  A.  G.,  informed  their  lordships  that  he  saw  no 
objection  on  the  part  of  the  public  to  the  extension  asked  for 
being  granted. 


(d)  Tbe  new  letters  patent  were  granted  (sealed      Gerard  de  Hochpied  Larpent,  Bart^  for  the  tor 
24th  of  Aug.  1843,)  to  William  Wilson,  John  Stud-      of  three  years,  from  the  9th  day  of  September. 
holmt  Brownrigg,  John  CocktriW,  md  S«  George 
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Lord  Brougham:  Their  lordships  think,  that  regard  being  Judgment. 
had  to  the  benefit  which  the  public  are  likely  to  receive  from 
this  manufacture  going  on,  and  regard  being  had  also  to  the 
peculiar  circumstances  of  the  Temple  contract  being  the  first 
time  it  has  come  into  notice,  there  ought  to  be  sin  extension  for 
the  term  of  seven  years. 


Morgan's  Patent. 

Cor.  The  Lord  President;  Lord  Brougham;  Lord  Campbell;   My  15, 1843. 
and  Dr.  Lushington. 

This  was  an  application  by  the  patentee,  in  conjunction  with 
the  assignees,  of  letters  patent  granted  the  9th  of  September, 
1839,  to  Thomas  Morgan,  for  "  a  new  method  of  manufacturing 
or  preparing  iron  plates,  or  black  plates  for  tinning." 

Sir  W.  W.  Follett,  S.G.,  and  Webster,  in  support  of  the  pe- 
tition ;  and  Sir  F.  Pollock,  A.  G.,  for  the  crown. 

It  appeared  in  evidence,  that  according  to  the  old  process  of 
manufacturing  tin  plates,  the  iron  or  black  plate,  preparatory  to 
tinning,  was  scaled,  that  is,  the  oxydated  surface  removed,  by 
manual  operation,  after  being  placed  in  a  furnace ;  this  was  a 
wasteful  mode,  and  the  whole  of  the  scale  was  not  perfectly 
removed ;  the  plate  after  being  scaled  was  cold-rolled,  for  the 
purpose  of  giving  it  a  smooth  surface,  and  then  cleaned  with 
sulphuric  acid.  According  to  Mr.  Morgan's  invention,  the  plate 
was  prepared  for  tinning  by  pickling  in  sulphuric  acid,  the  effect 
of  which  was  to  remove  all  the  scale.  This  was  a  more  effectual 
and  cheaper  mode,  and  the  tinned  plate  has  an  improved  ap- 
pearance. The  saving  effected  was  estimated  at  from  lOrf.  to  1*. 
on  a  box  of  tin  plates,  value  about  20*.  It  appeared  that  the 
inventor  was  a  working  man  at  £2  a  week,  and  having  been 
unsuccessful  in  his  first  attempts  to  get  the  invention  adopted 
by  a  large  manufacturer,  with  whom  he  had  entered  into  an 
arrangement,  nothing  was  done  with  the  invention  until  1840, 
when  he  sold  the  patent  to  Messrs.  Lewis,  for  £200,  reserving 
to  himself  a  right  to  use  the  invention  at  works  in  which  he  was 
a  partner,  and  at  which  about  150  boxes  a  week  were  made.  It 
appeared  that  the  Messrs.  Lewis  had  made  from  15,000  to 
18,000  boxes  a  year  during  the  last  three  years,  and  received 
£300  a  year  for  licenses. 

Lord  Brougham:   When  applications  are  made  to  their  Judgment. 
lordships  for  the  extension  of  a  patent  term,  that  is  to  say,  of  a 
monopoly,  under  letters  patent  by  assignees,  to  whom  the  in- 
terest of  the  patentee  has  been  parted  with,  and  in  whom  it  is 
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in  the  Privy      vested,  their  lordships  have  always  been  used  to  consider,  that 

„,!""?  "        *  by  taking  into  their  view  and  favourably  listening  to  the  appli- 
The  mterwt  of      *  f  .  '  *  r*7 

the  inventor  is  cation  of  the  assignee,  they  are,  though  not  directly,  yet  medi- 
rolStthroCOIh  ate*y  anc*  consequentiaUy>  **  it  were,  giving  a  benefit  to  the 
the  assignee,  inventor,  because  if  the  assignee  is  not  remunerated  at  all,  it 
might  be  said  that  the  chance  of  the  patentee  of  making  an  ad- 
vantageous conveyance  to  the  assignee,  would  be  materially 
diminished,  and  consequently,  his  interest  damnified.  For  this 
reason,  consideration  has  been  given  to  the  claims  of  the 
assignee  who  has  an  interest  in  the  patent. 

Their  lordships  applying  this  principle  to  the  present  case, 
would  look  at  the  situation  of  the  assignees,  and  it  appears 
from  the  evidence  that  they  have  made  a  profit  in  two  respects ; 
first,  in  the  saving  effected  upon  their  15,000  to  18,000  boxes, 
of  somewhere  about  lOrf.  a  box,  and  the  small  amount  of  sul- 
phate of  iron  that  is  made,  being  somewhere  about  £60,  making 
altogether  about  £700  per  annum  for  three  years ;  and  secondly, 
the  amount  of  £300,  or  thereabouts,  for  licenses;  no  evidence 
being  given  of  that,  but  it  being  suggested  that  it  amounts  to 
about  £300.  Taking  it  at  that,  it  would  make  the  remuneration 
that  they  have  had  amount  to  £3000,  that  is  to  say,  £1000 
a  year  during  three  years.  It  appears,  therefore,  to  their  lord- 
ships, in  considering  whether  any  additional  term  should  be 
granted  to  them,  that  the  amount  they  have  made  is  a  very 
reasonable  amount  for  any  thing  they  have  a  right  to  expect  So 
much  then  as  to  the  claim  of  the  assignees  mediately  to  the 
interest  of  the  patentee. 

Now,  as  to  the  patentee  himself,  who  really  appears  nomi- 
nally only  a  party  to  this  application.  The  patentee  has  made 
by  his  bargain  with  the  assignees  £200, — £100  of  which  has 
been  paid,  and  the  other  £100  is  yet  to  be  paid ;  and  it  is  said, 
that  he  makes  about  £7  a  week  in  partnership  with  two  others, 
leaving  him  a  profit  of  about  £2  a  week. 

Their  lordships  do  not  consider  that  this  invention  is  entirely 
without  merit,  but  it  seems  of  a  very  moderate  degree,  being 
the  substitution  of  the  chemical  process  of  washing  with  sul- 
phuric acid  for  the  scaling  process  by  fire,  making  a  cheaper 
and  somewhat  better  article.  It  is  not  without  merit,  at  the 
same  time  it  cannot  be  said  to  be  of  very  great  merit— merit 
which  could  lead  their  lordships  to  strain  much  in  favour  of  the 
inventor. 

Their  lordships  upon  the  whole  are  of  opinion,  that  if  they 
were  to  grant  an  extension  of  the  term  in  this  case,  either  with 
a  view  to  the  inventor  himself,  or  to  his  assignees  mediately 
towards  him,  they  hardly  could  ever  resist  any  future  applica- 
tion that  might  be  made.  It  is  any  thing  rather  than  a  matter 
of  course  that  an  application  of  this  sort  should  be  granted. 
Formerly  it  was  most  difficult  to  obtain  an  .extension  of  a 
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patent.  An  act  of  parliament  was  very  seldom  indeed  obtained  A.D.  1843. 
by  an  inventor,  great  as  his  merits  might  be,  and  small  as  his 
gains  might  have  been.  It  is  by  no  means  the  course  of  their 
lordships — as  has  been  frequently  said,  and  by  myself  lately,  in 
giving  the  judgment  of  the  court  in  a  recent  case — it  is  by  no 
means  their  course  to  put  themselves  precisely  in  the  situation 
of  the  legislature,  and  never  to  grant  an  extension  in  a  case 
where  an  act  of  parliament  could  not  have  been  obtained.  At 
the  same  time  there  are  some  limits  to  this.  They  are  to  look 
to  a  certain  degree  at  the  position  in  which  they  are  placed,  and 
to  consider  that  they  here  represent  the  legislature,  and  that 
they  are  invested  with  somewhat  similar  powers  of  discretion  to 
those  exercised  formerly  by  the  whole  three  branches  of  parlia- 
ment. And  therefore,  they  by  no  means  intend  to  have  it 
understood  (as  has  been  repeatedly  said  in  these  cases),  that  it  is 
any  thing  like  a  matter  of  course,  that  upon  a  case  being  pro- 
duced of  small  merit,  and  proportionably  small  consequence, 
especially  in  the  circumstances  of  its  being  the  assignee  that 
makes  the  application,  that  it  is  any  thing  like  a  matter  of 
course,  that  they  shall  grant  the  application;  and  upon  the 
whole,  their  lordships  see  no  reason  for  granting  this  application 
for  an  extension. 


Other  Caus. — The  following  cases  of  applica- 
tion to  the  Judicial  Committee  of  the  Privy 
Council,  for  an  extension  of  the  term  of  letters 
patent  have  occurred : — 

Batk's  Patent. 

This  was  an  application  (9th  of  March,  1836,) 
by  the  patentee  for  an  extension  of  the  term  of 
letters  patent,  granted  2 1st  of  March,  1822,  to 
Robert  Bate,  for  "  certain  improvements  on  hy- 
drometers and  saccharometers." 

The  petition  stated  the  expenditure  of  a  large 
sum  of  money  in  experiments,  carried  on  during 
many  years,  upon  the  expansion  of  liquids  at  dif- 
ferent temperatures.  That  the  experiments  upon 
the  infusion  of  malt,  or  wort,  alone  amounted  to 
346,  the  results  of  many  of  which  were  calculated 
to  a  unit  in  the  fifth  place  of  decimals.  That  the 
improved  instruments  were  essential  to  the  Excise, 
and  at  the  time  of  the  petitioner's  invention  five 
different  instruments  were  employed  for  the  pur- 
poses to  which  the  new  instrument  is  applicable. 
That  the  petitioner's  instrument  was  more  cor- 
rect, and  would  supersede  the  old  instruments, 
but  could  only  be  introduced  generally  by  the 
assistance  of  the  Commissioners  of  Excise,  which 
assistance  the  petitioner  was  on  the  point  of  ob- 
taining. Application  granted. 


Macintosh's  Patent. 

This  was  an  application  in  respect  of  the  several 
letters  patent,  granted  in  1823,  to  Charles  Macin- 
tosh, for  "rendering  certain  substances  imper- 
vious to  water  and  air."    (See  ante  582,  n.  b.) 


The  petition  was  lodged  16th  January,  1836, 
and  on  the  usual  application  being  made  shortly 
afterwards  for  an  early  day  to  be  fixed  for  the 
hearing,  their  lordships  intimated,  that  as  the 
English  patent  did  not  expire  till  the  17th  of 
June,  1837,  the  profits  accruing  in  the  mean  time 
might  materially  affect  the  question  of  extension, 
and  the  application  had  better  stand  over  for  the 
present. 

(Feb.  1837.)  W.  H.  Watson  renewed  the  ap- 
plication for  a  day  to  be  fixed  for  the  hearing, 
and  suggested  to  the  committee  the  difficulty  in 
which  the  postponement  of  the  former  applica- 
tion had  placed  the  petitioner  as  to  the  notices  on 
the  caveats  of  the  opposing  parties;  whether  the 
old  notices  would  be  sufficient. 

Hindmarsh  objected  that  the  old  notices  could 
not  be  sufficient,  as  fresh  parties  had  become  in- 
terested in  opposing  the  patent  since  the  date  of 
the  previous  application.  Special  leave  had  been 
given  to  one  of  these  parties  to  enter  a  caveat. 

Their  lordships  declined  giving  any  opinion  on 
the  question  of  the  notices,  but  intimated  that  the 
best  plan  would  be  to  fix  as  late  a  day  as  con- 
venient for  the  hearing,  and  the  petitioner  to  act 
as  he  should  be  advised  as  to  proceeding  on  the 
old  notices  or  giving  fresh  notices. 

The  bearing  was  fixed  for  the  22d  day  of  April. 

(June  24, 1837.)  The  petitioner  having  aban- 
doned the  above  petition,  Carrie,  on  an  affidavit 
of  facts,  applied  on  behalf  of  one  of  the  opposing 
parties  for  the  costs  which  he  had  been  occasioned 
in  the  matter  of  the  above  petition. 

Their  lordships  granted  the  application  for 
costs. 
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Bodmik's  Patent. 

This  was  an  application  to  extend  the  several 
terms  of  the  letters  patent  granted  to  J.  G.  Bod- 
mer,  for  "  certain  improvements  in  machinery  for 
cleaning,  carding,  drawing,  roving,  and  spinning 
of  cotton  and  wool ;"  the  letters  patent  for  Scot- 
land, Ireland,  and  England,  bore  date  the  18th  of 
August,  the  7th  and  14th  of  October,  1824,  re- 
spectively. 

The  petition  was  duly  presented  (31st  of  May, 
1838),  and  notices  of  intention  to  apply  on  the 
26th  of  June,  for  a  day  to  be  fixed  for  the  hearing, 
duly  given  by  advertisement.  On  that  day  two 
caveats  were  entered,  under  which  the  parties 
being  respectively  entitled  to  four  weeks'  notice, 
the  ordinary  sitting  of  the  Judicial  Committee 
would  have  terminated  before  the  petition  could 
be  heard,  and  the  letters  patent  would  have  ex- 
pired before  the  sittings  could  be  renewed  after 
Michaelmas  Term.  Under  these  circumstances 
their  lordships  appointed  the  17th  of  August,  for 
the  hearing,  but  a  sufficient  number  of  members 
could  not  be  obtained  to  form  a  council.  The 
29th  day  of  November  was  then  appointed  for  the 
hearing. 

(Nov.  29,  1838.)  The  above  petition  came  on 
for  the  hearing,  the  caveats  having  been  with- 
drawn. 

Sir  J.  Campbell,  A.G.,  on  the  part  of  the  crown, 
objected  that  their  lordships  had  not  power  to  en- 
tertain the  application  after  the  letters  patent  had 
expired,  the  statute  5  &  6  W.  4,  c.  83,  s.  4,  re- 
quiring that  the  application  should  be  prosecuted 
with  effect  before  the  expiration  of  the  term 
originally  granted  by  the  letters  patent. 

Their  lordships  were  of  opinion  that  the  above 
objection  was  fatal ;  that  the  words  "  prosecuted 
with  effect,"  meant  that  something  more  than  the 
application  by  presenting  the  petition,  and  obtain- 
ing a  day  to  be  fixed  for  the  hearing,  must  have 
taken  place  to  satisfy  the  proviso  of  the  statute. 

It  may  be  suggested,  whether  the  terms  "pro- 
secuted with  effect"  in  the  statute,  do  not  mean, 
or  would  not  be  satisfied  by,  obtaining  the  report 
of  the  Judicial  Committee  of  the  Privy  Council. 


(May  20,  1840.)  The  act  2  &  3  Vict.  c.  67. 
having  been  passed  to  obviate  the  hardship  of  the 
above  case,  the  application  for  an  extension  of  the 
terms  of  the  above  patents  was  renewed.  Proof 
having  been  given  of  the  insertion  of  the  adver- 
tisements, as  in  the  case  of  an  application  under 
the  statute  5&6W.4,c  83,  and  of  the  merit  of 
the  invention,  and  that  no  remuneration  had  been 
received  till  within  the  last  three  years,  and  that 
only  of  a  moderate  kind,  their  lordships  recom- 
mended the  extension  of  the  term  for  seven  years. 

The  new  letters  patent  were  accordingly 
granted,  bearing  date  the  18th  of  July,  1840. 


Qua  skill's  Patent. 

This  was  an  application  (June  30, 1840)  by  the 
assignee,  under  an  assignment  from  the  executrix, 
the  widow  of  the  patentee  of  letters  patent, 
granted  the  20th  of  December,  1826,  to  Thomas 
Quarrill,  for  "  improvements  in  the  manufacture 
of  lamps." 

It  appeared  that  between  600  and  700  lamps 
had  been  sold  during  Mr.  Quarrill's  life-time,  at 
a  profit  of  about  10*.  a  lamp,  the  selling  price 
being  about  30s.;  that  the  petitioner  had  pur- 
chased the  stock  in  trade  at  a  fair  value,  and  had 
been  no  loser  by  the  transaction. 

Their  lordships  refused  the  application.  Their 
lordships  also  intimated,  that  with  regard  to  the 
question  of  remuneration,  the  actual  expenses 
must  be  shown ;  that  it  was  not  sufficient  to  state 
there  had  been  neither  loss  nor  profit. 


WooDcaoFT*s  Patxvt. 

This  was  an  application  (Feb.  11, 1841)  for  as 
extension  of  the  terms  of  the  letters  patent, 
granted  (a.d.  1827-8)  to  Bennet  Woodcraft,  for 
"  certain  processes  and  apparatus  for  printing  and 
preparing  for  manufacture  yarns  of  linen,  cotton, 
silk,  woollen,  or  any  other  fibrous  material." 

The  subject  of  the  above  patent  was  printing 
yarns,  which,  after  they  were  printed,  were  to  be 
woven  into  cloth,  the  yarns  so  printed  being  the 
warp.  The  cloth  made  of  such  yarns  bad  a  pe- 
culiarly clouded  or  shaded  appearance,  and  the 
above  invention  gave  rise  to  the  clouded  or  chenie 
silks  and  fabrics,  recently  brought  to  so  much  per- 
fection (see  account  of  these  fabrics  by  G.T.  Kenp, 
Esq.,  in  the  54th  volume  of  the  Transactions  of 
the  Society  of  Arts).  It  appeared  that  during  the 
first  four  years  printed  cotton  Tarns,  and  goods 
manufactured  from  them,  were  in  great  demand, 
and  that  a  considerable  profit  (.£7000)  wu 
realized,  but  that  from  the  removal  of  the  duty  os 
printed  calicos  (the  printed  yarns  not  being  sab- 
ject  to  duty)  and  other  causes,  a  large  capital 
invested  in  working  the  patent  ceased  to  be  pro- 
fitable, and  the  invention  to  be  little  used,  so 
much  so,  that  in  1835  the  patent  right,  on  a  cer- 
tain valuation  of  partnership  effects,  was  not  esti- 
mated at  more  than  .£600.  In  1839,  in  conse- 
quence of  the  importation  of  certain  French  silks, 
manufactured  or  printed  yarns,  the  inve&uoa 
under  a  somewhat  improved  form  became  very 
valuable,  and  led  to  the  introduction  of  the  new 
class  of  silk  goods  above  referred  to.  It  appeared 
that  the  method  described  in  the  specification  of 
the  above  patent  answered  perfectly  well  for  tiofife 
patterns,  but  that  it  failed  for  the  more  elaborate 
patterns  and  the  brighter  colours,  which  required 
the  yarns  to  be  washed  after  printing. 

The  application  was  opposed  on  the  groaad 
(among  others),  that  the  invention  in  its  pretest 
improved  form  was  introduced  from  France  is 
1839  by  other  persons  than  the  petitioner. 

_     Application  refused. 
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ABANDONMENT. 

e  abandonment  or  uselessness  of  a 
of  the  invention  not  described  or 
ested  as  essential,  will  not  vitiate  the 
rs  patent.     Lewis  v.  Marling,  490. 

i  where  before  plaintiff's  invention 
kind  of  brush  had  been  used  in 
•ing  the  cloth,  and  the  specification 
•ibed  a  brush  for  that  purpose,  but 
is  ascertained  not  to  be  necessary  to 
uch  brush  in  shearing  according  to 
laintiff  's  invention.  Ibid.  490, 495. 

le  abandonment  of  a  mode  raises  a 
g  presumption,  either  that  it  failed 
ras  merely  an  experiment.  Ibid. 
n.  x. 

an  alleged  invention  be  not  pursued 
^resumption  is.  that  it  was  not  made 
lseful  form.  Minterv.  Mower,  139. 

ie  abandonment  is  an  important 
tion  for  determining,  whether  what 
place  was  experiment  or  perfected 
complete  invention.  The  Househill 
party  v.  Neilson,  692,  n.  p. 

ie  abandonment  is  almost  decisive, 
bowing  that  an  invention  was  not 
)lete  and  perfected,  though  in  point 
w  it  is  immaterial.     Ibid. 

must  rest  either  on  experiment  or 
ition;  if  the  former,  the  continuance 
i  to  the  time  of  the  patent  will  not 
idate  the  patent ;  if  the  latter,  the 
[ition  will  be  good,  and  the  aban- 
lent  will  not  affect  it.     Ibid. 

be  test  is,  was  the  invention  per- 
d  or  not;  was  it  invention  or  no 
alion?     Ibid.  704. 

See  Experiment. 
be  notorious   use  of  an  invention, 
gh  abandoned,  will    vitiate  subse- 
it  patent.     Ibid.  710  &  716. 

*mble%  That  the  prior  use  of  an  in- 
ion,  abandoned  and  wholly  lost  sight 


of  by  the  public,  will  not  vitiate  subse- 
quent letters  patent  for  the  same  inven- 
tion.    Ibid.  717. 


ACCOUNT. 

An  account  decreed  to  be  taken  of  the 
profits  derived  from  the  piratical  use  of 
an  invention.  Crossley  v.  The  Derby 
Gas  Company,  119. 

The  defendant  ordered  to  pay  money 
due  up  to  a  certain  period  into  court,  and 
to  keep  an  account  of  moneys  subse- 
quently due.  Neilson  v.  FothergiU*  290. 

Ample  justice  may  be  done  to  the 
plaintiff  without  prejudice  to  the  de- 
fendant, by  an  account  of  all  engines 
made  and  sold.  Morgan  v.  Seaward, 
168. 

See  Injunction. 


ACTS  OP  PARLIAMENT. 
Letters   patent    extended  by  act  of 
parliament,  37  &  40. 

See  Extension. 


ACTION  AT  LAW. 

A  party  against  whom  an  injunction 
has  been  granted  will  be  permitted  to 
have  the  validity  of  the  patent  tried  at 
law.    Russell  v.  Barnslcy,  473. 

The  pendency  of  one  action  to  try  the 
validity  of  a  patent  no  ground  for  con- 
tinuing an  injunction,  and  refusing  to 
permit  another  defendant  to  have  the 
right  also  tried.  Ibid. 
c 


742 


INDEX. 


It  is  not  a  matter  of  right  that  a  party 
should  have  an  action  tried  in  a  court 
of  law,  but  of  convenience.  Wilson  v. 
Tindal,  730,  n. 

The  court  refused  to  enlarge  a  rule 
calling  on  a  plaintiff  to  show  cause  why 
a  nonsuit  should  not  he  entered  so  as  to 
allow  the  trial  of  a  set.  fa.  to  take  prece- 
dence. Haworth  v.  Hardcastle,  486,  n.  n. 

A  plaintiff  has  a  strict  right  to  go  on 
in  his  action  to  judgment ;  the  repeal  of 
the  letters  patent  by  sci.  fa.  will  not  of 
necessity  preclude  the  plaintiff  from 
judgment  in  the  action.     Ibid. 


ADDITION. 

An  addition  to  an  existing  machine  is 
the  subject  of  a  patent.  Morris  v.  Bran- 
som,  51,  &51  n. 

But  the  specification  must  distinctly 
confine  the  invention  to  such  addition. 
Ibid.  51,  n. 

And  such  addition  may  be  on  the  sub- 
ject of  a  subsisting  patent.  Fox,  ex 
parte,  43 1 ,  5 1 ,  n. ;  Crane  v.  Price,  4 12. 

See  Improvement — Su  bj  ect-m atter. 


AMENDMENT. 

At  Common  Law. 

The  authority  of  the  Master  of  the 
Rolls  is  limited  to  correcting  errors  of 
mistake.     In  re  Sharp's  patent,  (M6. 

Instances  of  amendment  and  records 
amended,  647,  n.  /. 

A  clerical  error  having  been  committed, 
in  the  queen' s  warrant  for  granting  let- 
ters patent,  by  a  clerk  in  the  Secretary  of 
State's  office,  and  having  been  copied  into 
the  queen's  bill,  the  queen's  signet  bill, 
the  privy  seal  bill,  and  the  letters  patent 
and  enrolment,  and  having  been  corrected 
by  her  Majesty's  command  in  the  queen's 
warrant  and  the  queen's  bill,  the  Master 
of  the  Rolls,  on  the  petition  of  the  pa- 
tentee, to  which  the  Solititor  General  had 
given  his  consent,  ordered  the  proper 
officer  from  the  privy  seal  office  to  be  at 
liberty  to  amend  the  privy  seal  bill, 
which  was  in  his  lordship's  custody, 
and  upon  that  being  done,  he  ordered  the 
enrolment  to  be  amended.  Re  Nickels' 
patent,  cor.  M.R.,650. 


The  letters  patent  must  be  altered 
first,  and  then  there  must  be  authority  to 
alter  the  enrolment.  Re  Nickels'  patent, 
cor.  L.C.,658. 

An  enrolment  cannot  be  permitted  to 
differ  from  the  letters  patent.  IlnJ.66\. 

An  amended  privy  seal  bill  is  no  au- 
thority to  the  M.  R.     Ibid.  659. 

The  statute  permitting  the  enrolment 
to  be  given  in  evidence  instead  of  the 
patent,  an  amendment  causing  the  former 
to  differ  from  the  latter  is  irregular.  I  but 
661. 

An  order  to  that  effect  discharged,  and 
the  enrolment  restored.     Ibid.  664. 

The  letters  patent  will  only  be  amend- 
ed and  resealed  on  a  proper  privy  seal 
bill  being  brought  to  the  Chancellor. 
Ibid.  663. 

Letters  patent  amended,  and  then  re- 
sealed.    Ibid.  664,  &  664,  n./. 

By  Statute. 
Where  a  patent  is  originally  voidable, 
but  amended  under  5&l6  W.  4,  c.  83,  by 
filing  a  disclaimer  of  part  of  the  inven- 
tion, that  act  has  not  a  retrospective 
operation  so  as  to  make  a  party  liable  for 
the  infringement  of  the  patent  prior  to 
the  time  of  entering  such  disclaimer. 
Perry  v.  Skinner,  250. 


APPLICATION. 

The  application  of  plates  of  metal  to 
secure  buildings,  &c,  from  fire,  the  sub- 
ject of  letters  patent.  Hartleys  pi- 
tent,  54. 

Also  the  application  of  detonating 
powder  for  giving  fire  to  artillery.  For- 
sytKs  patent,  95. 

Also  the  application  of  gas  to  singeing 
the  superfluous  fibres  of  lace  and  similar 
fabrics.     Hall's  patent,  97.   . 

Also  the  application  of  hot  water  or 
steam,  of  a  hot  cylinder,  of  bituminous 
schistus,  for  effecting  improvements  in 
the  respective  manufactures  of  cloth,  pa- 
per, and  sugar,  97,  n. ;  Crompto*  r. 
Ibbotson,  83 ;  Derosne's  patent,  152. 

The  use  of  known  things,  and  acting 
with  them  in  a  known  manner,  produc- 
ing results  or  effects  already  known  in  a 
more  economical  or  beneficial  manner, 
the  subject  of  letters  patent.  Crane  v. 
Price,  409. 
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As,  the  substitution  of  a  tube  for  a 
ring.     Huddart  v.  Grimshaw,  95. 

The  application  or  use  of  an  old  arti- 
cle, as  a  wheel,  for  a  new  object,  as  to 
run  on  a  railway,  is  not  the  subject  of 
letters  patent.     Losh  v.  Hague,20S. 

Semble,  the  application  of  any  article 
or  substance  to  a  new  purpose,  so  as  to 
result  in  a  new  manufacture,  is  the  sub- 
ject of  letters  patent.     Ibid.  208,  n./. 

See  Subject-matter. 


APPRENTICES. 

Grantee  of  exclusive  privileges  re- 
quired to  take  and  teach  apprentices 
during  the  last  seven  years  of  his  term. 
Buck's  invention,  35. 


ARRANGEMENT. 

A  particular  arrangement  or  combina- 
tion of  known  things,  the  subject  of  let- 
ters patent.,  Cornish  v.  Keene,  517; 
Carpenter  v.  Smith,  532-3. 

See  Combination  &  Subject-matter. 

An  arrangement  of  float-boards  ac- 
cording to  a  certain  rule  or  law  in  the 
construction  of  paddle-wheels.  Gallo- 
ivay's  patent,  521. 


ASSIGNEE. 
In  an  action  by  an  assignee  for  an  in- 
fringement, an  allegation  that  the  pa- 
tentee duly  assigned  his  interest  to  the 
plaintiff,  sufficient  after  verdict.  Cornish 
v.Keene,  501,  n.  a. 

In  an  action  by  the  assignee  of  letters 
patent  against  the  grantee  for  an  in- 
fringement, the  latter  is  estopped  from 
denying  that  he  had  any  title  to  convey. 
Oldham  v.  Langmead,  291. 

In  an  action  by  the  assignees  of  letters 
patent,  on  a  covenant  in  articles  of 
agreement,  the  defendant  is  not  pre- 
cluded from  denying  the  novelty  of  the 
invention,  there  being  no  recital  in  the 
deed  to  that  effect  by  which  he  may  be 
estopped.     Hayne  v.  Maltby,  291. 

See  Estoppel. 


The  legal  interests  of  an  assignee  and 
licensee  very  different.  Protheroe  v. 
May,  417. 

Assignment  of  a  share  in  letters  pa- 
tent, may  constitute  a  partnership.  Ibid. 
417,  n. 

An  assignee  of  letters  patent,  in  which 
there  had  been  a  disclaimer  by  a  party 
not  possessing  the  entire  interest,  may 
maintain  an  action  for  infringement. 
Spilsbury  v.  Clough,  255. 

Semble,  That  the  grantee,  though  hav- 
ing parted  with  his  whole  interest,  and 
not  the  assignee,  is  the  proper  party  to 
make  the  disclaimer.    Ibid.  258. 

The  assignee  is  the  party  to  whom  the 
new  letters  patent,  in  case  of  an  exten- 
sion under  the  statute,  should  be  granted. 
Re  Southworth's  patent,  487. 

The  assignee  is  taken  to  represent  the 
whole  merit  of  the  patentee  on  applica- 
tion for  an  extension.  Re  Galloway's 
patent,  726,  and  Morgan's  patent,  738. 


BILL. 

Amendment  of  without  prejudice  to 
an  injunction.  Russell  v.  Cowley,  471, 
n.  c. 


CAVEAT  AT  THE  GREAT  SEAL. 

Caveat  may  be  entered  with  the  Lord 
Chancellor  to  withhold  the  great  seal 
from  letters  patent;  430,  n.  c»;  ex  parte 
Henson,  432. 

The  Chancellor  refused  to  withhold 
the  great  seal  from  a  patent,  on  the  pre- 
sumption that  the  subject  of  it  was  bor- 
rowed from  an  existing  patent.  Ex 
parte  Fox,  431. 

The  Chancellor  refused  to  seal  letters 
patent  which  allowed  fifteen  months  for 
enrolling  the  specification.  Re  Lacy's 
patent,  431. 

A  party  alleging  the  invention,  for 
which  a  patent  arrived  at  the  great 
seal,  to  have  been  obtained  from  himself 
by  a  breach  of  confidence,  has  a  right  to 
be  heard  on  a  caveat.  Ex  parte  Henson, 
432. 

Matter  of  petition  referred  to  the  At- 
torney General  in  aid  of  the  Chancellor. 
Ibid.  432. 

On  petition  to  the  Lord  Chancellor  to 
seal  letters  patent  against  which  a  caveat 
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bad  been  entered  at  the  great  seal,  it 
was  referred  to  the  Attorney  General  to 
report  whether  the  letters  patent  should 
issue.     Cutler's  patent,  4 1 8. 

The  Lord  Chancellor  has  authority  to 
withhold  the  great  seal  if  he  sees  fit ; 
the  reference  to  the  Attorney  General 
under  the  circumstances  of  the  case  is  for 
the  information  of  the  Chancellor.  Ibid. 
424. 


CERTIFICATE. 

The  defendant  having  pleaded,  deny- 
ing the  novelty  of  the  invention,  the 
validity  of  the  patent  may  be  consi- 
dered as  having  come  in  question  so  as 
to  entitle  die  plaintiff  to  a  certificate  to 
that  effect  under  the  3d  section  of  the 
statute  5  &  6  W.  4,  c.  83.  Gillett  v. 
WVby,  270. 

An  action  on  the  case  for  the  infringe- 
ment of  a  patent  is  within  the  operation 
of  3  &  4  Vict.  c.  24,  s.  2 ;  and  notwith- 
standing the  provisions  of  the  statute 
5&6W.4,c  83,  s.  3,  the  plaintiff  re- 
covering only  nominal  damages,  cannot 
have  his  full  costs  or  treble  costs  without 
a  certificate  under  the  former  act  After 
taxation  the  judge  has  no  power  to 
grant  such  certificate.  Gillett  v.  Green, 
271. 

The  certificate  under  5  k  6  W.  4,  c.  83, 
s.  6,  should  have  reference  to  the  notice 
of  objections,  and  not  to  the  issues.  Losh 
v.  Rogue,  209. 

See  Costs. 


Or,  where  the  patent  claims  a  general 
principle  or  mode  which  is  old,  not  the 
particular  means  for  carrying  out  inch 
principle  or  mode.     R.  v.  Cutler,  71. 

As  where  the  specification  claims  the 
application  of  a  self-adjusting  leverage  to 
the  back  and  seat  of  a  chair,  it  appearing 
that  had  been  so  applied  before,  though 
in  such  a  manner  as  to  be  incapable  of 
acting  by  reason  of  its  being  encumbered 
with  other  machinery.  Mthter  v .Mower ', 
142, 

Semble,  That  a  claim  for  an  improve 
ment  on  such  application  would  have 
been  good.    Ibid. 

It  is  not  sufficient  that  there  be  de- 
scribed in  the  specification  an  invention 
which  is  new,  or  might  support  a  patent, 
if  that  be  not  distinctly  claimed  as  the 
invention.    Sanders  v.  .Aston,  75. 

It  is  not  sufficient  that  a  part  of  the 
invention  be  very  ingenious  and  new,  if 
that  be  not  claimed.  Bramah  v.  Hard- 
castle,  76. 

Semble,  A  claim  to  carrying  out  s 
principle  in  any  way  is  a  claim  to  the 
principle  itself.  Neilson  v.  Harford,  355. 

See  Specification. 


COLONIES. 

The  colonies  are  part  of  the  .realm, 
and  semble,  that  the  prior  public  user  of 
an  invention  therein  would  vitiate  sub- 
sequent letters  patent  granted  for  any 
part  of  the  realm*  Brown  v.  Annan- 
dale  t  448-9. 


CLAIM. 

If  the  specification  seek  to  cover  more 
than  the  patentee  is  strictly  entitled  to, 
the  patent  is  rendered  ineffectual  even  to 
the  extent  to  which  he  would  otherwise 
be  fairly  entitled.  Hill  v.  Thompson, 
237. 

As  where  the  patent  claims  generally 
the  mixing  of  cotton  and  silk  thread,  and 
not  any  particular  mode  of  mixing  it. 
R.  v.  Else,  76. 

As  where  the  invention  consists  in  the 
application  or  addition  of  a  pipe  to  an 
old  stove,  but  the  specification  extends 
to  the  stove  also.  JPUliamsY.Brodie,75* 


COMBINATION. 

The  combination  of  a  concave  and 
convex  lens  to  make  an  object-glass,  the 
subject  of  letters  patent.  DoUomFs  pa- 
tent, 43,  n. 

The  particular  combination  of  old 
materials,  elastic  and  non-elastic  thread, 
the  subject  of  letters  patent.  Cornish 
v.Keene,517. 

The  combined  use  of  anthracite  coal 
and  hot  blast  in  the  manufacture  of  iron, 
the  subject  of  letters  patent.  Crane  v. 
Price,  408. 
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Any  combination  leading  to  a  new 
and  a  cheaper,  or  a  better  article,  is  the 
subject  of  letters  patent.   Ibid.  409. 

An  improved,  or  the  particular,  com- 
bination, the  subject  of  letters  patent. 
Carpenter  v.  Smith,  538. 

See  Subject-matter. 


rived  from  the  specification.  The  House- 
hill  Company  v.  Neilson,  719. 

The  consideration  for  the  patent  is 
the  specification ;  if  the  invention  be  old, 
that  fails.     Ibid. 

See  Failure  of  Consideration. 
SeeFALBK  Suggestion. 


CONFIRMATION. 

The  crown  on  the  recommendation  of 
the  Judicial  Committee  of  the  Privy 
Council  may  grant  new  letters  patent 
for  an  invention  which  has  been  par- 
tially used  or  known.  (Stat. 5&6W.4, 
c  83,  s.  2. 

There  being  no  evidence  of  user  of 
part  of  an  invention  contained  in  a  pub- 
lished book,  letters  patent  for  such  in* 
vention  will  be  confirmed.  HeurteUmp's 
patent,  553. 

Letters  patent  will  not  be  confirmed 
adversely  to  a  prior  right.  The  exercise 
of  the  jurisdiction  is  purely  discretion- 
ary. Costs  of  opposition  will  be  given  in 
some  cases.  Westrup  &  Gtbtnns'  patent, 
554* 


CONSIDERATION  OF  GRANT. 

The  restraining  people  in  one  trade 
that  they  might  employ  themselves  in 
another,  not  a  valid  consideration.  Case 
of  Monopolies,  5. 

That  grantee  had  undertaken  to  make 
smalt,  which  was  never  before  made  in 
England,  as  good  as  that  imported,  and 
to  sell  the  same  at  such  reasonable  rates 
as  it  was  sold  at  before.  Baker's  pa- 
tents, 9,  11, 13. 

To  supply  the  kingdom  as  well  as  be- 
fore, and  at  reasonable  rates.    Ibid. 

The  expense  of  establishing  a  new 
trade  a  ground  for  an  extension  by  the 
legislature.     Lombe's  patent,  38. 

The  difficulty  of  establishing  a  ma- 
nufacture upon  a  new  principle,  a  ground 
of  extension  by  the  legislature.  Cook- 
worthy's  patent,  39. 

Failure  of  consideration  a  ground  for 
avoiding  the  grant.  R.  v.  Mussary,  41. 

If  the  invention  be  not  new,  the  pub- 
lic have  not  any  consideration  for  the 
patent,  namely,  the  knowledge  to  be  de- 


CONSTRUCTION. 
The  patent  a  bargain  between  the  pa- 
tentee and  the  public,  to  be  construed 
on  the  principles  of  good  faith.  Neilson 
v.  Harford,  341. 

The  letters  patent  and  specification 
are  to  be  taken  as  one  instrument  in  en- 
forcing a  claim.     Crossley  v.  Beverley, 

The  letters  patent  and  specification 
constitute  one  instrument,  and  are  to  be 
interpreted  according  to  the  ordinary 
sense  of  the  terms.  The  Housekill  Com- 
pany v.  Neilson,  679. 

The  specification  is  to  be  taken  in  eon* 
nexion  with  the  letters  patent  in  de- 
termining the  validity  of  the  title. 
Neilson  v.  Harford,  312. 

The  patent  is  to  be  read  in  connexion 
with  the  specification,  and  with  a  view 
to  support  it.    Russell  v.  Cowley,  470. 

The  description  of  the  invention  is  to 
be  taken  from  the  specification,  and  not 
from  the  patent.  Arhmrightv.  Night- 
ingale, 60. 

The  construction  of  the  patent  and 
the  extent  of  the  claim  is  for  the  court. 
Hillv.  Thompson,  237. 

The  utility  of  the  invention  and  the 
intelligibility  of  the  specification  are  for 
the  jury ;  but  the  nature  and  extent  of 
the  claim  for  the  court.     Ibid. 

The  meaning  of  the  specification  is 
for  the  court,  the  words  of  art  having 
been  interpreted  by  the  jury.  Neilson 
v.  Harford,  350. 

The  meaning  of  the  specification  is 
matter  of  law,  the  judge  having  been 
informed  of  the  facts.    Ibid.  351. 

The  construction  of  letters  patent  and 
specification,  except  as  to  terms  of  art,  is 
for  the  court.     Derosne  v.  Fairie,  156* 

Some  questions  on  the  specification 
are  for  the  jury,  and  others  for  the  court. 
Neilson  v.  Harford,  367. 
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The  construction  of  all  written  in- 
struments is  for  the  court,  the  meaning 
of  the  words  and  surrounding  circum- 
stances having  been  ascertained  bj  the 
jury.    Ibid.  370. 

The  terms  of  the  specification  must 
be  interpreted  according  to  the  state  of 
knowledge  at  the  time,  Crossley  v. 
Beverley,  107. 

The  terms  " other  substances"  must 
be  understood  with  reference  to  sub- 
stance, ejusdem  generis,  and  in  use  at 
the  time,  and  which  practical  men  would 
employ.     Ibid.  108. 

The  specification,  on  its  fair  construc- 
tion, excluding  the  use  of  a  maundril,  it 
will  be  presumed  that  the  patentee  does 
not  claim  the  use  of  that  instrument. 
Russell  v.  Cowley,  467. 

A  patentee  to  be  presumed  not  to  claim 
things  which  he  must  have  known  to  be 
in  use.    Haworth  v.  Hardcastle,  484. 

The  specification  should  be  read  so  as 
consistently  with  the  fair  import  of  lan- 
guage to  make  the  claim  co-extensive 
with  the  actual  discovery.     Ibid.  485. 

If  a  specification  describe  certain  ma- 
chinery, and  omit  to  claim  any  particular 
part,  or  the  combination  of  parts,  the 
patent  must  be  taken  to  be  for  the  whole. 
Carpenter  v.  Smith,  532. 


556 ;   DownUm's  patent,  567 ;  Macin- 
tosh's patent,  739. 

If  the  damage  be  under  40*.  a  certi- 
ficate under  3  &  4  Vict,  c  24,  s.  2,  ne- 
cessary to  give  the  plaintiff  his  costs. 
Gillett  v.  Green,  271. 


CROWN. 

The  prerogative  of  the  crown  as  to 
grants  of  letters  patent  absolutely  re- 
strained without  reference  to  the  place 
in  respect  of  which  the  grant  is  made. 
Per  Lord  Lyndhurst,  L.  C,  454,  n. 


DAMAGES. 

In  action  for  infringement  damages 
generally  only  nominal.  Lends  v.  Mar- 
ling, 493,  n.  z. 

Acts  done  in  reliance  on  former  ver- 
dict against  a  patent,  evidence  in  reduc- 
tion of  damages.  Arkrvright  v.  Night- 
ingale,  61. 

To  consist  of  profits  and  compensation 
for  the  infraction  of  rights.  Tlie  House- 
hill  Company  v.  Neilson,  697. 

The  plaintiff  not  entitled  to  damages 
in  a  second  action  as  of  right.  Minter 
v.Mower,  138. 


COSTS. 

Costs  on  a  caveat  with  the  Chancellor 
to  withhold  the  great  seal  from  a  patent, 
refused.    Ex  parte  Fox,  431. 

Costs  on  a  caveat  against  sealing  a 
patent,  given,    lie  Cutler's  patent,  430. 

The  costs  of  an  action  permitted  by 
the  Court  of  Chancery  must  follow  the 
usual  rule  as  to  costs  of  an  action  at 
law ;  though  in  the  case  of  an  action  or 
issue  directed  the  case  may  be  different. 
Russell  v.  Cowley,  47 1 ,  n.  b* 

The  defendant,  if  entitled  to  a  non- 
suit, ought  not  to  pay  the  costs  of  a  new 
trial.    Verosne  v.Fairie,  160. 

The  statute  (5  &6W.  4,  c.  83,  s.  6) 
was  not  intended  to  render  inoperative 
Reg.  G.  H.  T.  2,  W.  4,  s.  74,  as  to  the 
taxation  of  costs  on  the  issues.  Losh  v. 
Hague,  209. 

The  Privy  Council  will  give  costs  in 
some  cases.    Westrmp  &  Gibbins'  patent, 


DATE. 

Letters  patent  bear  date  the  day  of 
sealing,  but  may  be  sealed  as  of  the 
day  of  the  delivery  of  the  warrant  into 
Chancery  (16  H. 6,  c.  I)  ;  430,  n.  c. 

The  date  of  letters  patent  cannot  be 
altered.    Ex  parte  Beck,  430. 

A  caveat  having  been  disposed  of,  the 
letters  patent  were  sealed  as  of  the  date 
of  the  delivery  of  the  privy  seal  hill  into 
Chancery.     Re  Cutler's  patent,  430. 

The  date  not  altered  on  letters  patent 
being  resealed  after  an  amendment.  Re 
Nickels'  patent,  663. 


DISCLAIMER. 

A  disclaimer  or  memorandum  of  alte- 
ration of  part  of  the  title  or  specification 
may  be  enrolled,  with  leave  of  the  law 
officers  of  the  crown  (stat.  5  &  6  W.  4f 
c.  83,  s.  1);  250,  n.  a. 
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The  disclaimer  or  memorandum  of  al- 
teration has  not  a  retrospective  effect  so 
as  to  make  a  party  a  wrong-doer  by  re- 
lation.    Perry  v.  Skinner,  253. 

Semble,  If  a  patent  which  is  voidable 
be  amended  by  disclaimer,  no  action  can 
be  maintained  in  respect  of  an  infringe- 
ment prior  to  the  date  of  such  amend- 
ment.    Ibid.  254. 

A  grantee  of  letters  patent,  though 
having  entirely  parted -with  his  interest, 
may  enter  a  disclaimer.  SpUsbury  v. 
Clout/h,  258. 

The  Master  of  the  Rolls  has  no  juris- 
diction to  remove  from  the  records  of 
the  Court  of  Chancery  a  disclaimer  or 
memorandum  of  alteration.  Re  Sharp's 
patent,  641. 

See  Memorandum  of  Alteration. 


ENGLAND. 

Since  the  act  of  union,  England  and 
Scotland  must  be  taken  to  be  one  coun- 
try in  support  of  the  validity  of  let- 
ters patent.  Roebuck  v.  Stirling,  45  ; 
Brown  v.  Annandale,  433. 

Evidence  of  user  in  England  admis- 
sible to  invalidate  a  patent  for  Scotland. 
Roebuck  v.  Stirling,  46. 

An  invention  being  known  and  pub- 
licly practised  in  England  before  the 
date  of  letters  patent  for  Scotland,  the 
latter  are  void.     Ibid.  48. 

Previous  public  use  in  England  will 
invalidate  a  patent  for  Scotland.  Brown 
v.  Annandale,  434. 

England,  Scotland,  and  the  Colonies, 
became  one  realm  by  the  act  of  union. 
Ibid.  448, 


ENROLMENT. 

The  enrolment  of  a  disclaimer  or  me- 
morandum of  alteration  duly  made  can- 
not be  expunged  from  the  rolls  of  the 
court.     Re  Sharp's  patent,  641. 

The  authority  of  the  Master  of  the 
Rolls  is  limited  to  correcting  clerical 
errors  or  errors  of  mistake.     Ibid.  646. 

An  error  in  the  enrolment  of  the  privy 
seal  bill  will  be  amended.  Re  Nickels' 
patent,  655. 


The  enrolment  is  properly  of  the  let- 
ters patent,  and  not  of  the  privy  seal 
bill.     Ibid.  661. 

An  enrolment  different  from  the  let- 
ters patent  will  not  be  permitted  to 
continue.     Ibid.  661. 

The  letter  w  having  been  written  for 
/in  the  engrossment  of  the  specification, 
and  the  enrolment  made  therefrom,  the 
Master  of  the  Rolls  ordered  the  latter  to 
be  amended.  Re  Whitehouse's  patent, 
649,  n.  m. 

The  specification  having  recited  the 
letters  to  have  been  granted  in  "  Octo- 
ber" instead  of  "  November,"  the  Master 
of  the  Rolls  ordered  the  enrolment  to  be 
amended.     Re  Rubery's  patent,  649. 

The  copying  clerk,  in  making  the  en- 
rolment of  the  specification,  transposed 
certain  numbers  of  reference  to  the 
drawings ;  the  Master  of  the  Rolls  or- 
dered the  enrolment  to  be  amended.  Re 
Redmund's  patent,  649. 

Clerical  errors  in  enrolments,  or  errors 
made  by  inadvertence,  always  amended, 
but  under  various  authorities.  Re  Sharp's 
patent,  647. 

Records  amended,  647,  n.  /.  t 


ERRORS. 

Amendable  at  Common  Lam. 
See  Amendment  and  Enrolment. 

Amendable  by  Statute. 
See  Amendment  and  Disclaimer. 


ESTOPPEL. 

A  patentee  who  has  conveyed  away 
his  interest  is  estopped  in  an  action  of 
infringement  by  his  assignee  from  de- 
nying his  title  to  convey.  Oldham  v. 
Lang  mead,  29\. 

In  an  action  of  covenant  on  articles  of 
agreement,  which  recited  that  the  plain- 
tiffs were  assignees  of  letters  patent,  the 
defendant  is  not  estopped  from  denying 
the  novelty  of  the  invention.  Hayne 
v.Maltby,  291. 

In  an  action  of  covenant  on  a  license 
deed,  reciting  that  the  plaintiff  had  in- 
vented certain  improvements,  &c,  the 
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defendant  is  estopped  by  the  recital  from 
denying  the  novelty  of  the  invention. 
Bowman  v.  Taylor,  293. 

SeeFAiLURR  of  Consideration  and 
Licenses. 

Semble,  That  a  party  who  has  been 
dealing  with  a  patentee  under  a  contract 
may  stop  and  compel  the  patentee  to  es- 
tablish his  title.  Neilson  v.  Fotheroill, 
290. 


on  a  former  patent,  the  specification  of 
that  former  patent  must  be  read.  Lewis 
v.  Davis,  489. 

On  an  application  for  extension,  the 
merit  and  utility  of  the  invention,  and  the 
expenses  and  the  profits,  must  be  proved. 
560  &  567. 

See  Extension. 

See  Infringement. 


EVIDENCE. 

Evidence  of  user  in  England  admis- 
sible to  show  want  of  novelty  in  pro- 
ceedings on  Scotch  patent.  Roebuck  & 
Garbetfs  case,  46. 

The  only  evidence  which  the  plaintiff 
can  give  on  the  issue  of  novelty  is,  that 
of  persons  who  were  in  the  way  of  hear- 
ing of  the  invention,  not  having  heard 
ofit     Cornish  v.  Keene,  509. 

A  plaintiff  must  give  some  evidence  of 
the  sufficiency  of  the  specification  if  de- 
nied.    Turner  v.  Winter,  8 1 . 

As,  the  evidence  of  persons  of  science 
and  workmen,  that  they  have  read  the 
specification  and  can  understand  it,  and 
have  practised  the  invention  according 
to  it.     Cornish  v.  Keene,  503. 

And  in  the  absence  of  contradiction 
on  the  part  of  the  defendant,  such  evi- 
dence will  be  sufficient.     Ibid. 

The  defendant  must  show  that  per- 
sons have  been  misled  by  the  specifica- 
tion, or  incurred  expense  in  attempting 
to  follow  it,  and  were  unable  to  ascertain 
what  was  meant.     Ibid. 

The  plaintiff  can  only  make  a  primd 
facie  case  of  novelty  by  calling  persons 
acquainted  with  the  particular  trade  and 
manufacture,  to  prove  that  they  never 
heard  of  any  invention  similar  to  the 
plaintuTs.     Galloway  v.  B leaden,  526. 

If  a  whole  class  of  substances  be  men- 
tioned as  suitable,  the  plaintiff  must 
show  that  each  and  every  of  them  will 
succeed.     Bickford  v.  Skewes,  2 1 8. 

The  letters  patent  are  primd  facie 
evidence  of  the  title  of  the  party,  and  it 
is  for  the  defendant  to  impeach  their 
title.    Minter  v.  Wells,  129. 

In  an  action  for  the  infringement  of  a 
patent,  professing  to  be  axi  improvement 


EXPERIMENT. 

An  experiment  found  not  to  answer, 
and  abandoned  as  useless,  will  not  vitiate 
a  subsequent  patent  for  an  invention  in 
which  the  previous  defects  are  remedied. 
Jones  v.  Pearce,  124. 

A  mere  experiment  or  course  of  ex- 
periments, for  the  purpose  of  procuring  a 
result  which  is  not  brought  to  comple- 
tion, but  begins  and  ends  in  uncertain 
experiments,  will  not  prevent  another 
person,  who  is  more  successful,  from  ob- 
taining the  benefit  of  his  success.  Gal- 
loway v.  Bleaden,  525  &  529. 

The  question  is,  whether  what  was 
done  rested  in  experiment,  and  unsuc- 
cessful experiment,  not  conducted  to  its 
full  result,  or  whether  it  was  a  complete 
discovery  of  that  which  forms  the  sub- 
ject of  the  patent  ?     Ibid.  526  &.  529. 

An  invention  abandoned  must  be  pre- 
sumed not  to  have  been  complete,  but  to 
have  rested  in  experiment.  The  House* 
hill  Company  v.  Neilson,  713. 

That  which  is  merely  experiment  can 
never  vitiate  a  patent ;  the  experiments 
and  patent  go  on  together*  Ibid.  704, 
705. 

See  Abandonment. 


EXTENSION  OP  TERM. 
By  Act  of  Parliament. 

The  benefit  conferred  on  the  public 
by  the  employment  of  the  poor,  conse- 
quent on  the  importation  of  a  new  ma- 
nufacture, a  ground  for  extension  of 
term  by  the  legislature.  The  Lustring 
patent  (9  &  10  W.  3,  c.  43,  P.)  37.  Hid. 
37,  n. 
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The  increase  of  trade  and  the  employ- 
ment of  the  poor  by  the  introduction  of 
new  inventions  from  abroad,  and  the 
expense  incurred  and  difficulties  en- 
countered, a  irround  of  extension  of  term 
by  the  legislature.  Lombe's  patent 
(5G.2,c.8,P.)  38. 

The  difficulties  of  establishing  a  new 
manufacture,  and  insufficiency  of  the 
original  term  to  render  the  invention  of 
public  utility  and  to  afford  adequate  re- 
muneration, a  ground  for  extension  of 
term  by  the  legislature.  Cookworthys 
patent,  assigned  to  Champion  (15  G.  3, 
c  42,  P.)  39.     Ibid.  39,  n. 

Insufficiency  of  the  original  term  for 
the  inventor  to  obtain  adequate  remu- 
neration for  his  labour,  expense,  and 
time,  or  for  the  public  to  reap  the  full 
advantage  of  the  invention  in  point  of 
utility  and  economy  under  special  cir- 
cumstances, a  ground  of  extension.  Li- 
ardefs  patent,  52. 

Price  of  commodity  made  during  the 
extended  term  to  be  limited.     Ibid.  52. 

Privileges  existing  before  the  date  of 
the  letters  patent,  preserved.     Ibid.  53. 

Objections  to  original  letters  patent 
saved.     Ibid.  53. 

Proviso  against  transfer  to  more  than 
five  persons,  and  for  a  new  specification. 
Ibid.  53. 

The  expenditure  in  perfecting  an  in- 
vention, and  the  insufficiency  of  the  or- 
dinary term  for  rendering  the  invention 
of  the  greatest  utility  to  the  public,  or 
for  remunerating  the  inventor,  grounds 
of  extension  of  term  for  thirty-one  years. 
Hartley* s  patent  (17  G.  3,  c.  6,  P.)  55. 

Objections  to  novelty  of  invention, 
saved.     Ibid.  55. 

Use  of  invention  in  royal  dock-yards 
without  license,  saved.     Ibid.  55,  n. 

Provisos  limiting  price,  and  against 
transfer  to  more  than  five  persons.  Ibid. 
55,  n. 

The  superseding  an  article  of  impor- 
tation from  abroad  by  British  manufac- 
ture, the  opposition  of  the  trade,  the 
expenses  of  litigation,  and  the  inade- 
quacy of  the  remuneration,  grounds  for 
an  extension  of  the  term.  Turner's 
patent  (32  G.  3,  c  73,  P.)  84. 

Proviso  as  to  the  price,  and  limiting 
the  price,  and  saving  all  exceptions,  ex- 


cepting as  to  the  former  patent,  except 
the  term.     Ibid. 

By  Statute  5  k  6  W.  4,  c.  83. 

The  crown  on  the  recommendation  of 
the  Judicial  Committee  of  the  Privy 
Council  may  prolong  the  term  by  grant- 
ing new  letters  patent  (Stat.  5  &  6  W. 
4,  c.  83,  s.  4.) 

But  application  for  such  prolongation 
must  be  prosecuted  with  effect  before  the 
expiration  of  the  term  of  the  original 
letters  patent,  unless  the  petition  be 
presented  six  months  before  such  expi~ 
ration.     (Stat.  2  &  3  Vict.  c.  67.) 

A  strong  case  of  hardship,  and  as  to 
the  utility  of  the  invention,  must  be 
made  out.     He  Erard's  patent,  559. 

A  prima  facie  case  of  the  sufficiency 
of  the  specification  must  in  general  be 
made  out;  letters  patent  clearly  bad 
would  not  be  extended.    Ibid.  557,  n.  a. 

A  large  sum  of  money  and  much  time 
being  expended  on  experiment  to  per- 
fect the  invention  without  any  return, 
the  patent  extended.  Re  Bate's  patent, 
739. 

The  invention  being  very  meritorious, 
the  result  of  a  great  deal  of  labour,  care, 
and  science,  and  extremely  useful  in  its 
effects,  and  the  party  having  sustained 
considerable  loss,  the  patent  will  be  ex- 
tended.    Re  Swaine's  patent,  560. 

The  misfortunes  of  the  patentee  and 
those  connected  with  him,  and  the  na- 
ture of  the  invention  as  affecting  its 
introduction  into  use,  is  to  be  con- 
sidered. Re  Southworth's  patent,  ex 
parte  Haworth,  487. 

The  new  letters  patent  must  be  mint- 
ed to  the  party  in  whom  the  subsisting 
patent  is  legally  vested.     Ibid.  488. 

In  an  application  by  an  assignee  the 
title  of  the  petitioner  must  be  strictly 
proved,  although  no  notice  of  intention 
to  dispute  the  title  is  contained  in  the 
objections.  Re  Wright's  patent,  ex 
parte  Shuttleworth,  561. 

The  application  for  an  extension  post- 
poned till  near  the  expiration  of  the 
patent,  where  the  profits  may  be  con- 
siderably increased  in  the  interim.  Re 
Macintosh's  patent,  739. 

Costs  of  opposition  given,  the  applica- 
tion being  abandoned.     Ibid. 

Extension  recommended  in  favour  of 
the  parties  having  the  legal  estate,  with- 
5  D 
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out  imposing  any  conditions  with  refer- 
ence to  the  equitable  claims  of  other 
parties  connected  with  the  patentee.  Re 
Wright's  patent,  ex  parte  Shuttleworth, 
562. 

Extension  of  term  recommended,  the 
-patentee  having  experienced  great  oppo- 
sition from  the  existing  interests,  and 
being  a  loser  by  the  invention.  Re 
Stafford's  patent,  563. 

The  words  "prosecuted  with  effect" 
of  the  statute  (5  &  6  W.  4,  c.  83,  s.  4), 
requires  something  more  to  have  been 
-done  than  presenting  the  petition  and 
opening  the  case  before  the  expiration  of 
the  term  of  the  letters  patent,  lie 
Bodmer's  patent.  740. 

Semble,  That  "prosecuted  with  ef- 
fect" means,  obtaining  the  report  of  the 
Privy  Council.  Ibid. 

Patent  extended  under  the  provisions 
of  the  statute  2  &  3  Vict.  c.  67.     Ibid. 

The  merit  and  utility  of  the  inven- 
tion, the  merit  of  the  petitioner  in  pa- 
tronizing an  ingenious  inventor,  and 
liberally  expending  money  to  introduce 
the  invention,  the  amount  of  profit  not 
being  greater  than  the  ordinary  profit 
on  capital  employed  in  similar  trades, 
the  annoyances,  anxiety,  and  cost  of 
litigation,  are  several  grounds  of  consi- 
deration in  recommending  the  extension 
of  letters  patent,  lie  Whitehouse's  pa- 
tent, ex  parte  Russell,  477. 

The  extension  of  term  recommended 
to  assignee  on  his  securing  an  annuity 
to  the  inventor  during  the  subsistence  of 
the  new  letters  patent,  lie  Whitehouse's 
patent,  ex  parte  Russell,  476  &  478. 

The  invention  being  meritorious,  but 
from  circumstances  beyond  the  control 
of  the  patentee  not  sufficiently  appreci- 
ated, and  unproductive  of  reward,  the 
extension  will  be  recommended.  Re 
Kollman's  patent,  565. 

Violent  resistance  and  opposition  to 
the  introduction  of  an  invention  a  ground 
for  extending  the  term  of  the  letters 
patent.    lie  Roberts's  patent,  575. 

The  fact  of  the  invention  not  having 
been  brought  into  use,  unless  explained, 
is  an  objection  to  the  extension  of  the 
term,     lie  Wright's  patent,  576. 

^  But  being  explained  by  the  pecuniary 
difficulties  and  embarrassments  of  the 
patentee,  extension  recommended.  Ibid. 
576. 


The  questions  to  be  considered  on  ap- 
plication for  an  extension  are,  the  in- 
genuity  of  the  inventor,  the  want  o 
capital  and  means,  the  utility  of  tb 
invention,  and  the  sufficiency  of  the  re 
muneration.  Re  Downton's  patent,  567 

The  absence  of   all  profit    during 
portion  of  the  term  is  a  ground  for  ex 
tension.      Costs   will   be   given   whei 
there  is  no  ground  for  the  oppositioi 
Ibid.  567. 

Letters  patent  being  about  to  expui 
the  application  for  an  extension  will  I 
heard  during  the  pendency  of  legal  pn 
ceedings  as  to  the  validity  of  the  paten 
Re  Kay's  patent,  568. 

It  is  sufficient  to  establish  a  prim 
facie  case  of  the  validity  of  a  patent  o 
an  application  for  an  extension.  Ibk 
571. 

The  profits  amounting  to  about £600( 
an  extension  of  the  term  for  three  yeai 
recommended.     Ibid.  572. 

The  petitioner  having  purchased  tl 
letters  patent  and  stock  in  trade  at  a  fa 
price  on  the  death  of  the  patentee,  so 
sustained  no  loss,  the  application  for  s 
extension  of  the  term  was  refused.  B 
Quarrill's  patent,  740. 

The  actual  expenses  and  receipts  mm 
be  shown ;  it  is  not  sufficient  to  shoi 
generally  that  there  has  been  no  profii 
Ibid. 

The  insufficiency  of  the  usual  term  t 
afford  remuneration,  regard  being  h* 
to  the  nature  of  the  invention,  is  groon 
for  an  extension.  Re  Jones's  patent,* 
parte  Riddle  &  Piper,  579. 

Semble,  That  it  is  not  necessary  t 
show  a  probable  ground  for  supposing 
that  the  petitioners  would  be  retnune 
rated  by  the  extension  prayed.     Ibid. 

An  invention  as  described  in  the  spe 
cification,  having  succeeded  at  first  to  i 
limited  extent  for  certain  patterns  iw 
colours,  but  being  inapplicable  for  tfo 
more  elaborate  patterns  and  brighte; 
colours,  until  rendered  so  by  means  a 
certain  improvements  introduced  frcn 
abroad,  whereby  it  had  become  of  gresi 
value,  an  application  for  the  extenriur 
of  the  patent  was  refused.  Re  Wood- 
croft's  patent,  740. 

The  fact  of  an  invention  when  known 
not  getting  into  general  use,  is  a  pre- 
sumption against  its  utility.  Re  Suns' 
ter's  patent,  723. 
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Semble,  That  negligence  on  the  part 
of  a  patentee  in  restraining  infringe- 
ments is  a  ground  of  opposition.     Ibid. 

In  an  application  by  an  assignee,  his 
title  must  be  strictly  proved.  He  Gallo- 
way's patent,  725. 

The  new  letters  patent  are  granted 
subject  to  the  same  objections  as  the  old, 
and  the  questions  of  novelty  and  utility 
will  not  be  minutely  entered  on.     Ibid. 

It  is  for  the  benefit  of  patentees  that 
the  assignee  should  represent  the  whole 
merit  of  the  inventor.    I  bid. 

The  fact  of  great  improvements  hav- 
ing been  made  on  the  original  invention, 
affords  no  objection  to  the  extension  of 
the  term.     Ibid.  727. 

The  expense  of  litigation,  and  the  cost 
of  the  patents,  and  the  expense  of  bring- 
ing the  invention  into  use,  to  be  deduct- 
ed in  estimating  profits.     Ibid.  729. 

A  manufacturer's  fair  profit  must  be 
deducted,  and  distinguished  from  the 
profit  of  the  monopoly.     Ibid,  729. 

In  considering  whether  a  patent 
should  be  extended,  a  publication  con- 
tained in  a  foreign  journal  may  be  taken 
into  the  account.  lie  Soaraes'  patent, 
733.      • 

The  merit  of  the  importer  is  less  than 
that  of  the  inventor.     Ibid. 

The  petition  for  an  extension  is  not 
to  be  tried  in  the  same  manner  as  an 
application  to  parliament.    Ibid.  734. 

The  fact  of  a  further  improvement 
having  been  made,  is  an  argument  in 
favour  of  an  extension.     Ibid. 

An  inference  against  the  merit  of  the 
invention  from  the  smallness  of  the  step, 
must  be  carefully  guarded  against.  Ibid. 
735. 

The  interest  of  the  inventor  is  medi- 
ately consulted  through  the  assignee. 
He  Morgan's  patent,  738. 


FAILURE  OF  CONSIDERATION. 

If  the  consideration  fails,  the  letters 
patent  are  void.     27,  n. 

Failure  of  execution  a  failure  of  con- 
sideration.    27,  n. 

If  an  invention  wholly  fail,  or  be  alto- 
gether useless  for  the  purpose  described, 
the  letters  patent  are  void.  Manton  v. 
Parker,  192  &  484,  n.  m. 


Partial  and  total  failure  of  considera- 
tion to  be  distinguished  from  each  other. 
484,  n.  m. 

The  failure  of  consideration  in  respect 
of  total  want  of  utility  different  from 
that  in  respect  of  partial  want  of  utility. 
109,  n.  k. 


FALSE  SUGGESTION. 

False  recital  or  suggestion  a  ground 
for  repealing  the  letters  patent.  R.  v. 
Mussary,  41. 

But  it  must  be  in  respect  of  some- 
thing material,  and  part  of  the  conside- 
ration of  the  grant.     Ibid. 

Letters  patent  for  certain  improve- 
ments in  machinery  are  void  on  the 
ground  of  false  suggestion,  if  one  of  the 
inventions  claimed  be  not  an  improve- 
ment.    Morgan  v.  Seaward,  196. 

Letters  patent  being  for  several  things 
by  one  single  process,  if  the  mode  fail  as 
to  one,  the  patent  is  void.  Turner  v. 
Winter,  82. 

Letters  patent  for  a  watch,  the  inven- 
tion being  only  of  a  part,  void  for  false 
suggestion.    Jessop's  case,  42,  n. 

Letters  patent  for  a  new  and  improved 
method  of  drying  and  preparing  malt, 
the  invention  being  the  making  a  co- 
louring substance  from  malt,  void  for 
false  suggestion.     R.  v.  Wheeler,  42,  n. 

Letters  patent  for  sharpening  knives, 
razors,  and  scissors,  the  mode  described 
being  inapplicable  to  scissors,  void  for 
false  suggestion.  Felton  v. Greaves,  42,  n. 

The  novelty  of  every  part  of  the  in- 
vention is  the  consideration  of  the  grant, 
so  that  if  part  of  the  consideration  fails, 
the  patent  is  void  for  false  suggestion. 
Morgan  v.  Seaward,  196. 

The  suggestion  in  a  Scotch  patent, 
that  an  invention  was  new  within  lice 
regna,  when  it  was  well  known  and  in 
public  use  in  England,  is  false,  and  will 
vitiate  the  grant.  Brown  v.  Annan- 
dale,  443. 

False  recital  in  letters  patent  not  by 
way  of  suggestion,  or  any  part  of  the 
consideration,  may  not  vitiate.  Morgan 
v.  Seaward,  196. 

False  suggestion  distinct  from  insuf- 
ficient or  incorrect  description  in  the 
specification,  42,  n. 
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If  an  invention  be  new  and  useful  on 
the  whole,  there  is  no  false  suggestion. 
Hamorth  v.  Hardcastle,  483. 

Part  of  the  invention  being  useless 
may  not  involve  any  false  suggestion. 
Morgan  v.  Seaward,  197. 

As,  where  it  is  discovered  that  part 
of  the  invention  not  claimed  as  essential, 
may  be  altogether  dispensed  with. 
Lewis  v.  Marling,  495. 

Senible,  That  the  subsequent  inven- 
tion and  insertion  in  the  specification  of 
a  different  mode  of  carrying  out  a  prin- 
ciple, which  the  patentee  had  reduced 
into  practice  in  one  or  more  modes  at 
the  time  of  the  granting  of  the  letters 
patent,  is  no  false  suggestion.  Crossley 
v.  Becerley,  1 14,  n.  a,  k  1 16. 

Scmble,  That  it  would  be  an  objection 
to  a  patent  that  a  party  did  not  insert  in 
his  specification  the  most  improved  me- 
thods with  which  at  the  time  of  enrolling 
the  specification  he  was  acquainted. 
Ibid.  116. 

The  rule,  that  if  part  of  an  invention 
fails  the  patent  is  void,  is  a  technical 
rule  to  be  interpreted  strictly.  Crossley 
v.  Beverley,  1 18. 

The  insertion  of  an  improvement 
made  during  the  interval  for  specifying 
is  no  fraud  either  on  the  crown  or  the 
public.    Ibid.  118. 

The  suggestion  of  the  invention  is  the 
foundation  of  the  grant.  Minter  v. 
Wells,  129. 


GRANT. 
See  Consideration.    Tbrm. 

To  grantees  for  twenty-one  years, 
3  Jac.  1  (a.d.  1606),  to  make,  utter,  and 
sell  smalt,  with  power  to  all  others  to 
use  the  same.    Baker's  patent,  9  &  10. 

Grant  determined  by  declaration  of 
crown,  on  failure  of  the  parties  to  sup- 
ply the  country  with  smalt  at  reasonable 
rates.     Ibid.  1]. 

Fresh  grant,  6  Jac.  I  (a.d.  1609),  for 
thirty-one  years,  on  the  same  conditions. 
Ibid.  11. 

Preceding  grant  surrendered,  and 
fresh  letters  patent,  16th  of  February, 
16  Jac.  1,  for  thirty-one  yearn.    Ibid.  12. 


Grant  of  the  sole  making  of  cards  void, 
being  contrary  to  law.  Case  of  Mono- 
polies, 2. 

Grant  of  the  sole  importation  of  any 
commodity,  void.     Ibid.  4. 

As  of  foreign  wine.     Ibid.  4. 

Subsequent  or  second  grant  of  same 
thing,  void.     15,  n.  h. 

Determination  of  former  grant  to  be 
recited  in  subsequent  grant  (6  H.  8, 
c  15).     15,  n.  h. 

Grant  in  respect  of  a  new  trade,  or  an 
engine  tending  to  the  furtherance  of  a 
trade  that  never  was  used  before,  for  a 
limited  time,  good.  Darcy  v.  Alton,  6 ; 
Crane  v.  Price,  411. 

Grant  in  respect  of  the  working  or 
making  of  any  manner  of  new  manufac- 
ture, for  fourteen  years,  to  the  true  and 
first  inventor,  valid  (Stat.  21  Jac  1,&3, 
s.6).    31. 

Grant  to  be  construed  according  to 
the  intent  and  meaning  of  the  grantor. 
jR.  v.  Mussary,  41. 


GRANTEE. 

Where  any  man  by  his  own  charge 
and  industry,  or  by  his  own  wit  and  in- 
vention, doth  bring  any  new  trade  into 
the  realm,  or  any  engine  tending  to  the 
furtherance  of  a  trade  that  never  was 
used  before,  and  that  for  the  good  of  the 
realm.  Case  of  Monopolies — Darcy  v. 
AlUn,6;  Crane  v.  Price,  411. 

The  manufacturer  within  this  coon- 
try  of  an  article  previously  sold  here, 
but  imported  from  abroad.  Baker' $ 
patent,  9,  11  &  13. 

The  true  and  first  inventor  (21  Jac  1, 
c.3,  s.6).     30. 

The  introducer  of  an  invention,  new 
in  England.  Edgebury  v.  Stephens,  35. 

See  Inventor. 


GREAT  SEAL. 

The  great  seal  for  different  parts  af 
the  United  Kingdom  distinct,  notwith- 
standing the  acts  of  union,  49,  n. 

See  Caybat. 
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IMPORTATION. 

The  grant  of  the  sole  importation  of 
any  commodity,  void.  Case  of  Mono- 
polies, 4. 

As  of  foreign  wines.     J  bid. 

Importation  of  glass  from  Scotland,  or 
any  foreign  parts,  not  to  be  restrained. 
JIansell's  patent,  26. 


IMPORTER. 

The  importer  or  introducer  of  a  ma- 
nufacture entitled  to  a  patent.  Baker's 
patent,  9, 1 1  &  1 2 ;  Edgebury  v.  Stephens, 
35. 


IMPROVEMENT. 

An  improvement  on  an  existing  thing 
is  the  subject  of  a  patent.  Hill  v. 
Thompson,  244. 

But  the  invention  must  be  strictly 
confined  to  such  improvement*  Ibid. 
245. 

Also  such  patent  is  valid,  although  the 
improvement  be  on  an  existing  patent. 
Ex  parte  Fox,  413. 

Or,  requiring  the  use  of  that  of  which 
another  has  the  exclusive  right.  Crane 
v.  Price,  412. 

If  any  one  of  several  inventions  in 
letters  patent  for  improvements  be  not 
an  improvement,  the  patent  is  invalid. 
Morgan  v.  Seaward,  197;  Cornish  v. 
Keene,  505;  Losh  v.  Hague,  204; 
R.  v.  Arhwright,  72. 

Cheapness  of  production  is  an  im- 
provement.    Cornish  v.  Keene,  506. 

See  Addition  and  Subjbct-mattrr. 


INFRINGEMENT. 

The  similarity  in  point  of  structure  of 
the  alleged  piracy  to  an  article  made  ac- 
cording to  the  patent,  is  presumptive 
evidence,  until  the  contrary  be  shown,  of 
the  two  being  of  the  same  manufacture. 
Huddartv.  Grimshaw,  91. 

A  slight  departure  for  the  purpose  of 
evasion  an  infringement;  the  question 
is,  whether  the  mode  of  working  is  sub- 
stantially different  ?  Hill  v.  Thompson, 
242. 

Sale  of  an  article  which  might  have 


been  improved  according  to  a  patent  pro- 
cess, coupled  with  the  fact  of  the  defen- 
dant having  the  means  of  practising 
such  process  within  his  reach,  evidence 
for  the  jury  on  the  question  of  infringe- 
ment.   Hall  v.  Boot,  101. 

The  question  of  infringement  pecu- 
liarly for  the  jury,  who  must  say,  whe- 
ther the  defendant  has  availed  himself 
of  the  invention  of  the  plaintiff,  with 
such  variation  only  as  will  prevent  its 
being  a  new  discovery.  JPatton  v. 
Potter,  586. 

A  specious  variation  in  form,  or  in- 
genious alteration  in  the  mode  of  adap- 
tation, an  infringement  of  the  patent. 
Ibid.  589. 

Proof  of  the  making  of  that  which  is 
the  subject  of  the  patent,  without  evi- 
dence of  the  sale  or  use  of  that  so  made, 
is  sufficient  to  constitute  a  breach  of  the 
letters  patent.    Jones  v.  Pearce,  125. 

The  sale  of  an  article  of  the  same  fa* 
brie,  and  made  in  the  same  manner  at 
the  article  which  is  the  subject  of  the  pa- 
tent, is  evidence  of  a  using  of  the  inven- 
tion within  the  prohibitory  clause  of  the 
letters  patent.    Gibson  v.  Brand,  630. 

If  the  invention  consist  in  applying 
the  air  heated  while  in  transitu,  then, 
however  great  the  improvement,  which 
the  defendant's  apparatus  may  be,  on 
that  described  in  the  specification,  it  if 
no  less  an  infringement.  Neilson  v. 
Harford,  310. 

The  improvements  claimed  must  all 
be  shown  to  be  new,  though  it  need  not 
be  shown  that  the  alleged  infringement 
was  an  imitation  of  the  whole  of  them, 
an  imitation  of  any  one  being  sufficient 
to  maintain  the  action.  GiUettv.  JTilby, 
270. 

The  identity  of  purpose,  and  not  of 
name,  is  the  criterion  in  judging  of  the 
similarity  or  dissimilarity  of  inventions. 
Cutler's  patent,  427. 

The  doing  any  of  the  acts  specified  in 
the  prohibitory  clause  of  the  letters  pa- 
tent, is  an  infringement.  Walton  v. 
Bateman,  615. 

The  specification  having  described  the 
invention  to  consist  in  welding  iron  by 
circular  pressure  through  dies  or  holes, 
the  welding  produced  by  passing  the  iron 
through  grooved  rollers,  though  not  so 
perfect,  is  an  infringement.  Russell  v. 
Cowley,  462. 
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The  inventor  of  a  principle,  coupled 
with  some  mode  of  carrying  the  princi- 
ple into  effect,  is  entitled  to  protection 
against  other  modes  of  carrying  out 
the  principle.     Jupe  v.  Pratt,  146. 

The  substitute  of  one  mechanical  equi- 
valent for  another  is  but  a  colourable 
difference.     Morgan  v.  Seaward,  171. 

The  substance  of  the  invention  and 
principle  of  the  machine,  and  not  the 
mere  form,  are  to  be  looked  to.     Ibid. 

The  invention  consisting  in  applying 
the  air  heated  in  transitu  between  the 
bellows  and  the  furnace,  however  great 
the  improvement  made  by  the  defendant 
on  the  method  described  by  the  plain- 
tiff, it  is  no  less  an  infringement.  Neil- 
son  ▼.  Harford,  310. 

Exposing  to  sale  not  an  infringement 
of  the  letters  patent.  Minter  v.  Wil- 
liams, 136. 

The  specification  claiming  the  shear- 
ing from  list  to  list  with  a  rotary  cut- 
ter, the  use  of  that  cutter  for  such  pur- 
pose is  an  infringement  of  the  patent, 
without  reference  to  the  other  mecha- 
nical arrangements  employed.  Lewis  v. 
Davis,  490;  490,  n.  r. 

The  absence  of  certain  parts  does  not 
make  the  alleged  piracy  no  infringe- 
ment.   Jones  v.  Pearce,  1 24. 

An  act  of  sale  not  necessary  to  consti- 
tute or  complete  the  infringement.  Ibid. 
125. 

The  patent  being  for  the  application 
of  detonating  powder  to  discharge  fire- 
arms, mechanical  arrangements  appa- 
rently very  different,  whereby  the  same 
effect  is  produced,  are  an  infringement. 
Forsyth's  patent,  96. 

Unless  the  particular  arrangement  be 
the  substance  of  the  invention.  97, 
n.  b. 

The  invention  claimed  being  the  ap- 
plication of  the  self-adjusting  leverage 
to  the  back  and  seat  of  the  chair,  any 
combination  of  that  to  the  same  subject 
is  an  infringement.  Minter  v.  Wells, 
136. 

An  exposing  to  sale  not  necessarily 
prejudicial,  and  may  not  be  an  infringe- 
ment.    Minter  v.  Williams,  138. 

The  selling  by  the  defendants  of  arti- 
cles the  subject  of  any  part  of  the  patent, 
sufficient  evidence  of  infringement. 
Cornish  v.  Keeney  50^,. 


Evidence  of  infringement.    GalUmty 
v.  Bleaden,  523. 


INJUNCTION. 

Will  be  granted  to  restrain  sale  in 
England  of  Bibles  printed  in  Scotland, 
dunng  an  exclusive  privilege  to  print 
such  books  in  England.  Universities  of 
O.  &  a  v.  Richardson,  49. 

Semble*  That  an  inj  unction  would  not 
be  granted  to  restrain  the  sale  of  a  pa- 
tent article,  part  of  the  private  effects  of 
a  person.     Ibid. 

If  there  has  been  no  infringement,  the 
court  have  no  power  to  make  compensa- 
tion for  the  injunction.  Morgan  v. 
Seaward,  168. 

Ample  justice  may  be  done  by  the 
account.     Ibid. 

As,  where  the  plaintiff  would  only  be 
entitled  to  1*.  per  ton  on  the  iron  made. 
Neilsonv.  Thompson,  286. 

An  injunction  will  be  granted  after 
expiration  of  patent,  to  restrain  the  sale 
of  machines  piratically  made  during  the 
patent.     Crossley  v.  Beverley,  119. 

An  account  will  be  ordered  of  profits 
resulting  from  the  use  of  metres  pirati- 
cally made  during  the  patent.  Crossley 
v.  Derby  Gas  Company,  1 19. 

Not  usual  to  give  security  for  da- 
mages occasioned  by  an  injunction,  in 
case  the  patent  should  turn  out  to  be 
invalid.     Bickford  v.  Sketves,  214. 

Damages  may  in  some  cases  be  re- 
covered by  the  defendants  for  the  injury 
sustained  by  them,  in  consequence  of  the 
respondents  having  stopped  works  by  in- 
terdict, instead  of  allowing  the  works  to 
proceed  by  trusting  to  the  caution  offered 
at  the  passing  of  the  bill.  Stirling  v. 
Roebuck,  50. 

An  injunction  will  not  be  granted 
until  the  right  can  be  tried,  if  the  da- 
mage consequent  on  the  stoppage  of  the 
works  is  great  and  irreparable.  Neilson 
v.  Thompson,  286  &  50. 

Or,  where  the  plaintiff  has  permitted 
the  defendant  to  go  on  and  incur  ex- 
pense under  the  expectation  of  receiving 
a  certain  sum,  the  defendant  being  at 
liberty  at  any  time  to  dispute  the  tide 
tf  the  nlaintiff  as  patentee.    IUeL  286. 
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The  object  of  the  court  in  granting 
or  refusing  an  injunction  is  to  secure  to 
each  party  their  respective  rights.   Ibid. 

An  injunction  being  applied  for,  it  is 
not  sufficient  for  the  defendant  to  admit 
the  infringement,  and  promise  not  to  re- 
peat it.     Losh  v.  Hague,  200. 

An  application  for  an  injunction  must 
be  made  without  unreasonable  delay. 
Ibid.  201. 

A  party  must  not  lie  by,  and  after 
unreasonable  delay  come  in  and  claim  a 
share  of  the  profits  from  a  piratical  use 
of  an  invention.  Crossley  v.  Beverley, 
120. 

On  application  ex  parte  for  an  injunc- 
tion, the  affidavits  must  state  the  party's 
belief  at  that  time,  that  he  was  the  true 
and  first  inventor.  Hill  v.  Thompson, 
231. 

On  motion  for  an  injunction,  the  affi- 
davits should  state  the  alleged  invention 
with  particularity.     Ibid.  230. 

A  doubtful  question  of  infringement 
must  be  decided  by  a  jury ;  but  the  court 
will  order  what  is  to  be  done  in  the 
mean  time.     Morgan  v.  Seaward,  168. 

Before  injunction  is  granted,  the  na- 
ture of  the  infringement  must  be  stated 
with  particularity.  Hill  v.  Thompson, 
231. 

The  grant  of  letters  patent  and  exclu- 
sive possession  of  some  duration  under 
them,  is  aground  for  injunction, without 
previous  trial  at  law ;  aliter,  if  the  pa- 
tent but  of  yesterday,  and  the  validity 
of  the  patent  be  denied.  Hill  v.  Thomp- 
son, 231. 

If  a  person  has  had  exclusive  enjoy- 
ment, the  court  will  give  credit  to  the 
apparent  right,  and  restrain  its  viola- 
tion ;  but  if  doubts  be  entertained  as  to 
the  validity  of  the  patent,  the  injunction 
will  be  granted  only  on  terms.  Ibid. 
236. 

Length  of  enjoyment  is  looked  to  in 
answer  to  a  theoretical  objection  to  the 
specification.  Bickford  v.  Skeroes,  213. 

Enjoyment  for  twelve  years  a  prima 
facie  case  for  an  injunction,  if  an  in- 
fringement be  shown.  Neilsonv.  Thomp- 
son, 277. 

An  injunction  obtained  ex  parte  dis- 
solved, the  defendants  directed  to  keep 
an  account,  the  plaintiff*  put  upon  terms 
of  bringing  an  action,  with  liberty  to 


have  the  injunction  revived  after  the 
trial  of  action,  or  in  case  of  any  unrea- 
sonable delay  being  interposed  on  the 
part  of  the  defendant.  Hill  v.  Thomp- 
son, 232. 

An  injunction  obtained  ex  parte  be- 
ing disposed  of,  the  defendants  were 
ordered  to  admit  plaintiff's  title,  and  to 
keep  an  account,  and  to  admit  inspec- 
tion of  their  premises,  and  to  produce 
books  and  papers.  Morgan  v.  Seaward, 
169. 

Injunction  dissolved  where  great  mis- 
chief would  accrue  to  defendant  by  the 
stoppage  of  works  erected  by  the  per- 
mission of  the  plaintiff  in  expectation  of 
receiving  Is.  per  ton  on  the  iron  made, 
the  utmost  the  plaintiff  could  be  en- 
titled to  receive  being  fully  secured  to 
him  by  the  defendant  undertaking  to 
keep  an  account,  and  to  deal  with  as  the 
court  shall  direct.  Neilson  v.  Thomp- 
son, 286. 

But  where  the  defendant  has  paid 
under  a  contract,  and  by  breaking  that 
contract  exposed  himself  to  the  conse- 
quence of  the  stoppage  of  his  works,  the 
injunction  must  be  continued.  Neilson 
v.  Fothergill,  289. 

Injunction  dissolved,  the  defendant 
paying  into  court  the  money  which  had 
become  due  under  the  contract  prior  to 
the  defendant  giving  notice  of  his  in- 
tention to  dispute  the  plaintiff's  title. 
Ibid.  290. 

On  an  application  for  injunction  after 
notice,  ordered  that  the  plaintiff  be  at 
liberty  to  bring  an  action,  provided  the 
declaration  be  delivered  within  a  month, 
and  a  mutual  inspection  of  works  of 
plaintiff  and  defendant  to  take  place. 
Russell  v.  Cowley,  458. 

The  injunction  having  been  dissolved, 
the  plaintiff  to  bring  an  action  to  esta- 
blish his  patent  right,  and  the  defendant 
to  keep  an  account  in  the  meanwhile ;  a 
verdict  having  been  obtained  for  the 
plaintiff  on  the  trial  of  the  action,  on  ap- 
plication being  made  to  revive  the  injunc- 
tion, it  was  objected  that  the  defendants 
intended  to  move  for  a  new  trial ;  and 
the  matter  was  ordered  to  stand  over  till 
the  result  of  that  application  should  be 
known ;  the  parties  continuing  to  keep 
an  account  in  the  interim.  Hill  y. 
Thompson,  238. 

Injunction  granted  after  action  at  law. 
Russell  v.  Cowley,  471. 
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Injunction  revived  as  of  course  after 
judgment,  establishing  the  validity  of 
the  patent.    Neilson  v.  Harford,  373. 

The  fact  of  an  action  being  pending 
against  another  party,  is  not  a  sufficient 
ground  for  continuing  an  ex  parte  in- 
junction, without  putting  tlie  plaintiff  to 
bring  an  action  against  the  new  defend- 
ant.   Russell  v.  Bamsley,  472. 

Injunction  continued,  the  plaintiff  un- 
dertaking to  bring  an  action  to  try  the 
right  within  three  months,  notwith- 
standing another  action  pending.  The 
infringement  to  be  admitted.   Ibid.  473. 

The  court  has  authority  to  grant  an 
injunction  simpliciter,  and  without  im- 
posing any  terms ;  but  such  a  course  is 
not  usual.     Wilson  v.  TvndaX,  730,  n. 

It  is  not  of  right,  but  usual  when  an 
injunction  is  granted,  to  impose  on  a 
plaintiff  the  terms  of  bringing  an  action 
to  try  the  validity  of  his  patent.     Ibid. 


INSPECTION. 

Defendant  ordered  to  permit  an  in- 
spection of  machinery  made,  or  to  be 
made,  in  pursuance  of  a  certain  contract. 
Morgan  v.  Seaward,  169. 

Mutual  inspection  of  works  of  plain- 
tiff and  defendant  ordered.  Russell  v. 
Cowley,  458. 


INVENTION. 

May  be  the  result  of  accident,  depend- 
ing on  no  theory,  but  on  a  lucky  experi- 
ment.    Liardet  v.  Johnson,  54. 

Not  essential  that  labour,  thought,  or 
money,  should  have  been  bestowed  on 
invention.     Crane  v.  Price,  411. 

The  application  of  known  elements  to 
a  particular  purpose.  Huddart  v.  Grim- 
sliaw,  86,  93,  &  95. 


INVENTOR. 

1.    At  Common  Law. 

The  introducer  of  a  new  trade  into 
the  realm,  or  of  any  engine  tending  to 
the  furtherance  of  a  trade,  is  the  inven- 
tor (44  El.  ad.  1602).  The  Case  of 
Monopolies— Darcy  v.  Allin,  6;  Crane 
v.  Price,  411. 


The  introducer  of  an  invention,  or 
mode  6f  manufacture,  from  abroad. 
Baker's  &  Mam  ell's  patent,  9  fit  17. 

See  Gbantbk. 

2.  By  Statute. 

The  introducer  of  an  invention  new 
in  England,  though  practised  beyond 
the  sea  before,  is  the  inventor  within 
the  meaning  of  the  statute  21  Jac  1, 
c  3.    Edgebury  v.  Stephens,  35. 

He  is  the  inventor  who  publishes  the 
invention  to  the  world,  not  he  who  con- 
fines it  to  his  closet   DolloncCs  case,  43. 

The  discovery  must  not  be  confined  to 
the  knowledge  of  the  party  making  it, 
but  it  must  have  been  communicated, 
more  or  less,  or  it  must  have  been  more 
or  less  made  use  of,  so  as  to  constitute 
discovery.    Hill  v.  Thompson,  244. 

The  party  making  an  unsuccessful 
attempt  or  experiment,  which  becomes 
abandoned,  is  not  an  inventor.  Jones 
v.  Pearce,  124. 

He  is  not  the  inventor  who  has  the 
invention  communicated  to  him  from 
another  in  this  country.  Tennants 
case,  125. 

Even  though  by  a  person  in  his  em- 
ploy.    Barker  v.  Shaw,  126. 

But  the  inventor  may  employ  an  in- 
genious person  to  perfect  the  details 
of  his  invention.     Minter  v.  Wells,  1 32. 

An  inventor  may  employ  a  professed 
mechanic  to  perfect  the  mechanical  de- 
tails of  his  invention.  Bloxam  v.  Elsee, 
122,  n.  c. 

Before  the  plaintiff  took  out  his  pa- 
tent, a  model  of  a  similar  machine  was 
made,  unknown  to  him,  and  a  machine 
was  begun  to  be  made  from  it,  but  no 
similar  machine  was  ever  used  in  this 
country  before  the  patent.  Held,  that 
this  was  not  sufficient  to  defeat  the  pa- 
tent, it  not  being  shown  that  the  plain- 
tiff had  seen  the  model.  Lewi*  v.  Mar- 
ling, 491. 

The  introducer  is  the  inventor ;  it  is 
sufficient  to  support  a  patent,  that  the 
invention  is  new  as  to  general  use  and 
public  exercise.     Ibid.  492. 

Query,  Whether,  in  order  to  invalidate 
letters  patent,  it  is  necessary  to  show  a 
use  which  may  be  called  at  all  general 
as  well  as  public.     493,  n.  y. 
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But  the  introducer  and  publisher  of 
that  which  is  not  in  use  may  not  be 
the  true  and  first  inventor.  Gibson  v. 
Brand,  628. 

The  question,  whether  the  plaintiff  is 
the  true  and  first  inventor  or  not,  de- 
pends on  whether  he  borrowed  the  in- 
vention from  a  source  open  to  the 
public     Walton  v.  Potter,  592. 

He  who  adopts  that  which  has  been 
published  in  a  source  open  to  the  public 
is  not  the  inventor.  Cornish  v.  Keene, 
608. 

Where  it  appeared  in  evidence  that  the 
patentee  himself  invented  and  brought 
into  use  the  machine  for  which  the 
patent  was  granted,  but  before  that  time 
several  other  persons  had  seen  a  model 
and  a  specification  of  such  a  machine, 
which  were  brought  over  from  America ; 
held,  that  the  patentee  was,  nevertheless, 
to  be  considered  the  inventor  within  the 
meaning  of  the  statute,  21  Jac.  I,  c.  3, 
8.  6,  no  machine  having  been  manufac- 
tured and  brought  into  use  from  the 
model  and  specification,  and  there  being 
no  evidence  that  the  patentee  had  ever 
seen  them.    Lewis  v.  Marling,  493. 

He  is  not  a  true  and  first  inventor 
within  the  meaning  of  the  statute  who 
has  seen  the  model  or  specification  of 
a  machine  subsequently  patented,  but 
which  had  not  been  in  public  use  and 
operation.     Ibid.  496. 

The  party  introducing  an  invention, 
not  before  in  public  use,  is  the  true  and 
first  inventor,  though  others  may  have 
received  a  private  communication  of  the 
invention  from  abroad.    Ibid,  496. 

The  introducer  of  an  invention  is 
primd  facie  the  inventor.  M biter  v. 
Wells,  131. 

The  person  who  suggests  the  principle 
is  the  inventor,  not  he  who  as  a  work- 
man carries  out  the  suggestion  into 
effect.     Ibid.  132. 

And  although  a  skilful  mechanic  be 
employed  to  perfect  the  details.  Ibid. 
132,  n.e. 

In  the  case  of  simultaneous  inventors, 
the  party  first  obtaining  the  letters  pa- 
tent is  the  inventor  in  law.  Forsyth  v. 
Riviere,  97;  Galloway  v.  B leaden,  529. 

The  distinction  between  first  inventor 
and  public  use  is,  in  the  abstract,  sound. 
The  Househill  Company  v.  Neilson, 
689. 

5  E 


The  prior  use  of  an  invention,  though 
abandoned,  is  evidence  to  negative  the 
title  of  a  party  as  the  inventor.  Ibid. 
720. 

Originality  of  invention  not  destroyed 
by  previous  glimpses  of  the  same  thing. 
Ibid.  690. 

Semble,  That  the  title  of  a  party  as 
true  and  first  inventor  is  not  destroyed 
by  the  fact  of  the  same  invention  having 
been  previously  made,  if  altogether  lost 
sight  of.    Ibid.  717. 


JURY. 

If  the  parties  consent  the  jury  maybe 
asked  the  grounds  of  their  verdict,  but 
not  otherwise.     Walton  v.  Potter,  600, 

Any  specific  question  to  be  put  to  the 
jury  ought  to  be  short,  and  must  be  with 
their  consent.    Ibid.  612. 


LETTERS  PATENT. 

5^  Date. 

Letters  patent  cannot  be  dated  before 
the  delivery  of  the  warrant  into  Chancery 
(Stat.  18  H.  6,  c.  1).     430,  n.  c. 

The  Chancellor  will  not  alter  the  date 
of  the  sealing  so  as  to  enlarge  the  term 
for  the  enrolment  of  the  specification. 
Ex  parte  Beck,  430. 

A  recompence  and  reward  for  making 
smalt  within  the  kingdom.  Baker's  pa- 
tents, 9  &  11. 

To  be  construed  favourably  for  the 
grantee.    ManselVs  patent,  26. 

Granted  in  order  that  the  public  may 
learn  the  art.     36,  n. 

The  term  of  fourteen  years  too  long. 
Ibid. 

Adequate  reward  and  remuneration 
to  the  inventor  the  ground  of  extension 
of  term.  Liardet's  patent  (Stat.  16  G.3, 
c.  19).     52. 

See  Extension. 

The  granting  and  prohibitory  part  of 
letters  patent  expressed  in  different 
terms.  7,  n.9kMinterv.  Williams,  138. 
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Semite,  That  letters  patent  contain- 
ing a  proviso  more  general  than  the 
statute  authorizes  are  \oidable.  /VrLord 
Lyndhurst,  L.C.  447. 

The  grant  of  letters  patent  not  a  mat- 
ter  of  favour.  Arkmright  v.  Nightin- 
gale, 61. 

There  may  be  several  patents  for  the 
same  object,  the  means  of  attaining  the 
object  being  different.  Huddart  v.  Grim- 
shaw,  92. 

The  letters  patent  are  primd  facie 
evidence  on  the  part  of  the  person  claim- 
ing the  right     Minter  v.  Wells,  129. 

The  letters  patent  and  specification  are 
to  be  taken  as  one  instrument  in  enforcing 
the  claim  of  the  inventor.  Crossley  v. 
Beverley,  117. 

In  concurrent  applications  for  letters 
patent,  the  party  first  clothing  himself 
with  the  legal  right  is  the  inventor. 
Forsyth  v.  Riviere,  97. 


LICENSE. 

Money  paid  for  a  license  to  use  a  pa- 
tent afterwards  appearing  to  be  invalid 
cannot  in  general  be  recovered  back. 
Taylor  v.  Hare,  292. 

The  plea  of  the  invalidity  of  a  patent 
may  be  an  answer  to  an  action  for  rent 
agreed  to  be  paid  for  a  license  under  a 
patent.     Chanter  v.  Leese,  295. 

The  grant  of  an  exclusive  license  to 
use  a  patent  does  not  invalidate  the  pa- 
tent itself,  although  the  patent  may  be 
vested  in  twelve  persons;  and  it  is 
wholly  immaterial  to  its  validity  in  what 
number  of  persons  such  license  is  vested. 
Protheroe  v.  May,  414. 

Such  a  license  would  not  be  invalid  if 
the  district  or  districts  covered  by  the 
license  included  the  whole  extent  of  the 
patent.    Ibid.  414. 
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LICENSEE. 

A  licensee  under  letters  patent  is  a 
competent  witness  for  the  plaintiff  in  an 
action  for  an  infringement.  Derosne  v. 
Fairie,  155. 

MAKING. 
The  making,  prior  to  obtaining  a  pa- 
tent, to  &fc  ^wposfc  <£  ra^TYaro&  at  to 


other  purposes  than  those  of  sale  ind 
commerce  will  not  vitiate  such  patent. 
Bramah  v.  Hardcastle,\9\. 

Making  without   selling  an  infringe- 
ment.   Jones  v.  Pearee,  124. 


MANUFACTURE  AND  NEW 

MANUFACTURE. 

The  word  'manufacture'  in  the  sta- 
tute, must  be  construed  in  one  of  two 
way 8;  it  may  mean  the  machine  when 
completed,  or  the  mode  of  constructing 
the  machine.    Morgan  v.  Seaward,  193. 

A  new  principle  developed,  carried  out, 
and  embodied  in  the  mode  of  using  the 
principle,  constitutes  a  new  manufacture. 
Walton  v.  Bateman,  620. 

Semble,  That  an  expanding  table,  with- 
out reference  to  the  mode  by  which  the 
pieces  are  caused  to  diverge  or  expand, 
is  a  manufacture.     Jupe  v.  Pratt,  150. 

The  introducing  cords  or  strands  of 
India  rubber  in  combination  with  non- 
elastic  strands  in  making  a  fabric,  is  a 
new  manufacture,  although  similar  cords 
may  have  been  introduced  in  pipes  after 
the  fabric  was  complete.  Cornish  v. 
Keene,  518. 

A  slight  difference  from  what  has  ex- 
isted before  may  not  be  a  new  manufac- 
ture. Hastings'  patent,  6;  Mattheyt 
patent,  6. 

The  welding  tubes  by  fixed  dies  in- 
stead of  rollers  may  be  a  new  manufac- 
ture.   Russell  v.  Cowley,  466. 

Tubes  having  been  welded  by  grooved 
rollers  or  a  maundril,  it  is  a  new  manu- 
facture to  weld  them  on  grooved  rollers 
without  a  maundril.     Ibid.  464  &  466. 

The  attaining  the  same  result,  or  pro- 
ducing the  same  effect,  in  a  different 
manner,  is  a  new  manufacture,  as  welding 
by  dies  instead  of  by  grooved  rollers. 
Ibid.  466. 

The  adaptation  of  a  rotary  cutter  in  a 
machine,  so  as  to  shear  from  list  to  list, 
a  new  manufacture,  although  the  shearing 
from  end  to  end  by  a  rotary  cutter,  and 
from  list  to  list  by  shears,  are  old.  Lewis 
v.  Davis,  490. 

A  button  and  a  flexible  shank  being 
both  old,  their  being  simply  put  toge- 
ther, without  regard  to  the  particular 
means,  is  not  a  new  manufacture.  Saun- 
ders v.  Aston,  75. 
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The  speculations  and  suggestions  of 
learned  men  will  not  vitiate  letters  pa- 
tent, nor  experiments  in  private  or 
abandoned;  but  if  the  article  has  been 
sold,  it  is  a  question  for  the  jury,  whether 
that  is  a  public  user.  Gibson  v.  Brand, 
628. 

The  application  of  detonating  powder 
by  suitable  mechanical  means  to  dis- 
charge fire-arms.    Forsyth's  patent,  97. 

The  improvement  in  lace  by  gasing 
it.     Halts  patent,  98. 

The  application  of  new  implements 
and  processes  to  obtain  old  results. 
99,  n. 

The  discovery  of  a  principle,  as  a  law 
of  nature,  or  property  of  matter,  not  a 
new  manufacture.  The  Houselull  Com- 
pany v.  Neilson,  683. 


MEMORANDUM  of  ALTERATION. 

The  Master  of  the  Rolls  has  no  juris- 
diction to  remove  from  the  rolls  of  the 
Court  of  Chancery  a  memorandum  of 
alteration  enrolled  under  the  statute. 
Re  Sharp's  patent,  641. 

Query,  whether  an  omission  in  the 
specification  can  be  supplied  by  a  memo- 
randum of  alteration  enrolled  under  the 
statute.     Ibid.  642,  n.  e. 

Or,  whether  that  which  might  be  the 
subject  of  fresh  letters  patent,  can  be  in- 
corporated in  existing  letters  patent  by 
memorandum  of  alteration.  Ibid.  642, 
n.  e. 

The  Attorney  and  Solicitor  General  ge- 
nerally allow  the  enrolment  of  a  dis- 
claimer or  memorandum  of  alteration, 
leaving  the  question  of  its  validity  to  be 
decided  by  a  court  of  law.  Ilrid.  642,  n.  e. 

See  Disclaimeb. 


MONOPOLY. 

An  allowance  of  or  for  the  sole  buy- 
ing, selling,  making,  working,  or  using  of 
anything,  whereby  persons  are  restrained 
of  any  freedom  they  had  before,  or  hin- 
dered in  their  lawful  trade.  Darcy  v. 
Altin,  5,  n. 

A  grant  of  the  sole  making  of  cards 
void,  as  being  a  monopoly  and  contrary 
to  law.     Ibid.  2. 

The  power  of  exclusive  sale  of  any 
commodity,  a  monopoly.   Ibid.  5. 

True  tests  or  incidents  of  a  monopoly, 
the  price  raised,  quality  of  commodity 
inferior,  and  artificers  impoverished.  Ibid* 
3. 

All  monopolies  declared  void  except 
letters  patent  for  the  sole  working  or 
making  of  any  manner  of  new  manufac- 
ture to  the  true  and  first  inventor.  (Stat. 
21  Jac.  1,  c.  3,s.  5,6.)    30. 

Monopoly  patent  in  respect  of  a  new 
trade  or  engine  in  furtherance  of  a  trade 
for  a  limited  period  lawful.  Darcy  v. 
Allin,  6 ;  Crane  v.  Price,  411. 

A  patent  of  monopoly  and  of  privilege 
different.     Darcy  v.  Altin,  5,  n. 


NEW  TRIAL. 

The  fact  of  a  sci.  fa.  pending  is  a 
ground  for  not  entertaining  a  particular 
objection  to  the  validity  of  a  patent  on  a 
motion  for  a  new  trial.  Hatvorth  v. 
Hardcastie,  480. 

New  facts  which  would  be  ground  for 
repealing  letters  patent  by  scire  facias 
will  not  be  received  on  motion  for  a  new 
trial.     Lewis  v.  Marling,  495. 


MISTAKE. 

Every  mistake  in  a  specification  will 
not  vitiate  a  patent  Neilson  v.  Har- 
ford, 340. 

See  Amendment — Wobd. 


MODEL. 

To  be  made,  deposited,  and  preserved. 
Lombefs  act,  39. 


NOTICE  OF  OBJECTIONS. 

In  an  action  for  the  infringement  of, 
and  in  a  sci.  fa.  to  repeal  a  patent,  the  de- 
fendant and  plaintiff  respectively  shall 
give  a  notice  of  any  objections  on  which 
he  means  to  rely  at  the  trial.  (Stat.  5  k  6. 
W.  4,  c.  83,  s.  5.)     260,  n.  a. 

If  a  defendant  neglect  to  deliver  the 
notice  of  objections  with  his  pleas,  he 
must  obtain  leave  to  plead  de  novo. 
Losh  v.  Hague,  203,  n. 
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The  notice  of  objections  is  intended  to 
apprise  the  plaintiff  of  what  he  is  to  meet 
under  the  respective  pleas.     Ibid,  203. 

It  is  not  sufficient  to  state  an  objection 
in  the  notice  of  objections,  unless  there 
be  a  plea  to  which  it  can  be  applied. 
Giilett  v.  Willy,  270. 

The  notice  of  objections  should  be 
drawn  with  reference  to  the  pleas,  or 
notice  given  of  the  pleas  to  which  the 
objections  are  to  be  applied.  Walton  v. 
Bateman,  616. 

The  notice  of  objections  must  be  taken 
to  be  part  of  the  pleadings,  and  should  be 
treated  as  part  of  the  plaintiff's  case. 
Neilson  v.  Harford,  309. 

In  actions  for  infringing  a  patent,  the 
notice  of  objection  delivered  by  a  defend- 
ant under  5  &  6  W.  4,  c.  83,  s.  5,  is  not 
conclusive  at  his  peril :  but  the  court  un- 
der its  general  jurisdiction  may  model  its 
proceedings  and  order  a  further  and  fuller 
notice.    Bulnois  v.  Mackenzie,  260. 

Doubtful  whether  the  statute  requires 
the  names  of  those  who  have  used  the 
invention  to  be  given.    Ibid.  263. 

The  notice  of  objections  meant  to  af- 
ford more  specific  information  than  the 
plea.    Ibid.  263. 

The  court  may  decide  on  the  suffi- 
ciency of  the  notice :  this  power  is  not 
created  by  the  statute.    Ibid.  263. 

The  jurisdiction  of  the  court  as  to 
these  questions  is  analogous  to  that  of 
set  off;  but  to  require  the  names  and  ad- 
dresses of  all  persons  who  have  used  the 
invention  may  prejudice  the  defendant. 
Ibid.  263. 

A  particular  of  objections  delivered  by 
the  defendant  in  an  action  for  infringing 
a  patent  right  must  be  precise  and  defi- 
nite. It  is  not  sufficient  to  say  that  the 
improvements,  or  some  of  them,  have 
been  used  before ;  the  defendants  should 
point  out  which.  Fisher  v.  Dewick,  264. 

The  object  of  the  statute  not  to  limit 
the  defence,  but  to  limit  the  expense,  and 
to  prevent  surprise  on  the  plaintiff. 
Ibid.  267. 

The  defendant  is  not  limited  to  the 
number  of  his  objections,  but  he  must 
state  them  with  precision.     Ibid.  268. 

The  court  refused  to  order  a  particular 
of  the  names  of  the  persons  to  whom  sales 
of  the  invention,  prior  to  the  date  of  the 
patent,  are  alleged  to  have  been  made. 
Carpenters.  Walker, 268. 


The  words  *  divers  other 
struck  out  of  an  objection.  Fishery. 
Derrick,  551,  n.;  Galloway  v.  Bleaden, 
268,  n.  d. 

The  defendant  may  apply  to  a  judge  at 
chambers  to  add  the  names  of  other  per- 
sons.   Fisher  v.  Derrick,  551,  n./. 

The  particular  machines  to  which  the 
improvements  are  said  to  be  inapplicable 
must  be  specifically  stated.  /6tVZ.551,n./. 

The  part  or  parts  in  respect  of  which 
an  alleged  discrepancy  between  the  spe- 
cification and  letters  patent  exist  most 
be  stated.    Ibid.  551,  n.^ 

The  notice  of  objections  intended  to 
give  the  plaintiff  more  information  than 
the  plea ;  so  that  in  general,  a  notice  in 
the  terms  of  the  plea  will  not  be  suffi- 
cient   Neilson  v.  Harford,  370. 

But  the  objection  may  be  so  fully  ex- 
pounded on  the  record,  that  a  notice  in 
terms  of  the  plea  will  be  sufficient 
Ibid.  364  &  370. 

At  nisi  prius  the  only  question  is, 
whether  the  terms  of  the  notice  fairly  in- 
clude the  objection  taken.     Ibid.  370. 

If  the  notice  be  too  general,  previous 
application  should  have  been  made  to  the 
court.    Ibid.  370. 

It  is  not  sufficient  notice  to  say,  that 
the  invention  was  wholly  or  in  part  used 
before.     Heathy.  Unnrin,552. 

It  is  a  sufficient  notice  to  state  "that 
the  invention  is  not  properly  set  forth  in 
the  specification."     Ibid.  552. 

The  notice  of  objections  must  point 
out  the  defence  with  greater  particularity 
than  the  record.  Books  intended  to  be 
relied  on  should  be  distinctly  described. 
The  court  will  see  that  the  objection  is 
stated  with  reasonable  particularity,  ac- 
cording to  the  circumstances  of  the"  case. 
Jones  v.  Berber,  544. 

The  objection,  that  the  plaintiff  did  not 
state  the  best  mode  with  which  he  was 
acquainted  is  sufficient     Ibid.  546. 

Semble,  That  a  notice  of  the  invention 
being  known  to  persons  of  a  particular 
trade  is  sufficient     Ibid.  547  &  550. 

Semble,  The  objection,  that  an  inven- 
tion was  used  by  many  would  not  be 
supported  by  evidence  of  user  by  one 
person.     Ibid.  547. 

The  new  rules  being  in  operation  be- 
fore the  statute,  the  legislature  must  have 
intended  that  the  notice  of  objections 
should    point    out    the    defence   with 


INDEX. 


761 


greater  degree  of  particularity  than  the 
record.     Ibid.  548. 

The  defendants  should  specify  books 
intended  to  be  relied  on,  and  cannot  be 
prejudiced  by  so  doing.    Ibid.  548. 

The  words  'and  elsewhere'  to  be 
omitted,  the  places  to  be  specified  should 
fresh  evidence  arise.     Ibid.  549. 

The  pleas  may  be  narrowed  by  naming 
the  person  or  limiting  the  nature  of  the 
inquiry.  The  words  'and  elsewhere* 
not  unreasonable.     Ibid.  550. 

An  averment  relating  to  a  particular 
trade  in  certain  towns  is  limited  and  de- 
finite, but  under  an  averment"  about 
common  forges,  with  a  reference  to  nume- 
rous places  all  over  the  kingdom,  it  is 
impossible  to  tell  what  is  intended  to  be 
proved.  The  Househill  Company  v. 
•Yeilson,  552. 

The  section  of  the  statute  (5  &  6  W.  4, 
c.  83) ,  as  to  the  notice  of  objections,  does 
not  apply  to  proceedings  in  Scotland,  the 
same  object  being  obtained  by  the  closed 
record.    Ibid.  552,  711,  &  714. 

A  'statement  in  the  notices  of  objec- 
tions, that  the  specification  is  calculated 
to  deceive,  is  sufficient  to  let  in  evidence 
as  to  any  particular  passage  being  false. 
Neilson  v.  Harford,  324,  332,  &  370. 

See  Russell v.  Ledsam,  1 1 M.  &W.,  647. 


NOVELTY. 

The  general  question  is,  whether  the 
invention  was  known  and  in  use  before 
the  patent.     Liardet  v.  Johnson,  53. 

Two  distinct  issues — the  one  whether 
the  invention  was  in  use,  the  other,  whe- 
ther the  party  derived  it  from  another 
person  or  from  some  public  source. 
Cornish  v.  Keene,  507. 

The  distinction  between  the  issues  as 
to  the  first  inventor  and  public  use  by 
others  of  the  invention,  is  in  the  abstract 
sound.  The  Househill  Company  v. 
Neilson,  689. 

The  grantee  must  be  the  first  inventor, 
and  the  invention  must  not  be  in  use  at 
the  time  of  the  granting  the  patent. 
For  the  purpose  of  meeting  the  case,  that 
the  party  is  the  inventor,  evidence  may 
be  gone  into  to  show  that  a  person  used 
the  invention  ten  years  ago,  and  then 
abandoned  it.     Ibid.  710-20. 


Admitting  that  he  is  the  inventor,  if 
this  invention  be  known  and  used  at  the 
time  at  which  the  patent  is  granted,  the 
patent  is  void.     Ibid.  720. 

The  notorious  use  of  an  invention, 
though  discontinued,  sufficient  to  invali- 
date subsequent  letters  patent.  Ibid* 
710. 

The  prior  use  of  a  perfected  invention, 
if  such  prior  use  be  publicly  known,  will 
vitiate  the  subsequent  letters  patent  for 
the  same  invention.     Ibid.  716. 

Semble,  That  the  prior  use  and  aban- 
donment of  an  invention,  if  lost  sight  of 
and  not  known  to  the  public,  will  not 
vitiate  letters  patent  for  the  same  inven- 
tion.   Ibid.  717. 

If  an  invention  is  in  use  at  the  time  of 
the  making  the  grant,  the  party  cannot 
have  a  patent,  although  he  is  an  original 
inventor;  if  it  is  not  in  use  he  cannot 
have  a  patent  if  he  is  not  an  original 
inventor.     Ibid.  719. 

The  statute  excludes  from  a  patent  the 
inventor  who  shall  have  made  the  inven- 
tion so  public,  that  others  at  the  time 
shall  use  it.  The  consideration  fails. 
Ibid.  719. 

The  sale  of  the  article  in  the  market 
by  the  patentee  will  vitiate  letters  patent 
obtained  subsequently  to  such  sale. 
Wood  v.  Zknmer,  44. 

The  making  of  two  or  three  of  the 
patent  apparatus  by  the  patentee  prior  to 
the  date  of  the  grant  will  not  vitiate  it, 
unless  others  shall  use  the  invention. 
Bramah  v.  Hardeastle,  194. 

The  construction  and  sale,  before  the 
date  of  the  patent,  of  the  patent  machine 
by  the  patentee  for  gain  to  any  of  the 
public  who  will  buy  it,  invalidates  the 
subsequent  letters  patent.  Morgan*. 
Seaward,  194. 

If  such  sale  did  not  vitiate  the  subse- 
quent letters  patent,  the  inventor  might 
practically  have  a  monopoly  of  much 
longer  duration  than  fourteen  years. 
Ibid.  195. 

The  manufacture  of  two  pieces  of  ma- 
chinery for  a  party  connected  in  business 
with  the  patentee,  under  an  injunction 
of  secrecy,  and  their  user  abroad,  may  not 
be  such  a  publication  as  will  vitiate  the 
subsequent  grant.    Ibid.  195  &  705. 

The  making  of  an  article  in  this  coun- 
try, though  for  exportation,  will  vitiate  a 
subsequent  patent,  unless  under  special 
circumstances.  Carpenter  v.  Smith,  536. 
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The  manufacture  and  sale,  without 
secrecy,  by  a  workman,  of  seven  dozen 
and  a  half  of  locks,  according  to  a  model 
which  is  retained,  is  a  public  use  and  ex- 
ercise of  the  invention.  Carpenter  v. 
Smith,  536. 

The  novelty  of  each  of  the  several 
heads  of  invention  contained  in  the  spe- 
cification must  be  [sustained.  Gibson  v. 
Brand9  636. 

If  the  patent  be  for  a  new  or  improved 
process,  and  the  jury  find  the  process  not 
to  be  new  but  improved,  semble  that 
the  patent  is  valid.    Ibid.  633. 

See  Inventor.  Usee.  Manufacture. 


OMISSION. 

The  omission  of  an  instrument,  or 
part  of  a  process  in  attaining  the  same 
result,  may  be  a  new  manufacture.  Rus- 
sell \.  Cowley,  464,  466,  469. 

As,  in  welding  tubes  by  dies  or  rol- 
lers, without  the  use  of  a  maundril,  or 
any  internal  support  theretofore  used. 
Ibid.  466. 

See  Subjeot-hatteb. 


ORDER  OF  PROCESSES. 

Semble,  That  any  change  in  the  order 
or  series  of  processes,  leading  to  an  im- 
proved manufacture,  is  the  subject  of 
letters  patent.  Hellirvell  v.  Dearman, 
401,  n.  *. 

PARTICULARS  OF  INFRINGE- 
MENT. 

In  an  action  for  infringement  of  a  pa- 
tent, the  plaintiff  will  not  be  compelled  to 
produce  a  specimen  of  the  patent  articles 
to  enable  the  defendant  to  prepare  his 
defence  to  the  action.  Crofts  v.  Peach. 
268. 

Particulars  of  infringements  will  be 
ordered  in  certain  cases.  Perry  v. 
Mitchell,  269. 


PLEADING. 
In  an  action  for  the  infringement  of  a 
patent  for  certain  improvements  in  a 
cabriolet,  three  pleas  were  pleaded :  1st, 
The  general  issue ;  2d,  That  the  alleged 
improvements  were  not  new;  3d,  That 
the  plaintiffs  were  not  &t  tax*  *xA  tex 


inventors  of  the  improvements.  Held, 
that  on  this  state  of  the  pleadings  it  could 
not  be  contended  that  the  patent  was 
illegal.     GiUett  v.  Wiiby,  270. 

The  plea,  that  the  Invention  is  not  a 
new  manufacture  known  in  England,  ad- 
mits the  invention  to  be  a  manufacture, 
and  puts  in  issue  the  novelty.  Walton 
v.  Potter,  601  k  611. 

Matter  stated  in  a  plea  as  inducement 
to  a  specific  allegation,  upon  which  an 
issue  in  fact  is  taken,  is  not  on  the  record 
for  other  purposes  than  the  issue.  Ibid. 
601. 

Semble,  That  a  specification  so  set  out 
in  a  plea  is  on  the  record  for  the  purpose 
of  arresting  the  judgment.  (Coltman,  J.) 
Ibid.  604. 

An  issue  in  feet  on  a  plea  being  found 
for  the  plaintiff,  the  defendant  cannot 
resort  to  matter  not  in  issue  and  admit- 
ted in  that  plea,  to  arrest  jthe  judgment. 
Gibson  v.  Brand,  631. 

To  raise  the  question  of  the  insuf- 
ficiency of  the  specification  in  point  of 
law,  the  defendant  should,  after  setting 
out  the  specification,  and  averring  no 
other  to  have  been  enrolled,  aver  the  let- 
ters patent  to  be  void.     Ibid.  632. 

But  semble,  That  such  a  plea  is  bad 
on  special  demurrer.  Muntz  v.  Foster, 
7  Jur.  1110. 

The  issue  as  to  the  infringement  as- 
sumes the  validity  of  the  patent.  The 
HousehUl  Company  v.  Neilson,  676  & 
701. 

The  objection  that  the  subject-matter 
of  the  patent  is  for  a  principle,  is  not 
open  upon  issues  as  to  the  infringement 
and  novelty.     Ibid.  677. 

The  issues  as  to  the  first  inventor,  and 
the  prior  use  of  the  invention,  distinct 
Ibid.  689. 

The  objection,  that  the  specification  is 
not  so  large  as  the  title,  is  not  let  in  by 
the  general  plea  of  the  insufficiency  of  the 
specification.    Derosne  v.  Fakrie,  161. 

The  plea  of  the  insufficiency  of  the 
specification,  will  not  let  in  an  objection, 
that  it  does  not  set  forth  the  double  pro- 
cess for  which  the  patent  is  taken  out. 
Ibid.  161. 

Semble,  That  the  general  plea  of  the 
insufficiency  of  the  specification  will  not 
raise  the  question,  whether  the  patent  is 
for  a  principle?    Jupe  v.  Pratt,  151. 

Semble,  That  a  plea,  denying  the  uti- 
Y&3  tf  %.  patent,  is  bad.     Ibid.  151. 
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Semble,  That  in  order  to  raise  the  de- 
fence of  want  of  utility,  the  defendant 
should  pursue  the  words  of  the  statute, 
and  not  plead,  that  the  invention  is  of  no 
use.     Morgan  v.  Seaward,  197. 

A  plea,  that  the  said  invention  was  not 
at  the  time  of  making  the  said  letters 
patent  a  new  manufacture  within  this 
realm,  had  for  duplicity.  Semble,  That 
the  plea  would  have  been  good,  if  the 
words  of  the  statute  had  been  pursued. 
Spilsbury  v.  C lough,  255. 

An  objection  to  the  title  not  admissi- 
ble under  the  plea  of  the  insufficiency  of 
the  specification.  Neilson  v.  Harford, 
312. 

After  verdict,  a  plea  is  to  be  taken  in 
the  sense  disclosed  by  the  specification. 
Morgan  v.  Seaward,  196. 

In  an  action  by  an  assignee,  a  decla- 
ration averring  that  the  letters  patent  be- 
came duly  assigned,  without  showing 
how,  is  sufficient  after  verdict.  Cornish 
v.  Keene,  501,  n.  a ;  519,  n.  %. 

The  defendant  being  the  officer  of  a 
public  company,  a  declaration  without 
the  usual  averment  to  that  effect  bad 
after  verdict  Galloway  v.  B  leaden  7 
529,  n.  e. 

Amendment  allowed  on  payment  of 
costs  of  rule  to  arrest  the  judgment,  and 
foregoing  the  costs  of  the  action.     Ibid. 

The  objection,  that  an  invention  is  not 
the  subject-matter  of  a  patent,  is  not 
open  on  pleas  denying  the  novelty  of  the 
invention  or  the  sufficiency  of  the  spe- 
cification.    Walton  v.  Potter,  598. 

The  plea,  that  the  invention  was  not 
at  the  time  of  granting  the  letters  patent 
a  new  invention  as  to  the  public  use,  ad- 
mits the  invention  to  be  the  subject- 
matter  of  letters  patent,  and  puts  in  issue 
the  novelty  only.     Ibid.  601. 

Pleas  denying  the  novelty,  and  that 
the  invention  was  a  new  manufacture  at 
the  time  of  the  grant,  will  not  be  allowed 
to  be  pleaded  together.     Ibid.  598,  n.  h. 

Pleas  denying  that  parts  of  the  inven- 
tion were  known,  and  are  not  the  subject 
of  letters  patent,  will  not  be  allowed  with 
pleas  denying  the  novelty  of  the  inven- 
tion as  a  whole,  and  that  the  invention 
was  a  new  manufacture  within  the  mean- 
ing of  the  statute.  Walton  v.  Bateman, 
614,  n.  a. 

Evidence  that  the  defendant  gave  an 
order  in  England  for  articles  to  be  made 


according  to  plaintiffs  invention,  and 
which  articles  he  afterwards  received, 
supports  a  breach  of  making,  using,  and 
putting  in  practice,  the  plaintiff's  inven- 
tion.    Gibson  v.  Brand,  631. 


PRINCIPLE. 

The  making  wheels  on  a  particular 
principle,  which  is  described  in  the  spe- 
cification, is  the  subject  of  a  patent. 
Jones  v.  Pearce,  123. 

A  claim  to  the  application  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of 
a  chair,  is  not  a  claim  to  a  principle,  but 
to  its  application,  and  is  the  subject  of 
a  patent.     Minter  v.  Wells,  134. 

Semble,  That  the  user  of  a  method  or 
principle  in  ignorance,  will  not  vitiate 
the  letters  patent  for  an  invention  found- 
ed on  that  method  or  principle.  Minter 
v.  Mower,  140. 

The  discovery  of  a  principle,  or  law  of 
nature,  or  property  of  matter,  not  the 
subject  of  a  patent,  apart  from  any  mode 
of  turning  it  to  account  in  the  practical 
manufactures  and  arts  of  life.  The 
Househill  Company  v.  Neilson,  683. 

A  patent  cannot  be  granted  for  a  prin- 
ciple, but  for  the  principle  coupled  with 
the  mode  of  carrying  the  invention  into 
practice.    Jupe  v.  Pratt,  146. 

The  principle  of  condensing  in  a  sepa- 
rate vessel,  when  given  to  the  world  in 
the  shape  of  a  steam  engine,  is  a  new 
manufacture.    Ibid.  150. 

Semble,  That  a  claim  to  a  principle  to 
be  carried  into  effect  in  any  way  you  will, 
is  a  claim  of  the  principle.  Neilson  v. 
Harford,  355. 

In  the  application  of  a  principle,  every 
mode  need  not  be  expressly  described  in 
the  specification.    Ibid.  356. 

The  patent  is  not  for  the  principle,  but 
for  the  mode  of  carrying  the  principle 
into  practice.     Ibid.  342. 

That  which  has  had  an  anterior  exist- 
ence, so  that  it  may  be  considered  as  in- 
vented pro  bono  publico,  is  not  the 
subject  of  a  patent.     I  bid.  342,  n.  c. 

If  that  principle  be  embodied  in  a  ma- 
chine, and  a  better  machine  for  carrying 
out  the  principle  is  invented,  the  latter, 
unless  a  colourable  imitation,  is  not  an  in- 
fringement of  the  former.  Ibid.  342,  n.  c. 
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If  the  principle  per  se  could  be  in- 
fringed, then  all  improvement  is  stopped. 
Ibid.  342,  n.  c. 

See  Subject-matter. 


PRIVATE  ACTS. 
See  Extension,  &  37,  n.  &.  40,  n. 


PRIVILEGE. 

Patent  of  privilege  not  the  same  as 
patent  of  monopoly,  5. 


PRIVY  SEAL. 

The  privy  seal  bill  the  authority  under 
which  the  holder  of  the  great  seal  puts 
the  seal  to  the  patent  Re  Nickels'  pa- 
tent,  656. 

The  privy  seal  bill  no  authority  to  any 
person  besides  the  Chancellor.  Ibid.  659* 

The  date  of  a  privy  seal  bill  when 
amended,  is  not  altered.    Ibid.  663. 


PROFITS. 

To  be  estimated  according  to  the 
amount  of  saving.  The  Househiil  Com- 
pany v.  Neilson,  697,  n.  r. 

To  be  taken  on  use  of  machines  pirati- 
cally made  during  a  prior  period.  Cross- 
ley  v.  The  Derby  Gas  Company  f  120. 


PUBLICATION. 

Publication  in  a  well-known  book  of 
the  description  of  an  article  precisely  the 
same  as  one  of  the  articles  claimed  in 
the  specification  of  the  patent,  evidence  of 
want  of  novelty.    R.  v.  Arhnmghty  72. 

The  speculations  of  ingenious  men, 
though  published,  but  not  brought  into 
actual  use,  will  not  stand  in  the  way  of 
the  inventions  of  other  ingenious  men  who 
may  apply  such  suggestions  and  specula- 
tions.    Carpenter  v.  Smithy  534. 

Prior  publication  in  a  book  or  specifi- 


cation is  an  objection  to  a  patent,  and  not 
simply  evidence  of  an  objection.  Jones 
v.  Berger,550. 

Publication  in  a  book  of  a  machine 
distinctly  and  clearly  described,  corres- 
ponding with  the  description  in  the  spe- 
cification of  a  patent,  negatives  the  title 
of  a  party  as  true  and  first  inventor.  The 
Househiil  Company  v.  Netison,  718,  n. 

SembJe,  That  such  publication  must 
not  be  by  way  of  speculation  or  sugges- 
tion, but  as  of  complete,  successful,  and 
perfect  invention.    Ibid.  719. 

If  any  part  of  that  which  is  of  the 
substance  of  the  invention  has  been  com- 
municated to  the  public  in  the  specifica- 
tion of  a  prior  patent,  all  exclusive  right 
in  respect  of  it  is  gone.  Huddart  v. 
Grimshaw,  86. 

Sembley  That  publication  in  the  spe- 
cification of  a  prior  patent  is  notice  to 
the  public.  Ibid.  86,  n.  e.  &  592,  n.  r., 
&719. 

The  specification  of  a  prior  patent,  en- 
rolled after  granting  a  subsequent  patent, 
and  containing  part  of  the  invention 
claimed  by  such  subsequent  patent,  is 
not  conclusive  against  the  validity  of  the 
subsequent  patent.  Cornish  v.  Keene, 
519. 

Publication  in  the  specification  of  a 
prior  patent  of  that  which  is  covered  by 
a  subsequent  patent,  will  vitiate  the 
latter.    Ibid.  510. 

The  making  articles  according  to  an 
invention,  afterwards  made  the  subject  of 
a  patent,  will  not  vitiate  6uch  patent, 
without  publication,  by  act  of  sale,  or 
otherwise.     Bramah  v.  Hardcastky  44. 

A  sale  prior  to  the  date  of  the  letters 
patent  is  a  publication.  Wood  v.  Zim- 
mer944t. 

Publication  in  6uch  a  form  that  the 
public  may  derive  advantage  from  it,  es- 
sential to  confirming  the  legal  character 
of  inventor.  DolhnSs  case,  43  ;  Car- 
penter v.  Smithy  534. 

The  discovery  must  not  be  confined  to 
the  knowledge  of  the  party  making  it, 
but  it  must  have  been  communicated, 
more  or  less,  or  it  must  have  been  more 
or  less  made  use  of  so  as  to  constitute 
discovery.     Hill  v.  Thompson^  244. 

See  Usee. 
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RECITALS. 

A  party  to  a  deed  is  estopped  from  de- 
nying what  is  stated  in  a  recital  in  the 
deed.    Bowman  v.  Taylor ■,  293. 

The  recitals  of  the  early  letters  patent 
show  the  motives  and  consideration  of 
the  grants.  Baker's  patents,  9-13;  Man* 
sell  8  patent,  17. 


SALE. 

The  exclusive  sale,  except  in  connexion 
with  the  working  or  making  of  the  ma- 
nufacture, is  not  the  subject  of  grant 
Darcy  v.  AlHn,  7,  n. 

The  exclusive  privilege  of  sale,  or  of 
uttering  and  putting  to  sale,  associated  in 
the  granting  part  of  the  letters  patent 
with  the  working  and  making  the  manu- 
facture so  to  be  sold,  and  is  altogether 
omitted  in  the  prohibitory  part.  Ibid.  7,  n. 

A  sale  or  vending,  and  the  exposing  to 
sale,  are  not  the  same  thing ;  the  latter 
may  be  no  breach.  Mintery.  William*, 
136. 

The  vending  is  not  expressly  prohi- 
bited by  the  letters  patent.     Ibid.  138. 

The  sale  of  a  manufacture  before  the 
date  of  the  patent  will  vitiate  the  grant 
of  letters  patent  for  such  manufacture, 
otherwise  the  patentee  might  have  a 
longer  monopoly  than  fourteen  years. 
Morgan  v.  Seaward,  194. 

The  prior  sale  of  the  article  by  the 
patentee  will  vitiate  his  subsequent  letters 
patent     Wood  v.  Zimmer,  44. 

The  previous  sale  of  an  article  will 
vitiate  subsequent  letters  patent  for  that 
article  granted  to  any  person.  Carpenter 
v.  Smith,  536. 


SCIRE  FACIAS. 

A  sci.  fa.  lies  to  repeal  the  grant  when 
the  same  thing  has  been  granted  to  two 
persons.    R.  v.  Mttssary,  41. 

The  crown  shall  have  a  set.  fa.  to 
repeal  a  grant  made  on  a  false  sugges- 
tion.    IbuL  41. 

Or,  when  any  thing  is  granted  con- 
trary to  law.     Ibid.  41. 

Or,  where  a  patent  is  granted  to  the 
prejudice  of  the  subject    Ibid.  41. 
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Semble,  A  writ  of  sci.  fa.  does  not 
issue  as  of  course.    R.  v.  NeUson,  672. 

Semble,  Two  persons  cannot  have  a 
eci.  fa.    Ibid.  673. 

New  facts  which  would  be  grounds  for 
repealing  a  patent  will  not  be  received 
on  a  motion  for  a  new  trial.  Lewis  v. 
Marling,  495. 

The  fact  of  a  scire  facias  pending  is 
a  ground  for  refusing  a  nonsuit  on  an 
objection  to  the  patent.  Haworth  v. 
Hardcastle,  485. 

Practice  in  proceedings  in  scire  facias, 
64. 

The  court  refused  to  stay  proceedings 
on  the  part  of  the  plaintiff,  in  an  action, 
so  that  a  set.  fa.  to  repeal  the  patent 
might  be  first  tried.  Haworth  v.  Hard- 
castle, 486,  n.  n. 

The  court,  after  a  verdict  for  the 
crown  in  a  set.  fa.  stayed  proceedings  in 
an  action  on  a  patent  pending  the  rule 
for  a  new  trial  in  the  scire  facias.  Ibid. 

Proceedings  in  a  scire  facias  stayed 
by  the  Lord  Chancellor  to  repeal  the 
English  patent  after  its  expiration,  and 
while  proceedings  on  the  Scotch  patent 
were  pending.     R.  v.  NeUson,  665. 

The  Attorney  General  will  enter  a 
nolle  prosequi  to  such  suggestions  in  a 
writ  of  sex.  fa.  as  are  informal  and  im- 
proper.   JR.  v.  Newall,  671,  n.  e. 

The  suggestion  in  a  writ  of  sci.  fa. 
that  the  grant  is  prejudicial  and  incon- 
venient to  the  subjects  in  general,  is  too 
vague ;  it  should  state  in  what  respects 
prejudicial.    R.  v.  Arkwright,  64,  n.  c. 

No  evidence  will  be  received  under 
such  an  issue.     Ibid.  64,  n.  c. 

The  repeal  of  a  patent  by  sci.  fa.  is  not 
conclusive  to  show  that  a  'prior  judgment 
for  the  plaintiff  in  an  action  on  the  patent 
was  erroneous.  Haworth  v.  Hardcastle, 
486,  n.  n. 


SCOTLAND. 

The  act  discharging  monopolies,  a.d. 
1641,  analogous  to  statute  21  Jac.  1,  c.3, 
in  England,  34,  n. 

Terms  of  Scotch  patent,  34,  n. 

The  term  of  Scotch  patents  the  same 
as  English,  since  the  union.    Ibid. 
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The  act  of  union  having  made  Scot- 
land part  of  the  realm  within  the  meaning 
of  the  statute  of  monopolies,  letters  pa- 
tent for  an  invention  imported  from  Engi 
land  to  Scotland,  or  vice  versd,  as  foreign 
countries  to  each  other,  are  invalid.  Roe- 
buck  v.  Stirling ',45;  Brown  v.  Annan- 
dale,  433. 


SPECIFICATION. 

Origin  of  the  specification;  8,  n.  &  36, 
n.  c. 

Period  allowed  for  enrolment  of  speci- 
fication, 49,  n. 

Time  is  given  for  enrolling  the  speci- 
fication, that  the  inventor  may  experi- 
ment on  and  perfect  his  invention. 
Liardet  v.  Johnson,  54,  n. 

The  object  of  the  specification  is,  that 
after  the  term  has  expired  the  public 
shall  have  the  benefit  of  the  invention. 
Arkwright  v.  Nightingale,  61. 

The  meaning  of  the  specification  is, 
that  others  may  be  taught  to  do  that  for 
which  the  patent  is  granted,  and  if  any 
material  part  of  the  process  be  omitted, 
the  specification  is  bad.  Liardet  v. 
Johnson,  53. 

As,  the  omitting  to  state  the  use  of 
tallow,  which  the  patentee  employed  for 
facilitating  the  manufacture  of  steel 
trusses.     Ibid.  53. 

Or,  the  omitting  to  state  the  use  of  a 
material,  aquafortis,  which  the  patentee 
used  for  obtaining  the  effect  more  rapidly. 
Wood  v.  Zimmer,  82. 

Or,  if  the  patentee  employ  cheaper 
articles  than  those  specified.  Turners. 
Winter,8l. 

It  is  required  as  the  price  of  the  mono- 
poly, that  the  patentee  should  enrol  to  the 
'very  best  of  his  knowledge  and  judg- 
ment, the  fullest  and  most  sufficient  de- 
scription of  the  particulars  upon  which 
the  effect  depended,  that  he  was  enabled 
to  do.     Liardet  v.  Johnson,  54. 

The  most  advantageous  mode  known 
to  the  inventor,  and  any  circumstance 
conducive  to  the  advantageous  operation, 
must  be  stated.  Morgan  v.  Seaward, 
175  &  182. 

The  specification  intended  to  teach  the 
public ;  it  must  fully  disclose  the  secret, 
and  contain  nothing  materially  false  or 
defective.     R.  \.  ^rkimght,  f». 


The  specification  must  give  the  best 
mode  known  to  the  inventor,  and  mutt 
not  mislead.     Walton  v.  Bateman,  622. 

The  specification  ought  to  be  so  clearly 
worded  as  to  enable  any  person  of  suf- 
ficient understanding  on  the  particular 
subject,  to  attain  the  result  without 
doubt  or  difficulty,  it  being  the  price  paid 
by  the  inventor  for  keeping  the  public 
out  of  the  manufacture.  Gibson  t. 
Brand,  629. 

Some  knowledge  is  requisite  in  the 
person  reading  the  specification,  which  is 
addressed  to  artists  of  competent  skill  in 
the  particular  manufacture.  Bickfordi. 
Skewes,  219. 

The  specification  addressed  to  persons 
of  skill  in  the  subject-matter  and  particu- 
lar trade.  Arkwright  v.  Nightingale, 
61 ;  Elliott  v.  Aston,  224. 

The  specification  must  be  sufficient  for 
persons  skilled  in  the  subject.  Huddari 
v.  Grimshaw,  87. 

The  general  test  of  sufficiency  of  the 
specification  for  mechanics  or  persons 
acquainted  with  the  subject,  limited  by 
the  condition,  that  they  should  be  able  to 
make  the  machine  by  following  the  di- 
rections of  the  specification,  without  any 
new  inventions  or  additions  of  their  own. 
R.  v.  Arkwright,  66. 

Any  material  alteration  to  be  made  in 
existing  apparatus  or  machines  must  be 
stated.     Ibid.  67. 

As,  with  reference  to  the  materials  em- 
ployed, or  their  form,  or  the  speed  of  the 
parts,  or  their  relative  dimensions.  Ibid. 
67. 

The  representation  and  description  of 
parts  of  no  use,  or  without  distinguishing 
to  what  purposes  thev  are  to  be  applied, 
or  for  the  purpose  of  puzzling,  will  ren- 
der the  patent  void,  the  specification  not 
affording  that  fair,  full,  and  true  disco- 
very, which  the  public  have  a  right  to 
demand  in  return  for  the  monopoly. 
Ibid.  69. 

If  that  which  is  shown  will  not  do  of 
itself,  but  requires  something  to  be  add- 
ed, the  specification  is  bad.     Ibid.  70. 

If  different  parts  are  to  move  with 
different  velocities,  that  must  be  stated. 
Ibid.  70. 

If  more  parte  be  inserted  than  are  ne- 
cessary— as  ten,  where  four  are  sufficient, 
the  specification  is  void.     Ibid. 

Information  must  not  be  requisite  from 
tfOwsx  *anaKfeft%    Ibid. 
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As,  where  a  workman  has  learned  to 
make  the  machine  from  seeing  others  make 
it.     Ibid. 

The  specification  must  be  such  as  can 
be  followed  by  a  person  possessing  the 
ordinary  knowledge,  common  to  the 
trade,  without  invention  or  addition,  or 
setting  himself  to  solve  a  problem. 
Morgan  v.  Seaward,  174. 

Information  acquired  from  other  sources 
than  the  specification  is  to  be  excluded  ; 
but  reasonable  data  must  be  given. 
Ibid.  179. 

All  extreme  or  exaggerated  cases  must 
be  discarded,  and  the  substance  of  the 
thing  looked  to.    Ibid.  180. 

It  is  not  sufficient  that  a  skilful  person 
should  be  able  to  find  it  out ;  the  inven- 
tion must  be  effected  by  the  directions 
contained  in  the  specification.  Ibid.  185. 

The  specification  cannot  be  supported 
by  the  fresh  invention  and  correction  of 
a  scientific  person.  To  be  valid,  it  must 
be  such  as,  when  fairly  followed  out  by  a 
competent  workman,  without  invention 
or  addition,  the  object  of  the  patent  may 
be  obtained.     Neil  son  v,  Harford,  371. 

By  competent  skill  and  knowledge  are 
meant,  ordinary  skill  and  knowledge, 
such  as  that  possessed  by  practical  work- 
men ;  not  the  degree  of  skill  which  would 
enable  a  person  on  a  mere  hint  to  invent 
a  machine  for  the  purpose.    Ibid.  314. 

The  specification  being  for  the  benefit 
of  the  trade  must  be  sufficient  for  work- 
men competent  to  the  ordinary  business 
of  that  trade;  first-rate  engineers  and 
common  labourers  must  be  excluded.  The 
Househill  Company  v.  Neilson,  692. 

The  compositions  and  proportions, 
where  materials  and  quantity  are  of  the 
essence  of  the  invention,  must  be  given. 
Liardet  v.  Johnson,  54,  n. 

As,  in  the  case  of  a  medicine  or  paint. 
Ibid.  54,  n. 

A  specification  which  merely  suggests 
something,  so  as  to  throw  on  the  public 
the  trouble  of  experiment,  is  bad.  Mot- 
gan  v.  Seaward,  175. 

A  deviation  from  the  precise  dimen- 
sions shown  so  as  to  make  different  parts 
work  together,  is  within  the  knowledge 
of  any  workman.     Ibid.  176. 

The  omission  to  give  directions  as  to 
matters  within  the  knowledge  of  a  work- 
man, who  would  under  ordinary  circum- 


stances be  employed  to  carry  out  the 
invention,  is  no  ground  of  invalidity. 
Crossley  v.  Beverley,  1 10,  n.  n. 

The  omission  to  mention  in  the  speci- 
fication anything  which  the  patentee 
knows  to  be  necessary  for  the  beneficial 
enjoyment  of  the  invention,  is  a  fatal  de- 
fect.   Neihon  y.  Harford,  317  &  321. 

But  the  omission  to  mention  some- 
thing, which  contributes  only  to  the  de- 
gree of  the  benefit,  provided  the  appara- 
tus described  would  work  beneficially 
and  be  worth  adopting,  is  not  a  fatal 
defect     Ibid.  317. 

The  omission  to  mention  the  use  of 
water  twyres  will  not  invalidate  the  spe- 
cification, it  appearing  that  a  beneficial 
effect  could  be  produced  without  such 
apparatus,  and  that  any  person  acquaint- 
ed with  smelting  knows,  that  if  the  heat 
is  increased,  recourse  must  be  had  to 
some  method  of  guarding  the  pipe,  and 
that  the  water  twyre  was  well  known  as 
one  mode  for  that  purpose.     Ibid.  318. 

If  the  apparatus  described  can  be  used 
beneficially  in  its  simplest  form,  it  is  no 
objection  that  great  improvements  may 
have  been  made.     Ibid.  317. 

Not  necessary  that  the  apparatus  de- 
scribed should  pre  dace  the  greatest 
amount  of  benefit.  The  Househill  Com- 
pany v.  Neihon,  695. 

It  is  sufficient  if  persons  acquainted 
with  heating  air  would  construct  an  ap- 
paratus productive  of  some  benefit  Ibid. 
694. 

If  experiments  are  necessary  for  the 
production  of  any  beneficial  effect,  the 
patent  is  void.  Neilson  v.  Harford, 
320. 

As,  if  a  particular  temperature  be  es- 
sential and  not  stated,     ibid.  318. 

The  specification  need  not  describe 
that  which  is  within  the  knowledge  of 
any  workman  who  would  be  employed 
to  put  up  the  apparatus.  Crossley  v. 
Beverley,  1 10,  n.  n. 

As,  a  condenser,  in  constructing  a  gas 
apparatus.     Ibid.  110,  n.  n. 

A  patentee  is  bound  to  insert  in  his 
specification  the  most  improved  means  of 
carrying  out  his  invention  with  which  he 
is  acquainted  at  the  time  of  the  enrolment 
of  the  specification.     Ibid.  116. 

As,  the  different  mechanical  contri- 
vances for  carrying  out  the  principle  in 
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respect  of  which  he  applied  for  hit  pa- 
tent   Jttrf.116. 

If  it  were  otherwise,  and  if  such  con- 
trivances must  he  the  subject  of  fresh  let- 
ten  patent,  the  monopoly  would  he  pro- 
longed.    Ibid.  116. 

Time  is  allowed  for  the  specification,  in 
order  that  the  invention  may  be  brought 
to  its  greatest  state  of  perfection.  laid. 
117. 

All  improvements  made  during  the 
interval  for  enrolling  the  specification 
should  be  described.     Ibid.  117. 

The  insertion  or  representation  of  any- 
thing as  important,  not  being  so  in  fact, 
will  vitiate  the  specification*  Huddari 
v.  Chrmshan,  93. 

Lettero  patent  are  void  if  the  specifica- 
tion be  ambiguous,  or  give  directions 
which  tend  to  mislead  the  public.  Turner 
v.  Winter,  77. 

As,  where  a  generic  term  '  fossil  salt,' 
is  employed,  but  one  species  only,  '  sal 
gem,'  will  succeed.    Ibid.  80. 

Or,  when  one  of  several  articles  named 
will  not  succeed.     Ibid.  81. 

Where  the  specification  directed  the 
use  of  a  substance,  bituminous  schistus, 
saying,  the  carbonization  has  nothing  par- 
ticular, only  it  is  convenient  before  car- 
bonization to  separate  the  sulphates  of 
iron  which  are  mixed  with  it,  and  it  ap- 
peared that  all  bituminous  schistus  had 
such  sulphates,  and  that  no  easy  means 
were  generally  known  of  removing  them, 
and  that  without  their  removal  the  schis- 
tus could  not  be  efficaciously  used ;  the 
specification  held  insufficient.  Derosne 
v.  Fatrie,  157. 

If  a  substance  as  generally  known  con- 
tain foreign  matter,  the  presence  of  which 
is  positively  injurious,  the  plaintiff  must 
show  that  a  method  of  easily  removing 
such  foreign  matter  is  known.  Ibid. 
162. 

Aliter,  if  such  foreign  matter  interfere 
to  a  limited  extent  only  with  the  degree 
of  benefit     Ibid.  159. 

The  substances  named  must  answer 
the  purpose  proposed  beneficially.  Ibid. 
163,  164. 

A  specification  must  state  at  least  one 
method  which  will  succeed.     Ibid.  165. 

All  the  substances  which  will  answer 
the  purpose  of  the  invention  need  not  be 
stated,  only  the  public  must  not  be  mis- 
led.   Bicliford  \.  Skenes^lB. 


But  if  a  whole  class  of  substances  be 
stated  as  suitable,  and  any  one  of  then 
will  not  answer,  the  specification  is  bad 
as  misleading  the  public.     Ibid.  218. 

The  plainest  and  most  easy  way  oi 
production  must  be  stated,  and  if  obscure 
terms  be  employed  for  the  sake  of  con- 
cealment,  so  as  to  induce  the  belief  thai 
elaborate  processes  are  necessary,  when 
the  simplest  will  succeed,  the  specifica- 
tion is  bad.    Savory  v.  Price,  83. 

If  a  patentee  states  that  he  prefer*  i 
certain  material,  having  ascertained  thai 
no  other  would  answer,  he  misleads  the 
public.    Orompton  v.  Ibkotson,  83. 

If  an  article  be  described  by  a  parties- 
lar  name,  the  patentee  knowing  that  the 
requisite  article  cannot  be  ordinarily  pro- 
cured under  the  name  by  which  it  ii 
described  in  the  specification,  and  it  h 
not  stated  where  it  may  be  procured,  tin 
public  have  not  that  full  and  precise  ir* 
formation  which  they  have  a  right  fc 
require.    Sturtz  v.  De  la  Rue,  83. 

A  studied  or  manifest  ambiguity  wil 
vitiate.    Galloway  v.  Bleaden,  524. 

It  is  no  objection  primd  facie  to  i 
specification,  that  it  contains  terms  of  an 
requiring  explanation*  Derosne  v.  Faint 
157. 

A  specification  containing  scientift 
terms,  which  are  not  understood  excepi 
by  persons  acquainted  with  the  nature  a 
the  business,  is  not  bad  because  an  or 
dinary  person  does  not  understand  it 
provided  a  scientific  person  does ;  but  i 
specification  using  common  language 
and  stating  that  by  which  a  common  mai 
may  be  misled,  though  a  scientific  roai 
would  not,  when  it  does  not  profess  fc 
use  scientific  terms,  and  an  ordinary  mai 
is  misled  by  it,  would  not  be  good 
Neilson  v.  Harford,  341. 

If  the  invention  be  an  improvement,  i 
must  distinctly  appear  on  the  face  of  tb< 
specification  as  such,  and  not  as  an  origi 
nal  discovery.    Hill  v.  Thompson,  24/ 

The  specification  must  inform  the  pub 
lie  what  is  new  and  what  old.  Macfar 
land  v.  Price,  74. 

A  person  is  to  be  warned  by  the  spe- 
cification against  the  use  of  the  particula 
invention.     Ibid. 

A  specification  describing  a  machii* 
as  a  whole  is  sufficient,  though  the  inven- 
tion be  an  improvement  on  a  fanner 
patent    Harmarv.  Playne,  75. 
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The  specification  is  to  warn  the  public 
of  what  is  prohibited,  and  to  teach  them 
the  invention*  Morgan  v.  Seaward,  173. 

The  specification  must  distinguish  be- 
tween what  is  new  and  old ;  if  not,  the 
presumption  is,  that  the  patent  extends 
to  the  whole  and  to  each  part  Carpen- 
ter v.  Smith,  532. 

A  mistake  in  a  specification  does  not 
of  necessity  vitiate  letters  patent,  as, 
where  air  was  called  an  imponderable 
substance,  or  sulphur  a  mineral.  Neil- 
son  v.  Harford,  340. 

Semble,  That  a  mistake  in  respect  of  a 
matter  foreign  to  the  invention,  and 
which  cannot  mislead,  will  not  vitiate  the 
specification.     Ibid.  353. 

The  inaccurate  use  of  words,  if  ex- 
plained by  the  context,  will  not  vitiate  a 
specification.     Ibid.  369. 

Semble,  That  the  evidence  of  a  person 
of  ordinary  skill  cannot  be  allowed  to 
contradict  or  correct  the  plain  grammati- 
cal sense  of  one  part  of  the  specification. 
Ibid.  329. 

The  sufficiency  of  the  specification  in 
matters  of  description  is  a  question  for 
the  jury.     Walton  v.  Potter,  595. 

In  the  absence  of  evidence  on  the  part 
of  the  defendants,  that  persons  have  been 
misled  by  the  specification,  it  is  sufficient 
for  the  plaintiff  to  call  persons  who  say, 
that  to  them  it  is  clear.  Cornish  v. 
Keene,  502. 

The  attention  of  the  plaintiff  must  be 
fully  and  clearly  directed  to  the  objec- 
tion to  the  specification.  Bickford  v. 
Skewes,  219. 

The  finding  of  the  jury  on  an  objection 
as  to  the  distinctness  of  the  specification 
is  conclusive.     Ibid.  220. 


STAY  OF  PROCEEDINGS. 
See  Action;  Scibe  Facias. 


SUBJECT-MATTER. 

A  new  trade,  or  engine  tending  to  the 
furtherance  of  a  trade.  Darcy  v.  Alton, 
6;  Crane  v.  Price,  411. 

As  the  trade  of  making  and  selling 
frisadoes.    Hastings'  patent,  6. 


The  use  of  a  sieve  for  melting  lead. 
Humphrey's  patent,  7. 

The  working,  making,  and  compound- 
ing smalt  within  the  realm.  Baker's 
patents,  9,  11,  &  13. 

The  working  or  making  of  any  maimer 
of  new  manufacture  within  the  realm. 
(Stat  21  Jac.  1,  c.  3,  s.  6.)    31. 

An  addition  to,  or  an  improvement  on, 
an  existing  invention.  Morris  v.  Bran- 
som,  51. 

Or,  on  an  existing  patent  Crane  v. 
Price,  413 ;  Ibid.  n.  o. 

A  method  of  operating  and  manufac- 
turing, producing  no  new  substance,  and 
employing  no  new  machinery.  Per  Eyre, 
C.  J.,  56,  n. 

A  new  process  to  be  carried  on  by 
known  apparatus,  acting  on  known  sub- 
stances, and  producing  a  known  article, 
but  in  a  cheaper,  better,  or  more  expe- 
ditious manner.     Crane  v.  Price,  409. 

As,  welding  iron  tubes  by  fixed  dies 
instead  of  by  rollers.  Russell  v.  Cow- 
ley, 466. 

Or,  welding  without,  or  by  the  ami*, 
sion  of  a  maundril,  in  manufacturing 
welded  iron  tubes.    Ibid.  466. 

Any  thing  material  and  new,  and  an 
improvement  of  the  trade.  R.  v.  Ark- 
wright)  71. 

Two  grounds  for  a  patent,  improve- 
ment and  discovery ;  the  former  in  re- 
spect of  something  already  known,  the 
latter  in  respect  of  something  absolutely 
new.    Hill  v.  Thompson,  244. 

A  new  combination  of  materials  pre- 
viously in  use  for  the  same  purpose,  or 
for  a  new  method  of  applying  such  ma- 
terials.   Ibid.  237. 

As,  the  combination  of  hot  blast  and 
stone  coal  in  the  manufacture  of  iron. 
Crane  v.  Price,  409. 

The  new  use  of  a  known  thing,  as  of 
an  old  wheel  on  a  railroad,  not  the  subject 
of  letters  patent.    Losh  v.  Hague,  208, 

The  discovery  of  a  principle  as  a  law 
or  property  of  matter,  unless  it  be  alio 
applied  to  the  practical  purposes  of  the 
arts,  not  any  manner  of  manufacture. 
The  Househill  Company  v.  Neilson, 
683. 

See  Addition,  Combination,  Im- 
provement, Manufacture,  Omis- 
sion. 
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TERM  OF  LETTERS  PATENT. 

For  2 1  years  to  Baker  &  Others,  3  Jac. 
1  (a.  d.  1606).    Baker's  patent,  9. 

For  31  years,  6  Jac.  1  (a.  d.  1609). 
Ibid,  II. 

For  31  yean,  16  Jac.  1  (a.d.  1619). 
Ibid.  13. 

For  14  years,  19  Jac.  1  (a.  d.  1622). 
Dudley9 8  patent,  14. 

For  15  years  (21  Jac.  1).  Manse  IP  8 
patent,  22. 

For  14  years  or  under  (Stat.  21  Jac. 
1,  c.  3).     31. 

The  term  of  14  years  too  long.  36, 
n.  e. 

As  to  the  terms  of  letters  patent  for 
Scotland,  341. 


TIME  (COMPUTATION  OF). 

The  condition  for  the  enrolment  of  the 
specification  within  two  calendar  months, 
next  and  immediately  after  the  date  of 
the  letters  patent,  is  satisfied  by  the  en- 
rolment on  that  day  two  months.  De- 
rosne  v.  Fairie,  154,  n.  a,  d,  &  156,  n. 

Letters  patent  being  dated  the  10th 
of  May,  the  proviso  for  the  enrolment 
within  one  calendar  month  after  the  date 
of  the  patent  is  satisfied  by  enrolment 
on  the  10th  of  June.  Watson  v.  Pears, 
154. 


TITLE. 

Misdescription  in  the  title  is  fatal,  as 
where  a  brush  was  improperly  described 
as  a  tapering  brush.  R.  v.  Metcalf, 
141,  &  333. 

Qucere,The  authority  of  this  case,  333. 

The  specification  is  to  be  taken  in 
connexion  with  the  letters  patent  in  de- 
termining the  validity  of  the  patent  in 
respect  of  its  title.  Neilson  v.  Harford, 
ol2. 

Generality  of  title  no  objection,  if  ho- 
nestly employed.     Ibid.  312. 

The  title  need  not  give  any  idea  of 
the  invention ;  it  is  sufficient  if  the  spe- 
cification be  consistent  with  it.  Ibid. 
333. 

Ambiguity  in  the  title,  if  explained 
by  the  specification,  will  not  vitiate  the 
patent.    Ibid.  373. 


The  title  of  the  patent  should  disclose 
the  object  of  the  invention.  The  House- 
hill  Company  v.  Neilson,  678. 

An  objection  to  the  title  not  let  in  by 
a  plea  of  the  insufficiency  of  the  specifi- 
cation.   Derosne  v.  Fairie,  161. 

An  improvement  in  the  final  result 
may  be  supported  by  an  improvement  in 
any  one  of  the  several  processes.  Ibid. 
162. 

Letters  patent  for  certain  improvements 
in  carriages,  the  invention  being  appli- 
cable to  certain  descriptions  only  of  car- 
riages, are  not  thereby  invalid.  Cook  ▼. 
Pearce,  (MSS.) 

See  Construction. 


TRADE. 

A  known  trade,  as  the  making  of  cards, 
cannot  be  restrained  but  by  parliament 
T/ie  Case  of  Monopolies ',  2  &  3. 

A  new  trade,  or  engine  tending  to  the 
furtherance  of  a  trade,  the  subject  of  let- 
ters patent  Darcy  v.  Allin,  6 ;  Crane 
v.  Price,  411. 

Any  thing  material  and  new,  which  id 
an  improvement  of  the  trade,  will  be  suf- 
ficient to  support  a  patent.  R.  v.  Ark- 
might,  71. 


UNION  (ACTS  OF). 

Articles  of  acts  of  union  (Scotland  and 
Ireland),  relating  to  patents,  453. 

Since  the  union,  the  practice  as  to  pa- 
tents has  been  the  same  both  in  England 
and  Scotland.    Morton  Y.Barclay,  49. 

The  great  seals  of  the  three  countries 
distinct  for  the  purpose  of  patents,  not- 
withstanding the  act  of  union.  Univer- 
sities o/O.kC.  v.  Richardson,  48. 

Qtuere,  As  to  the  effect  of  the  Scotch 
act  of  union.     Ibid.  49. 


USELESSNESS. 

Sfei  Failure  of  Consideration. 

The  uselessness  of  part  of  the  invention 
will  not  vitiate  the  grant  Lewis  v. 
Marling,  491. 

A  monopoly  in  respect  of  an  invention 
altogether  useless  may  be  mischievous  to 
the  state.    Morgan  v.  Seanxsrd,  197. 
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USER. 

Private  or  Secret. 

The  use  of  an  invention  in  private  or 
secret  will  not  vitiate  letters  patent 
granted  to  a  subsequent  independent  in- 
ventor.    DoUond's  case,  43. 

The  user  of  a  process  in  secret  by  an 
inventor  for  the  purposes  of  commerce, 
the  article  so  made  being  sold  or  used 
in  public,  will  vitiate  letters  patent 
subsequently  granted  to  such  inventor. 
Tennanfs  case,  125;  Morgan  v.  Sea- 
ward, 194;  Roebuck  v.  Stirling,  45, 
i).  b. 

Otherwise  an  inventor  might  secure  to 
himself  a  monopoly  for  a  longer  period 
than  fourteen  years.  Morgan  v.  Sea- 
ward,  194. 

That  which  is  confined  to  the  know- 
ledge of  the  party  and  not  communi- 
cated to  the  public,  is  not,  properly 
speaking,  discovery.  Hill  v.  Thompson, 
244. 

The  construction  of  a  pair  of  wheels 
for  a  steam  boat  by  an  engineer  and  his 
servants,  under  an  injunction  of  secrecy, 
the  injunction  being  observed,  is  not  a 
public  user  of  the  invention.  Morgan 
v.  Seaward,  194. 

The  construction  by  the  patentee  of 
two  or  three  of  his  improved  apparatus, 
prior  to  the  patent,  is  not  such  a  use  of 
the  invention  as  will  vitiate  the  letters 
patent.     Br  amah  v.  Hardcastle,  194. 

Semble,  That  previous  private  user 
cannot  be  restrained  by  letters  patent 
subsequently  granted  to  an  independent 
inventor.    Hill  v.  Thompson,  240. 

A  party  cannot  be  restrained  by  a 
subsequent  patent  from  going  on  with 
that  which  they  were  doing  before.  Cor- 
nish v.  Keene,  511. 

Public. 
Public  use  is  a  use  in  public  as  dis- 
tinguished from  a  use  in  private  and  se- 
cret ;  it  does  not  mean  a  general  use  and 
adoption  by  the  public.  Carpenter  v. 
Smith,  534. 

The  use  of  a  lock  in  such  a  situation 
that  the  public  might  see  it,  is  a  public 
use  and  exercise  of  the  invention.  Ibid. 
540. 

The  manufacture  and  sale  without 
sRcrecyby  a  workman  of  several  dozen 
of  locks  according  to  a  model  which  is 
retained,  is  a  public  use  and  exercise  of 
the  invention.     Ibid.  540. 


Public  use  is  a  use  in  public  so  as  to 
come  to  the  knowledge  of  others.  Ibid. 
543. 

The  prior  public  use  of  the  same  in- 
strument, an  answer  to  an  action  for  a 
breach  of  a  sole  or  exclusive  privilege. 
Humphrey's  case,  7. 

The  manufacture  in  the  way  of  trade 
of  substantially  the  same  article  prior  to 
the  date  of  the  patent,  will  defeat  the 
exclusive  right.     Hastings'  case,  6. 

Prior  public  use  of  an  invention  in  one 
part  of  the  United  Kingdom  will  vitiate 
letters  patent  for  any  other  part.  Brown 
v.  Annandale,  33. 

Query,  Whether  prior  public  use  by 
the  inventor  himself  in  one  portion  of  the 
United  Kingdom  will  vitiate  letters  pa- 
tent granted  subsequent  to  such  use  for 
another  portion  of  the  realm.   Ibid.  454. 

The  publicly  making  and  selling  an 
article,  though  there  may  be  no  demand 
or  use  for  it  at  the  time,  will  vitiate  sub- 
sequent letters  patent.  Losh  v.  Hague, 
205. 

The  question  of  public  use  is  for  the 
jury ;  as,  whether  the  instances  adduced 
show  a  manufacture  to  have  been  in  pub- 
lic use,  or  only  that  various  experiments 
had  been  made  and  abandoned.  Elliott  v. 
Aston,  224;  Cornish  v.  Keene,  519. 


UTILITY. 

Some  degree  of  utility  an  implied  con- 
dition of  the  grant  of  letters  patent.  7  & 
8,  n. ;  31,  n.  p. 

The  degree  of  utility  is  not  material ; 
it  is  sufficient  to  support  a  patent  if  the 
invention  be  an  improvement.  Morgan 
v.  Seaward,  172. 

Or,  of  any  use.    Ibid.  186. 

The  fact  of  an  invention  not  coming 
into  use  raises  a  strong  presumption 
against  its  utility.  IIUL  185;  In  re  Si- 
mister's  patent,  723. 

Semble,  That  the  question  of  utility  is 
a  compendious  mode  of  deciding  the 
question,  whether  the  patent  is  void  un- 
der the  statute  of  monopolies  ?  Morgan 
v.  Seaward,  197. 

It  is  not  always  necessary  to  entertain 
the  question  of  utility.  Cutler3*  patent. 
426. 

Utility  is  not  a  condition  imposed  by 
the  statute  which  is  satisfied  if  the  in- 
vention be  new.  Lewis  v.  Marling, 
497. 
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.  Not  essential  to  the  validity  of  a  pa- 
tent, that  the  invention  should  be  useful 
for  all  the  cases  to  which  it  is  proposed 
as  applicable.  Haworth  v.  Hardcastle, 
480. 

A  finding  of  the  jury,  that  the  inven- 
tion is  useful  on  the  whole,  but  fails,  or 
is  not  useful  in  some  cases,  is  not  a 
ground  of  nonsuit.    Ibid.  483. 

If  any  thing  claimed  as  essential  turn 
out  to  be  useless,  the  patent  is  voidable, 
but  aliter  if  not  described  as  essential. 
Lewis  v.  Marling,  495. 

The  subsequent  discovery  that  some- 
thing described  may  be  dispensed  with, 
will  not  vitiate  a  patent  if  there  has  been 
no  deception.    laid.  496. 

A  patent  being  for  an  improvement  on 
a  former  patent,  it  is  not  material  whe- 
ther a  machine  made  according  to  the 
specification  of  the  first  patent  would  be 
useful  or  not,  if  it  be  shown  that  a  ma- 
chine constructed  according  to  the  sub- 
sequent patent  is  useful.  Lewis  v. 
Davis,  489. 

It  is  not  necessary  that  the  vessel  de- 
scribed should  have  been  actually  tried 
and  proved  to  answer ;  the  evidence  of 
scientific  persons,  that  it  would  answer, 
may  be  sufficient.  Neilson  v.  Harford. 
316. 

If  any  material  part  of  the  alleged  dis- 
covery fail,  the  patent  is  void.  Hill  v. 
Thompson,  249. 


VALIDITY. 

Conditions  of  validity  at  comrifcn  law 
and  by  statute.     7,  n. ;  29,  n.  /. 

See  Inventob.    Grantee. 

The  term  at  common  law,  to  be  such 
reasonable  period  as  might  suffice  for 
others  to  learn  the  trade.     36,  n.  e. 

The  term  by  statute,  not  to  exceed 
fourteen  years.     8,  n. 

See  Term. 

The  subject-matter  at  common  law,  a 
new  trade,  or  engine  tending  to  the  fur- 
therance of  a  trade.     Darcy  v.  Alibi,  6. 


The  subject-matter  by  statute,  any 
manner  of  new  manufacture  (21  Jac.  1, 
c.  3,  s.  6).     31. 

See  SUBJECT-MATTEB. 

If  the  crown  be  deceived,  the  grant  is 
void.     Case  of  Monopolies,  3. 

See  False  Suggestion. 

Some  degree  of  utility  an  implied  con- 
dition of  the  grant.     7,  n.  &  8 ;  31,  n.  p. 

See  Utility. 

Jk  grant  of  a  monopoly  for  an  inven- 
tion altogether  useless,  is  invalid.  Mor- 
gan v.  Seaward,  197. 

See  U3ELE8SNE88. 

The  invention  must  be  both  new  and 
useful,  and  the  specification  must  accu- 
rately describe  it.  Hill  v.  Thompson, 
237. 

See  Novelty.    Specification. 


VENUE. 

Changed  under  special  circumstances. 
Bickfordv.  Skewes,  214. 


VERDICT. 

A  verdict  for  the  plaintiff  involves  the 
validity  of  the  patent,  subject  to  even- 
legal  consideration  and  the  infringement. 
Hill  v.  Thompson,  242. 

Query,  Whether  the  plaintiff*  can  have 
a  verdict  on  the  plea  of  not  guilt}*,  al- 
though the  patent  is  invalid,  and  the 
defendant  has  a  verdict  on  the  issues 
as  to  novelty.  Sandiford  v.  Neild,  31 I, 
n.  t. ;  Neilson  v.  Harford,  31 1. 

See  Juey. 


WORD. 

The  inaccurate  use  of  words,  the  sense 
in  which  they  are  employed  being  clear, 
will  not  vitiate  a  specification.  Derosne 
v.  Fame,  157 ;  Minter  v.  Mower,  141. 

As,  the  calling  a  known  thing  by  a 
wrong  name,  the  drawing  annexed  show- 
ine  what  was  intended ;  or  the  calling 
sulphur  a  mineral,  or  the  air  impon- 
derable. Neilson  v.  Harford,  340,  & 
369. 
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